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THE  YEAR  1911. 


Driggs  v.  Schnbidbb. 

Decided  March  12, 1919. 

162  O.  G.,  269. 

1.  INTKBPEBKHOB— TBOTIMONY — PbOOF  OT  INVEBTOBSHIP. 

When  D.  testified  that  he  (Hmceived  the  invention  in  itHme  BBd  discloBed 
it  to  others  and  tliat  a  gun  embodying  the  issue  was  built  under  iiis  direc- 
tion by  the  company  with  wliich  he  was  connected.  Held  tliat  testimony 
corroborating  him  as  to  the  building  of  the  gun  is  sufDcient  to  establish 
that  the  Inyention  originated  with  him  in  the  absence  of  testimony  that  he 
derlyed  knowledge  thereof  from  the  opposing  party.  (Herman  v.  FiMman, 
C.  D.,  1908,  462;  107  O.  G.,  1094.) 

2.  Samb— Samb — ^Datb  of  Test. 

The  inventor's  uncorroborated  testimony  that  a  competitiye  test  was 
held  by  the  Government  on  a  certain  dale  is  sufficient  to  establish  that 
fact  in  the  absence  of  any  testimony  to  the  contrary. 

8.  Same — Same — Reduction  to  Pbaoticb. 

Testimony  that  a  gun  embodying  the  invoition  was  built  under  D.'s 
directions,  was  shipped  to  the  Government  proving-grounds  and  tested, 
and  that  after  the  test  it  was  adopted  by  the  Government  and  other  guns 
were  made  exactly  like  it  f6r  the  Government  Heid  sufficient  to  establish 
reduction  to  practice  by  D. 

Appeal  from  Examiners-in-Chief. 

BABBEL  BECOIL-OUH. 

Messrs.  Wilkinson  ds  Fisher  for  Driggs. 

Messers,  Mauro^  Cameron^  Lewis  cfe  Massie  for  Schneider. 

Moore,  Commissioner: 

This  is  an  appeal  by  Schneider  from  the  decision  of  the  Exam- 
iners-in-Chief reversing  the  decision  of  the  Examiner  of  Inter- 
ferences and  awarding  priority  of  invention  to  Louis  L.  Driggs,  the 
junior  party. 
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The  issue  of  the  interferenee  is  as  follows: 

1.  In  a  seml-antomatic  gun,  th%  combination  with  the  gtm  body  and  cradle, 
of  one  or  more  recoil-cylinders,  a  main  bolt  joumaled  to  the  breech  of  the  gun, 
breech  mechanism  operated  by  said  main  bolt,  means  on  said  main  bolt  for 
operating  same  automatically,  a  cylinder  rigidly  attached  to  said  gun  exterior 
to  the  recoU-cy Under ;  a  piston,  piston-rod  and  a  spring  under  compression,  aU 
mounted  in  said  cylinder  and  all  recoiling  with  the  gun,  a  connection  between 
said  piston  and  said  main  bolt,  and  mechanism  operated  on  counter-recoil  for 
opening  the  breech  against  the  action  of  said  spring. 

2.  In  a  semi-automatic  gun,  the  combination  with  the  gun  body  and  cradle, 
of  one  or  more  recoil-cylinders,  a  main  bolt  joumaled  to  the  breech  of  the  gun, 
breech  mechanism  operated  by  said  main  bolt,  means  on  said  main  bolt  for 
operating  same  automatically,  a  cylinder  rigidly  attached  to  said  gun  exterior 
to  the  recoil-cylinder;  a  piston,  piston-rod  and  a  spring  under  compression,  all 
mounted  in  said  cyUnder  and  all  recoiling  with  the  gun,  means  for  varying 
the  compression  of  said  spring,  a  connection  between  said  piston  and  main  bolt, 
and  mechanism  operated  on  counter-recoU  for  opening  the  breech  against  the 
action  of  said  spring. 

This  interference  as  originally  declared  also  involved  the  party 
Hermsdorf ;  but  the  Primary  Examiner  dissolved  the  interference 
as  far  as  Hermsdorf  was  concerned  as  to  count  2,  on  the  ground  that 
he  was  not  entitled  to  make  a  claim  corresponding  to  that  count,  and 
the  Examiner  of  Interferences  rendered  a  judgment  on  the  record 
against  Hermsdorf  that  he  was  not  the  first  inventor  of  the  invention 
set  forth  in  count  1.  No  appeal  was  taken  from  that  decision, 
and  the  interference  was  continued  as  to  the  parties  Driggs  and 
Schneider. 

Schneider  tock  no  testimony;  but  he  is  entitled,  under  a  stipula- 
tion that  the  subject-matter  of  the  invention  in  issue  here  is  embod- 
ied in  French  Patent  No.  361,667  and  that  the  party  Schneider  is  the 
party  named  in  that  French  patent,  to  the  date  on  which  the  appli- 
cation for  that  patent  was  filed — ^namely,  August  3,  1905 — as  his 
date  of  conception  and  constructive  reduction  to  practice. 

Driggs  in  his  preliminary  statement  alleged  conception  in  1903 
and  reduction  to  practice  in  June,  1905."  The  Examiner  of  Inter- 
ferences found  that  the  testimony  offered  on  behalf  of  Driggs  estab- 
lished neither  conception  nor  reduction  to  practice  of  the  invention 
by  him  prior  to  the  date  to  which  Schneider  is  entitled.  The  Exam- 
iners-in-Chief  in  reversing  this  decision  found  that  Driggs  had  estab- 
lished both  conception  and  reduction  to  practice  prior  to  this  date. 

Driggs  himself  testifies  very  clearly  to  a  conception  of  the  invention 
as  early  as  1903  and  to  the  making  of  drawings  disclosing  the  inven- 
tion. He  also  testifies  that  a  gun  was  made  in  accordance  with  these 
drawings  and  was  successfully  tested  in  June,  1905.  He  testifies, 
further,  that  this  gun  was  shipped  to  the  Navy  Department  of  the 
United  States  in  the  latter  part  of  June,  1905;  that  it  was  entered  in 
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a  competitiye  test  in  July,  1905,  and  that  as  a  result  of  this  test  it 
was  adopted  as  a  standard  by  the  Navy  Department 

It  is  contended  on  bdialf  of  Schneider  that  no  one  has  testified  to 
a  disclosure  of  the  invention  by  Driggs  and  that  while  drawings  have 
been  introduced  in  evidence  there  is  no  showing  that  these  drawings 
embody  Driggs's  invention  or  were  made  under  his  direction. 

That  a  gun  embodying  the  invention  was  actually  built  by  the  com- 
pany with  which  Driggs  is  connected  is  clearly  established  by  the  tes- 
timony of  Driggs,  Hughes,  Harris,  and  Myers.  Hughes  testifies  that 
when  he  entered  the  service  of  the  company  in  June,  1905,  he  saw  a 
three-inch  semi-automatic  gun;  that  this  gun  was  subsequently 
shipped  to  the  Navy  Department,  and  that  after  the  test  at  Indian 
Head  by  the  Government  officials  he  again  saw  it  at  the  navy-yard  at 
Washington ;  that  he  made  careful  measurements  of  this  gun  and  con- 
structed working  drawings  therefrom  for'  the  use  of  the  Navy  De- 
parianent  in  the  subsequent  manufacture  of  guns  of  this  type,  and 
that  the  gun  had  in  no  wise  been  changed  since  he  first  saw  it  in  1906. 
He  inlxoduced  in  evidence  pnnts  of  certain  sheets  of  these  drawings 
whidi  clearly  disclose  the  invention  in  issue.  It  also  appears  from 
the  testimony  of  Myers  and  Harris  that  only  one  three-inch  semi- 
automatic gun  was  made  and  shipped  from  the  works  of  the  Driggs- 
Seabury  Ordnance  Company  prior  to  the  time  the  testimony  was 
taken. 

The  contention  that  Driggs  has  not  established  that  he  was  the 
inventor  of  this  gun  is  clearly  not  tenable  under  the  holdings  of  the 
CcHnmissioner  in  Herman  v.  FuJJman^  (C.  D.,  1903,  452;  107  O.  Q., 
1094.)  In  respect  to  a  contention  raised  in  that  case  similar  to  the 
one  here  raised  the  Commissioner  said : 

Follman  himself  says  that  the  machine  is  now  and  has  been  ever  since  March 
25.  1901,  in  operation  in  the  offices  of  the  Pittsburg  &  Lake  Brie  Railroad  (Com- 
pany. (Q.  34.)  If  this  were  not  the  foct,  it  could  have  beoi  easily  disproved; 
bnt  no  effort  appears  in  the  record  to  disproye  it  Herman,  in  fact,  does  not 
seriously  attack  the  genuineness  of  this  machine  or  the  fkct  of  its  practical 
operation.  He  merely  says  that  there  is  no  evidence  that  this  machine  was 
made  from  disclosures  by  E\illman,  and  that  therefore  he  can  derive  no  boiefit 
from  it  This  contention  is  not  sustained  by  the  evidence,  since  it  is  very  clear 
that  the  machine  was  installed  by  Pullman's  company,  and  it  must  be  assumed 
that  he  was  the  originator,  as  no  one  else  connected  with  the  company  claims  it 
He  swears  that  he  invented  it,  and  his  statement  must  be  taken  as  true.  There 
is  no  contention  that  the  machine  was  made  upon  the  disclosure  of  Herman,  and 
therefore  the  suggestion  amounts  to  nothing  more  than  a  statement  that  the 
madiine  may  have  been  made  from  disclosures  by  some  stranger  to  the  record. 
There  is  no  evidence  to  8uiH)ort  the  suggestion,  and  evoi  if  there  was  it  would 
be  immaterial  in  this  proceeding.  {Foster  ▼.  Anti^del,  O.  D.,  1899,  413;  88 
O.  Q.,  1627;  14  App.  D.  C,  552.) 

This  decision  was  affirmed  by  the  Court  of  Appeals  of  the  District 
of  Columbia,  (C.  D.,  1904,  626;  109  O.  Q.,  1888;  28  App.  D.  C,  259,) 
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and  while  this  partionlar  point  was  not  specifically  referred  to  the 
Court  said': 

We  shall  not  be  more  specific  in  reciting  the  evidence  in  the  case.  That  has 
been  done  quite  fully  by  the  tribunals  of  the  Pat^it  Office,  and  especially  in  tlie 
opinion  of  the  Commissioner  of  Patents ;  and  it  would  serve  no  useful  purpose 
to  repeat  it.    We  are  satisfied  with  the  conclusion  reached  by  them. 

As  the  testimony  of  all  the  witnesses  above  referred  to  shows  that 
this  gun  was  shipped  from  the  works  of  the  Driggs-Seabury  Ordnance 
Company  as  early  as  June  27, 1905,  the  only  further  question  to  be  con- 
sidered is  whether  Driggs  has  established  a  reduction  to  practice  prior 
to  the  date  to  which  Schneider  is  entitled,  and,  if  not,  whether  he  has 
established  that  he  was  diligent  in  reducing  the  invention  to  practice 
at  that  time  and  subsequently  thereto.  The  Examiners-in-Chief  held 
that  while  there  was  no  direct  corroboration  of  Driggs's  testimony 
that  the  gun  operated  successfully  when  tested  at  the  proving-ground 
of  the  Driggs-Seabury  Ordnance  Company  at  Sharon,  Pa.,  the  facts 
of  the  case  were  sufficient  to  corrobwate  his  testimony,  since  it  ap- 
peared that  after  this  test  the  gun,  the  construction  of  which  had  cost 
some  thirteen  thousand  dollars,  was  entered  in  the  competitive  test 
of  July,  1905,  and  found  satisfactory,  and  that  it  could  not  be  pre- 
sumed that  an  ordnance  company  would  carry  out  such  a  test  and 
then  finish  the  gun  up  and  ship  it  to  the  Navy  Department  for  an 
exhaustive  trial  with  a  view  to  its  acceptance  if  it  had  not  worked 
successfully. 

It  is  not  deemed  necessary,  however,  to  decide  whether  Driggs  is 
entitled  to  the  date  when  this  gun  was  tested  at  Sharon  as  the  date 
of  reduction  to  practice.  Driggs  himself  testifies  that  the  test  at 
Indian  Head  took  place  in  the  latter  part  of  July,  1905.  He  has 
introduced  in  evidence  a  letter  from  the  Navy  Department,  dated 
July  12, 1905,  which  states  that  the  test  would  be  held  on  the  follow- 
ing Tuesday,  and  he  testifies  positively  that  it  was  held  on  that  date. 
It  clearly  appears  from  the  testimony  of  Hughes  and  Harris  and 
Myers  that  following  this  test  this  type  of  gun  was  adopted  by  the 
Navy  Department  and  various  other  guns  made  exactly  in  accordance 
therewith  ordered  from  this  company  and  from  the  American  &' 
British  Manufacturing  Company,  who  paid  to  the  Driggs-Seabury 
Ordnance  Company  a  royalty  of  $150  per  gun.  That  the  guns  sub- 
sequently made  for  the  Navy  Department  were  exactly  like  this  gun 
so  far  as  the  issues  of  this  interference  are  concerned  is  clearly  estab- 
lished by  Hughes's  testimony  that  he  made  working  drawings,  prints 
of  which  disclose  the  invention,  for  the  use  of  the  Navy  Department 
from  this  gun  in  the  fall  of  1906  and  that  it  had  in  no  wise  been 
changed  from  the  time  it  left  the  Driggs-Seabury  Ordnance  Company 
in  June,  1905. 
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While  it  is  well  established  that  the  testimony  of  an  inventor 
uncorroborated  is  not  sufficient  to  establish  reduction  to  practice,  it 
is  believed  that  his  testimony  if  uncontradicted  is  clearly  sufficient 
to  establish  the  date  upcm  which  certain  alleged  tests  were  held, 
especially,  as  in  this  case,  when  the  testimony,  if  not  true,  covdd  so 
easily  have  been  rebutted.  The  case  so  far  as  it  relates  to  the  failure 
of  Schneider  to  rebut  the  evidence  of  Driggs  and  his  witnesses  as 
to  the  fact  of  the  test  at  Indian  Head,  Md.,  having  been  successful 
is  analogous  to  the  case  of  Stanbon  v.  Howe^  Warren^  and^  Furher^ 
(C.  D.,  1910,  349;  153  O.  G.,  823;  34  App.  D.  C,  418,)  decided  by 
the  court  of  appeals.  In  that  case  the  inventor  and  certain  witnesses 
had  testified  that  a  machine  was  built  and  tried  in  a  shoe-shop  and 
that  subsequently  other  machines  identical  therewith  had  been  built 
and  sold.  In  holding  that  the  earlier  machine  was  a  successful 
reduction  to  practice  and  not  merely  an  abandoned  experiment  the 
court  said  that  it  was  significant  that  no  attempt  had  been  made 
by  the  opposing  party  to  investigate  the  machines  alleged  to  have 
been  sold  and  put  in  use  to  determine  whether  they  were  operative 
or  not. 

In  the  case  of  DaaMeU  v.  Tasker^  (C.  D.,  1903,  551 ;  103  O.  G.,2174; 
21  App.  D.  C,  64)  in  which  the  invention  involved  was  an  infringe- 
ment in  breech-loading  mechanism  for  rapid-fire  ordnance,  the  Court, 
after  stating  that  the  evidence  produced  on  behalf  of  Dashiell  was 
not  sufficient  to — 

make  it  clear  beyond  a  reasonable  doubt  that  his  repeated  efforts  to  reduce 
his  conception  to  practical  use  resulted  in  anything  more  than  unsuccessful 
experiments, 

said: 

The  gun  to  which  the  breech-loading  mechanism  is  adapted  was  made  by  and 
belongs  to  the  Government  of  the  United  States,  and  the  latter  allowed  the  gun 
to  be  used  and  converted  in  order  to  test  the  value  of  the  supposed  invention, 
and  if  successful  to  make  a  distinct  type  of  rapid-firing  ordnance.  But  after 
all  the  tests  that  were  made  it  does  not  appear  that  the  Government  has  made 
any  use  of  the  gun ;  nor  does  it  appear  that  the  alleged  improvement  was  ever 
applied  to  more  than  the  one  gun.  The  experimental  tests  were  made  at  con- 
siderable intervals,  and  after  changes  and  alterations  were  made  in  the  breech 
mechanlEnn.  These  tests  w«re  made  during  the  years  1896,  1897,  and  1898. 
There  were  sufflciait  time  and  opportunity  afforded  certainly  for  the  ordnance 
officers  of  the  Government,  under  whose  direction  and  supervision  the  final 
tests  were  made  at  the  Government  proving  grounds,  to  approve  and  accept 
the  breech  mechanism  as  a  valuable  improvement  in  breech-loading  guns;  but 
no  such  thing  appears  to  have  been  done.  There  is  not  even  a  certificate  or 
memorandum  made  by  those  officers  that  the  tests  were  satisfactory,  and  the 
Invention  a  valuable  improvement  in  breech-loading  guns — evidence,  in  the 
absence  of  those  officers  as  witnesses,  that  would  have  been  most  material  and 
important  on  the  question  of  reduction  to  practice. 
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In  the  preeent  case,  however,  the  testimony  shows  that  the  gon 
which  was  made  by  the  Driggs-Seabury  Ordnance  Company  and 
which  embodied  the  invention  in  issue  was  accepted  by  the  Govern- 
ment after  a  competitive  test  and  that  a  large  nmnber  of  guns  were 
manufactured  for  the  Government  in  accordance  therewith.  In  view 
of  this  testimony  no  presumption  unfavorable  to  Driggs  can  be  drawn 
from  the  fact  that  the  ordnance  officers  of  the  Government  who  were 
present  at  that  test  were  not  called  as  witnesses. 

As  the  test  at  Indian  Head,  Md.,  was  prior  to  the  date  to  which 
Schneider  is  entitled,  it  must  be  held  that  Driggs  has  established  con- 
ception and  reduction  to  practice  of  the  invention  prior  to  that  date 
and  that  priority  of  invention  was  properly  awarded  to  him. 

TJie  decision  of  the  Examinera-vn-Chief  is  affirmed. 


Ex  PABTB  Gentry. 

Decided  December  H,  1910. 

162  O.  G.,  537. 

Application — ^Rejection — ^Withdrawal  op  One  op  Two  Ck>BiELATiVE  Repeb- 

ENCE8 — Final  Rejection  Not  Pbematubb. 

Where  the  Examiner  rejects  a  claim  as  not  patoitable  over  either  of  two 

references  and  in  response  to  an  armament  repeats  the  rejection,  relying 

upon  only  one  of  these  references,  Held  that  it  was  proper  to  make  this 

rejection  finaL 

On  Petition. 

•  8AW-HANDLB. 

Messrs.  0.  A.  Snow  <Sk  Co.  for  the  applicant. 

Moore,  Commissioner: 

This  is  a  petition  asking  that  the  Primary  Examiner  in  charge  of 
this  application  be  instructed  to  reopen  the  same  to  consider  a 
response  to  his  rejection  of  the  claim  now  in  the  case  as  given  on 
August  26, 1910. 

The  case  as  presented  embodied  two  claims.  The  first  rejection 
included  both  claims  and  was  on  the  ground  that  no  invention  was 
shown  "  over  Eoot  or  Knapp  in  view  of  Kichardson."  The  applicant 
then  canceled  one  of  the  claims  and  argued  the  patentability  of  the 
other  claim  over  the  references  cited.  The  Examiner  then  rejected 
the  remaining  claim  as  lacking  invention  "  over  Knapp  in  view  of 
Richardson,"  and  added  an  explanation,  in  about  six  lines,  of  his 
reasons  for  insisting  that  this  claim  lacked  patentability  in  view  of 
these  references.  This  rejection  was  made  final,  and  from  such  action 
the  present  petition  is  taken. 
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Applicant  has  pointed  out  no  reasons  for  reopening  the  case  except 
that  in  the  second  rejection  the  Examiner  did  not  insist  upon  the  re- 
jection upon  both  of  the  grounds  stated  in  the  first  letter,  and  he  urges 
that  this  constitutes  a  new  ground  of  rejection,  to  which  he  should 
be  given  an  opportunity  to  reply.  This  contention,  however,  is 
clearly  in  error.  It  is  well  settled  that  the  abandonment  of  one  of 
several  correlative  references  does  not  give  rise  to  a  new  ground  of 
rejection. 

The  constructions  shown  in  the  references  are  very  simple,  and 
their  application  to  the  claim  is  obvious  and  could  not  well  be  mis- 
understood. The  Examiner  and  the  applicant  appear  to  have  reached 
a  clear  issue,  and  no  reason  is  found  for  reopening  the  case  for  fur- 
ther prosecution  before  the  Examiner, 

The  petition  is  denied. 


Ex  PARTE  KeHRHAHN. 

Decided  November  2S,  1910. 

162  O.  G..  537. 

Pbosicctjtiow  of  Atflication — ^Non-Responsive  Action — ^Abandonment. 

On  August  8,  1909,  applicant  was  required  to  reylse  bis  gpecification  and 
dalms.  On  May  13,  1910,  an  amendment  was  filed  canceling  the  original 
specification  and  claims  and  substituting  a  new  specification.  On  May  28, 
1910,  tbe  applicant  was  informed  tbat  the  new  specification  contained  no 
claims  and  tbat  action  on  the  merits  of  the  case  was  deferred.  Held  tbat 
the  year  in  which  applicant  could  take  action  ran  from  August  3, 1909,  and 
that  an  amendment  containing  new  claims  not  having  bem  filed  till  October 
21,  1910,  the  application  was  abandoned  in  the  absence  of  a  showing  estab- 
lishing that  the  delay  was  unavoidable  within  the  meaning  of  section  4894 
of  the  Revised  Statutes. 

On  Petition. 

MACHINE  FOB  TBEATINO  HIDES. 

Messrs.  Wright^  Brown^  Quinby  <&  May  for  the  applicant. 

BiUiiNGS,  First  Assistant  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  holding  the 
above-entitled  application  abandoned. 

The  record  shows  that  on  August  3,  1909,  applicant  was  notified 
that  the  specification  should  be  carefully  revised  and  rewritten,  that 
the  claims  were  informal  and  did  not  conform  to  the  practice  of  the 
United  States  Patent  OiRce,  and  certain  patents  were  cited  showing 
the  state  of  the  art  On  May  13,  1910,  an  amendment  was  filed 
directing  the  cancelation  of  the  specification  and  claims  and  the 
insertion  of  a  substitute  specification,  which,  however,  contained  no 
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claims.  On  May  28, 1910,  applicant  was  notified  that  no  claims  were 
filed  in  place  of  those  canceled,  and  action  on  the  merits  of  the  case 
was  deferred.  On  October  21,  1910,  a  new  set  of  claims  was  filed, 
and  on  November  8,  1910,  applicant  was  notified  that  the  case  was 
abandoned,  since  the  claims  were  not  filed  within  one  year  from 
August  3, 1909.    The  present  petition  was  filed  November  14, 1910. 

In  excuse  for  the  delay  the  attorneys  state  that  when  the  substitute 
specification  was  prepared  a  new  set  of  claims  was  also  prepared  and 
the  amendment  was  submitted  to  the  applicant;  that  it  was  returned 
to  the  attorneys  and  it  was  not  noted  that  the  claims  were  not  also 
returned;  that  the  substitute  specification  was  filed,  and  the  first 
knowledge  that  the  attorneys  had  that  the  claims  had  not  been  pre- 
sented was  the  receipt  of  the  Examiner's  letter  of  May  28,  1910.  It 
is  further  stated  that  applicant  was  absent  frcMn  "  this  State  "  for 
the  greater  part  of  the  time  from  the  first  day  of  May,  1910,  to  the 
first  day  of  October,  1910,  that  the  Examiner's  letter  of  May  28, 1910, 
did  not  indicate  that  the  year  allowed  by  law  would  run  from  August 
3,  1909,  and  that  the  attorneys  believed  and  understood  that  the 
period  allowed  for  response  to  the  letter  of  May  28,  1910,  ran  from 
that  date. 

Rule  171  provides  that  an  amendment  in  order  to  save  a  case  from 
abandonment  must  be  responsive,  and  since  the  substitute  specifica- 
tion contained  no  claims  it  was  clearly  not  a  responsive  amendment. 
Whether  it  was  mentioned  or  not  in  the  Office  letter  of  May  28,  1910, 
the  attorneys  are  chargeable  with  knowledge  of  the  fact  that  the 
year  ran  from  the  date  of  the  last  Office  letter,  since  the  amendment 
of  May  13,  1910,  was  clearly  not  responsive  and  no  action  was  taken 
thereon  other  than  to  call  attention  to  the  fact  that  it  contained  no 
claims. 

The  delay  in  prosecuting  the  case  cannot  be  held  to  be  unavoidable 
within  the  meaning  of  section  4894  of  the  Revised  Statutes. 

The  petition  is  denied. 


Curtis  v.  Kleinert. 

Decided  December  8,  1910. 

162  O.  G.,  538. 
Feb — Retubw. 

C.  moved  to  dissolve  the  Interference  on  the  ground  that  the  iBSue  is  not 
patentable,  and  K.  moved  to  dissolve  on  the  ground  that  C.  had  no  right 
to  make  the  claim.  The  Primary  Examiner  granted  both  motions,  and  his 
decisions  were  affirmed  by  the  Examlners-ln-Chlef.  C.  appealed  to  the 
Commissioner  from  the  decision  holding  that  he  had  no  right  to  make  the 
claim,  which  was  dismissed  as  raising  a  moot  question,  as  K.  did  not  appeal 
from  the  decision  holding  the  issue  unpatentable.  Held  that  C.'s  appeal 
fee  was  not  paid  by  mistake  and  that  he  was  not  entitled  to  have  it 
returned. 
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On  Pbtttion. 

MACHINE  FOB  FASTENING  HOOKS   AND  EYES  ON   CABM. 

Messrs,  SmitJigate  <6  Southgate  for  Curtis. 
Messrs,  Knight  Bros,  for  Kleinert 

Tennant,  Assistant  Commissioner: 

This  is  a  petition  by  Curtis  for  the  return  of  the  appeal  fee  of 
twenty  dollars  paid  in  this  case. 

It  appears  that  during  the  history  of  this  case  Curtis  made  a  mo- 
tion to  dissolve  the  interference  upon  the  ground  that  the  issue  was 
not  patentable.  E3einert  moved  to  dissolve  the  interference  upon  the 
ground  that  Curtis  had  no  right  to  make  certain  claims  forming  the 
counts  of  the  issue.  Both  motions  were  granted  by  the  Primary 
Examiner,  and  both  parties  appealed  to  the  Examiners-in-Chief. 
That  tribunal  affirmed  the  decision  of  the  Examiner.  Curtis  filed  an 
appeal  from  the  decision  of  the  Examiners-in-Chief  holding  that  he 
had  no  right  to  make  the  claims;  but  in  view  of  the  failure  of 
Kleinert  to  appeal  from  their  decision  holding  that  the  issue  was 
not  patentable  the  appeal  of  Curtis  raised  a  moot  question,  and  upon 
petition  by  Kleinert  was  dismissed  for  that  reason.  It  is  now  con- 
tended that,  in  view  of  the  fact  that  the  interference  stood  dissolved 
upon  the  failure  of  Kleinert  to  appeal,  so  that  there  was  nothing 
from  which  the  party  Curtis  could  appeal,  the  appeal  fee  was  paid 
by  mistake  and  that  it  should  be  returned  imder  the  provisions  of 
Rule  208. 

Bule  208  reads  as  follows: 

208.  Money  paid  by  actual  mistake,  snch  as  pa3nnent  in  excess,  or  when  not 
required  by  law,  or  by  neglect  or  misinformation  on  the  part  of  the  Office,  will 
be  refonded;  but  a  mere  change  of  purpose  after  the  payment  of  money,  as 
when  a  party  desires  to  withdraw  his  application  for  a  patent  or  for  the  regis- 
tration of  a  trade-mark,  or  to  withdraw  an  appeal,  will  not  entitle  a  party  to 
demand  such  a  return. 

The  meaning  of  the  term  "  mistake "  as  used  in  this  rule  must  be 
construed  to  be  the  ordinary  meaning — ^that  is  to  say,  actual  mistake 
of  fact.  In  the  present  case  no  such  mistake  exists.  The  party 
Curtis  manifestly  filed  this  appeal  with  full  knowledge  of  the  cir- 
cumstances of  the  case  in  order  to  protect  his  rights  in  the  event 
that  Kleinert  should  appeal.  The  fact  that  E3einert's  failure  to 
appeal  rendered  his  appeal  abortive  does  not  change  the  situation. 

The  petition  is  denied. 
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Ex  PARTE  IaGAH. 

Decided  Deceml^er  10,  1910. 

162  O.  G.,  538. 

1.  Claims — Pbolixitt. 

A  claim  may  be  so  prolix  as  not  to  comply  with  the  requirements  of  the 
statute  that  an  applicant  *'  shall  particularly  point  out  and  distinctly  claim 
the  particular  improvement  or  combination  which  he  claims  as  his  iny^- 
tion  or  discovery.*' 

2.  Same — Same. 

Claims  should  not  be  allowed  merely  because  they  represent  a  multitude 
of  elonents  all  of  which  do  not  appear  in  one  or  two  or  even  more  refer- 
aices. 

On  Petition. 

HOSE-WBEHOH. 

Messrs.  Woodward  dk  Chandlee  for  the  applicant. 

Tbnnant,  Assistant  Commiissioner: 

This  is  a  petition  that  the  action  of  the  Examiner  finally  rejecting 
the  claim  presented  in  this  application  be  set  aside  as  being  prema- 
ture. 

I  have  carefully  considered  the  record  of  the  case  and  find  no  error 
in  the  action  of  the  Examiner.  The  finally-rejected  claim  is  twenty- 
three  typewritten  lines  in  length  and  appears  to  be  a  complete  inven- 
tory of  all  the  elements  contained  in  applicant's  device.  Th6  appli- 
cant's device  is  simple  in  character,  and  it  does  not  appear  that  there 
was  any  necessity  for  applying  the  references  more  specifically  than 
was  done  in  the  Office  letters  of  February  12  and  April  5,  1910. 

Objection  is  made  by  the  Examiner  to  the  prolixity  of  the  claim. 
Claims  of  the  character  presented  herein  do  not  comply  with  the 
provisions  of  section  4888,  Revised  Statutes,  which  requires  that  an 
applicant — 

shaU  particularly  point  out  and  distinctly  claim  the  particular  improvement  or 
combination  which  he  claims  as  his  Invention  or  discovery. 

If  an  applicant  has  made  an  invention,  the  claim  for  such  in- 
vention should  comply  with  the  requirements  of  the  statutes  and 
should  not  be  encumbered  by  unessential  elements. 

Claims  should  not  be  allowed  merely  because  they  represent  a 
multitude  of  elements  all  of  which  do  not  appear  in  one  or  two  or 
even  more  references.  A  claim  similar  to  that  under  consideration, 
which  was  presented  in  the  early  history  of  the  Patent  Office,  was 
criticised  by  Commissioner  Fisher  in  the  following  term: 

This  is  a  remarkable  claim.  It  is  for  a  combination  consisting  of  no  less 
than  fifteen  essential  elements,  the  absence  of  any  one  of  which  would  destroy 
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It,  and  any  fourteen  of  which  might  be  used  with  impunity.  It  contains  an 
inventory  of  every  minute  detail  of  the  apparatus.  It  is  diflScult  to  see  ho^  it 
could  have  been  made  more  specific,  unless  it  had  included,  as  an  additional 
element,  the  solder  by  which  the  parts  are  put  together. 

It  is  scarcely  necessary  to  say  that  lio  combination  precisely  similar  is  to  be 
found  in  the  Office.  The  fifteen  elements  here  united  were  never  united  before, 
and  probably  ndver  will  be  again.  The  applicant  himself,  In  the  next  machine 
which  he  constructs,  will  doubtless  omit  one  or  more  of  them,  and  so  destroy  his 
combination  and  avoid  his  own  patent.    (Ex  parte  Lawrence,  0.  D.,  1869,  83.) 

The  petition  is  denied. 


California  Fruit  Canners  Association  v,  Foster,  Caldareba  & 

Company. 

Decided  December  29,  1910, 
162  O.  G.,  539. 

1.  Trade-Marks — Interference — "Arkoma  " — "Abmona.** 

Held  that  an  interference  in  fact  exists  between  the  words  "Arkoma** 
and  "Armona"  used  as  trade-marks  for  goods  of  the  same  descriptive 
properties. 

2.  Same — Same — Motion  to  Dissolve — Particular  Description  of  Goods. 

The  fact  that  in  C.*s  application  for  registration  of  a  trade-mark  the 
particular  description  .of  the  goods  is  given  as  **  canned  fruits  and  canned 
vegetables."    Held  to  constitute  no  ground  for  dissolving  an  interference 
between  this  application  and  an  application  for  the  registration  of  a  trade- 
mark for  "  flavoring  extracts  and  canned  tomatoes,*'  especially  as  the  labels 
filed  by  G.  show  that  the  mark  was  used  on  "canned  tomatoes." 
8.  Same — Same — Same — Question  of  Geographical  Character  of  Mark  Im- 
material   Where    Registration    is    Sought    Under    ** Ten- Years" 
Clause. 
Where  one  of  the  applications  involved  in  an  interference  is  presented 
under  the  '* ten-years"  clause  of  the  Trade-Mark  Act,  the  question  of 
whether  it  is  geographical  in  significance  is  immaterial  to  the  proper  de- 
termination of  a  motion  to  dissolve  the  interference. 

On  Appeal. 

trade-mark  for  canned  rruits  and  vegetables. 

Mr.  W.  B.  Stone  for  California  Fruit  Canners  Association. 
Mr.  F.  W.  Bitter^  Jr.^  for  Foster,  Caldarera  &  Company. 

Tennant,  Assistant  Commissioner: 

This  is  an  appeal  by  Foster,  Caldarera  &  Company  from  the  deci- 
sion of  the  Examiner  of  Trade-Marks  denying  a  motion  by  them  for 
the  dissolution  of  the  above-entitled  interference. 

The  trade-marks  involved  in  this  interference  include  the  applica- 
tion of  the  California  Fruit  Canners  Association  for  registration 
of  the  word  '^Armona  "  as  a  trade-mark  for  canned  fruits  and  canned 
2097*— 12 8 
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vegetables,  the  trade-mark  of  Foster,  Caldarera  &  Company,  regis- 
tered July  27, 1909,  No.  74,609,  consisting  of  the  word  "Arkoma,"  for 
flavoring  extracts  and  canned  tomatoes,  and  an  application  of  Foster, 
Caldarera  &  Company  for  the  registration  of  the  same  word  for 
canned  pork  and  beans,  salmon,  com,  hominy,  and  peaches. 

The  assignments  of  error  upon  this  appeal  are  briefly  that  the  Ex- 
aminer erred  in  holding  that  the  words  "Arkoma  "  and  "Armona  '* 
are  so  nearly  identical  as  to  be  likely  to  cause  confusion  in  the  mind 
of  the  public;  that  the  Examiner  erred  in  holding  that  the  statement 
of  the  particular  description  of  goods  of  the  California  Fruit  Can- 
ners  Association — namely,  "  canned  fruits  and  canned  vegetables  " — 
is  such  a  particular  description  of  goods  as  is  required  by  section  1 
of  the  Trade-Mark  Act  of  1905;  that  the  Examiner  erred  in 'holding 
that  registration  of  the  word  "Armona  "  is  not  prohibited  by  section 
5  of  the  act  of  1905,  it  being  the  name  of  a  post-office  and  town  in 
Kings  county,  Cal. 

As  to  the  first  allegation  of  error,  I  am  of  the  opinion  that  no  suffi- 
cient ground  exists  for  reversing  the  Examiner's  decision.  The 
words  "Arkoma"  and  "Armona"  are  quite  similar  in  appearance 
and  sound,  and  in  the  absence  of  any  other  evidence  than  the  marks 
themselves  it  is  believed  that  the  interference  should  not  be  dissolved. 

The  contention  that  the  terms  "  canned  fruits  "  and  "  canned  vege- 
tables "  do  not  sufficiently  define  the  particular  description  of  goods 
within  the  meaning  of  section  1  of  the  Trade-Mark  Act  of  February, 
1905,  is  immaterial  to  the  controversy,  since  it  appears  that  the  speci- 
mens filed  by  the  California  Fruit  Canners  Association  as  illustrating 
the  manner  in  which  the  mark  is  used  upon  the  merchandise,  and 
which  form  part  of  the  application  for  registration,  bear  inscriptions 
indicating  that  these  labels  are  used  upon  tomatoes  and  peaches, 
which  are  among  the  goods  to  which  the  trade-mark  "Arkoma  " 
claimed  in  the  Foster,  Caldarera  &  Company  registration  and  appli- 
cation, respectively,  is  said  to  be  applied. 

Finally,  the  holding  of  the  Examiner  that  the  question  whether 
"Armona  "  is  merely  geographical  in  significance  is  not  material  to 
the  determination  of  this  interference  is  clearly  right.  The  applica- 
tion of  the  California  Fruit  Canners  Association  is  presented  under 
the  ten-year  proviso  of  the  Trade-Mark  Act  of  February  20,  1905, 
and  the  question  whether  this  mark  is  barred  by  reason  of  its  use  by 
others  in  that  period  is  one  which  may  be  determined  in  this  inter- 
ference proceeding. 

/  find  no  error  in  the  decision  of  the  Examiner  of  Trade-Marks^ 
and  it  is  accordingly  affirmed. 
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Ex  PARTE  Mackintosh. 
Decided  January  7,  191L 

162  O.  G.,  783. 

1.  Title  of  Inventioit. 

Under  the  ruling  In  ex  parte  Becker  (0.  D.,  1893,  95;  64  0.  G.,  559)  an 
applicant  should  be  allowed  within  reasonable  limits  to  name  the  title  of 
the  invention. 

2.  Same. 

Where  the  claims  were  directed  to  the  bearings  and  mode  of  connecting 
the  driving  device  of  a  centrifugal  machine,  Held  that  the  title  **  Centrifugal 
machines"  did  not  correctly  indicate  the  nature  and  design  of  the  inven- 
tion, as  required  by  section  4884,  Revised  Statutes. 

On  Petition. 

CENTRIFUGAL  MACHINE. 

Mr.  Edward  D.  Mackintosh  pro  se. 

Moore,  Commissioner: 

This  is  a  petition  from  the  requirement  of  the  Examiner  that  the 
title  of  the  invention  be  chaQged  from  "  Centrifugal  machines  "  to 
'•  Bearings  for  centrifugal  machines  "  or  like  expression. 

As  pointed  out  by  the  ^Examiner,  where  the  claims  relate  to  the 
construction  of  the  basket  of  the  centrifugal  machines  or  the  methods 
and  devices  for  feeding  liquid  thereto  the  case  is  classified  under 
"Centrifugal  Machines"  in  Division  VI.  Where,  however,  the 
claims  are  directed  to  the  bearings  and  mode  of  connecting  the  driv- 
ing device  and  the  basket  is  only  included  generally,  the  case  is  classi- 
fied in  "  Joumal-Boxes,"  Division  XII.  This  application  was  orig- 
inally examined  in  Division  VI,  where  a  requirement  for  division 
and  restriction  of  the  claims  was  made.  As  a  result  of  applicant's 
compliance  with  this  requirement,  the  case  was  transferred  to  Divi- 
sion XXL 

The  object  of  the  invention,  as  stated  in  the  specification,  is — 
the  supporting  and  driving  of  single-shaft  centrifugal  machines — 

and  the  claims  allowed  in  the  case  are  directed  to  this  structure.  The 
criticism  of  the  Examiner  that  the  present  title  does  not  correctly 
indicate  the  nature  and  design  of  the  invention,  as  required  by  sec- 
tion 4884,  Revised  statutes,  is  well  taken.  Under  the  ruling  in  ex 
parte  Becker  (C.  D.,  1893,  95;  64  O.  G.,  559)  the  applicant  should 
be  allowed  within  reasonable  limits  to  name  the  title  of  the  invention. 
In  the  present  case  it  is  noted  that  the  Examiner  has  not  attempted 
to  arbitrarily  fix  the  title,  but  requires  that  it  be  changed  to  "  Bear- 
ings for  centrifugal  machines  "  or  a  like  expression.  If  applicant  has 
any  well-grounded  objection  to  the  title  "  Bearings  for  centrifugal 
machines,"  he  may  suggest  such  a  variation  thereof  as  will  come 
within  the  requirement  of  the  Examiner. 
The  petition  is  denied. 
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Ex  PABTB  Oilman. 

Decided  January  6,  191L 

102  O.  G.,  783. 

1.  Pbosecution  op  Application — Responsive  Amendment. 

Where  in  response  to  an  action  rejecting  two  claims  on  a  patent  to  L. 
and  other  claims  as  stating  aggregations  of  features  shown  in  certain  prior 
patents,  one  of  which  was  the  patent  to  L.,  the  applicant  within  the  year 
filed  a  slight  amendment  and  a  more  or  less  extended  argument  discussing 
the  pertinency  of  the  patent  to  L.  and  contrasting  what  was  shown  therein 
with  what  was  shown  in  the  application,  but  not  specifically  referring  to 
the  two  claims  rejected  on  the  patent  to  L.,  Held  that  the  amendment  was 
responsive. 

2.  Same— Same. 

"The  fact  tliat  an  argument  is  not  a  convincing  one  should  never  l>e 
urged  in  support  of  an  objection  that  the  action  containing  that  argument 
was  not  responsive,  except  possibly  in  some  extreme  case  where  the  argu- 
ment on  its  face  is  directed  to  a  discussion  of  subject-matter  which  la 
entirely  beside  the  case." 

On  PBTmoN. 

LUBBICATING  DEVICE  FOB  PNEUMATIC  TOOLS. 

Messrs.  Emery  <&  Booth  for  the  applicant 

Billings,  First  Assistant  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  holding  the 
above-entitled  application  to  be  abandoned  for  lack  of  proper  prose- 
cution. 

It  appears  that  the  Examiner  on  November  4, 1909,  rejected  all  -ihe 
claims  on  certain  references  specifically  cited  and  also  rejected  some 
of  the  claims  on  the  ground  that  they  covered  mere  aggregations.  In 
this  letter  of  rejection  claims  9  and  10  were  rejected  on  the  patent  to 
Lunken  alone,  which  patent  had  been  cited  in  connection  with  other 
patents  as  anticipating  all  the  other  claims  in  the  case. 

On  October  3,  1910,  the  applicant  responded  by  filing  a  slight 
amendment  and  a  more  or  less  extended  argument.  At  the  begin- 
ning of  the  argument  it  was  stated : 

In  accordance  with  oral  interview  recently  had  with  the  Principal  Examiner 
in  charge,  reconsideration  is  requested  for  the  rejection  upon  the  ground  of 
aggregation  which  ground  of  rejection  as  we  understand  it,  applies  to  all 
claims  excepting  the  9th  and  10th. 

On  November  14,  1910,  the  Examiner  stated  that — 

applicant's  argument  appears  to  be  directed  to  claims  1  to  8,  inclusive,  and  to 
claim  9.    No  action  is  made  as  to  claims  9  and  10, 

and  held  that  the  application  was  therefore  abandoned  for  failure 
to  make  responsive  action.    It  is  to  be  noted,  however,  that  in  tlie 
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argument  of  October  3,  1910,  the  applicant  discusses  the  pertinency 
of  the  citation  of  the  patent  to  Lunken,  stating  what  Lunken  shows 
and  contrasting  what  is  shown  by  the  appEcant  with  the  Lunken 
patent. 

The  applicant  states  in  the  petition  that  he  intended  to  be  very 
careful  in  complying  with  all  requirements  of  the  Patent  OflSce  prac- 
tice in  respect  to  responsiveness  of  action  and  that  if  such  require- 
ments were  not  fully  complied  with  it  was  due  to  a  failure  to  com- 
pletely and  adequately  express  the  meaning  intended  to  be  expressed 
at  the  time  the  amendment  and  argument  were  prepared,  October  3, 
1910,  and  that— 

♦  ♦  ♦  at  the  time  the  said  amendment  and  argument  was  prepared  the 
rejection  of  claims  9  and  10  was  considered  and  the  said  argument  was  sup- 
posed to  cover  such  rejection  and  secure  a  reconsideration  ther^f,  either  in  the 
form  of  an  aUowance,  a  final  rejection,  or  a  modification  of  the  rejection  already 
made. 

While  it  is  true  that  the  applicant  in  the  argument  of  October  3, 
1910,  did  not  specifically  recite  claims  9  and  10,  it  is  nevertheless 
true  that  the  patent  to  Lunken,  the  only  reference  cited  against  these 
two  claims,  was  discussed.  The  Examiner  does  not  appear  to  be 
absolutely  certain  that  the  pertinency  of  the  Lunken  patent  to  these 
two  claims  was  not  discussed,  for  he  says  in  his  statement : 

It  does  not  appear  to  the  Examiner  that  the  argument  can  be  interpreted  in 
any  manner  so  as  to  have  any  bearing  on  claims  9  and  10  as  the  specific  form 
of  the  passages  and  throttle-valve  are  not  set  forth  and  the  claims  are  directed 
to  the  8i)eclfic  form  of  the  lubricating  device. 

In  a  case  such  as  the  present  one  any  doubt  as  to  the  compl^ness 
of  the  response  made  by  the  applicant  as  covering  all  the  questions 
raised  by  previous  rejection  should  have  been  waived  in  the  appli- 
cant's favor  before  declaring  forfeiture. 

The  Examiner  raises  a  new  ground  in  his  answer  for  holding  the 
application  to  be  abandoned,  stating: 

It  furthermore  appears  to  the  Examiner  that  the  responsiveness  of  the  action 
as  to  claims  1  to  8,  inclusive,  and  11  cannot  be  accepted  for  the  reason  that 
the  parent  case  of  this  application  was  involved  in  an  interference  which 
claimed  specific  structure  of  passage-ways  and  throttle- valve  now  claimed  in  this 
case  in  connection  with  a  lubricator.  Judgment  was  rendered  in  said  interfer- 
ence adversely  to  applicant  prior  to  the  filing  of  the  amendment  of  Noveml>er  14. 
1910.  It  must  therefore  be  presumed  that  applicant  knew  that  the  diflPereuces  of 
operation  urged  in  the  argument  over  the  patent  to  Taylor  were  in  reality  the 
invention  of  another. 

It  appears  from  this  quotation  from  the  Examiner's  answer  that 
the  ground  urged  by  him  for  holding  the  argument  not  to  be  respon- 
sive is  that  the  argument  does  not  meet  the  views  of  the  Examiner 
and  that  it  does  not  convince  him  that  he  should  allow  the  claims. 
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The  fact  that  an  argument  is  not  a  convincing  one  should  never 
be  urged  in  support  of  an  objection  that  the  action  containing  that 
argument  was  not  responsive,  except  possibly  in  some  extreme  case 
where  the  argument  on  its  face  is  directed  to  a  discussion  of  subject- 
matter  which  is  entirely  beside  the  case. 

The  petition  is  granted. 

Ex  PARTE  The  Lutkin  Bule  Co. 

Decided  January  7,  1911. 

162  O.  G.,  784. 

Tbade-Marks — "  Instantaneous  "  fob  Measxtbino-Tapes — ^Descriptive. 

The  word  "Instantaneous"  used  In  a  trade-mark  for  measuring-tapes 
Held  properly  refused  registration,  since  it  is  descriptive  of  a  character 
or  quality  of  the  goods  to  which  It  is  applied. 

On  Appeal. 

trade-mabk  fob  measubing-tapbs. 

Mr.  Jesse  B.  Fay  for  the  appelicant 

Tennant,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  the  word  "  Instantaneous  "  for  a  trade- 
mark for  measuring-tapes  upon  the  groimd  that  the  word  "  instanta- 
neous "  indicates  a  characteristic  or  quality  of  the  goods  claimed. 

The  Examiner  holds  that  the  word  "  Instantaneous  "  as  applied  to 
measuring-tapes  conveys  the  idea  that  the  measuring  units  on  the 
tape  may  be  read  without  any  loss  of  time  or  instantly,  and  in  this 
connection  he  cites  several  patents  for  improvements  in  tape-measures 
for  the  express  purpose  of  enabling  accurate  and  rapid  reading. 

It  is  contended  in  behalf  of  the  appellant  that  the  word  "  In- 
stantaneous "  as  applied  to  measuring-tapes  can  at  most  be  only 
considered  as  suggestive,  it  being  asserted  that  it  must  necessarily 
take  an  appreciable  time  to  read  the  measurement  indicated  upon 
the  tape,  and  certain  decisions  are  cited  in  support  of  this  conten- 
tion, including  the  cases  Pennsylvania  Salt  Mfg.  Co.  v.  Myers^  (79 
Fed.  Eep.,  87,)  in  which  an  injunction  was  granted  restraining  an 
infringer  from  using  the  word  "  Saponifier ; "  Hiram  Holt  Co.v.  Wads- 
worth  et  al.^  (41  Fed.  Rep.,  34,)  in  which  the  words  "Lightning  Hay- 
Knives  "  were  held  to  be  a  valid  trade-mark ;  The  Globe  Wernicke 
Co.  V.  Brown,  (121  Fed.  Rep.,  185,)  in  which  the  word  "Elastic" 
as  applied  to  sectional  bookcases  was  held  valid. 

I  have  carefully  considered  these  decisions  in  connection  with 
appellant's  argument,  but  am  of  the  opinion  that  the  rulings  con- 
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tained  therein  are  not  controlling  in  the  present  case.  The  validity 
of  the  word  "  Instantaneous  "  as  applied  to  tapioca  was  considered 
in  the  case  of  Bennett  et  cH.  v.  McKinley  et  cH,  (65  Fed.  Rep.,  505) 
by  the  court  of  appeals  for  the  second  circuit.  In  that  case  the  Court 
said: 

Applying  the  rule  to  the  facts  of  the  present  case,  we  think  the  word 
**  Instantaneous/'  as  applied  to  the  kind  of  tapioca  dealt  In  by  the  parties, 
Js  descriptive,  and  consequently  not  a  valid  trade-mark.  It  not  only  is  aptly 
and  truthfully  descriptive  of  one  of  the  properties  of  the  article  to  which 
it  is  sought  to  be  applied,  but  is  especially  appropriate  to  point  out  concisely 
and  accurately  the  peculiar  characteristic  which  distinguishes  the  particular 
tapioca  from  other  varieties. 

The  same  reasoning  is  clearly  applicable  to  the  present  case.  The 
word  "  Instantaneous "  as  applied  to  a  tape,  when  considered  in 
connection  with  patents  cited  by  the  Examiner  which  indicate  the 
desirability  of  a  measure  which  may  be  accurately  and  rapidly  read, 
is,  in  my  opinion,  clearly  descriptive  if  used  upon  such  merchandise. 
If  the  word  "  Instantaneous "  should  be  applied  to  tape-measures 
which  do  not  possess  these  qualities,  it  would  manifestly  be  decep- 
tively used  and  would  therefore  be  prohibited  registration. 

/  Und  no  error  in  the  decision  of  the  ExcmUner  of  Trade-Marks^ 
and  it  is  accordingly  affirmed. 


Ex  PARTE  HaNDEI*. 

Bedded  January  10,  191L 

162  O.  G.,  909. 

Prosecution  of  Application — Final  Rejection. 

Where  in  response  to  the  action  of  the  Examiner  rejecting  a  claim  on  a 
reference  the  applicant  without  amending  the  claim  points  out  certain  dif- 
ferences between  the  reference  and  the  structure  claimed,  the  Invention 
being  a  simple  one,  and  argues  that  in  yiew  of  these  differences  the  claim  is 
allowable.    Held  that  the  final  rejection  of  the  claim  was  not  premature. 

On  Petition. 

LIOHT-FIXTUm, 

Mr.  Harrie  E.  Hart  for  the  applicant 

Moore,  Commissioner: 

This  is  a  petition  that  the  Examiner  be  directed  to  withdraw  the 
final  rejection  of  a  claim  and  explain  the  interpretation  of  the  patent 
upon  which  this  claim  was  rejected  and  that  applicant  be  given  an 
opportunity  to  further  prosecute  his  case  before  the.  Primary 
Examiner. 
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The  application  as  filed  contained  seven  claims.  In  his  first  action 
the  Examiner  rejected  claims  1,  2,  and  3  in  view  of  references  and 
rejected  claim  4  on  the  patent  to  Baldwin.  In  response  to  this  action 
applicant  erased  claims  1  and  2,  amended  claim  3,  and  filed  an  argu- 
ment as  to  the  patentability  of  claim  2  (original  claim  4)  over  the 
patent  cited.  In  applicant's  argument  he  pointed  out  that  the  claim 
did  not  read  in  terms  on  the  patent  to  Baldwin,  since  the  supports 
for  the  shade  shown  in  the  Baldwin  patent  were  not  secured  to  the 
font  on  the  lamp.  In  response  to  this  action  the  Examiner  finally 
rejected  the  claim. 

The  Examiner's  action  appears  to  have  been  correct.  The  invention 
is  a  simple  one,  and  the  Examiner's  action  in  originally  rejecting  the 
claim  on  the  Baldwin  patent  necessarily  implied  a  holding  that  from 
the  standpoint  of  patentability  the  differences  between  the  structure 
defined  by  the  claim  and  that  shown  in  the  Baldwin  patent  were 
immaterial.  Applicant  appears  from  his  argument  to  have  fully 
understood  the  reference,  and  in  view  of  that  argument  the  only 
course  open  to  the  Office  was,  as  stated  by  the  Examiner  in  his 
answer  to  this  petition — 
to  reconsider  the  claim  upon  its  merits  and  allow  it  or  finaUy  reject  it 

It  is  noted  that  in  his  brief  applicant  states  that  the  differences 
between  the  structures  of  the  application  and  the  references  are  ap- 
parent, and  in  his  reply  to  the  Examiner's  statement  he  says : 

There  was  no  room  for  an  amendment  to  overcome  the  reference  and  the  only 
thing  left  to  do  was  to  point  out  to  the  E^xaminer  the  differences  in  the  two 
structures  and  the  reasons  why  applicant  considered  these  differences  patentable. 

It  is  evident,  therefore,  that  a  clear  issue  has  been  reached  between 
the  applicant  and  the  Examiner.  The  petition  seems  to  raise  the 
question  of  the  propriety  of  rejecting  the  claim  at  all  rather  than  of 
entering  a  final  rejection.  This  question  is  one  which  is  reviewable 
in  the  first  instance  by  the  Examiners-in-Chiei 

T?ie  petition  is  denied. 

Ex  PARTE  AtWOOD. 

Decided  January  20,  19 lU 

162  O.  G.,  1183. 

Reopkwino  Case  After  Appeal. 

A  case  will  not  be  reopened  for  amendment  after  a  deciston  by  the  Ex- 
aminers-in-Chief  except  for  the  consideration  of  matter  not  previously 
adjudicated,  sufficient  cause  being  shown.     (Rule  142.) 

On  PErmoN. 

VACUUM   CLEAimfO  APPAEATU8. 

Mr.  Walter  H.  Pumphrey  for  the  applicant. 
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Moore,  Commissioner: 

This  is  a  petition  that  applicant  be  allowed  to  amend  this  appli- 
cation by  canceling  the  claims  now  in  the  case  and  presenting  six  in 
lieu  thereof. 

The  claims  in  the  case  were  finally  rejected  on  October  9, 1909.  An 
appeal  was  taken  to  the  Examiners-in-Chief,  who,  on  February  24, 
1910,  rendered  a  decision  affirming  the  action  of  the  Examiner.  On 
November  2,  1910,  applicant  presented  an  amendment  asking  that 
six  claims  be  entered  in  this  case  for  the  purposes  of  appeal — 

either  as  additional  claims  or  as  substitute  claims  for  those  now  in  the  case. 

This  amendment  the  Examiner  held  he  could  not  enter  under  the 
provisions  of  Rule  142. 

The  present  petition  was  taken  on  December  30,  1910,  and  on 
January  10,  1911,  a  proposed  amendment  was  filed,  which  asks  the 
cancelation  of  the  claims  now  in  the  case  and  the  substitution  therefor 
of  six  claims  which  are  the  same  as  those  presented  in  the  amendment 
of  November  2, 1910.  With  the  amendment  as  originally  filed  appli- 
cant presented  an  affidavit  in  which  he  states  that  it  is  his  opinion 
that  the  claims  as  considered  by  the  Examiners-in-Chief  are  clearly 
patentable  over  the  references  of  record,  but  that  in  view  of  their 
adverse  decision  revision  appears  necessary  to  justify  further  appeal, 
and  that — 

the  Examiner  took  the  position  that  no  invention  was  involved  while  the  de- 
cision of  the  Board  appears  to  admit  that  there  is  an  invention  disclosed  but 
holds  that  it  is  not  new,  as  now  stated  in  the  claims  in  the  case. 

Rule  68  provides  for  the  entry  of  additional  claims  after  a  final 
rejection,  upon  good  and  sufficient  cause  being  shown,  or  that  claims 
may  be  entered  merely  for  the  purpose  of  appeal  in  the  place  of  those 
finally  rejected.  Rule  142,  however,  makes  no  such  provisions.  It 
provides  merely  for  the  opening  of  a  case  after  decision  by  the  Exam- 
iners-in-Chief in  order  to  consider  matters  not  already  adjudicated 
upon. 

If  the  claims  now  presented  are  held  to  be  the  same  as  those  which 
were  before  the  Examiners-in-Chief  except  as  a  matter  of  language — 
in  other  words,  if  they  are  presented  merely  for  "  the  purpose  of 
appeal " — there  is  no  provision  in  the  rule  for  entering  such  claims. 
On  the  other  hand,  if  these  claims  cover  subject-matter  not  previously 
adjudicated  the  showing  made  is  clearly  insufficient  to  justify  their 
entry.  Applicant  had  ample  opportunity  to  present  any  claim  which 
he  desired  prior  to  the  final  rejection  of  the  case.  If  the  Examiners- 
in-Chief  had  thought  that  applicant  had  really  disclosed  a  patentable 
invention,  but  had  so  worded  the  claims  that  they  did  not  define  that 
invention  over  the  references  cited,  they  would  presumably  have 
made  a  recommendation  to  that  effect.    The  following  statement  in 
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ex  parte  Bourne  {C  D.,  1904, 247 ;  110  O.  G.,  2510)  seems  to  be  clearly 
applicable  to  this  case: 

It  is  to  be  noted  that  no  tribunal  of  the  office  has  suggested  that  the  proposed 
claims  are  patentable.  If  cases  were  reopened  merely  because  the  applicant 
urges  that  the  proposed  claims  are  patentable,  it  would  be  impossible  to  bring 
the  prosecution  of  any  application  to  a  conclusion. 

See  also  the  decisions  in  ex  parte  MerriU^  (C.  D.,  1905,  193;  116 
O.  G.,  1186;)  ex  parte  Lesler,  (C.  D.,  1905,  309;  117  O.  G.,  2631;)  ex 
parte  Mcerka,  (C.  D.,  1905,  439;  118  O.  G.,  2253,)  and  w  parU  Wag- 
ner, (C.  D.,  1909,  241 ;  149  O.  G.,  831.) 

The  petition  is  denied. 


Ex  PARTE   AtSATT   BrOS. 

Decided  January  24,  19 lU 

163  O.  G.,  231. 

Trade-Mabks — Mask  Shown  in  two  Forms— Requirement  That  One  be  Can- 
celed Proper. 
The  trade-mark  sought  to  be  registered,  which  consists  of  the  word 
''Acme/'  was  shown  in  the  drawing  in  two  different  forms.    Held  that  the 
requirement  that  one  of  these  forms  be  canceled  was  proper. 

On  Petition. 

TRADE-MARK  FOR  PEANUT-ROASTERS, 

Messrs.  Crosby  &  Gregory  for  the  applicant 

Moore,  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  of  Trade-Marks 
requiring  that  either  Figure  1  or  Fig.  2  be  canceled  from  the  drawing, 
so  that  the  mark  shall  appear  thereon  in  but  one  form. 

The  trade-mark  which  applicant  seeks  to  register  is  the  word 
"Acme  "  as  applied  to  peanut-roasters.  .  It  appears  that  the  mark  is 
actually  displayed  on  the  roasters  in  two  somewhat  different  types  of 
letters,  which  are  represented,  respectively,  by  Figs.  1  and  2  of  the 
drawing.  In  one  case  the  word  is  stenciled  in  large  letters  upon  a 
plain  surface,  and  in  the  other  it  is  applied  to  a  brass  plate  attached 
to  the  body  of  the  roaster.  Applicant  contends  that  there  is  nothing 
in  the  law  prohibiting  the  showing  of  the  mark  in  two  forms,  as 
presented  by  him,  and  that  the  Examiner's  requirement  is  therefore 
unwarranted. 

It  is  clear,  however,  that  an  applicant  is  not  justified  in  embodying 
in  his  application  all  matter  not  actually  prohibited  by  the  law,  since 
such  a  practice  would  obviously  lead  to  confusion  in  many  cases. 
There  are  good  reasons  for  the  practice  which  has  become  established 
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in  the  Office  of  permitting  an  applicant  to  show  the  mark  in  but  one 
form.  These  are  clearly  set  forth  in  the  decision  in  ex  parte  Kimball^ 
(C.  D.,  1877, 54;  11  O.  G.,  1109,)  in  which  it  was  said: 

If  the  law  required  an  applicant  to  show  the  different  modes  in  which  he  had 
used  or  intended  to  use  his  trade-mark,  there  would  be  good  grounds  for  the 
present  appeal,  but  I  cannot  believe  it  to  be  the  intention  of  the  law  that  the 
Office  should  register  as  many  different  modes  of  applying  the  same  trade-mark 
as  the  fancy  of  an  applicant  might  dictate.  If  that  were  so,  a  third  party 
might  use  the  same  trade-mark  with  impunity,  if  he  could  still  devise  a  different 
mode  of  applying  it  This  would  be  giving  to  the  shadow  great  value,  and  to 
the  substance  none  at  all. 

If  appliciintg  were  permitted  to  show  in  their  drawings  the  various 
modes  of  printing  or  producing  their  marks  which  are  used  in  actu- 
ally applying  the  mark  to  the  goods,  it  would  often  result,  as  pointed 
out  by  the  Examiner  of  Trade-Marks,  in  the  filing  of  a  large  number 
of  sheets  of  drawing,  which  would  merely  serve  to  encumber  the 
Office  records  and  to  confuse  the  public  as  to  the  nature  of  the  mark 
actually  registered. 

The  petition  is  denied. 


Ex  PARTE  WaTTERS. 

Decided  January  7,  1911. 

163  O.  G.,  231. 

Prosecution  of  Afpucation — Responsive  Action. 

The  Examiner  after  some  prosecution  of  an  application  cited  for  the  first 
time  a  Swedish  patent  and  rejected  certain  claims  thereon  without  specifi- 
cally applying  it  to  the  claims.  At  the  end  of  the  year  from  this  action 
applicant  presented  an  amendment  canceling  the  rejected  claims  and  sub- 
stituting five  new  claims,  stating  that  the  Swedish  patent  had  been  trans- 
lated and  that  the  new  claims  were  believed  to  clearly  distinguish  there- 
from. Held  that  the  application  is  not  abandoned.  (Ew  parte  Copeland, 
O.  D.,  1909,  239;  149  O.  G.,  309,  distinguished.) 

On  Petition. 

OOVEBNOB   FOB    ROTABY    SIEVES    AND    THE    LIKB. 

Mr.  Clarence  E.  Humphrey  for  the  applicant. 

Billings,  First  Assistant  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  holding  the 
above-entitled  application  to  be  abandoned  for  lack  of  proper  prose- 
cution within  the  year  following  September  27,  1909,  the  date  of  the 
last  rejection. 

The  application  was  filed  November  13, 1908,  and  the  record  shows 
that  it  has  been  properly  prosecuted  and  that  on  August  21, 1909,  an 
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amendment  was  filed  by  the  applicant  which  resulted  in  the  presenta- 
tion of  twelve  claims  for  consideration  by  the  Examiner. 

Under  date  of  September  27, 1909,  the  Examiner  made  the  follov/- 
ing  action : 

Claims  1  to  10.  inclusive,  and  12  are  rejected  in  view  of  a  newly-discovered 
reference,  Swedish  patent  to  Christensen.  •  •  •  Through  Inadvertence,  this 
patent  has  been  previously  overloolced. 

It  is  not  understood  wherein  new  claim  11  is  paten tably  distinguished  from 
the  patent  to  Warrington  of  record,  and  it  is  accordingly  rejected. 

It  is  to  be  noted  that  the  Swedish  patent  was  not  specifically  ap- 
plied to  the  claims  presented  and  that  it  was  cited  in  this  letter  for 
the  first  time.  The  applicant  responded  on  September  21,  1910,  by 
canceling  all  the  claims  in  the  case  and  substituting  five  new  claims 
in  lieu  thereof.  The  amendment  was  not  accompanied  by  any  argu- 
ment other  than  the  statement  that  the  Swedish  patent  had  been 
translated  and  a  careful  examination  of  it  had  been  made  and  that  it 
was  the  belief  of  the  counsel  that — 

*  ♦  ♦  the  claims  now  presented  are  drawn  to  a  structure  which  is  not  shown 
In  the  Swedish  patent  nor  in  the  Warrington  patent  of  record,  in  view  of  which 
a  reconsideration  of  the  case  and  an  allowance  thereof  are  respectfully  asked. 

The  Examiner  on  September  30, 1910,  responded  by  acknowledging 
the  amendment,  remarking  that  the  applicant  had  failed  to  point  out 
what  patentable  novelty  the  new  claims  presented  and  how  they 
intended  to  avoid  the  references  of  record  and  holding. the  applica- 
tion to  be  abandoned  for  the  reason  that  the  amendment  was  not 
such  action  as  the  case  required.  The  case  of  ex  parte  Copelatid 
(C.  D.,  1909,  239;  149  O.  G.,  309)  was  cited  in  support  of  this  hold- 
ing. It  is  to  be  noted  that  the  case  of  ex  parte  (Jopeland  is  to  be  dis- 
tinguished from  the  present  case  in  three  important  particulars : 

First:  In  the  Copeland  case  substantially  the  same  art  had  been 
cited  throughout  the  prosecution,  while  in  the  present  case  there  was 
a  foreign  patent  cited  for  the  first  time  as  the  principal  reference — 
in  fact,  as  the  only  reference  against  all  the  claims  except  one. 

Second :  In  the  Copeland  case  the  new  claims  contained  in  the  last 
amendment  were  much  broader  than  any  before  presented,  while  in 
the  present  case  there  is  no  suggestion  of  this  fact  The  Commis- 
sioner stated  in  ex  parte  Copeland^  supra^  that — 

As,  however,  these  claims  were  broader  than  claims  before  presented  which  had 
been  rejected,  it  was  clearly  the  duty  of  the  applicant  to  show  why  these 
claims  were  allowable. 

In  the  case  of  ex  parte  Richards,  (C.  D.,  1906,  403;  124  O.  G., 
2534,)  cited  in  ex  parte  Copeland,  supra,  the  Commissioner  said: 

In  this  case  a  broadened  claim  is  presented  in  the  twenty-eighth  action  on 
the  case,  taken  more  than  eight  years  after  the  case  was  filed.  •  *  •  The 
applicant's  reasons  for  presenting  the  new  claim  and  for  regarding  it  as  allow- 
able were  capable  of  clear  and  brief  statement 
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Third:  In  ex  parte  Copelcmd  the  prosecution  of  that  application 
had  been  greatly  delayed  by  the  applicant,  while  the  application  now 
under  consideration  has  been  promptly  prosecuted.  As  to  cases  of 
that  character  where  the  prosecution  has  been  long  drawn  out  the 
Commissioner  said  in  ex  parte  Copeland^  Bupra: 

It  is  well  settled  that  where  an  applicant  relies  upon  his  technical  right  to 
delay  action  as  long  as  possible  in  each  instance  he  is  entitled  to  no  leniency  in 
the  application  of  the  rule  which  provides  that  prosecution  of  an  application 
to  save  it  from  abandonment  must  include  such  proper  action  as  the  condition 
of  the  case  may  require. 

For  the  reasons  above  stated,  distinguishing  this  case  from  the 
cases  cited,  it  is  held  that  the  prosecution  of  this  application  met  the 
requirements  of  the  rules. 

The  petition  is  granted. 


Ex  PARTE  Croft  &  Allen  Company. 

Decided  January  21,  1911. 

163  O.  G..  400. 

Tbabb-Mabks — "  Choc  Home-Spun,"  fob  Candy — Desceiptivb. 

The  words  "  Choc  Home-Spun  "  Held  properly  refused  registration  as  a 
trade-mark  for  candy,  since  such  mark  is  descriptive  of  the  goods  to  which 
it  is  applied. 

On  Appeal. 

TBADE-MABK  FOB  CANDT. 

Messrs.  Wiedersfieim  &  Fairbanks  for  the  applicant. 

Moore,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  the  mark  "  Choc  Home-Spun  "  as  a  trade- 
mark for  candy. 

The  mark  has  been  refused  registration  on  the  ground  that  it  is  de- 
scriptive and  that  "  Home  "  alone  is  anticipated  by  the  registration  of 
Griggs,  Cooper  &  Company,  No.  56,132,  showing  this  word  applied 
to  candy. 

The  first  meaning  of  the  word  "  homespun  "  given  in  the  Century 
Dictionary  is — 
spun  or  wrought  at  home,  of  domestic  manufacture  or  origin,  plain,  familiar. 

The  words  "  Choc  Home-Spxm  "  as  applied  to  candy  are  therefore 
clearly  indicative  of  chocolate  candy  of  home  manufacture  or  simi- 
lar to  that  commonly  made  at  home.  If  the  mark  is  not  deceptive,  it 
is  therefore  clearly  descriptive  of  the  goods  to  which  it  is  applied. 
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As  pointed  out  by  the  Examiner,  the  word  "  spun  "  may  also  prop- 
erly be  considered  descriptive  of  candy,  since  certain  candies  have  the 
appearance  of  having  been  spun  or  are  made  by  a  process  to  which 
this  term  may  be  applied.  In  this  light,  also,  the  mark  is  clearly  an 
aggregation  of  unregistrable  features  and  was  properly  refused  regis- 
tration. (In  re  Meyer  Bros.  Coffee  and  Spice  Company^  C.  D.,  1909, 
812;  140  O.  a,  756;  32  App.  D.  C,  277.) 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 


Perry  &  Huntoon  v.  Bussb. 

Decided  January  SO,  1913U 

163  O.  a,  400. 

Interference— Non-Patewtability    of    Issue    to    All    Pasties — Cannot   be 
Raised  Under  Rule  130. 
A  party  has  no  right  under  the  proTlsions  of  Rule  180  to  urge  at  final 
hearing  the  non-patentability  of  the  issue. 

On  PETrnoN, 

BRAKE-HKAO. 

Mr.  A.  H.  Chaves  and  Mr.  C.  A.  Neale  for  Perry  &  Huntoon. 
Mr.  F.  R.  Cornwall  for  Busse. 

Billings,  First  Assistant  Commissioner: 

This  is  a  petition  by  Perry  &  Huntoon  that  the  Examiner  of 
Interferences  be  directed — 

to  set  this  case  down  for  final  hearing  to  argue  the  question  of  non-patenability 
of  the  counts  and  to  set  aside  his  Judgment  granting  priority  to  applfcant  Busse. 

When  the  preliminary  statements  were  opened,  it  was  found  that 
the  statement  of  Perry  &  Huntoon  had  not  overcome  the  prima  fame 
case  made  out  by  the  filing  of  Busse's  application,  and  on  August  20, 
1910,  an  order  was  issued  against  Perry  &  Himtoon  to  show  cause 
why  judgment  should  not  be  rendered  against  them.  In  response 
to  this  order  a  motion  was  filed  by  Perry  &  Huntoon  to  dissolve  the 
interference  on  the  ground  that  the  issue  was  not  patentable  in  view 
of  the  prior  art.  This  motion  was  d^ed  by  the  Primary  Examiner 
on  November  17, 1910. 

On  November  22,  1910,  the  Examiner  of  Interferences,  in  view  of 
the  decision  of  the  Primary  Examiner,  awarded  priority  to  Edwin 
G.  Busse,  the  senior  party.  The  limit  of  appeal  from  this  decision 
was  December  12, 1910. 

On  December  1, 1910,  Perry  &  Huntoon  filed  a  request  that  the  case 
be  set  down  for  final  hearing  under  provisions  of  Rule  130  in  order 
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that  they  might  argue  before  the  Examiner  of  Interferences  the 
question  of  non-patentability  of  the  claims.  This  motion  was  denied 
by  the  Examiner  of  Interferences  on  December  2,  1910,  and  the 
present  petition  was  filed  December  10, 1910. 

That  a  party  has,  under  the  provisions  of  Rule  130,  no  right  to 
urge  the  non-patentability  of  the  issue  at  final  hearing  is  well  set- 
tled, and  the  distinction  between  the  non-patentability  of  the  issue, 
broadly,  which  does  not  involve  the  question  of  priority  of  inven- 
tion, and  the  non-patentability  of  the  claims  to  the  opposing  party, 
where  such  npn-pateiitability  is  material  to  the  moving  party's  right 
to  a  patent,  which  is  ancillary  to  the  question  of  priority  of  inven- 
tion, was  fully  and  carefully  pointed  out  in  the  following  decisions 
of  the  Commissioner:  Dixon  and  Marsh  v.  Graves  and  Whittemore^ 
(C.  D.,  1907, 101;  127  O.  G.,  1993;)  Pym  v.  Hadaway,  (C.  D.,  1907, 
209;  129  O.  G.,  2073;)  Pym  v.  Hadaway,  (C.  D.,  1907,  344;  131 
O.  G.,  692.) 

In  the  case  of  Johnson  v.  Mueser  (C.  D.,  1909,  437;  145  O.  G.,  764; 
29  App.  D.  C,  61)  the  Court  of  Appeals  of  the  District  of  Columbia 
held  that  on  appeal  from  a  final  decision  in  an  interference  it  would 
not  review  the  action  of  the  Patent  Office  holding  the  issue  patent- 
able, and  the  Supreme .  Court  of  the  United  States  dismissed  a  writ 
of  error  in  this  case  and  denied  a  petition  for  a  writ  of  certiorari. 
(C.  D.,  1909,  556;  145  O.  G.,  767;  212  U.  S.,  283.) 

The  petition  is  denied. 


Ex    PARTE   LaNGB. 

Decided  January  20,  1911. 

163  O.  G.,  727. 

Pbosecutton  of  Application — ^Amendment  Apteb  Final  Rejection. 

An  amendment  presenting  new  claimR  filed  after  final  rejection  Held 
properly  refused  admission  where  applicant  had  had  ample  opportunity  to 
present  such  claims  and  the  only  excuse  giyen  for  failure  to  do  so  was  that 
it  did  not  appear  to  be  desirable  until  he  was  convinced  that  the  broader 
claims  presented  were  unpatentable  in  view  of  the  references  cited. 

On  PBTmoN. 

show-case  roB  cigabs. 

Mr.  A.  B.  Stoughton  for  the  applicant 

Moore,  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  refusing  to  enter 
an  amendment  under  the  provisions  of  Eule  68. 
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The  case  as  originally  filed  contained  two  claims.  Claim  1  was  re- 
jected, and  claim  2  was  allowed.  Applicant  then  canceled  claim  1, 
presenting  two  claims  in  lieu  thereof,  both  of  which  were  rejected, 
the  Examiner  fully  pointing  out  why  the  claims  were  held  to  be  un- 
patentable. Applicant  amended  the  claims,  and  they  were  again  re- 
jected, with  full  explanation  of  the  Examiner's  i>osition.  An  affi- 
davit was  then  filed  to  overcome  one  of  the  references,  and  two  claims 
were  again  rejected  on  two  of  the  references  previously  cited.  Appli- 
cant then  canceled  the  claims  and  presented  two  claims  in  place 
thereof,  which  claims  were  again  rejected,  and  upon  applicant's  re- 
quest for  reconsideration  this  rejection  was  made  final.  Applicant 
thereupon  presented  an  amendment  canceling  these  claims  and  sub- 
stituting one  claim  in  lieu  thereof.  This  claim  the  Examiner  refused 
to  enter,  citing  Rule  68.  Applicant  asked  reconsideration  of  this 
action  and  filed  an  affidavit,  making  the  following  statement  of  rea- 
sons why  the  claim  was  not  earlier  presented : 

It  was  believed  that  the  show-case  was  broadly  new  and  had  that  belief  been 
confirmed  there  was  no  reason  for  ur^ng  a  multiplicity  of  claims  Involving  the 
lock  feature.  The  fact  Is  that  the  Office  has  found  and  the  applicant  is  satis- 
fled  that  the  show-case  broadly  is  not  patentable.  As  a  result  of  that  con- 
clusion it,  for  the  first  time,  became  necessary  or  desirable  to  enlarge  upon  the 
lock  feature;  hence  claims  for  the  lock  feature  were  not  submitted  until  now. 

The  statement  of  the  record  above  given  shows  that  applicant  has 
had  every  opportunity  to  present  claims  covering  this  device.  The 
showing  made  is  clearly  insufficient  to  justify  reopening  the  case. 

The  petition  is  denied. 


WhITELAW  V,  ECKHARDT  V,  KoCH. 

Decided  January  12,  191U 

163  O.  G.,  727. 

INTEBFEBENCB— Motion  to  Dissolve — Heabino  Theseon  Supebsedep  by  Noticr 
FOB  Addition  of  Pabtieb. 
Where,  after  giving  notice  of  a  hearing  on  a  motion  to  dissolve  an  inter- 
ference, the  Primary  Examiner  acquired  jarisdiction  of  the  case  for  the 
purpose  of  adding  new  parties,  Held  that  the  notice  that  the  case  had  been 
transmitted  to  the  Primary  Examiner  for  this  purpose  superseded  the 
hearing  and  that  the  hearing  on  the  motion  should  have  been  postponed 
until  it  had  been  determined  whether  such  new  parties  would  be  added 
and  whether  any  further  motions  would  be  brought  in  view  thereof. 

On  Petition. 

BUCTION-CLEANEB. 

Mr.  I.  S.  Prenner  for  Whitelaw. 

Messrs.  Mauro,  Cameron^  Lewis  cfe  Massie  for  Eckhardt 

Messrs.  Briesen  <&  Knauth  for  Koch.' 
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Billings,  First  Assistant  Commissioner: 

The  records  show  that  a  notice  was  sent  out  to  the  parties  that  this 
interference  was  transmitted  to  the  Examiner  for  the  purpose  of 
adding  new  parties  and  that  this  notice  was  promulgated  subse- 
quent to  the  promulgation  of  a  notice  for  the  hearing  on  a  motion 
for  dissolution.  Under  these  circumstances  the  parties  were  justified 
in  believing  that  the  hearing  was  superseded  by  the  subsequent 
notice.  If  new  parties  are  to  be  added  to  the  interference,  this 
should  be  done  prior  to  the  hearing  on  the  motion  to  dissolve. 
The  Examiner  should  add  the  new  parties,  if  any  there  be,  and  set 
the  motions  which  may  hereafter  be  taken,  as  well  as  the  motion 
which  has  now  been  filed  in  the  case,  for  hearing  on  the  same  day, 
so  that  all  matters  for  consideration  on  motion  may  be  argued  at  the 
same  time.  • 

The  motion  is  grarUed  to  this  extent. 


Wm.  a.  Coombs  Millii^g  Company  v.  Barber  Milling  Company. 

Decided  January  18,  1911. 

163  O.  G.,  727. 

Tbade-Mabkb — Opposition  and  Interfebengi^— Intebfebenge  Not  Suspended. 
Where  after  the  flUng  of  a  notice  of  opposition  to  the  registration  of  a 
trade-mark  by  the  owner  of  a  registered  trade-marlc  an  interference  is 
declared  between  the  registration  of  the  opposer  and  the  application.  Held 
that  the  interference  should,  not  be  suspended  pending  the  final  determina- 
tion of  the  opposition  except  by  consent  of  the  parties. 

Appeal  on  Motion. 

tbade-mabk  fob  wheat-floub. 

Mr.  F.  F.  Reedy  Mr.  E.  S.  Rogers^  and  Mr.  Francis  M.  Phelps  for 
Wm.  A.  Coombs  Milling  Company. 

Mr.  Wm.  Furst  and  Messrs.  Herrick  <&  Herrick  for  Barber  Milling 
Company. 

Tennant,  Assistant  Commissioner: 

This  is  an  appeal  by  the  Wm.  A.  Coombs  Milling  Company  from 
the  decision  of  the  Examiner  of  Interferences  denying  its  motion  for 
a  suspension  of  this  interference  pending  the  final  determination  of 
an  opposition  proceeding  instituted  by  the  Barber  Milling  Company 
against  the  registration  of  the  mark  of  Wm.  A.  Coombs  Milling 
Company  involved  in  this  interference. 

The  Barber  Milling  Company  is  a  registrant.  The  trade-mark 
of  the  Wm.  A.  Coombs  Milling  Company  was  published  in  the  Orn- 
2097*— 12 i 
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ciAL  Gazette  of  April  21,  1908.  Within  the  period  allowed  by  law 
the  Barber  Milling  Company  filed  its  opposition  to  the  registration 
of  this  mark.  Thereafter  this  interference  was  declared  between  the 
registration  of  the  Barber  Milling  Company  and  the  application  of 
Wm.  A.  Coombs  Milling  Company. 

It  is  urged  in  behalf  of  the  applicant  that  the  opposition  is  a 
broader  proceeding  in  which  certain  questions  may  be  raised  which 
would  not  be  pertinent  to  the  interference  and  that  all  the  questions 
which  might  be  raised  in  this  interference  may  be  decided  in  the 
opposition.  It  is  therefore  contended  that  the  interference  proceed- 
ing should  be  suspended  pending  the  determination  of  the  opposition. 
The  force  of  this  argument  is  not  apparent.  Section  7  of  the  Trade- 
Mark  Act  of  1905  provides  that  in  every  case  of  interference  or 
opposition  to  registration  the  Commissioner  shall — 

direct  the  Examiner  in  charge  of  interferences  to  determine  the  question  of  the 
right  of  registration  to  such  trade-mark,  and  of  the  sufficiency  of  objections  to 
registration,  in  such  manner  and  upon  such  notice  to  those  interested  as  the 
Commissioner  may  by  rules  prescribe. 

In  the  decision  upon  rehearing  in  in  re  Herhst  (C.  D.,  1909,  331, 
333 ;  141  O.  G.,  286,  287 ;  32  App.  D.  C,  269,  565)  the  Court  said : 

As  pointed  out  in  the  opinion,  section  7  of  the  Trade-Ma  rlc  Act  in  terms 
clothes  the  Commissioner  with  power  "  to  refuse  to  register  both  of  two  inter- 
fering marks  "  or  to  "  register  the  marlc,  as  a  trade-marlc,  for  the  person  first 
to  adopt  and  use  the  marl£,  if  otherwise  entitled  to  register  the  same." 

It  will  thus  be  seen  that  in  a  trade-mark  interference  proceeding  the  issue, 
which  the  Commissioner  is  called  upon  to  determine,  is  not  merely  one  of 
priority  as  in  a  patent  interference  proceeding,  but  involves  any  question  that 
Height  be  raised  in  an  ex  parte  case. 

It  would  therefore  appear  that  all  questions  which  might  be  raised 
in  the  opposition  proceeding  could  be  determined  in  the  interference. 
In  the  case  of  Bluthenthal  <&  Bickart  v.  Bighie  Bros,  <&  Co,  (C.  D., 
1909,  411;  143  O.  G.,  1346;  33  App.  D.  C,  209)  the  same  Court  said: 

The  parties  to  the  opposition  being  the  same  as  in  the  interference  proceeding, 
and  the  subject-matter  being  the  same,  the  Judgment  in  the  former  is  conclusive 
as  to  every  question  that  was  or  might  have  been  presented  and  determined 
therein. 

The  first  ground  of  the  opposition  was  substantially  presented  and  determined 
In  the  interference  proceeding.  {Bluthenthal  d  Bickart  v.  Bighie  Brothers  d 
Company,  C.  D.,  1907,  665;  130  O.  G.,  2068;  30  App.  D.  0.,  118.)  The  second 
ground  as  to  fraudulent  use  of  the  trade-mark  by  Bigbie  Bros.  &  Co.  could  have 
been  determined  in  the  interference  proceeding  also,  though  it  was  not  actually 
presented.  {Schuster  Co,  v.  Muller,  C.  D.,  1907,  455;  126  O.  G.,  2192;  28  App. 
D.  C,  409;  Levy  v.  t7H,  C.  D.,  1908,  461;  135  O.  G.,  1363;  31  App.  D.  C,  441) 

Aside,  however,  from  this  consideration,  section  7  of  the  Trade- 
Mark  Act  provides  that  whenever  an  application  is  made  for  the 
registration  of  a  trade-mark  which  is  substantially  identical  with 
a  trade-mark  appropriated  to  goods  of  the  same  descriptive  properties 
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for  which  a  certificate  of  registration  has  been  issued  to  another  the 
Commissioner  shall  declare  that  an  interference  exists  as  to  such 
trade-mark  and  shall  direct  the  Examiner  of  Interferences  to  deter- 
mine the  right  of  registration  of  such  mark. 

It  is  therefore  the  duty  of  the  Office  under  circumstances  such  as 
obtain  in  the  present  case  to  institute  an  interference  proceeding. 
Such  an  interference  should  not  be  suspended  or  terminated  without 
the  consent  of  the  parties  in  favor  of  an  opposition  proceeding,  which 
is  one  dependent  upon  the  act  of  an  opposer  who  believes  he  will  be 
damaged. 

Furthermore,  the  Office  has  in  its  possession  a  registration  which 
under  the  law  shows  that  the  Barber  Milling  Company  is  prima  facie 
the  owner  of  its  trade-mark  involved  herein.  Under  such  circum- 
stances, manifestly,  the  burden  of  proof  should  be  placed  upon  a  later 
applicant  for  registration. 

The  decision  of  the  Examiner  of  Interfereru^ea  refusing  to  suspend 
the  interference  is  affirmed. 


Ex  PARTE  PiiiCE  Flavoring  Extract  Co. 

Decided  January  91,  1911. 

163  O.  G.,  728. 

1.  TrADE-MaBKS — "  MAPLOMA  '* — "  MaPLEINE  " — SiMILARITT. 

The  word  "  Maploma  "  as  a  trade-mark  for  syrup  Held  properly  refused 
registration  in  view  of  the  prior  registration  of  the  word  "Mapleine"  as 
a  trade-mark  for  goods  of  the  same  descriptive  properties. 

2.  Same — Goods  of  Same  Descriptive  Properties. 

"  Syrups,  syrup  compounds,  and  syrup  substitutes  "  Held  to  be  goods  of 
the  same  descriptive  properties  as  "A  Harmless  Vegetable  Ck>mpomid  ta 
impart  a  Flavor  similar  to  Maple  for  Syrups,  etc." 

On  Appeal. 

TRADE-MARK  FOR  FLAVORING  EXTRACTS. 

Messrs.  Taylor  <&  Hulse  and  Mr.  Homer  G.  Underwood  for  the 
applicant. 

Tennant,  ABsistard  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade-Marks 
refusing  to  register  as  a  tr^de-mark  for  "  flavoring  compounds  "  the 
word  "  Maploma." 

Registration  is  refused  in  view  of  the  registered  trade-mark  of 
the  Crescent  Manufacturing  Co.,  No.  63,545,  June  25,  1907,  of  the 
word  "  Mapleine,"  for  syrup,  syrup  compounds,  and  syrup  substitutes. 

It  is  urged  in  behalf  of  the  applicant  that  the  trade-marks  are  not 
so  similar  as  to  be  likely  to  cause  confusion  in  the  mind  of  the  public 
and  that  the  goods  are  not  of  the  same  descriptive  properties. 
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In  my  opinion  it  cannot  be  successfully  maintained  that  the  marks 
are  so  dis^milar  as  to  be  unlikely  to  cause  confusion  in  the  minds  of 
the  public  The  first  syllable  of  each  mark  is  the  same,  and  Uie  marks 
are  substantially  the  same  in  appearance,  sound,  and  in  significance 
when  the  latter  is  considered  in  its  relation  to  the  product  to  which 
the  marks  are  applied. 

Tlie  contention  in  behalf  of  the  applicant  that  the  marks  are  not 
used  upon  goods  of  the  same  descriptive  properties  is  b^ieved  to  be 
unt^iable.  The  mark  of  the  registrant  is  stated  to  be  used  upon 
syrups,  syrup  compoimds,  and  syrup  substitutes.  The  specimens  filed 
as  a  part  of  this  application  illustrate  the  manner  in  which  the  trade- 
mark is  actually  used  upon  the  goods  and  contain  the  following  state- 
ment: 

"A  Harmless  Vegetable  Compound  to  impart  a  FlaTor  similar  to  llaple  for 
Syraps,  Ice  Creams,  Candies,  Frostings,  or  for  any  artide  where  tliat  Flavor 
is  desired." 

Clearly  this  merchandise  is  of  substantially  the  same  descriptive 
properties  as  a  syrup  or  a  syrup  substitute.  It  must  be  held  that 
registration  of  the  applicant's  mark  is  prohibited  by  the  provisions  of 
section  5  of  the  Trade-Mark  Act  of  1905. 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 


Ex  PARTE  Columbia  Cotton  Oil  and  Provision  Corporation. 

Decided  February  6,  1911. 

163  O.  G.,  977. 

1.  TBAns-MABKS — ^Application — Pabticulab  Descbiption  or  Goods. 

The  definition  of  the  particular  description  of  goods  must  not  be  so  broad 
as  to  obviously  include  many  goods  to  which  the  trade-mark  is  not  applied, 
yet  it  need  not  be  so  narrow  as  to  necessarily  exclude  some  goods  to  which 
the  mark  is  actually  applied. 

2.  Same — Same — Same. 

The  labels  filed  in  connection  with  an  application  for  the  registration 
of  a  trade-mark  for  a  cotton-seed-oil  compound  defined  the  goods  as  "  Steri- 
lized Cotton  Seed  Oil— Oleo  Stearine."  Held  that  the  particular  description 
of  the  goods  in  the  application,  *'An  oleaginous  compound  for  use  as  a  pastry 
shortening,"  is  sufficiently  definite. 

On  Appeal. 

TBADE-MABK    FOB    COTTON- SEED-OIL    COMPOUND. 

Mr.  E.  G.  Siggers  and  Mr.  John  H.  Siggera  for  the  applicant. 

Billings,  First  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  the  trade-mark  of  the  applicant. 
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The  ground  for  refusing  the  registration  is  that  applicant  has 

failed  to  properly  describe  the  goods  to  which  the  mark  is  applied. 

Section  2  of  the  Trade-Mark  Act  of  May  4,  1906,  provides  that — 

The  Commissioner  of  Patents  shall  establish  classes  of  merchandise  for  the 
purpose  of  trade-mark  registration,  and  shall  determine  the  particular  descrip- 
tions of  goods  comprised  in  each  clasa  On  a  single  application  for  registration 
of  a  trade-mark  the  trade-mark  may  be  registered  at  the  option  of  the  applicant 
for  any  or  all  goods  upon  which  the  mark  has  actually  been  used  comprised  in 
a  single  class  of  merchandise,  provided  the  particular  descriptions  of  goods  be 
stated. 

The  applicant  has  stated  that  the  goods  to  which  he  applie^s  his 
trade-mark  are  those  comprised  in  "  Class  46,  Foods  and  ingredients 
of  foods,"  and  the  particular  description  is  "An  oleaginous  compound 
for  use  as  a  pastry  shortening." 

The  Examiner  has  held  that  the  applicant  has  not  described  the 
goods  with  sufficient  particularity  and  that  he  should  state  in  his 
application  the  goods  as  defined  on  the  label — namely,  "  Sterilized 
Cotton  Seed  Oil — Oleo  Stearine,"  citing  in  re  A.  G.  Spalding  and 
Bros.  (C.  D.,  1906,  674;  123  O.  G.,  321;  27  App.  D.  C,  314)  and  ex 
parte  The  Empire  Knife  Company  (C.  D.,  1909, 135;  145  O-  G.,  762). 

In  the  case  oiin  re  A,  G.  Spcdding  and  Bros.^  supra^  the  court  of 
appeals  held  that  the  phrase  "  Implements,  apparatus,  and  goods 
used  in  athletic  games  and  sports"  was  too  indefinite  to  meet  the 
requirements  of  the  law,  for  the  reason  that  it — 

embraces  within  its  terms  all  the  various  articles  used  in  every  conceivable 
athletk:  game  and  sport 

The  mark  sought  to  be  registered  was  the  name  "  Spalding,"  and 
registration  was  therefore  applied  for  under  what  is  commonly 
Imown  as  the  ten-year  proviso  of  the  Trade-Mark  Act.  The  Court 
said: 

Many  athletic  games  and  sports  have  been  invented  or  devised  within  the  past 
ten  years,  as  have  also  the  implements  and  apparatus  and  goods  used  in  connec- 
tion with  them.  Manifestly,  applicant  has  not  used  its  mark  for  a  period  of 
ten  years  next  preceding  the  passage  of  the  act  in  question,  in  connection  with 
such  implement,  apparatus,  and  goods.  This  being  so,  appUcant  has  no  right 
to  ask  for  a  registration  which  in  terms  is  broad  enough  to  cover  such  imple- 
ments, apparatus,  and  goods  used  in  such  athletic  games  and  sports,  in  connec- 
tion with  which  it  has  not  used  the  mark  for  the  required  time. 

It  is  to  be  noted  in  this  case  that  the  court  reasoned  from  the  facts 
present  that  the  definition  of  the  particular  description  of  goods  was 
necessarily  too  broad,  for  it  was  not  in  accordance  with  existing  con- 
ditions in  trade. 

In  the  case  of  ex  parte  The  Empire  Knife  Company^  aupra^  the 
Commissioner  held  that  the  phrase  '^  including  pocket-knives,  scissors, 
and  shears,  kitchen  and  table  knives"  was  not  sufficiently  specific 
under  the  law,  for  the  reason  that  the  language  used  required  judicial 
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interpretation.  In  that  case  the  applicant  defined  his  particular 
goods  by  stating  that  the  class  of  goods  to  which  the  trade-mark  was 
applied  was  that  in  which  pocket-knives,  scissors,  and  shears  were 
included.  It  is  clear  from  this  statement  that  if  there  were  any  other 
goods  than  pocket-knives,  scissors,  and  shears  to  which  the  mark  was 
applied  that  fact  was  left  open  to  conjecture. 

In  the  present  case  the  definition  of  the  oleaginous  compound  to 
which  the  trade-mark  is  applied  is  limited  in  two  ways,  first,  by  the 
article  "  an  "  and,  second,  by  the  phrase  "  for  use  as  a  pastry  shorten- 
ing." The  definition  of  the  particular  description  of  goods  must  not 
be  so  broad  as  to  obviously  include  many  goods  to  which  the  trade- 
mark is  not  applied,  yet  it  need  not  be  so  narrow  as  to  necessarily 
exclude  some  goods  to  which  the  mark  is  actually  applied.  In  the 
present  case  the  definition  used  in  particularly  describing  the  goods 
is  sufficiently  specific  to  meet  the  requirements  of  the  law. 

The  decision  of  the  Examiner  of  Trade-Marks  is  reversed. 


Leonard  v.  Pardee, 

Decided  February  17,  1911. 

164  O.  O.,  249. 

L  Intebfebence — Motion   Undeb   Rule  109 — No  Appeal  fbom  a  Fayobable 
Decision. 
No  appeal  Ues  from  a  decision  granting  a  motion  to  add  counts  onder 
Rule  109  whether  rendered  by  the  Primary  Examiner  or  the  ExaminerEh 
in-Chief. 
2.  Same — Same — Rule  130. 

Where  a  party  to  an  Interference  opposes  the  granting  of  a  motion  to 
amend  under  Rule  109  on  the  ground  that  the  moving  party  has  no  right  to 
make  the  proposed  claims,  Held  that  under  the  provisions  of  Rule  180  he 
can  urge  this  at  final  hearing. 

On  Pbtxiion. 

account-bbgisteb. 

Messrs.  Wilhelm^  Parker  <&  Hard  for  LeonarcL 
Mr.  Edw.  R.  Alexander  for  Pardee. 

Moore,  Commissioner: 

This  is  a  petition  to  dismiss  an  appeal  from  the  decision  of  the 
Examiners-in-Chief  reversing  the  action  of  the  Primary  Examiner 
holding  that  Pardee  has  a  right  to  make  certain  claims  presented 
under  the  provisions  of  Rule  109. 

It  is  well  settled  that  the  proceedings  on  a  motion  to  add  counts 
under  Rule  109  should  follow  that  on  motions  to  dissolve.  {Joselyn  v. 
Hulse,  C.  D.,  1908,  34;  132  O.  G.,  844.)     The  decision  of  the  Ex- 
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aminers-in-Chief  being  favorable  to  the  right  of  a  party  to  make  the 
claims,  there  is  under  the  well-established  practice  no  appeal  there- 
from. 

In  opposing  this  petition  Leonard  has  urged  that  if  this  appeal  be 
not  entertained  he  is  wholly  without  remedy.  It  does  not  appear, 
however,  that  this  case  presents  any  exceptional  circumstances.  The 
question  which  Leonard  seeks  to  have  again  reviewed  by  this  appeal 
has  been  twice  passed  upon,  and  a  favorable  decision  as  to  the  right 
of  a  party  to  make  the  claims,  after  such  consideration,  is  deemed 
sufficient  to  warrant  the  continuance  of  the  interference.  Leonard's 
remedy  will,  be,  as  pointed  out  in  Josleyn  v.  Hulse,  supra^  to  urge 
under  Rule  130  at  final  hearing  that  Pardee  has  no  right  to  make  the 
claims. 

The  petition  is  granted  and  the  appeal  dismissed. 


Ex  PAKTE  Windhorst  &  Comfant. 

Decided  January  SI,  1911. 

164  O.  G.,  249. 

1.  Tbade-Mabks — ^Particulab  Descbiption  or  Goods — Objectiow — PETinoir. 

An  objection  to  a  particular  description  of  goods  merely  on  the  ground 
of  Indefiniteness  is  reviewable  on  petition.  {Pfister  d  Vogel  Leather  Oowr 
pany,  C.  D.,  1905,  432;  118  O.  G.,  2250,  distinguished.) 

2.  Same — Same. 

The  terms  "pressure-lamps"  and  "portable  merchandise  units  com- 
monly known  as  gasolene,  incandescent  lighting  systems  "  used  in  the  partic- 
ular description  of  the  goods  upon  which  the  mark  sought  to  be  registered 
is  used  Held  not  indefinite. 

On  Petition. 

TRAOE-MABK    fob    GBAYITT    Ain>    PBE8ST7BE    LAMPS     AND     SYSTEMS,     STOVES,     QAS 
MACHINES,   MANTLES,  AND  BLOW-TOBOHES. 

Messrs.  Cart  &  Carr  for  the  applicant, 

Moore,  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  of  Trade-Marks 
requiring  that  the  particular  description  of  goods  to  which  appli- 
cant's mark  is  applied  be  made  more  definite. 

The  Examiner  in  his  statement  on  this  petition  recommends  that 
the  petition  be  dismissed  on  the  ground  that  it  relates  to  matter  of 
merits,  which  is  not  reviewable  upon  a  petition  without  fee.  In  sup- 
port of  this  recommendation  he  cites  ex  parte  P-fister  <&  Vogel  Leather 
Company  (C.  D.,  1905, 432;  118  O.  G.,  2250)  and  other  cases  in  which 
petitions  of  a  similar  nature  have  been  dismissed  on  the  ground 
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mentioned.  In  the  case  of  the  Pfster  <&  Vogel  Leather  Company^ 
supra^  upon  the  authority  of  which  the  other  cases  cited  appear  to 
have  been  decided,  the  applicant  described  the  goods  simply  as 
^  leather,"  and  the  Examiner  held  that  this  word  was  so  broad  as  to 
include  various  classes  of  goods  which  are  not  of  substantially  the 
same  descriptive  properties — in  other  words,  that  the  application 
covered,  in  fact,  several  trade-mark  rights  instead  of  one  and  that  the 
applicant  was  not  entitled  to  secure  a  single  registration  covering 
these  several  rights.  This  decision  was  rendered  prior  to  the  act  of 
May  4,  1906,  giving  the  Commissioner  authority  to  establish  classes 
of  merchandise  for  the  purpose  of  trade-mark  registration.  This 
act  provides  that — 

on  a  single  application  for  registration  of  a  trade-marls  the  trade-mark  may  be 
registered  at  the  option  of  the  applicant  for  any  or  all  goods  upon  which  the 
mark  has  actually  been  used  comprised  in  a  single  class  of  merchandise,  pro- 
vided the  particular  descriptions  of  goods  be  stated. 

In  applications  filed  under  this  law  the  question  of  indefiniteness 
in  the  description  of  the  goods  cannot  relate  to  the  merits  of  the 
application  in  the  same  sense  as  it  did  in  the  case  of  Pjister  cfe  Vogel 
Leather  Company.  In  that  case  the  Examiner's  action  was  equiva- 
lent to  a  requirement  for  division;  but  under  the  present  practice  as 
outlined  in  the  law  above  quoted  no  question  of  division  can  arise 
as  long  as  the  goods  described  fall  within  one  of  the  classes  established 
by  the  Commissioner,  and  the  objection  of  indefiniteness  raises  merely 
the  formal  question  whether  the  language  used  is  properly  descrip- 
tive of  the  goods  in  that  class  upon  which  the  mark  has  been  actually 
used. 

It  must  be  held,  therefore,  that  under  the  present  practice  a  ques- 
tion as  to  the  definiteness  of  the  particular  description  of  the  goods 
such  as  here  raised  may  be  considered  upon  petition  without  the  pay- 
ment of  an  appeal  fee.  In  the  case  of  The  Empire  Knife  Company y 
(C.  D.,  1909,  135;  145  O.  G.,  7G3,)  a  question  similar  to  that  here 
raised  was  so  considered  and  determined. 

The  particular  description  of  the  goods  in  this  instance  to  which 
the  Examiner  objects  reads  as  follows: 

Gravity  and  pressure  lamps,  the  portable  merchandise  units  commonly  known 
as  gasolene  Incandescent  lighting  systems,  gas-generating  machines,  incan- 
descent-lamp mantles  and  blow-torches  for  illuminating  purposes, 

the  same  being  specified  as  falling  within  official  Class  No.  34, 
''  Heating,  lighting,  and  ventilating  apparatus,  not  including  elec- 
trical apparatus."  In  this  description  the  Examiner  holds  that  the 
expressions  "  pressure-lamp  "  and  "  portable  merchandise  units  com- 
monly known  as  gasolene  incandescent  lighting  systems"  are  too 
indefinite  to  particularly  indicate  the  goods  to  which  the  mark  is 
applied. 
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Applicant  maintains,  on  the  other  hand,  that  the  expression  "  pres- 
sure-lamp "  is  a  term  in  common  use  in  the  trade  and  while  perhaps 
of  rather  recent  origin  is  well  understood  to  apply  to  lamps  using 
gasolene  or  similar  oil  and  with  which  a  tank  is  associated  containing 
air  under  pressure.  He  makes  substantially  the  same  allegation  as 
to  the  expression  ^^  gasolene  incandescent  lighting  ^stems,"  which 
^re  described  as  comprising  a  lamp  of  the  general  type  above  referred 
to  in  combination  with  a  pressure-tank  which  is  connected  to  the 
lamp  by  suitable  tubing  rather  than  being  made  a  part  of  the  lamp 
itself.  He  has  filed  with  this  petition  circulars  illustrating  the  lamp 
and  the  system  thus  described  and  states  that  the  system  is  a  commer- 
cial unit  manufactured  and  sold  as  a  whole. 

In  view  of  these  allegations  it  is  thought  that  the  OflSce  should 
accept  the  terms  used  by  applicant  as  sufficiently  definite  for  the 
purpose  of  trade-mark  registration.  It  is  suggested  by  the  Examiner 
that  the  "  system  "  referred  to  by  applicant  very  likely  comprises 
separate  elements  which  would  be  classified  elsewhere  than  in  Class 
34.  This,  however,  is  not  controlling,  since  the  same  objection  might 
obviously  be  made  to  many  other  commercial  articles  in  connection 
with  which  trade-marks  are  commonly  used.  If  the  device  here 
called  a  "  system  "  is  made  and  sold  as  a  imit  and  is  so  recognized 
by  the  trade,  the  trade-mark  used  thereon  may  properly  be  registered. 

It  must  therefore  be  held  that  the  language  adopted  by  applicant 
is  sufficiently  definite  for  the  purpose  of  this  application. 

The  petition  is  granted. 


Ex  PARTE  Leon. 

Decided  January  2h  1911. 

164  O.  a,  250. 

1.  Appkal — Question   Relating  to   Memts — ^Appeal  Lras   to   Bzaiiinebs-in- 

Ghief. 
Whether  claims  are  drawn  to  tncomplete  and  inoperative  combinations 
and  whether  the  references  are  pertinent  are  questions  relating  to  the 
merits  and  are  reviewable  in  the  first  Instance  by  the  Bxamlners-ln-Chief. 

2.  Claims — ^Alternative. 

The  phrase  "  brake  or  lockli^  device  "  Held  either  alternative  or  so  Inapt 
to  define  the  desired  construction  as  to  the  objectionable  on  the  ground  of 
Indefiniteness. 

3.  Same— Same. 

The  words  "button  or  hand  wheel/'  referring  to  a  member  shaped  to 
resemble  the  head  of  a  hat-pin  and  used  for  revolving  certain  parts  of  a 
hat-fastener,  Held  to  be  unobjectionable  on  the  ground  of  altematlveness, 
since  they  refer  to  the  same  element^  (citing  FhmitpB  y.  &en9mikh^  C.  D., 
1908,14;132O.  a,  677.) 
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On  Petition. 

LAI)T*B   HAT-FASTEim. 

Mr.  Joseph  G.  Parkinson  for  the  applicant. 

Tennant,  Assistant  Commissioner: 

This  is  a  petition  from  the  action  of  the  Primary  Examiner  and 
requests  that  he  be  advised  that  certain  information  asked  for  by  the 
applicant  should  be  given;  that  his  objection  to  the  tenth,  eleventh, 
and  twelfth  claims  as  for  inoperative  combinations  be  not  insisted 
upon ;  that  his  objection  to  the  tenth  and  twelfth  claims  as  alternative 
is  erroneous,  and  that  the  references  for  claims  which  are  not  for 
mechanical  movements  should  be  from  clearly  analogous  classes.    - 

As  to  the  request  for  information,  the  Examiner  has  conceded  in  his 
answer  to  this  petition  that  it  should  have  been  given  and  that  the 
failure  to  do  so  was  an  oversight. 

The  holding  of  the  Examiner  that  claims  10, 11,  and  12  are  drawn 
to  incomplete  and  inoperative  combinations  relates  to  the  merits  and 
will  not  be  reviewcil  upon  petition.  It  is  ground  for  rejection,  and 
appeal  from  such  holding  lies  to  the  Examiners-in-Chief  in  the  first 
instance. 

The  alternative  expression  objected  to  in  claim  10  is  as  follows: 

a  brake  or  locking  device  acting  as  a  check  against  accidental  displacement 

The  phrase  "  brake  or  locking  device  "  is  either  alternative  or  so 
inapt  to  define  the  desired  construction  as  to  be  objectionable  on  the 
ground  of  indefiniteness  and  should  be  revised  in  either  case.    The 
expression  in  claim  12  which  has  been  held  alternative  is — 
the  button  or  hand  wheel  on  the  farther  end  of  said  shaft 

It  appears  that  the  words  "  button  or  hand  wheel  "  refer  to  a  mem- 
ber on  the  outside  of  the  hat,  shaped  to  resemble  the  head  of  a  hat-pin, 
but  which  is  used  as  a  hand-wheel  for  revolving  certain  parts  of  the 
hat- fastener.  Both  words  therefore  clearly  refer  to  the  same  element, 
and  both  may  be  said  to  properly  describe  it.  The  expression  seems 
to  fall  within  the  class  mentioned  in  Phillips  v.  Senserdch  (C.  D., 
1908,  14;  132  O.  G.,  677)  and  is  unobjectionable  for  the  reasons  there 
stated.  The  Examiner's  objection  that  the  word  "  train  "  in  line  4  of 
claim  11  has  no  antecedent  is  clearly  well  taken. 

A  request  to  have  the  Examiner  instructed  that  references  for 
claims  which  are  not  for  mechanical  movements  should  be  from 
clearly  analogous  classes  obviously  relates  to  the  merits  of  the  claims 
and  will  not  therefore  be  reviewed  upon  petition.  If  the  applicant  is 
of  the  opinion  that  the  references  cited  are  not  pertinent,  his  remedy 
is  by  appeal  to  the  Examiners-in-Chief. 

The  petition  is  granted  to  the  extent  indicated. 
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Ex  PABTB  Wayne  Poultry  Tonic  Co. 

Decided  February  16,  1911. 

164  O.  G..  251. 

Tbade-Mabks — Drawing — Elimination  of  Abbitbabt  Featubes. 

An  applicant  will  not  be  permitted  to  modify  the  mark  originally  shown 
in  the  drawing  by  the  elimination  of  a  fanciful,  arbitrary,  and  salient  fea- 
ture thereof  unless  there  shall  be  filed  a  disclaimer  of  such  feature  duly 
yerified  by  the  applicant. 

On  Appeal. 

TBADE-MABK  FOB  POULTBY-ffONIC. 

Messrs.  Taylor  <&  Hulse  and  Messrs,  Stewart  <&  Stewart  for  the 
applicant. 

Tennant,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  the  words  "  Little  Red  Hen  "  as  a  trade- 
mark for  a  poultry-tonic. 

Registration  is  refused  in  view  of  the  registered  trade-mark  of  tiie 
Pratt  Food  Co.  for  a  roup  cure,  No.  45,645,  on  August  25,  1905, 
which  is  described  in  the  statement  of  the  registration  as  consisting 
of— 

the  pictorial  representation  of  a  hen  against  a  serrated  seal  bearing  the  words 
"  Pratt's  Roup  Cure." 

It  is  contended  in  behalf  of  the  appellant,  first,  that  the  picture  of 
a  hen  is  not  a  trade-mark  owned  and  in  use  by  another ;  second,  that 
the  picture  of  a  hen  is  not  claimed  as  a  trade-mark  by  registrant 
except  in  combination  with  other  features  and  that  it  is  probable 
that  the  picture  of  the  hen  could  only  be  claimed  in  this  combina- 
tion, since  the  picture  is  merely  descriptive  of  the  goods ;  third,  that 
the  picture  of  the  hen  is  not  owned  by  the  Pratt  Food  Co.,  because 
this  picture  is  conmion  property  of  every  citizen  and  can  be  used  by 
every  manufacturer  of  poultry  foods  and  should  not  be  made  the 
exclusive  property  of  anybody. 

It  is  to  be  noted  at  the  outset  that  the  mark  now  claimed  consists 
merely  of  the  words  "Little  Red  Hen."  The  specimens,  however, 
originally  filed  show  the  picture  of  a  hen  printed  in  red  surrounded 
by  a  red  circle  upon  which  is  printed  the  words  "Little  Red  Hen 
Poultry  Tonic."  The  drawing  filed  with  the  original  application 
included  the  entire  pictorial  representation  above  described,  and  by 
amendment  a  description  was  inserted  setting  forth  that  the  trade- 
mark adopted  and  heretofore  used  by  the  applicant  and  shown  in 
the  accompanying  drawing — 

consists  of  the  pictorial  representation  of  a  hen  and  the  circular  band  printed 
Ui  red. 
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Subsequently  by  am^idment  and  apparently  following  the  citation 
of  references  the  representation  of  the  hen  and  the  circle  which  in- 
cluded the  same  were  eliminated,  the  illustration  of  the  mark  as 
shown  in  the  drawing  being  confined  to  the  words  "  Little  Ked  Hen.'* 

It  is  presumed  that  this  amendment  was  incorporated  by  the 
Examiner  imder  the  practice  announced  by  the  Court  of  Appeals  of 
the  District  of  Columbia  in  the  case  in  re  Standard  Underground 
Cable  Company,  (C.  D.,  1906,  687;  123  O.  G.,  656;  27  App.  D.  C, 
320,)  in  which  the  court  held  that  the  Commissioner  could  not  desig- 
nate the  essential  features  shown  on  the  specimens  furnished  by  an 
applicant,  and  which  constitute  the  applicant's  mark.  The  Court 
said: 

It  does  not  seem  to  us  that  it  is  to  be  presumed  that  the  spedmois  are  to  be 
furnished  in  order  that  the  Ck)mmi88ioner  of  Patents  may  pass  upon  the  ques- 
tion as  to  how  much  of  the  matter  which  appears  upon  the  specim^is  consti- 
tutes the  mark.  Nowhere  in  the  act  do  we  find  any  power  vested  in  the  Ck)m- 
missioner  of  Patents  to  decide  for  the  applicant  the  scope  of  his  claimed  trade- 
mark. The  (Commissioner  is  vested  with  power  to  determine,  in  the  first  in- 
stance, whether  the  mark  as  described,  shown,  and  claimed,  is  subject  to  appro- 
priation by  the  applicant  and  may  satisfy  himself  as  to  whether  the  trade- 
mark has  been  actually  used  in  interstate  or  foreign  commerce.  When  he  finds 
that  the  mark  as  claimed  has  so  been  used,  it  is  not  for  him  to  turn  to  the 
specimen,  if  one  be  required  by  him,  and,  seeing  other  matter  than  the  mark 
claimed,  shown  on  the  specimen,  require  applicant  to  add  any  such  matter. 

The  facts  in  the  case  in  re  Standard  Underground  Cable  Company , 
supra,  differ  materially  from  those  in  the  present  case,  for  in  that  case 
the  applicant  asserted  in  its  application  as  originally  filed  that  its 
trade-mark  consisted  in  the  word  "Eclipse,"  while  the  specimens 
filed  by  it  showed  the  words  "Eclipse''  as  printed  upon  a  dark 
backgroimd  representing  a  partial  solar  eclipse,  whereas  in  the  pres- 
ent case  the  applicant  in  its  original  application  for  registration 
asserted  that  the  trade-mark  adopted  and  used  by  it  was  shown  in  the 
accompanying  drawing,  in  which  the  picture  of  the  hen  and  the 
surrounding  circle,  both  in  red,  were  shown  in  addition  to  the  words 
"  Little  Red  Hen."  The  declaration  of  this  application  contains  a 
statement  under  oath  that — 

the  drawing  truly  represents  the  trade-mark  sought  to  be  registered  and  that 
the  specimens  show  the  trade-mark  as  actually  used  upon  the  goods. 

The  amendments  canceling  the  circular  band  and  the  representa- 
tion of  the  hen  were  directed  by  the  attorney  without  any  special 
authorization  on  the  part  of  the  applicant  other  than  that  contained 
in  the  formal  power  of  attorney. 

While  it  is  not  questioned  that  an  applicant  has  the  right,  as  stated 
in  re  Standard  Underground  Cable  Company,  supra,  to  designate  the 
device  shown  in  his  specimens  which  he  regards  as  his  trade-mark, 
it  is  believed  that  a  material  modification  of  that  mark,  such  as  was 
made  in  the  present  case,  should  not  be  permitted  unless  under  special 
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authorization  by  the  applicant  in  the  form  of  an  affidavit  setting 
forth  facts  showing  that  the  modified  mark  is  in  fact  considered  by 
him  to  be  his  trade-mark. 

In  the  case  of  John  Rutgert  Planten  v.  Canton  Pharmacy  Company 
(C.  D.,  1909,  408;  143  O.  G.,  1113;  33  App.  D.  C,  268)  the  Court  of 
Appeals  said : 

.  The  first  question  for  determination  involves  the  correctness  of  the  Ck>mmis- 
sloner's  ruling  to  the  effect,  that  a  party  may  segregate  his  trade-marli,  and,  by 
registering  each  of  Its  features  separately,  thereby  prevent  the  registration  by 
another  of  any  particular  part  of  the  mark  as  actually  used  notwithstanding 
that  such  registration  and  use  by  another  would  cause  no  confusion  to  the  trade 
and  no  prejudice  to  the  first  registrant.  The  statement  of  the  proposition,  we 
think,  carried  Its  own  refutation.  A  firm  may  have  one  or  a  dozen  marks,  but, 
owing  to  the  nature  and  object  of  trade-marks,  it  seldom  happens  that  more 
than  one  mark  is  used  by  any  dealer  to  designate  a  particular  article.  Thus 
the  record  shows  that  Plant.en  has  used  the  registered  mark  to  designate  the 
goods  to  which  the  mark  of  the  application  is  said  to  apply.  In  contradiction 
of  the  statement  in  his  application  he  filed  with  his  application  not  the  mark  of 
the  application  but  the  mark  previously  registered.  The  Trade-Mark  Act  con- 
fers the  right  of  registration  upon  "the  owner  of  a  trade-mark  used  in  com- 
merce with  foreign  nations,  or  among  the  several  States,  or  with  Indian  tribes/' 
providing  the  applicant  complies  with  various  requirements  stated  in  the  act 
and  files  a  verified  declaration  tliat  the  conditions  entitling  him  to  the  benefit  of 
registration  exist.  Statutoi-y  use  of  the  mark  is  a  prerequisite  to  the  right  of 
registration.  In  the  CaUe  Co.  case  it  was  merely  held  that  for  the  purpose  of 
registration  the  applicant  may  determine  of  what  his  mark  consists;  but, 
having  described  and  shown  one  thing,  he  cannot,  when  the  exigencies  of  the 
situation  demand,  limit  his  claim  to  a  particular  feature  of  the  original  mark. 
(Johnson  v.  Bran4au,  C.  D.,  1909,  298;  139  O.  G.,  732;  32  App.  D.  C,  348.) 

By  the  passage  of  the  Trade-Mark  Act  Congress  did  not  intend  to  confer  upon 
any  dealer  the  right  to  register  fictitious  marks  for  the  purpose  of  limiting  and 
restricting  the  field  of  registration  of  others.  When,  therefore,  the  Ck)mmis- 
sioner  is  satisfied  that  the  applicant  is  attempting  to  register  a  particular  feature 
of  a  registered  mark,  he  should  require  evidence  that  the  mark  of  the  applica- 
tion has  actually  been  used  as  a  trade-mark.  Not  having  limited  his  claims  in 
his  origlmil  application,  the  applicant  cannot  prove  statutory  use  of  the  mark 
of  the  second  application  by  showing  such  use  of  the  registered  mark.  In  other 
words,  proof  of  the  use  of  the  words  "  Planten*8  C  &  C  or  Black  Capsules,"  in  a 
case  where  those  words  have  been  registered  as  a  trade-mark,  does  not  establish 
the  use  of  the  words  *'  Black  Capsules  *'  as  a  trade-mark,  for  the  words  elimi- 
nated from  the  registered  mark,  are,  under  the  prior  application,  an  essential 
part  of  that  mark. 

There  being  no  evidence  in  the  record  of  statutory  use  of  the  words  "  Black 
Capsules'*  as  a  trade-mark  by  Planten,  the  Commissioner  should  have  refused 
registration  to  Planten  on  that  ground. 

In  the  case  of  Johnson  v.  Brandau  (C.  D.,  1909,  298;  139  O.  G., 
732;  32  App.  D.  C,  348)  the  same  court  held  that  while  every  feature 
of  a  mark  shown  in  an  applicant's  drawing  as  filed  is  essential  a 
descriptive  word  may  be  omitted  and  disclaimed.    The  Court  said : 

The  applicant  deliberately  selected  and  carefully  designated  the  trade-mark 
having  the  descriptive  word  printed  in  large  letters  across,  and  partly  obscunsg 
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the  figure  of  the  ass.  He  thereby  made  it  an  actual  and  prominent  feature  of 
his  trade-mark,  claiming  the  same  as  an  entirety.  He  made  all  essential,  and 
as  we  have  seen,  denied  the  Commissioner's  right  to  determine  that  any  one  was 
the  essential  feature,  and  another  accessory  and  subordinate.  Under  these  con- 
ditions It  was  not  for  the  Commissioner  to  say  that  the  word  "Asl>estos  "  was 
an  unessential  feature,  and  to  be  regarded  as  mere  surplusage.  The  registration, 
if  granted,  would  show  no  such  exception  or  qualification  on  its  face,  and  the 
prima  facie  right  accorded  to  registration  would  apply  to  the  mark  as  an 
entirety  as  shown  in  the  application  and  drawing. 

******* 
When  an  applicant  describes  and  illustrates  his  trade-mark  and  applies  for 
its  registration  as  so  described,  the  Commissioner  must  likewise  consider  it  in 
its  entirety.  We  are  of  the  opinion  that,  in  this  case,  he  should  have  denied 
registration  as  claimed,  giving  the  applicant,  at  the  same  time,  an  opportunity 
to  amend  by  disclaiming  and  omitting  the  word  objected  to. 

For  the  reasons  above  stated  it  is  believed  that  an  applicant  should 
not  be  permitted  in  cases  like  the  present  to  modify  the  mark  origi- 
nally shown  in  the  drawing  by  the  elimination  of  a  fanciful,  arbi- 
trary, and  salient  feature  thereof  unless  there  shall  be  filed  a  dis- 
claimer of  such  feature  duly  verified  by  the  applicant. 

This  case  is  remanded  to  the  Primary  Examiner  for  action  in 
accordance  with  the  views  above  expressed. 

Decision  upon  this  appeal  is  suspended  pending  the  further  con- 
sideration before  the  Examiner  of  Trade-marks. 


Ex   PABTE   E.   B.    PlEKENBROCK  &   SONS. 

Decided  February  2S,  1911. 

164  O.  G.,  507. 

1.  Traoe-Mabks — Similarity — "  Lady  Like  *' — "  The  Lady  Lee  Shoe.** 

The  words  **  Lady  Like  '*  Held  properly  refused  registration  as  a  trade- 
mark for  shoes  in  view  of  the  prior  registration  of  a  mark  consisting  of  the 
words  "The  Lady  Lee  Shoe." 

2.  Same — "  Lady  Like  "  for  Shoes — Descbiftive. 

The  words  "  Lady  Like "  as  applied  to  shoes  Held  descriptive  of  the 
character  or  quality  of  the  goods,  and  therefore  not  registrable  as  a  tech- 
nical trade-mark. 

On  Appeal. 

trade-mark  for  leather  boots  and  shoes. 

Messrs.  Brown  &  Hopkins  for  the  applicant. 

Moore,  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  the  words  "  Lady  Like ''  as  a  trade-mark 
for  leather  boots  and  shoes. 
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The  registration  was  refused  in  view  of  the  registered  mark  of 
Hollins  Sons  &  Co.,  Certificate  No.  63,730,  July  2,  1907. 

The  mark  of  the  applicant  consists  of  the  words  "Lady  Like." 
The  registered  mark  consists  of  the  words  "  The  Lady  Lee  Shoe." 
As  shown  in  the  registration,  the  words  "  Lady  Lee "  appear  in 
heavy  black  type  and  have  the  word  "  The  "  thereabove  in  smaller 
type  and  the  word  "  Shoe  "  therebeneath  also  in  smaller  type. 

The  action  of  the  Examiner  in  refusing  registration  on  this 
ground  is  believed  to  have  been  entirely  correct.  The  distinguishing 
features  of  the  registered  mark  are  the  words  "  Lady  Lee,"  and  these 
words  are  clearly  so  similar  in  sound  and  appearance  to  the  words 
"  Lady  Like,"  that  their  contemporaneous  use  upon  goods  of  the 
same  descriptive  properties  would  be  liable  to  cause  confusion  in 
trade.  No  importance  can  be  attached  to  the  word  "  The  "  appearing 
in  the  registered  mark,  since  its  signification  is  no  wise  changed  by 
inclusion  of  this  word. 

There  is,  however,  in  my  opinion  another  reason  why  the  registra- 
tion of  this  mark  should  have  been  refused — namely,  that  the  mark 
is  descriptive  of  the  goods  to  which  it  is  applied.  The  words  "  Lady 
Like"  as  applied  to  shoes  could  obviously  mean  but  one  thing — 
namely,  that  they  were  shoes  suitable  for  ladies'  wear  or  shoes  having 
such  an  appearance  that  a  lady  would  desire  to  wear  them.  They 
would  therefore  be  descriptive  of  the  character  or  quality  of  the 
goods  to  which  they  are  applied.  The  mark  is  fully  as  descriptive 
as  the  words  "  The  American  Girl,"  of  which,  in  the  case  of  Wolf 
Bros.  (&  Go,  V.  Hamilton  Brown  Shoe  Co,^  (165  Fed.  Rep.,  413,)  the 
Circuit  Court  of  Appeals  of  the  Eighth  Circuit  said : 

We  also  think  that  the  name,  as  applied  to  women's  shoes  is  descriptive 
merely,  viz.,  shoes  manufactured  in  America  and  to  be  worn  by  women,  and  not 
an  arbitrary  or  fanciful  name  to  indicate  maker;  hence  the  name  "The 
American  Girl,"  applied  to  shoes,  is  not  the  subject  of  a  valid  trade-mark. 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 


Walker  and  Walker  v.  Gilchrist. 

Decided  February  S,  1911. 

164  O.  a,  507. 

INTEBTERENCB — MOTIOW  TO  AMEND  UNDEB  RULE  109 — DELAY  IN  BRINGING. 

W.  moved  to  dissolve  the  Interference,  and  G.  moved,  under  the  provisions 
of  Rule  109,  to  amend  the  issue.  W.*8  motion  was  granted,  and  the  inter- 
ference was  redeclared  as  to  certain  of  the  claims  presented  by  G.  There- 
upon W.  brought  a  motion  to  add  further  counts  to  the  issue.  Held  that 
In  view  of  the  record  of  the  case  this  motion  should  have  been  transmitted. 
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Appeal  ok  Motion. 

lOB-CBBAM  LADLB. 

Messrs.  Griffin  (6  Bemhard  for  Walker  and  Walker. 
Mr.  Fred  Gerlach  and  Mr.  Percy  B.  Hills  for  Gilchrist 

Billings,  First  Assistant  Comrmssioner: 

This  is  an  appeal  by  Walker  and  Walker  from  the  decision  of  the 
Examiner  of  Interferences  refusing  to  transmit  to  the  Primary  Ex- 
aminer their  motion  to  amend. 

It  appears  that  the  interference  was  originally  declared  with  but 
one  count.  This  interference  was  dissolved  on  the  motion  of  Walker 
and  Walker.  On  motion  by  Gilchrist  it  was  redeclared  with  five  new 
counts.  One  of  the  claims  included  in  Gilchrist's  motion  was  held 
not  patentable  and  was  not  included  in  the  newly-declared  interfer- 
ence. On  motion  by  Walker  and  Walker  a  rehearing  was  granted 
before  the  redeclaration  of  the  interference. 

Walker  and  Walker  have  now  filed  a  motion  to  amend,  under  the 
provisions  of  Rule  109,  by  adding  certain  counts  which  they  contend 
better  define  the  real  invention  which  is  in  ccmflict  between  the  two 
parties.  They  cite  the  record  of  this  case  as  above  indicated  as  a 
reason  for  not  previously  filing  a  motion  to  amend.  It  is  claimed  in 
their  behalf  that  new  light  has  been  thrown  upon  the  real  invention 
which  is  at  issue  between  the  parties  and  that  they  are  justified  in 
now  filing  a  motion  to  amend  after  the  hearings  which  have  already 
been  had  before  the  Primary  Examiner  on  the  merits  of  the  conflict- 
ing inventions. 

It  is  believed  that  this  contention  is  justified.  It  is  evident  from  a 
consideration  of  the  motion  filed  that  there  is  ground  for  the  belief 
that  the  real  invention  was  not  properly  defined  originally  and  that 
it  might  be  more  clearly  defined.  While  the  repeated  bringing  of 
motions  in  an  interference  and  long  delays  in  the  preliminary  pro- 
ceedings of  an  interference  are  not  to  be  encouraged,  it  is  thought 
that  the  delay  which  occurred  before  the  bringing  of  the  present  mo- 
tion to  amend  is  warranted  in  this  particular  case.  No  great  addi- 
tional delay  will  occur  in  the  present  case  by  transmitting  the  present 
motion.  The  decisions  of  the  Court  of  Appeals  of  the  District  of 
Columbia  in  the  cases  of  Blackford  v.  Wilder  (C.  D.,  1907,  491 ;  127 
O.  G.,  1255;  28  App.  D.  C,  535)  and  Horine  v.  Wende,  (C.  D.,  1907, 
615;  129  O.  G.,  2858;  29  App.  D.  C,  415,)  in  which  the  court  dis- 
countenanced second  interferences,  emphasize  the  importance  of  a 
clear  and  definite  issue. 

The  decision  of  the  Examiner  of  Interferences  is  reversed. 
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Ex  PABTB  Good. 

Decided  Mitrch  7,  1911. 

IM  O.  G^  78». 

Dbawings — Should  Clearly  Disclose  iNVEimoif. 

A  requirement  for  a  correction  of  a  drawing  Held  proper,  since  It  is 
very  desirable  that  the  drawings  be  so  clearly  and  artistically  executed 
as  to  facilitate  a  ready  understanding  of  the  invention. 

Ok  Petition. 

oooleb. 

Mesars.  Davis  cfe  Davie  for  the  applicant. 

MooBE,  Commissioner: 

This  is  a  petition  that  the  Examiner  be  instructed  to  withdraw  his 
requirement  for  correction  of  the  drawing. 

The  drawing  represents  a  cooler  with  certain  removable  covers 
which  are  described  as  having  flanges  depending  into  the  openings 
which  the  covers  are  intended  to  close.  The  Examiner  has  required 
that  the  drawing  be  amended  to  show  the  depending  flanges. 

This  is  a  detail  not  found  in  the  claims,  and  the  only  question  is, 
therefore,  whether  the  added  illustration  is  necessary  to  make  the 
described  structure  fairly  clear  and  intelligible  from  the  drawings. 

The  applicant  contends  that  the  shading  of  the  drawing  indicates 
flanges,  since  it  shows  convexity  where  it  would  show  concavity  if  no 
flange  were  present.  While  this  may  be  true  as  to  some  of  the  covers, 
it  is  clear  that  the  same  indication  cannot  be  depended  upon  as  to 
the  cover  at  the  right  hand  of  Figure  1. 

As  stated  in  the  case  of  ex  parte  Stnrtevant^  (C.  D.,  1904,  26;  108 
O.  a,  563:) 

It  is  a  great  desideratum  of  Patent  Office  drawings  that  they  should  tell  their 
story  to  the  eye  without  malsing  it  necessary  to  go  into  the  specification  for 
explanation. 

The  question  is  not  whether  one  skilled  "in  the  art  can  decipher  the 
invention,  but  whether  the  drawing  is  so  clearly  and  artistically 
executed  as  to  facilitate  a  ready  understanding  of  the  invention  both 
at  the  time  of  examination  and  in  searches  afterward  in  which  refer- 
ence to  the  patent  must  be  made. 

In  the  present  case  the  amendment  necessary  is  slight  and  would 
seem  to  impose  no  hardship  upon  the  applicant. 

The  Examiner's  requirement  is  therefore  thought  to  be  a  reasonable 
one,  and  the  petition  is  denied. 
2097^—12 5 
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Graham  v.  Lanohaaiu 

Decided  January  13,  1911. 

lU  O.  G.,  739. 

1.  INTEBFEBENCE — MOTION  TO  DISSOLVE — ^APPLICATION   OaTH    DeFECTIVB, 

a  motion  to  dissolve  alleging  that  the  application  oath  of  the  opposhig 
party  is  defective  in  that  it  does  not  comply  with  all  the  requirements  of 
Rnle  46  Held  properly  refused  transmission,  since  the  matter  of  a  proper 
oath  is  an  ex  parte  one. 

2.  Same — ^Application  Oath  Defective — Requibement  eob  a  New  Oath. 

Where  a  party  to  an  interference  calls  attention  to  an  Informality  in  the 
application  oath  of  the  opposing  party  and  cont^ids  that  he  should  not 
be  required  to  contest  the  interfer^ce  unless  a  proper  oath  is  filed.  Held 
that  an  order  may  be  issued  calling  upon  the  delinquent  party  to  file  an 
oath  in  compliance  with  Rule  46,  within  a  limited  time  set,  under  penalty 
of  dissolution  of  the  interference. 

Appeal  from  Examiner  of  Interferences. 

ball-beabino. 

Mr.  Gales  P.  Moore  for  Graham. 
Mr.  Arthur  B.  Jenkins  for  Langhaan 

BiLUNGS,  First  Assistant  Commissioner: 

This  is  an  appeal  by  Graham  from  a  decision  of  the  Examiner 
of  Interferences  refusing  to  transmit  his  motion  to  the  Primary 
Examiner  as  to  the  third  ground  thereof. 

This  ground  is  as  follows: 

The  Langhaar  application  is  incomplete,  informal,  and  invalid,  because  the 
oath  forming  part  of  the  same  does  not  comply  with  the  legal  requirements 
of  Rule  46. 

It  is  alleged  that  the  oath  fails  to — 

distinctly  state    ♦    ♦    ♦    that  the  invention  has  not  been  patented  to  himself 
or  to  others    ♦     ♦     ♦    for  more  than  two  years  prior  to  his  application. 

and  it  also  fails  to  state  that  the  invention  has  not  been — 

descril>ed  in  any    *    ♦    ♦    patent    ♦    ♦    ♦    for  more  than  two  years  prior  to 
his  application. 

It  appears  that  Langhaar  filed  an  oath  with  his  application  and 
that  it  complies  with  the  general  provisions  of  section  4892,  Revised 
Statutes;  but  it  is  not  specific  in  the  particulars  above  set  forth,  and 
therefore  does  not  comply  with  the  specific  provisions  of  Rule  46. 

The  question  involving  alleged  informalities  in  oaths  can  be  de- 
termined ex  parte  after  the  termination  of  an  interference.  (Rowe 
V.  Bnnkmann^  C.  D.,  1908, 75 ;  133  O.  G.,  515.)  Where,  however,  the 
moving  party  to  an  interference  calls  attention  to  an  informality  in 
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an  oath  and  contends  that  he  should  not  be  compelled  to  contest  the 
interference  unless  and  until  his  opponent  files  an  oath  in  compliance 
with  the  rules,  it  would  seem  that  an  order  may  properly  be  issued 
calling  upon  the  delinquent  party  to  file  an  oath  in  compliance  with 
Rule  46,  within  a  limited  time  set,  under  penalty  of  dissolution  of 
the  interference. 

The  Primary  Examiner  will  set  the  motion  as  transmitted,  down 
for  hearing  at  a  day  not  less  than  thirty  days  from  the  date  hereof, 
and  Langhaar  is  required  to  file  such  an  oath  within  that  time.  If 
this  oath  is  not  filed,  the  interference  will  be  dissolved. 

The  decision  of  the  Examiner  of  Interferences  refusing  to  transmit 
this  motion  on  the  grounds  alleged  is  ccffirmed. 


Graham  v.  Langhaar, 

Decided  March  9,  191U 

164  O.  G.,  740. 

Intebfebbncb — Dissolution — ^Application  Oath  Defective — Requtremewt  fob 
New  Oath — Delay  in  Filing. 
The  facts  shown  by  the  record  Held  sufBclent  to  excuse  the  delay  In  flUng 
an  additional  oath  in  one  of  the  applications  involved  in  an  Interference 
within  the  time  set  by  an  order  of  the  Ck)minissioner. 

On  Petition, 

BALL-BEABINQ. 

Mr.  Gales  P.  Moore  for  Graham. 
Mr.  Arthur  B.  Jenkins  for  Langhaar. 

Billings,  First  Assistant  Commissioner: 

This  is  a  petition  by  Graham  that  the  interference  be  dissolved  on 
the  ground  that  no  oath  has  been  filed  by  Langhaar. in  accordance 
with  the  requirements  of  the  decision  rendered  by  me  January  13, 
1911. 

That  decision  affirmed  the  decision  of  the  Examiner  of  Interferences 
in  refusing  to  transmit  a  motion  to  dissolve  the  interference  on  the 
ground  that  the  oath  filed  by  Langhaar  was  not  in  strict  compliance 
with  the  provisions  of  Rule  46.  The  following  statement,  however, 
was  made  therein : 

The  Primary  Examiner  will  set  the  motion,  as  transmitted,  down  for  hearing 
at  a  day  not  less  than  thirty  days  from  the  date  hereof,  and  Langhaar  is  re- 
quired to  file  such  an  oath  within  that  time.  If  this  oath  is  not  filed,  the  inter- 
ference will  be  dissolved. 

The  only  reason  for  making  such  requirement  is  that  there  might 
have,  been  a  presumption  raised  by  the  failure  to  make  certain  alle- 
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gations  in  the  oath  that  the  applicant  could  not  make  those  allega- 
tion&  In  order  to  give  him  an  opportunity  to  rebut  that  presump- 
tion, a  short  but  reasonable  time  was  permitted  the  applicant  to  file 
an  oath  complying  with  the  law  and  the  rules. 

The  Primary  Examiner  set  the  motion  for  hearing  on  February  24, 
1911. 

It  appears  from  the  record  that  in  obedience  to  this  order  Langhaar 
filed  an  oath  on  January  17,  1911,  four  days  after  the  date  of  the 
decision.    On  January  20,  1911,  the  Examiner  held  that — 

it  is  noted  that  the  oath  filed  therewith  does  not  comply  with  the  Ck>mmi8BiOD^8 
decision  which  is  that  under  Rule  46  the  oath  must  include  "  not  been  patented 
to  himself  or  others  ♦  ♦  ♦  for  more  than  two  years  prior  to  his  applica- 
tion" and  not  been  "described  in  any  ♦  ♦  ♦  patent  ♦  ♦  ♦  for  more 
than  two  years  prior  to  his  application." 

The  Examiner  further  said : 

An  oath  containing  these  averments  must  be  filed  within  thirty  (30)  days 
from  the  date  of  said  decision  or  the  interference  will  be  dissolved. 

On  January  23,  1911,  which  was  a  month  and  a  day  before  the 
hearing  on  the  motion,  the  applicant  Langhaar  filed  an  oath  to  which 
the  Examiner  made  no  objection. 

It  was  discovered  at  the  hearing  that  the  oath  filed  a  month  pre- 
viously lacked  the  impressed  seal  of  the  notary.  On  March  3, 1911,  a 
new  oath,  which  seems  complete  in  all  respects  both  as  to  merits  and 
as  to  form,  was  filed.  On  March  7,  1911,  there  was  filed  in  the  case  a 
certificate  of  the  clerk  of  the  court  to  the  effect  that  the  notary  before 
whom  the  oath  filed  January  23  was  executed  was  competent  to 
administer  the  oath. 

The  last  oath  was  filed  but  ten  days  and  the  certificate  of  the  court 
but  two  weeks  after  the  expiration  of  the  time  set  for  the  filing  of  a 
proper  oath.  This  delay  of  two  weeks  was  due  largely  to  the  fact 
that  the  Examiner  failed  to  notice  that  the  oath  filed  January  23, 
1911,  did  not  have  impressed  thereon  the  seal  which,  as  shown  in  the 
subsequent  proceedings,  the  notary  had  authority  of  law  at  that  time 
to  use. 

As  counsel  for  Langhaar  has  made  bona  fide  efforts  to  file  the  oath 
in  compliance  with  the  order  within  the  time  set  therein,  the  pre- 
sumption arises  that  the  only  reason  that  he  did  not  actually  get  the 
oath  on  file,  complete  as  to  merits  and  form,  before  February  24, 1911, 
is  that  the  Office  permitted  the  last  oath  to  remain  on  file  without 
objection  for  a  month  and  a  day.  While  the  requirement  as  to  the 
filing  of  the  oath  in  my  decision  of  Januaiy  13,  1911,  was  a  specific 
one,  it  was  not  intended  to  be  so  iron-clad  as  to  preclude  the  considera- 
tion of  the  record  in  justification  of  the  slight  delay  which  has 
occurred  in  complying  with  all  requirements,  formal  or  otherwise,  as 
to  the  filing  of  the  oath. 
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There  seems  to  be  no  real  foundation  for  this  petition.    At  best  it 
is  baded  upon  the  merest  technicality. 
The  petition  is  denied. 


Kelly  v.  Dempster. 

Decided  March  6,  1911, 
164  O.  a,  975. 

IKTEBFEHENCE — ^PrIOR      InTERFEBE^CE      INVOLVINQ     ASSIGNEE     OF     OnE     OF     THE 

Parties — Motion  to  Dissolve — ^Transmission. 
Where  an  interference  was  declared  between  the  application  of  the  win- 
ning party  to  a  prior  interfer«ice  and  an  application  owned  by  the  aMignee 
of  the  losing  party  thereto.  Held,  that  a  motion  to  dissolve  on  grounds 
which  were  or  might  have  been  raised  in  the  prior  interference  was  prop- 
erly refused  transmission. 

Appeal  on  Motion. 

VAPOR  electric  APPARATUS. 

Mr,  Charles  A.  Te)Ti/  and  Mr.  George  H.  StocJcbridge  for  Kelly. 
Mr.  A.  G.  Davis  for  Dempster.     (ATr.  Alexander  D.  Lunt  and  Mr. 
Charles  McClair  of  counsel.) 

Moore,  Commissioner: 

This  is  an  appeal  by  Kelly  from  a  decision  of  the  Examiner  of 
Interferences  refusing  to  transmit  a  motion  to  dissolve  the 
interference. 

This  decision  is  based  on  the  ground  that  all  the  grounds  of  the 
present  motion  either  were  or  could  have  been  urged  in  the  motion 
to  dissolve  made  in  a  prior  interference  involving  the  application  of 
Dempster  involved  herein  and  the  patent  to  Von  Recklinghausen, 
No.  794,745,  which  is  owned  by  the  assignee  of  the  Kelly  application. 
This  holding  was  based  upon  the  ruling  in  the  cases  of  Townsend  v. 
Ehret  et  al.  (C.  D.,  1908,  263;  137  O.  G.,  1485)  and  Townsend  v. 
ThuOen  et  al.  (C.  D.,  1908,  269;  137  O.  G.,  1710). 

Dempster  was  involved  in  an  interference  with  Bastian  and  Salis- 
bury, which  was  decided  in  favor  of  the  latter.  The  present  applica- 
tion of  Dempster  is  a  division  of  the  application  involved  in  that 
interference  and  was  itself  involved  in  an  interference  with  the 
patent  of  Von  Recklinghausen.  This  latter  interference  was  finally 
decided  in  favor  of  Dempster.  The  claims  constituting  the  issue  of 
this  interference  were  placed  in  Kelly's  application  prior  to  the 
decision  of  the  Court  of  Appeals  in  Yon  Recklinghausen  v.  Dempster 
(C.  D.,  1910,  365;  154  O.  G.,  252;  34  App.  D.  C,  474).  They  were 
rejected  by  the  Primary  Examiner,  and  after  the  decision  of  the 
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court  the  attention  of  the  Examiner  was  called  to  the  fact  that  the 
claims  presented  were  the  claims  of  a  patent  granted  upon  an  appli* 
cation  copending  with  the  application  of  Kelly,  and  the  present 
interference  was  declared. 

It  is  contended  on  behalf  of  Kelly  that  the  decisions  above  cited 
are  not  applicable  to  this  case  for  the  reason  that  a  patent  has 
recently  been  granted  upon  the  Bastian  and  Salisbury  application 
and  that  such  patent  was  not  available  as  reference  at  the  time  the 
motion  to  dissolve  the  interference  Von  Recklinghausen  v.  Dempster 
was  brought. 

As  fully  pointed  out  by  the  Examiner  of  Interferences,  however, 
this  contention  is  not  well  founded.  The  issue  of  the  interference 
between  Dempster  and  Bastian  and  Salisbury  was  part  of  tlie  prior 
art  so  far  as  Dempster  was  concerned  and  was  so  treated  in  consid- 
ering the  Von  Recklinghausen-Dempster  interference.  For  this  rea- 
son it  is  believed  that  the  refusal  to  transmit  the  motion  to  dissolve 
was  clearly  right. 

Furthermore,  it  is  evident  from  the  record  of  this  interference 
that  there  are  no  equities  on  behalf  of  Kelly  which  would  justify  a 
departure  from  the  practice  announced  in  the  decision  above  cited- 
The  application  of  Kelly  was  copending  with  the  application  of 
Von  Recklinghausen;  but  claims  corresponding  to  the  Von  Reck- 
linghausen-Dempster interference  were  not  made  in  the  application 
at  a  time  when  it  could  have  been  included  in  that  interference,  and 
no  preliminary  statement  has  been  filed  by  Kelly  in  this  interference. 
A  motion  to  dissolve  on  the  ground  of  non-patentability  is  not  a 
matter  of  right,  and  the  moving  party  appears  in  such  a  motion 
merely  as  canicns  (rtirice.  In  the  case  of  Gold  v.  Gold  (C.  D.,  1910, 
269;  150  O.  G.,  570;  34  App.  D.  C,  229)  the  Court  of  Appeals  with 
respect  to  such  motion  said : 

This  allowance  Is  not  appealable.  It  Is  true  that  the  patentabUity  of  the 
claims  of  an  issue  in  interference  may  be  questioned  in  a  motion  to  dissolve. 
(Patent  Office  Rule  122).  Why  this  is  permitted  by  the  rule  we  do  not  under- 
'  stand,  unless  It  be  to  enable  the  Commissioner  to  reexamine  the  question  in 
the  light  of  argument  and  put  an  end  to  useless  litigation  if  he  find  that  an 
allowance  of  patentalilllty  ought  not  to  have  been  made  in  the  first  instance. 
So  finding  he  acts  for  the  protection  of  the  public  from  an  unauthorized 
monopoly  and  dissolves  the  interference  so  that  each  application  may  be 
rejected. 

The  assignee  of  the  Kelly  application  having  had  one  opportunity 
to  present  all  the  grounds  upon  which  the  present  motion  is  based,  it 
was  properly  refused  transmission. 

The  decision  of  the  Examiner  of  Interferences  is  affiimied. 
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WOODBRIDOE  V.  CONRAD. 

Decided  March  H,  1911. 

165  O.  G.,  241. 

INTERFEBENCE — MOTION    FOB   DISSOLUTION — RECOMMENDATION   BY   EXAMINEB8-IN- 

Chiep — Practice. 
On  appeal  the  Examiners-in-Chlef  affirmed  the  decision  of  the  Primary 
Examiner  granting  a  motion  to  dissolve  on  the  ground  that  G.  had  no  right 
to  make  the  claims  corresponding  to  the  counts  of  the  issue  and  annexed 
to  their  decision  a  recommendation  that  W.  had  no  right  to  make  them. 
O.  took  no  appeal,  and  W.  appealed  from  the  decision  in  so  far  as  it  con- 
tained a  recommendation  that  W*s  claim  be  rejected.  Held  that  the  deci- 
sion dissolving  the  interference  on  the  ground  that  G.  had  no  right  to  make 
the  claims  having  become  final  further  consideration  of  W's  right  to  make 
these  claims  must  be  had  in  the  ew  parte  prosecution  of  his  application. 

On  Appeal. 
On  Petition. 

system  of  elbgtbical  distbibtttion. 

Mr.  A.  B.  Stoughton  for  Woodbridge. 
Mr.  Wesley  G.  Garr  for  Conrad. 

Moore,  Commissioner: 

Woodbridge  has  filed  an  appeal  from  the  decision  of  the  Examin- 
ers-in-Chief — 

so  far  as  in  and  by  that  decision  a  recommendation  is  made  that  the  counts 
of  the  issue  be  finally  rejected  on  the  ground  that  Woodbridge  *  *  *  has 
no  right  to  make  them, 

and  a  petition  that  this  appeal  act  as  a  supersedeas  and  that  all  fur- 
ther proceedings  be  stayed  until  it  be  heard  and  determined. 

The  interference  was  declared  with  two  counts.  Woodbridge  and 
Conrad  each  filed  a  motion  to  dissolve,  and  Conrad  filed  a  motion  to 
amend  under  the  provisions  of  Rule  109.  The  Examiner  denied 
Conrad's  motion  to  dissolve  and  his  motion  to  amend  and  granted 
Woodbridge's  motion  to  dissolve  on  the  ground  that  Conrad  had  no 
right  to  make  the  claims  and  that  the  counts  had  different  meanings. 
On  appeal  by  Conrad  the  Examiners-in-Chief  affirmed  the  decision 
of  the  Primary  Examiner  on  Conrad's  motion  to  dissolve  and  his 
decision  denying  Conrad's  motion  to  amend.  They  also  annexed  to 
their  decision  a  recommendation  that  Woodbridge  has  no  right  to 
make  the  claims  corresponding  to  the  issue  of  the  interference.  The 
limit  of  appeal  from  this  decision  has  expired,  and  Conrad  has  taken 
no  appeaL    Woodbridge  has  filed  the  appeal  above  referred  to. 
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As  Conrad  has  taken  no  appeal  from  the  decision  of  the  Examiners- 
in-Chief  holding  that  he  has  no  right  to  make  the  claims  correspond- 
ing to  the  issue,  this  decision  has  become  final,  and  the  interference 
therefore  stands  dissolved. 

The  question  of  Woodbridge's  right  to  make  the  claims  is  an  ex 
parte  one  to  be  considered  by  the  Primary  Examiner  in  the  further 
prosecution  of  his  application.  {Hoh  v.  Hewitt^  C.  D.,  1907,  98; 
127  O.  G.,  1992.) 

Woodhridge^s  appeal  and  petition  are  therefore  dismissed. 


Chaver's  Sons  v.  Conkun  &  Son* 

Decided  March  17,  1911. 

165  O.  G.,  241. 

Trade-Mabrs — Similarity — "A  I "  and  "AA". 

The  marks  "AI"  and  "AA"  Held  so  similar  that  their  concurrent  use 
upon  goods  of  the  same  descriptive  properties  would  be  Ukely  to  cause 
confusion  in  the  minds  of  purchasers. . 

Apical  on  Motion. 

TRADE-MARK  FOR  GRASS-SEED. 

Mr.  n.  N.  Low  for  Graver's  Sons. 
Messrs.  Munn  &  Co.  for  Conklin  &  Son. 

Moore,  Commissioner: 

This  is  an  appeal  by  Graver's  Sons  from  a  decision  of  the  Examiner 
of  Trade-Marks  denying  a  motion  to  dissolve  the  interference. 

The  motion  was  brought  upon  the  ground  that  the  marks  are  not 
so  similar  as  to  justify  an  interference.  The  mark  of  E.  W.  Conklin 
&  Son  consists  of  the  symbol  "AI,"  and  that  of  Graver's  Sons  consists 
of  the  letters  "AA,"  associated  with  applicant's  name  and  the  words 
"  Re-cleaned  Timothy."  The  marks  are  applied  to  grass-seed,  and 
timothy-seed,  respectively.  George  Graver's  Sons  are  registrants, 
and  E.  W.  Conklin  &  Son  are  applicants  for  registration. 

I  am  clearly  of  the  opinion  that  "AI "  and  "AA"  are  so  alike  that 
their  concurrent  use  upon  goods  of  the  same  descriptive  properties 
would  be  likely  to  cause  confusion  in  the  minds  of  purchasers.  This 
is  the  only  question  raised  by  the  present  appeal. 

The  decision  of  the  Examiner  of  Trade-Marks  refimng  to  dissolve 
the  interference  is  right  and  is  affirmed. 
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£x  TABTB  Thb  Blish  Millino  Compant« 

Bedded  March  20,  1911. 

165  O.  G.,  241. 

Trade-Marks — Rbqistrability — "  Copyrioht.** 

The  word  "Copyright"  Held  properly  refused  registration  as  a  trade- 
mark, since  Its  use  In  connection  with  the  words  *'  Registered  In  the  United 
States  Patent  Office  "  or  their  equivalent  would  be  likely  to  coua  ey  to  the 
mind  of  the  purchasing  public  the  impression  that  the  merchandise  upon 
which  the  mark  is  used  had  received  the  official  approval  of  the  United 
States  Government 

On  Appeal. 

TRADE-MARK  FOR  WHEAT^FLOXJR. 

Messrs.  Taylor  dk  Hiilse  and  Messrs.  Steuart  dk  Steiiart  for  the 
applicant. 

Tennant,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  the  word  "  Copyright "  as  a  trade-mark 
for  flour. 

Although  this  alleged  trade-mark  was  presented  for  registration 
under  the  ten-year  proviso  of  the  act  of  February  20,  1905,  the  Ex- 
aminer has  refused  registration  upon  the  ground  that  the  word 
"  Copyright "  is  not  a  word  to  which  the  applicant  can  claim  exclusive 
right. 

He  has  pointed  out  that  the  Copyright  Acts  of  June  18,  1874,  and 
of  March  4,  1909,  under  which  prints  and  labels  are  copyrighted  in 
the  United  States  Patent  Office,  require  that  notice  of  copyright  of  a 
print  or  label  shall  be  given  by  the  use  of  the  word  "  Copyright " 
and  name  of  the  owner  and  date  of  copyright.  He  therefore  held 
that  this  alleged  mark  is  not  entitled  to  registration  in  view  of  the 
principle  announced  in  the  decision  of  the  Court^f  Appeals  of  the 
District  of  Columbia  in  re  Cahn^  Belt  <&  Company^  (C.  D.,  1906,  627; 
122  O.  G.,  354;  27  App.  D.  C,  173,)  in  which  the  Court  said: 

The  applicants'  mark  would  not  be  a  mark  within  the  meaning  of  this  last 
proviso  to  section  5,  because  it  was  not  in  actual  and  exclusive  use  as  a  trade- 
mark for  ten  years  next  preceding  the  passage  of  this  act. 

The  application  in  this  case  admits  that  the  mark  we  are  now  considering  is 
a  simulation  of  the  arms  or  seal  of  the  State  of  Maryland,  with  variations  it 
is  true,  but  still  a  simulation  of  the  coat-of-arms  of  Maryland.  The  coat-of- 
arms  of  Maryland  was  never  in  the  exclusive  use  of  the  applicants  during  any 
period,  nor  could  the  applicants  ever  acquire  an  exclusive  use  as  a  trade-mark 
of  the  State  coat-of-arma  In  the  sense  of  this  proviso,  the  applicants  had  the 
actual  but  never  had  the  exclusive  use  of  this  simulation  of  the  Maryland  coat- 
of-arms,  and  for  this  reason  the  appellants*  trade-mark  sought  to  be  registered 
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does  not  come  within  the  last  proviso  of  the  fifth  section.  The  appellants  never 
could  acquire  such  property  right  in  the  coat-of-arms  of  Maryland,  or  any 
simulation  thereof,  against  the  State  of  Maryland. 

Reference  is  also  made  by  the  Examiner  to  the  decisions  of  the 
Commissioner  in  the  cases  of  ex  parte  Alart  and  McGuire^  (C.  D., 
1907, 409;  131  O.  G.,  2145,)  in  which  registration  is  refused  of  a  mark 
containing  "  Guaranteed  under  the  Food  and  Drugs  Act,  June  30, 
1906,"  and  ex  parte  United  States  Sanitary  Manufacturing  Company ^ 
(C.  D.,  1908,  230;  137  O.  G.,  227,)  in  which  registration  of  the  letters 
*'  U.  S."  was  refused.  The  ground  of  rejection  in  such  case  was  that 
the  mark  claimed  would  tend  to  make  the  public  believe  that  the 
goods  upon  which  the  mark  was  used  had  received  the  official  ap- 
proval of  the  United  States  Government.  In  the  case  of  ex  parte 
Sieher  <&  Trussell  Manufacturing  Company^  (C.  D.,  1909,  145;  145 
O.  G.,  1249,)  in  which  the  registration  of  the  word  "  Grovernment '' 
is  refused  upon  the  same  ground,  the  Commissioner  said : 

Section  28  of  the  Trade-Mark  Act  requires  that  notice  be  given  to  the  public 
that  a  trade-mark  is  registered  either  by  afllxing  thereon  the  words  **  Registered 
In  U.  S.  Pat^it  Office  "  or  an  abbreviation  thereof.  The  association  of  the  words 
constituting  this  notice,  together  with  the  word  "Government,"  on  the  mark 
-would  be  apt  to  mislead  the  public  into  the  t>elief  that  not  only  is  the  mark 
registered  in  the  United  States  Patent  Office,  but  that  the  goods  have  received 
the  approval  of  the  Government. 

In  the  brief  filed  on  behalf  of  the  appellant  the  reasons  for  the 
adoption  of  the  word  "  Copyright "  as  a  trade-mark  by  The  Blish 
Milling  Company  are  stated  as  follows  : 

Prior  to  1883  the  predecessors  in  business  of  the  applicant  manufactured 
flour  under  the  old  bur  process.  About  this  time  the  modern  method  of  making 
flour  by  rolls  came  into  use.  Flour  made  by  rolls  was  called  "  Patent  Flour  ** 
to  distinguish  it  from  the  flour  made  under  the  old  bur  process,  and  all  roller- 
mills  began  marking  their  flour  with  the  word  **  Patent,"  for  example — "  Doe's 
Patent,"  "Roe's  Patent,"  "  Bllsh's  Patent."  etc.  About  this  time  the  prede- 
cessors in  business  of  the  applicant  conceived  the  idea  of  using  the  word 
*'  Copyright "  as  something  novel  and  uncommon,  and  being  a  change  from  the 
word  "Patent,"  whiA  was  universally  used  by  other  manufacturers  of  flour. 

The  appellant  has  called  attention  to  the  fact  that  in  the  case  of 
Taft  V.  Stevens  Lithographing  &  Engraving  Go,^  (38  Fed.  Rep.,  28,). 
in  a  suit  for  penalty  for  inserting  a  false  notice  of  copyright,  it  is 
asserted  that  the  penalty  is  not  recoverable  for  placing  the  notice  on 
an  article  that  cannot  be  copyrighted.    In  that  case  the  Court  said : 

The  law  is  designed  to  guard  against  deception  and  no  one  is  deceived  when 
the  word  "CJopyright"  is  placed  upon  an  article  that  cannot  be  copyrighted, 
such  as  a  kitchen-stove,  etc. 

While  the  appellant  denies  any  intention  upon  the  part  of  his 
predecessors  in  the  business  to  deceive  or  defraud  the  public  in  the 
selection  and  use  of  the  word  "  Copyright "  for  a  trade-mark  for 
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flour,  it  is  quite  obvious  that  the  term  was  adopted  to  obtain  whatever 
mystical  influence  might  be  carried  by  a  word  used  to  designate 
articles  protected  by  the  United  States  Government. 

The  appellant  apparently  recognizing  the  force  of  the  Examiner's 
objection,  states  in  his  brief: 

While  it  may  be  possible  that  no  one  should  be  permitted  to  register  the  word 
*' Copyright"  as  a  technical  trade-mark,  it  is  believed  that  if  this  word  is  used 
upon  goods  which  are  not  the  subject  of  copyright  for  a  sufficient  l^igth  of  time 
to  enable  the  applicant  to  make  the  affidavit  under  the  ten-year  proviso,  that 
registration  should  be  permitted  as  a  matter  of  course. 

The  force  of  this  argument  is  not  at  all  conclusive,  for  it  is  mani- 
fest that  if  the  term  "  Copyright "  is  not  capable  of  being  exclusively 
appropriated  by  the  applicant,  and  especially  if  its  use  would  have  a 
tendency  to  deceive  purchasers  in  the  belief  that  the  merchandise 
was  subject  to  Government  protection,  the  exclusive  use  of  the  term 
as  a  trade-mark  for  ten  years  could  not  confer  the  right  of  registration 
upon  it.  It  must  therefore  be  concluded  that  the  word  "  Copyright  " 
is  prohibited  registration  as  a  trade-mark  under  the  ruling  of  the 
Court  of  Appeals  of  the  District  of  Columbia,  in  re  Cahn^  Belt  db 
Cumpanyj  supra. 

It  is  also  held  that  registration  of  this  trade-mark  should  not  be 
allowed  for  the  reason  that  the  use  of  this  word,  together  with 
" Registered  in  the  United  States  Patent  Office"  or  "Reg.  U.  S.  Pat. 
Off.,"  would  be  likely  to  convey  to  the  mind  of  the  purchasing  public 
the  fact  that  the  merchandise  upon  which  this  mark  is  used  had  re- 
ceived the  official  approval  of  the  United  States  Government. 

Finally,  it  may  be  stated  that  the  registration  of  the  word  "  Copy- 
right "  as  a  trade-mark  would  place  in  the  hands  of  the  registrant  a 
means  by  which  he  could  prevent,  or  at  least  harass,  registrants  of 
labels.  Under  the  Copyright  Acts  of  1874  and  of  1909  labels  are 
registered  in  the  United  States  Patent  Office.  In  order  to  maintain 
suit  under  the  Copyright  Acts,  it  is  required  that  notice  of  copyright 
of  a  label  shall  be  given  by  the  use  of  the  word  "  Copyright,"  the 
date  of  the  copyright,  and  the  name  of  the  owner  printed  upon  such 
label.  It  it  obvious,  therefore,  that  if  other  parties  have  copyrighted 
fanciful  labels  used  in  connection  with  flour  and  have  placed  upon 
such  labels  the  required  copyright  notice  they  might  at  least  be 
charged  with  infringing  the  applicant's  trade-mark  and  possibly  put 
to  the  expense  of  a  suit  in  defense  of  their  legal  rights. 

For  each  of  the  reasons  above  given  it  is  held  that  the  action  of 
the  Examiner  of  Trade-Marks  refusing  to  register  the  word  "  Copy- 
right "  as  a  trade-mark  for  flour  was  right. 

This  decision  is  accordingly  affimed. 
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Ex  PABTE  Acker,  Merrall  &  Condit  Company. 

Decided  March  28,  1911. 

166  O.  G.,  478. 

Tbade-Marks — "  Celtic  " — Not  Geogbaphical. 

The  wonl  *'  Celtic  "  used  as  a  trade-mark  for  tea  Held  not  geographical 
and  to  constitute  a  registrable  trade-mark. 

On  Appeal. 

TEADE-MABS   FOB  BLENDED  TEA. 

Messrs.  Wise  <&  Licktenstein  for  the  applicant 

Moore,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  registration  of  the  word  "  Celtic  "  as  a  trade-mark 
for  tea- 
Registration  was  refused  on  the  ground  that  the  word  is  geograph- 
ical in  significance  and  descriptive  as  applied  to  tea.  In  support  of 
his  conclusion  that  the  word  is  geographical  he  cites  cases  in  which 
"  Nubia,"  ''  Roman,"  "  Santosa,"  "  Grecian,"  and  "  Orient  "  have  sev- 
erally been  held  geographical  and  unregistrable  under  section  5  of 
the  Trade-Mark  Act. 

Of  these  the  words  "  Nubia  "  and  "  Orient "  seem  to  bear  the  closest 
analogy  to  the  mark  which  applicant  seeks  to  register  in  that  they  do 
not  signify  any  definite  political  division.  These  words,  however, 
are  believed  to  be  clearly  distinguishable  in  character  from  the  word 
"  Celtic."  "  Nubia  "  is  well  understood  to  refer  to  a  region  south  of 
Egypt  and  bordering  on  the  Red  Sea.  The  word  "  Orient "  is  com- 
monly understood  to  refer  to  that  region  including  Turkey,  Persia, 
Egypt,  India,  etc.  Both  of  thase  words  therefore  clearly  refer  to 
particular  sections  of  the  globe.  This  is  not  true  of  the  word  "  Cel- 
tic." The  Examiner  of  Trade-Marks  has  stated  that  the  word 
'•  Celtic  "  refers  particularly  to  Ireland ;  but  there  seems  to  be  no 
authority  to  sustain  this  view.  The  word  "  Celtic  "  is  defined  in  the 
dictionaries  "  as  pertaining  to  the  Celts  or  their  language,"  and  the 
word  "  Celt"  is  defined  in  the  Century  Dictionary  as  follows: 

A  member  of  one  of  the  peoples  speaking  langiiages  akin  to  those  of  Wales, 
Ireland,  the  Highlands  of  Scotland,  and  Brittany,  and  constituting  a  branch  or 
principal  division  of  the  Indo-European  family.  Formerly  these  people  occu- 
pied, partly  or  wholly,  France,  Spain,  northern  Italy,  the  western  parts  of 
Germany,  and  the  British  Islands.  Of  the  remaining  Celtic  languages  and 
peoples  there  are  two  chief  divisions,  viz.,  the  Gadhellc,  comprising  the  High- 
landers of  Scotland,  the  Irish,  and  the  Manx,  and  the  Cymric,  comprising  the 
Welsh  and  Bretons, 
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The  word  therefore  appears  to  relate  to  a  race  or  tribe  of  people 
of  migratory  habits  or  to  the  language  of  such  people.  So  far  as 
appears  it  has  never  been  applied  to  a  geographical  division  of  the 
earth,  political  or  otherwise. 

The  objection  that  the  word  is  descriptive  as  applied  to  tea  is 
based  upon  the  holding  that  the  word  is  geographical  in  significance, 
as  appears  from  the  following  statement  in  the  Examiner's  answer  to 
this  appeal: 

It  Is  further  pointed  out  on  the  label  that  applicant's  tea  Is  blended  aeeordlng 
tQ  an  original  Irish  formula  by  Iriah  experts.  This  word,  therefore,  is  also 
oafBd  descriptively;  it  indicates  a  tea  blended  in  Ireland  or  by  an  Irish  expert. 

This  objection  therefore  falls  with  that  above  discussed. 
I  am  unable  to  conclude  that  the  word  is  either  geographical  or 
descriptive  of  the  goods  within  the  meaning  of  the  Trade-Mark  Act. 
Th^  decision  of  the  Eoximiner  of  Trade-Marks  is  reversed. 


Ex  PARTE  FOBTUNA  AND  MaGBO. 

Decided  February  10,  191 U 
165  O.  G.,  478. 

1.  Tbade-Mabks — Similarity. 

A  mark  consisting  of  an  ornamental  panel  having  in  the  center  thereof 
the  representation  of  a  lion  surrounded  by  a  smaller  ornamented  panel  and 
haying  the  words  "  Lion  Brand "  and  "  Illeone,"  respectively,  above  and 
below  it  Held  properly  refused  registration  in  view  of  the  prior  registration 
of  a  mark  consisting  of  the  representation  of  a  lion  rampant  upon  a  shield 
surrounded  by  a  circle  and  the  words  "  Purltas  et  Cura  S.  S.  P.  &  Co." 

2.  Same — Goods  of  the  Same  Descriptive  Properties. 

Olive-oil  and  cotton-seed  oil  for  culinary  purposes  Held  to  be  goods  of  the 
same  descriptive  propertiea 

On  Appeal. 

trade-mark  for  olive-oil. 

Messrs.  Alexander  <&  Dowell  for  the  applicants. 

Tennant,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  applicants*  mark  on  the  ground  that  it  so 
nearly  resembles  certain  registered  marks  as  to  cause  confusion  in 
trade  and  tend  to  deceive  the  purchasing  public. 

A  question  as  to  the  form  of  the  statement  has  also  been  raised  on 
this  appeal,  and  to  it  reference  will  first  be  made.  In  response  to  a 
requirement  of  the  Examiner  that  a  description  of  the  mark  be 
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inserted  in  the  statement  a  description  thereof  has  been  submitted  and 
ordered  to  be  entered  after  line  10.  It  appears  from  applicants^ 
brief  that  he  meant  line  10  exclusive  of  the  preamble  "  To  all  whom 
'it  may  concern,"  thus  bring  the  insertion  at  the  end  of  the  first  para- 
graph. The  Examiner  has  required  that  the  description  be  inserted 
after  the  words  "  accompanying  drawing  "  in  the  preceding  line,  and 
in  order  that  the  paragraph  may  then  read  grammatically  when  there 
inserted  he  has  further  recommended  certain  changes  in  the  intro- 
ductory cla'use  of  the  description. 

The  Examiner's  requirement  relates  to  a  formal  matter  which  is 
properly  reviewable  upon  petition  rather  than  upon  appeal,  and  then 
only  after  the  requirement  has  been  made  final  by  the  Examiner.  It 
appears  that  in  this  instance  applicants  have  not  furnished  the  Ex- 
aminer with  the  reasons  for  objecting  to  the  requirement.  Inasmuch, 
however,  as  the  case  is  necessarily  before  me  on  another  question  and 
in  view  of  the  fact  that  this  point  has  been  discussed  both  in  the 
Examiner's  statement  and  the  brief  on  behalf  of  applicants  it  will  be 
disposed  of  in  order  to  prevent  unnecessary  delay. 

The  only  reason  given  by  the  Examiner  for  insisting  upon  the 
requirement  is  that  it  is  customary  to  have  the  description  follow  the 
words  "  accompanying  drawing  "  and  that  persons  examining  trade- 
mark certificates  would  not  know  where  to  look  for  the  description  of 
the  mark  if  not  invariably  inserted  at  the  same  place.  The  place  at 
which  applicants  request  the  insertion  to  be  made  is  only  one  line 
from  the  point  at  which  the  Examiner  desires  it  to  be  entered,  and  it 
is  not  apparent  that  any  difficulty  should  be  experienced  in  finding  a 
description  so  inserted.  Since  the  description  is  somewhat  long,  in 
this  instance  it  appears  that  it  is  rather  in  the  interests  of  clearness 
that  it  should  occupy  a  separate  sentence.  The  requirement  of  the 
Examiner  on  this  point  is  therefore  overruled. 

The  mark  for  which  r^istration  is  sought  consists  of  an  orna- 
mental panel  with  the  representation  of  a  lion  in  the  center  thereof, 
surrounded  by  a  smaller  ornamental  panel  with  medallions  at  the 
corners,  and  the  words  "  Lion  Brand  "  and  "  Illeone,"  respectively, 
above  and  below  the  figure  of  the  lion.  The  mark  is  applied  to 
olive-oil. 

The  registered  marks  upon  which  the  registration  has  been  refused 
are  those  to  Whitman  Brothers,  June  3,  1890,  No.  17,988;  Chaffard 
&  Couderc,  December  C,  1898,  No.  32,201. 

The  mark  of  Chaflfard  &  Couderc  consists  of  the  representation  of 
a  lion  rampant  upon  a  shield  surrounded  by  a  circle  and  the  words 
"Puritas  et  Cura  S.  S.  P.  &  Co."  This  mark,  like  applicants',  is 
applied  to  olive-oil.  While  applicants'  mark,  as  shown  on  the  draw- 
ing, presents  a  much  more  elaborate  appearance,  it  cannot  be  doubted 
that  the  predominating  feature  is  the  figure  of  the  lion.    Further- 
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more,  from  certain  circulars  filed  on  this  appeal  it  appears  that  ap- 
plicants' goods  are  in  fact  known  as  the  "  Lion  Brand."  In  view  of 
these  facts  it  is  believed  that  the  contemporaneous  use  of  applicants' 
mark  and  that  of  Chaffard  &  Couderc  upon  olive-oil  would  be  likely 
to  cause  confusion  in  the  mind  of  purchasers. 

Applicants  have  objected  to  the  citation  of  the  mark  of  Whitman 
Brothers  on  the  ground  that  it  is  to  be  applied  to  cotton-seed  oil  and 
that  this  is  not  goods  of  the  same  descriptive  properties  as  olive-oil* 
In  support  of  this  contention  they  cite  the  decision  in  the  case  of 
Brina  v.  United  States^  (179  Fed.  Rep.,  373,)  in  which  it  was  held 
that  salad-oil  primarily  meant  olive-oil.  It  is  to  be  observed,  how- 
ever, that  the  Whitman  mark  is  applied  to  cotton-seed  oil  for  culinary 
purposes,  and  assuming  that  it  is  not  intended  for  use  as  a  salad-oil 
it  is  still  believed  that  the  Examiner  was  right  in  holding  that  these 
were  goods  of  the  same  descriptive  properties.  The  mark  in  this 
instance  consists  of  the  stenciled  representation  of  a  lion,  and  it  is 
believed  that  registration  should  be  refused  in  view  thereof  for 
reasons  similar  to  those  above  given. 

The  decision  of  the  Examiner  refusing  to  register  the  mark  ia 
affirTned* 


Ex  PARTE  Wlost. 

Decide^d  April  5,  191U 

Ite  O.  G.,  729. 

Application— Prosecution — Foreign  Reference — ^Not  Withdrawn  Upon  Merk 

Suggestion  That  it  is  Applicant's  Patent. 

Where  an  application  was  rejected  on  a  foreign  patent,  Held  that  the 

Examiner  properly  refused  to  withdraw  the  patent  as  a  reference  in  the 

absence  of  an  affidavit  by  the  applicant  fully  Identifying  it  as  his  own  or 

filed  on  his  behalf  with  his  knowledge  and  consent 

On  Petition. 

CLOCK. 

Mr.  B.  Singer  and  Mr.  Carl  H.  Crawford  for  the  applicant. 

Moore,  Commissioner: 

This  is  a  petition  requesting  that  the  Examiner  be  instructed  to 
withdraw  as  a  reference  a  certain  English  patent  cited  by  him. 

It  is  contended  on  behalf  of  the  applicant  that  the  record  shows 
suflSciently  that  the  English  patent  cited  is  his  own  patent,  and  there- 
fore not  a  proper  reference  to  cite  against  this  application.  The  oath 
filed  with  this  case  acknowledges  the  filing  of  an  application  in  Eng- 
land on  May  5,  1910,  and  it  was  upon  this  date  that  the  application 
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was  filed  which  matured  mto  the  English  patent  cited  as  a  reference. 
The  Examiner  also  states  that  the  reference — 

discloses  the  same  subject-matter,  the  accompanying  drawing  being  sabatantialiy 
the  same. 

He  points  out,  however,  that  the  English  patent  was  filed  and  issued 
to  The  Vereinigte  Uhrenfabriken  von  Gebruder  Junghans  und 
Thomas  Haller  Aktien-Gesellschaft.  Aside  from  the  coincidence  of 
the  dates  and  the  substantial  identity  of  the  subject-matter  there  is 
nothing  in  the  record  to  indicate  that  the  reference  is  a  patent  belong- 
ing to  this  applicant  or  obtained  with  his  knowledge  and  consent 

It  is  urged  on  behalf  of  the  petitioner  that  the  Examiner^s  position 
is  clearly  contrary  to  the  decision  in  ex  parte  Girardot^  (C.  D.,  19Q5, 
124;  115  O.  G.,  1584.)  That  decision,  however,  dealt  merely  with  the 
question  of  what  averments  were  necessary  in  the  original  oath  to  an 
application.  The  Examiner  has  not  held  that  the  oath  accompanying 
this  application  was  in  any  wise  insufficient.  It  is  well  settled,  how- 
ever, that  the  mere  acknowledgment  of  a  foreign  application  in  an 
oath  does  not  establish  the  filing  of  that  application  or  identify  its 
subject-matter  sufficiently  for  all  purposes.  In  ex  parte  Pauling 
(C.  D.,  1905,  131;  115  O.  G.,  1848)  it  was  held  that  where  an  appli- 
■cant  wishes  to  secure  the  benefit  of  the  date  of  his  foreign  application 
it  must  be  done  by  proving  the  foreign  application. 

In  the  present  case  applicant  is  not  seeking  to  secure  the  benefit  of 
the  filing  date  of  any  of  his  foreign  applications,  but  is  seeking  to 
have  a  reference  withdrawn  upon  the  mere  suggestion  of  his  attorney 
that  the  reference  is  probably  the  applicant's  own  foreign  patent. 

The  Examiner  was  clearly  right  in  insisting  upon  the  reference 
cited  until  a  proper  showing  was  made  by  the  applicant  identifying 
the  reference  as  his  own  patent.  For  the  purposes  of  the  ex  parte 
prosecution  of  the  application  this  may  be  sufficiently  established  by 
the  filing  of  an  affidavit  by  the  applicant  fully  identifying  the  patent 
as  his  own  or  filed  on  his  behalf  with  his  knowledge  and  consent. 

The  petition  is  denied. 


Wm.  a.  Coombs  Milling  Company  v.  Barber  Milling  Company. 

Decided  AprU  7,  1911. 
165  O.  G.,  729. 

I.   TBADE-MaRKS — INTEBFEKENCE — MOTION   FOB  DISSOLUTION — HOLDING  BY  EXAM- 
INEB  OF  TBADE-MaRKS  OF  LACK   OF  JURISDICTION — PRACTICE. 

Where  in  considering  a  motion  to  dissolve  an  interference  the  Examiner 
of  Trade-Marlcs  holds  that  the  question  raised  is  not  one  which  can  be 
decided  on  such  a  motion,  he  should  dismiss  the  motion  and  not  set  a  limit 
of  appeal. 
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2.  Same — Same— Deceptivb  Use  of  Mark — Not  Ground  for  Dissolution. 

Tbe  question  whether  there  has  been  such  a  deceptive  use  of  the  mark 
by  one  of  the  parties  as  to  bar  his  right  to  registration  is  not  one  to  be 
determined  on  a  motion  for  dissolution. 

3.  Same — Same — Same — Considered  at  Final  Hearing. 

Where  an  interference  involves  a  registration  and  an  application  for 
registration,  the  question  of  the  deceptive  use  of  the  mark  by  the  registrant 
is  one  that  can  be  raised  at  final  hearing  in  the  interference.  (In  re  J. 
Fred  WUcos  d  Co.,  post,  264 ;  162  O.  G.,  539 ;  36  App.  D.  C,  107,  construed.) 

On  Petition. 

TRADE-MARK  FOR  WHEAT-FLOUR. 

Mr.  F.  F.  Reed^  Mr.  E.  S.  Rogers^  and  Mr.  Francis  M.  Phelps  for 
Wm.  A.  Coombs  Milling  Company. 

Mr.  William  Furit  and  Messrs.  Herrick  cfe  Herrick  for  Barber 
Milling  Company. 

Billings,  First  Assistant  Commissioner: 

This  is  a  petition  filed  in  behalf  of  the  Wm.  A.  Coombs  Milling 
Company  from  the  action  of  the  Examiner  of  Trade-Marks  refusing 
to  determine  the  merits  of  a  motion  for  dissolution. 

The  motion  before  the  Examiner  of  Trade-Marks  was  as  follows: 

And  now  comes  the  W.  A.  Coombs  Milling  Company,  by  its  attorneys,  and 
moves  that  this  interference  be  dissolved,  for  the  reason  that  the  specimens 
upon  which  the  Barber  Milling  Company's  registration  is  based  are  deceptive 
In  that  they  set  forth  that  the  goods  are  manufactured  by  the  Cascade  Milling 
Company,  whereas  the  registrant  claiming  the  mark  is  the  Barber  Milling 
Company. 

The  Examiner  of  Trade-Marks  in  his  decision  took  the  ground 
that  the  question  raised  in  the  motion  should  be  determined  either 
by  cancelation  proceedings  brought  under  section  13  of  the  Trade- 
Mark  Act  or  else  by  the  Examiner  of  Interferences  on  final  hearing 
of  the  present  case.  The  Examiner  concluded  his  decision  in  the 
following  language : 

Whether  the  specimens  upon  which  the  Barber  Milling  Company's  registra- 
tion is  based  are  deceptive  is  therefore  not  determined. 
The  motion  is  denied. 
Limit  of  appeal  from  this  decision  is  set  to  expire  March  27,  1911. 

On  motion  subsequently  brought  this  limit  of  appeal  was  further 
extended. 

It  is  proper  to  here  state  that  the  Examiner  of  Trade-Marks  should 
dismiss  the  motion  when  he  refuses  to  determine  the  question  pre- 
sented and  not  set  a  limit  of  appeal. 

It  appears  from  the  record  that  the  Barber  Milling  Company  is  a 
registrant  and  that  the  specimens  filed  by  that  company  with  its 
2097'— 12 6 


Digitized  by  VjOOQ IC 


60  DECISIONS  OF  THE  COMMISSIONER  OF  PATENTS. 

application  for  registration  set  forth  tliat  the  goods  upon  which  the 
trade-mark  was  applied  were  manufactured  by  the  Cascade  Milling 
Company.  There  is  also  of  record  in  this  interference  an  affidavit 
of  E.  R.  Barber  stating  that  he  is  the  president  of  the  Barber  Milling 
Company,  and  setting  forth  the  fact  that  the  Barber  Milling  Com- 
pany and  the  Cascade  Milling  Company  are  one  and  the  same  con- 
cern and  that  the  Barber  Milling  Company  uses  the  name  Cascade 
Milling  Company  *'  for  trade  purposes  occasionally." 

While  it  is  true  that  the  record  as  made  up  may  raise  the  pre- 
sumption that  the  specimens  filed  with  the  Barber  Milling  Com- 
pany's application  for  registration  are  deceptive  because  of  misbrand- 
ing, yet  I  am  constrained  to  hold  that  the  question  presented  by  the 
petitioner  should  not  be  determined  on  a  motion  to  dissolve  the 
interference. 

The  senior  party,  the  Barber  Milling  Company,  is  a  registrant 
The  motion  could  be  granted  only  on  the  ground  that  the  registration 
is  invalid. 

In  the  recent  case  in  re  J.  Fred  Wilcox  &  Co.^  (post^  264;  162 
O.  G.,  539;  36  App.  D.  C,  107,)  decided  by  the  Court  of  Appeals  of 
the  District  of  Columbia,  the  appellant  was  seeking  registration  for  a 
trade-mark,  notwithstanding  a  prior  registration  as  a  technical  trade- 
mark, which,  it  was  argued,  should  not  be  held  a  bar  for  the  reason 
that  the  registered  mark  was  in  fact  descriptive.    The  Court  said : 

For  the  purposes  of  this  case  we  must  assume  that  It  was  properly  registered. 
Section  13  of  the  Trade-Marlj  Act  of  February  20,  1905,  (33  Stat,  724,)  allows 
any  person  who  shall  deem  himself  injured  by  the  registration  of  a  trade-mark 
in  the  Patent  Office  to  apply  to  the  Conmiissioner  of  Patents  to  cancel  such 
registration.  In  such  a  proceeding  the  registrant  is  entitled  to  be  heard,  and 
either  party  may  appeal  to  this  court  The  statute  having  pointed  out  the  pro- 
cedure to  be  followed  when  the  registration  of  a  trade-mark  is  to  l>e  challenged, 
the  statutory  remedy  must  be  pursued.  If  appellant's  contention  should  be 
sustained  it  would  be  possible.  In  an  ex  parte  case  like  the  present,  to  strike 
down  the  registration  of  a  mark  without  giving  the  registrant  an  opportunity 
to  be  heard.    Section  13  was  enacted  to  prevent  such  a  result 

In  the  case  of  in  re  J.  Fred  Wilcox  cfe  Co.^  stipra^  no  interference 
was  declared  for  the  reason  that  the  applicant's  allied  date  of  use 
was  subsequent  to  the  date  of  the  registration  and  the  applicant  did 
not  allege  abandonment  of  the  trade-mark  by  the  registrant. 

It  is  believed  that  the  court,  in  stating  that  the  remedy  provided 
by  law  under  such  conditions  was  to  be  found  in  section  13  of  the 
Trade-Mark  Act,  did  not  mean  to  exclude  the  right  of  an  applicant 
who  is  a  party  to  an  interference  from  contending  for  his  right  of 
registration  at  final  hearing,  notwithstanding  the  prior  registration 
of  the  opposing  party.  This  seems  clear  for^the  reason  that  section  7 
of  the  Trade-Mark  Act  provides  in  part  as  follows: 

Whenever  application  is  made  for  the  registration  of  a  trade-mark  which  is 
substantially  identical  with  a  trade-mark  appropriated  to  goods  of  the  same 
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descriptive  propertieB,  for  which  a  certificate  of  registration  has  been  previ- 
ously issued  to  another,  *  *  *  as,  in  the  opinion  of  the  Commissioner,  to 
be  likely  to  be  mlstak^i  therefor  by  the  public,  he  may  declare  that  an  inter- 
ference exists  as  to  such  trade-mark,  and  *  *  *  he  shall  direct  the  Ex- 
aminer in  charge  of  interferences  to  determine  the  question  of  the  right  of 
registration  to  such  trade-mark,  *  *  *  in  such  manner  and  upon  such 
notice  to  those  interested  as  the  Commissioner  may  by  rules  prescribe. 

The  same  section  provides  that  the  Commissioner  may  register  the 
mark  if  he  finds  the  applicant  entitled  to  registration.  {In  re  Herhaty 
C.  D.,  1909,  331/383 ;   141  O.  G.,  287,  286 ;  32  App.  D.  C,  269,  565.) 

It  is  held,  however,  that  the  question  raised  by  the  petitioner  in  this 
case  should  not  be  decided  by  the  Examiner  of  Trade-Marks  on  mo- 
tion, but  should  be  urged  at  final  hearing  after  opportunity  has  been 
given  both  parties  to  present  testimony  with  the  right  of  cross-ex- 
amination. As  stated  by  the  Court  in  the  case  of  in  re  J.  Fred  Wil- 
cox <&  Co.j  supruj  the  registrant  should  have  an  "  opportunity  to  be 
heard."  Merely  to  have  the  right  to  be  present  in  person  or  by  coun- 
sel at  the  hearing  on  motion  and  argue  the  case  is  not  granting  the 
registrant  the  "  opportunity  to  be  heard." 

It  is  believed  that  in  such  cases  the  registrant  should  have  an 
opportunity  to  present  witnesses  in  support  of  his  case  and  to  cross- 
examine  the  yritnesses  of  his  opponent.  It  is  only  upon  a  record  so 
made  up  that  a  just  decision  can  be  rendered,  and  until  such  a  record 
is  presented  the  registrant  has  not  had  "  an  opportunity  to  be  heard  " 
within  the  contemplation  of  the  court. 

The  petition  is  denied. 


Ex  PARTE  Myers. 

Decided  April  12,  1911. 
165  O.  G.,  971. 

FOBFETFED    APPLICATION — RENEWAL    PERIOD — CANNOT   BE    EXTENDED   BY    COMMIS- 
SIONEB. 

A  forfeited  application  may,  under  the  provisions  of  section  4897,  be 
renewed  at  any  time  within  two  years  from  the  date  of  the  notice  of  allow- 
ance; but  the  Commissioner  has  no  authority  to  extend  that  period. 

On  Petition, 

MINING-MACHINE. 

Mr.  George  Francis  Myers  pro  se. 

Billings,  First  Assistant  Commissioner: 

This  is  a  petition  that  the  above-entitled  application,  which  was 
forfeited  on  June  24,  1908,  be— 

restored  to  its  proper  place  among  the  flies  of  the  Examiner  and  that  It  be 
lequlred  to  be  put  in  proper  shape  for  allowance. 
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This  application  was  allowed  December  24, 1907.  The  present  peti- 
tion  was  filed  March  27, 1911.  It  alleges  that  there  were  seven  errors 
in  the  specification  and  drawing  which  were  not  pointed  out  by  the 
Examiner;  that  applicant  was  unable  at  the  time  of  allowance  or 
for  six  months  thereafter  to  pay  the  fee;  that  he  knew  that  he  had 
somewhere  ample  proof  to  sustain  his  affidavit  of  November  7,  1905, 
carrying  his  date  of  invention  back  of  January  20,  1902;  that  he 
could  not  find  the  roll  of  drawings  which  he  remembered  to  have 
made ;  that  he  put  off  action  in  the  Patent  Office  until  he  could  find 
these  drawings,  and  that  "  yesterday  "  he  came  across  them  by  acci- 
dent. 

This  application  became  forfeited  on  June  24,  1908,  and  became 
abandoned  on  December  24,  1909.  The  Commissioner  has  therefore 
no  authority  to  grant  the  present  petition.  Section  4894,  Revised 
Statutes,  gives  the  Commissioner  authority  to  hold  that  an  applica- 
tion is  not  abandoned  for  failure  to  take  action  within  one  year  from 
the  date  of  the  last  Office  action,  provided  it  is  shown  to  his  satis- 
faction that  the  failure  to  so  act  was  unavoidable.  Applications 
which  have  been  allowed  and  forfeited  stand  upon  a  different  foot- 
ing. They  are  governed  by  the  provisions  of  section  4897,  Revised 
Statutes,  and  can  be  renewed  at  any  time  within  two  years  from  the 
date  of  the  notice  of  allowance,  but  not  after  the  expiration  of  that 
time.  For  a  discussion  of  this  question  see  ex  parte  Hardy ^  (C.  D., 
1877,  110;  12  O.  G.,  1075,)  the  decision  of  the  Commissioner  on  ref- 
erence, (C.  D.,  1877,  121;  12  O.  G.,  979,)  ex  parte  Limngston,  (C.  D., 
1881,  42;  20  O.  G.,  1747,)  and  ex  parte  Bamitz,  (C.  D.,  1887,  130;  41 
O.  G.,  575.)    In  the  latter  case  Commissioner  Hall  said: 

Under  the  other  section  (section  4894)  the  Commissioner  of  Patents  has 
some  discretion,  founded  upon  a  Judicial  determination  of  the  question  whether 
the  delay  has  been  unavoidable;  but  under  this  section  (section  4897)  he  has 
no  discretion  whatever,  but  if  the  application  is  not  filed  within  two  years  from 
the  date  of  the  allowance  of  the  original  application  the  right  of  applicant  to 
renew  It  Is  gone. 

But  even  if  it  could  be  held  that  the  case  fell  under  the  provisions 
of  section  4894,  Eevised  Statutes,  no  showing  has  been  made  which 
would  justify  granting  the  petition.  The  application  was  filed  on 
July  15,  1902.  It  was  allowed  on  December  24,  1907.  In  these  five 
years  applicant  certainly  had  every  opportunity  to  cure  any  mistakes 
which  he  may  have  made  in  the  specification  and  drawings.  Even  if 
the  Examiner  made  an  oversight  in  not  calling  his  attention  to  these 
it  was  clearly  applicant's  duty  to  have  discovered  them  for  himself, 
and,  moreover,  after  the  notice  of  allowance  he  could,  under  the  pro- 
visions of  rule  78,  have  filed  an  amendment  curing  these  mistakes,  if 
such  there  be.  Furthermore,  the  fact  that  applicant  was  looking  for 
some  drawings  constitutes  no  excuse  fov  the  failure  to  earlier  present 
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this  petitioiA.     The  drawings  filed  with  the  petition  are  returned 
under  separate  cover  as  requested. 
The  petition  is  denied. 


Ex  PARTE  Russell. 

Decided  AprU  22,  1911. 

166  O.  a,  511. 

Apfucation — ^Prosecutiow — Reopening  After  Final  Adtcsse  Decision. 

It  is  well  settled  that  a  party  is  not  entitled  to  conduct  his  case  experi- 
mentally to  a  final  adverse  decision ;  also  that  after  an  appeal  to  the  Ck)urt 
of  Appeals  of  the  District  of  Columbia  the  case  will  not  be  reopened  for 
the  consideration  of  additional  claims  except  under  unusual  circumstances. 
(Ex  parte  Starkcy,  C.  D..  1903,  239;  105  O.  G.,  745,  and  ex  parte  MUans, 
C.  D.,  1908,  179;  135  O.  G.,  1122.) 

On  Petition. 

CAN. 

Mr.  James  Negley  Cooke  and  Mr.  TF.  B.  Concin  for  the  applicant. 

Moore,  Commissioner: 

This  is  a  petition  requesting  a  reopening  of  the  case,  under  Rule 
142,  for  the  admission  of  additional  claims  after  a  decision  by  the 
Court  of  Appeals  of  the  District  of  Columbia  affirming  the  rejection 
of  certain  claims  by  the  Commissioner.  {Post^  322 ;  165  O.  G.,  474 ; 
36  App.  D.  C,  444.) 

The  record  shows  that  all  the  petitioner's  claims  were  rejected  by 
the  Primary  Examiner.  On  appeal  the  Examiners-in-Chief  allowed 
claims  5  to  8,  inclusive,  which  call  for  a  thicker  coating  at  the  por- 
tions of  the  plate  which  form  the  joints,  so  as  to  insure  a  tight  con- 
nection. The  rejection  of  the  remaining  claims  was  affirmed  by  the 
Examiners-in-Chief,  the  Commissioner,  and  the  Court  of  Appeals  of 
the  District  of  Columbia  in  succession. 

Upon  return  of  the  case  to  the  Primary  Examiner  petitioner  filed 
an  amendment  proposing  four  additional  claims.  The  Primary 
Examiner  reports  that,  in  his  opinion,  these  claims  are  unpatentable. 

The  only  showing  in  support  of  the  proposed  amendment  is  the  fol- 
lowing statement : 

Afl  the  invention  of  this  application  has  been  adjudged  by  the  appellate  tri- 
bunals not  to  depend  upon  both  the  inner  and  outer  surfaces  of  the  can  being 
coated  with  enamel  it  is  respectfully  requested  that  the  above  claims  calling 
for  the  inner  surface  only  to  be  so  coated  be  entered  and  the  case  passed  to 
issne 

This  meager  statement  as  to  why  the  claims  were  not  presented  be- 
fore appeal  was  taken  does  not  excuse  the  delay  in  their  presentation. 
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It  is  well  settled  that  a  party  is  not  entitled  to  conduct  his  case  experi- 
mentally to  a  final  adverse  decision,  also  that  after  an  appeal  to  the 
Court  of  Appeals  of  the  District  of  Columbia  the  case  will  not  be 
reopened  for  the  consideration  of  additional  claims  except  under 
unusual  circumstances.  {Ex  parte  Starkey^  C.  D.,  1903,  239;  105 
O.  G.,  745,  and  ex  parte  MOana,  C.  D.,  1908,  179;  135  O.  G.,  1122.) 

It  further  appears  that  the  claims  allowed  petitioner  are  commen- 
surate with  his  invention.  The  original  specification  describes  peti- 
tioner's can  as  coated  on  both  sides,  and  no  mention  is  made  of  a 
modified  form  in  which  the  coating  is  wnitted  upon  the  outer  surface. 
Moreover,  all  of  the  original  claims  specify  a  can  having  the  faces,  or 
the  inner  and  outer  faces,  provided  with  the  coating  of  enamel.  Ir- 
respective of  whether  there  is  any  patentable  distinction  in  coating 
one  or  both  surfaces  of  the  can  the  construction  of  a  can  having  the 
coating  only  upon  the  inner  surface  does  not  appear  to  have  been 
contemplated  by  petitioner  or  to  come  within  his  invention  as  set 
forth  in  his  original  specification. 

TJie  petition  is  denied. 


Lasher  v,  Barratt. 

Decided  ApHl  4,  1911. 

166  O.  G.,  751. 

Intebference — Monow  to  Dissolve — Tbansmissioiv. 

WUere  a  motion  to  dissolve  alleged  informality  In  the  declaration  of  tbe 
interference  based  on  the  allegation  that  certain  additions  to  the  disclosure 
of  the  opposing  party  were  unwarranted,  Held  that  the  motion  was  prop- 
erly refused  transmission  as  to  this  ground,  since  the  allegation  relates  to 
the  right  to  make  the  claims. 

On  Appeal. 

CIBCULAR-KNITTING   MACHINE. 

Mr.  Franklin  Scott  and  Messrs.  Bacon  <&  MUans  for  Lasher. 
Mr.  Chas.  S.  Gooding  and  Messrs.  Meyers^  Gushman  cfc  Rea  for 
Barratt. 

Moore,  Commissioner: 

This  is  an  appeal  by  Barratt  from  the  decision  of  the  Examiner  of 
Interferences  refusing  to  transmit  his  motion  to  dissolve  in  so  far 
as  it  alleges  informality  in  the  declaration  of  the  interference. 

This  branch  of  the  motion  is  founded  upon  the  contention  that 
certain  additions  to  the  disclosure  in  the  application  of  Lasher  were 
unwarranted  and  were  improperly  introduced  under  suggestion  from 
the  Examiner.    This  allegation  clearly  raises  a  question  of  merits 
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relating' to  Liasher's  right  to  make  the  claims,  and  not  to  informality 
in  the  declaration  of  the  interference  within  the  meaning  of  Rule  122. 
The  Examiner  of  Interferences  has  transmitted  a  motion  to  dis- 
solve by  Barratt  based  upon  the  contention  that  Lasher  has  no  right 
to  make  the  claims.  His  refusal  to  transmit  the  motion  so  far  as  it 
related  to  informality  in  the  declaration  was  clearly  right j  and  his 
decision  is  affirmed. 


Ex  PARTE  Scorr. 
Decided  March  28,  1911. 

166  O.  G.,  986. 

PBOSECunoN  OP  Applicatiow — ^Appeal — New  Grounds  op  Rejectioit. 

Where  in  his  answer  to  an  appeal  the  Examiner  after  giving  his  reasons 
for  his  rejection  refers  to  an  argument  of  applicant  and  states  that  even 
if  the  claim  contained  the  limitation  referred  to  therein  it  would  not  be 
patentable  in  view  of  a  certain  patent  of  record,  Held  that  this  does  not 
constitifte  the  citation  of  a  new  reference  against  the  claim. 

On-  Petition. 

SYSTEM    OF  REMOTE   CONTROL. 

Mr.  C.  Z>.  Ehret  for  the  applicant. 

Moore,  Comm,issioner: 

This  is  a  petition  that  the  Primary  Examiner  be  directed  to  cancel 
all  reference  to  the  patent  to  Button,  in  his  statement  to  the  Exami- 
ners-in-Chief,  with  reference  to  appealed  claim  14,  or  that  the  appeal 
be  withdrawn  and  claim  14  be  rejected  upon  the  patent  to  Button  in 
view  of  any  other  references  which  have  hitherto  been  cited  against 
that  claim. 

It  is  well  settled  that  where,  after  a  case  is  in  condition  for  appeal 
or  after  an  appeal  has  been  taken,  the  Primary  Examiner  discovers 
a  new  reference  applicant's  attention  should  be  called  to  the  same 
and  he  should  be  allowed  to  continue  the  appeal  in  view  of  this  refer- 
ence or  to  withdraw  the  appeal  and  further  prosecute  the  application. 
{Ex  parte  Mevey,  C.  D.,  1891, 115;  56  O.  G.,  805.) 

On  June  2,  1908,  claim  14.  was  rejected  in  view  of  the  patent  to 
Hopkinson.  The  claim  was  thereinafter  amended  and  the  Examiner 
repeated  the  objection  in  the  following  language : 

Claim  14  is  again  rejected  on  the  patent  to  Hoplclnson,  of  record,  for  the 
reason  that  the  limitation  of  a  cranlc-and-rod  connection  between  the  motor 
and  the  switch  is  not  thought  to  render  it  patentable  over  said  patent.  There 
would  be  no  difficulty  in  utUizing  such  a  connection  in  the  mechanism  illustrated 
In  Fig&  1  to  4  of  the  Hopkinson  patent 
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The  applicant  filed  an  argument  as  to  the  patentability  of  this 
claim,  and  on  June  8,  1910,  this  claim  and  claim  13  were  finally 
rejected.  On  February  7,  1911,  an  amendment  was  filed  presenting 
claim  14  "  in  better  form  for  purpose  of  appeal."  In  the  argument 
accompanying  this  claim  it  was  said : 

In  applicant's  rod-and-crank-connection  arrangement  the  motor  and  all  the 
operating  parts  are  placed  directly  below  the  main  switch,  this  making  an 
arrangement  which  is  compact  and  which  greatly  economizes  space  laterally  on  a 
switchboard. 

In  response  to  this  action  the  Examiner  stated  that  the  new  claim 
was  found  to  present  nothing  patentable  over  the  art  of  record  for  the 
reason  given  in  connection  with  former  claim  14  and  that  therefore 
the  amendment  had  been  entered  and  the  appeal  could  go  forward. 

The  applicant  appealed  from  the  final  rejection  of  the  two  claims 
and  in  his  answer  to  this  appeal  the  Examiner  fully  pointed  out  why 
the  patent  to  Hopkinson  was  held  to  be  an  anticipation  of  claim  14. 
He  referred  to  applicant's  argument  that  the  use  of  the  crank  and 
rod  instead  of  the  crank  alone  enabled  him  to  mount  the  motor  below 
the  switch,  and  after  pointing  out  that  the  claim  did  not  state  that 
the  motor  was  so  mounted  said : 

Furthermore,  a  mechanic  would  find  no  difficulty  in  transmitting  motion  from 
the  motor  to  the  switch  no  matter  what  their  relative  position  might  be.  Even 
if  the  claim  positively  stated  that  the  motor  was  mounted  below  the  switch, 
it  would  not  be  considered  allowable,  in  view  of  the  art  of  record  and  of  which 
the  patent  to  Button  *  *  *  is  an  example.  This  patent  shows  (Fig.  1)  that 
it  is  common  to  operate  switches  by  a  motor-driven  crank-and-rod  connection 
and  with  the  motor  mounted  below  the  switch. 

It  is  to  this  latter  statement  that  applicant  takes  exception.  It  is 
very  clear,  however,  that  the  Examiner  has  not  cited  a  new  reference 
against  this  claim.  He  has  fully  pointed  out  that  the  claim  does 
not  include  the  limitation  in  question  and  has  added  the  statement 
that  if  it  did  that  limitation  would  not  make  it  allowable  in  view  of 
the  patent  to  Button,  of  record.  This  was  clearly  proper  and  did 
not  constitute  the  citation  of  a  new  reference  against  the  claim. 

The  petition  is  denied. 


Brenizer  V,  Robinson. 

Decided  May  5,  1911. 

166  O.  G.,  1281. 

fiTTEBFEBENCE — ^ALLEGED   StaTUTOBT   BaB — SUSPENSION. 

It  is  the  well-established  practice  of  the  Office  not  to  suspend  action  in  an 
interference  proceeding  where  testimony  has  been  taken  and  the  case  is 
ready  for  final  hearing  in  order  to  institute  a  public-use  proceeding.  Doble 
V.  Henry,  C.  D.,  1905.  429;  118  O.  G.,  2249;  Wert  v.  Borat  and  Groscop, 
C.  D..  1906,  198;  122  O.  G.,  2062.) 
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On  Reference. 

▼BGETABLE-PARINO  MACHINE. 

Mr.  E.  H.  Hunter  for  Brenizer. 

Mr.  Harold  S.  Mackaye  for  Robinson. 

Moore,  Commissioner: 

This  case  is  before  me  upon  reference  by  the  Examiner  of  Inter- 
ferences. 

The  record  shows  that  this  interference,  which  involves  an  appli- 
cation of  Brenizer  and  a  patent  granted  to  Robinson  prior  to  Bre- 
nizer's  filing  date,  was  declared  June  2, 1910,  that  testimony  has  been 
taken  and  filed  by  each  party  to  the  interference,  and  that  the  case  is 
ready  for  final  hearing  upon  the  question  of  priority.  After  testi- 
mony had  been  filed  by  both  parties  Brenizer's  assignee  brought  a 
motion  to  dissolve  the  interference — 

for  the  reason  that  the  invention  Involved  was  in  public  use  and  on  sale  for 
more  tban  two  years  before  the  filing  of  either  of  the  applications  of  the  parties. 

The  motion  further  requests — 

that  public-use  proceedings  be  Instituted  for  the  purpose  of  taking  testimony  to 
determine  whether  such  bar  does  in  fact  exist. 

Accompanying  the  above  motion  is  a  motion — 

that  the  files  be  transmitted  to  the  Primary  Examiner  for  the  purpose  of  con- 
sidering whether  proceedings  should  be  instituted  for  the  purpose  of  determin- 
ing whether  a  statutory  bar  exists  on  account  of  public  use  and  sale  of  the  im- 
provement involved  more  than  two  years  before  the  filing  of  either  of  the 
applications,  and  whether  the  interference  should  not  be  dissolved  on  that 
ground. 

The  attorney  for  Robinson  has  filed  a  written  consent  to  the  trans- 
mission of  the  files  to  the  Primary  Examiner  for  consideration  of 
Brenizer's  motion. 

The  motion  is  informal,  since  the  Commissioner  and  not  the  Pri- 
mary Examiner  is  the  official  who  determines  whether  a  public-use 
proceeding  should  be  instituted.  {Ex  parte  Hartley^  C.  D.,  1908, 224 ; 
136  O.  G.,  1767;  ex  parte  Rolfe,  C.  D.,  1910,  90;  155  O.  G.,  799.)  It 
is  the  well-established  practice  of  the  Office  not  to  suspend  action  in 
an  interference  proceeding  where  testimony  has  been  taken  and  the 
case  is  ready  for  final  hearing  in  order  to  institute  a  public-use  pro- 
ceeding. {Dolle  V.  Henry,  C.  D.,  1905,  429;  118  O.  G.,  2249;  Wert 
V.  Borst  and  Groscop,  C.  D.,  1906,  198;  122  O.  G,  2062.)  Had  Bre- 
nizer's motion  been  filed  in  the  early  stages  of  the  interference  pro- 
ceeding the  question  would  be  presented  whether  said  motion  was  not 
such  an  admission  of  the  existence  of  a  statutory  bar  to  the  granting 
of  a  patent  to  Brenizer  as  would  warrant  the  summary  dissolution 
of  the  interference  under  the  practice  announced  in  Lipe  v.  Miller 
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(C.  D.,  1904,  114;  109  O.  G.,  1068)  and  Robins  v.  Tiius  and  Titw, 
(C.  D.,  1904,  267 ;  111  O.  G.,  584,)  since  the  only  question  involved  in 
the  present  proceeding  is  Brenizer's  right  to  a  patent.  In  the  case 
of  Smith  V.  Slocum^  (C.  D.,  1906,  269;  128  O.  G.,  1990,)  where  a 
motion  to  dissolve  upon  the  ground  of  non-patentability  was  brought 
after  the  expiration  of  the  time  for  taking  testimony,  it  was  held : 

The  reasons  which  support  the  practice  of  dissolving  an  interference  between 
an  applicant  and  patentee  upon  the  applicant's  contention  that  the  issue  is  not 
patentable  without  determination  of  the  fact  do  not  justify  dissolution  under 
these  circumstances.  The  case  is  ready  for  judgment,  which  should  be  roidered, 
since  no  better  showing  is  presented  than  a  mere  allegation  that  the  issue 
Is  not  patentable. 

Following  the  practice  set  forth  in  the  above  decision  no  ques- 
tions based  upon  alleged  public  use  should  be  considered  at  this 
stage  of  the  interference  proceeding,  and  said  interference  should 
proceed  to  judgment  upon  the  testimony  taken. 

The  motion  for  the  institution  of  a  pubUc-ttse  proceeding  and  for 
dissolution  of  the  interference  and  the  m/>tion  for  transmission  of  the 
same  are  denied* 


Ames  v.  Lindstrom. 

Decided  October  8,  1910. 

167  O.  G.,  241. 

1.  Intebfesencb — Priority — Reduction  to  Practice — Drawiicgs. 

It  is  well  settled  that  drawings  alone,  however  perfect,  arc  not  equivalent 
to  a  reduction  to  practice.  (Mason  v.  Hepburn,  O.  D.,  1898,  510;  84  O.  O., 
347;  13  App.  D.  C,  8G;  Aviomatic  Weighitig  Machine  Co.  v.  Pn^iumatie 
Scale  Corporation,  C.  D.,  1909,  498;  139  O.  G.,  991;  166  Fed.  Rep..  288.) 

2.  Same — Same — Cowstrtjctive  Reduction  to  Practice. 

Where  an  application  was  altered  after  being  signed  and  sworn  to.  Held 
that  a  patent  cannot  be  granted  thereon  and  that  it  cannot  be  given  the 
effect  of  a  constructive  reduction  to  practice. 

3.  Same— Same — Same. 

Where  the  testimony  showed  that  L.,  who  was  the  second  to  conceive  the 
invention  but  the  first  to  file  an  application  therefor,  did  not  actually 
reduce  it  to  practice  until  after  A.  filed  his  application  and  that  L.*a  appli- 
cation had  been  altered  after  being  signed  and  sworn  to.  Held  that  the 
application  of  L.  did  not  constitute  a  constructive  reduction  to  practice  and 
that  priority  should  be  awarded  to  A.  (Davis  v.  Garrett,  C.  D.,  1906,  724; 
123  O.  G.,  1991 ;  28  App.  D.  C,  9 ;  Snider  v.  Bunnell,  C.  D.,  1902,  460 ;  101 
O.  G.,  2572,  and  Hopkins  v.  Scolt,  C.  D..  1903,  261;  105  O.  G..  1263. 
distinguished. 

Appeal  from  Examiners-in-Chief. 

car-door-operating  gear. 

Mr.  CharUs  C.  Gill  and  Mr.  Willia?n  G.  Henderson  for  Ames. 
Messrs.  Bakewell  cfe  Byrnes  and  Mr.  George  C.  Lambe  for  Lind- 
strom. 
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Tbnnant,  Assistant  Commissioner: 

This  is  an  appeal  by  Ames  from  a  decision  of  the  Examiners-in- 
Chief  reversing  the  decision  of  the  Examiner  of  Interferences  and 
awarding  priority  to  Lindstrom. 

The  invention  is  set  forth  in  six  counts,  of  which  counts  1  and  6 
will  serve  as  examples: 

1.  In  a  car  having  an  inclined  floor-oection  and  a  downwardly-hanging  dis- 
charge-door at  the  lower  end  thereof,  the  door  mechanism  comprising  the  crank- 
frame  affording  connected  crank-arms,  hub  and  shaft  mounted  between  the 
draft-sills,  a  bearing  for  said  shaft,  the  transverse  operating-shaft  extending 
below  said  floor-section  and  connected  with  said  hub,  and  the  connecting-rod 
pivotally  mounted  at  its  upper  end  between  said  crank-arms  and  at  its  lower 
end  pivotally  connected  with  the  lower  edge  of  the  door,  said  crank-frame  and 
rod  when  the  door  is  closed  standing  substantially  in  line  with  each  other  and 
with  said  floor-section ;  substantially  as  set  forth. 

6.  In  a  car  having  an  inclined  floor-section  and  a  downwardly-hanging  dis- 
charge-door at  the  lower  end  thereof,  the  door  mechanism  comprising  the  trans- 
verse operating-shaft  extending  below  said  floor-section  and  having  a  bearing 
at  the  side  of  the  car  and  in  a  hanger  connected  with  one  of  the  draft- 
sills  and  possessing  a  polygonal  inner  end,  and  the  crank-frame  between  said 
sills  afTording  the  connected  crank-arms,  hub  and  shaft,  said  hub  being  recessed 
to  receive  the  inner  polygonal  end  of  said  operating-shaft,  and  the  shaft  of  said 
crank-frame  being  mounted  in  a  hanger-bearing  connected  with  the  other  one 
of  said  sills,  combined  with  the  connecting-rod  pivotally  mounted  at  its  upper 
end  between  said  crank-arms  and  at  its  lower  end  pivotally  connected  with  the 
lower  edge  of  the  door,  said  crank-frame  and  rod  when  the  door  is  closed 
standing  substantially  in  line  with  each  other  and  with  said  floor-section; 
substantially  as  set  forth. 

Ames  in  his  preliminary  statement  alleges  that  he  conceived  the 
invention  and  made  drawings  thereof  in  the  fall  of  1902;  that  he 
made  working  drawings  in  July,  1904 ;  but  he  does  not  allege  that  he 
actually  reduced  the  invention  to  practice  prior  to  the  filing  of  his 
application. 

Lindstrom  alleges  conception  in  October,  1904,  making  of  draw- 
ings and  disclosure  to  others  in  November,  1904,  and  reduction  to 
practice  in  July,  1905. 

The  Examiner  of  Interferences  found  that  Lindstrom  had  not 
established  conception  of  the  invention  prior  to  his  filing  date,  Feb- 
ruary 1, 1905;  that  Ames  had  established  conception  of  the  invention 
on  July  17, 1904,  and  that  he  was  diligent  from  the  time  Lindstrom's 
application  was  filed  until  his  own  application  was  filed  May  1,  1905. 

The  Examiners-in-Chief,  while  agreeing  with  the  Examiner  of 
Interferences  that  Ames  had  established  conception  in  July,  1904, 
held  that  Lindstrom  had  established  conception  of  the  invention  as 
early  as  November  14,  1904,  and  that  Ames  was  not  diligent  at  that 
time. 

The  evidence  clearly  shows  that  a  working  drawing  of  the  inven- 
tion, made  under  Ames's  direction,  was  finished  on  July  17,  1904.    A 
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blue-print  of  this  drawing  is  in  evidence.  It  appears  that  from  that 
time  until  Ames  saw  his  patent  attorney — about  January  18,  1905 — 
with  reference  to  filing  an  application  for  patent  nothing  was  done 
with  the  invention  beyond  the  making  of  this  drawing  and  showing 
blue-prints  thereof  to  certain  parties. 

It  is  argued  on  behalf  of  Ames  that  the  making  of  this  drawing 
constituted  a  reduction  to  practice.  It  is  well  settled,  however,  that 
drawings  alone,  however  perfect,  are  not  equivalent  to  a  reduction  to 
practice.  {Mason  v.  Hepburn,  C.  D.,  1898,  510;  84  O.  G.,  147;  IS 
App.  D.  C,  86 ;  Automatic  Weighing  Machine  Co.  v.  Pneumatic  Scale 
Corporation,  C.  D.,  1909,  498;  139  O.  G.,  991;  166  Fed.  Rep.,  288.) 
In  the  former  decision  the  Court  said : 

It  is  settled  beyond  all  question  that  a  drawing  of  even  the  simplest  machine 
or  device,  perfect  in  every  detail  and  plainly  demonstrating  the  principle,  effl- 
cacy»  and  practical  utility  of  the  inventi<{n  wiU  not  constitute  reduction  to 
practice. 

Ames  is  therefore  restricted  to  the  fiJing  of  his  application  on  May 
1, 1905,  for  constructive  reduction  to  practice  of  the  invention. 

The  testimony  offered  on  behalf  of  Lindstrom  is  divided  by  counsel 
in  the  brief  into  three  parts — first,  that  relating  to  a  set  of  sketches 
introduced  in  evidence  as  "  Lindstrom  Exhibit,  Original  Sketches  1 
to  7 ;  "  second,  that  relating  to  the  sketches  introduced  in  evidence  as 
"  Lindstrom  Exhibit  Additional  Sketch,  Door-Operating  Gear,"  and, 
third,  that  relating  to  the  sketches  introduced  in  evidence  as  "  Lind- 
strom Exhibit  Streib  Sketches." 

The  Examiner-in-Chief  fully  discussed  the  testimony  relating  to 
these  three  sets  of  proofs,  and,  while  holding  that  the  first  set  of 
sketches  were  not  sufficiently  identified  to  establish  a  conception  of 
the  invention  as  to  the  alleged  date  thereof,  they  held  that  the  third 
set  of  proofs  established  that  Lindstrom  had  a  conception  of  the 
invention  as  early  as  November,  1904. 

The  sketches  known  as  the  "  Streib  sketches  "  fully  disclose  the 
invention  in  issue.  Streib  testifies  that  he  made  these  sketches;  that 
they  were  made  from  information  received  from  Charles  A.  Lind- 
strom, and  that  they  were  for  the  purpose  of  preparing  an  estimate 
of  the  cost  of  applying  to  cars  a  door-gear  known  as  the  "  Lind  door- 
gear."  {(^.  9.)  He  is  unable  to  fix  the  date  on  which  these  sketches 
were  made,  though  he  says  they  were  made  "  within  a  year  of  four 
years  ago,"  his  testimony  having  been  taken  on  September  4, 1908. 

Peach,  who  w^as  an  assistant  engineer  in  the  Pressed  Steel  Car 
Company,  the  assignee  of  the  Lindstrom  application,  testifies  that  he 
recognized  the  Streib  sketches  and  that  they  were  handed  to  him  by 
Streib  for  information  in  figuring  an  estimate  on  the  Lind  door 
device.  He  fixes  the  date  of  this  estimate  as  being  in  the  latter  part 
of  1904  and  has  introduced  in  evidence  a  letter  written  by  himself 
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to  Streib,  dated  November  19,  lOM,  in  which  reference  is  made  to  this 
estimate  and  to  the  use  of  the  Lindstrom  door  mechanism. 

The  Examiners-in-Chief  were  clearly  right  in  holding  that  this 
testimony  is  sufficient  to  establish  conception  by  Lindstrom  in  Novem- 
ber* 1904.  Furthermore,  the  testimony  and  letters  which  are  in  evi- 
dence as  to  the  preparation  and  execution  of  Lindstrom's  application 
show  that  this  application  had  been  prepared  as  early  as  January, 
1905. 

As  stated  above,  the  testimony  shows  that  Ames  was  the  first  to 
conceive,  but  never  actually  reduced  the  invention  to  practice.  His 
application  was  filed  before  Lindstrom  actually  reduced  the  invention 
to  practice,  but  subsequently  to  the  filing  of  Lindstrom's  application. 

If  Lindstrom  is  entitled  to  the  filing  of  his  application  as  a  con- 
structive reduction  to  practice  of  the  invention  in  issue,  Ames  can  pre- 
vail only  by  establishing  that  he  was  diligent  in  reducing  the  inven- 
tion to  practice  at  the  time  he  entered  the  field  and  subsequently 
thereto.  On  the  other  hand,  if  the  filing  of  Lindstrom's  application 
did  not  constitute  a  constructive  reduction  to  practice  Ames  was  the 
first  to  conceive  and  the  first  to  reduce  to  practice,  and  priority  of 
invention  must  be  awarded  him. 

The  testimony  offered  on  behalf  of  Lindstrom  shows  that  his  appli- 
cation was  prepared  by  his  attorneys  and  sent  to  him  to  be  executed; 
that  it  was  so  executed,  but  when  returned  to  the  attorneys  was 
accompanied  by  a  letter  from  Lindstrom  suggesting  certain  changes 
in  the  drawing,  some  minor  changes  in  the  specification,  and  the  addi- 
tion of  two  claims.  It  appears,  further,  from  the  testimony  that  these 
changes  were  made  in  the  drawing  and  specification  and  that  three 
claims  were  added,  two  of  which  are  substantially  the  same  as  the 
claims  suggested  by  Lindstrom,  and  the  other  is  along  the  same  line, 
and  that  the  application  was  thus  filed  without  having  been  reexe- 
cuted  by  Lindstrom. 

Rule  31  of  the  Rules  of  Practice  of  the  United  States  Patent  Office 
reads  in  part  as  follows: 

Every  application  signed  or  sworn  to  In  blank,  or  without  actual  inspection 
by  the  applicant  of  the  petition  and  specification,  and  every  application  altered 
or  partly  filled  up  after  being  signed  or  sworn  to,  will  be  stricken  from  the 
files. 

This  rule  has  been  in  force  since  at  least  as  early  as  January  1, 
1880,  and  Lindstrom  and  his  attorneys  are  chargeable  with  knowl- 
edge thereof. 

The  application  of  Lindstrom  is  therefore  not  an  application  upon 
which  a  patent  can  be  granted  and  cannot  be  given  the  effect  of  a  con- 
structive reduction  to  practice. 

In  the  case  of  Lorraine  v.  Thurmond^  (C.  D.,  1890,  86;  51  O.  G., 
1781,)  which  was  quoted  with  approval  by  the  court  in  the  case  of 
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Automatic  Weighing  Machine  Co.  v.  Pneumatic  Scale  Corporation^ 
(C.  D.,  1909,  498;  139  O.  G.,  991;  166  Fed.  Rep.,  288,)  the  Com- 
missioner said : 

Interferences  are  declared  after  the  sfpplications  involved  are  pronount^ 
to  be  allowable  by  the  experts  of  the  Office.  In  determining  whether  the  appli- 
cation is  allowable  the  question  of  operatlveness  is  one  of  the  primary  consider- 
tions.  (Rule  133.)  It  hardly  need  be  added  that  approved  applications  stand 
upon  an  entirely  different  basis  from  those  which  have  l>een  rejected  by  the 
Office  or  abandoned  by  the  applicant.  {Webster  v.  Sanford,  C.  D.,  1888,  92; 
44  O.  Gm  667;  Beach  v.  Fowler,  C.  D..  1889,  187;  48  O.  G.,  821.)  Completed 
and  allowed  applications  evidence  completion  of  invention,  and  in  suits  brought 
upon  patents  granted  thereon  that  stage  of  invention  which  is  usually  evidenced 
by  reduction  to  practice  is  conclusively  assumed  to  have  been  reached.  Hence 
the  doctrine  of  "constructive  reduction  to  practice." 

In  the  case  of  Carty  v.  Kellogg  (C.  D.,  1896,  188;  74  O.  G.,  657; 
7  App.  D.  C,  542)  the  Court  of  Appeals  of  the  District  of  Columbia 
said  with  reference  to  an  abandoned  application : 

Failing  in  proof  of  actual  reduction,  Carty  is  forced  to  rely  upon  constructive 
reduction  to  practice,  and.  In  order  to  antedate  Kellogg,  he  claims  it  by  virtue 
of  his  abandoned  application  of  1885.  It  seems  to  be  a  reasonable  and  well- 
established  principle,  conformed  to  in  the  practice  of  the  Patent  Office,  that  an 
abandoned  application  cannot  be  so  considered.  {Hien  v.  Pung,  C.  D.,  1894,  92; 
68  O.  G.,  657.)  Having  lapsed,  it  becomes  inoperative  for  any  purpose,  save 
as  evidence  of  the  date  of  conception,  and  to  that  extent  it  has  already  been 
considered  and  its  weight  admitted. 

It  is  argued  on  behalf  of  Lindstrom,  first,  that  the  additions  made 
by  his  attorneys  in  reality  constitute  a  part  of  the  application  which 
he  executed,  since  they  were  made  according  to  the  directions  con- 
tained in  his  letter  transmitting  the  executed  application  to  his  attor- 
neys, and,  second,  that  the  matter  is  an  ex  parte  one  between  the 
OflSce  and  Lindstrom  and  can  in  no  way  affect  the  decision  on  prior- 
ity, citing  the  decision  in  Davis  v.  Garrett^  (C.  D.,  1906,  724;  123 
O.  G.,  1991;  28  App.  D.  C,  9.) 

With  respect  to  the  first  contention  the  fact  that  Lindstrom  had 
directed  the  changes  to  be  made  is  immaterial,  since  the  application 
as  filed  falls  directly  within  the  provisions  of  Rule  31,  and  is  there- 
fore not  an  application  upon  which  a  patent  can  be  granted.  As  to 
the  second  contention  it  appears  that  in  the  case  cited,  as  well  as  in 
the  cases  of  Snider  v.  Bunnell  (C.  D.,  1902,  460;  101  O.  G.,  2572)  and 
Hopkins  v.  Scott,  (C.  D.,  1903,  261;  105  O.  G.,  1263,)  in  which 
similar  holdings  were  made,  the  party  whose  application  it  was 
urged  should  be  stricken  from  the  files  was  not  relying  upon  his  date 
of  filing  in  order  to  prevail.  In  the  present  case  Lindstrom  is  so 
relying  on  his  filing  date,  since,  as  above  pointed  out,  unless  he  is 
entitled  to  a  constructive  reduction  to  practice  prior  to  Ames's  filing 
date  the  latter  is  entitled  to  an  award  of  priority  as  the  first  to  con- 
ceive and  the  first  to  reduce  to  practice,  Lindstrom's  actual  reduction 
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to  practice  being  subsequent  to  Ames's  filing  date.  Furthermore,  in 
the  case  of  Davis  v.  Garrett^  supra^  it  appears  that  Garrett  testified 
that  he  executed  the  papers  after  the  alleged  changes,  and  in  his  de- 
cision on  the  petition  that  Garrett's  application  be  stricken  from  the 
files  (81  MS.  Dec,  213)  the  Commissioner  said: 

Garrett's  oatb  that  he  did  re^xecute  the  application  on  April  18,  1895,  must 
be  accepted  in  the  absence  of  satisfactory  proof  to  the  contrary. 

As  Lindstrom  cannot  be  given  the  benefit  of  the  filing  of  his  appli- 
cation as  constructive  reduction  to  practice,  Ames  is  entitled  to  an 
award  of  priority. 

After  the  termination  of  the  interference  the  application  of 
Lindstrom  will  be  stricken  from  the  files. 

The  decision  of  the  Examiners-in-Chief  is  reversed. 


Davis  v.  Zellers. 

Bedded  May  19,  1911. 

167  O.  G.,  513. 

Intebfebence — Motion  to  Amend — Filed  After  Dissolution  of  Interference. 
A  motion  to  amend  the  issue  of  an  interference  under  Rule  109  filed  after 
the  decision  of  the  Primary  Examiner  dissolving  the  interference  had 
t>ecome  final  Held  properly  dismissed  by  the  Examiner  of  Interferences. 

On  Petition. 

SEWINO-lfACHINE. 

Mr.  Ohed  C.  Billman  for  Davis. 

Mr.  Andrew  V.  Groupe  and  Mr.  Wm.  N.  Cromwell  for  Zellers. 

Billings,  Acting  Commissioner: 

This  is  a  petition  by  Davis  from  the  decision  of  the  Examiner  of 
Interferences  dismissing  Jiis  motion  to  add  counts  to  the  issue  under 
the  provisions  of  Rule  109. 

The  record  shows  that  on  March  9,  1911,  the  Examiner  granted  a 
motion  filed  by  Zellers  to  dissolve  the  interference.  He  set  the  limit 
of  appeal  to  expire  March  29.  The  motion  by  Davis  to  add  counts 
was  filed  March  30,  1911.  The' Examiner  of  Interferences  dismissed 
the  motion  on  the  ground  that  as  the  limit  of  appeal  from  the  decision 
dissolving  the  interference  had  expired  before  the  motion  was  filed 
no  interference  existed  and  his  jurisdiction  over  the  same  had  ceased. 

The  Examiner  of  Interferences  was  clearly  right.  This  interfer- 
ence is  now  dissolved,  and  both  applications  which  were  involved 
therein  are  under  the  jurisdiction  of  the  Primary  Examiner  for 
further  prosecution  under  the  rules  and  decisions  applicable  thereto. 

Tlie  petition  is  dismissed. 
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Ex  PARTE  Austin,  Nichols  &  Co. 

Decided  February  13,  1911. 

167  O.  O.,  981. 

1.  Trade-Mabks — ^Application — Drawing — Lining  fob  Colob. 

Where  the  application  states  that  the  color  of  the  mark  Is  not  claimed. 
Held  that  the  Examiner  properly  objected  to  the  lining  of  the  drawing  so 
as  to  indicate  color. 

2.  Same — Coffee  and  Cocoa  Goods  of  the  Same  Descriptive  Pboperties. 

A  trade-mark  for  coffee  Held  properly  refused  registration  in  view  of  a 
mark  so  similar  thereto  as  to  be  liable  to  cause  confusion  which  had  been 
previously  registered  for  cocoa,  since  these  are  goods  of  the  same  descrip- 
tive properties,  (citing  Walter  Baker  d  Company  v.  HarrUon,  C.  D.,  1909, 
284;  138  O.  G.,  770;  32  App.  D.  C,  272.) 

8.  Same— Similarity — "  Sunshine  " — "  Sunbeam." 

The  words  "  Sunshine  "  and  "  Sunbeam  **  Held  to  be  so  similar  that  their 
contemporaneous  use  ui)on  goods  of  the  same  descriptive  properties  would 
be  liable  to  cause  confusion  in  the  mind  of  the  public  and  deceive  pur- 
chasers. 

On  Appeal. 

trade-mark  for  ground  blended  COFFEli 

Mr.  Wm.  H.  Finckel  for  the  applicant. 

Moore,  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade-Marks 
refusing  to  register  as  a  trade-mark  for  blended  coffee  the  trade- 
mark shown  in  the  drawing,  and  which  is  described  in  applicant's 
brief  as  follows: 

The  trade-mark  comprises  a  conventional  representation  of  a  sunburst,  the 
disk  containing  the  representation  of  Mercury's  wand,  flanked  by  the  letters 
"A  N  O  O,"  and  a  scroll  superposed  upon  the  rays  and  bearing  the  words 
*'  Sunbeam  "  and  "  Coffee." 

The  Examiner  has  objected  to  the  lining  of  the  scroll  for  blue,  in 
accordance  with  the  chart  for  draftsmen,  in  view  of  the  fact  that 
applicant  has  stated  that  color  was  not  claimed  and  has  refused  to  de- 
scribe the  color. 

Registration  was  refused  in  view  of  the  marks  registered  to  Till- 
mann  &  Bendel,  certificate  No.  33,650,  October  31,  1899,  and  to  Con- 
sumers' Coffee  Co.  of  N.  O.  Lmtd.,  certificate  No.  58,636,  December 
18,  1906. 

The  Examiner's  objection  to  the  conventional  lining  upon  the 
scroll  was  clearly  correct.  Applicant  should  either  describe  his  mark 
as  having  the  scroll  colored  blue  or  should  omit  the  lining.  The  lat- 
ter could  be  done  either  by  representing  the  scroll  in  solid  color, 
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leaving  the  letters  as  they  now  are,  or  by  omitting  the  lining  entirely 
and  presenting  the  letters  in  black.  This  ruling  is  in  accordance  with 
the  holding  in  ex  parte  M.  Zimmermann  Company,  (C.  D.,  1907,  94; 
127  O.  a,  1991.) 

The  mark  of  the  Consumers'  Coffee  Co.  consists  of  the  word 
"  Sunshine."  The  word  "  Sunbeam  "  appearing  in  the  mark  sought 
to  be  registered  clearly  so  nearly  resembles  the  word  "  Sunshine  " 
that  their  contemporaneous  use  upon  goods  of  the  same  descriptive 
properties  is  liable  to  cause  confusion  in  the  mind  of  the  public  and 
deceive  purchasers.  The  registration  was  properly  refused  upon  this 
ground. 

The  mark  to  Tillmann  &  Bendel  was  properly  cited,  for  under  the 
decision  in  Walter  Baker  cfe  Company,  Limited  v.  Harrison  (C.  D., 
1909,  284;  138  O.  G.,  770;  32  App.  D.  C,  272)  coffee  and  cocoa  are 
goods  of  the  same  descriptive  properties,  and  the  halo  in  the  regis- 
tered mark  is  clearly  similar  to  the  so-called  "  sunburst "  of  appli- 
cant In  the  registration  of  Tillmann  &  Bendel  it  is  stated  that  the 
word  "  Tillmann  "  and  all  the  words  appearing  on  the  drawing  are 
non-essential,  the  essential  feature  being  "  the  representation  of  a 
halo." 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 


Ex  PARTE  BaRBEIL 

Decided  June  22,  1911, 

168  O.  G.,  249. 

Application— Prosecution — Final  Rejection. 

In  the  first  Office  action  tlie  drawing  and  specification  were  criticized 
in  certain  respects  and  the  claims  rejected.  Within  a  month  thereafter 
applicant  filed  an  amendment  directing  the  correction  of  the  formal  errors 
and  stated  that  he  desired  to  submit  within  a  reasonable  time  an  argument 
with  respect  to  the  references  and  further  amendment.  The  Examiner 
finally  rejected  the  claims  and  refused  to  admit  an  amendment  filed  there- 
after. Held  that  the  final  rejection  was  premature  and  that  the  proper 
response  to  applicant's  first  action,  if  any  was  necessary,  would  have  been 
a  letter  stating  that  it  was  incomplete. 

On  Petxtion. 

» 
combination  steel  and  concrete  cboss-tis. 

Mr.  n.  C,  McLellen  for  the  applicant. 

MooRE,  Commissioner: 

This  is  a  petition  from  the  action  of  the  Primary  Examiner  finally 
rejecting  the  claims  in  the  case  and  refusing  to  admit  an  amendment 
filed  on  May  18,  1911. 
2097**— 12 7 
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The  record  shows  that  the  first  action  by  the  Examiner  was  made 
on  March  14, 1911,  at  which  time  the  drawing  and  specification  were 
criticized  in  certain  respects  and  the  following  action  given  on  the 
merits : 

The  claims  are  all  rejected  for  the  reason  that  they  are  functional  and  de- 
scriptive and  also  in  view  of  the  following  patents. 

Nine  patents  were  then  named.    The  case  contained  ten  claims. 

Thereafter  applicant  made  inquiries  as  to  the  proper  procedure  in 
amending  the  drawing,  which  were  replied  to  by  the  Office,  and  on 
April  3,  1911,  he  filed  an  amendment  directing  the  correction  of 
the  formal  errors  in  the  specification  and  stated : 

We  desire  to  submit  within  a  reasonable  time,  for  your  consideration,  a  brief 
argument  on  the  facts  as  developed  by  the  references  cited  by  the  Examiner, 
and  also  such  other  amendments  as  may  be  necessary. 

On  April  6,  1911,  the  Examiner  finally  rejected  the  claims — 

in  view  of  the  reasons  and  patents  set  forth  in  the  Office  letter  of  the  14th  ult 

On  April  17  a  letter  was  received  requesting  the  correction  of  the 
drawing.  On  May  18  an  amendment  was  filed  canceling  these  claims 
and  substituting  certain  new  claims  in  lieu  thereof  and  arguing  the 
pertinency  of  the  references  cited.  This  is  the  amendment  which  the 
Examiner  refused  to  enter  on  the  ground  that  the  case  was  under 
final  rejection. 

In  view  of  the  obviously  incomplete  response  of  April  3,  1911,  and 
the  statements  therein  that  a  further  amendment  was  to  be  made  the 
Examiner  was  clearly  in  error  in  entering  a  final  rejection.  This  is 
especially  true  in  view  of  the  fact  that  but  one  prior  action  had  been 
made  by  the  Office  and  in  that  nine  references  were  cited  without 
applying  them  to  the  ten  claims  then  in  th?  case.  The  proper  re- 
sponse, if  any,  to  applicant's  amendment  of  April  3  would  have  been 
a  letter  calling  attention  to  the  fact  that  it  was  incomplete. 

While  it  is  not  the  intention  to  encourage  sectional  or  piecemeal 
amendments,  nevertheless  a  reasonable  latitude  should  be  afforded  an 
applicant,  especially  where,  as  in  this  case,  it  appears  that  his  attor- 
ney is  not  wholly  familiar  with  the  Office  practice. 

The  petition  is  granted. 


LOWRY  V.   RUPING. 

Decided  January  25,  191$, 

168  O.  G.,  525. 

Interfebence — Pbioritt. 

Priority  of  invention  Held  properly  awarded  to  Lowry. 

Appeal  from  Examiners-in-Chief. 
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WOOD  IMPREGNATION. 

Mr.  J.  Nota  McGiU  for  Lowry. 

Messrs,  Wilkinson^  Fisher^  and  Witherspoon  for  Rupiiig. 

Billings,  First  Assistant  Commissioner: 

This  is  an  appeal  by  Ruping  from  the  decision  of  the  Examiners- 
in-Chief  affirming  the  decision  of  the  Examiner  of  Interferences 
awarding  priority  of  invention  to  Lowry  upon  the  following  issue: 

The  herein-deecribed  process  of  preserving  wood,  consisting  in  saturating 
the  wood  with  creosote-oil  under  pressure  while  entirely  submerged,  then 
removing  all  free  oil,  and  then  immediately  subjecting  the  wood  to  the  action 
of  a  vacuum  to  withdraw  most  of  the  oil  from  the  pores  and  cells  thereof. 

As  appears  from  this  issue  the  invention  is  a  process  for  the  preser- 
vation of  timber  and  is  designed  particularly  for  use  on  railway-ties. 
It  differs  from  a  process  for  the  same  purpose  patented  by  Ruping 
in  1902  in  omitting  an  initial  air-pressure  used  by  him.  Both  the 
patented  Ruping  process  and  the  process  in  issue  differ  from  the  prior 
art  in  withdrawing  a  large  per  cent,  of  the  oil  which  has  been  pre- 
viously forced  into  the  wood. 

Lowry  is  a  patentee,  and  the  claim  was  adopted  by  Ruping  from 
the  patent  after  its  issuance.  Lowry  derives  no  benefit  in  this  pro- 
ceeding, however,  by  virtue  of  his  patent,  since  Ruping's  application 
was  filed  before  Lowry's. 

Ruping  in  his  preliminary  statement  alleges  that  he  made  the 
invention  in  Germany  and  applied  for  certain  foreign  patents  in 
September,  1904,  and  that  knowledge  of  the  invention  was  introduced 
into  this  country  in  September,  1904,  in  connection  with  the  prepara- 
tion of  the  application  involved  in  this  interference.  It  was  held 
by  the  tribunals  below  that  these  facts  had  not  been  proved  and  that 
Ruping  is  entitled  to  no  date  earlier  than  the  10th  of  October,  1904, 
the  date  of  filing  his  domestic  application.  The  holding  is  accepted 
on  behalf  of  Ruping  on  this  appeal,  as  appears  from  the  following 
in  Ruping's  brief,  pages  1  and  2 : 

Roping  is  a  foreigner  and,  for  the  purposes  of  this  discussion,  his  available 
date  of  Invention  and  reduction  to  practice  may  be  taten  to  be  Oct.  10, 1904,  the 
day  upon  which  his  application  was  filed  in  this  country. 

Whether  Ruping  be  given  a  date  in  September  or  October,  of  the 
year  1904,  however,  in  no  way  affects  the  result,  as  will  appear  here- 
inafter. Lowry  alleges  in  his  preliminary  statement  that  he  con- 
ceived the  invention  in  September,  1902,  disclosed  it  to  others  and 
reduced  it  to  practice  in  May,  1903,  and  that  it  was  thereafter  suc- 
cessfully practiced  in  December,  1903,  October,  1904,  and  March, 
1905,  and  has  been  used  continuously  since  the  latter  date. 

There  is  no  testimony  offered  in  corroboration  of  Lowry's  state- 
ments that  he  conceived  the  invention  or  reduced  it  to  practice  in 
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September,  1902,  or  May,  1903,  and  neither  of  the  tribunals  belo^ 
have  given  him  credit  for  any  date  earlier  than  December,  1903 
The  Examiner  of  Interferences  found  the  testimony  showed  that 
Lowry  reduced  the  invention  to  practice  in  December,  1903,  at  the 
Riverside  shops  of  the  Big  Four  Railroad,  near  Cincinnati,  and  was 
entitled  to  prevail  on  that  ground.  He  also  held  that  Lowry  reduced 
the  invention  to  practice  at  St.  Louis  in  October  and  November,  1904, 
and  that  he  was  showing  such  diligence  in  perfecting  the  invention^ 
at  and  after  the  time  Ruping  entered  the  field  as  entitles  him  to  an 
award  of  priority,  though  the  Riverside  reduction  to  practice  be 
disregarded.  The  Examiners-in-Chief  did  not  find  that  the  opera- 
tions at  Riverside  constituted  a  reduction  to  practice,  but  held  that 
Lowry  conceived  and  disclosed  the  invention  prior  to  the  time  Ruping 
entered  the  field  and  reduced  it  to  practice  in  October  and  November, 
1904,  at  St.  Louis  and  again  at  Shirley,  Ind.,  in  March,  1905,  and 
that  he  showed  proper  diligence  in  perfecting  the  invention  which- 
ever of  these  demonstrations  is  relied  upon. 

It  is  the  contention  of  Ruping  on  this  appeal  that  Lowry  has  not 
shown  a  reduction  to  practice  prior  to  March,  1905,  when  the  Shirley 
plant  was  first  operated,  and  that  there  is  no  showing  of  diligence 
connecting  this  with  a  conception  prior  to  October  10,  1904,  such  as 
would  entitle  Lowry  to  prevail. 

That  Lowry  constructed  an  experimental  plan  at  Riverside  in  De- 
cember, 1903,  and  there  tried*  out  his  invention  is  amply  proved  by 
the  testimony  offered.  Lowry  testifies  that  he  performed  there  all 
the  steps  called  for  in  fhe  claim  in  issue,  though  it  is  not  shown  by 
direct  testimony  how  successfully  the  last  step  of  the  process  accom- 
plished its  function.  Keegan  corroborates  Lowry  as  to  the  use  of  the 
process  at  Riverside  in  all  but  the  date,  which  is  otherwise  satisfac- 
torily fixed.  His  testimony  is  in  narrative  form  and  indicates  an 
independent  recollection  of  the  events.  He  describes  every  step  of 
the  process  performed  there,  and  as  to  its  success  he  testifies  from  his 
personal  observation  that  when  the  ties  were  cut  up  they  were  found 
"wet  with  oil  all  the  way  through."  Lowry  testifies  (Q.  37)  that 
the  process  as  a  whole  was  identical  with  that  practiced  later  at  the 
Shirley  plant,  and  Keegan  states  that  when  the  ties  were  piled  up 
after  the  process  some  dripped  oil  and  some  did  not.  This  would  be 
the  expected  result  if  the  third  step — the  application  of  the  vacuum — 
was  successful  in  withdrawing  the  surplus  oil,  inasmuch  as  some  of 
the  ties  were  there  treated  by  this  process  and  some  by  a  process  in 
which  no  oil  was  withdrawn.  Furthermore,  it  is  shown  that  a  few 
months  later  when  Lowry  was  told  of  the  Ruping  patented  process 
as  practiced  at  Perth  Amboy,  in  which  most  of  the  oil  was  withdrawn 
by  a  vacuum,  he  immediately  asserted  that  he  could  do  and  had  done 
the  same  thing  at  Riverside  without  the  preliminary  air-pressure  and 


Digitized  by  VjOOQ IC 


DECISIONS  OF  THE  COMMISSIONER  OF  PATENTS.  79 

took  Clark,  an  oflScial  of  the  Big  Four  Railroad,  there  for  the  purpose 
of  proving  his  statement.  He  found  that  the  apparatus  at  Riverside 
had  been  dismantled  without  his  knowledge,  and  therefore  the  demon- 
stration was  not  made;  but  the  circumstance  adds  great  force  to 
Lowry's  assertions  that  his  process  was  successfully  performed  at 
Riverside  and  that  the  operation  there  under  this  process  was  iden- 
tical with  the  operation  subsequently  at  the  Shirley  plant,  when  the 
excess  oil  was  unquestionably  withdrawn  by  the  vacuum. 

It  has  been  suggested  that  the  success  of  the  process  cannot  be  held 
to  have  been  demonstrated  at  Riverside  in  the  absence  of  records  or 
direct  testimony  showing  how  much  oil  was  withdrawn.  The  ab- 
sence of  records  is  satisfactorily  explained  by  the  fact  that  the  pur- 
pose of  the  tests  at  Riverside  was  primarily  to  satisfy  Kittredge,  the 
chief  engineer  of  the  Big  Four  Railroad,  that  the  hard-wood  timber 
available  along  the  right  of  way  of  that  road  could  be  creosoted  in 
the  usual  way,  and  sections  of  ties  themselves  were  submitted  to 
Kittredge  as  the  best  evidence  of  the  results.  The  success  of  the 
process  should  not  be  made  to  depend  upon  the  extraction  of  any 
given  amount  of  oil  from  the  tie,  for  the  claim  in  issue  does  not  call 
for  the  withdrawal  of  any  specified  proportion. 

It  is  further  contended  in  behalf  of  Ruping  that  if  Lowry  had 
known  of  the  invention  in  December,  1903,  or  had  then  successfully 
performed  the  process,  he  would  have  disclosed  it  at  that  time  to 
Kittredge,  with  whom  he  was  negotiating  a  contract  for  creosoting 
ties  and  have  urged  its  adoption.  His  silence,  however,  is  satisfac- 
torily explained  by  the  fact  that  the  ultimate  value  of  the  process  was 
not  then  and  is  not  now  positively  assured  and  that  it  would  have 
been  unwise  for  him  to  urge  or  discuss  such  an  unproved  process 
while  attempting  to  close  a  contract  of  vital  importance  to  himself 
and  one  which  the  testimony  shows  was  the  first  of  its  kind  in  this 
country. 

Upon  the  whole,  it  seems  to  me  satisfactorily  established  that  all  the 
operations  constituting  the  process  in  issue  were  practiced  at  River- 
side, and  although  the  testimony  as  to  the  effect  of  the  last  step — the 
withdrawal  of  the  oil — is  somewhat  circumstantial  it  is  believed 
sufficient  to  show  that  Lowry  fully  reduced  the  invention  to  practice 
at  that  time,  which,  being  long  prior  to  Ruping's  filing  date,  entitles 
him  to  an  award  of  priority. 

It  is  believed,  however,  that  Lowry  must  prevail  even  if  the  opera- 
tions at  Riverside  be  disregarded.  Passing  to  a  consideration  of  the 
later  alleged  practice  of  the  invention  by  Lowry  it  is  found  that  there 
is  abundant  testimony,  including  that  already  discussed,  to  show  that 
he  had  a  conception  of  the  invention  prior  to  the  time  Ruping  entered 
the  field.  Barnard,  among  others,  who  prepared  Lowry's  plans  for 
the  Shirley  plant,  states  that  the  invention  was  disclosed  to  him  by 
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Lowry  in  March  or  the  early  part  of  April,  1904.  (X-Qs.  36  and  37; 
RD.  Q.  38.)  It  is  also  well  established  that  the  process  was  actually 
performed  under  Lowry's  direction  both  at  St.  Louis  in  October  and 
November,  1904,  and  at  Shirley,  Ind.,  in  March,  1905,  and  subse- 
quently. The  testimony  showing  the^  facts  is  fully  discussed  in  the 
decisions  below  and  need  not  be  reviewed  here  in  detail. 

An  objection  is  urged  in  behalf  of  Ruping,  however,  against  hold- 
ing the  St.  Louis  operations  as  a  reduction  to  practice,  which  may  be 
referred  to.  He  asserts  that  the  reports  of  the  runs  there  made,  copies 
of  which  are  in  evidence,  show  that  the  tests  were  of  a  purely  experi- 
mental character  and  so  could  not  constitute  a  reduction  to  practice. 
This  contention  is  based  upon  calculations  set  out  at  length  in 
Ruping's  brief  tending  to  show  that — 

less  than  4  per  cent,  of  the  hard-wood  ties  treated  at  St  Louis  were  treated  in 
accordance  with  the  specifications  of  his  patent — 

and  that  of  the  pine  ties — 

less  than  19  per  cent,  come  within  10  per  cent,  either  way  of  the  2i  gaUons  he 
specified. 

This  argument  loses  force,  however,  in  view  of  the  fact,  above 
pointed  out,  that  the  issue  is  not  limited  to  the  injection  or  with- 
drawal of  any  stated  quantity  of  oil.  If  the  quantities  named  in 
Lowry's  specification  as  an  illustration  were  material,  Ruping 
would  have  no  standing  in  this  interference,  for  his  application  is 
absolutely  silent  as  to  the  amount  to  be  put  in  or  taken  out.  Further- 
more, this  very  summary  of  the  results  is  an  effectual  admission  that 
the  process  was,  in  fact,  successfully  performed,  since  in  a  number  of 
instances  the  record  of  the  runs  corresponded  substantially  with  the 
example  cited  in  Lowry's  specification.  Considering  the  various 
kinds  and  conditions  of  timber  treated  at  that  time  it  would  be  ex- 
pected that  some  considerable  variations  would  be  shown  in  the 
results,  especially  in  view  of  the  fact  that  it  was  not  the  purpose  there 
to  produce  a  uniform  article  of  commerce. 

Since  both  the  St.  Louis  and  Shirley  reductions  to  practice  were 
subsequent  to  Ruping's  date  of  October  10,  1904,  Lowry's  diligence 
becomes  material  if  he  is  to  rely  upon  either. 

At  the  time  Ruping  appeared  on  the  field  Lowry  had  succeeded  in 
securing  the  necessary  capital  for  the  construction  of  the  Shirley 
plant,  had  arranged  with  the  Allis-Chalmers  Company  for  the 
making  of  the  necessary  plans,  which  were  begun  in  February  or 
March,  1904,  and  finished  toward  the  end  of  the  summer,  and  had 
invested  all  of  his  own  available  money  to  bind  a  five-year  contract 
for  oil.  He  had  further  during  the  summer  of  1904  made  arrange- 
ments with  von  Schrenk  to  conduct  the  demonstrations  at  the  St 
Louis  Exposition  in  accordance  with  his  invention  and  had  secured 
oil  and  apparatus  for  his  use  there. 
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The  first  retort  for  the  Shirley  plant  was  installed  about  October, 
1904:;  but  the  plant  was  not  suflSciently  completed  for  operation  until 
March,  1905,  when  runs  were  made  in  accordance  with  the  process  in 
issue.  The  building  of  the  plant  was  a  large  enterprise,  requiring 
the  expenditure  of  something  over  $100,000,  and  it  appears  that 
Lowry  was  devoting  his  entire  time  to  the  project.  He  had  during 
this  period  no  other  business.  The  time  consumed  in  the  completion 
cannot  be  considered  unreasonable,  considering  the  magnitude  of  the 
undertaking.  It  has  been  objected  by  Buping  that  the  construction 
of  the  Shirley  plant  could  not  be  considered  diligence,  because  Lowry 
was  under  contract  to  creosote  ties  there  under  another  process.  It 
has  been  shown,  however,  that  Lowry  had  in  mind  from  the  first  the 
practice  of  his  process  at  this  plant  and  had  the  retorts  designed 
especially  to  facilitate  the  rapid  withdrawal  of  the  free  oil  to  permit 
the  immediate  application  of  the  vacuum — a  feature  peculiar  to  the 
process  in  issue.  It  also  appears  from  the  testimony  that  Kittredge 
had  given  his  consent  to  the  use  of  Lowry's  process  on  the  Big  Four 
ties  pnor  to  the  ccMnpletion  of  the  plant.  It  can  hardly  be  urged 
with  reason  that  Lowry  should  have  first  constructed  a  smaller  plant 
to  test  his  invention,  which  might  have  been  completed  sooner,  espe- 
cially in  view  of  the  arrangements  for  the  St.  I^ouis  tests,  which 
occurred  very  shortly  after  Ruping  entered  the  field. 

It  must  be  held,  therefore,  that  Lowry  was  exercising  due  diligence 
in  reducing  the  invention  to  practice  both  at  St.  Louis  and  at  Shirley, 
and  the  diligence  covers  a  period  beginning  some  time  prior  to  the 
appearance  of  Ruping  in  the  field. 

Lowry  is  accordingly  entitled  to  an  award  of  priority  whether  his 
reduction  to  practice  be  accepted  as  that  at  Riverside  in  December, 
1903,  at  St.  Louis  in  October  and  November,  1904,  or  at  Shirley  in 
March,  1905. 

The  decision  of  the  Examiners-in-Chief  is  affirmed. 


Ex  PABTB  Julius  Wile  Sons  &  Co. 

Decided  February  IS,  1911, 

168  O.  G.,  787. 

1.  Trade-Mabks — ^Descmptivb — Words  Written  in  Foreign  Language. 

It  is  well  settled  that  the  foreign  equivalent  of  a  descriptive  word  is  not 
registrable.  {Ex  parte  Grocers  Specialty  Mfg.  Co,,  Limited,  C.  D.,  1903,  10; 
102  O.  G.,  465;  Dadirrian  v.  YacuUan  et  al.,  C.  D.,  1896,  713;  75  O.  G.,  1856; 
72  Fed.  Rep.,  1010;  Roncoroni  v.  Qross,  86  N.  Y.  Supp.,  1112;  92  App. 
Div..  22.) 

2.  Same — Same — "  Eleoancia." 

The  Spanish  word  **  Elegancia  "  H^d  not  registrable  as  a  trade-mark. 

On  Appeal. 
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TBADE-MABK   FOB  SHERBY   AND  PORT   WINES. 

Mr.  A,  Parker  Smith  for  the  applicant. 
MooRE,  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade-Marks 
refusing  to  register  the  word  *'  Elegancia  "  as  a  trade-mark  for  wine. 

It  appears  that  the  word  "  Elegancia  "  is  the  Spanish  equivalent 
of  "  elegance,"  and  the  Examiner  has  refused  registration  on  the 
ground  that  this  word  is  descriptive  of  the  goods  to  which  it  is 
applied. 

The  registration  of  a  word  which  is  descriptive  of  the  goods  to 
which  it  is  applied  or  of  a  character  or  quality  thereof  is  prohibited 
by  section  5  of  the  Trade-Mark  Act  of  February  20, 1905. 

It  is  well  settled  that  the  foreign  equivalent  of  a  descriptive  word 
is  not. registrable.  {Ex  parte  Grocers  Specialty  Mfg,  Co.^  Limited^ 
C.  D.,  1903,  10;  102  O.  G.,  465;  Dadirrian  v.  Yacubian  et  al.^  G  D., 
1896,  713;  75  O.  G.,  1856;  72  Fed.  Rep.,  1010;  Roncoroni  v.  Gross, 
86  N.  Y.  Supp.,  1112;  92  App.  Div.,  22.) 

In  the  first  of  these  cases  the  Commissioner  held  that  the  words 
"  Le  Bon  "  are  not  registrable  as  a  trade-mark. 

In  the  second  case  it  was  held  by  the  Circuit  Court  for  the  North- 
em  District  of  Illinois  that  the  word  "Matzoon"  used  as  a  trade- 
mark for  an  article  of  food  made  of  fermented  milk  did  not  constitute 
a  valid  trade-mark,  since  it  was  the  name  applied  to  this  article  in  a 
foreign  country. 

In  the  latter  case  the  appellate  division  of  the  Supreme  Court  of 
New  York  held  that  the  words  "  Conservata  Di  Tomate  "  was  not  a 
valid  trade-mark  as  applied  to  preserved  tomatoes,  being  merely 
Italian  for  "  preserved  tomato." 

The  word  "  elegant "  in  my  opinion  would  be  clearly  not  registrable 
as  a  trade-mark,  for  it  would  certainly  convey  the  idea  that  the  goods 
to  which  it  was  applied  were  of  a  superior  quality,  and  any  person 
has  a  right  to  apply  such  a  term  to  his  goods.  The  word  "  elegance  " 
would  clearly  convey  the  same  idea  and  would  be  no  more  registrable 
than  the  adjective  "  elegant."  As  pointed  out  above,  its  Spanish 
equivalent  is  no  more  registrable. 

The  decision,  of  the  Examiner  of  Trade-Marks  is  affirmed. 


Ex  PARTE  Harris. 

Decided  December  i,  1910, 
168  O.  G.,  1033. 
Patentability — Method  of  Prepabing  Beverages — ^Aggrbgatiow. 

Claims  for  a  method  of  preparing  beverages  which  include  the  three  steps 
of  preparing,  storing,  and  dispensing  the  beverage  Held  to  cover  mere  aggre- 
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gatioDS,  since  each  of  these  steps  is  complete  in  itself  and  independent  of  the 
others. 

Appeal  from  Examiners-in-Chief. 

METHOD  OF  PREPARING  AND  DISPENSING  BEVERAGES,  SUCH  AS  TEA  OR  COFFEE. 

Messrs.  Grifjin^  BemJiard  <&  Cavanagh  and  Messrs.  Griffin  <6  Bern- 
hard  for  the  applicant. 

Moore,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  a  rejection  by  the  Primary  Examiner  of  the  following 
claims : 

1.  The  method  of  preparing  beverages,  such  as  tea  or  coffee,  which  consists 
in  enveloping  a  charge  of  material  within  a  fabric  casing  composed  of  filtering 
material,  admitting  a  hot  liquid,  under  pressure,  interiorly  of  said  charge  of  ma- 
terial only,  thus  producing  an  infusion  thereof,  maintaining  said  infusion  in  a 
steaming  condition  by  the  application  of  heat  thereto,  and  storing  said  infusion 
free  from  contact  with  the  aforesaid  charge  of  material,  and  under  pressure,  by 
the  steam  generated  from  such  infusion. 

2.  The  method  of  preparing  beverages,  such  as  tea  or  coffee,  which  consists 
in  admitting  a  current  of  boiling  liquid  interiorly  of  a  charge  of  material  only, 
beating  the  resulting  infusion  to  a  steaming  condition,  and  storing  the  infusion 
thus  produced  under  the  pressure  of  the  steam  evolved  therefrom  and  free  from 
contact  with  such  charge. 

3.  The  method  of  preparing  beverages,  such  as  tea  or  coffee,  which  consists 
in  incasing  a  charge  of  material  within  a  fibrous  resisting  material,  introducing 
fl  heated  liquid,  while  under  pressure,  directly  to  the  interior  of  a  charge  of 
material,  and  resisting  the  fiow  of  liquid  from  the  charge  by  the  aforesaid  in- 
casing material,  causing  said  liquid  to  penetrate,  while  under  pressure,  all  parts 
of  the  charge. 

4.  The  method  of  preparing  beverages,  such  as  tea  or  coffee,  which  consists 
in  incasing  a  charge  of  material  within  a  closed  container  composed  of  fibrous 
filtering  material,  introducing  a  heated  liquid,  while  under  pressure,  directly 
to  the  interior  of  said  charge  of  material ;  resisting  the  flow  of  liquid  from  the 
charge  by  the  aforesaid  casing  of  filtering  material,  and  causing  said  liquid  to 
penetrate,  while  under  pressure,  all  parts  of  the  charge;  and  separating  the 
beverage  from  and  storing  it  out  of  contact  with  the  charge. 

5.  The  method  of  preparing  beverages,  such  as  tea  or  coffee,  which  consists 
in  introducing  a  heated  liquid,  while  under  pressure,  directly  to  the  interior 
of  a  charge  of  material;  resisting  the  fiow  of  liquid  from  the  charge,  thereby 
causing  it  to  penetrate  all  parts  of  the  charge,  heating  the  beverage  to  a  steam- 
ing condition ;  storing  the  beveragfe  under  the  pressure  of  the  steam  evolved 
therefrom,  and  out  of  contact  with  the  charge,  and  dispensing  the  beverage 
under  the  pressure  of  the  steam  and  without  admitting  atmospheric  air  thereto. 

6.  The  method  of  preparing  beverages,  such  as  tea  or  coffee,  which  consists 
in  introducing  a  heated  liquid,  while  under  pressure,  directly  to  the  interior  of 
a  charge  of  material ;  resisting  the  fiow  of  liquid  from  the  charge,  thereby 
causing  it  to  penetrate  all  parts  of  the  charge;  keeping  the  beverage  in  a  steam- 
ing condition,  under  pressure  and  free  from  contact  with  the  charge,  and  dis- 
pensing the  beverage  without  admitting  air  thereto. 
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7.  The  method  of  preparing  and  dispensing  beverages,  such  as  tea  or  coffee^ 
which  consists  in  producing  an  infusion  by  admitting  boiling  water  to  a  charge 
of  material,  heating  the  resulting  infusion  to  a  steaming  condition,  storing 
the  infusion  under  the  pressure  of  the  steam  evolved  by  heating  it,  and  dispens- 
ing the  heated  infusion  by  the  pressure  of  the  steam  and  without  admitting  air 
thereto. 

8.  The  method  of  preparing  and  dispoising  beverages,  such  as  tea  or  coffee, 
which  consists  in  producing  an  infusion  in  a  steam-tight  vessel,  heating  the  in- 
fusion to  a  steaming  condition  by  the  application  of  heat  thereto,  mantainlng 
the  infusion  under  the  pressure  of  the  steam  evolved  therefrom,  and  dispensing 
the  infusion  under  the  pressure  of  steam  and  without  admitting  atmospheric 
air  thereto. 

9.  The  method  of  preparing  and  dispensing  beverages,  such  as  tea  or  coffee, 
which  consists  in  producing  an  infusion  in  a  closed  vessel  by  admitting  boiling 
water  and  steam  to  a  charge  of  material,  displacing  air  from  the  vessel  by  the 
steam  admitted  thereto,  storing  the  infusion  free  from  contact  with  said  charge 
of  material,  heating  the  infusion  to  a  steaming  condition  by  the  application  of 
heat  thereto,  keeping  the  infusion  under  the  pressure  of  the  steam  evolved  there- 
from, and  dispensing  the  infusion  under  the  pressure  of  the  steam  and  without 
admitting  air  thereto. 

10.  The  method  of  preparing  beverages,  such  as  tea  or  coffee,  which  consists 
in  enveloping  a  charge  of  material  in  a  fabric  container  composed  of  filtering 
materia],  placing  the  incased  material  in  a  steam-tight  chamber,  discharging  a 
current  of  boiling  water  within  the  aforesaid  charge  of  material,  and  resisting 
the  flow  of  liquid  from  the  charge  by  the  fabric  container,  thereby  causing  the 
liquid  to  penetrate  throughout  such  charge  of  material,  the  liquid  being  supplied 
under  such  pressure  as  is  sufficient  to  force  its  way  through  the  charge  and  the 
fabric  container. 

11.  The  method  of  preparing  beverages  which  consists  in  enveloping  a  charge 
of  material  in  a  fabric  container  composed  of  filtering  material,  inclosing  said 
container  within  a  foraminous  receptacle,  placing  the  incased  charge  of  material 
in  a  steam-tight  chamber,  supplying  a  current  of  hot  liquid  under  pressure 
within  the  charge  of  material,  resisting  the  fiow  of  liquid  from  the  charge, 
thereby  causing  it  to  penetrate  throughout  said  charge  and  storing  the  beverage 
thus  produced  out  of  contact  with  said  charge. 

12.  The  method  of  preparing  and  dispensing  beverages  which  consists  in 
enveloping  a  charge  of  material  within  a  fabric  casing  composed  of  filtering 
material,  such  casing  being  adapted  to  resist  the  outflow  of  liquid ;  placing  the 
Incased  material  within  a  tight  chamber;  admitting  hot  liquid  interiorly  of 
said  charge  of  material,  thereby  producing  an  infusion  and  causng  the  casing 
material  to  resist  the  passage  of  the  liquid  or  infusion  and  simultaneously 
clarify  the  liquid,  storing  the  infusion  free  from  contact  with  the  aforesaid 
charge  of  material ;  maintaining  the  infusion  in  a  steaming  condition  and  keep- 
ing it  under  pressure  within  the  tight  chamber,  and  dispensing  the  infusion 
without  admitting  air  thereto  and  by  the  pressure  of  steam  in  the  aforesaid 
chamber. 

The  references  cited  are  as  follows :  Walker,  August  20,  1867,  No. 
67,932;  Moneuse  and  Duparquet,  October  12,  1869,  No.  95,710;  Ful- 
ghum,  September  1,  1874,  No.  154,660;  Etzensberger,  May  22,  1877, 
No.  190,964;  Schmitz,  May  21,  1878,  No.  204,099;  Stilwell,  March  23, 
1880,  No.  225,731 ;  Grant,  May  1, 1883,  No.  276,579;  Jones,  September 
17,  1889,  No.  411,037;  Childs,  March  11,  1890,  No.  423,127;  Childs, 
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February  20,  1894,  No.  514,988;  Childs  and  Jones,  June  12, 1894,  No. 
521,229;  Morian,  June  2,  1896,  No.  561,515.  British:  Rabaut,  No. 
4,686  of  1822;  Andrew,  No.  9,035  of  1841.  German :  Grabert,  Novem- 
ber 6, 1879,  No.  9,876;  Cloeter,  June  10, 1890,  No.  52,404. 

In  another  application.  No.  224,761,  applicant  has  been  allowed 
claims  covering  the  apparatus  for  carrying  out  the  process  of  this 
application. 

Claims  3  and  10  of  this  appeal  relate  merely  to  the  method  of  pre- 
paring the  beverage.  Claims  1,  2,  4,  5,  and  11  relate  to  the  method  of 
preparing  and  storing  the  beverage,  while  claims  6,  7,  8,  9,  and  12 
include  the  method  of  preparing,  storing,  and  also  dispensing  the 
beverage. 

There  is  believed  to  be  no  essential  relation  between  the  three  steps 
of  preparing,  storing,  and  dispensing  the  beverage  which  applicant 
successively  employs.  Each  step  appears  to  be  complete  in  itself 
and  independent  of  the  others.  The  claims  covering  these  successive 
steps  are  in  the  nature  of  an  aggregation  of  unrelated  functions  per- 
formed by  appellant's  apparatus. 

Appellant's  method  of  extracting  the  essential  part  of  the  material 
operated  upon  and  of  storing  the  beverage  is  substantially  the  same 
as  that  employed  by  Etzensberger.  Appellant  argues  that  his  process 
differs  from  that  of  this  reference  in  several  particulars  and,  first, 
in  that  little,  if  any,  pressure  is  employed  in  the  method  disclosed 
in  said  patent.  In  Etzensberger's  device,  however,  the  water  is 
forced  up  the  flow-pipes  D  and  D'  either  by  the  pressure  of  the 
steam  generated  in  the  closed  vessel  A  or,  in  the  modification  de- 
scribed, by  the  pressure  of  the  water  in  "  the  water-back  or  boiler  of 
a  kitchen-range,  or  any  other  source  of  supply."  The  impervious 
sides  of  the  reservoir  C  and  the  small  apertures  in  its  top  and  bottom 
would  tend  to  restrict  the  flow  of  the  liquid  and  cause  back  pressure 
similar  to  that  caused  by  the  canvas  sack  of  appellant.  Moreover, 
the  patent  to  Morian  shows  it  to  be  old  to  place  the  coffee  within  a 
bag  and  force  the  water  under  pressure  through  the  same.  The 
fact  that  the  water  is  forced  into  the  top  of  the  bag  through  the  coffee 
and  out  through  the  bottom  of  the  bag  in  this  reference  instead  of 
being  injected  into  the  midst  of  the  coffee  and  out  through  the  bag, 
as  in  appellant's  device,  is  believed  to  be  immaterial,  since  the  result 
obtained  is  practically  the  same. 

The  patents  to  Stilwell  and  Jones  and  the  British  patent  to  Andrew 
show  it  to  be  old  to  force  water  under  pressure  through  the  material. 
The  patent  to  Walker  shows  a  device  in  which  steam  is  introduced 
into  the  interior  of  the  coffee  confined  in  a  box  having  a  perforated 
botto^i. 

The  step  of  storing  the  material  under  the  pressure  of  the  steam 
and  out  of  contact  with  the  charge,  included  in  the  second  group  of 
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claims,  is  disclosed  in  the  above  patents  to  Etzensberger  and  Walker, 
also  the  patents  to  Stilwell  and  Childs. 

The  third  step  of  dispensing  the  infusion  under  the  pressure  of 
steam  without  admitting  air  thereto,  included  in  the  third  group 
of  claims,  is  believed  to  be  disclosed  in  the  patent  to  Etzensberger, 
as  pointed  out  in  the  decision  of  the  Examiners-in-Chief .  Moreover, 
it  is  unquestionably  disclosed  in  the  three  patents  to  Childs  of  record. 

For  the  reasons  mentioned  the  appealed  claims  are  held  to  be  tin- 
patentable  and  the  decision  of  the  Examiners-in-Chief  is  affinaed. 


Ex  PARTE  COTTRELL. 

Decided  September  27,  1910. 

168  O.  G..  203. 

PaTINTABILITT — SUFnCDENCT  OF  RSFEBENCB. 

Where  claims  are  drawn  broadly  to  means  for  collecting  and  folding 
sheets  in  a  certaiA  manner,  Held  that  these  claims  were  properly  rejected 
in  view  of  a  prior  patent  which  discloses  diagrammatically  means  adapted 
to  perform  the  functions  set  forth  in  the  claims. 

Appeal  from  Examiners-in-Chief. 

CXTTTINO  AlfD  FOLDING  MACHINE  FOB  FBINTINO  PRESSES. 

Messrs.  Brown  <&  Seward  for  the  applicant. 

Tennant,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  action  of  the  Examiner  rejecting  claims  1  to  8  of  this 
application,  of  which  the  following  sufficiently  illustrate  the  nature  of 
the  invention : 

1.  Means  for  collecting  a  group  of  sheets  cut  and  fed  from  the  main  web,  a 
folding-cylinder  and  means  for  causing  the  cylinder  to  collect  thereon  the  group 
of  sheets  cut  and  fed  from  the  main  web  with  a  previously-printed  insert-sheet 
fed  from  one  source  of  supply  and  a  previously-printed  cover-sheet  fed  fr^m 
another  source  of  supply. 

4.  Means  for  collecting  a  group  of  sheets  cut  and  fed  from  the  main  web, 
folding-cylinders,  means  for  causing  one  of  the  cylinders  to  collect  thereon  the 
group  of  sheets  cut  and  fed  from  the  main  web  with  a  previously-printed  insert- 
sheet  fed  from  one  source  of  supply  and  a  previously-printed  cover-sheet  fed 
from  another  source  of  supply,  and  coacting  folding  devices  arranged  to  fold 
the  sheets  together  and  deliver  them  at  a  predetermined  point. 

8.  Means  for  collecting  a  group  of  sheets  cut  and  fed  from  the  main  web, 
folding-cylinders,  means  for  causing  one  of  the  cylinders  to  successively  collect 
thereon  a  previously-printed  insert-sheet  fed  from  one  source  of  supply,  the 
group  of  sheets  cut  and  fed  from  the  main  web  and  a  previously-printed  cover- 
sheet  fed  from  another  source  of  supply,  and  coacting  folding  devices  arranged 
to  fold  the  sheets  together  and  deliver  them  at  a  predetermined  point 
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The  references  cited  are:  Spalckhaver,  No.  679,191,  July  23, 1901; 
British  patent,  No.  20,935  of  1891,  to  Allison. 

The  invention  relates  to  improvements  in  cutting  and  folding 
machines  for  printing-presses  and,  as  stated  by  the  applicant  in  his 
specification — 

♦  ♦  ♦  has  particularly  for  its  object  to  provide  novel  means  for  associating 
and  folding  together  sheets  cut  from  the  printed  web  fed  from  the  press  with 
cover  and  insert  sheets  cut  and  fed  from  previously-printed  webs,  the  mechanism 
being  so  arranged  that  a  plurality  of  sheets  cut  from  the  web  fed  from  the  main 
press  may  be  collected  and  then  aRsembled  with  a  sheet  cut  and  fed  from  the 
previously-printed  insert-supply  and  a  sheet  cut  and  fed  from  the  previously- 
printed  cover-supply,  and  the  whole  folded  together  and  delivered  to  a  predeter- 
mined point 

Referring  to  applicant's  Figure  1,  which  is  diagrammatic  in  form, 
its  function  is  accomplished  as  follows :  The  main  web  15  is  led  from 
the  printing  mechanism  to  a  pair  of  rotary  cutters  which  cut  the  web 
into  sheets.  These  sheets  are  directed  to  a  collecting-cylinder  9, 
which  collects  two  sheets  and  delivers  them  to  a  folding-cylinder  3. 
In  the  meantime  a  previously-printed  insert-web  21  is  fed  between  a 
pair  of  rotary  cutters  to  cut  the  same  into  sheets,  whence  the  same 
are  guided  to  a  feeding-cylinder,  which  in  turn  delivers  the  sheets  to 
a  folding-cylinder  3,  above  referred  to,  where  they  are  associated 
with  a  group  of  sheeets  from  the  main  web.  During  this  time  the 
cover-sheet  in  the  form  oi  a  web  30  is  led  between  cutters  and  cut  into 
sheets,  which  pass  to  a  feeding-cylinder  which  delivers  them  to  a 
folding-cylinder  4,  which  in  turn  delivers  the  cover-sheet  to  the 
folding-cylinder  3,  thus  associating  the  same  with  a  group  of  sheets 
fed  from  the  main  web  and  the  insert-supply.  The  combined  group 
of  sheets  thus  formed  is  then  folded  by  a  folding-blade,  carried  upon 
the  folding-cylinder  3  into  jaws  upon  the  folding-cylinder  4,  whence 
the  folded  product  is  delivered  to  tapes  which  convey  the  same  to  a 
receiving  device. 

The  main  reference  is  the  British  patent  to  Allison.  This  device, 
as  set  forth  in  the  complete  specification — 

•  ♦  ♦  relates  to  the  application  to  a  rotary  printing-machine  which  prints 
and  folds  a  paper  of  any  number  of  pages,  of  a  novel  organ  or  port  wbieh 
enables  a  supplement  of  any  number  of  pages  (that  is  to  say  which  may  com- 
prise from  two  pages  to  the  number  of  pages  comprised  in  the  paper  itself)  to 
be  supplied  to  the  printed  paper  and  be  folded  with  it. 

The  drawings  of  this  patent,  which  are  diagrammatic  in  form, 
illustrate  three  cylinders  apparently  of  equal  size,  arranged  in  the 
same  horizontal  plane,  numbered,  respectively,  2, 3,  and  5,  and  a  cylin- 
der 6,  arranged  vertically  over  cylinder  5.  The  main  web  in  the  press 
is  led  over  cylinder  2  and  between  cylinders  2  and  3,  where,  according 
to  the  specification,  it  is  cut  and  receives  its  first  fold.  It  is  then 
carried  by  the  grippers  of  cylinder  3  and  receives  its  second  fold  be- 
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tween  cylinders  3  and  5.  Grippers  upon  cylinder  6  then  seize  the 
head  of  the  folded  sheet  and  carry  it  forward  until  it  receives  a  third 
fold  between  folding-blades  7  and  8,  located,  respectively,  on  cylin- 
ders 6  and  5.  Folding  blades  or  jaws  thereupon  carry  forward  the 
folded  copy  to  the  receiver.  Provision  is  made,  however,  for  insert- 
ing additional  sheets  during  the  operation  above  described.  Four 
tables  are  illustrated  above  the  folding-cylinder  with  feeding-lines 
indicated,  so  that  cut  sheets  delivered  from  any  of  the  four  tables  may 
be  served  either  between  the  cylinders  2  and  3  or  between  the  cylinders 
6  and  5,  according  to  the  number  of  pages  which  it  is  desired  to  have 
in  the  supplement.    The  specification  states  that — 

♦  ♦  ♦  a  supplement  of  two  or  more  pages  will  follow  the  course  10  so  as  to 
proceed  to  the  cylinder  6  whereby  it  will  be  incorporated  with  the  copy  of  the 
main  paper  after  it  has  received  its  third  fold. 

For  the  supplements  of  six,  eight,  ten,  twelve,  fourteen  or  sixteen  pages,  the 
sheets  wUl  follow  the  course  11. 

the  latter  leading  between  the  cylinders  2  and  3,  as  above  described. 
The  specification  continues: 

If  the  supplement  is  to  form  a  cover  to  the  paper  I  could  also  introduce  same 
to  the  machine  so  as  to  cause  it  to  be  delivered  at  the  same  time  as  the  pai)er 
itself  and  covering  same. 

The  number  of  pages  of  the  cover  might  vary  from  four  upward. 

In  this  case  In  order  to  introduce  the  cover  into  the  machine,  such  introduc- 
tion win  no  longer  be  from  the  top  side  of  the  folding-cylinders  as  in  the  previous 
cases,  but  from  the  under  side  thereof  and  to  the  cylinder  6. 

The  patent  to  Spalckhaver  was  cited  for  the  purpose  of  showing 
that  it  is  old  in  the  newspaper  printing  and  folding  art  to  coUect 
sheets  when  it  is  desired  to  increase  the  size  of  the  product,  the 
Examiner  stating  that  all  high-speed  newspaper  printing  and  fold- 
ing machines  which  handle  printed  webs  are  provided  with  collecting 
means. 

It  is  contended  in  behalf  of  the  applicant  that  the  disclosure  in  the 
Allison  patent  is  insufficient  to  anticipate  the  applicant's  invention, 
that  it  does  not  show  the  combination  of  elements  set  forth  in  the 
appealed  claims,  and  that  it  does  not  even  contemplate  the  combina- 
tion of  sheets  from  the  main  web  with  sheets  both  from  a  source  of 
insert-sheet  supply  and  a  source  of  cover-sheet  supply,  but,  upon  the 
other  hand,  positively  states  that  a  sheet  from  the  main  web  is  com- 
bined with  either  an  insert-sheet  or  a  cover-sheet.  It  is  contended 
that  Allison  gives  in  his  specification  three  alternative  ways  of  com- 
bining supplements  with  the  main  press-web,  either  by  the  path  10, 
path  11,  or  the  path  20.  Attention  was  further  called  at  the  hearing 
to  the  character  of  the  gearing  necessary  to  operate  the  intricate  mech- 
anism of  the  printing-press  as  disclosed  in  the  applicant's  case  and  to 
the  absence  of  any  description  of  driving  mechanism  for  the  device 
disclosed  in  the  British  patent. 
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While  it  is  true  that  the  gearing  necessary  to  operate  the  mechanism 
of  the  folding-machine  is  somewhat  intricate,  it  must  be  remembered 
that  the  art  of  folding  is  highly  developed,  so  that  a  mechanic  skilled 
in  the  particular  art  would  presumably  be  able  to  supply  the  nec- 
essary driving  mechanism  to  operate  the  parts  comprising  a  system 
of  the  character  of  either  the  applicant's  or  the  patent,  as  required. 
It  is  quite  common  in  this  art  to  illustrate  inventions,  especially  in- 
ventions broadly  claimed,  by  means  of  diagrammatic  drawings,  such 
as  those  of  the  British  patent.  Furthermore,  the  claims  of  this 
applicant  are  drawn,  broadly,  to  means  for  collecting  and  folding 
groups  of  sheets  in  a  certain  manner.  It  is  therefore  sufficient  for  the 
purpose  of  this  case  if  the  British  patent  diagrammatically  discloses 
means  adapted  to  perform  the  same  function  as  that  disclosed  in  the 
appealed  claims.  It  is  clear  from  the  disclosure  of  the  British  patent, 
as  above  discussel,  that  provision  is  made  not  only  for  the  folding  of 
the  main- web  sheets  from  the  press,  but  also  for  the  insertion  of  sup- 
plemental sheets,  such  as  the  inert-sheets  of  the  applicant's  device. 
There  is  also  provided  in  the  British  patent  a  means  for  supplying 
a  cover-sheet,  which  means  is  independent  of  the  means  for  feeding 
the  insert-sheets  or  vice  versa. 

As  stated  by  the  Examiner — 

*  *  *  the  construction  disclosed  is  just  as  well  adapted  to  associate  a  cover- 
sheet  and  a  supplemental-sheet  with  the  sheet  or  sheets  from  the  main  web  as 
it  is  to  associate  one  sheet  only  with  the  main  sheet  or  sheets. 

It  is  true  that  the  mechanism  shown  in  the  British  patent  does  not 
collect  sheets  fed  and  cut  from  the  main  web;  but  in  view  of  the 
common  practice,  as  disclosed  in  the  Spalckhaver  patent,  to  collect 
sheets  for  the  same  purpose  it  would  not  require  invention  to  provide 
a  collecting  mechanism  for  the  main- web  sheets  in  the  Allison  struc- 
ture, or,  as  suggested  by  the  Examiner  in  his  statement — 

♦  ♦  •  it  would  not  require  invention  to  make  the  cylinder  2  of  the  British 
patent  to  Allison  a  collecting-cylinder  in  view  of  the  common  practice  of  collect- 
ing sheets  where  it  is  desired  to  increase  the  size  of  the  product 

or,  in  fact,  to  feed  supplemental  sheets  from  a  plurality  of  webs  to 
the  folding-cylinders,  as  suggested  in  the  British  patent.  Applying 
the  reference  thus  construed  to  the  claims,  the  British  patent  to 
Allison  has  means  for  collecting  a  group  of  sheets  cut  and  fed  from 
the  main  web  in  the  cylinder  2  and  means  for  causing  the  cylinder 
to  collect  thereon  a  group  of  sheets  cut  and  fed  from  the  main  web 
with  a  previously-printed  insert-sheet  in  the  cylinders  5  or  6,  accord- 
ing to  whether  the  insert-sheet  follows  the  path  11  or  10,  indicated  in 
.the  drawing  of  the  British  patent,  and  a  previously-printed  cover- 
sheet  fed  from  another  source  of  supply  when  the  same  is  fed  from 
below,  as  indicated  by  the  dotted  or  broken  line  marked  20,  which 
is  located  beneath  the  cylinder  5. 
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I  am  clearly  of  the  opinion  that  the  disclosure  contained  in  the 
British  patent  is  sufficient  to  anticipate  all  the  claims,  except  for  the 
limitation  set  forth  in  claims  5,  6,  7,  and  8  of  the  grouping  of  the 
sheets  cut  from  the  main  web  with  the  insert-sheet  and  the  cover- 
sheet;  but,  as  shown  by  the  patent  to  Spalckhaver,  the  collection  of 
a  series  of  sheets  upon  a  folding-cylinder  is  common  in  the  art,  and 
the  inclusion  of  this  feature  in  the  applicant's  device  did  not  involve 
anything  more  than  the  exercise  of  the  mechanic's  skill  by  one 
familiar  with  the  art  to  which  the  alleged  invention  appertains. 

Tfie  decision  of  the  Examiners-in-CMef  is  affirmed. 


Ex  PARTE  BOHN. 

Decided  July  29,  1911. 

169  O.  G.,  701. 

1.  ArPLiCATioN — Prosecution — Abandonment. 

The  fact  that  the  attorney  of  record  did  not  receive  Instrnctlons  from 
the  agent  of  the  applicant,  who  resides  abroad,  in  time  to  amaid  the  appli- 
cation within  one  year  from  the  date  of  the  last  Office  action  Held  in- 
sufficient to  show  that  the  delay  was  unavoidable  within  the  meaning  of 
section  4894,  Revised  Statutes,  in  the  absence  of  any  showing  that  instruc- 
tions were  necessary  or  that  any  request  for  such  instructions  was  made  by 
the  attorney  of  record. 

2.  Same — Same — RssPONsiBiLrnr  of  the  Attorney  of  Record. 

When  one  who  is  registered  to  practice  before  the  Patent  Office  accepts 
the  appointment  as  attorney  from  a  foreign  applicant,  the  entire  responsi- 
bility for  the  prosecution  of  the  case  rests  upon  the  attorney  so  appointed, 
and  he  cannot  shift  that  responsibility  to  the  foreign  correspondent,  who» 
so  far  as  shown  by  the  record,  is  not  concerned  with  the  applicatioo. 

On  Petition. 

SLIDE-VALVE. 

Mr.  Francis  H.  Richards  for  the  applicant. 

Billings,  First  Assistant  Commissioner: 

This  is  a  petition  that  the  above-entitled  application  be  held  not 
abandoned  notwithstanding  the  failure  to  take  action  within  one  year 
from  the  last  Office  action. 

On  July  5,  1910,  the  claims  in  this  case  were  rejected  in  view  of 
certain  references  of  record.  On  July  6,  1911,  the  present  petition 
was  filed,  accompanied  by  an  affidavit  of  the  Washington  representa- 
tive of  the  attorney  of  record,  whose  place  of  business  is  in  New  York 
city.    On  July  7, 1911,  an  affidavit  of  the  attorney  was  filed. 
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In  the  latter  affidavit  it  is  stated  that  upon  the  receipt  of  the 
letter  of  July  5, 1910,  it  was  transmitted  to  applicant's  German  agent; 
that  all  information  and  data  for  actual  amendments  to  official 
actions  in  this  application  have  been  furnished  by  such  agent;  that 
it  is  customary  for  foreign  agents  to  allow  about  ten  days  for  mailing 
instructions  from  abroad;  that  on  July  5,  1911,  a  letter  from  the 
foreign  agent  was  received  containing  instructions  as  to  the  amend- 
ment of  this  application;  that  this  letter  was  postmarked  in  Berlin 
on  June  21,  1911,  the  delay  in  receiving  it  being  apparently  due  to 
the  fact  that  July  1  was  a  half-holiday  and  July  4  a  holiday;  that 
on  July  5,  1911,  he  attempted  to  communicate  with  his  Washington 
correspondent  over  the  telephone,  but  was  unable  to  do  so. 

The  power  of  attorney  gives  the  attorney  of  record  full  authority 
to  amend  this  application.  The  case  is  a  simple  one,  and  it  does  not 
appear  why  instructions  were  necessary.  Neither  does  it  appear  that 
the  attorney  of  record  made  any  request  of  his  foreign  correspondent 
for  instructions  after  mailing  him  a  copy  of  the  Office  letter. 

In  applications  filed  by  foreign  inventors,  as  in  all  other  appli- 
cations, the  attorney  of  record  must  assume  responsibility  for  their 
prosecution. 

Under  the  provisions  of  Rule  17  it  is  incumbent  upon  inventors 
who  are  citizens  or  subjects  of  countries  foreign  to  the  United  States 
which  do  not  grant  reciprocal  rights  to  citizens  of  the  United 
States  and  who  desire  to  employ  attorneys  to  give  powers  of  attorney 
to  one  who  is  either  a  citizen  or  resident  of  the  United  States. 

Under  these  circumstances  when  one  who  is  registered  to  practice 
tefore  the  Patent  Office  accepts  the  appointment  as  attorney  from 
a  foreign  applicant  the  entire  responsibility  for  the  prosecution  of 
the  case  rests  upon  the  attorney  so  appointed,  and  he  cannot  shift 
that  responsibility  to  the  foreign  correspondent,  who,  so  far  as  shown 
by  the  record,  is  not  concerned  with  the  application.  If  delay  in 
the  prosecution  of  an  application  is  necessary  to  permit  an  attorney 
to  obtain  facts  from  the  inventor  or  others  more  familiar  with  the 
invention  than  he,  then  upon  a  proper  showing  the  delay  may  be 
foimd  to  be  unavoidable;  but  this  is  a  general  rule  applicable  to  all 
cases  where  the  attorney  needs  further  information  from  the  in- 
ventor, and  it  is  not  applicable  to  special  cases,  such  as  this,  where 
the  attorney  of  record  delays  action  to  regeive  instructions  which  are 
not  absolutely  necessary  and  which,  so  far  as  appears  from  the 
record,  are  unsought. 

The  facts  are  insufficient  to  show  that  the  delay  in  prosecuting  this 
case  has  been  unavoidable  within  the  meaning  of  section  4894,  Re- 
vised Statutes. 

The  petition  is  denied. 
2097**— 12 8 
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McIntybs  V.  Pebbt. 

Decided  July  19,  1911. 
169  O.  G.,  948. 

INTIBFEBBNOB— DBOISIOH   OH   PbIOBITT — BUX   IN    EQUITY    UlTDKB   PB0VI8I0N8   OF 

Section  4916,  Revised  Statutes — Grant  of  Patent  to  Opposing  Paety 
Not  Suspended. 
Where  after  a  decision  on  priority  by  tbe  Court  of  Appeals  of  the  District 
of  Columbia  the  defeated  party  files  a  biU  In  equity  under  the  provisions  of 
section  4916,  Revised  Statutes,  Held  that  the  issuance  of  a  patent  to  the 
successful  party  to  the  Interference  cannot  be  suspended  pending  the  final 
determination  of  the  suit 

On  MonoK. 

VEHIOLB-SPBINO. 

Messrs.  Bates ^  Fonts  A  HvU  and  Mr.  Melville  Church  fov'McIatyTe. 
Mr.  A.  S.  Pattison  for  Perry. 

Tennant,  Assistant  Commissioner: 

This  is  a  motion  by  Mclntyre  that  further  proceedings  in  this 
cause  be  suspended  and  stayed  and  a  patent  to  the  party  John  A. 
Perry  withheld  until  the  termination  of  a  pending  suit  brought  under 
section  4915  of  the  Revised  Statutes  by  said  Mclntyre  and  his 
assignee,  The  Perfection  Spring  Company,  against  John  A.  Perry 
and  his  assignee,  The  Winton  Motor  Carriage  Company,  in  the 
United  States  Circuit  Court  for  the  Eastern  Division  of  the  Northern 
District  of  Ohio. 

The  record  of  this  interference  shows  that  the  case  came  on  for  final 
hearing  before  the  Examiner  of  Interferences  and  was  decided  by 
him  in  favor  of  Mclntyre  on  May  27,  1909.  On  appeal  to  the 
Examiners-in-Chief  the  decision  of  the  Examiner  of  Interferences 
was  reversed,  and  upon  appeal  to  the  Commissioner  the  decision  of 
the  Examiners-in-Chief  was  affirmed.  Appeal  was  taken  from  the 
decision  of  the  Commissioner  to  the  Court  of  Appeals  of  the  District 
of  Columbia,  and  upon  May  29,  1911,  that  court  rendered  a  decision 
affirming  the  decision  of  the  Commissioner  of  Patents,  (post  432 ;  170 
O.  G.,  927;  37  App.  D.  C,  372,)  which  was  duly  certified  to  the  Com- 
missioner  in  accordance  with  law. 

It  is  contended  in  behalf  of  Mclntyre  that,  although  it  had  been 
the  established  practice  in  the  Patent  Office  to  refuse  to  suspend  pro- 
ceedings in  an  interference  case  after  a  decision  by  the  court  of 
appeals  on  the  question  of  priority  of  invention,  {ex  parte  Sargenty 
C.  D.,  1877,  125;  12  O.  G.,  475;  WelU  v.  Boyle,  C.  D.,  1888,  36;  43 
O.  G.,  753;  Northall  v.  Bemardin,  GouricJc^s  Digest,  vol.  8,  34,) 
since  the  above  decisions  it  has  been  held  by  the  Supreme  Court  of 
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the  United  States  that  the  decisions  of  the  court  of  appeals  in  inter- 
ference cases  are  not  final  decisions,  as  further  proceedings  may  be 
had  by  a  bill  in  equity  under  section  4915  of  the  Bevised  Statutes. 
{Fra^ch  V.  Moore,  C.  D.,  1908,  609;  137  O.  G.,  230:  211  U.  S.,  1; 
Johnson  V.  Mueser,  C.  D.,  1909,  666;  146  O.  G.,  767;  212  U.  S.,  283; 
Moore,  Commissioner  of  Patents,  v.  United  States,  ex  rel.  Newcomh 
Motor  Company,  216  U.  S.,  608.) 

It  is  urged  that  since  an  appeal  allowed  by  statute  in  an  interfer- 
ence case  has  always  operated  as  a  supersedeas  of  the  judgment 
appealed  from,  although  no  statute  specifically  declares  that  it  shall 
so  act,  section  4915  of  the  Bevised  Statutes  should  be  regarded  as 
merely  one  further  step  in  the  prosecution  of  an  applicant's  remedy 
in  an  interference  case,  and  the  decision  of  the  Court  of  Appeals  of 
the  District  of  Columbia  not  being  regarded  as  final,  that  the  filing 
of  a  bill  under  section  4915,  Bevised  Statutes,  should  operate  as  a 
supersedeas  of  the  judgment  of  the  court  of  appeals  sought  to  be 
reviewed  by  the  proceedings  under  such  bill. 

It  is  contended  in  behalf  of  Perry  that  the  decision  of  the  court  of 
appeals  awarding  priority  of  invention  to  him  terminated  the  inter- 
ference and  that  the  Commissioner  of  Patents  is  without  authority 
to  reinstate  the  interference  for  any  purpose. 

The  contention  of  Mclntyre  is  based  upon  the  interpretation  placed 
upon  section  4915  of  the  Bevised  Statutes  by  the  Supreme  Court  of 
the  United  States  in  Frasch  v.  Moore,  supra,  which  is  as  follows: 

By  section  4915  a  remedy  by  blU  in  equity  is  given  where  a  patent  is  refused, 
and  reads  as  follows: 

"  Sec.  4915.  Whenever  a  patent  on  application  is  refused,  either  by  the  Com- 
missioner of  Patents  or  by  the  Supreme  Court  of  the  District  of  Columbia 
upon  appeal  from  the  Commissioner,  the  applicant  may  have  remedy  by  bill  in 
equity;  and  the  court  having  cognizance  thereof,  on  notice  to  adverse  parties 
and  other  due  proceedings  had,  may  adjudge  that  such  applicant  is  entitled, 
according  to  law,  to  receive  a  patent  for  his  invention,  as  specified  in  his  claim, 
or  for  any  part  thereof,  as  the  facts  in  the  case  may  appear.  And  such  ad- 
judication, if  it  be  in  favor  of  the  right  of  the  applicant,  shall  authorize  the 
Commissioner  to  issue  such  patent  on  the  applicant  filing  in  the  Patent  Office 
a  copy  of  the  adjudication,  and  otherwise  complying  with  the  requirements  of 
law.  In  aU  cases,  where  there  is  no  opposing  party,  a  copy  of  the  bill  shall  be 
served  on  the  Commissioner;  and  all  the  expenses  of  the  proceedings  shall  be 
paid  by  the  applicant,  whether  the  final  decision  is  in  his  favor  or  not." 

The  final  decision  referred  to  is  obviously  the  Judicial  decision  on  the  bill  in 
equity,  while  in  interference  cases  and  in  all  others  going  up  from  the  Com- 
missioner to  the  court  of  appeals  there  is  no  final  Judgment  in  the  cause,  but 
one  interlocutory  in  its  nature  and  binding  only  upon  the  Commissioner  "to 
govern  the  further  proceedings  in  the  case."  The  opinion  or  decision  of  the 
court  reviewing  the  Commissioner's  decision  is  not  final,  because  it  does  not 
preclude  any  person  interested  from  contesting  the  validity  of  the  patent  in 
court,  and  if  the  decision  of  the  Commissioner  grants  the  patent  that  is  the 
end  of  the  matter  as  between  the  Government  and  the  applicant;  and  if  he 
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refuses  it  and  the  court  of  appeals  sustains  him,  that  is  merely  a  qualified 
finality,  for,  as  we  have  seen,  the  decision  of  that  court  may  be  challenged 
generally  and  a  refusal  of  patent  may  be.  reviewed  and  contested  by  bill  as 
provided. 

It  is  urged  that  this  interpretation  of  section  4915,  Revised 
Statutes,  is,  in  effect,  a  ruling  that  the  bringing  of  a  bill  in  equity 
under  said  section  amounts  to  an  appeal  from  the  decision  of  the 
court  of  appeals  and  that  the  bringing  of  such  a  bill  should  act  as 
a  supersedeas  to  stay  further  proceedings  in  the  interference. 

This  contention  is  not  believed  to  be  well  founded.  The  Supreme 
Court  of  the  United  States  in  Frasch  v.  Moore^  above  cited,  specific- 
ally referred  to  its  prior  decision  in  the  case  of  Butterworth  v.  Hoe^ 
(C.  D.,  1884,  429;  29  O.  G.,  615;  112  U.  S.,  50,)  and  there  appears  to 
be  nothing  in  the  lateif  decision  which  either  modifies  or  reverses  the 
rulings  in  the  prior  decision  in  respect  to  this  matter.  In  the  case 
of  Butterworth  v.  Hoe^  sxipra^  the  Court  said : 

It  is  evident  that  the  appeal  thus  given  to  the  Supreme  CJourt  of  the  District 
of  Columbia  (now  the  Court  of  Appeals  of  the  District  of  Columbia,  section  9 
of  the  act  of  February  9,  1898,)  from  the  decision  of  the  Commissioner  is  not 
the  exercise  of  ordinary  jurisdiction  at  law  or  in  equity  on  the  part  of  that 
court,  but  is  one  step  in  the  statutory  proceeding  under  the  patent  laws 
whereby  that  tribunal  is  interposed  in  aid  of  the  Patent  Office,  though  not 
subject  to  it.  Its  adjudication,  though  not  binding  upon  any  who  choose  by 
litigation  in  courts  of  general  Jurisdiction  to  question  the  validity  of  any 
patent  thus  awarded,  is,  nevertheless,  conclusive  upon  the  Patent  Office  itself, 
for,  as  the  statute  declares,  Revised  Statutes,  section  4914,  it  ''  shall  govern  the 
further  proceedings  in  the  case."  The  Commissioner  cannot  question  it  He 
is  bound  to  record  and  obey  it  His  faUure  or  refusal  to  execute  It  by  ap- 
propriate action  would  undoubtedly  be  corrected  and  supplied  by  suitable 
Judicial  process.  The  decree  of  the  court  Is  the  final  adjudication  upon  the 
question  of  right;  everything  after  that  dependent  upon  it  is  merely  in 
execution  of  it ;  it  is  no  longer  matter  of  discretion,  but  has  become  imperative 
and  enforceable. 

It  is  thus  seen  that  so  far  as  the  Patent  Office  is  concerned  a  de- 
cision of  the  ^ourt  of  appeals  is  binding  upon  it.  In  further  com- 
menting upon  the  provisions  of  section  4915,  Revised  Statutes,  in  the 
same  case  the  Court  said: 

It  is  thereby  provided  that  the  applicant  may  have  remedy  by  biU  in  equity. 
This  means  a  proceeding  in  a  court  of  the  United  States  having  origiiml  equity 
jurisdiction  under  the  patent  laws,  according  to  the  ordinarj*  course  of  equity 
practice  and  procedure.  It  is  not  a  technical  appeal  from  the  Patent  Office,  like 
that  authorized  in  section  4911,  confined  to  the  case  as  made  in  the  record  of 
that  Office,  but  is  prepared  and  heard  upon  all  competent  evidence  adduced 
and  upon  the  whole  merits.  Such  has  been  the  uniform  and  correct  practice 
in  the  circuit  courts,  i^y hippie  v.  Miner,  C.  D.,  3883,  303;  23  O.  G.,  2236; 
15  Fed.  Rep.,  317;  ex  parte  Hquire,  3  Pan.  and  A.,  133;  Butler  v.  Shaw,  21 
Fed.  Kep.,  323.) 

It  is  observed  that  from  the  portions  of  the  decision  in  Butter- 
worth V.  Hoe  above  quoted  the  Supreme  Court  not  only  recognized 
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the  fact  that  the  decision  of  the  court,  to  which  appeals  from  the 
Commissioner  in  interference  cases  were  provided  by  statute,  was 
binding  upon  the  Commissioner  of  Patents,  but  also  that  the  addi- 
tional remedy  provided  for  by  section  4915  of  the  Revised  Statutes 
constituted  an  original  bill,  distinct  and  independent  from  proceed- 
ings had  in  the  Patent  OflSce,  which  were  reviewable  by  the  appellate 
court.  Such  a  construction  has  been  uniformly  placed  upon  bills 
under  section  4915,  Revised  Statutes. 

In  the  case  of  Bemardin  v.  NorthaU  (C.  D.,  1897,  327;  78  O.  G., 
1740;  77  Fed  Rep.,  849)  the  Court  said: 

The  ninth  section  of  the  act  to  establish  the  Court  of  Appeals  for  the  District 
of  Columbia  presents  no  such  case  of  irreconcilable  conflict  with  section  4915  of 
the  Revised  Statutes  as  to  work  an  implied  repeal  of  the  latter.  An  appeal 
may  be  prose«nted  to  the  appellate  court  without  taking  away  from  the  circuit 
court  the  original  jurisdiction  conferred  upon  it.  The  purpose  of  an  appeal  is 
simply  to  have  a  review  of  the  decision  of  the  Ck)mmi8sioner  of  Patents  on  the 
identical  record  before  the  latter  ofllcer.  It  is  in  no  just  sense  a  substitute  for 
the  trial  provided  for  by  a  bill  In  equity  in  the  circuit  court.    ♦    ♦    ♦ 

♦  ♦  ♦  The  trial  before  the  court  of  appeals  is  restricted  and  is  in  aid  of 
an  executive  duty  rather  than  a  judicial  hearing.  The  trial  in  the  circuit  court 
is  in  the  strictest  sense  a  judicial  hearing  by  original  bill,  with  all  the  powers 
of  a  court  of  equity  at  the  service  of  the  parties  to  the  suit. 

In  the  case  of  Appert  v.  Brownsville  Plate  Glass  Co.^  Schmertz  v. 
Appert^  (44  Fed.  Rep.,  115)  which  involved  a  bill  and  cross-bill 
under  section  4915  of  the  Revised  Statutes,  the  Court  said : 

Under  the  authorities  {Butterworth  v.  Hoe,  C.  D.,  1884,  429;  29  O.-  G.,  615; 
112  U.  S.,  50;  6  Sup.  Ct.  25;  28  L.  Ed.,  656;  Butler  v.  Shaw,  C.  C,  21  Fed.  R«p.. 
321 ;  Wheatoii  v.  Kendall,  C.  C,  85  Fed.  Rep..  761 ;  Bemardin  v.  Northall,  C.  C, 
C.  D.,  1897,  327;  78  O.  G.,  1740;  77  Fed.  Rep.,  849)  the  present  case  is  not  an 
appeal  from  the  proceedings  in  the  Patent  Office,  but  one  of  original  equity 
jurisdiction. 

In  view  of  the  rulings  above  cited  it  is  obvious  that  the  filing  of 
a  bill  under  section  4915  of  the  Revised  Statutes  by  one  of  the  parties 
previously  involved  in  an  interference  in  which  a  decision  has  been 
rendered  by  the  Court  of  Appeals  of  the  District  of  Columbia  is  in 
no  sense  an  appeal  from  the  decision  of  that  court.  It  cannot,  there- 
fore, act  as  a  supersedeas  of  the  judgment  of  the  court  of  appeals. 

Since,  then,  the  bill  in  equity  does  not  so  operate,  the  Commissioner 
is  without  authority  to  withhold  a  patent  from  Perry  pending  the 
determination  of  that  suit.  Furthermore,  there  is  no  equitable  reason 
why  the  Commissioner  should  withhold  the  issuance  of  a  patent  on 
this  ground.  The  parties  to  the  interference  were  given  the  right 
under  the  law  to  establish  their  respective  claims  of  priority  of  inven- 
tion. Testimony  was  adduced  by  each  of  the  parties  and  the  case 
tried  in  conformity  with  the  law.  The  numerous  appeals  provided 
for  from  the  decisions  of  the  various  tribunals  of  the  Patent  Office 


Digitized  by  VjOOQ IC 


96  DECISIONS  OP  THE  COMMISSIONER  OF  PATENTS. 

were  taken  and  a  decision  rendered  by  the  United  States  court  of 
jurisdiction  equal  to  that  of  a  circuit  court  of  appeals.  To  now 
withhold  the  grant  of  a  patent  to  the  successful  party  upon  the  possi- 
bility that  his  adversary  might  prevail  in  a  different  suit,  based  upon 
different  pleadings,  and  in  which  the  judgment  would  be  rendered 
upon  a  different  record,  would  be  contrary  to  all  theories  of  justice. 
The  number  of  appeals  already  provided  for  by  the  statutes  places  a 
burden  upon  applicants  for  patents  and  often  delays  for  many  years 
the  granting  of  a  patent  to  the  real  inventor,  and,  consequently,  de- 
lays the  time  when  the  public  may  enjoy  the  benefit  of  the  invention. 
To  suspend  the  granting  of  a  patent  to  the  successful  party  to  an 
interferaice  would  still  further  deprive  the  public  of  the  right  to 
enjoy  this  invention  and  would  discourage  rather  than  promote  iht 
making  of  useful  inventions  and  discoveries. 

I  am  clearly  of  the  opinion  that  after  the  decision  of  the  Court  of 
Appeals  of  the  District  of  Columbia  in  this  interference,  which, 
under  the  statute,  must "  govern  the  further  proceedings  in  the  case,** 
the  Commissioner  is  without  jurisdiction  to  entertain  motions  of  this 
character,  {Chieniffet^  Benait^  and  Nicavlt  y.  Wictorsohn^  C.  D.,  1908, 
108;  134  O.  G.,  265,)  and  that,  therefore,  this  moion  is  without 
standing. 

The  motion  is  accordingly  dismissed. 


Ex  PABTE  The  Willowcrapt  Shops. 

Decided  July  15,  1911. 

170  O.  G.,  243. 

Tkade-Mabks — Registration  Refused  by  Oommissioneb — ^AincNBMENT  or  Law— 
Cannot  be  Reopened  in  View  Thereof. 
Where  a  trade-mark  was  refused  registration  by  the  Commissioner  <hi 
the  ground  that  it  was  merely  the  name  of  the  applicant  and  thereafter 
the  Trade-Mark  Act  was  amended  so  as  to  permit  the  registration  of  an 
applicant's  name  or  a  portion  thereof  if  otherwise  registrable,  Held  that 
this  amendment  constitutes  no  ground  for  reopening  the  case. 

On  PirrrnoN. 

TRAOE-MABK  FOB  WILLOW  AND  BUSH  FXJBNITTTBB. 

Mr.  Walter  E,  Lornbard  for  the  applicant. 

Tennant,  Assistcmt  Conmussioner: 

This  is  a  petition  that  the  above-entitled  case  be  reopened  and  the 
Examiner  of  Trade-Marks  directed  to  further  consider  the  applica- 
tion, in  view  of  the  amendment  to  the  trade-mart  law  approved 
February  18, 1911,  and  that  he  be  authorized  to  grant  the  registration- 
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The  trade-mark  sought  to  be  registered  is  the  word  "  Willowcraf t  " 
as  applied  to  certain  willow  and  rush  furniture.  The  ground  upon 
which  registration  was  refused  was  that  the  trade-mark  sought  to 
be  registered  is  merely  the  name  of  the  applicant,  and  therefore  not 
registrable  under  section  6  of  the  Trade-Mark  Act  of  February  20, 
1905,  as  construed  by  the  Court  of  Appeals  of  the  District  of  Colum- 
bia in  the  case  of  Kervtucky  Distilleries  <6  Warehouse  Company  v. 
Old  Lexington  Clvb  Distilling  Company^  (C.  D.,  1908, 417;  135  O.  G., 
220;31  App.  D.  C,  223.) 

The  record  shows  that  appeal  was  taken  to  the  Commissioner  from 
the  action  of  the  Examiner  and  on  June  18, 1909,  a  decision  rendered 
on  that  appeal  in  which  the  decision  of  the  Examiner  of  Trade- 
Marks  was  affirmed.  Since  the  date  of  that  ruling — ^to  wit,  on 
February  18,  1911 — section  5  of  the  Trade-Mark  Act  was  amended 
by  the  addition  of  the  clause — 

that  nothing  herein  shall  prevent  the  registration  of  the  trade-mark  otherwise 
registrable  because  of  its  being  the  name  of  an  applicant  or  a  portion  thereof. 

It  is  contended  that  in  view  of  this  amendment  of  the  Trade- 
Mark  Act  the  above-entitled  case  should  be  reopened.  This  conten- 
tion is  without  force.  The  action  of  the  Examiner  was  made  under 
the  provisions  of  the  act  existing  when  such  action  was  made.  The 
applicant  availed  himself  of  the  privilege  given  to  him  by  law  of 
appealing  to  the  Commissioner  of  Patents.  From  the  adverse  deci- 
sion of  the  Commissioner  of  Patents  the  applicant  had  the  right  of 
appeal  to  the  Court  of  Appeals  of  the  District  of  Columbia,  pro- 
vided the  notice  of  such  appeal  was  given  to  the  Commissioner  of 
Patents  within  forty  days,  exclusive  of  Sundays  and  holidays,  after 
the  Commissioner's  decision.  No  notice  of  the  appeal  was  given,  and 
at  the  expiration  of  that  time  the  decision  of  the  Commissioner  of 
Patents  became  final.  Manifestly  the  amendatory  provisions  of  the 
trade-mark  law  could  have  no  effect  upon  finally-adjudicated  cases 
of  this  character. 

The  petition  is  denied. 


Ex  PABTE  Van  Yorx. 

Decided  July  2h  1911. 

170  O.  G.,  243. 

After  Intesfebbnob — Claims  Allowed  Successful  Pabtt. 

Where  two  applications  each  of  which  disclosed  several  species  of  the 
invention  were  involved  in  an  interference  on  a  broad  claim,  Held  that  the 
successful  party  to  such  interference  maj'  after  the  termination  be  aUowed 
a  claim  limited  to  one  of  the  specific  forms. 

On  PETmoN. 
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EXPRESSION-MARKING  FOR  NOTE-SHEETS. 

Messrs,  Bartlett^  Brownell  ct  Mitchell  for  the  applicant 

Tennant,  Assistant  Commissioner: 

This  is  a  petition  to  amend  the  above-entitled  application  under 
the  provisions  of  Rule  78  by  the  insertion  of  a  claim  which  is  some- 
what more  specific  than  the  claims  previously  allowed. 

It  appears  from  the  records  of  this  Office  that  this  application  was 
in  interference  with  the  application  of  one  Holderman,  priority  of 
invention  as  to  the  issue  of  the  interference  having  been  awarded  to 
this  applicant.  The  issue  in  that  interference  was  a  broad  claim. 
Both  parties  disclosed  various  species  of  the  invention  upon  which 
this  claim  might  be  read.  The  particular  species  sought  to  be  cov- 
ered by  the  proposed  claim  was  shown  in  both  cases;  but  no  claim 
had  been  allowed  to  either  party  upon  this  particular  species  prior 
to  the  declaration  of  the  interference,  and,  as  stated  by  the  Examiner 
in  his  report — 

neither  party  made  a  claim  thereto  during  the  pendency  of  the  interference  or 
sought  to  include  such  a  claim  in  the  interference  under  Rule  100. 

Under  these  circumstances  the  Examiner  recommends  that  the 
present  amendment  be  refused  entry  upon  the  ground  that  the  appli- 
cant is  now  estopped  under  Rule  109  from  claiming  this  species,  ref- 
erence being  made  to  Blackford  v.  Wilder^  (C.  D.,  1907,  491;  127 
O.  a,  1225;  28  App.  D.  C,  535,)  Hopkins  v.  Newman,  (C.  D.,  1907, 
356;  131  O.  G.,  1161,)  Reece  v.  Fenwick,  (C.  D.,  1902,  145;  99  O.  G., 
669.) 

In  my  opinion  this  conclusion  of  the  Examiner  is  erroneous.  In 
the  case  of  Blackford  v.  Wilder,  supra,  the  court  held  that  the  deci- 
sion in  a  prior  interference  upon  a  narrow  issue  was  conclusive  as  to 
a  later  interference  between  the  same  applications  upon  a  broader 
issue,  stating : 

Whether  the  former  decision  was  right  or  wrong,  or  was  induced  by  the  want 
of  the  particular  evidence  that  was  offered  in  the  present  case,  is  not  the  ques- 
tion. However  that  might  be  it  was  final  and  put  an  end  to  the  litigation  in 
the  first  interference.  It  must  be  held,  therefore,  as  conclusive  of  every  ques- 
tion that  not  only  was,  but  also  might  have  been  presented  and  determined  in 
that  case. 

In  the  case  of  Honne  v.  Wende  (C.  D.,  1907,  615;  129  O.  G.,  2858; 
29  App.  D.  C.,  415)  it  was  held  that  where  an  interference  had  been 
decided  upon  a  narrow  issue  and  thereafter  broader  claims  presented — 

since  these  broadened  claims  do  not  present  the  case  of  generic  invention 
separably  distinct  from  the  matters  covered  by  the  former  issue, 

the  decision  in  the  first  interference  was  conclusive  as  to  the  second. 
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* 

In  the  present  case,  in  my  opinion,  the  decision  in  the  interference 
was  conclusive  not  only  as  to  the  broad  issue,  but  as  to  the  species 
upon  which  the  present  claim  is  based,  which  was  common  to  the  two 
applications  involved  and  upon  which  the  question  of  priority  might 
have  been  determined  in  that  proceeding. 

Inasmuch  as  the  Examiner  in  his  supplemental  report  states  that 
the  claim  now  presented  is,  in  his  opinion,  patentable  over  the  prior 
art,  he  is  authorized  to  enter  the  same  under  the  provisions  of  Rule  78. 

The  petition  is  granted. 


Ex  PARTE   SiNNAMAHONING   PoWDER   MfG.    Co. 

Decided  July  27,  1911. 

170  O.  G.,  481. 

1.  Tbade-Mabks — "  Collier  "  fob  Dynamite — Descriptive. 

The  word  "  CoUier  "  as  appUed  to  dynamite  Held  descriptive,  and  hence 
not  registrable,  since  it  would  indicate  to  the  trade  that  it  was  intended  for 
use  in  coal-mining. 

2.  Same — Same — Ordinary  Surname — Manner  of  Writing. 

The  ordinary  surname  "  Collier  "  Is  not  rendered  registrable  by  placing  it 
on  a  red  package. 

3.  Same — ^Descriptive — Color  of  Package. 

The  color  of  the  imckage  in  which  goods  are  placed  cannot  constitute  a 
trade-mark  for  such  goods,  and  the  Examiner  properly  refused  to  allow 
applicant  to  describe  the  mark  as  appearing  on  a  red  package. 

On  Appeal. 

I'RADE-MARK  FOR  DYNAMITE,   ETC. 

Mr.  George  R.  Hamlin  for  the  applicant. 
Moore,  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade-Marks 
refusing  to  register  the  word  "  Collier  "  as  a  trade-mark  for  dynamite 
and  in  objecting  to  a  description  of  the  color  of  the  package. 

The  ground  of  the  refusal  is  that  the  word  "  Collier  "  is  descriptive 
as  used  by  applicant  and  is  also  a  well-known  surname. 

It  is  contended  on  behalf  of  applicant  that  the  word  is  not  merely 
the  name  of  an  individual  by  reason  of  the  fact  that  the  same  has 
been  recognized  by  the  Bureau  of  Mines  as  a  name  applied  by  appli- 
cant to  explosives  which  have  passed  the  Government  test  and  that 
no  one  else  would  be  allowed  to  register  explosives  under  such  name 
before  that  Bureau.  It  is  further  contended  that  the  mark  is  written 
or  printed  in  a  peculiar  or  distinctive  manner  by  reason  of  the  fact 
that  it  appears  upon  a  red  container.  It  is  also  contended  that  the 
word  is  not  descriptive,  since  coal-miners  are  not  generally  known 
in  this  country  as  colliers.  Applicant  also  maintains  its  right  to 
describe  the  mark  as  appearing  on  a  red  shell  or  cartridge  containing 
the  goods. 
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It  is  well  settled  that  no  one  is  entitled  to  the  color  of  a  package 
in  which  goods  are  placed  as  a  trade-mark  for  such  goods.  {Ex 
parte  LcmdretJi^  C.  D.,  1885,  90;  31  O.  G.,  1441,  and  cases  therein 
cited.)  The  Trade-Mark  Act  provides  for  a  description  of  the  mark, 
where  such  description  is  required  by  the  Commissioner  or  desired 
by  the  applicant,  providing  that  such  description  meets  with  the 
approval  of  the  Commissioner.  The  objection  of  the  Examiner  to 
the  description  of  the  mark  in  this  case  was  clearly  proper,  since  the 
color  of  the  container  forms  no  part  of  the  mark. 

The  word  "  Collier  "  is  a  surname,  and  as  such  its  registration  is 
prohibited  by  section  5  of  the  Trade-Mark  Act.  The  fact  that  appli- 
cant, has  applied  this  mark  to  goods  which  have  been  tested  by  the 
Bureau  of  Mines  does  not  change  its  character  at  all  in  this  respect; 
nor  is  the  placing  of  this  mark  upon  a  red  wrapper  such  a  fanciful 
manner  of  writing  or  printing  the  same  as  contemplated  by  the 
statute.  {In  re  Artesian  Mfg.  Co.^  post^  344 ;  166  O.  G.,  988 ;  37  App. 
D.  C,  113.) 

Whether  coal-miners  are  universally  referred  to  as  colliers  is 
immaterial,  since  they  are  to  some  extent  so  referred  to,  and  it  is 
admitted  by  applicant  that  establishments  engaging  in  the  treatment 
of  coal  are  known  as  collieries.  For  this  reason  it  is  believed  that 
the  mark  would  indicate  to  the  trade  that  it  was  designed  for  use  in 
coal-mining. 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 


£x  PABTE  OrEWILEB. 

Decided  August  17,  1911. 

170  O.  G..  481. 

Apflioation— PaosEcmoN — Substitute  Specification. 

A  substitute  specification  is  objectionable  and  in  general  should  not  be 
filed  unless  required  bj  the  Office  in  view  of  the  number  or  nature  of  the 
amendments  to  the  original  specification. 

On  Petition. 

SLIDE   FOB    ABM-BANDS,    Eia 

Mr.  E.  O.  Siggers  for  the  applicant. 
Billings,  First  Assistant  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  refusing  to  enter 
and  consider  a  substitute  specification. 

The  record  shows  that  the  Examiner  objected  to  certain  expres- 
sions in  the  original  specification.  Thereupon  the  applicant  sub- 
mitted a  substitute  specification  to  overcome  the  stated  objections. 
No  general  ruling  can  be  made  upon  the  question  raised  in  this  pe- 
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tition.  Each  case  must  be  decided  upon  its  own  merits.  There  is  a 
grave  objection  to  the  filing  of  substitute  specifications  in  that  such 
action  requires  the  Office  not  only  to  examine  the  substitute  specifi- 
cation to  determine  whether  it  is  in  proper  form  and  meets  the  re- 
quirements of  the  law,  but  also  to  carefully  compare  the  same  with 
the  original  disclosure  in  order  to  determine  whether  new  matter 
has  been  inserted  therein.  As  a  rule  substitute  specifications  should 
not  be  filed  unless  required  by  the  Office  to  meet  the  conditions  con- 
templated by  the  last  sentence  of  Rule  74,  which  states: 

If  the  number  or  nature  of  the  amendments  shall  render  it  otherwise  difficult 
to  consider  the  case  or  to  arrange  the  papers  for  printing  or  copying,  the 
Examiner  or  Ommissioner  may  require  the  entire  specification  to  be  rewritten. 

The  number  and  nature  of  the  amendments  to  be  made  in  the 
present  case  are  not  such  as  to  justify  the  requirement  for  a  new 
specification.  An  amendment  should  be  made  to  the  original  specifi- 
cation, in  accordance  with  the  requirements  of  the  Examiner's  letter. 
The  labor  of  comparing  the  substitute  specification  with  the  original 
specification  to  guard  against  the  incorporation  in  the  patent  of 
matter  not  originally  disclosed  should  not  be  imposed  upon  the  Office 
without  good  reason.  This  consideration  outweighs  all  others  in 
determining  the  question  presented  by  this  petition. 

The  petition  is  denied. 


Ex  PARTE  LUTEN. 

Decided  July  17,  1911. 

170  O.  a,  482. 

Beoommendatton  of  the  Ezaminebs-in-Ghiet— Action  bt  Pbimabt  Exam- 
IHEB — ^Reopening  or  the  Case. 
Where  the  Bzaminera-in-Ohief  recommended  that  certain  claims  be  re- 
jected npon  new  grounds  stated  by  them.  Held  that  the  action  of  the 
Examiner  in  rejecting  the  claims  upon  the  return  of  tlie  case  to  him  for 
the  reasons  stated  in  the  decision  of  the  E3xaminers-in-Chief  was  clearly 
a  proper  one,  and  since  it  was  a  new  ground  of  rejection  it  reopened  the 
case  for  further  prosecution  as  to  the  subject-matter  of  rejected  claims. 

On  Petition. 

OONCBETE  BRIDGE. 

Messrs.  Bradford  <6  Hood  for  the  applicant. 
Tbnnant,  Assistant  Commissioner: 

This  is  a  petition  that — 
the  Examiner  in  charge  of  such  application  be  advised  that  the  decision  of 
August  4,  1910,  of  the  Board  of  Ebcaminers-in-Ohief  contained  a  new  reason 
for  and  recommendation  of  rejection  of  claims  1  to  6  inclusive,  within  the 
purview  of  Rule  139;  that  the  compliance  by  the  Examiner  with  such  recom* 
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mendation,  reopened  claims  1  to  6  and  the  subject-matter  thereof  for  further 
consideration  under  Rule  68;  that  the  admission  and  consideration  of  the 
amendments  filed  November  16,  1910,  November  28,  1910,  and  of  date  February 
28,  1911,  covering  the  subject-matter  of  the  aforesaid  claims  1  to  6  Inclusive, 
was  within  the  power  and  jurisdiction  of  the  Examiner  and  that  the  Exam- 
iner's actions  of  April  13,  1911,  and  May  6,  1911,  are  erroneous  and  should  be 
withdrawn. 

It  appears  that  on  August  2,  1909,  the  claims  of  this  application 
were  finally  rejected  upon  an  article  appearing  in  a  certain  publica- 
tion. An  appeal  was  taken  to  the  Examiners-in-Chief,  who  stated 
in  their  decision: 

The  structure  referred  to  in  the  publication  having  been  constructed  abroad, 
the  date  of  the  publication  is  that  which  governs  under  section  4923,  Eevised 
Statutes,  and  the  reference  is,  therefore,  not  avaUable  against  the  claims  of 
this  application. 

We  recommend  that  only  claim  7  be  allowed  in  this  case  for  the  reason  that 
it  clearly  defines  the  entire  invention  in  the  case.    ♦    ♦    ♦ 

The  action  of  the  £2xa miner  is  reversed. 

Upon  the  return  of  the  case  to  the  Primary  Examiner  he  rejected 
claims  1  to  6 — 

in  accordance  with  the  recommendation  of  the  Examiners-in-Ohief. 

Petitioner  amended  by  canceling  the  rejected  claims  and  adding 
three  new  claims,  one  of  which  was  allowed  by  the  Primary  Exam- 
iner in  his  action  of  November  21,  1910.  After  further  amendment 
by  the  applicant  he  was  informed  by  the  Examiner  on  April  3,  1911, 
that  the  latter,  upon  reconsideration,  believed  that  he  was  without 
authority  to  admit  new  claims  after  the  decision  of  the  Examiners- 
in-Chief.    On  May  6,  1911,  the  Examiner  informed  applicant  that — 

the  Board,  in  their  decision,  made  no  recommendation  under  Rule  139.  The 
decision  of  the  Board  was  a  plain  case  of  reversal  of  the  Examiner's  holding 
on  one  claim  and  affirmation  on  the  other  claims.  This  is  thought  to  deprive 
the  Elxaminer  of  authority  in  the  matter. 

From  this  action  of  the  Primary  Examiner  applicant  filed  the 
present  appeal.  It  is  believed  that  the  Examiner  is  in  error  in  his 
construction  of  the  decision  of  the  Examiners-in-Chief.  The  state- 
ment in  their  decision  that — 

we  recommend  that  only  claim  7  be  allowed  in  this  case  for  the  reason  that 
it  clearly  defines  the  entire  invention  in  the  case — 

is  clearly  a  recommendation  that  all  of  the  claims  except  claim  7 
be  rejected  upon  the  new  grounds  stated.  The  action  of  the  Exam- 
iner in  rejecting  the  claims  upon  the  return  of  the  case  to  him  for  the 
reasons  stated  in  the  decision  of  the  Examiners-in-Chief  was  clearly 
a  proper  one,  and  since  it  was  a  new  ground  of  rejection  it  reopened 
the  case  for  further  prosecution  as  to  the  subject-matter  of  rejected 
claims. 
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The  circumstances  of  this  case  bring  it  under  the  ruling  made  in 
ex  parte  Dieterick,  (C.  D.,  1909,  82;  142  O.  G.,  568,)  and  the  practice 
there  set  forth  should  govern  the  further  prosecution  of  this  case. 
Said  decision  states: 

As  pointed  out  in  ex  parte  Burrowes,  (0.  D.,  1904,  155;  110  O.  G.,  699,)  the 
Bxamlner  by  adopting  the  suggestion  of  the  Examiners-in-Chief  to  a  certain 
extent  reopened  the  case.  He  did  not,  however,  reopen  the  case  for  gaieral 
prosecution,  but  merely  as  to  the  subject-matter  of  claim  6,  which  he  rejected 
on  a  new  reference.  The  applicant  was  therefore  clearly  entitled  to  amend 
that  daim,  so  as  to  avoid  the  reference,  if  possible,  or  to  present  another  claim 
or  claims  in  lieu  thereof;  but  he  was  not  entitled  to  present  claims  directed  to 
sabject-matter  other  than  that  covered  by  this  claim  and  to  obtain  further 
prosecution  of  such  subject-matter.  The  am^dment  which  the  Examiner  re- 
fused to  admit  was  not  limited  as  above  indicated,  and  for  that  reason  it  was 
properly  refused  admission.  If,  however,  the  applicant  will  present  an  amend- 
ment either  amending  claim  6  or  presenting  a  claim  or  claims  limited  to  the 
subject-matter  covered  by  that  claim,  the  same  may  be  entered  and  considered. 

In  the  present  case  there  appears  to  be  no  question  but  that  the 
subject-matter  of  the  claims  presented  by  amendment  is  limited  to 
that  of  the  rejected  claims,  and,  as  above  noted,  one  of  these  claims 
has  been  allowed  by  the  Primary  Examiner, 

Th^  petition  is  granted. 


Ex   PARTE   ZiNN. 

Decided  July  28,  19J1. 
170  O.  G.,  703. 
Tbade-Mabks — Refusal   to   Register   Based   on   Alleged   MrssTATEMEWT   in 
ISABELS — No  Review  on  Petition. 
The  action  of  the  BiXaminer  of  Trade-Marks  refusing  to  register  a  mark 
on  the  ground  that  the  labels  show  a  misbranding  will  not  be  reviewed  on 
petition,  but  only  as  a  regular  appeal,  accompanied  by  the  fee  required 
by  law. 

On  Petition. 

tbadb-mabk   fob   remedies   fob   bheumatism,   lame    back,    neubaloia,    sore 

thboat,  etc. 

Mr.  D.  A.  Gourich  for  the  applicant. 

Moore,  Commissioner: 

This  petition  requests  that  the  Examiner  of  Trade-Marks  be  given 
certain  instructions  as  to  the  practice  to  be  followed  with  reference  to 
the  labels  filed  in  this  case. 

The  Examiner  refused  registration  of  the  trade-mark  on  the  ground 
that  the  label  showed  a  misbranding  in  view  of  certain  statements 
contained  thereon  and  also  because  the  name  of  the  manufacturer 
appearing  on  these  labels  was  different  from  that  of  the  applicant,  ap- 
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plicant  having  refused  to  amend  his  declaration  by  stating  that  he  was 
trading  under  the  name  appearing  on  these  labels. 

As  pointed  out  by  the  Examiner,  he  did  not  merely  object  to  the 
labels,  but  refused  registration  of  the  mark.  For  the  reasons  given 
in  the  decisions  cited  by  him  in  his  statement  the  propriety  of  this 
action  cannot  be  reviewed  on  petition,  but  only  on  a  regular  appeal, 
accompanied  by  the  fee  required  by  law. 

The  petition  is  dismissed. 


McInttre  v.  Pbkrt. 

Decided  December  7, 1910. 
170  O.  G.,  703. 

INTEBFEREITCE — PWOBITT. 

The  evidence  considered  and  Held  to  establish  that  Mclntyre,  who  was 
the  last  to  conceive  the  invention  in  issue,  did  not  reduce  the  same  to  prac- 
tice prior  to  Perry's  fiUng  date  and  that  the  latter  was  therefore  ^titled 
to  an  award  of  priority. 

Appeal  from  Examiners-in-Chief. 

VEHICLE-SPBINO. 

Messrs.  Bates^  Fonts  <6  HuU  for  Mclntyre. 
Mr.  A.  S.  Pattison  for  Perry. 

Billings,  First  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief  re- 
versing the  decision  of  the  Examiner  of  Interferences  and  awarding 
priority  to  Perry. 

The  issue  is  set  forth  in  fi¥e  coimts,  of  which  the  following  will 
serve  to  illustrate  the  invention : 

1.  The  combination  with  a  vehicle,  of  two  superposed  leaf-spring  sections 
clamped  together  upon  the  axle  about  their  middle,  the  upper  section  having  a 
downwardly-curved  scroll  ending  below  the  end  of  the  lower  section,  and  flexible 
connections  between  the  ends  of  the  sections  and  between  said  ends  and  the 
vehicle-body. 

4.  A  double  vehicle-spring  comprising  an  upper  and  a  lower  ^ring  member 
operatively  connected  together  at  their  body  portions  and  each  continuous 
throughout  its  length  and  arranged  in  separative  relation  at  opposite  sides  of 
such  point  of  connection,  the  ends  of  one  member  extending  around  and  substan- 
tially embracing  the  ends  of  the  other  member,  the  ends  of  the  members  being 
connected  to  permit  a  relative  longitudinal  movement  therebetween. 

Mclntyre  in  his  preliminary  statement  alleges  conception  and  dis- 
closure of  the  invention  in  1892  and  reduction  to  practice  at  that  time 
and  in  1902.  His  application  was  filed  February  25,  1905.  Perry 
alleges  conception  and  disclosure  in  August,  1895,  and  reduction  to 
practice  in  November,  1903.    His  application  was  filed  June  9, 1904 
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The  Examiner  of  Interferences  found  that  Perry  was  the  first  to 
reduce  the  invention  to  practice,  but  that  he  derived  the  invention 
from  Mclntyre,  and  accordingly  rendered  judgment  in  favor  of  the 
latter.  The  Examiners-in-Chief,  however,  were  of  the  opinion  that 
Perry  had  satisfactorily  proved  an  independent  conception  of  the 
invention  prior  to  the  time  he  became  acquainted  with  Mclntyre  and 
awarded  priority  to  Perry  on  the  ground  that  even  assuming  a  prior 
conception  on  the  part  of  Mclntyre  he  was  doing  nothing  with  the 
invention  at  the  time  Perry  entered  the  field  and  for  some  time 
thereafter. 

The  evidence  introduced  by  both  parties  is  voluminous  and  cum- 
bered with  much  irrelevant  matter.  The  case  is  further  rendered 
dij£cult  by  the  fact  that  on  many  important  points  the  testimony  is 
meager  or  contradictory. 

Mclntyre  claims  to  have  conceived  and  reduced  the  invention  to 
practice  in  1892  by  the  construction  of  a  spring  at  the  Penn  &  Lee 
Spring  Works  at  Syracuse,  N.  Y.  The  testimony  is  found  to  be 
insufficient,  however,  to  establish  this  contention.  Even  if  Mclntyre's 
uncorroborated  statements  were  sufficient,  the  most  he  could  show,  as 
of  that  date,  is  conception  of  the  invention  as  stated  in  one  or  two 
of  the  counts.  The  so-called  test  of  the  spring  in  jacks,  said  to  have 
been  made  at  that  time,  is  clearly  insufficient  to  show  that  it  would 
have  been  satisfactory  under  the  conditions  met  in  actual  use  on  the 
road.  It  constituted  little  more,  if  anything,  than  a  test  of  the 
quality  of  the  steel  and  the  workmanship.  The  point  becomes  unim- 
portant, however,  in  view  of  the  fact  that  there  is  no  sufficient  corro- 
boration of  the  claim  that  a  spring  embodying  any  of  the  counts  was 
made  at  that  time.  The  witnesses  called  to  substantiate  Mclntyre  on 
this  point  do  not  show  any  independent  recollection  of  a  spring  made 
at  that  time  and  embodying  all  the  features  called  for  by  the  issue. 
None  of  them  identifies  all  the  necessary  features  of  construction, 
except  in  response  to  the  leading  question  whether  the  spring  was 
like— 
Mclntyre's  Exhibit  drawing  of  spring  made  at  Ssrracuse  in  1892. 

This  drawing,  it  may  be  observed,  is  not  an  original  sketch,  but 
merely  an  illustrative  drawing  used  by  Mclntyre  at  the  taking  of  his 
testimony.  Furthermore,  the  statements  of  these  witnesses  are  uncer- 
tain and  at  variance  in  many  respects.  It  must  therefore  be  held 
that  Mclntyre  has  failed  to  establish  conception  of  the  invention 
in  1892. 

The  next  spring  Mclntyre  claims  to  have  made  in  accordance  with 
the  invention  in  issue  was  a  spring  put  on  an  automobile  belonging  to 
Martin  Mullen  about  November,  1902.  There  is  no  controversy  as 
to  the  fact  that  springs  were  put  on  this  automobile  by  Mclntyre  at 
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that  time ;  but  the  construction  of  the  spring  and  whether  it  embodied 
the  issue  is  much  in  dispute.  Mclntyre  and  a  number  of  witnesses 
who  claim  to  have  seen  the  spring  or  helped  him  make  and  install  it 
testify  that  it  was  constructed  as  shown  in — 

Mclntyre's  Exhibit  DupUcate  of  second  Bprings  placed  on  Martin  Mullen's  car, 
while  Perry  and  a  number  of  his  witnesses,  who  claim  to  have  seen 
the  spring  put  on  the  car  or  to  have  repaired  a  leaf  that  was  broken 
in  testing  it  and  one  of  whom  was  the  chauffeur,  testify  that  it  was 
like  "  Perry's  Exhibit  Martin  Mullen  Spring,"  which  is  in  evidence 
and  clearly  does  not  embody  the  invention  in  issue.  There  is  some 
testimony  relative  to  a  "First  Spring  placed  on  Martin  Mullen's 
Car,"  to  which  no  special  reference  need  be  made,  because  the  alleged 
construction  of  this  spring  is  clearly  without  the  invention  as  stated 
in  any  of  the  coimts,  except,  possibly,  count  2,  since  it  does  not  include 
a  "  link  "  or  "  flexible  connection  "  between  the  ends  of  the  two  halves 
of  the  spring. 

The  witnesses  who  corroborate  Mclntyre  as  to  the  construction  of 
the  second  spring  put  on  the  Mullen  car,  like  those  who  testified  as 
to  his  1892  spring,  do  not  give  a  complete  and  satisfactory  description 
of  the  spring  until  after  they  have  been  shown  an  alleged  duplicate 
thereof.  It  is  true  each  made  a  rough  sketch  of  the  spring  before 
seeing  the  duplicate;  but  even  these,  with  the  possible  exception  of 
Casey's,  do'not  indicate  that  the  two  parts  of  the  double  spring  were 
in  contact  at  the  center  aiid  separated  toward  the  ends,  which  is  an 
important  feature  of  the  construction,  is  embodied  in  Mclntyres 
"  Duplicate  "  exhibit,  and  is  called  for  by  each  of  the  counts  of  the 
issue.  In  fact,  no  mention  seems  to  have  been  made  of  these  features 
of  construction  until  Perry  had  introduced  evidence  tending  to  show 
that  the  two  parts  of  the  spring  were  separated  by  a  block  of  wood 
similar  to  that  shown  in  Mclntyre's  patent  No.  791,714,  which  was 
applied  for  September  6,  1904.  Then  in  his  rebuttal  testimony 
Mclntyre  has  several  witnesses  to  testify  that  no  block  was  used. 

In  view  of  the  direct  conflict  in  the  testimony  as  to  this  spring  and 
the  deficiencies  in  Mclntyre's  showing  just  alluded  to  it  seems  very 
doubtful  whether  the  springs  put  on  the  Martin  Mullen  car  had  the 
construction  contended  for  by  Mclntyre ;  but  assuming  that  they  had 
the  question  still  remains  whether  they  constituted  a  reduction  to 
practice.  The  Examiner  of  Interferences,  who  found  in  favor  of 
Mclntyre,  decided  against  him  on  this  point.  It  appears  that  this 
second  set  of  springs  remained  on  the  car  about  two  weeks;  but 
appellant  has  not  pointed  to  any  evidence,  nor  is  any  found  in  the 
record,  to  indicate  that  they  proved  successful  under  actual  working 
conditions,  except  some  hearsay  testimony.  It  is  alleged  that  the 
chauffeur  told  certain  of  the  witnesses  that  the  springs  were  an  im- 
provement and  were  working  all  right;  but  the  chauffeur  himself 
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does  not  remember  making  such  a  statement  and  says  that  he  told 
Mclntyre  that  the  springs  did  not  improve  the  riding  of  the  car  any. 
(X-Qs.  94,  103,  104,  107,  111,  and  112.) 

Not  only  is  the  direct  testimony  tending  to  show  that  the  springs 
were  succ^sful  almost  n^ligible,  but  the  surrounding  circumstances 
indicate  almost  conclusively  that  they  were  not.  The  record  shows 
that  the  springs  were  removed  from  the  car  and  cut  up  in  the  shears 
or  thrown  in  the  scrap  heap,  that  Mclntyre  took  up  and  tested  out 
a  different  form  of  spring  shortly  thereafter,  and  that  he  filed  an 
application  for  patent  in  September,  1904,  showing  four  different 
forms  of  double  spring,  but  not  the  one  he  claims  was  so  successful 
on  the  Mullen  car,  although  he  knew  that  Perry  had  been  and  was 
then  making  and  selling  what  Mclntyre  maintains  is  substantially 
the  same  thing.  The  conclusion  is  irresistible  that  Mclntyre's 
*'  Martin  Mullen  Spring "  constituted  nothing  more  than  an  aban- 
doned experiment  It  is  to  be  observed  that  it  was  admittedly  differ- 
ent from  the  form  shown  in  the  applications  herein  involved  and 
might  well  have  failed  where  this  succeeded.  Mclntyre  was  after- 
ward spurred  on  to  apply  for  a  patent  on  the  present  invention  by 
Perry's  success  in  having  the  spring  adopted  by  the  Winton  Auto- 
mobile Works. 

The  testimony  relating  to  Perry's  conception  of  the  invention  in 
1895  is  well  summarized  by  the  Examiners-in-Chief  as  follows: 

The  testimony  taken  on  behalf  of  Perry  shows  that  in  the  year  1895  he  was 
keeping  a  grocery-store.  The  witness  Bergeron,  who  is  Perry's  brother-in-law, 
testifies  that  he  bought  all  of  his  groceries  at  this  store  and  that  at  one  time 
when  he  was  there  buying  Perry  showed  him  a  drawing  in  a  book  which  the 
witness  identifies  as  the  Exhibit  Perry  Time-Book.  The  witness  not  only 
identifies  the  book  but  states  that  the  sketch  appearing  on  one  of  the  pages 
thereof  is  the  sketch  that  he  saw  at  that  time,  meaning  the  time  indicated. 
The  book  appears  to  contain  but  this  single  sketch,  the  pages  being  otherwise 
filled  with  charges  to  customers,  statements  of  wage-accounts,  and  similar 
items.  Bergeron  states  that  he  is  entirely  familiar  with  the  book,  having  seen 
It  many  times,  although  he  has  not  seen  it  since  Perry  went  out  of  the  grocery 
business,  and  that  the  last  time  he  saw  it  was  in  the  spring  or  summer  of  1896. 
The  construction  shown  in  the  sketch  is  the  invention  of  the  issue  of  this 
interference.  The  testimony  of  Bergeron,  which  we  say  is  in  corroboration 
of  the  testimony  of  Perry,  although  it  relates  to  events  which  occurred  many 
years  before  the  testimony  was  taken,  is,  as  we  l)elieve,  sufiicient  corroboration 
of  Perry's  testimony  concerning  his  early  conception.  Bergeron  could  not,  we 
think,  be  mistaken  as  to  the  identity  of  the  book  nor  as  to  the  fact  of  the 
existence  of  the  sketch  at  the  time  he  saw  the  lK>ok,  for  although  he  is  now  a 
real-estate  dealer  he  was  prior  to  the  year  1900  a  spring-fitter  at  the  Forest 
City  Spring  Works,  where  he  was  employed  for  twenty-seven  years  and  hence 
fully  competent  to  understand  and  identify  sketches  which  show  the  arrange- 
ment of  the  leaves  of  vehicle-springs.  He  is  not  discredited  in  any  way,  nor 
was  the  testimony  given  by  him  on  direct  examination  weakened  by  the  cross- 
examination.  In  tSLCt  the  answers  elicited  on  cross-examination  strengthen  the 
2097**— 12 ^9 
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testimony  given  on  the  direct  examination.  The  sketch,  furthermore  shows  no 
alteration. 

Perry's  witness  Cliarles  H.  Perry,  his  cousin,  who  was  Perry's  helper  during 
the  year  1895,  testifies  as  to  the  bending  up  of  two  main  levers  of  a  spring 
which  was  being  made  for  use  on  United  States  mail-cars.  The  construction 
of  these  leaves  is  shown  in  the  Exhibit  C.  H.  Perry  Sketch  of  Perry  Spring- 
Leaves,  and  although  these  leaves  alone  do  not  constitute  the  entire  issue  of 
the  interference  they  are  of  such  form  as  to  afford  partial  corroboration  of 
the  statements  of  Perry,  the  interferant,  and  of  his  witness  Bergeron  concern- 
ing the  fact  of  conception. 

The  testimony  of  the  witness  Davis,  while  it  does  not  identify  the  issue, 
shows  that  Perry  was  devising  a  spring  having  the  main  characteristics  of 
the  spring  in  controversy  as  early  as  the  year  1897.  The  witness  states  that 
Perry  had  a  sketch  in  a  book  which  he  showed  to  him  some  time  during  the 
year  1897.  Neither  the  book  nor  the  sketch  is  identified.  The  witness,  however, 
orally  describes  the  spring  revealed  to  him  as  he  remembers  it  The  descrip- 
tion is  lacking  in  detail  but  like  the  testimony  concerning  the  C.  H.  Perry 
Sketch  of  Perry  Spring-Leaf,  shows  that  Perry  as  early  as  1897  liad  in  contem- 
plation a  spring  containing  leaves  like  those  referred  to  in  the  issue.  There 
is  no  statement  that  these  leaves  were  to  be  clamped  together  upon  the  axle  at 
about  their  middle  part,  nor  any  indication  as  to  how  their  free  ends  were  to 
be  connected.  These  details  of  construction  are,  however,  supplied  by  the 
sketch  appearing  in  the  time-book  of  Perry.  The  facts  as  to  which  Davis  testi- 
fies were  impressed  upon  his  mind  by  conversations  between  him  and  one 
Bishop  concerning  a  proposition  that  Bishop  should  manufacture  the  springs 
that  Perry  had  devised. 

It  is  contended  by  Mclntyre  that  none  of  the  witnesses  called  in 
corroboration  of  this  early  conception  describes  in  detail  the  spring 
which  was  disclosed  to  him  at  that  time.  The  sketch  in  the  time- 
book,  however,  speaks  for  itself.  It  clearly  contains  the  invention 
here  in  issue,  and  it  is  only  necessary  that  it  be  identified  as  the 
sketch  made  by  Perry  at  that  time.  The  evidence  is  believed  to  be 
fully  sufficient  for  this  purpose,  and  the  Examiners-in-Chief  were 
therefore  right  in  according  Perry  a  date  of  conception  as  of  1895 
or  1896. 

Mclntyre  has  failed  to  prove  a  conception  of  the  invention  prior 
to  the  making  of  the  springs  for  the  Mullen  car  in  1902.  He  claims 
to  have  disclosed  the  invention  to  Perry  by  a  drawing  in  chalk  upon 
his  fitting-table  in  1899.  It  is  unnecessary  to  go  into  this  testimony, 
however,  in  view  of  Perry's  proof  of  an  independent  conception  in 
1895  or  1896. 

Since  for  reasons  above  pointed  out  the  springs  put  on  the  Mullen 
car  cannot  avail  Mclntyre  as  a  reduction  to  practice  of  the  inven- 
tion, he  must  rely  upon  his  application  filed  February  25,  1905,  as  a 
constructive  reduction  to  practice.  Perry,  however,  filed  on  June  9, 
1904,  several  months  before  Mclntyre,  and  priority  must  therefore 
be  awarded  to  him  as  being  the  first  to  conceive  and  the  first  to  reduce 
to  practice  whether  or  not  he  actually  reduced  the  invention  to  prac- 
tice in  1903,  as  claimed  in  his  preliminary  statement. 

The  decision  of  the  Examiners-in-Chief  is  affirmed. 
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Ex  PABTE  Meyer  Brothers  Coptee  &  Spice  Co. 

Decided  September  8,  1911. 

170  O.  G.,  705. 

Trade-Mabrb — "  TnoPHT  " — Descriptive. 

The  word  "Trophy"  is  not  registrable  as  a  trade-mark,  since  It  would 
Indicate  to  the  purchaser  that  the  goods  to  which  It  was  applied  had  been 
recognized  as  of  superior  quality  by  the  presentation  of  a  prize  or  trophy. 

On  Appeal. 

TBADE-MABK  FOB  COFFEE  AlID  TEA. 

Messrs.  Cart  <&  Carr  for  the  applicant. 
Ten N ANT,  Acting  Commissioner: 

This  is  an  appeal  from  a  decision  of  the  Examiner  of  Trade-Marks 
refusing  to  register  a  trade-mark  for  coffee  which  includes  the  word 
"  Trophy,"  upon  the  ground  that  the  same  is  descriptive  in  character. 

It  is  admitted  by  the  applicant  in  his  argument  that — 

no  legal  doctrine  is  in  dispute  on  this  appeal.  If  the  word  "Trophy"  is  de- 
scriptive, it  is  not  a  valid  trade-mark,  and  if  it  is  not  descriptive  of  coffee,  it  is 
a  valid  trad«-mark. 

The  word  "  Trophy "  is  defined  in  the  Century  Dictionary  as 
follows : 

1.  A  monument  or  memorial  in  commemoration  of  a  victory. 

2.  Anything  taken  and  preserved  as  a  memorial  of  victory,  as  arms,  flags,  or 
standards  captured  from  an  enemy. 

8.  Something  regarded  as  a  memorial  or  evidence  of  victory ;  a  prize. 

It  is  clear  from  this  definition  that  the  word  "Trophy"  would 
indicate  to  the  purchaser  that  the  appellant's  goods  had  been  recog- 
nized as  of  superior  quality  by  the  presentation  of  a  prize  or 
"trophy."  Trade-marks  of  this  character  have  been  uniformly  re- 
fused registration,  for  reasons  fully  set  forth  in  the  decision  in  ex 
parte  Bissell  Carpet  Sweeper  Company^  (C.  D.,  1903, 190;  104  O.  G., 
2148,  and  104  O.  G.,  2149.)  It  was  also  held  in  the  case  of  Taylor  v. 
Gillies  (59  N.  Y.,  331)  that  the  words  "  Gold  Medal "  did  not  indi- 
cate origin  or  ownership,  but  rather  quality  of  the  merchandise. 

/  -find  no  error  in  the  decision  of  the  Examiner  of  Trade-Marks^ 
and  it  is  accordingly  affirmed. 


Ex  PAKTB   YaNKAUER,   YaNKAUER,   AND   YaNKAUEB. 

Decided  August  7,  1911. 
170  O.  G.,  927. 

Labels — Registration — Proof  of  Authority  of  Executor  or  Administrator. 

Where  a  label  is  sought  to  be  registered  by  the  executor  or  administrator 

of  the  estate  of  the  owner  of  the  label,  proof  of  the  authority  of  such 

executor  or  administrator  should  be  filed   for   record  in  the  Oifice,  as 

required  l)y  Order  No.  1,838,  with  reference  to  patents. 

On  Reference. 
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LABEL   FOB   OANDT-OOATED   POPCORN   AND   NUTS. 

Mr.  T.  F.  Bourne  for  the  applicants. 

Moore,  Com/niissioner: 

This  application  for  the  registration  of  a  label  is  before  me  upon 
reference  by  the  Chief  of  the  Issue  and  Gazette  Division. 

The  record  shows  that  said  application  was  filed  June  24,  1911,  by 
Max  Yankauer,  Louis  Yankauw,  and  Gustavus  Yankauer  as  "  execu- 
tors of  the  estate  of  David  Yankauer,  deceased,  trading  as  Yankauer 
&  Co."  The  case  w/fts  passed  for  allowance,  although  no  proof  of 
the  appointment  of  said  executors  or  of  their  authority  to  apply  f#r 
said  registration  is  of  record  in  this  Office. 

Order  No.  1,838,  promulgated  by 'the  Commissioner  of  Patents  on 
January  13, 1910,  (161  O.  G.,  453,)  provides  that— 

whenever  because  of  the  death  of  an  inventor  the  right  of  applying  for  and 
obtaining  a  piitent  for  an  invention  devolves  upon  an  executor  or  administrator, 
or  whenever  an  executor  or  administrator  desires  to  inter^-ene  prior  to  the 
granting  of  the  patent  proof  of  the  authority  of  such  executor  or  administrator 
should  in  aU  eases  be  made  of  record  in  the  assignment  records  of  this  Office 
by  recording  a  certificate  of  the  clerk  of  a  competent  court  or  of  the  register 
of  wills  that  said  executor  or  administrator  has  been  appointed  and  that  his 
appointment  is  still  in  full  force  and  effect.  Such  certificates  should  be  signed 
by  an  oiTicer  nnd  authenticated  by  the  seal  of  the  court  by  which  tJie  same  is 
issued. 

Should  said  certiftctite  of  appointment  be  found  to  be  insufilcient  for  any 
reason,  there  may  be  required  to  be  recorded  a  certified  and  properly-authenti- 
cated copy  of  the  letters  testamentary  or  of  the  letters  of  administration,  in 
order  that  the  scope  of  authority  of  the  persons  who  seek  to  intervene  may  be 
a  matter  of  record  In  this  Ofllce. 

Although  only  applications  for  patents  are  expressly  covered  by 
the  wording  of  the  above  order,  the  reasons  which  led  to  its  adoption 
appear  to  apply  also  to  applications  for  the  registration  of  labels, 
prints,  and  trade-marks.  Certainly  this  Office  before  issuing  such 
registration  to  an  alleged  executor  or  administrator  is  justified  in 
requiring  proper  proof  of  the  title  by  which  said  executor  or  adminis- 
trator claims  the  right  of  registration. 

The  provisions  of  Order  No.  1,838,  so  far  as  applicable,  are  there- 
fore extended  to  applications  for  the  registration  of  trade-marks, 
prints,  and  labels. 

The  Examiner  is  directed  to  require  the  recording  in  the  assign- 
ment records  of  this  Office  of  a  certificate  of  the  clerk  of  a  competent 
court  or  of  the  register  of  vnlls  showing  the  appointment  of  the 
applicants  as  executors  of  the  estate  of  David  Yankauer  or  a  certified 
and  properly-authenticated  copy  of  the  letters  testamentary  showing 
the  scope  of  th>eir  authority. 


Digitized  by  VjOOQ IC 


DECISIONS  OF  THE  COMMISSIONER  OF  PATENTS,  IH 

Ex  PABTE  Brown. 

Decided  July  SI,  191U 

171  O.  a,  213. 

PBOSBCTTTION  of  APFUOATION — REQUIBEMEI7T  FOB  DIYI6ION. 

Id  requiring  division  every  effort  should  be  made  by  the  Office  to  have 
the  requirement  so  complete  as  to  avoid,  if  pos&lble»  raising  the  qQeBtlo]»  at 
a  later  date.  In  case  the  £2xaminer  having  charge  ot  the  application  enter- 
tains any  doubt  as  to  what  line  of  division  should  be  drawn  among  claims 
which,  if  retained,  would  go  to  another  division  he  should  refer  the  appli- 
cation to  the  Examiner  of  that  division  for  iBformation  on  that  polBt,  who 
ahoBld  r^der  the  necessary  assistance  forthwith. 

On  Petition. 

AT7T01IATI0  VJCNTILATOB. 

Messrs.  DneU^  Warfield  <&  Duell  for  the  applicant. 

Moore,  Commissioner: 

This  is  a  petition  that  the  Examiner  be  directed  to  state  whether 
the  requirement  for  division  now  made  by  him  will  be  followed  by 
other  requirements  for  division  along  other  lines  in  the  event  that 
one  of  the  two  sets  of  claims  is  eliminated  in  accordance  with  the 
present  requirement 

It  appears  that  the  Examiner  now  having  charge  of  the  application 
required  division  betwe«i  two  groups  of  claims,  one  of  which  com- 
prises claims  1,  2,  4,  5,  6,  7,  45,  and  47  and  the  other  the  remaining 
fifty-seven  claims  of  the  application.  It  appears  that  the  larger  of 
these  two  groups  covers  subject-matter  classifiable  in  another  division 
of  the  Office,  and  the  applicant  is  of  the  opinion  that  if  the  present  re- 
quirement for  division  is  sustained  on  appeal  and  division  on  similar 
Unes  is  enforced  by  the  Examiner  of  this  other  division  further  re- 
quirements for  division  will  follow.  It  is  his  c(mtention  that  the 
requirement  for  divisicm  should  be  made  in  such  form  that  after  the 
question  thereby  raised  has  been  settled  (m  appeal  or  otherwise  an 
action  on  the  merits  wUl  follow  immediately. 

Rule  42  of  the  Rules  of  Practice,  referring  to  requirements  for 
division  provides  in  part  that — 

if  the  independence  of  the  inventions  be  clear,  such  limitation  wiU  be  made 
before  any  action  upon  the  merits ;  otherwise  it  may  be  made  at  any  time  before 
final  action  thereon,  in  the  discretion  of  the  Examiner. 

It  would  be,  therefore,  clearly  improper  to  instruct  the  Examiner 
that  all  requirements  for  division  which  are  ever  to  be  made  in  this 
case  shall  be  made  at  once.  It  is  believed,  however,  that  in  requiring 
division  every  effort  should  be  made  by  the  Office  to  have  the  re- 
quirement so  complete  as  to  avoid,  if  possible,  raising  the  question 
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at  a  later  date.  In  the  present  instance  it  appears  that  the  Ex- 
aminer has  made  no  attempt  to  decide  whether  division  would  be 
necessary  among  those  claims  which  he  believes  classifiable  in  the 
other  division.    He  states  that — 

it  is  obviously  Impossible  for  the  Examiner  now  in  charge  of  the  case  to  impart 
the  desired  information  even  if  such  an  action  would  be  proper. 

and  points  out  that  in  case  the  claims  constituting  the  larger  group 
are  canceled  under  the  present  requirement  it  would  become  unnec- 
essary to  decide  whether  they  cover  more  than  one  invention  and 
that  any  labor  spent,  in  doing  so  would  have  been  wasted. 

This  latter  objection  might  be  urged  against  the  making  of  any 
requirement  for  division  which  enumerates  more  than  two  groups  of 
claims,  even  though  all  groups  were  examinable  in  the  same  division, 
in  which  case  it  clearly  could  not  be  urged  with  force. 

It  is  true  that  in  many  cases  it  might  be  impossible  for  the  Ex- 
aminer in  charge  of  the  case  to  decide  what  lines  of  division  should 
be  drawn  between  claims  which,  if  retained,  would  go  to  another 
division.  In  many  instances  he  clearly  could  do  so,  since  inde- 
pendence of  the  inventions  is  the  criterion,  and  the  lines  of  Office 
classification  are  merely  evidential  and  not  controlling  on  this  ques- 
tion. In  case  the  Examiner  having  charge  of  the  application  enter- 
tains any  doubt  as  to  what  lines  of  division  should  be  drawn  among 
claims  which,  if  retained,  would  go  to  another  division  he  could 
refer  the  application  to  the  Examiner  of  that  division  for  infor- 
mation on  that  point,  who  should  render  the  necessary  assistance 
forthwith,  in  a  manner  similar  to  that  in  which  questions  of  classi- 
fication are  ordinarily  disposed  of.  In  this  way  all  questions  of 
division  which  are  apparent  upon  the  face  of  the  papers  as  then 
presented  can  be  determined  at  once,  making  but  one  appeal  to  the 
Examiners-in-Chief  necessary,  if  appeal  is  to  be  taken,  and  enabling 
the  applicant  to  divide  more  intelligently.  The  action  in  the  present 
case  should  be  made  to  conform  with  the  practice  as  above  outlined. 

The  petition  is  granted  to  the  extent  indicated. 


Stollwerck  Brothers,  Inc.,  v,  Lucerna  Anglo-Swiss  Milk  Choco- 
late Company  v.  Hoffman. 

Decided  August  ^,  1911. 

171  O.  G.,  214. 

1.  Trade-Marks — Motion  to  Dissolve — Transmission. 

The  Examiner  of  Interferences  should  take  cognizance  of  the  merits  of 
motions  to  dissolve  sufficiently  to  enable  him  to  refuse  transmission  to 
motions  which  are  wholly  groundless. 
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2.  Same — Same — Same. 

A  motion  to  dissolve  an  interference  on  the  ground  that  coffee  and  cocoa 
are  goods  of  different  descriptive  properties  Held  properly  refused  trans- 
mission in  view  of  the  ruling  of  the  CJourt  of  Appeals  of  the  District  of 
Columbia  in  the  case  of  Walter  Baker  d  Co,,  Ltd,,  v.  Harrison,  (C.  D.,  1909, 
284;  138  O.  G.,  770;  32  App.  D.  C,  272.) 

Appeal  on  Motion. 

TBADB-MARR  FOB  COCOA,  CHOCOLATE,  AND  CANDT. 

Messrs.  Fraser^  Turk  <&  Myers  for  Stollwerck  Brothers,  Inc. 
Mr,  Frank  S.  Appleman  for  Lucema  Anglo-Swiss  Milk  Chocolate 
Company. 
Messrs.  Goepel  <&  Goepel  for  Hoffman. 

Moore,  Commissioner: 

This  is  an  appeal  by  Stollwerck  Brothers,  Inc.,  from  the  decision 
of  the  Examiner  -of  Interferences  refusing  to  transmit  a  motion  to 
dissolve. 

The  motion  alleges  that  coffee,  the  goods  to  which  the  party  Hoff- 
man applies  the  mark,  is  not  of  the  same  descriptive  properties  as 
cocoa,  to  which  appellant  applies  it.  The  motion  was  refused  trans- 
mission on  the  ground  that  it  was  supported  by  an  affidavit  which 
could  not  be  considered  under  the  holding  in  Horton  v.  Leonard 
(C.  D.,  1910,  81 ;  155  O.  G.,  305)  and  because  the  Court  of  Appeals  of 
the  District  of  Columbia  has  decided,  in  the  case  of  Walter  Baker  cfe 
Co,,  Ltd.,  V.  Harrison,  (C.  D.,  1909,  284;  138  O.  G.,  770;  32  App. 
D.  C.,  272,)  that  coffee  and  cocoa  are  goods  of  the  same  descriptive 
properties. 

Appellant's  position  that  the  affidavit  filed,  if  not  proper,  can  be 
considered  as  mere  surplusage  is  thought  to  be  well  taken,  assuming 
that  there  are  other  sufficient  grounds  to  support  the  motion,  and  if 
this  were  the  only  objection  the  motion  might  be  transmitted.  The 
contention,  however,  that  the  applicability  of  the  decision  in  the 
Baker  case  is  a  matter  of  merits  which  is  beyond  the  jurisdiction  of 
the  Examiner  of  Interferences  cannot  be  sustained.  In  patent  inter- 
ferences it  is  well  settled  that  the  Examiner  of  Interferences  should 
take  cognizance  of  the  merits  of  a  motion  to  dissolve  sufficiently  to 
enable  him  to  refuse  transmission  to  motions  which  are  wholly 
groundless  and  would  serve  only  to  waste  the  time  of  the  Office  and 
the  parties  concerned.  (Jarvis  v.  Quincy  et  al.,  C.  D.,  1904,  471 ;  113 
O.  G.,  550;  Bunker  v.  Reist,  C.  D.,  1905,  533;  119  O.  G.,  1925;  Bah- 
cock  V.  Picard  v.  Ashton  and  Curtis,  95  MS.  Dec,  378.)  The  same 
reasoning  applies  to  trade-mark  interferences.  The  rule  relating  to 
the  transmission  of  such  motion  in  trade-mark  interferences  is  worded 
in  the  same  way  as  the  corresponding  rule  relating  to  patent  inter- 
ferences, and  there  appears  to  be  no  reason  for  holding  that  the  juris- 
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didion  of  the  Examiner  of  Interferences  should  be  more  limited  in 
the  former  class  of  cases. 

The  court  of  appeals  in  the  Baker  case  decided  the  precise  point 
now  raised  by  this  appellant,  and  that  ruling  is  clearly  binding  on 
this  Office  until  changed.  It  would  therefore  be  useless  for  the  Office 
to  consider  the  question  in  connection  with  appellant's  motion. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Swirr  V.  Crawford  v.  Baltzer. 

Decided  August  S,  1911. 

171  O.  G..  214. 

iNTEBiSBSNcv— Motion  to  Dissolve — ^Appeal. 

No  appeal  lies  from  a  decision  of  tbe  Primary  Examiner  denying  a 
motion  to  dissolre  an  interference  on  the  ground  that  tlie  isgae  is  unpatent- 
able and  that  the  counts  thereof  have  different  mevd^ngfi  1a  the  cases  of 
differait  parties. 

Appeal  on  Motion. 

ICETHOD  OF  CONSTBUCTING  PLA8TI0  WALLS. 

Mr.  Samuel  E.  Darby  for  Swift. 

Mr.  Carl  B.  Crawford  pro  se. 

Mr.  Carl  H.  Crawford  and  Mr.  William  N.  Cromwell  for  Baltzer. 

Billings,  First  Assistant  Commissioner: 

This  is  an  appeal  by  Swift  from  the  decision  of  the  Primary  Ex- 
aminer denying  his  motion  to  dissolve  the  interference  on  the  grounds 
that  the  issue  is  unpatentable  and  that  the  counts  thereof  have  diflFer- 
ent  meanings  when  applied  to  the  structures  of  the  different  cases 
herein  involved. 

Rule  124,  which  governs  proceedings  on  such  motions  in  this  Office, 
specifically  denies  appeal  from  such  decisions  in  the  following  terms: 

No  appeal  will  be  permitted  from  a  decision  rendered  upon  motion  for  dissolu- 
tion affirming  the  patentability  of  a  claim  or  the  applicant's  right  to  make 
the  same  or  the  identify  of  meaning  of  counts  in  the  cases  of  different  parties. 

On  this  point  Swift  states,  (page  3  of  brief) : 

This  rule,  however,  also  provides  that  appeals  may  be  taken  directly  to  the 
Ommissioner  from  decisions  on  such  motions  as  in  his  Judgment  should  be 
appealable, 

and  he  argues  at  length  that  appeal  should  be  permitted  in  such  cases 
as  the  present. 
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The  section  of  the  rule  to  which  appellant  refers,  however,  in- 
cludes the  words : 
♦    •    •    except  In  the  cases  provided  for  in  the  preceding  portions  of  this  mleir 

There  can  be  no  doubt  that  the  rule  is  drawn  particularly  to  ex- 
clude such  appeals  as  this.  The  other  parties  to  the  proceeding  have 
a  right  to  base  the  conduct  of  their  cases  upon  the  rules  as  they  exist 
and  to  depend  upon  their  enforcement.  The  rules  have  the  force  and 
effect  of  law  and  must  control  procedure  in  the  Patent  Office.  {Broad- 
well  V.  Long,  post  300 ;  164  O.  G.,  252 ;  36  App.  D.  C,  418.)  Further- 
more,  Rule  124,  now  under  consideration,  has  specifically  been  held 
valid  by  the  Supreme  Court  of  the  United  States  in  the  case  of  The 
United  States,  ex  rel.  Lowry  et  oZ.,  v.  Allen,  (C.  D.,  1906,  765;  125 
O.  a,  2365 ;  203  U.  S.,  476.) 

The  supervisory  authority  of  the  CJommissioner  has  not  in  terms 
been  invoked  to  review  the  decision  on  the  ground  that  it  is  an  abuse 
of  discretion ;  but  I  have  investigated  the  merits  of  the  case  far  enough 
to  be  convinced  that  it  is  not  one  calling  for  the  exercise  of  such 
authority. 

The  appeal  is  clearly  in  contravention  of  the  rules  and  is  dismissed* 


CuHns  V.  DE  Ferrakti  v.  Lindmabk. 

Decided  ApHt  27,  1910. 

171  O.  G.,  216. 

1.  Ihtsrfekence — Issue — Constbtjction. 

Where  the  claims  corresponding  to  the  issue  were  taken  from  the  patent 
to  Tm,  Held  that  if  their  meaning  is  at  all  uncertain  they  must  be  construed 
in  the  light  of  the  specification  of  that  patent  and  the  proceedings  leading 
to  the  grant  of  such  claims. 

2.  Sam£ — Same — Same. 

Where  the  claims  in  issue  specify  means  for  progressively  augmenting  the 
temperature  of  the  working  fiuid  in  an  eiastic-fluld  turbine,  which,  in  the 
light  of  the  specification  from  which  they  are  taken,  means  that  the  rise  of 
temperatures  in  each  successive  superheater  is  greater  than  that  in  the 
preceding  superheater,  Held  that  this  invention  is  not  disclosed  in  an  appli- 
cation which  does  not  explicitly  disclose  the  successive  augmentation  of 
temperature,  although  an  expert  might  by  picking  out  certain  statements 
therein  and  designing  a  turbine  to  operate  in  accordance  therewith  produce 
a  small  augmentation  of  temperature  in  the  successive  superheaters. 
8.  Same — Prioritt. 

L..,  the  senior  party.  Held  entitled  to  an  award  of  priority,  since  neither 
the  prior  application  relied  upon  by  G.  nor  the  British  application  of  de  F. 
discloses  the  invention  in  issue. 

Appeal  from  Examiners-in-Chief. 
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STEAM-TUBBINB. 

Messrs.  Dyer  dk  Dyer  for  Curtis.  {Mr.  Leonard  H.  Dyer  of 
counsel.) 

Messrs.  Spear,  Middleton,  Donaldson  cfe  Spear  for  de  FerrantL 
Messrs.  Harding  <&  Harding  for  Lindmark. 

Tennant,  Assistant  CorrmUssioner: 

This  case  is  before  me  on  appeals  by  de  Ferranti  and  Lindmark 
from  a  decision  of  the  Examiners-in-Chief  reversing  the  decision  of 
the  Examiner  of  Interferences  and  awarding  priority  to  Charles  G. 
Curtis,  the  junior  party. 

The  issue  of  the  interference  is  as  follows: 

1.  Id  combinatioD  with  a  plurality  of  elastic-fluid  motors  wherein  said  fluid 
undergoes  progressive  expansions,  means  for  augmenting  the  temperature  of 
said  fluid  prior  to  each  expansion  by  an  amount  progressively  Increasing  from 
the  first  expansion  to  the  last. 

2.  In  combination  with  a  plurality  of  elastic-fluid  motors  disposed  in  series, 
means  for  augmenting  the  temperature  of  said  fluid  prior  to  entrance  to  each 
motor  by  an  amount  progressively  increasing  from  the  flrst  admission  to  the  last. 

3.  In  combination  with  a  plurality  of  elastic-fluid  turbines  in  which  said  fluid 
Is  progressively  expanded  disposed  in  series,  means  interposed  between  successive 
turbines  for  augmenting  the  temperature  of  the  working  fluid  by  amounts  pro- 
gressively increasing  from  the  initial  admission  end  of  the  series  to  the  final 
exhaust 

Curtis  relies  for  conception  and  constructive  reduction  to  practice 
upon  an  application  filed  April  9,  1897,  of  which  his  application  in- 
volved in  this  interference  is  alleged  to  be  a  division,  and  has  taken 
testimony  of  experts  to  prove  that  the  invention  in  issue  is  disclosed 
in  the  former  application. 

de  Ferranti,  whose  application  involved  in  this  interference  is  a 
division  of  an  application  filed  October  31,  1903,  relies  upon  the  filing 
of  a  British  application  on  November  11,  1902,  but  has  taken  no 
testimony  with  respect  thereto. 

Lindmark,  whose  patent  involved  in  the  interference  was  granted 
upon  an  application  filed  January  16,  1903,  has  taken  testimony 
to  establish  that  the  invention  was  introduced  into  this  country  by 
him  prior  to  that  date  and  has  also  taken  expert  testimony  in  rebuttal 
of  that  taken  on  behalf  of  Curtis. 

The  claims  in  issue  were  taken  from  the  patent  of  Lindmark,  and 
must  therefore  be  construed  in  the  light  of  the  specification  of  that 
patent  if  their  meaning  is  at  all  uncertain.  These  claims  were 
allowed  on  appeal  by  the  Commissioner.  It  had  been  held  by  the 
Primary  Examiner  and  the  Examiners-in-Chief  that  the  claims  were 
not  patentable  over  the  patent  to  Young,  No.  401,239.  That  patent 
discloses  a  three-stage  compound  engine  with  a  superheater  inter- 
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posed  between  the  first  and  second  and  a  superheater  interposed 
between  the  second  and  third  stages,  these  superheaters,  like  those 
of  the  Lindmark  and  Curtis  applications,  being  heated  by  the  waste 
flue  gas.  The  Commissioner  in  holding  that  the  claims  were  patent- 
able to  Lindmark,  after  stating  that  the  nearest  reference  cited  was 
the  patent  to  Young,  made  the  following  statement: 

This  reference  shows  a  compound  engine  and  superheaters  for  heating  the 
working  fluid  between  each  expansion  by  means  of  products  of  combustion 
passing  through  a  passage,  such  as  E  In  appellant's  construction.  There  is, 
liowever,  one  vital  difference  in  Young's  construction,  in  that  In  this  patent 
the  products  of  combustion  first  come  in  contact  with  the  stream  from  the 
first  motor,  then  in  contact  with  the  steam  from  the  second,  and  so  on.  That 
Is,  when  these  products  of  combustion  are  at  their  greatest  temperature,  they 
first  come  in  contact  with  the  superheater  through  which  flows  the  steam  from 
the  first  motor  which  is  at  a  higher  temperature  than  steam  from  any  of 
the  other  motora 

-  In  appellant's  case  the  construction  Is  reversed  by  permitting  the  products 
of  combustion  to  first  heat  the  connection  H  which  would  ordinarily  contain 
steam  of  the  greatest  expansion  and  the  lowest  temperature.  After  the  prod- 
ucts of  combustion  have  given  up  a  large  part  of  their  heat  to  pipe  H,  they 
then  fiow  around  the  other  pipes  F  and  G,  in  which  the  steam  normally  would 
be  of  greater  temperature  than  that  in  H,  and  consequently  does  not  need  to 
be  heated  to  such  an  extent 

The  Primary  Examiner  on  a  motion  to  dissolve  and  the  Exam- 
iners-in-Chief  in  their  decision  from  which  this  appeal  is  taken  both 
held,  and  properly,  in  my  opinion,  that  the  claims  in  issue  mean  that 
the  rise  of  temperature  in  each  successive  superheater  is  greater  than 
that  in  the  preceding  superheater,  but  that  these  claims  do  not  call 
for  progressively  higher  temperatures  in  the  elements  of  the  turbine. 

Curtis's  earlier  application,  which,  as  previously  stated,  was  filed 
on  April  9,  1897,  claimed,  broadly,  the  placing  of  superheaters  be- 
tween the  successive  elements  of  a  compound  turbine-engine,  and  it 
was  argued  that  these  claims  were  patentable  over  the  Young  patent, 
because  it  was  necessary  to  modify  the  turbine  in  certain  particulars 
in  order  to  provide  for  this  arrangement.  The  Examiner,  however, 
held  the  claims  unpatentable  notwithstanding  this  argument,  and  on 
appeal  the  Conmiissioner  explicitly  held  that  this  alleged  difference 
in  structure  did  not  require  the  exercise  of  the  inventive  faculties. 
The  decision  of  the  Examiners-in-Chief  aflSrming  the  action  of  the 
Primary  Examiner  was  rendered  July  8,  1901,  and  the  decision  of 
the  Commissioner  affirming  that  of  the  Examiners-in-Chief  was 
rendered  October  6,  1903.  The  application  involved  in  this  inter- 
ference was  filed  October  2,  1905,  and  the  earlier  application  was 
formally  abandoned  on  October  4,  1905. 

It  is  not  contended  on  behalf  of  Curtis  that  his  earlier  application 
explicitly  discloses  the  successive  augmentation  of  temperature  in  the 
superheaters,  but  it  is  argued,  and  testified  to  by  the  experts,  that 
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this  earlier  application  describes  a  certain  manner  in  which  the  tur- 
bine may  be  operated,  and  that  if  so  operated  then  the  successive 
augmentation  of  temperature  must  necessarily  follow.  It  is  to  be 
observed,  however,  that  the  claims  in  issue  are  not  claims  for  a 
method,  but  claims  for  an  apparatus,  one  element  of  which  is 
"  means  "  for  augmenting  the  temperature  of  the  fluid  prior  to  each 
expasion  by  an  amount  progressively  increasing  from  the  first  ex- 
pansion to  the  last.  It  is  evident  that  no  such  means  is  disclosed  in 
the  Curtis  application,  and  the  fact  that  an  expert  might  by  picking 
out  certain  statements  in  the  earlier  Curtis  application  and  thwi 
designing  a  turbine  to  operate  in  accordance  thM^with  produce  a 
small  augmentation  of  temperature  in  the  successive  superheaters 
is  not  a  disclosure  of  the  invention  in  issue. 

It  was  admitted  by  Callan,  testifying  on  behalf  of  Curtis,  that  in 
order  to  arrive  at  the  conclusion  that  a  successive  augmentation  of 
temperature  would  be  produced  he  had  to  make  the  following  as- 
sumptions, based  upon  selected  passages  from  the  specification  of  the 
earlier  Curtis  application: 

(1)  That  the  work  could  [to]  be  done  by  the  expansion  of  the  fluid  in  each 
of  the  three  turbines  was  equal  or  the  samew 

(2)  That  these  expansions  were  each  adiabatic. 

(3)  That  in  the  first  turbine  the  steam  started  from  an  initially  dry  saturated 
condition  and  was  wet  throughout  the  expansion. 

(4)  That  in  the  second  and  third  turbines  the  steam  was  superheated  at 
the  beginning  of  its  expansion  in  each  case  and  at  the  end  of  the  expansion 
was  in  a  dry,  saturated  condition. 

(5)  That  the  fluid  in  the  superheaters  received  heat  at  a  constant  pressure. 
(Curtis  Record,  p.  143.) 

But  there  is  no  clear  and  explicit  statement  in  th^  earlier  specifica- 
tion of  the  manner  in  which  the  turbine  is  to  bo  operated  upon 
which  these  assumptions  can  necessarily  be  based.  Furthermore, 
Callan  admitted  {Curtis  Record^  p.  172)  that  if  a  turbine  was  de- 
signed so  as  to  obtain  successive  augmentations  of  temperature  and 
the  boiler-pressure  varied  from  that  for  which  it  had  been  designed 
the  results  called  for  by  the  claims  in  issue  would  not  be  obtained. 
In  view  of  the  history  of  the  earlier  Curtis  application  and  of  the 
Lindmark  application,  in  which  the  claims  were  allowed,  it  must  be 
held  that  the  invention  in  issue  was  not  disclosed  in  the  earlier  appli- 
cation and  that  Curtis  must  be  restricted  for  his  date  of  conception 
and  constructive  reduction  to  practice  to  the  date  of  the  applicaticm 
involved  in  the  interference,  which  is  later  than  the  filing  date  of 
either  de  Ferranti  or  Lindmark,  and  that  therefore  Curtis  is  not 
entitled  to  an  award  of  priority. 

Lindmark  contends  that  de  Ferranti  is  not  entitled  to  the  benefit 
of  the  British  application  for  the  reason  that  he  has  taken  no  testi- 
mony in  this  interference  to  establish  the  fact  that  he  is  the  de 
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Ferranti  who  filed  that  application.  He  contends,  furthermore,  that 
he  (Lindmait)  has  established  that  the  invention  was  disclosed  in 
this  country  by  him  prior  to  the  date  of  de  Ferranti's  British  patent, 
de  Ferranti,  on  the  other  hand,  contends  that  he  is  entitled  to  the 
benefit  of  his  British  application  in  view  of  a  decision  of  the  Court 
of  Appeals  of  the  District  of  Columbia  in  the  case  of  de  Ferranti  v. 
Lindmark,  (C.  D.,  1908,  353;  134  O.  G.,  515;  30  App.  D.  C,  417.) 

That  decision,  however,  cannot  be  considered  as  any  authority  for 
holding  that  the  invention  here  in  issue  was  disclosed  in  de  Ferranti's 
Britii^  patent.  As  appears  from  the  later  decision  of  the  court  of 
appeals  in  Lindmark  v.  de  Ferranti^  (C.  D.,  1910,  355;  153  O.*  G., 
1082;  84  App.  D.  C.,  445,)  all  that  was  decided  in  the  former  case 
was  that  Lindmark  was  not  as  a  matter  of  law  entitled  to  a  judg- 
ment of  priority  because  of  the  relation  of  the  filing  dates  of  the 
respective  parties  to  the  act  of  March  3,  1903,  putting  into  effect  the 
provisions  of  the  International  Convention. 

It  is  not  necessary  to  consider  in  this  case  whether  Lindmark  has 
established  the  date  of  the  introduction  of  the  invention  into  this 
country,  as  claimed  by  him,  or  whether  it  was  necessary  for  de  Fer- 
ranti to  take  testimony  to  establish  that  he  was  the  de  Ferranti  who 
filed  the  application  for  patent  in  Great  Britain  referred  to,  for  the 
reason  that  when  this  British  patent  is  considered  it  will  be  found 
that  it  does  not  disclose  the  invention  in  issue. 

As  stated  above,  the  claims  call  for  the  successive  augmentation 
of  temperature  in  the  superheaters,  but  nasuch  invention  is  described 
in  the  British  patent.  On  page  2,  paragraph  3,  of  the  British  patent 
it  is  stated :         . 

It  wiU  be  seen  that  by  means  of  the  reheaters  provided  at  each  stage  of 
expansion,  the  temperature  of  the  turbine  is  maintained  practically  uniform 
from  end  to  end,  and  the  exhaust-steam  will  pass  from  the  turbine  practically 
at  the  temperature  at  which  It  at  each  stage  passes  to  the  reheater,  and  the 
larger  the  number  of  stages  employed  the  nearer  is  the  approach  to  isothermal 
expansion.  The  exhaust-steam  then  delivers  through  a  passage,  in  which  is 
situated  the  regenerator  for  the  extraction  of  its  heat,  and  then  into  the  con- 
denser, which  is  preferably  a  jet  or  ejector  condenser  employing  practically 
air-freed  water. 

And  on  page  3,  last  paragraph,  it  is  stated : 

It  will  be  seen  that  an  isothermal  expansion-turbine  of  my  new  type  has  to 
work  under  the  maximum  temperature  of  the  cycle.  This  has  the  disadvantage 
that  lubrication  is  rendered  more  difficult  It  has,  however,  several  great 
advantagea  One  of  these  is  that  the  steam  can  be  maintained  practically  dry 
throughout  the  whole  range  of  expansion.  This  fact  has  great  influence  in 
reducing  the  frlctional  losses  in  the  turbine.  Again,  no  great  variations  of 
temperature  exist  in  tlie  turbine,  the  whole  turbine-casing  being  practically 
maintained  at  the  same  temperature.  The  difficulties  ordinarily  occurring  in 
stenm-turbines  through  unequal  expension  due  to  unequal  heating  of  the 
different  parts  of  the  turbine  practically  disappear. 
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As  seen,  no  reference  is  made  to  the  progressive  augmentation  of 
temperature  in  the  various  superheaters.  All  that  is  required  is  that 
the  temperature  of  the  steam  as  it  enters  one  superheater  is  to. be  the 
same  as  when  it  enters  the  next,  and  its  temperature  when  it  leaves 
that  superheater  the  same  as  when  it  leaves  the  next.  This  is  ob- 
viously not  the  invention  in  issue. 

Since  the  invention  in  issue  is  not  disclosed  in  de  Ferranti's  British 
patent,  it  is  not  necessary  to  consider  whether  it  is  disclosed  in  the 
application  involved  in  this  interference,  since  the  application  of 
which  this  is  a  division  was  not  filed  until  after  the  application  of 
Lindmark. 

The  decision  of  the  Examiners-in-Chief  is  reversed  and  priority 
of  iiwention  is  awarded  to  Tore  G.  E,  Lindmark. 


Ex  PARTE  Ellis. 

Decided  July  20,  1911. 

171  O.  G.,  217. 

Apflioation — Prosecution — Entry  or  Claims  After  Decision  of  Examiners- 
in-Chief. 
Where  during  the  prosecution  of  an  application  certain  claims  were  can- 
celed the  fact  that  the  Examlners-ln-Chief  reversed  the  action  of  the 
Primary  Ebcaminer  on  narrower  claims  affords  no  ground  for  permitting 
the  entry  of  claims  substantially  the  same  in  scope  as  the  claims  previously 
canceled. 

On  Petition. 

REST  AND  lifting-lever. 

MeMrs.  Arthur  C.  Eraser  cfe  VsiTia  and  Messrs.  Eraser^  Turk  <b 
Myers  for  the  applicant. 

Tennant,  Assistant  Commissioner: 

This  is  a  petition  that  the  Examiner  be  authorized  to  admit  an 
amendment  filed  May  12,  1911,  and  to  consider  the  claims  presented 
therein. 

The  record  shows  that  claims  6,  7,  8,  9,  and  11  of  this  application 
were  finally  rejected  by  the  Examiner  on  May  14,  1910.  On  October 
18,  1910,  the  applicant  presented  an  amendment  directing  the  addi- 
tion of  certain  claims,  numbered  12  to  16,  inclusive.  The  Examiner 
refused  to  enter  these  claims,  upon  the  ground  that  they  were  not 
offered  under  the  provisions  of  Rule  68  as  substitutes  for  the  rejected 
claims  to  put  them  in  better  condition  for  appeal,  but  are  merely 
additional  claims.  The  applicant  appealed  to  the  Examiners-in- 
Chief  on  January  12,  1911,  and  at  the  hearing  of  that  appeal  pre- 
sented in  a  supplemental  brief  five  claims  which  differed  both  in 
language  and  scope  from  the  claims  which  he  had  requested  the  Ex- 
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aminer  to  enter  previously  to  the  appeal  and  requested  the  Examiners- 
in-Chief  to  recommend  the  allowance  of  these  newly-presented  claims. 
The  Examiners-in-Chief  reversed  the  decision  of  the  Examiner 
upon  the  claims  pending  before  them  on  appeal,  but  made  the  fol- 
lowing statement  in  respect  to  the  remaining  claims : 

In  view  of  the  fact  that  the  appealed  claims  are  deemed  allowable,  no  occasion 
arises  for  considering  the  proposed  claims  appended  to  the  end  of  applicant's 
brief,  and  said  claims  have  not  been  considered. 

After  the  case  was  returned  to  the  Primary  Examiner  an  amend- 
ment was  offered  requesting  the  entry  of  six  additional  claims,  num- 
bered 12  to  17,  upon  the  ground  that  these  claims  were  in  accordance 
with  the  ruling  of  the  decision  of  the  Examiners-in-Chief. 

The  Examiner  refused  to  enter  this  amendment,  upon  the  ground 
that  the  Examiners-in-Chief  had  made  no  such  reconmiendation 
under  the  provisions  of  Rule  139. 

I  find  no  sufficient  reason  for  now  reopening  the  case  as  requested 
by  the  applicant.  Ample  opportunity  was  given  during  the  prose- 
cution of  the  case  for  the  presentation  of  such  claims  as  now  offered, 
and  the  record  shows  that  claims  of  substantially  the  same  scope  as 
the  broader  claims  now  presented  were  canceled  in  view  of  a  rejec- 
tion of  the  Examiner  prior  to  the  date  upon  which  appeal  was  takem 
An  applicant  cannot  be  permitted  to  prosecute  his  case  piecemeal. 

There  is  in  my  opinion  at  the  present  time  a  needless  multiplicity 
of  claims  in  this  case,  and  the  addition  of  the  claims  presented  is 
wholly  unwarranted. 

The  petition  is  deiued. 


Ex  PARTE  Eyton. 

Decided  August  8,  1911. 

171  O.  G.,  481. 

Assignment  bt  Trustee  in  Bankruptcy — Recording — Issuance  of  Patent. 

An  assignment  purporting  to  be  by  the  trustee  In  bankruptcy  of  the 
applicant  will  be  recorded ;  but  the  patent  will  not  be  issued  in  accordance 
with  the  request  contained  therein. 

On  Petition. 

SPRING-WHEEL  FOR  MOTOR  AND  OTHER  ROAD-yEHICLES. 

Mr.  William  P.  Thompson  and  Messrs.  Alexander  <&  DoweU  for 
the  applicant. 

Moore,  Commissioner: 
This  is  a  petition  that — 

the  papers  filed  by  us  April  29th,  1911,  to  wit, — "  Order  of  adjudication  in  the 
matter  of  Adam  Tudor  By  ton,"  a  bankrupt;  a  certified  copy  of  "Resolutions 


Digitized  by  VjOOQ IC 


122  DECISIONS  OF  THE  COMMISSIONER  OP  PATENTS. 

where  adjudication  resolved  on;'*  and  an  "Assignment  from  Llewellyn  Hugh- 
Jones  to  the  Eyton  Wheel  Limited"  be  recorded  and  that  the  patent  when 
granted  be  issued  to  the  E^ton  Wheel  Limited,  as  per  assignment 

Following  the  presentation  of  the  above-mentioned  papers  for 
record  in  the  assignment  records  of  this  Office  petitioner  was  informed 
in  the  Office  letter  of  May  1,  1911,  that — 

a  trustee  in  bankruptcy  is  not  vested  with  the  title  to  pending  applications,  and 
<^onsequeutly  cannot  legally  transfer  same.  (See  decision  in  re  DanUy  129  Fed. 
Bep.,  495.) 

The  papers  presented  by  you  are  therefore  withheld  from  record  affording  you 
an.  opportunity  of  recording  in  this  Office  an  assignment  directly  from  the  bank- 
rupt to  either  the  official  receiver  iu  bankruptcy,  or  to  the  company,  which 
assignment  should  contain  a  request  to  issue  the  patent  to  the  assignee,  as  la 
required  by  Rule  26. 

The  present  petition  was  taken  from  the  above  action. 

The  first  of  the  above-mentioned  papers  purports  to  be  an  order  of 
the  court  dated  April  26,  1910,  adjudging  A.  Tudor  Eyton  to  be  a 
bankrupt.  The  second  paper  purports  to  be  a  certified  copy  of  the 
minutes  of  proceedings  had  at  the  first  meeting  of  the  creditors,  at 
which  it  was  unanimously  resolved  that — 

Adam  Tudor  Eyton  shall  be  adjudged  bankrupt  and  that  the  official  receiver 
will  apply  to  the  court  to  make  adjudication. 

The  third  paper  above  menitoned  purports  to  be  an  asagnment  by 
Llewellyn  Hugh-Jones,  as  official  receiver  in  bankruptcy  and  trustee 
of  the  estate  of  said  Adam  Tudor  Eyton,  of  an  application  pending 
in  this  Office,  filed  by  the  said  Eyton  on  December  4,  1909,  to  the 
^'  Eyton  Wheel  Limited  "  and  requesting  the  Commissioner  of  Patents 
to  issue  Letters  Patent  to  said  company. 

Petitioner  states  that  it  is  desired  to  have  said  documents  recorded 
in  order  to  give  notice  of  their  contents  and  to  prevent  the  applicant 
from  selling  his  applicaion  to  third  parties. 

There  appears  to  be  no  reason  why  said  documents  should  not  be 
recorded  for  this  purpose,  and  it  is  noted  that  in  the  Office  letter  of 
May  1, 1911,  petitioner  was  informed  that  the  papers  presented  were 
merely  withheld  from  record  in  order  to  permit  the  petitioner  to  take 
■certain  preliminary  steps,  if  he  so  desired. 

The  petition  in  so  far  as  it  requests  that  said  papers  be  recorded  is 
accordingly  granted. 

The  second  portion  of  the  petition  requests  that  the  patent  when 
granted  be  issued  to  the  assignee,  as  requested  in  the  assignment. 

Where  the  applicant  is  a  resident  of  this  country,  it  is  the  practice 
of  the  Office,  based  upon  the  decisions  of  the  courts  {in  re  McDonald^ 
104  Fed.  Rep.,  239,  and  in  re  Dann^  129  Fed.  Rep.,  495)  and  the 
Commissioner's  decision  {ex  parte  McPheraon^  G.  D.,  1905,  232;  117 
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O.  G.,  275)  to  refuse  to  issue  a  patent  to  the  assignee  upon  assignment 
by  a  trustee  in  bankruptcy,  upon  the  ground  that  the  trustee  in  bank- 
ruptcy is  not  vested  with  the  title  to  pending  applications,  and  conse- 
quenly  cannot  legally  transfer  the  same. 

It  is  contended  by  the  petitioner,  first,  that  the  holding  in  the 
above-cited  cases  was  overruled  in  the  recent  court  decision  in  re 
Cantelo  Mfg.  Cd.^  (185  Fed.  Rep.,  276,)  and,  second,  that  even  if 
said  holding  was  not  so  overruled  it  could  not  properly  be  held  to 
control  the  assignment  of  an  application  by  a  British  subject  residing 
in  Great  Britain. 

The  second  contention  is  well  taken,  and  in  view  thereof  it  is  unnec- 
essary to  discuss  the  first  contention  other  than  to  note  that  said 
court  decisions  were  all  rendered  by  different  United  States  district 
courts,  courts  of  coordinate  jurisdiction,  and  therefore  the  later  deci- 
sion does  not  necessarily  overrule  the  former. 

The  contention  of  petitioner  that  the  law  in  this  country,  whatever 
it  may  be,  does  not  fix  the  status  of  a  bankrupt  British  subject  residing 
in  Great  Britam  is  undoubtedly  correct.  The  question  then  naturally 
arises,  what  is  the  law  regarding  this  matter  in  Great  Britain?  Peti- 
tioner states  in  his  brief  that  the  documents  presented  are  in  complete 
accordance  with  the  laws  in  force  in  Great  Britain  and  suflBcient 
thereunder  to  transfer  the  legal  and  equitable  title  to  the  invention ; 
also,  that  under  the  British  law  the  applicant  Eyton  will  not  be 
allowed  to  do  any  business  in  his  own  name  until  such  time  as  he 
has  received  his  discharge  from  the  official  receiver  in  bankruptcy. 
It  is  noted  that  while  petitioner  states  at  length  his  opinion  of  the 
British  law  he  has  f  aiM  to  cite  or  quote  said  law,  much  less  to  prove 
the  same. 

It  is  well  established  that  judicial  notice  will  not  be  taken  of  the 
laws  of  a  foreign  country.  In  Winter  v.  Latour  (C.  D.,  1910,  408: 
157  O.  G.,  209;  35  App.  D.  C,  415)  the  Court  of  Appeals  of  the 
District  of  Columbia  said : 

The  provision  of  the  French  patent  law  In  question  was  not  offered  in  evidence 
and  does  not  appear  in  the  record.  It  is  not,,  therefore,  before  as,  and  we  wlU 
not  take  Judicial  cognizance  of  its  provisions.  In  Liverpool  Steam  Co.  v. 
Pheniof  Ins.  Co,  (129  U.  S.,  307)  the  CJourt  stated  the  rule  as  follows: 

"  The  rule  that  the  courts  of  one  country  cannot  take  cognizance  of  the  law 
of  another  without  plea  and  proof  has  be^i  constantly  maintained,  at  law 
and  in  equity,  in  England  and  America.  (Church  v.  Huhhart,  2  Cranch.,  187, 
2.'?G;  Ehmie  v.  SnUtK  14  How.,  400,  426,  427;  Dainese  v.  HaU,  91  U.  8.,  13,  20, 
21;  Pierce  v.  Indseth,  106  U.  8.,  646;  ew  parte  Cridland,  8  Ves.  ft  B.,  94,  99; 
Lloyd  V.  Guihert,  L  .R.,  1  Q.  B.,  115, 129;  S.  C,  6  B.  &  8.,  100,  142.)" 

It  has  long  been  the  practice  in  this  Office  where  there  are  conflict- 
ing assignments  or  any  question  as  to  the  legal  title  of  the  assignee  to 
issue  the  patent  in  the  name  of  the  applicant.     This  practice  was 
upheld  by  the  Court  of  Appeals  of  the  District  of  Columbia  in  the 
2097*--12 10 
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case  of  Moore  v.  Boyer,  (C.  D.,  1909,  276;  138  O.  G.,  530;  32  App. 
D.  C.,  243,)  where  the  Court  said: 

It  is  well  settled  that  it  is  purely  discretionary  with  the  Ck>mmissioiier 
whether  he  shall  issue  the  patent  to  the  assignee  or  the  patentee.  As  said  by 
this  court  in  a  case  where  there  were  two  assignments  filed  In  the  Patent  Office : 

"  Having  determined  that  a  patent  should  issue,  it  is  conceded  he  might  have 
ignored  both  assignments  and  issued  a  patent  in  the  name  of  the  inventor, 
which,  probably,  would  have  been  the  better  course  for  him  to  have  followed 
{In  re  Pearaalh  C.  D.,  1908,  420;  136  O.  G.,  221;  31  App.  D.  C,  265.)" 

Should  the  decree  be  affirmed  and  the  Commissioner  finally  determine  that 
patents  should  be  issued  upon  the  applications  in  this  case,  which  yet  remain.^ 
to  be  decided,  it  is  discretionary  with  him  whether  they  shall  be  issued  to  the 
inventor  Berger  or  to  the  assignee. 

No  damage  can  occur  to  the  appellee  as  a  result  of  the  exercise  of  such  discre- 
tion on  the  part  of  the  Commissioner.  Appellee  is  fully  protected  by  his  assign- 
ment The  patents  are  equally  valid  whether  issued  in  the  name  of  the  appli- 
cant or  the  assignee,  and.  when  issued,  the  title  immediately  vests,  by  operation 
of  law,  in  the  assignee.     {Oaylor  v.  WUder,  10  How.,  477.) 

To  investigate  the  laws  of  various  foreign  countries  in  order  to 
determine  the  titles  to  applications  for  patents  pending  in  this  Office 
filed  by  foreigners  who  have  subsequently  become  bankrupt  would 
place  an  enormous  and  unnecessary  burden  upon  the  Office.  Since  it 
is  unquestionably  proper  to  issue  the  patent  in  the  name  of  the  appli- 
cant, this  is  believed  to  be  the  safe  rule  in  such  cases.  In  the  present 
instance  petitioner  has  not  shown  that  any  hardship  would  result 
from  following  this  plan. 

the  petition  is  granted  in  so  far  as  it  requests  the  recording  of  the 
documents  presented  and  is  denied  in  so  far  as  it  requests  that  the 
patent  be  issued  to  the  "  Eyton  Wheel  LimitedJ*^ 


Ex  PARTE  ScHMror. 

Decided  August  9,  1911. 

171  O.  G.,  482. 

1.  Application — Prosecution — Final  Rejection. 

It  is  necessary  in  the  prosecution  of  application  for  patent  that  the 
prosecution  should  at  some  time  come  to  an  end  nnd  that  when  an  appli- 
cation has  been  fully  considered  and  reached  the  state  of  final  rejection 
further  prosecution,  except  by  appeal,  be  then  closed,  for  an  unlimited 
prosecution  of  an  application  necessarily  prevents  other  applicants  from 
having  their  applications  examined  in  regular  order. 

2.  Same — Same — Same — Entry  of  Amendment  Thereafter. 

Under  the  provisions  of  Rule  68  an  amendment  touching  the  merits  filed 
after  final  rejection  may  be  admitted  only  upon  a  verified  showing  of  reasons 
why  it  was  not  earlier  presented;  but  no  hard  and  fast  rule  can  be  laid 
down  to  define  what  constitutes  a  satisfactory  showing  In  such  a  case. 
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8.  Same— Same — Same — Same. 

When  an  application  has  been  prosecuted  In  good  faith  and  expeditionsly, 
the  applicant  should  not  be  denied  permission  to  amend  after  a  final  rejec* 
tlon  when  it  clearly  appears  from  the  affidavit  of  responsible  counsel  that 
matters  contained  in  the  amendment  were  not  earlier  presented  because 
of  the  fact  that  the  inventor  liad  not  earlier  pointed  out  to  counsel  features 
covered  by  the  proposed  amendment 

On  Petition. 

UNCOUPLING   MECHANISM  FOB  CAB-COUPLEBS. 

Messrs.  Bakewell^  Byrnes  c6  Parmelee  for  the  applicant. 

Billings,  First  Assistant  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  refusing  to 
enter  and  consider  an  amendment  filed  after  final  rejection. 

The  record  shows  that  the  Examiner  rejected  the  application,  and 
in  response  thereto  the  applicant  filed  an  amendment.  Rejection 
was  again  entered,  and  then  in  response  to  an  argument  the  Exami- 
ner finally  rejected  the  claims.  Following  this  final  rejection  an 
amendment  was  presented,  which  from  the  record  appears  to  have 
followed  a  personal  interview  of  counsel  with  the  Examiner.  Under 
the  provisions  of  the  rules  this  amendment  can  only  be  entered  and 
considered  at  this  time  upon  a  verified  showing  of  reasons  why  it  was 
not  earlier  presented.  No  hard  and  fast  rule  can  be  laid  down  to 
define  what  would  constitute  a  satisfactory  showing  in  such  a  case. 

In  the  affidavit  accompanying  this  amendment  filed  by  counsel 
he  states  that  after  final  rejection  he  had  an  interview'  with  the 
inventor  and  patent  expert  of  the  inventor's  assignee  and  that  they 
called  his  attention  to  several  points  which  he  had  not  fully  under- 
stood before  and  on  the  basis  of  which  the  amendment  filed  after 
the  final  rejection  was  prepared.    Affiant  then  states: 

As  this  amendment  of  April  14th  brings  out  some  new  features  over  the 
references,  not  heretofore  understood  or  fully  presented  by  the  attorney,  it  is 
respectfully  asked  that  this  amendment  be  admitted  and  considered. 

It  is  necessary  in  the  prosecution  of  applications  for  patent  that 
the  prosecution  should  at  some  time  come  to  an  end  and  that  when 
an  application  has  been  fully  considered  and  reached  the  state  of  final 
rejection  further  prosecution,  except  by  appeal,  be  then  closed,  for 
an  unlimited  prosecution  of  an  application  necessarily  prevents 
other  applicants  from  having  their  applications  examined  in  regular 
order. 

In  determining  the  question  whether  an  amendment  presented 
after  a  final  rejection  should  be  entered  and  acted  upon  the  record 
of  the  application  should  be  considered,  and  if  it  be  found  that  the 
application  has  been  prosecuted  in  good  faith  and  expeditiously  the 
applicant  should  not  be  denied  permission  to. amend  after  a  final 
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rejection  when  it  clearly  appears  from  the  affidavit  of  responsible 
eounsel  that  matters  contained  in  the  amendment  were  not  earlier 
presented  because  of  the  fact  that  the  inventor  had  not  earlier 
pointed  out  to  counsel  features  covered  by  the  proposed  amendment. 
In  view  of  the  record  of  this  case  it  is  held  that  the  amendment 
should  be  entered  and  considered. 
The  petition  is  granted. 


Ex  PARTE   RaBSILBEIL 

Decided  Septemher  1,  1911. 

171  O.  G.,  483. 

Afplication — Pbosecution — Withdrawal  fbom  Issue. 

An  application  will  not  be  withdrawn  from  issue  for  further  prosecution 
in  the  absence  of  a  showing  of  compelling  reasons  which  prevented  the  ap- 
plicant from  discovering  the  alleged  mistake  in  or  insuflkiency  of  his  specifi- 
cation and  claims  while  the  application  was  pending  before  the  Primary 
Examiner. 

On  Petition. 

METHOD   OF  OPERATING   INTERN AL-COliBUSTION   ENGINES. 

Mr.  James  Hamilton  and  Messrs.  Steicart  cfc  Steuart  for  the  appli- 
cant. 

Tennant,  Acting  Commdssioner: 

This  is  a  petition  that  the  above-entitled  application  be  withdrawn 
from  issue  and  remanded  to  the  Primary  Examiner  and  that  the 
applicant  be  accorded  the  privilege  of  making  such  amendments  or 
taking  such  further  action  in  the  premises  as  he  may  be  advised  is 
material. 

The  record  shows  that  this  application  was  allowed  March  2,  1911, 
and  that  the  period  of  six  months  in  which  final  fee  may  be  paid 
will  expire  tomorrow,  September  2,  1911.  The  final  fee  has  not  yet 
been  paid. 

The  reasons  set  forth  in  the  petition  for  the  withdrawal  of  the 
case  from  issue  is  that  the  applicant — 

is  advised  by  counsel,  who  have  recently  been  employed  by  him  to  look  into 
the  matter  of  this  case,  that  it  will  probably  l>e  desirable  in  tiie  interest  of  a 
full  and  complete  protection  of  his  invention  that  certain  revisions  and 
amendments  should  be  made  before  the  case  is  permitted  to  go  to  issue. 

It  is  further  stated  that  the  applicant  has  constructed  an  engine 
in  accordance  with  the  invention  herein  and — 

that  petitioner  has  now  said  engine  in  operation  and  has  observed  many 
phenomena  incident  to  the  operation  thereof,  which,  as  he  is  informed  by  coun- 
sel may  be  of  such  importance  as  to  require  that  they  should  be  embodied  in 
the  specification  and  claims  of  this  case,  and  that  it  will  require  a  reasonable 
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time  for  counsel  who  have  only  recently  been  employed  in  this  matter  to 
study  the  problems  involved  and  make  the  necessary  amendments  incident  to 
perfecting  the  application  as  stated. 

It  is  well  settled  that  an  application  will  not  be  withdrawn  from 
issue  for  the  purpose  of  further  prosecuting  the  same  in  the  absence 
of  a  showing  that  some  error  has  been  committed  upon  the  part  of 
the  Office  or  that  the  failure  to  present  a  case  in  proper  form  was 
due  to  mistake  upon  the  part  of  the  applicant  or  his  attorney  and* 
that  doe  diligence  has  been  used  in  discovering  such  mistake.  Where, 
as  in  the  present  case,  the  entire  period  of  six  months  has  elapsed, 
an  excuse  of  the.  latter  sort  will  be  accepted  only  when  it  sets  forth 
compelling  reasons  which  prevented  the  applicant  from  discovering 
the  mistake  in  or  insufficiency  of  his  specification  and  claims. 

The  present  applicant  has  the  right  under  section  4897,  Revised 
Statutes,  to  renew  his  application,  if  it  is  allowed  to  forfeit,  any  time 
within  two  years  after  the  date  of  the  original  allowance.  Rule  176 
provides  that  in  such  renewal  the  oath,  petition,  specification,  draw- 
ing, and  model  of  the  original  application  may  be  used  for  the  second 
application,  but  a  new  fee  will  be  required,  and  that  a  second  applica- 
tion will  not  be  regarded  for  all  purposes  as  a  continuation  of  the 
original  one,  but  must  bear  date  from  the  time  of  renewal  and  be 
subject  to  examination,  like  an  original  application.  The  conditions 
in  the  present  case  appear  to  fall  clearly  within  the  contemplation 
of  section  4897,  Revised  Statutes,  and  Rules  175  and  176.  The  appli- 
cation as  originally  filed  was  duly  examined,  found  allowable,  and 
passed  for  issue.  Under  the  provisions  of  these  rules  the  applicant 
is  permitted,  upon  the  payment  of  another  fee  of  fifteen  dollars,  to 
obtain  a  reexamination  of  the  application,  together  with  any  amend- 
ment which  may  be  properly  presented. 

It  is,  however,  urged  that  the  forfeiture  of  the  application  may 
prejudice  the  applicant's  rights.  This  contention  is  believed  to  be 
without  force  in  view  of  the  ruling  of  the  Court  of  Appeals  of  the 
District  of  Columbia  in  the  case  of  Cutler  v.  Leonard^  (C.  D.,  1908, 
483;  136  O.  G.,  438;  31  App.  D.  C,  297,)  in  which  the  Court  said: 

In  the  present  case  tlie  renewal  application  was  filed  ten  montbs  before  the 
expiration  of  the  two  years  within  which  it  might  have  been  filed.  The  statute, 
it  will  he  observed,  confers  upon  the  applicant  "  a  right  to  make  an  application 
for  a  patent  for  such  invention  or  discovery  the  same  as  in  the  case  of  an 
original  application"  within  two  years  after  the  aUowance  of  the  original 
application.  This  right  can  be  taken  away  only  by  a  finding  of  atmndonment, 
which,  the  statute  ordains,  must  be  determined  as  a  question  of  fact  Where 
an  aflarmative  right  is  conferred  by  law,  we  think  a  finding  of  abandonment 
must  be  predicated  of  facts  and  circumstances  warranting  such  a  finding  and 
not  upon  mere  presumption. 

I  find  no  reasons  in  the  present  case  which  would  warrant  or 
justify  the  withdrawal  of  the  case  from  issue. 
The  petition  is  accordingly  denied. 
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B188  V.  Gould  v.  Pomerot. 

Decided  Bepieniber  It,  191U 

171  O.  G^  483. 

INTEBFRBRNCK — MOTION  TO  DT880L7E— TBAHSMISSION. 

A  motion  to  disflolye  brought  by  the  Jnnior  party  after  the  expiration  of  his 
*    time  for  taking  testimony  Held  properly  refused  transmission  in  the  absence 
of  satisfactory  reasons  why  such  motion  was  not  brought  within  the  time 
allowed  by  Rule  122. 

Appral  on  Motion. 

GAS-LIGHTEB. 

Mr.  ElioB  E.  Ries  pro  se. 

Messrs.  Wright^  Brovm^  Quinhy  dk  May  for  Gk>ulcL 

Messrs.  Noyes  dk  Harriman  for  Pomeroy. 

Ten N ant,  Assistant  Commissioner: 

This  is  an  appeal  by  Ries  from  the  decision  of  the  Examiner  of 
Interferences  refusing  to  transmit  a  motion  to  dissolve  the  above- 
entitled  interference. 

The  record  shows  that  upon  the  expiration  of  the  time  allowed 
Ries  to  take  his  prim^  facie  testimony  and  pursuant  to  a  motion  duly 
made  by  one  of  his  opponents  under  the  provisions  of  Rule  119  he 
was  ordered  on  June  7, 1911,  to  show  cause  on  or  before  July  7, 1911, 
why  judgment  should  not  be  rendered  against  him  upon  the  record. 

On  June  6,  1911,  one  day  before  the  expirartion  of  the  time  thus 
allowed,  Ries  filed  a  motion  to  di.ssolve,  accompanied  by  a  motion  to 
transmit  the  same  to  the  Primary  Examiner.  In  the  motion  to  dis- 
Fo]ve  he  alleges  that  the  issue  is  not  patentable  and  that  the  party 
Pomeroy  has  no  right  to  make  a  claim  corresponding  to  count  9  of 
the  interference.  This  motion  is  not  accompanied  by  any  showing 
of  reasons  why  the  motion  was  not  brought  within  the  time  allowed 
by  Rule  122  for  the  bringing  of  such  motions. 

In  the  assignment  of  errors  it  is  alleged :  first,  that  the  Examiner 
of  Interferences  failed  to  consider  the  pertinency  of  newly-discovered 
references  cited  in  the  motion  for  dissolution;  second,  that  he  erred 
in  failing  to  consider  the  allegations  that  Pomeroy  had  no  right  to 
make  a  claim  corresponding  to  count  9  of  the  interference;  third,  that 
lie  erred  in  not  proceeding  upon  his  own  motion  under  Rule  126  to 
cause  a  dissolution  of  the  interference.  These  assignments  of  error 
are  wholly  without  merit.  It  is  well  settled  that  motions  for- dis- 
solution filed  aftiir  the  time  for  taking  testimony  has  passed  will  not 
be  transmitted  in  the  absence  of  a  showing  of  reasons  of  compelling 
character  which  prevented  the  earlier  presentiition  of  the  motion. 
(Dittgen  v.  PaTm/>Mer^  C.  D.,  1903, 125 ;  103  O.  G.,  1164;  Frederick  v. 
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Frederick^  C.  D.,  1902,  182;  99  O.  G.,  1865;  SuUivan  v.  Thomson^ 
C.  D.,  1901,  21;  94  O.  G.,  586.) 

No  satisfactory  reason  is  shown  why  the  references  cited  in  this 
motion  were  not  discovered  within  the  time  allowed  by  Rule  122  nor 
why  motion  for  dissolution  based  upon  the  allegation  that  Pomeroy 
is  not  entitled  to  make  a  claim  corresponding  to  count  9  of  the  issue 
was  not  presented  within  the  time  allowed  by  that  rule. 

It  is  also  well  settled  that  no  appeal  lies  from  the  f aihire  or  refusal 
of  the  Examiner  of  Interferences  to  take  action  under  Bule  126. 
{WeH  V.  Borst  and  Grosoop,  C.  D.,  1906,  198;  122  O.  G.,  2062.) 

The  decision  of  the  Examiner  of  Interferences  is  a^rrned. 


Wm.  a.  Coombs  Milling  Company  v.  The  Dewey  Bros.  Company. 

Decided  May  15,  J911. 

171  O.  G.,  743. 

Tbadr-Mabks — Opposition — Issue  Not  to  be  Mooxfuo)  Before  JuDomcNT. 

After  an  opposition  to  the  registration  of  a  trade-mark  has  been  filed 
the  opposition  proceedings  should  not  be  terminated  without  a  formal  order 
snstaining  or  dismissing  the  opposition. 

On  Reference. 

tbade-mabk  fob  wheat-flottb. 

Messrs.  Reed  <&  Rogers  and  Mr,  Francis  M,  Phelps  for  Wm.  A. 
Coombs  Milling  Company. 

Messrs.  Taylor  <&  Hulse  and  Messrs.  Steuart  <&  Steuart  for  the 
Dewey  Bros.  Company. 
MooRB,  Commissioner: 

This  case  is  before  me  upon  a  reference  by  the  Examiner  of 
Interferences  suggesting  a  change  in  the  practice  which  now  obtains 
and  which  results  in  the  conclusion  of  opposition  proceedings  with- 
out the  entry  of  a  judgment. 

It  has  been  the  practice  ever  sinc^  the  act  of  February  20,  1905, 
went  into  effect  for  the  Examiner  of  Trade-Marks,  in  case  he  dis- 
covers a  reference  after  the  filing  of  an  opposition  or  in  case  the 
notice  of  opposition  called  attention  to  a  reference  which  had  been 
overlooked,  to  request  jurisdiction  of  the  application  for  the  purpose 
of  refusing  registration.  Such  jurisdiction  has  uniformly  been  given 
to  the  Examiner  of  Trade-Marks  by  the  Examiner  of  Interferences 
as  a  matter  of  course. 

In  the  present  case  the  trade-mark  sought  to  be  registered  by  the 
applicant  consists  of  the  words  "Highland  Chief,"  associated  with 
the  representation  of  a  man  in  the  costume  of  a  Scottish  Highlander. 
After  the  notice,  of  opposition  had  been  filed  the  Examiner  discovered 
certain  registrations— to  wit,  William  Coombs,  No.  27,699,  January 
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28,  1896,  and  Wm.  A.  Coombs  Milling  Cc«npany,  No.  50,322,  March 
(5j  1906 — for  the  same  class  of  merchandise  and  which  showed  the 
representation  of  a  Scottish  chief,  accompanied  by  the  words  "  Rob 
Roy."  The  Examiner  having  obtained  jurisdiction  of  the  applica- 
tion of  The  Dewey  Bros.  Co.  in  the  manner  above  referred  to,  refused 
registration  of  the  applicant's  mark  in  view  of  the  representation 
of  a  Highland  chief  shown  in  the  references  cited.  Pur^iant  to  the 
Examiner's  letter  of  rejection  the  applicant  filed  an  amendment 
directing  the  cancelation  of  the  pictorial  representation  of  the  High- 
land chief,  thus  restricting  the  application  for  registration  to  the 
words  "Highland  Chief"  alone. 

The  opposer  having  obtained  knowledge  of  these  actions,  filed  in 
the  opposition  a  motion  for  judgment  asserting — 

that  there  has  been  filed  on  September  23,  1910,  in  the  application  of  Dewey 

Bros.  Company  involved  in  this  opposition,  an  amendment  in  which  the  portion 

.  of  the  trade-mark  objected  to  by  opposer  was  ordered  erased  from  the  drawing. 

The  Examiner  of  Interferences  points  out  that  under  the  present 
practice  it  is  necessary  to  suspend  the  proceedings  in  an  opposition 
when  jurisdiction  of  the  application  is  given  to  the  Examiner  of 
Trade-Marks.  After  the  rejection  the  applicant  may  or  may  not 
ymend.  If  no  amendment  is  filed,  the  opposition  remains  suspended 
mdefinitely.  If  the  application  is  amended,  it  may  or  may  not  result 
in  the  resumption  of  proceedings  in  the  opposition,  dependent  upon 
the  effect  which  the  Examiner  of  Trade-Marks  thinks  the  amendment 
lias  upon  the  application.  If,  in  his  judgment,  the  application  is 
made  allowable,  the  opposition  proceedings  are  resumed.  If  he 
thinks  it  is  not  allowable,  rejection  again  follows.  If  the  opposition 
proceedings  are  resumed  after  amendment,  it  is  upon  a  different 
issue  from  that  fixed  by  the  pleadings  originally  instituted. 

In  view  of  these  facts  the  Examiner  of  Interferences  states  that, 
in  his  opinion,  the  better  practice  would  be  to  refuse  permission  to 
modify  the  issue  in  any  way  after  the  filing  of  an  opposition,  unless 
it  be  by  stipulation  or  agreement  by  the  parties  themselves.  How- 
ever, in  view  of  the  long  continuance  of  the  present  practice  he  did 
not  feel  justified  in  initiating  such  procedure  in  the  present  case 
without  the  authority  of  the  Commissioner. 

The  case  was  referred  to  the  then  Acting  Examiner  of  Trade- 
Marks,  who  recommended  that  no  change  in  the  procedure  should  be 
instituted. 

Subsequently  to  the  receipt  of  the  report  of  the  Acting  Examiner 
of  Trade-Marks  above  referred  to  a  new  Examiner  of  Trade-Marks 
was  appointed  and  the  case  referred  to  him.  In  his  report  it  is 
stated : 

I  have  carefully  considered  the  arguments  made  by  my  predecessor  and  those 
of  the  Examiner  of  Interferences,  set  forth  in  their  req>ectiye  letters  in  regard 
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to  the  proposed  change,  and  recognize  that  there  are  good  reasons  for  either  a 
continuance  of  the  present  practice  or  a  change  therein.  On  the  whole,  however, 
I  believe  that  the  practice  suggested  by  the  Examiner  of  Interferences  in  his 
letter  dated  December  7,  1910,  is  supported  by  a  preponderance  of  the  reasons 
and  is  therefore  to  be  prefrred.  Consequently,  it  is  respectfully  recommended 
that  the  cliange  of  practice  as  proposed  by  the  Examiner  of  Interferences  in  his 
letter  dated  December  7,  1910,  be  adopted. 

I  am  clearly  of  the  opinion  that  the  modified  practice  Suggested 
by  the  Examiner  of  Interferences  and  the  present  Examiner  of  Trade- 
Marks  should  be  adopted.  After  the  trade-mark  has  been  published 
in  the  Official  Gazette,  as  required  by  section  6  of  the  Trade-Mark 
Act,  and  opposition  has  been  filed  against  such  registration,  the  juris- 
diction of  the  Examiner  of  Trade-Marks  ceases  and  the  case  becomes 
a  contested  case.  Proceedings  having  been  instituted,  the  opposition 
should  not  be  terminated  without  judgment  sustaining  the  opposition 
or  dismissing  the  same.  While  it  is  suggested  by  the  Acting  Exami- 
ner of  Trade-Marks  that  expense  may  be  saved  to  both  parties  under 
the  practice  which  now  obtains,  it  is  believed  that  the  same  ends  may 
be  reached  by  the  parties  by  way  of  stipulation  or  disclaimer  to  avoid 
further  proceedings  in  the  opposition.  Manifestly  after  such  a  pro- 
ceeding is  instituted  it  should  not  be  terminated  without  a  formal 
order  sustaining  or  dismissing  the  notice  of  opposition. 

It  is  suggested  by  the  Examiner  of  Interferences*  that  the  present 
form  of  order  is  sometimes  inapplicable  to  cases  such  as  the  present  in 
which  registration  is  opposed  as  to  a  portion  and  not  to  the  whole 
of  a  trade-mark.  It  is  my  opinion  that  in  such  cases  the  judgment  of 
the  Examiner  of  Interferences  should  be  so  worded  as  to  set  forth 
clearly  the  reasons  why  the  opposition  is  sustained. 

In  view  of  these  facts  the  Examiner  of  Interferences  is  authorized 
to  resume  proceedings  in  the  opposition  and  to  decide  the  motion  for 
judgment  filed  by  the  opposer^  action  upon  such  motion  to  be  taken 
in  accordance  with  the  views  expressed  herein. 


Whitall  V,  Gillespie  v,  Blaw. 

Decided  August  4,  1911, 
171  O.  a,  744. 

Interference — PBELnciNARY  Statement — Motion  to  Amend. 

Where  from  the  showing  to  amend  a  preliminary  statement  brought  by 
the  senior  party  after  the  junior  parties  had  taken  their  testimony-in-chief 
it  appeared  that  at  the  time  the  preliminary  statement  was  executed  there 
was  doubt  as  to  its  correctness,  but  that  no  thorough  search  was  made  to 
discover  evidence  of  an  earlier  disclosure,  Held  that  the  motion  to  amend 
was  properly  denied* 

Appeal  on  Motion. 

Digitized  by  VjOOQ IC 


182  DBOISIONS  OF  THB  COMMISSIONEB  OF  PATENTS. 

APPARATUS  FOB  BUILDIlfO  8X7BWATS,  CONDUITS,  AND  THB  LIKB. 

Mr,  Isaac  B.  Owens  for  Whitall. 

Messrs.  Kerr,  Page,  Cooper  <&  Hay  ward  for  Gillespie. 

Mr,  Paul  Synnestvedt  for  Blaw. 

Moore,  Commissioner: 

This  is  an  appeal  by  Blaw  from  a  decision  of  the  Examiner  of 
Interferences  denying  his  motion  to  amend  his  preliminary  statement. 

The  motion  was  brought  only  after  the  testimony-in-chief  of 
Whitall  and  that  of  Blaw  had  been  taken  and  seeks  to  move  back 
Blaw's  alleged  date  of  disclosure  from  December  1,  1908,  to  Sep- 
tember 8,  1908,  thereby  antedating  the  earliest  date  of  conception 
alleged  to  have  been  proved  by  Whitall  in  his  testimony  above  re- 
ferred to.  Under  such  circumstances  an  amendment  will  not  be  per- 
mitted, except  upon  the  most  satisfactory  proof  of  actual  mistake 
and  a  showing  of  the  utmost  care  in  the  preparation  of  the  original 
statement.  {Bliss  v.  Creveling,  C.  D.,  1904,  381;  112  O.  G.,  499; 
McDermott  v.  Hildreth,  C.  D.,  1902,  43;  98  O.  G.,  1282;  Pope  and 
Mims  V.  McLean,  C.  D.,  1903, 186;  104  O.  G.,  2147.) 

Such  a  showing  has  not  been  made  in  this  case.  The  motion  is 
based  upon  certain  of  the  testimony  taken  by  Blaw  and  an  affidavit 
filed  with  the  motion.  It  appears  that  he  and  othere  concerned  were 
aware  that  the  date  of  first  disclosure  as  given  in  the  original  state- 
ment was  probably  erroneous  at  or  about  the  time  such  statement  was 
filed,  yet  so  far  as  is  shown  no  thorough  and  exhaustive  search  was 
then  made  to  discover  evidence  of  an  earlier  disclosure.  In  fact,  the 
testimony  seems  to  indicate  that  the  search  was  of  a  very  hurried  and 
incomplete  character.  Furthermore,  the  sketch  and  letter  by  which 
it  is  now  sought  to  prove  the  earlier  disclosure  were  found  lat^r,  not 
unexpectedly  or  by  accident,  but  only  after  proof  of  the  date  they 
tend  to  establish  became  vital  to  Blaw's  case,  as  shown  by  his  oppo- 
nent's testimoy,  and  as  the  result  of  a  determined  effort  to  find  them. 

To  permit  amendment  of  the  statements  under  such  circumstances 
would  be  to  practically  nullify  the  rule  requiring  the  filing  of  such 
statements  and  that  restricting  parties  to  the  dates  alleged. 

T?ie  decision  of  the  Examiner  of  Intereference  is  affirrned. 


Ex  PARTE  The  Dry  Milk  Compakt. 

Decided  September  28,  191U 

171  O.  G..  744. 

1.  Tbade-Mabks — SiMiLARmr — Duplication. 

The  fact  that  one  mark  shows  a  duplication  or  mnltiplication  of  the  sol€ 
or  predominating  feature  in  another  mark  is  obviously  not  in  itself  conclu- 
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give  against  registration,  since  the  arrangement  or  manner  in  which  the 
nnits  are  displayed  may  become  the  predominating  feature  in  such  a  marlc. 
2.  Same — Same — Same. 

A  trade-mark  for  desiccated  mills  or  milk-powder  consisting  of  the  repre- 
sentation of  twenty  milk-cans  arranged  in  the  arc  of  a  circle  and  a  tub  or 
firkin  lying  upon  its  side  at  the  middle  of  the  row  Held  to  so  nearly  resemble 
a  registered  mark  consisting  of  the  representation  of  a  single  milk-can  as  to 
be  likely  to  cause  confusion  in  the  mind  of  the  public. 

On  Appeal. 

TBADE-MABK  FOB  DESICCATED  MILK  OB  MILK-FOWDEB. 

Messrs.  Calver  cfe  CaVver  for  the  applicant 

Moore,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  the  appellant  registration  of  a  mark  for  desiccated 
milk  or  milk-powder,  which  consists  in  the  representation  of  twenty 
milk-cans  arranged  in  the  arc  of  a  circle  and  a  tub  or  firkin  lying 
upon  its  side  at  the  middle  of  the  row. 

Registration  was  refused  on  the  ground  that  the  mark  so  nearly 
resembles  the  registered  mark  of  the  Van  Camp  Condensed  Milk 
Company,  No.  42,177,  as  to  be  likely  to  cause  confusion  in  the  mind  of 
the  public.  The  registration  referred  to  discloses  a  mark  consisting 
of  the  representation  of  a  single  milk-can.  The  Examiner  held  that 
in  both  cases  the  goods  would  be  likely  to  be  known  as  the  "  Milk- 
Can  "  brand  and  that  confusion  would  therefore  be  apt  to  arise. 

The  fact  that  one  mark  shows  a  duplication  or  multiplication  of 
the  sole  or  predominating  feature  in  another  mark  is  obviously  not 
in  itself  conclusive  against  registration,  since  the  arrangement  or 
manner  in  which  the  units  are  displayed  may  become  the  predominat- 
ing feature  in  such  a  mark. 

In  the  present  case,  however,  I  am  of  the  opinion  that  the  impres- 
sion upon  the  mind  created  by  the  respective  marks  is  so  similar  that 
confusion  would  be  apt  to  result  from  their  concurrent  use  upon  goods 
of  the  same  descriptive  properties.  As  was  said  by  the  Court  of 
Appeals  of  the  District  of  Columbia  in  Wayne  County  Preserving 
Co.  V.  Burt  Olney  Canning  Co.^  (C.  D.,  1909,  318;  140  O.  G.,  1003; 
32App.  D.  C,  279:) 

The  property  right  Id  trade-marks  is  a  valuable  ooe  aod  is  entitled  to  pro- 
tection from  those  who  would  profit  by  its  imitation,  and  the  court  should 
resolve  the  doubt,  if  any  exists,  in  favor  of  the  prior  registrant  and  user  in 
good  faith. 

The  decision  of  the  Examiner  of  Trade-Marks  is  afirmed. 
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SaMUELSON  V,  FU^NDERS. 

Bedded  October  2,  1911. 

171  O.  a,  745. 

1.  Interference — Motion  to  Disslove — Right  to  Make  Claims — Favorable 

Decision — Not  Appealable. 
No  appeal  will  be  permitted  from  a  decision  afDrmlng  an  applicant's  right 
to  make  the  claims. 

2.  Same — Same — Same — Same — ^Attthoritt  of   Commissioner  Not   Exercised 

TO  Review. 
The  supervisory  authority  of  the  Commissioner  will  not  be  exercised  to 
review  a  decision  of  the  Primary  Examiner  denying  a  motion  to  dissolve, 
based  on  the  ground  that  certain  amendments  to  the  application  of  the 
opposing  party  involved  new  matter,  since  this  involves  the  right  to  make 
the  claims,  and  the  moving  party  has  an  adequate  remedy  under  the  pro- 
visions of  Rule  130. 

Appeal  on  Motion. 

On  Petition. 

VALVE  mechanism. 

Mr.  A.  O.  Davis  for  Samuelson.     {Mr.  Richard  O,  Povey  oi 
counsel.) 
Mr.  Jonathan  S.  Green  for  Flanders. 

Moore,  Commissioner: 

This  is  an  appeal  and  petition  by  Flanders  from  the  decision  of 
the  Primary  Examiner  denying  his  motion  to  dissolve  the  inter- 
ference. 

Appeal  is  taken  from  the  portion  of  the  decision  of  the  Primary 
Examiner  holding  that  the  party  Samuelson  has  a  right  to  make  a 
claim  corresponding  to  the  count  of  the  issue  and  from  the  portion 
of  the  decision  denying  the  motion  to  dissolve  based  upon  the  ground 
that  the  declaration  of  the  interference  is  informal  and  irregular  by 
reason  of  indefiniteness  in  the  issue. 

The  appeal  upon  the  first  ground  mentioned  is  improper,  since 
Rule  124  expressly  provides  that  no  appeal  will  be  permitted  from  a 
decision  affirming  an  applicant's  right  to  make  the  claim. 

This  case  is  similar  to  that  of  Frost  v.  Chase^  (C.  D.,  1910,  33; 
151  O.  G.,  741,)  in  which  it  was  stated  concerning  this  ground  of 
appeal : 

Moreover,  under  the  decision  of  the  Court  of  Appeals  of  the  District  of  Colum- 
bia In  Podleaak  v.  Mclrmemey  (C.  D.,  1906,  558;  120  O.  G.,  2127;  26  App^  D.  C, 
390)  the  decision  of  the  Examlners-ln-Chief  that  Chase  has  a  right  to  make  the 
claims  of  the  issue  Is  not  necessarily  final.  Petitioner  has  an  adequate  remedy 
in  the  interference  proceeding,  where  this  question  can  be  raited  at  final 
hearing  under  Rnle  ISO. 
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At  the  hearing  the  ground  of  appeal  based  upon  the  allegation  of 
irregularity  in  the  declaration  of  the  interference  and  indehniteness 
of  the  count  of  the  issue  was  not  urged. 

The  decision  of  the  Primary  Examiner  denying  this  ground  of  the 
motion  has  been  examined  and  there  is  found  no  error  therein. 

The  petition  for  the  exercise  of  the  supervisory  authority  is  based 
upon  the  fact  that  in  accordance  with  the  requirement  of  the  Primary 
Examiner  certain  features  were  added  to  the  drawing.  It  is  con- 
tended by  Flanders  that  this  additional  illustration  involved  new 
matter  and  that  by  reason  thereof  Samuelson  has  no  right  to  make  the 
claim  of  the  issue.  It  is  contended  by  Samuelson  that  a  sufficient 
disclosure  to  warrant  this  illustration  is  found  in  the  specification, 
and  the  Primary  Examiner  so  held  in  his  decision. 

This  question  involves  the  right  of  Samuelson  to  make  the  claim 
of  the  issue,  and,  as  stated  above,  petitioner  has  an  adequate  remedy 
in  the  interference  proceeding  where  the  question  can  be  raised  at 
final  hearing  under  Rule  130. 

The  appeal  is  dismissed  and  the  petition  is  denied. 


In  RE  Hubert. 

Decided  8epteml>er  7, 1911. 
171  O.  G.,  745. 

1.  Assignment — Issuance  of  Patent. 

If  an  assignment  be  of  record,  transferring  the  entire  right,  title,  and 
interest  without  any  Qualifications  or  reservations,  and  said  instrument 
contains  a  request  to  issue  the  patent  to  an  assignee,  such  action  wlU  be 
tnl^en  by  the  Office,  even  if  licenses  be  also  of  record. 

2.  Same— Sams. 

A  patent  will  not  be  Issued  in  accordance  with  the  request  contained  in 
an  alleged  assignment  which  is  made  subject  to  an  exclusive  license. 

3.  Same— Same. 

V.  made  an  alleged  assignment  to  H.  subject  to  an  exclusive  license  and 
requested  that  the  patent  issue  to  H.  Subsequently  H.  acquired  this  license. 
Held  that  as  H.  was  not  the  assignee  of  the  entire  interest  or  an  undivided 
part  thereof  the  patent  would  not  be  issued  in  aocordance  with  the  request. 

On  FETmoN. 

Mr.  Henry  D.  Williams  for  the  applicant  and  petitioner. 

Tbnnant,  Acting  Commissioner: 

This  is  a  petition  that  certain  instruments  filed  for  record  in  the 
assignment  records  of  this  Office  be  recognized  as  sufficient  to  author- 
ize the  issue  to  petitioner  as  assignee  of  the  patents  on  certain  appli- 
cations referred  to  in  said  papers. 
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The  first  of  these  instruments,  executed  April  29, 1911,  purports  to 
be  an  assignment  from  the  applicant,  Bemhard  Volkmar,  to  the 
petitioner  of — 

the  whole  right,  title  and  interest  in  and  to  the  said  invention  and  improve- 
ments included  in  the  said  licenses,  subject  to  the  aforesaid  license  agreements, 
within  and  throughout  the  United  States  and  Dominion  of  Canada,  and  in  and 
to  any  and  all  Letters  Patent  of  the  United  States  and  Canada  which  may 
be  granted  for  the  said  invention  and  improvements. 

Such  instrument  requests  the  Commissioner  of  Patents  to  issue  the 
Letters  Patent  in  accordance  with  this  assignment. 

The  first  of  the  above-mentioned  licenses  to  which  the  assignment 
is  subject  is  recited  in  the  preceding  portion  of  the  document  as  a 
grant  from  Volkmar  to  the  Auto  Improvement  Company  of — 

the  exclusive  right  and  license  to  manufacture  for  sale,  rental  or  use  in  the 
United  States  and  Canada,  and  to  sell,  rent  and  use  in  the  United  States  and 
Canada, 

the  invention  in  question. 

The  second  license  referred  to  is  stated  to  be  an  assignment  from 
Volkmar  to  Conrad  Hubert  and  Samuel  Stem  of  the  inventions  in 
question  in  any  and  all  countries  except  the  United  States  and  the 
Dominion  of  Canada,  together  with  a  grant  of  the — 

exclusive  right  and  license  to  manufacture,  within  the  United  States  and 
Canada,  for  sale  or  rental  in  other  countries  than  the  United  States  and  Canada. 

the  inventions  in  question. 

The  second  instrument  filed  for  record  is  an  assignment,  executed 
June  27, 1911,  by  Samuel  Stern,  Clyde  Coleman,  and  the  said  Conrad 
Hubert,  as  trustees  in  dissolution  of  the  Auto  Improvement  Com- 
pany,  to  Hubert  of  the  aforesaid  exclusive  right  and  license  from 
Volkmar  and  the  Auto  Improvement  Company. 

The  first  of  these  alleged  assignments  is  clearly  not  such  an  assign- 
ment as  this  OflSce  will  recognize  in  the  issue  of  the  patents.  It  is 
made  subject  to  the  "  exclusive  right  and  license  to  manufacture  for 
sale,  rental  and  use  in  the  United  States  or  Canada,  and  to  sell,  rent 
and  use  in  the  United  States  and  Canada,"  granted  to  the  Auto  Im- 
provement Company,  and  is  not  an  assignment  but  a  mere  license 
under  the  ruling  of  the  Supreme  Court  in  Waterman  v.  Mackenzie 
et  al.,  (C.  D.,  1891,  320;  54  O.  G.,  1662;  138  U.  S.,  252.)  In  fact, 
the  reservation  in  favor  of  the  Auto  Improvement  Company  would 
appear  to  constitute  at  least  the  greater  portion  of  the  monopoly 
granted  by  the  patent. 

Based  upon  the  above-cited  decision  of  the  Supreme  Court  the 
practice  of  this  Office  as  set  forth  in  ex  parte  Buchanan,  (C.  D.,  1891, 
104;  56  O.  G.,  140,)  ex  parte  RosbacTc,  (C.  D.,  1899,  202;  89  O.  G., 
702,)  ex  parte  Rowand^  (C.  D.,  1905,  63;  114  O-  G.,  2091,)  and  tx 
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parte  Taliaferro,  (C.  D.,  1908,  222;  136  O.  G.,  1531,)  is  that  if  an 
assignment  be  of  record  transferring  the  entire  right,  title,  and 
interest  without  any  qualifications  or  reservations,  and  said  instru- 
ment contains  a  request  to  issue  the  patent  to  an  assignee,  such 
action  will  be  taken  by  the  Office,  even  if  licenses  be  also  of  record ; 
'  but  if  the  instrument  refers  to  an  exclusive  license  and  the  transfer 
is  made  subject  thereto  the  so-called  "  assignment  "  is  merely  a  license, 
and  the  patent  cannot  issue  to  the  alleged  assignee. 

The  assignment  by  the  Auto  Improvement  Company  of  its  ex- 
clusive license  to  Hubert  does  not  contain  a  request  to  issue  the  patent 
to  the  assignee  and  is  at  most  an  equitable  assignment. 

Petitioner  contends  that  the  two  instruments  taken  together  give 
him  the  legal  title.  However  this  may  be,  the  authority  of  the  Office 
regarding  the  issuance  of  patents  to  assignees  under  the  statutes  as 
interpreted  in  the  Commissioner's  decision  in  ex  parte  Buchanar^ 
supra,  and  as  set  forth  in  Kule  26  is  limited  to  assignees  of  the  entire 
interest  or  undivided  parts  thereof. 

Volkmar's  assignment  to  Hubert  not  being  such  an  assignment  and 
made  subject  to  the  outstanding  license  to  the  Auto  Improvement 
Company,  it  cannot  be  recognized  as  sufficient  to  warrant  the  Office 
in  issuing  the  patent  to  Hubert.  Furthermore,  the  matter  is  com- 
plicated by  the  outstanding  license  to  Hubert  and  Stem  noted  above. 

It  is  not  the  duty  of  this  Office,  but  rather  of  the  courts,  to  con- 
strue intricate  questions  of  title  and  to  determine  the  legal  assignee 
where  there  are  conflicting  assignments. 

In  the  similar  case  of  ex  parte  Eickemeyery  (C.  D.,  1902,  174;  99 
O.  G.,  1622,)  where  a  doubt  was  raised  as  to  the  exact  interest  con- 
veyed by  certain  assignments  due  to  an  outstanding  license,  the 
Commissioner  said: 

They  may  or  may  not  convey  the  whole  Interest.  Under  these  circumstances 
this  Office  should  not  undertake  to  determine  the  nature  of  the  rights  conveyed 
by  the  assignments,  but  in  the  exercise  of  the  discretionary  power  conferred  by 
law  should  issue  the  patent  to  the  applicant 

Where  there  are  conflicting  assignments  or  any  question  as  to  the 
legal  title  of  the  assignee,  it  is  the  practice  of  the  Office  to  issue  the 
patent  in  the  name  of  the  applicant,  which  practice  has  been  upheld 
by  the  Court  of  Appeals  of  the  District  of  Columbia.  In  a  decision 
rendered  by  the  Commissioner  of  Patents  in  the  case  of  ex  parte 
Eyton,  {ante,  121;  171  O.  G.,  481,)  it  was  stated: 

It  has  long  been  the  practice  in  this  Office  where  there  are  conflicting  assign- 
ments or  any  question  as  to  the  legal  title  of  the  assignee  to  issue  the  patent  in 
the  name  of  the  applicant  This  practice  was  upheld  by  the  Court  of  Appeals 
of  the  District  of  Columbia  in  the  case  of  Moore  v.  Boyer^  (0.  D.,  1909,  276;  138 
O.  G.,  580;  32  App.  D.  C,  243,)  where  the  Ck>urt  said: 
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"It  is  well  settled  that  it  is  purely  discretionary  vrith  tlie  Ck>miDis8i<mer 
whether  he  shall  issue  the  patent  to  the  assignee  or  the  patentee.  As  said  by 
this  court  in  a  case  where  there  were  two  assignments  filed  in  the  Patent  Office: 

" '  Having  determined  that  a  patent  should  issue,  it  is  conceded  he  might 
have  ignored  both  assignments  and  issued  a  patent  in  the  name  of  the  inrentor, 
which,  probably,  would  have  been  the  better  course  for  him  to  have  followed. 
(In  re  Pearsall  0.  D.,  1908,  420;  135  O.  G.,  221;  31  App.  D.  C,  265.)' 

"  Should  the  decree  be  affirmed  and  the  Ck)mmis8ioner  finally  determine  that 
patents  should  be  issued  upon  the  applications  in  this  case,  which  yet  remains 
to  be  decided,  it  is  discretionary  with  him  whether  they  shall  be  issued  to  the 
inventor  Berger  or  to  the  assignee. 

•*No  damage  can  occur  to  the  appellee  as  a  result  of  the  exercise  of  such 
discretion  on  the  part  of  the  CJommissioner.  Appellee  is  fully  protected  by  his 
assignment  I'he  patents  are  equally  valid  whether  issued  in  the  name  of  the 
applicant  or  the  assignee,  and,  when  issued,  the  title  immediately  vests,  by 
operation  of  law,  in  the  assignee.     (Qaylor  v.  Wilder,  10  How.,  477.)" 

It  is  unquestionably  proper  to  issue  the  patents  in  the  name  of  the 
applicant,  and  in  cases  of  the  character  mentioned  it  is  believed  to 
be  better  practice  to  follow  this  course  and  ignore  the  assignments. 

The  Chief  of  the  Assignment  Division  also  refused  to  recognize  the 
assignments  filed  in  the  issuance  of  one  of  the  patents  upon  the 
ground  that  a  certain  ambiguity  in  the  language  used  renders  it  un- 
certain whether  one  of  the  applications  mentioned  was  included  in  the 
transfer.  The  conclusion  reached  above  makes  it  unnecessary  to  pass 
upon  this  point.  The  instruments  may  be  recorded,  but  will  not  be 
recognized  in  the  issue  of  the  patent. 

The  petition  is  denied. 


In  re  Heany. 

171  O.  G.,  983. 

Criminal  proceedings  in  re  Heant,  Everdino,  and  Barton. 

In  the  fall  of  1907  my  attention  was  directed  to  certain  seeming 
irregularities  which  appeared  in  Patent  No.  872,936,  granted  to  John 
Allen  Heany  for  improvements  in  tungsten  lights. 

For  a  considerable  time  I  personally  conducted  a  thorough  investi- 
gation in  the  matter  of  the  patent  and  also  the  applications  of  John 
Allen  Heany  relating  to  this  subject  then  pending  in  the  OflSce. 
The  facts  collected  were  then  submitted  by  me  to  the  United  States 
District  Attorney  for  the  District  of  Columbia,  and  they  were  by 
him  presented  before  the  grand  jury,  who  at  the  January  term,  1908, 
returned  true  bills  against  said  John  Allen  Heany,  H.  E.  Everding, 
his  attorney,  and  Ned  W.  Barton,  an  Examiner  in  the  Patent  OflBce, 
for  forgery  and  violation  of  sections  5403  and  6440  of  the  Revised 
Statutes,  based  upon  the  destruction  of  certain  papers  forming  parts 
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of  original  applications  for  patents  filed  in  the  Patent  Office  by 
Heany  and  the  substitution  therefor  of  forged  and  fraudulent  papers. 
The  case  came  on  for  trial  in  the  fall  of  1908.  Barton  pleaded  guilty 
and  was  immediately  sentenced  to  the  penitentiary.  Everding  and 
Heany  stood  trial,  with  the  result  that  in  a  verdict  rendered  by  the 
jury  on  December  24,  1908,  Everding  was  convicted  and  Heany 
acquitted.  Both  Barton  and  Everding  served  their  terms  in  the 
penitentiary.  The  Government  was  represented  at  the  trial  of  the 
criminal  case  by  United  States  Attorney  D.  W.  Baker,  assisted  by 
Jesse  C.  Adkins,  and  Principal  Examiner  F.  C.  Skinner  was  ap- 
pointed by  the  Attorney-General  as  representative  for  the  Patent 
Office. 

After  the  termination  of  the  criminal  trial,  pursuant  to  charges  by 
Principal  Examiner  Kinnan  and  Hans  Kuzel,  Just  and  Hanaman, 
and  Werner  von  Bolton,  whose  applications  had  been  placed  in  inter- 
ference with  certain  applications  of  Heany,  I  issued  an  order  against 
Heany  to  show  cause  why  said  interferences  should  not  be  dissolved 
and  the  applications  included  therein  and  also  certain  other  appli- 
cations also  tainted  with  fraud  should  not  be  stricken  from  the  files 
and  treated  as  a  nullity.  The  hearing  and  determination  of  the 
questions  raised  in  this  proceeding  was  assigned  by  me  to  First  Assist- 
ant Commissioner  Cornelius  C.  Billings,  whose  decision  in  the  matter 
follows. 

EDWARD  B.  MOORE, 

Gorwmissioner. 


In  the  Matter  of  the  Charges  Made  by  Examiner  A.  F.  Kinnan 
ON  February  8, 1909,  of  the  Charges  Contained  in  the  Petition 
OF  Hans  Kuzel,  Just  and  Hanaman,  and  Werner  von  Bolton, 
Filed  April  3,  1909,  in  Interference  No.  27,074,  and  of  the 
Charges  Contained  in  the  Amended  Petition  of  Hans  Kuzel, 
Filed  in  Interference  No.  27,073  on  June  9, 1910. 

Decided  July  7,  191U 

171  O.  G.,  983. 

1.  Application — Claims — Rejection — Basis   Thereof. 

The  refusal  of  the  Commissioner  or  of  the  Court  of  Appeals  of  the  District 
of  Columbia  to  grant  patents  is  always  based  upon  the  fact  that  In  the 
opinion  of  these  tribunals  the  patents,  if  granted,  would  be  invalid.  All 
the  reasons  relied  upon  by  the  Commissioner  or  the  court  In  their  decisions 
refusing  to  grant  patents  to  applicants,  either  in  ew  parte  or  Interference 
cases,  may  be  pleaded  in  court  against  the  validity  of  patents. 
2(W— 12 ^U 
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2.  Same — B'baudulentlt  Altered — Jubisdiotion  of  Commissioneb  to  IinrESTi- 

OATE. 

The  jurisdiction  of  the  Commissioner  to  investigate  the  question  whether 
certain  applications  for  patent  were  fraudulently  changed  and  modified  is 
acquired  by  virtue  of  the  general  supervisory  authority  of  the  Commis- 
sioner of  Patents  over  affairs  in  the  Patent  Office,  its  records  and  papers, 
and  whick  empowers,  him  to  grant  valid  patents  upon  legally-effective  appli- 
cations therefor  or  else  to  refuse  to  grant  patents  upon  applications  therefor 
which  are  shown  to  have  no  foundation  in  law  and  which  patents,  if 
granted,  would,  in  his  opinion,  be  null  and  void. 

8.  Same — Same — Dtrrx  or  Commissioner  to  Refuse  Patents. 

If  the  Commissioner  should  find  from  evidence  duly  tal^en  in  accordance 
with  the  law  that  an  application  or  applications  are  so  permeated  with 
fraud  as  to  justify  the  opinion  that  any  patent  or  patents  granted  on  those 
applications,  whether  amended  or  not,  would  be  annulled  or  set  aside  by 
a  court  of  equity  on  petition  of  the  United  States  through  the  Attorney- 
General,  on  the  ground  that  the  patent  was  obtained  through  fraud,  tlieii 
it  would  be  the  duty  of  the  Commissioner,  under  the  law,  to  refuse,  upon 
that  ground,  to  grant  such  a  patent. 

4.  Same — Same — Refusal  to  Grant  Patent — Not  a  Punishment  for  Fraud. 

The  refusal  to  grant  a  patent  on  the  ground  that  fraud  was  committed  by 
the  applicant  in  the  application  for  said  patent  is  not  a  punishment  for 
committing  the  fraud. 

5.  Same — Same — Criminal  Proceeding — Res  Adjudicata, 

Where  in  a  criminal  proceeding  against  an  applicant,  his  attorney,  and 
another  for  conspiracy  in  the  matter  of  the  alteration  of  certain  applica- 
tions the  applicant  was  acquitted.  Held  that  the  question  of  the  complicity 
of  the  applicant  in  such  alteration  is  not  res  adjudicata  in  a  proceeding  to 
determine  whether  valid  patents  can  be  issued  on  such  applications. 

6.  Same — Same — ^Applicant  Privy  Thereto. 

The  evidence  considered  and  Held  to  establish  that  H.  was  not  only  party 
to  the  frauds  concerning  certain  of  his  applications  but  an  nrtive  partici- 
pant therein  and  that  the  whole  proceeding  involving  these  applications  is 
80  permeated  with  falsehood  and  fraud  on  his  part  that  no  valid  patent  can 
be  granted  on  any  of  these  applications. 

7.  Same — Same — Not  a  Constructive  Reduction  to  Practice. 

For  an  inventor  to  be  entitled  to  the  legal  effect  of  the  filing  of  an  allow- 
able applicatioiviu  the  Patent  Office  he  must  proceed  in  the  manner  contem- 
plated by  law.  To  linowingly  remove  and  destroy  an  original  written 
description  once  filed  in  the  Patent  Office  deprives  that  application  of 
whatever  legal  effect  the  application  papers  once  filed  in  accordance  with 
the  provisions  of  section  4888  of  the  Revised  Statutes  may  have  had  so  far 
as  a  constructive  reduction  to  practice  is  concerned. 

8.  Same — Same — Amendment  Not  Permitted. 

The  restoration  of  an  application  to  its  original  condition  where  it  has 
been  mutilated  and  changed  by  fraudulent  and  deceptive  intention  on  the 
part  of  the  applicant  cannot  be  permitted. 

9.  Same — Same — Claim  not  a  Basis  for  Restoration. 

Where  the  entire  original  specification  of  H.*s  application  was  removed, 
except  two  claims  and  a  part  of  a  third,  Held  that  a  claim  alone  discon- 
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nected  from  its  specification  is  a  most  uncertain  thing  and  cannot  constitute 
a  just  criterion  for  a  specification  or  written  description  and  cannot,  there- 
fore, be  rightly  used  as  a  foundation  upon  which  a  specification  can  be 
erected,  even  if  it  had  been  established  that  the  removal  of  the  original 
specification  had  been  made  without  H/s  knowledge  and  consent  or  if  the 
question  of  his  complicity  was  res  ad  judicata  by  reason  of  the  decision  in 
the  criminal  case. 

10.  Same — Same — Divisional  Afpocation. 

Where  with  the  connivance  of  an  applicant  his  application  was  fraudu- 
lently altered  and  thereafter  an  application  was  filed  containing  the  matter 
fraudulently  placed  in  the  prior  application  and  containing  a  statement  thnt 
it  was  a  division  of  such  prior  application.  Held  that  the  alleged  divisional 
application  is  so  permeated  with  fraud  that  it  cannot  be  amended  by  omit- 
ting therefrom  the  reference  to  the  prior  application  and  that  no  valid 
patent  could  be  granted  thereon. 

Mr.  Jesse  O.  Adkins  and  Mr.  W.  8,  Ruckman  for  the  United  States. 
Mr.  H.  H.  Bliss,  Mr.  J.  H.  Brickenstein^  and  Mr.  G.  L.  Baker  for 
the  Heany  Lamp  Company. 
Mr.  Wilton  J.  Lambert  for  John  Allen  Heany. 
Mr.  Hubert  Howson  for  Hans  Kuzel. 
Mr.  Octavius  Knigfit  for  Werner  von  Bolton. 
Mr.  E.  B.  Meyers  and  Mr.  A.  D.  Lunt  for  Just  and  Hanaman. 
Mr.  William  Rand,  Jr.,  for  the  General  Electric  Company. 

BiLLJNGS,  First  Assistant  Commissioner: 

This  is  an  investigation  of  certain  charges  made  by  A.  F.  Kinnan, 
Principal  Examiner  of  Division  37  of  this  Office,  concerning  appli- 
cations Serial  Nos.  238,769,  332,786,  and  344,068,  filed  by  John  Allen 
Heany,  of  charges  relating  to  the  said  Heany  application  No.  238,769 
and  its  alleged  divisional  application,  No.  344,068,  set  forth  in  the 
petition  of  Hans  Kuzel,  who  is  involved  with  Heany  in  interference 
No.  27,073,  and  of  charges  concerning  said  Heany's  application  No. 
238,769  and  its  alleged  divisional  application,  No.  332,786,  set  forth 
in  the  petition  of  Kuzel,  Just  and  Hanaman,  and  von  Bolton,  w^ho 
are  involved  with  Heany  in  interference  No.  27,074. 

The  charges  of  Examiner  Kinnan,  filed  February  8,  1909,  so  far 
as  they  relate  to  the  above-mentioned  applications  of  Heany,  read 
as  follows: 

Febbuaby  8,  1909. 
Hon.  E.  B.  MooBE, 

Commissioner  of  Patents. 

Sib  :  On  December  29,  1904,  and  from  time  to  time  thereafter,  one  John  Allen 
Heany,  through  Henry  E.  Everding,  his  attorney,  filed  in  the  Patent  Oflace  cer- 
tain applications  for  patents  which  were  referred  to  Division  37  for  action, 
and  from  June,  1905,  until  his  discharge  in  February,  1908,  Ned  W.  Barton,  an 
Assistant  Examiner  in  Division  37,  had  charge  of  these  applications. 

From  facts  which  have  come  to  my  knowledge,  it  appears  that  frauds  have 
been  perpetrated  upon  the  Patent  Office  in  connection  with  the  prosecution  ^^ 
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these  applications,  as  will  be  hereinafter  set  forth.    I,  therefore,  make  the 
following  charges : 

I.  AppHcatian  Serial  Ifo.  tS8,769,  flled  December  29,  190i. 

1.  That  on  December  29,  1904,  the  said  Heany  filed,  through  his  attorney, 
Everdlng,  an  application  which  was  numbwed  238,769,  and  while  said  applica- 
tion was  still  pending  there  were  also  on  file  in  Division  87,  and  under  consid- 
eration, by  said  Barton,  certain  applications  filed  by  other  inventors,  for  sub- 
stantially the  same  invention,  and  also  an  application  for  the  process  of  making 
filamaits  from  metals  in  a  colloidal  form. 

Tliat  on  August  31,  1906,  Heany  filed,  through  Everding,  an  application  for 
a  tungsten  filament  for  incandescent  lamps,  which  was  numbered  832,786,  and 
was  stated  to  be  a  division  ofhis  application  No.  288,769  above  referred  to,  and 
on  September  12,  1906,  the  said  Barton  caused  a  letter  to  be  written  in  this 
application  to  said  Heany  and  signed  by  the  Acting  Examiner  of  Division  37, 
stating  that  the  claims  of  said  application  were  allowable,  but  tliat  the  allow- 
ance was  withheld  in  view  of  a  possible  interference. 

That  thereafter,  in  October,  1906,  and  for  the  purpose  of  enabling  the  said 
Everding,  on  behalf  of  the  said  Heany,  to  place  in  said  divisional  application 
332,786  certain  matter  relating  to  the  use  of  paraffin  as  a  binder  for  the  pow- 
dered metal  used  In  making  the  filament,  wlilch  was  In  neither  the  original 
application  nor  the  said  division  thereof,  and  for  the  further  purpose  of  enabling 
the  said  Heany  to  file  an  application  for  the  colloidal  process  of  making  such 
filaments,  which  was  not  described  in  any  application  of  Heany  then  on  file^ 
as  a  division  of  his  application  238,769  and  thus  obtain  the  benefit  of  the  filing 
date  thereof,  the  said  Everding  and  Barton,  on  behalf  of  said  Heany,  removed 
from  the  files  of  the  Pat^it  Office  the  first  two  sheets  of  the  specification  of 
said  application  238,769,  and  substituted  In  lieu  thereof  two  other  type-written 
sheets  containing,  among  other  matters  which  were  not  in  said  specification 
when  filed,  a  reference  to  the  use  of  paraffin  as  a  binder,  and  also  a  description 
of  the  use  of  metals  in  a  state  of  colloidal  suspension  Instead  of  the  powdered 
form  of  the  metal. 

2.  That  the  said  Heany  aided,  abetted,  and  connived  at  the  aforesaid  acts  of 
the  said  Everding  and  Barton. 

3.  That  thereafter,  and  on  behalf  of  the  said  Heany,  the  said  Barton  in- 
serted by  means  of  a  type-writing  machine,  on  page  1,  line  11,  of  the  sheets 
which  had  been  fraudulently  substituted  in  the  said  application  238,769,  the 
words  "  pure  chromium,  molybdenum,  thorium,  manganese  or  alloys  of,*'  and 
on  the  nineteenth  line  of  said  page,  he  also  inserted  the  words  **or  osmium, 
cerium,  niobium,  tantalum,  vanadium  or  boron  and  silicon,"  and  on  page  2,  line 
r,  of  the  sheets  so  substituted,  after  the  word  "  hydrogen,"  he  inserted  the  words 
**  or  nitrogen." 

4.  That  on  August  27,  1906,  the  said  Barton  caused  to  be  written  to  the  said 
Heany  a  letter  in  reference  to  said  application  238,769,  requiring  division 
thereof.  No  action  was  taken  In  the  said  case  by  the  said  Everding  or  Heany 
before  the  28th  of  August,  1907,  but  the  said  application  was  abandoned. 

That  thereafter  the  said  Everding  prepared  an  am«idment  to  this  appllca- 
Uon,  and  the  said  Barton,  at  his  instance  and  on  behalf  of  the  said  Heany, 
placed  the  same  in  the  files  of  the  said  application,  and  fraudulently  stamped 
the  same  and  entered  it  in  the  Examiner's  register  and  upon  the  file-wrapper 
as  of  the  date  of  August  26,  1907. 
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n.  Application  Serial  Ho.  SS2,786,  fOed  August  31,  1906. 

1.  That,  pursuant  to  the  purpose  with  which  the  specification  of  said  appli- 
cation 23S,769  had  been  altered,  as  already  set  forth,  the  said  Everding,  as 
attorney  for  the  said  Heany,  and  on  his  behalf,  prepared  and  transmitted  to 
the  Patent  0|3ce  a  letter  now  known  as  amendment  B,  to  be  entered  in  applica- 
tion 332,786,  and  in  which  he  directed  among  other  things  that  on  page  2,  line 
3.  of  the  specification,  the  word  "  starch  "  be  canceled  and  the  word  "  paraflSn  " 
be  substituted  therefor.  By  reason  of  the  said  fraudulent  changes  made  in  said 
iipplicatlon  238,769,  and  because  the  said  application  332,786  was  stated  to  be 
a  division  thereof,  the  word  "  paraffin  *'  was  inserted  by  the  clerk  of  Division 
37  as  directed  by  the  said  amendment  B,  where  It  now  appears. 

2.  That  the  said  Heany  aided,  abetted,  and  connived  at  the  aforesaid  acts 
of  the  said  Everding. 

ni.  Application  Berita  No.  SU*0^f  filed  November  19,  1906. 

That  pursuant  to  the  purpose  with  which  the  specification  of  the  said  appli- 
cation 288,769  had  been  altered  as  hereinbefore  set  forth,  the  said  Heany, 
through  the  said  Everding,  on  the  19th  day  of  November,  1906,  filed  an  applica- 
tion for  the  process  of  making  filaments  for  incandescent  lamps  from  the 
colloidal  form  of  the  metals,  which  application  is  numbered  344,068,  and  which 
states  that  '*  this  application  for  patent  is  a  division  of  my  earlier  application 
filed  December  29,  1904,  Serial  No.  236,769.'*  This  statem^t  is  false,  as  the 
subject-matter  of  this  application  had  been  fraudulently  introduced  into  appli- 
cation 238,769,  as  before  stated,  for  the  express  purpose  of  laying  a  foundation 
for  such  divisional  application. 

******* 
These  charges  are  submitted  to  you  for  such  action  as  you  may  deem  proper. 
Very  respectfully,  A.  F.  KINNAN, 

Principal  Examiner,  Diviition  S7. 

The  following  order,  based  upon  said  charges  of  Examiner  Kin- 
nan,  was  issued  by  the  Commissioner  of  Patents  on  February  8, 1909 : 

Department  of  the  Intebiob, 
United  States  Patent  Office, 

Washington,  D.  C,  February  8,  1909. 
Mr.  John  Allen  Heant, 

Care  Byrnes,  Totonsend  d  Brickenstein, 

918  F  Street,  N.  W.,  Washington,  D.  0. 
Sib:  You  are  hereby  notified  that  charges  have  been  filed  with  the  Commis- 
sioner of  Patents  alleging  fraudulent  and  improper  acts  In  connection  with 
the  prosecution  of  certain  applications  for  patents  filed  by  you,  a  copy  of  which 
charges  is  annexed  hereto,  and  you  are  required  to  make  answer  in  writing, 
on  or  before  March  1st,  1909,  as  to  the  truth  of  each  specific  charge,  and  to 
show  cause  why  applications  Serial  Nos.  238,769,  332J86,  344,068  *  ♦  ♦ 
should  not  be  stricken  from  the  files  of  the  Patent  Ofllce.    ♦    *    * 

Upon  failure  to  make  answer  or  to  deny  the  truth  of  any  charge,  the  same 
will  be  considered  true  and  such  action  will  be  taken  thereon  as  is  deemed 
proper. 

Upon  receipt  of  your  answer  to  the  charges,  times  and  places  will  be  set  for 
the  taking  of  such  testimony  as  may  be  necessary  to  prove  the  truth  of  said 
charges,  and  you  will  be  notified  thereof  and  an  opportunity  will  be  given  you  to 


Digitized  by  VjOOQ IC 


144  DECISIONS   OP  THE  COMMISSIONEB  OF  PATENTS. 

be  present  and  to  cross-examine  the  witnesses,  and  to  produce  sucli  witnesses  as 
you  may  desire  to  testify  in  your  behalf. 
Respectfully, 

EDWARD  B.  MOORE,  Commissioner, 

The  petition  of  Kuzel,  Just  and  Hanaman,  and  von  Bolton,  filed 
April  3,  1909,  reads  as  follows : 

In  the  United  States  Patent  Office. 

Interference  No.  27,074. 

Just  and  Hanaman  v,  Kuzel  v,  Heany  i7.  yon  BoIUml 

(Tungsten  filament) 

To  the  Honorable  Commissioner  of  Patents, 

Sib  :  Your  petitioners.  Dr.  Hans  Kuzel,  and  Alexander  Just  and  Franz  Hana- 
man, and  Werner  von  Bolton,  parties  to  the  above-entitled  interference,  respect- 
fully represent  that  the  application  of  John  Allen  Heany  declared  to  be  in- 
volved in  the  above-entitled  Interference  is  stated  in  the  declaration  of  inter- 
ference to  have  been  filed  August  31,  1006,  under  Serial  No.  332,786,  and  claimed 
to  be  a  division  of  an  application  filed  by  said  Heany  December  29th,  1904,  and 
bearing  the  Serial  No.  238,769. 

Your  petitioners  further  represent  that  they  are  informed  and  believe  it  to 
be  true  and  so  charge  that  both  the  said  applications  of  Heany  are  fraudulent 
or  so  permeated  with  fraud  that  they  should  be  stricken  from  the  files  of  the 
Patent  Ofllce  or  treated  as  a  nullity  so  far  as  concerns  this  interference. 

Your  petitioners  further  charge  that  pages  1  and  2  of  Heany's  aforesaid 
application  Serial  No. '238,769  now  aK>earing  in  the  file  thereof,  are  not  the 
originals  but  are  fraudulent  substitutions,  that  in  or  about  the  year  1906  at 
a  time  not  now  known  to  your  petitioners,  the  first  two  sheets  of  the  specifica- 
tion of  said  application  Serial  No.  238,769  as  originally  filed  were  fraudulently 
removed  from  the  files  of  the  Patent  Office  and  two  other  type-written  sheets 
now  appearing  in  the  file  were  substituted  for  the  originals,  and  that  these 
fraudulently  substituted  sheets  contained  among  other  matters  which  wer«>  not 
in  said  specification  when  filed  a  reference  to  the  use  of  paraflin  as  a  binder 
and  also  a  reference  to  the  use  of  metals  in  a  state  of  colloidal  sufq[>ension, 
that  this  fraudulent  substitution  was  made  on  behalf  of  the  said  Heany  by 
his  attorney  in  fact,  Henry  E.  Everding,  with  the  assistance  of  the  then 
Assistant  E^xaminer  Barton,  and  for  the  express  purpose  of  enabling  Heany 
to  fraudulently  insert  into  his  said  divisional  application  Serial  No.  332,786 
certain  matter  referring  to  the  use  of  paraffin  for  the  powdered  metal  used  in 
making  the  filament,  and  for  the  further  express  purpose  of  enabling  said 
Heany  to  fraudulently  file  an  application  for  patent  for  the  colloidal  process 
of  making  incandescent-lamp  filaments  not  described  in  any  application  of 
Heany  on  file  at  the  time  the  fraudulent  substitution  was  effected,  and  that  the 
applicant  Heany  aided,  abetted  and  connived  at  the  aforesaid  fraudulent  acts. 

Your  petitioners  further  charge  that  interlineations  appearing  now  on  page  1, 
line  11  of  the  specification  in  said  application,  Serial  No.  238,769,  and  line  19 
of  the  same  page,  and  line  5  of  page  2,  were  inserted  by  said  Barton  on  behalf 
of  said  Heany  in  the  fraudulent  sheets  for  fraudulent  purposea 

Your  petitioners  further  charge  that  to  an  official  letter  dated  August  27th, 
1906,  In  the  said  application  Serial  No.  238,769  no  response  was  filed  by  or  on 
behalf  of  said  Heany  until  after  the  27th  of  August,  1907,  and  therefore  the 
said  application  became  abandoned,  but  thereafter  the  said  Barton  at  the 
instance  of  Heany's  attorney  in  fact,  Everding,  and  on  Heany's  behalf,  stamped 
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an  amendment  under  the  fraudulent  date  of  August  26,  1907,  and  fraudulently 
made  corresponding  entries  in  the  Examiner's  Register  and  upon  the  file- 
wrapper. 

Your  petitioners  further  charge  that  the  said  Everding  as  attorney  in  fact 
for  the  said  Heany  and  on  the  latter*s  behalf  prepared  and  transmitted  to 
the  Patent  OflSce  a  paper  now  Itnown  as  amendment  B  to  be  entered  in  the 
divisional  application  Serial  No.  332,786,  directing,  among  other  things,  the 
substitution  of  the  word  "  paraffin  "  for  "  starch  "  pursuant  to  the  fraudulent 
alteration  which  had  meantime  been  made  for  the  purpose  in  Heany's  said 
application  Serial  No.  238,769.  Because  of  said  fraudulent  changes  made  In 
said  application  Serial  No.  238,769  and  because  said  application  Serial  No. 
332,786  was  stated  to  be  a  division  thereof  the  Examiner's  clerk  made  the  entry 
as  directed  by  said  amendment  B. 

Your  petitioners  charge  that  the  said  Heany  aided,  abetted  and  connived 
at  these  fraudulent  acts  of  his  said  attorney  in  fact,  Everding. 

Wherefore  your  petitioners  ask  your  honor  to  direct  the  entry  of  an  order 
upon  Heany  and  his  assigns  In  this  interference  to  show  cause. 

1.  Why  the  Heany  application  filed  December  29th,  3904,  Serial  No.  238,769, 
of  which  the  Heany  application  now  in  interference  is  claimed  to  be  a  division, 
should  not  be  stricken  from  the  files  of  the  Patent  Office  or  treated  as  a  nullity 
for  fraud  and  an  order  entered  to  that  effect. 

2.  Why  the  Heany  divisional  application,  Serial  No.  332,786  involved  in 
this  interference  claiming  to  be  a  division  of  the  aforesaid  application  of 
December  29th,  1904,  should  not  likewise  be  stricken  from  the  files  of  the 
Patent  Office  or  treated  as  a  nullity  for  fraud  and  an  order  entered  to  that 
effect. 

3.  Why  the  Commissioner  of  Patents  should  not  thereupon  make  an  order 
directing  the  EiXaminer  of  Interferences  to  dissolve  this  interference  as  to 
Heany. 

And  for  other  relief,  and  that  proceedings  in  the  interference  be  suspended 
pending  the  determination  of  this  petition. 

HAXS  KUZEL, 
By  his  attorneys,  Hawson  d  Hotoson, 
JUST  AND  HANAMAN, 
By  their  attorneys,  Fraser  d  XJsina. 
WERNER  VON  BOT.TON, 
By  his  attorneys.  Knight  Bros. 
Service  of  copy  of  the  foregoing  petition  acknowledged  this  3d  day  of  April, 
1909. 

BYRNES,  TOWNSEND  &  BRICKBNSTBIN, 

Attorneys  for  John  A.  Heany, 

Based  upon  these  charges  the  Commissioner  of  Patents  issued  the 
following  order: 

John  A.  Heany, 

%  Byrnes,  Totonsend  d  Brickenstein, 

918  F  street,  N.  W,,  Washington,  D.  0. 
Intf.   No.   27,074. 
In  the  matter  of  the  interference  of  Just  and  Hanaman  v.  Kuzel  v.  Heany  v, 
von  Bolton. 

Sib  :  In  the  matter  of  the  petition  filed  by  Hans  Kuzel,  Just  and  Hanaman 
and  W.  von  Bolton  for  the  Issue  of  an  order  directed  to  said  Heany  to  show 
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cause  why  his  applications  Nob.  238,7d9  and  332J86  should  not  be  stricken 
from  the  files  of  the  Patent  Office  for  frauds  charged  in  said  petition,  it 
appears  that  any  answer  filed  in  response  to  such  an  order  would  be  of  substan- 
tially the  same  nature  as  that  already  made  to  charges  filed  by  Ezminer  Kinnan 
with  reference  to  the  said  applications  and  all  matters  relating  to  such  charges 
can  be  best  considered  at  the  same  time. 

The  notice  of  hearing  on  such  petition,  set  for  April  21,  1909,  is  therefore 
canceled  and  the  petition  is  granted. 

The  said  John  Allen  Heany  and  his  assigns  are  hereby  directed  to  show  cause 
on  or  before  May  1,  1909, 

1.  Why  the  lieany  application  filed  December  29th,  1904,  Serial  No.  238,769, 
of  which  the  Heany  application  now  in  interference  is  claimed  to  be  a  division, 
should  not  be  stricken  from  the  files  of  the  Patent  Office  or  treated  as  a  nullity 
for  fraud  and  an  order  entered  to  that  effect 

2.  Why  the  Heany  divisional  application,  Serial  No.  332,786  involved  in  this 
interference  claiming  to  be  a  division  of  the  aforesad  application  of  December 
29th,  1904,  should  not  likewise  be  stricken  from  the  files  of  the  Patent  Office  or 
treated  as  a  nullity  for  fraud  and  an  order  entered  to  that  effect 

3.  Why  the  Commissioner  of  Patents  should  not  thereupon  make  an  order 
directing  the  Examiner  of  Interferences  to  dissolve  this  interference  as  to 
Heany. 

It  is  further  ordered  that  proceedings  in  interferences  No.  27,073  and  No. 
27,074  be  suspended  until  it  is  determined  what  disposition  shall  be  made  of 
the  said  applications  of  Heany. 

BDWABD  B.  MOOBE, 

Coinmi8iione»\ 
April  17,  1909. 

The  original  petition  of  Kiizel  relating  to  Heany's  applications 
Serial  Nos.  238,709  and  344,068,  and  entitled  in  interference  No. 
27,073,  was  filed  April  3,  1909,  and  an  order  of  the  Commissioner 
similar  to  that  last  mentioned,  except  for  the  substitution  of  inter- 
ference No.  27,073  in  place  of  No.  27,074  and  application  No.  344,068 
in  place  of  application  No.  332,786,  was  issued  on  April  17, 1909. 

Subsequently,  on  June  9,  1910,  Kuzel  filed,  in  place  of  his  original 
petition,  a  petition  reading  as  follows : 

In  the  United  States  Patent  Omce. 

Interference  No.  27,073. 

^ans  Kuzel  v.  John  AUen  Heany. 

( (Colloidal  process.) 

Amended  petition. 

To  the  Honorable  Commisaioner  of  Patent 8, 

Sia :  Your  petitioner,Dr.  Hans  Kuzel,  party  to  the  above-entitled  interference, 
respectfully  represents  that  the  application  of  John  AW&a.  Heany  declared  to  be 
involved  in  the  above-entitled  interference  is  stated  in  the  declaration  of  that 
interfer«ice  to  have  been  filed  November  19th,  1906,  under  Serial  No.  344,068, 
and  claimed  to  be  a  division  of  an  application  filed  by  said  Heany  December 
29th,  1904,  and  beaHng  the  Serial  No.  238,769. 

Tour  petitioner  is  informed  and  beUeves  it  to  be  true  and  so  charges  that 
both  the  said  applications  of  Heany  are  fraudulent  or  so  permeated  with  fraud 
that  they  should  be  stricken  from  the  files  of  the  Patent  Ofllce  or  finally  rejected 
or  treated  as  a  nullity  so  far  as  concerns  this  interference. 
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Your  petitioner  cliarges  that  pages  1  and  2  of  Heany'B  aforesaid  application 
Serial  No.  238,769  now  appearing  in  the  file  thereof,  are  not  the  originals  but 
are  fraudulent  substitutions,  that  in  or  about  the  year  1906  at  a  time  not  now- 
known  to  your  petitioner,  the  first  two  sheets  of  the  specification  of  said  appli- 
cation Serial  No.  238J69  as  originally  filed  were  frauduently  removed  from  the 
files  of  the  Patent  Office  and  two  other  type-written  sheets  now  appearing  in 
the  file  were  substituted  for  the  originals,  and  that  these  fraudulently  substi- 
tuted sheets  contained  among  other  matters  which  were  not  in  said  specification 
when  filed  a  reference  to  the  use  of  paraffin  as  a  binder  and  also  a  reference  to 
the  use  of  metals  in  a  state  of  coUodial  suspension,  that  this  fraudulent  substi- 
tution was  made  on  behalf  of  the  said  Heany  by  his  attorney  in  fact,  Henry  S. 
Kverding,  with  the  assistance  of  the  then  Assistant  EiXamiser  Barton,  and  for 
the  express  purpose  of  enabling  Heany  to  fraudulently  file  an  alleged  divisional 
application  for  patent  for  the  colloidal  process  of  making  incandescent-lamp 
filaments  not  described  in  any  application  of  Heany  on  file  at  the  time  the 
fraudulttit  substitution  was  effected,  and  that  the  applicant,  Heany,  aided, 
abetted  and  connived  at  the  aforesaid  fraudulent  acts. 

Your  petitioner  further  charges  that  interlineations  appearing  now  on  page  1, 
line  11,  of  the  ^)ecification  in  said  application,  Serial  No.  238,769,  and  line  19 
of  the  same  page,  and  line  5  of  page  2,  were  inserted  by  said  Barton  on  behalf 
of  said  Heany  in  the  fraudulent  sheets  for  fraudulent  purposes. 

Your  petitioner  further  charges  that  to  an  official  letter  dated  August  27th, 
1006,  in  the  said  application.  Serial  No.  238,769,  no  response  was  filed  by  or  on 
behalf  of  Heany  until  after  the  27th  of  August,  1907,  and  thereupon  the  said 
application  became  abandoned,  but  thereafter  the  said  Barton  at  the  instance 
of^Heany's  attorney  In  fact,  Everding,  and  on  Heany's  behalf,  stamped  an 
amendment  under  the  fraudulent  date  of  August  26th,  1907,  and  fraudulently 
made  corresponding  entries  in  the  Examiner's  Register  and  upon  the  file- 
wrapper. 

Your  petitioner  further  charges  that  in  pursuance  of  the  purpose  with  which 
the  specification  of  said  application  Serial  No.  238,769  had  been  fraudulently 
altered  as  hereinabove  set  forth,  the  said  Heany  through  his  attorney  in  fact, 
Everding,  did  on  the  19th  of  November,  1906,  file  his  aforesaid  application 
Serial  No.  344,068  for  process  of  making  filaments  for  incandescent  lamps 
through  the  colloidal  form  of  the  metals,  which  said  application  Serial  No. 
344,068  was  falsely  and  fraudulently  stated  to  be  **  a  division  of  an  earlier  ap- 
plication filed  December  29th,  1904,  Serial  No.  238,769." 

Your  petitioner  further  charges  that  the  substance  of  the  specification  of 
said  alleged  divisional  application  Serial  No.  344,068  was  fraudulently  appro- 
priated by  or  for  Heany  from  the  specification  of  your  petitioner's  previously- 
filed  application  now  involved  in  this  interference. 

Your  petitioner  charges  that  the  said  Heany  aided,  abetted  and  connived  at 
the  fraudulent  acts  of  his  attorney  in  fact,  Everding,  and  of  said  Assistant 
Examiner  Barton. 

Wherefore  your  petitioner  asks  your  honor  to  direct  the  entry  of  an  order 
upon  Heany  and  his  assigns  in  this  interference  to  show  cause. 

1.  Why  the  Heany  applicaUon  filed  December  29th,  1904,  Serial  No.  23a769, 
of  which  the  Heany  application  now  in  interference  is  claimed  to  be  a  division, 
should  not  be  stricken  from  the  files  of  the  Patent  Office  or  finally  rejected  or 
treated  as  a  nullity,  for  fraud,  and  an  order  entered  to  that  effect ; 

2.  Why  the  Heany  divisional  application.  Serial  No.  344,068,  involved  in  this 
Interference  daimii^g  to  be  a  division  of  the  aforesaid  application  of  December 
29th,  1904,  should  not  likewise  be  stricken  from  the  files  of  the  Patent  Office  or 
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finally  rejected  or  treated  as  a  nullity;  for  fraud,  and  an  order  entered  to  that 
effect; 

3.  Why  the  Commissioner  of  Patents  should  not  thereupon  make  an  order 
directing  the  Examiner  of  Interferences  to  dissolve  this  Interference  as  to 
Heany. 
And  for  other  relief  and  a  stay  of  proceedings  meantime. 

HANS  KUZBL, 
By  his  attorneys,  Howson  and  Hawson, 

Upon  this  petition,  on  June  10,  1910,  the  following  order  was 
issued: 

In  the  United  States  Patent  Ofllco. 
Kuzel  17.  Heany. 
Patent  Interference  No.  27,073. 
Supplemental  order. 
Electric  incandescent  lamp. 
Application  of  Hans  Kuzel  filed  January  4,  1905,  No.  230,637.    Application  of 
John  A.  Heany  filed  November  19,  1906,  No.  344,068.    Diylsion  of  application 
filed  December  29,  1904,  No.  238,769. 
Messrs,  Howson  d  Hovcson  for  Kuzel. 
Messrs,  Byrnes,  Toumsend  rf  BtHckenstein  for  Heany. 

Messrs,  Deuglass  d  Baker  and  Mr,  H,  H,  Bliss  for  the  Heany  Lamp  Com- 
pany, assignee. 
Mr,  F,  P,  Fish  for  assignee  of  application  of  Kuzel,  above  noted- 
The  party  Kuzel,  Involved  with  John  Allen  Heany  in  the  above-entitled  inter- 
ferente,  filed  in  the  Patent  Office  on  June  9,  1910,  a  petition  which  amends  in 
certain  particulars  the  petition  filed  by  him  in  April,  1909,  together  with  ac- 
knowledgment of  service  of  a  copy  of  said  amended  petition  by  the  attorneys 
for  Heany,  and  a  request  that  Heany  and  his  assignees  be  required  to  answer 
the  amended  instead  of  the  original  petition. 

This  request  is  granted,  and  the  said  John  Allen  Heany  and  his  assigns  are 
hereby  directed  to  answer  on  or  before  June  18,  1910,  the  amended  petition  of 
Kuzel  filed  June  9,  1910,  instead  of  his  original  petition,  concerning  which 
the  CJommissioner  issued  orders  dated  April  18,  1909,  and  June  8,  1930. 

C.  C.  BILLINGS, 
First  Assistant  Commissioner, 
June  10, 1910. 

Answers  were  filed  to  the  charges  of  Examiner  Kinnan  by  Heany 
and  by  the  Heany  Company  and  the  Heany  Lamp  Company,  as  as- 
signees of  Heany,  in  March,  1909,  in  response  to  the  order  of  the 
Commissioner  dated  February  8,  1909;  but  before  the  expiration  of 
the  time  fixed  in  the  orders  of  the  Commissioner  of  April  17,  1909, 
for  answering  the  charges  contained  in  the  petitions  of  Kuzel  and  of 
Kuzel,  Just  and  Hanaman,  and  von  Bolton  a  proceeding  in  equity 
was  instituted  on  April  30,  1909,  by  John  Allen  Heany,  the  Heany 
Company,  and  the  Heany  Lamp  Company  against  Edward  B.  Moore, 
Commissioner  of  Patents,  in  the  Supreme  Court  of  the  District  of 
Columbia.  The  bill  of  complaint  in  that  case  prayed  for  an  in- 
junction restraining  the  Commissioner  of  Patents  from  striking  the 
above-mentioned  applications  of  Heany  from  the  files  of  the  Patent 
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Office  or  from  otherwise  proceeding  in  the  manner  contemplated 
by  the  several  orders  to  show  cause,  noted  above. 

This  case  (equity  No.  28,514  in  the  Supreme  Court  of  the  District 
of  Columbia)  was  heard  upon  the  bill  of  complaint  and  demurrer 
thereto,  also  upon  complainant's  motion  for  a  preliminary  injunction 
and  defendant's  answer  to  the  rule  to  show  cause.  The  court  over- 
ruled the  demurrer  to  the  bill  and  granted  a  temporary  injunction 
restraining  the  Commissioner  from  proceeding  under  the  orders  to 
show  cause  issued  February  8,  1909,  and  April  17, 1909. 

From  said  order  of  the  Supreme  Court  of  the  District  of  Columbia 
the  Court  of  Appeals  of  the  District  of  Columbia  allowed  a  special 
appeal  to  be  taken.  On  said  appeal  the  decree  of  the  lower  court 
granting  an  injunction  was  reversed  and  the  case  remanded  with 
direction  to  dismiss  the  bill.  (Moore^  Commissioner  of  Patents^  v. 
Hmny  et  (d.,  C.  D.  1909,  488;  149  O.  G.,  831 ;  34  App.  D.  C,  31.) 

From  the  decree  of  the  Court  of  Appeals  of  the  District  of  Colum- 
bia an  appeal  was  taken  by  Heany  and  his  assigns  to  the  United 
States  Supreme  Court,  but  was  subsequently  withdrawn. 

Following  the  termination  of  these  court  proceedings  petitions 
were  filed  on  April  20,  1910,  by  Heany  and  the  Heany  Lamp  Com- 
pany for  permission  to  amend  the  above-mentioned  applications  of 
Heany  and  requesting  that  in  view  of  said  proposed  amendments  the 
orders  to  show  cause  be  vacated  and  set  aside.  It  was  proposed  by 
amendment  to  application  No.  238,769  to  cancel  the  specification  now 
appearing  in  said  application  and  to  substitute  therefor  a  specifica- 
tion alleged  to  correspond — 

In  all  particulars  to  the  subject-matter  contained  in  the  third  page  of  tho 
original  specification. 

By  amendment  to  application  No.  332,786  it  was  proposed  to  can- 
cel the  word  "  paraffin  "  on  page  2,  line  1,  of  the  specification  and  to 
substitute  therefor  "  starch."  The  proposed  amendment  to  applica- 
tion No.  344,068  directed  the  cancelation  on  page  1,  lines  7  to  10,  of 
the  specification  of  the  statement — 

this  application  fur  patent  is  a  division  of  my  earlier  application  filed  December 
29,  1904,  Serial  No.  238,769. 

These  petitions  were  denied  by  the  Commissioner  as  not  in  order 
pending  the  conclusion  of  the  contemplated  investigation,  which 
would  fix  the  status  of  said  applications,  and  Heany  and  his  assigns 
were  directed  to  answer  the  orders  to  show  cause,  based  upon  the 
joint  petition  of  Kuzel,  Just  and  Hanaman,  and  von  Bolton  and 
upon  the  sole  petition  of  Kuzel. 

Answers  were  filed  in  response  to  said  orders  on  July  9,  1910,  and 
on  July  26, 1910,  an  amended  answer  was  filed  to  take  the  place  of  the 
original   answer   to   the   charges   of   Examiner   Eannan.    In   this 
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amended  answer  the  plea  of  res  ad  judicata  was  omitted;  but  upon 
motion  this  plejj,  was  reinstated. 

In  their  answers  to  the  charges  concerning  application  No.  238,769 
respondents,  while  denying  that  they  have  any  personal  knowledge 
of  the  matter  alleged  in  said  charges,  admit  as  facts  certain  matters 
testified  to  by  former  Assistant  Examiner  Barton  while  a  witness  in 
the  cause  of  2'he  United  States  v.  Everding  et  al.  in  the  Supreme 
Court  of  the  District  of  Columbia.    They  state  in  said  answers  that— 

the  reBpondents  Heany  and  the  Heany  liamp  Company  further  answering  say 
that  nevertheless  and  notwithstanding  the  facts  above  set  forth  concerning 
their  personal  knowledge,  but  because  of  statements  made  by  the  said  As- 
sistant Examiner  Barton  under  oath  relative  to  the  aforesaid  matters  and 
things,  each  respondent  is  wUling  to  admit,  and  does  admit,  for  the  purposes 
of  the  Examiner's  petition,  as  facts  the  matters  stated  by  the  said  Assistant 
Examiner  Barton,  the  same  having  be^i  stated  by  him  as  a  witness  in  the 
cause  of  The  United  States  v.  Henry  E,  Everding,  "Ned  W,  Barton  and  John  A, 
Heany,  Nos.  25,978,  26,028,  26,029,  26,030,  consolidated,  in  the  Supreme  Ck)urt 
of  the  District  of  Columbia,  as  follows,  to  wit : 

Q,  (Direct  question  to  witness  Barton.)  I  now  show  you  papers  in  applica- 
tion 238,769,  being  called  X,  and  ask  you  to  examine  the  file-wrapper  and 
state  whether  or  not  your  handwriting  appears  anywhere  thereon? 

A.  No,  sir;  it  does  not 

Q.  I  will  ask  you  to  look  at  the  back  of  the  file-wrapper  and  state  whether 
or  not  your  handwriting  appears  anywhere  thereon. 

A.  The  sixth  entry  "  Amendment  C  "  is  in  my  handwriting. 

Q.  I  now  show  you  the  specifications  and  ask  you  to  examine  the  first  page 
thereof,  and  state  whether  or  not  your  handwriting  appears  anywhere  thereon. 

A.  All  of  the  red  ink  is  mine. 

Q.  And  I  show  you  page  2,  is  all  the  writing  (marginal)  on  there  yours? 

A.  Yes,  sir. 

Q.  I  ask  you  the  same  question  as  to  pa^e  2. 

A.  I  think  that  every  bit  of  writing  there  is  mine,  but  I  am  not  absolutely 
positive  about  that  ''per  B."  I  am  positive  about  all  the  rest,  and  I  think 
that  is  mine. 

Q.  Now  I  show  you  the  last  sheet 

A.  The  *'  Sub.  A-prime"  (marginal)  is  not  mine,  and  all  the  rest  is  mine. 

Q.  Now  I  ask  you  to  look  at  the  petition  and  state  whether  or  not  that  is 
the  original  petition. 

A.  Yes,  sir;  it  is. 

Q.  I  will  ask  you  to  look  at  the  first  page  of  the  ei>ecification  and  state 
whether  or  not  that  is  the  original  first  page. 

A.  It  is  not 

Q.  What  became  of  the  original? 

A.  I  destroyed  it 

Q.  I  ask  you  to  look  at  the  second  page  and  state  whether  or  not  that  is  the 
original  second  page. 

A.  It  is  not 

Q.  What  became  of  it? 

A^  I  destroyed  it 

Q.  I  ask  you  to  look  at  the  third  and  state  whether  or  not  that  is  the 
originaL 

A.  Yes,  sir ;  it  i% 
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Q.  I  show  yon  amendment  A,  and  ask  you  whether  or  not  any  of  your  hand- 
writing appears  thereon? 

A,  No,  sir;  none. 

Q.  I  show  you  amendm^t  B,  the  fii^t  page,  and  ask  you  whether  or  not  any 
of  your  handwriting  appears  thereon? 

A.  No,  sir. 

Q.  I  show  you  amendment  C  and  ask  you  whether  or  not  your  handwriting 
appears  anywhere  thereon? 

A.  The  red  ink  ''Amendment  0"  is  in  my  handwriting,  at  the  right-hand 
comer. 

Q.  I  will  ask  you  whose  signature  appears  thereto? 

A.  Mr.  Everding's. 

Q.  Coming  to  X,  I  want  you  to  look  on  the  first  page  at  the  type-writer 
interlineations,  and  I  ask  you  if  you  know  who  wrote  those? 

A.  I  did. 

Q.  You  say  you  did? 

A.  Yes,  sir. 

Q.  Where  did  you  write  them?  ^ 

A.  In  room  108  of  the  Patent  Offlca 

Q.  On  what  type-writer? 

A.  A  type-writer  that  was  in  there  at  that  time. 

Q.  Calling  your  attention  to  the  letter  of  March  28th,  I  will  ask  you  whether 
or  not  you  wrote  them  on  the  same  type- writer  that  you  wrote  that  letter  on? 

A.  It  was  at  the  same  desk.  I  do  not  know  whether  it  was  the  same  type- 
writer or  not 

Q.  I  am  asking  as  to  both  lines  of  interlineations  in  type-writing  there. 
You  wrote  both? 

A.  I  was  not  paying  attention.    The  type- written  interlineations?    Yes,  sir. 

Q.  Look  at  the  type-written  interlineations  on  page  2  and  state  who  wrote 
that. 

A.  I  did. 

Q.  On  that  same  type-writer? 

A.  Yes,  sir. 

But  nevertheless  and  notwithstanding  the  said  statements  under  oath  by  the 
said  Assistant  Examiner  Barton,  the  admissions  thereof  by  these  respondents 
are  made  as  aforesaid  without  any  personal  knowledge  on  their  parts  and  for 
the  purpose  of  speeding  the  above-entitled  cause. 

In  said  answers  the  respondent  Heany  asserts  that  at  the  tune  of 
filing  said  application  No.  238,769 — 

♦  ♦  ♦  he  then  believed  and  still  believes  that  he  was  the  first,  true  and 
original  inventor  of  all  of  the  patentably  novel  matters  so  described  or  recited 
in  the  said  specification,  whether  in  the  present  pages  1  and  2  or  otherwheres 
therein. 

Concerning  the  charges  relating  to  application  No.  332,786,  re- 
spondents state  in  their  answers  as  follows: 

And  the  respondents  further  answering  say  that  they  have  not  and  never 
had  any  personal  knowledge  of  the  subject-matter  of  the  allegation  in  Article 
II  of  the  aforesaid  petition,  to  wit,  the  allegation  that  Everding  prepared  and 
transmitted  to  the  Patent  Office  the  paper  Imown  as  **  amendment  B  "  in  said 
application  Serial  No.  382,786,  directing  the  substitution  of  the  word  "  paraffin  " 
for  the  word  "starch,"  or  that  the  said  amendment-paper  was  entered  as 
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alleged  by  the  Examiner's  clerk;  but  upon  information  and  belief  admit  that 
such  amendment-paper  was  written  and  filed  and  entered,  but  by  whom  this 
respondent  has  no  personal  knowledge. 

Further  answering  said  charges  respondents  state  that  because  of 
the  testimony  of  Barton  in  the  criminal  trial  they  admit  that  the 
specification  of  application  No.  238,769  as  originally  filed  did  not 
contain  the  word  "  paraflin  "  or  any  reference  thereto. 

Concerning  the  charges  relating  to  application  No.  344,068,  re- 
spondents in  their  answers,  while  disclaiming  any  personal  knowl- 
edge, state  that  in  view  of  the  testimony  of  Barton  that  he  or  Ever- 
ding  after  the  application  had  been  filed  inserted  the  words  appear- 
ing in  lines  21  to  24,  page  1,  of  the  specification  of  the  parent  appli- 
cation. No.  238,769,  to  wit: 

or  I  can  employ  ♦  ♦  ♦  metals  ♦  ♦  ♦  in  colloidal  state  of  the  oxids  or 
colloidal  suspension  of  the  pure  metals, 

they  admifr  that  the  words — 

this  application  for  patent  is  a  division  of  my  earlier  application  filed  Decem- 
ber 29,  1904,  Serial  No.  238,769— 

should  not  appear  in  the  specification  of  said  application  No.  344,068. 
Respondents  further  assert  in  their  answers  to  the  charges  con- 
cerning each  of  the  above  applications  that  if  the  acts  charged  were 
committed  or  performed  by  either  Barton  or  Everding — 

they  were  committed  and  performed  without  any  knowledge,  aiding,  abetting, 
or  conniving,  directly  or  indirectly,  by  or  on  the  part  of  this  respondent  Heany. 

Respondents  refer  in  their  answers  to  the  amendments  presented 
and  their  petitions  that  in  view  thereof  the  orders  to  show  cause  be 
dismissed,  as  heretofore  noted. 

The  testimony  of  Barton,  referred  to  in  respondents'  answers  and 
quoted  above,  was  given  during  the  trial  of  Everding  and  Heany  in 
the  cause  of  The  United  States  v.  Everding  et  al.  in  the  Supreme 
Court  of  the  District  of  Columbia.  That  case  was  one  wherein 
Everding,  Heany,  and  Barton  were  indicted  by  the  grand  jury  f»f  the 
District  of  Columbia,  at  the  January,  1908,  term,  for  forgery  and 
violation  of  sections  5403  and  5440  of  the  Revised  Statutes,  based, 
among  other  things,  upon  the  destruction  of  original  pages  1  and  2 
of  Heany's  application  No.  238,769  and  the  substitution  of  two  new 
pages  in  place  thereof.  These  indictments  resulted  as  follows :  Prior 
to  the  commencement  of  the  trial  Barton  pleaded  guilty.  Everding 
and  Heany  were  tried,  the  jury  convicting  Everding  and  acquitting 
Heany.  Upon  Heany's  acquittal  in  said  criminal  trial  is  based  the 
contention  of  respondents  that  the  question  of  Heany's  guilt  or  inno- 
cence of  the  matters  charged  against  him  concerning  his  application 
No.  238,769  is  res  adjudicata  as  against  the  United  States  and  all 
departments  and  bureaus  thereof,  which  contention  will  be  con- 
sidered hereinafter. 
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The  hearing  and  determination  of  the  matters  raised  by  the 
charges  of  Examiner  Kinnan,  by  the  petition  of  Kuzel,  and  by  the 
petition  of  Knzel,  Just  and  Hanaman,  and  von  Bolton  was  assigned 
to  the  First  Assistant  Commissioner  of  Patents,  and  he  was  given 
full  charge  and  authority  in  relation  to  said  matters  and  any  pro- 
ceedings involving  the  same  by  the  Commissioner's  order  dated  June 
8.  1910. 

The  taking  of  testimony  was  commenced  before  the  First  Assistant 
Commissioner  of  Patents  on  July  25,  1910,  all  parties  being  repre- 
sented thereat,  and  was  continued  from  time  to  time  and  finally  con- 
cluded April  21,  1911.  Respondents  were  given  ample  opportunity 
lo  cross-examine  the  witnesses  produced  in  support  of  the  charges 
and  to  rebut  their  testimony,  and  availed  themselves  of  said  oppor- 
tunity. Voluminous  testimony  was  taken  by  both  sides,  which  was 
supplemented  by  stipulation  into  the  record  of  certain  testimony 
taken  in  the  criminal  trial,  heretofore  mentioned. 

This  proceeding  grows  out  of  a  condition  of  affairs  in  the  Patent 
Office  which  has  occurred  for  the  first  time  in  all  its  history.  So  free 
from  fraud  or  allegations  of  fraud  has  the  Patent  Office  been  that  no 
statute  or  rule  of  practice  is  found  to  cover  specifically  such  a  case 
as  this.  Hence  the  utter  lack  of  guiding  precedents,  which,  as  a  rule, 
are  so  common  to  judicial  proceedings. 

The  effort  of  the  Commissioner  has  been  to  learn  by  due  process  of 
law  the  truth  surroimding  this  case  and  to  render  a  judgment  based 
upon  those  truths,  in  accordance  with  the  law.  His  efforts  to  this 
end  have  been  earnestly  supported  by  all  the  counsel  concerned,  and 
opportunity  is  here  taken  to  express  appreciation  of  that  fact. 

Jurisdiction  of  this  case  is  acquired  by  virtue  of  the  general  super- 
visory authority  of  the  Commissioner  of  Patents  over  affairs  in  the 
Patent  Office,  its  records  and  papers,  and  which  empowers  him  to 
grant  valid  patents  upon  legally-effective  applications  therefor  or 
else  to  refuse  to  grant  patents  upon  applications  therefor  which  are 
shown  to  have  no  foundation  in  law  and  which  patents,  if  granted, 
would,  in  his  opinion,  be  null  and  void. 

In  view  of  the  fact  that  these  grave  charges  have  been  preferred 
against  the  Heany  applications  involved  in  the  interferences  it  was 
deemed  expedient  and  proper  to  institute  this  proceeding  at  this 
time,  before  the  parties  to  the  interferences  should  present  their 
proofs  upon  the  question  of  priority  of  invention,  for  the  reason 
that  if  it  should  be  found  that  the  Heany  applications  had  been 
fraudulently  changed  and  modified,  as  alleged,  and  to  be  incapable 
of  amendment  it  is  clear  that  Heany  has  no  right  to  demand  an  inter- 
ference with  other  applicants  for  patent  and  has  no  status  in  such  a 
proceeding.  Section  4904  of  the  Revised  Statutes  provides  that — 
whenever  an  application  is  made  for  a  patent,  which  In  the  opinion  of  the 
€k)mmi88ioner  would  interfere  with  any  pending  application,  etc.. 
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an  interference  shall  be  declared,  and  as  a  result  of  the  finding  in 
such  proceeding  the  Commissioner — 

may  issue  a  patent  to  the  party  who  is  adjudged  the  prior  inventor. 

It  would  be  a  travesty,  indeed,  and  against  all  legal  principles  to 
permit  a  party  to  an  interference  to  remain  a  party  therto  should  it 
be  found  that  the  very  applications  of  that  party  involved  in  the 
interference  are  fraudulent  to  such  a  degree  that  no  valid  patent 
could  be  granted  based  upon  such  applications,  or,  in  other  words, 
that  any  patent  or  patents  granted  upon  such  applications  would  be 
invalid  and  void  on  the  ground  of  fraud.  A  fraudulent  application 
is  in  law  no  such  application  as  to  justify  the  grant  of  a  patent 
thereon,  and  the  same  is  true  when  an  application  contains  an  incom- 
plete and  inoperative  disclosure. 

Claims  may  be  rejected  because  there  is  not  a  sufficient  disclosure 
in  the  specification  to  support  them.  The  disclosure  may  be  incom- 
plete or  it  may  be  inoperative.  If  it  is  impossible  to  amend  so  as 
to  disclose  a  complete  and  operative  invention,  the  rejection  is  a 
valid  one,  for  the  reason  that  any  patent  which  may  be  granted  on 
the  original  claims  when  based  upon  an  insufficient  or  inoperative 
disclosure  would  be  ah  invalid  patent.  On  the  other  hand,  the  same 
claim  must  be  rejected  when  the  specification  as  originally  filed  is  so 
amended  as  to  contain  new  matter,  or  what  is  known  to  the  patent 
law  as  '^a  departure  from  the  invention  as  originally  disclosed." 
In  such  case  the  rejection  is  a  valid  one,  for  the  reason,  as  above 
stated,  that  the  patent,  if  granted,  would  be  invalid.  In  such  cases 
the  claims  which  are  considered  may  be  and  often  are  the  same  as 
those  originally  filed.  The  validity  of  the  claims  depends  entirely 
upon  the  character  and  scope  of  the  specification,  which  is  the  written 
description  required  to  be  filed  under  the  provisions  of  section  4888 
of  the  Revised  Statutes,  and  both  form  not  only  a  part  of  an  applica- 
tion for  patent  but  also  a  part  of  the  patent  when  granted.  The 
refusal  of  the  Commissioner  or  of  the  Court  of  Appeals  of  the  Dis- 
trict of  Columbia  to  grant  patents  is  always  based  upon  the  fact  that 
in  the  opinion  of  these  tribunals  the  patent,  if  granted,  would  be 
invalid.  All  the  reasons  relied  upon  by  the  Conunissioner  or  the 
court  in  their  decisions  refusing  to  grant  patents  to  applicants,  either 
in  ex  parte  or  interference  cases,  may  be  pleaded  in  court  against 
the  validity  of  patents.  It  logically  follows  that  if  the  Conmiissioner 
should  find  from  evidence  duly  taken  in  accordance  with  the  law 
that  an  application  or  applications  are  so  permeated  with  fraud  as 
to  justify  the  opinion  that  any  patent  or  patents  granted  on  those 
applications,  whether  amended  or  not,  would  be  annulled  or  set  aside 
by  a  court  of  equity  on  petition  of  the  United  States  through  the 
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Aitomey-General,  on  the  ground  that  the  patent  was  obtained 
through  fraud,  then  it  would  be  the  duty  of  the  Commissioner,  under 
the  law,  to  refuse,  upon  that  ground,  to  grant  such  a  patent. 

That  this  proceeding  is  deemed  regular  and  proper  at  this  period 
of  the  interference  seems  to  be  fairly  conceded  by  the  respondents, 
who,  while  admitting  that  unlawful  changes  and  alterations  and  sub- 
stitutions have  been  made  in  the  parent  application.  No.  238,769,  filed 
December  29,  1904,  that  unlawful  statements  have  been  inserted  in 
the  application  known  as  "  tungsten  division,"  No.  332,786,  filed 
August  31,  1906,  and  that  unlawful  statements  have  been  made  in 
the  application  known  as  the  "  colloidal  division,"  No.  344,068,  filed 
November  19,  1906,  yet  have  filed  for  consideration  amendments  to 
the  three  applications  above  named,  which  they  contend  will,  if 
admitted  and  entered  in  the  respective  applications,  purge  them  from 
fraud  and  unlawful  misinipulation  and  amendment  and  will  restore 
them  to  their  original  condition,  so  that  if  the  applications  as 
amended  should  be  shown  to  have  been  filed  by  the  prior  inventor 
valid  patents  can  be  granted  thereon. 

There  is  no  contention  that  the  interference  could  lawfully  pro- 
ceed while  the  applications  remain  in  their  alleged  fraudulent  con- 
dition. 

It  is  urged  in  behalf  of  the  respondents  that  the  question  as  to 
whether  or  not  John  Allen  Heany  was  privy  to  the  fraudulent  prac- 
tices in  the  Patent  Office  concerning  his  applications  No.  238,768,  filed 
December  29, 1904,  No.  332,786,  filed  August  31, 1906,  and  No.  344,068, 
filed  November  19, 1906,  involved  in  interferences  No.  27,073  and  No. 
27,074,  is  res  ad  judicata  because  of  Heany's  acquittal  in  the  criminal 
court  of  this  District 

If  there  were  any  doubt  in  my  mind  as  to  the  legal  correctness  of 
the  respondents'  contention  upon  this  question  of  res  adjvdicata^  it 
would  be  dispelled  by  the  decision  of  the  Court  of  Appeals  of  the 
District  of  Columbia,  above  cited,  which  court  is  not  only  the  court 
of  final  resort  in  this  jurisdiction,  but  is  also  the  court  which  hears 
and  determines  the  appeals  in  patent  cases  from  the  decisions  of  the 
Commissioner  of  Patents. 

The  court  held  that  the  Commissioner  is  not  '^  barred  by  the  adjudi- 
cation in  the  criminal  case  "  to  declare  that  the  altered  application 
now  on  file  is  not — 
tbe  application  contemplated  by  tbe  statutes  as  tbe  foundation  of  the  patent 

The  Court  then  said : 

If  he  (the  Ck)mmi8sloner)  finds*  the  alterations  to  have  been  made,  but  with* 
out  the  knowledge  and  consent  of  the  applicant,  he  will  permit  it  to  be  corrected 
so  as  to  restore  it  to  its  condition  as  originally  filed. 

2097'— 12 n 


Digitized  by 


Google 


166  DECISIONS  OF  THB  COMMISSION  £B  OF  PATENTS. 

And  also: 

If,  on  the  other  hand,  he  finds  that  it  was  tampered  with  hy  the  connivance 
and  approval  of  the  applicant,  he  will  probably  enter  an  order  rejecting  the 
application,  leaving  the  applicant  his  right  to  appeal  therefrom. 

There  can  be  no  doubt  from  the  decision  of  the  court  above  quoted 
that  the  court  was  of  the  opinion  that  the  question  as  to  whether 
Heany  connived  at  and  approved  the  admitted  tampering  with  his 
applications  in  the  Patent  Office  is  not  res  adjudicate.  Otherwise  it 
is  difficult  to  see  why  the  court  should  indicate  one  action  that  might 
be  followed  in  case  the  Commissioner  should  find  that  the  alterations 
were  made  without  Heany's  knowledge  and  another  action  in  the 
event  that  it  should  be  shown  that  Heany  connived  at  and  approved 
the  admitted  tampering,  for  it  is  a  well-settled  principle  of  law  that 
a  court  will  not  knowingly  authorize  a  lower  tribunal  to  do  a  vain 
thing. 

The  respondents,  however,  have  cited  and  rely  upon  a  decision  of 
the  Supreme  Court  of  the  United  States  in  Coffey  v.  United  States 
(116  U.  S.,  436,)  which  they  contend  is  controlling  upon  the  question 
of  res  adjvdicata  in  this  case.  In  that  case  a  person  was  indicted 
and  tried  in  the  criminal  court  for  violation  of  the  internal  revenue 
laws  relative  to  illicit  distilling  and  was  acquitted.  The  statutes 
upon  which  the  indictment  was  based  provided  that  upon  convic- 
tion— 

*  *  *  he  shall  forfeit  the  distillery  and  distilling  apparatus  nsed  by  him^ 
and  all  distilled  spirits  •  *  *  found  in  the  distillery  and  on  the  distillery 
premises,  and  shall  be  fined  not  less  than  five  hundred  dollars  nor  more  than 
five  thousand  dollars,  and  be  imprisoned  not  less  than  six  months  nor  more 
than  three  years. 

It  is  to  be  especially  noted  here  that  the  part  of  the  punishment 
specifically  provided  for  in  the  statute  is  the  forfeiture  of  the  dis- 
tilling apparatus  and  distilled  spirits.  After  the  criminal  trial  the 
United  States  brought  suit  in  rem  for  the  forfeiture  of  the  property, 
consisting  of  the  distillery^  apparatus,  and  distilled  spirits.  The 
Supreme  Court  of  the  United  States  held  that  the  judgment  of 
acquittal  was  a  bar  to  subsequent  civil  suit.  In  its  decision  the  Court 
said  through  Mr.  Justice  Blatchf ord : 

The  Judgment  of  acquittal  in  the  criminal  proceeding  ascertained  that  the 
fbcts  which  were  the  basis  of  that  proceeding,  and  are  the  basis  of  this  one^ 
and  which  are  made  by  the  statute  the  foundation  of  any  punishment,  personal 
or  pecuniary,  did  not  exist.  This  was  ascertained  once  for  all,  betwe^i  the 
United  States  and  the  claimant,  in  the  criminal  proceedings,  so  that  the  facts 
cannot  be  again  litigated  between  them,  as  the  basis  of  any  statutory  punish- 
ment denounced  as  a  consequence  of  the  existence  of  the  facts. 

The  Supreme  Court  in  the  case  of  Stone  v.  United  States  (167 
U.  S.,  178)  took  occasion  to  distinguish  that  case  from  tlie  case  of 
Co-ffey  V.  United  States^  supra.    In  Stone  v.  United  States  a  person 
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was  indicted  and  tried  in  a  criminal  court  for  cutting  trees  on  Gov- 
ernment land  and  likewise  was  acquitted.  Subsequently  the  United 
States  brought  suit  for  the  recovery  of  the  timber  then  cut.  The 
Court,  speaking  through  Mr.  Justice  Harlan,  said : 

Did  the  court  below  err  in  adjudging  that  the  defense  in  this  action  based 
upon  an  acquittal  of  the  criminal  charge  was  insufficient  in  law? 

Answering  this  proposition,  the  Court  then  said : 

We  are  of  opinion  that  the  present  case  is  not  covered  by  the  decision  in 
Coffey  V.  United  States,  The  Judgment  in  that  case  was  placed  distinctly  upon 
the  ground  that  the  facts  ascertained  in  the  criminal  case,  as  between  the 
United  States  and  the  claimant,  could  not  be  "again  litigated  between  them, 
as  the  "basis  of  any  statutory  punishment  denounced  as  a  consequence  of  the 
existaice  of  the  facts."  In  the  Coffey  Case  there  was  no  daim  of  the  United 
States  to  property,  except  as  the  result  of  forfeiture.  In  support  of  its  con- 
clusion, the  CkHirt  referred  to  United  States  v.  McKee,  (4  DHL,  12S,)  observing 
that  the  decision  in  that  case  was  put  on  the  ground  **  that  the  defendant  could 
not  be  twice  punished  for  the  same  crime,  and  that  the  former  conviction  and 
Judgm^it  was  a  bar  to  the  suit  for  the  penalty.*' 

In  distinguishing  the  civil  action  against  Stone  from  that  against 
Coffey  the  Court  said  that  the  Stone  Case  was — 

not  a  suit  to  recover  a  penalty,  to  impose  a  punishment,  or  to  declare  a  for- 
feiture. 

So  in  the  present  case  this  proceeding,  involving  the  investigation 
of  alleged  tampering  of  applications  in  the  Patent  Office  after  they 
have  been  filed  therein,  is  merely  and  solely  for  the  purpose  of  en- 
abling the  Commissioner  to  decide  rightly  the  question,  which  in  law 
he  is  bound  to  do,  whether  in  view  of  the  alleged  fraudulent  filing  of 
the  divisional  applications  and  the  manipulation  and  unlawful  tam- 
pering with  the  parent  application  in  the  Patent  Office  valid  patents 
can  in  any  event  be  granted  on  those  applications. 

The  statute — section  4893  of  the  Revised  Statutes — expressly  au- 
thorizes the  Commissioner  to  grant  a  patent  on  an  application  for  an 
invention  when  it  shall  appear  to  him — 

that  the  claimant  is  justly  entitled  to  a  patrat  under  the  law,  and  that  the  same 
is  sufficiently  useful  and  important 

The  provision  in  this  statute  that  if  the  Commissioner  finds  the 
claimant  is  justly  entitled  to  a  patent  under  the  law  does  not  require 
that  the  actions  of  the  Commissioner  alone  shall  be  in  accordance 
with  or  "  under  the  law,"  but  equally  requires  the  applicant  for  the 
patent  to  proceed  in  accordance  with  or  "  under  the  law."  It  has 
been  argued  that  the  law  that  is  referred  to  in  this  section  is  merely 
the  statutory  law  to  be  found  in  the  United  States  statutes  providing 
for  the  granting  of  patents.  It  has  been  held,  however,  by  the  Court 
of  Appeals  of  the  District  of  Columbia,  speaking  through  Mr.  Chief 
Justice  Alvey,  in  the  case  of  Mower  v.  Duell,  Commissioner  of  Pat- 
ents, (C.  D.,  1899,  395;  88  O.  G.,  191;  15  App.  D.  C,  144,)  that  the 
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principle  of  equitable  estoppel  is  to  be  considered  where  applicable  in 
determining  the  right  of  a  party  to  a  patent.    The  Court  said : 

lu  section  4893,  United  States  Revised  Statutes,  It  Is  provided  that—"  on  the 
filing  of  any  such  application  and  the  payment  of  the  fees,  etc.,  the  Ck>nimissioner 
of  Patents  shall  cause  an  examination  to  be  made  of  the  alleged  new  invention 
or  discovery;  and  if  on  such  examination  it  shall  appear  that  the  claimant  is 
justly  entitled  to  a  patent  under  the  law,  and  that  the  same  is  sufficiently  useful 
and  important,  the  Commissioner  shall  issue  a  patent  therefor." 

The  invention  claimed  must  not  only  be  shown  to  be  new  and  useful,  but  it 
must  also  be  made  to  appear  that  the  claimant  is  Justly  entitled  to  a  patent 
therefor.  The  party  cannot  be  Justly  entitled  if  the  patent  when  granted 
would  or  could  operate  a  wrong  either  to  the  public  or  to  a  third  party,  a  rival 
inventor,  and  that  wrong  be  the  result  of  the  claimant's  own  laches  or  negligent 
delny  in  asserting  his  rights. 

Kut  it  has  been  earnestly  argued  for  the  appellant  that  by  section  4886, 
United  States  Revised  Statutes,  there  can  be  no  abandonment  of  the  right  to  a 
patent  unless  such  abandonment  be  affirmatively  proved  and  that  there  is  no 
such  proof  in  this  case  and  that  unless  the  right  l>e  abandoned  neither  tlie 
Patent  Office  nor  the  courts  can  withhold  the  patent  from  the  original  or  first 
inventor.  This,  as  a  general  proposition,  may  well  be  conceded;  but  the  ques- 
tion as  to  the  proof  of  abandonment  is  quite  another  thing.  Affirmative  facts 
may  be  proved  by  negative  evidence,  and  where  the  acts  and  conduct  of  a  party 
are  of  such  nature  as  to  give  rise  to  a  rational  presumption  of  a  fact  that  pre- 
sumption, after  the  rights  of  other  parties  have  intervened  and  attached,  cannot 
be  removed  and  gotten  rid  of  by  simply  denying  the  intention  to  produce  the 
result  Parties  must  be  bound  by  the  consequences  of  their  own  acts,  and  this 
princii^  i0  true  in  the  patent  law  as  it  is  in  all  other  departments  of  the  law. 
A  d^iberate  intentional  delay  and  non-action  in  a  matter  of  either  a  public  or 
private  concern  is  proof  of  a  very  cog^it  nature,  and  tlie  party  cliargeable  with 
such  conduct  must  bear  the  consequences  of  it  and  will  not  be  heard  to  excuse 
himself  by  simply  declaring  that  he  did  not  intend  to  prejudice  the  rights  of 
others  or  to  waive  rights  of  his  own  that  would  have  been  available  to  him  if 
they  had  been  timely  exercised.  The  doctrine  of  equitable  estoppel  applies  in 
the  administration  of  the  patent  law  as  it  does  in  other  cases  for  the  prevention 
of  injaatice  The  Supreme  Court  in  the  case  of  Conaolidated  Fruit-Jar  Co,  v. 
Wright,  (94  U.  S.,  92.  96,)  in  considering  a  question  of  abandonment  in  a  patent 
case  said : 

*'  It  is  enough  to  say,  without  recapitulating  the  facts,  that  in  our  Judgment 
the  defense  of  abandonment  to  the  public  is  also  clearly  made  out.  He  who  is 
silent  when  he  should  speak  must  be  silent  when  he  would  speak.  If  he  cannot 
do  so  without  a  violation  of  law,  and  injustice  to  others.  The  suplneness  of  the 
patentee  is  imexplained  and  inexcusable.  A  principle  akin  to  the  doctrine  of 
equitable  estoppel  applies." 

The  principles  thus  announced  are  deemed  specially  applicable  to 
the  facts  in  the  case  now  before  me. 

No  statute  has  been  pointed  out  to  me  which  would  indicate  that 
in  the  judgment  of  Congress  the  refusal  of  the  Commissioner  to  gi'ant 
a  patent  to  an  applicant  when  based  upon  facts  established  in  due 
form  of  law  could  in  any  sense  be  defined  as  a  punishment  of  that 
applicant    It  is  merely  an  adjudication  of  the  fact  that  the  applicant 
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or  claimant  is  refused  the  right  to  maintain  in  the  Federal  courts 
an  exclusive  use  of  the  invention  for  a  term  of  seventeen  years,  based 
upon  the  finding  of  the  Commissioner  of  Patents,  under  the  law, 
that  that  applicant  has  not  proceeded  in  the  prosecution  of  his 
application  in  accordance  with  the  law  and  is  not  entitled  to  a  patent. 
Nor  have  I  been  referred  to  any  criminal  statute  which  provides  as  a 
part  of  the  punishment  for  conspiracy  to  commit  fraud  in  patent 
applications  and  for  the  committing  of  frauds  in  those  applications 
the  penalty  of  forfeiture  of  those  applications.  The  judge  in  the 
Supreme  Court  of  the  District  of  Columbia  who  presided  over  the 
criminal  trial  aforesaid  was  only  authorized  in  the  case  of  conviction 
to  inflict  a  punishment  by  fine  or  imprisonment. 

It  is  therefore  seen  that  the  criminal  case  and  this  proceeding  when 
based  upon  the  charges  of  the  Examiner  as  to  Heany's  complicity  in 
the  alterations  of  the  parent  application,  Serial  No.  238,769,  involve 
only  identity  of  cause  of  action  and  identity  of  parties,  (the  United 
States  and  Heany,)  but  diversity  of  result  or  thing  sued  for.  In 
the  criminal  case  the  thing  sued  for  was  imprisonment  or  fine,  while 
in  this  proceeding  the  action  taken  can  only  be  based  upon  the  finding 
by  another  tribunal  as  to  whether  or  not  Heany  or  those  claiming 
imder  him  can  in  view  of  fraudulent  practices  obtain  valid  patents 
upon  Heany's  application  or  applications  involved  herein. 

It  is  held  that  for  the  reasons  above  stated  the  question  of  Heany's 
complicity  in  the  frauds  charged  is  not  res  adjudicata  in  this  pro- 
ceeding. 

There  is  another  aspect  of  the  case  which  should  be  considered,  and 
that  is  that  while  this  investigation  is  instituted  by  the  Government 
to  determine  what  disposition  should  be  made  of  Heany's  applica- 
tions for  patent  involved  in  the  two  interferences  yet  this  proceeding 
is  not  only  based  upon  the  charges  against  those  applications  filed  by 
the  Primary  Examiner,  but  also  upon  the  charges  filed  by  the  several 
other  applicants  involved  in  the  interferences  against  the  fraudulent 
practices  in  the  Heany  applications.  In  order  to  save  time  and 
expense  and  undue  litigation  the  proceedings  based  upon  the  Exami- 
ner's charges  and  the  petitions  of  the  interfering  applicants  were 
consolidated  for  the  purpose  of  taking  testimony;  but  the  case  was 
held  to  be  primarily  a  governmental  investigation  in  the  interest  of 
purification  of  records  in  the  Patent  Office  relating  to  j^pplications 
for  patents  and  to  determine  whether  valid  patents  could  be  issued 
upon  these  applications.  (Vol.  13,  pp.  1340,  1342-44.)  The  fact 
remains  that  in  these  interferences  each  of  the  other  parties  involved 
therein  filed  charges  against  the  Heany  applications,  and  answers 
were  made  thereto  in  behalf  of  Heany  and  his  assignees,  which  were 
entitled  in  the  interferences.  The  interfering  parties  have  all  the 
rights  of  such  parties  under  the  provisions  of  section  4904  of  the 
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Revised  Statutes,  providing  for  the  declaration  of  interferences  be- 
tween applicants  claiming  the  same  patentable  invention.  In  this 
view  of  this  proceeding  there  is  a  diversity  of  parties  as  well  as 
a  diversity  of  the  thing  sued  for. 

In  either  aspect  of  the  case  it  is  clear  that  the  question  of  the 
complicity  of  the  applicant,  John  Allen  Heany,  in  the  alleged  frauds 
is  not  res  adjudicata^  and  it  is  so  held. 

Much  testimony  was  taken  by  respondent  and  was  received  in  this 
proceeding  for  the  purpose  of  showing  that  Heany  had  invented  the 
pure-tungsten-filament  incandescent  lamp  prior  to  December  29, 1904, 
the  date  of  filing  of  his  application  No.  238,769,  and  that  there  could 
have  been  no  motive  on  his  part,  therefore,  in  perpetrating  the  frauds 
specified  in  the  charges  and  admitted  by  respondents  in  their  answers 
to  have  been  made  in  said  application. 

It  is  contended  by  respondent  that  Heany  was  in  possession  of 
the  subject-matter  of  invention  fraudulently  inserted  in  application 
Ko.  238,769  before  it  was  filled  in  the  Patent  Oflice  and  that  no 
foundation  exists  for  the  charge  that  said  changes  were  made  for 
the  purpose  of  giving  Heany  a  date  of  invention  as  of  the  filing  date 
of  said  application  for  matter  unknown  to  him  until  a  later  date. 

In  support  of  this  contention  respondents  first  produced  the  witness 
Simon.  The  nature  of  Simon's  testimony  has  been  reviewed  else- 
where in  discussing  Heany's  complicity  in  the  frauds.  The  pocket 
note-book  of  Simon  and  the  shop-book  of  his  work,  together  with  the 
perfected  lamps  produced,  all  of  which  Simon  at  first  and  repeate'dly 
testified  were  made  under  Heany's  direction  during  his  first  period 
of  employment,  between  May,  1903,  and  April,  1904,  but  which  he 
subsequently  confessed  were  not  made  until  1908  and  1909,  during  his 
second  period  of  employment,  instead  of  showing  that  Heany  was  in 
possession  of  the  invention  prior  to  December,  1904,  tend  to  show  that 
if  Heany  was  capable  of  thus  manufacturing  evidence  he  was  equally 
capable  of  fraudulently  altering  the  record  evidence  that  his  applica- 
tions filed  in  the  Patent  Office  are  supposed  to  furnish. 

The  note-books  and  experiment  sheets  of  the  witness  Urmson,  simi- 
lar in  character  to  those  of  Simon,  introduced  in  evidence,  have  been 
referred  to  elsewhere.  Urmson  was  not  called  as  a  witness  until  after 
Simon  had  made  his  confession  and  admitted  that  his  books  were  not 
written  until  years  after  the  dates  they  bear. 

Likewise  Heany's  note-books,  experiment-sheets,  and  other  docu- 
mentary evidence  introduced  by  him  are  entitled  to  no  weight  as  con- 
temporaneous records  in  view  of  Heany's  explanation  as  to  how  they 
were  kept  in  his  laboratory  and  his  admission  that  they  might  have 
been  made  long  after  the  occurrences  or  experiments  to  which  they 
purported  to  relate.  (Qs.  3082,  3668-72.)  The  experiment-sheets— 
Simon  Exhibit  No.  1,  and  Exhibit,  Heany,  No.  23 — were  clearly 
shown  to  be  fraudulent  by  the  testimony  of  Owen  and  Fisher. 
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Heany's  Exhibit  No.  45  purports  to  be  a  draft  from  which  the 
specification  of  application  No.  238,769  was  prepared.  It  is  dated 
December  2,  1904,  and  is  identified  by  Heany,  Easton,  and  Jones. 
The  genuineness  of  the  date  of  this  document  is  not  satisfactorily 
established  in  view  of  the  fraudulent  character  of  the  documentary 
evidence  introduced  by  Heany;  but  assuming  that  it  is  genuine  it 
falls  far  short  of  showing  that  at  the  date  it  bears  or  at  the  time 
application  No.  238,769  was  filed  Heany  was  in  possession  of  the 
iinention  of  the  tungsten  filament  in  controversy.  No  mention  is 
made  of  the  use  of  hydrogen  for  removing  the  carbon  formed  from 
the  starch  paste  used  as  a  binder  in  the  process  of  baking;  nor  is  any 
mention  made  of  the  step  of  sintering  necessary  to  the  production  of 
the  dense,  coherent,  and  homogeneous  tungsten  filament  called  for  by 
the  claims  of  said  application. 

There  was  introduced  in  evidence  certain  correspondence  that  took 
place  in  1904  between  Heany  and  the  officials  of  the  General  Electric 
Company  concerning  Heany's  work  and  what  he  had  produced,  and 
it  was  shown  that  an  option  was  given  Burchard  of  the  General 
Electric  Company.  This  option  was  dropped  by  the  General  Electric 
Company  after  a  short  period  and  before  it  expired,  for  the  reason 
that  the  officials  of  the  General  Electric  Company  were  satisfied  that 
Heany  had  produced  nothing  of  value.  The  correspondence  fails  to 
show  that  Heany  had  produced  the  invention  in  question,  while 
Howell  and  Blake,  who  visited  Heany's  laboratory  on  December  29, 
1904,  testify  that  no  tungsten  lamps  were  shown  or  explained  to 
them.  Said  correspondence  tends  to, show  not  only  that  Heany's 
efforts  in  1904  to  produce  a  successful  incandescent  lamp  were  fail- 
ures, but  that  he  was  working  upon  composition  instead  of  pure 
tungsten  filaments.  The  testimony  of  Burchard  and  Morrison  is  to 
the  effect  that  they  never  heard  of  tungsten  lamps  made  by  Heany 
in  1904. 

Heany  testified  (vol.  23,  p.  2961,  RDQ.  4163)  that  McJunkin 
worked  for  him  in  1904  and  knew  all  about  the  work  that  he  "  was 
doing  on  the  tungsten  lamp."  McJunkin,  who  was  called  in  rebuttal, 
testified  that  he  worked  for  Heany  from  June  to  October,  1904,  that 
while  he  was  there  the  only  use  they  made  of  tungsten  was  to  add 
a  small  amount  of  it  to  the  oxids  of  the  rare  metals  in  the  production 
of  electrodes  for  arc-lamps,  and  that  Heany  never  explained  or 
showed  to  him  any  tungsten-filament  incandescent  lamps.  (Vol.  35, 
pp.  4672-74.) 

The  lamp  B*^  is  the  only  one  introduced  in  evidence  by  Heany 
which  is  alleged  to  have  been  made  prior  to  1905  and  to  contain  a 
pure-tungsten  filament  outside  of  the  lamps  admitted  by  Simon  to 
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have  been  made  by  him  years  later.  The  allegations  concerning  this 
lamp  cannot  be  accepted  as  established.  Moreover,  the  tests  made  on 
it  in  my  presence  during  the  taking  of  testimony  show  that  the  plati- 
num became  white  hot,  while  the  filament  showed  no  light,  thereby 
showing  it  to  be  inoperative.    (Vol.  23,  p.  4549.) 

Heany  testified  that  he  exhibited  to  Examiner  Kinnan  in  the 
Patent  Office  an  incandescent  lamp  with  V-shaped  tungsten  filament 
in  the  early  part  of  1904.  Examiner  Kinnan  testified  that  such  a 
lamp  was  not  shown  to  him  in  1904  and  not  until  1907.  (Vol.  34, 
p.  4657.)  Assistant  Examiner  TuUer  testified  that  he  received  his 
appointment  to  a  position  in  the  Patent  Office  July  1,  1905,  and  that 
he  was  present  at  the  exhibition  of  such  a  lamp  by  Heany  in  the 
Patent  Office  a  year  or  two  after  his  appointment. 

It  is  further  noted  that  Heany  testified  that  a  number  of  people — 
Veit,  Lowenthal,  Devereaux,  Ramsey,  Schindell — saw  tungsten  fila- 
ments which  be  claimed  to  have  made  in  1900,  1901,  and  1902  in 
Philadelphia.  (Vol.  18,  p.  2128.)  So  far  as  appears  in  the  record 
all  of  these  witnesses  were  accessible  to  corroborate  Heany  if  his 
testimony  was  true.  The  failure  of  respondents  to  call  these  wit- 
nesses or  to  explain  their  failure  to  do  so  raises  the  presumption  that 
if  called  they  would  not  have  corroborated  Heany. 

The  evidence  tends  to  show  that  Heany  was  working  on  many 
lines  during  1904,  such  as  the  development  of  insulated-wire  ma- 
chinery, miniature  arc-lamps,  composition-filament  incandescent 
lamps,  and  glowers  composed  of  oxids  in  the  nature  of  self -starting 
Nemst  glowers.  It  fails,  however,  to  show  that  Heany  had  devel- 
oped a  successful  tungsten-filament  incandescent  lamp.  Even  if 
Heany  did  some  work  with  tungsten  in  1904  and  had  some  idea 
that  it  might  be  possible  to  produce  an  incandescent  lamp  with  a 
tungsten  filament  the  evidence  fails  to  establish  that  he  had  a  con- 
ception of  an  operative  tungsten-filament  lamp  or  a  successful 
method  by  which  it  might  be  produced  at  that  time. 

As  stated  by  the  Court  of  Appeals  of  the  District  of  Columbia  in 
Mergenthaler  v.  Scudder,  (C.  D.,  1897,  724;  81  O.  G.,  1417;  11  App, 
D.C.,  264:) 

The  conception  of  the  invention  consists  in  the  complete  performance  of  the 
mental  part  of  the  inventive  act  All  that  remains  to  he  accomplished  in  order 
to  perfect  the  act  or  instrument  belongs  to  the  department  of  construction,  not 
invention.  It  is,  therefore,  the  formation  in  the  mind  of  the  inventor  of  a  defi- 
nite and  permanent  idea  of  the  complete  and  operative  invention  as  it  is  there- 
after to  be  appliea  in  practice  that  constitutes  an  available  conception  within  the 
meaning  of  the  patent  law.     (1  Bob.  on  Pats.,  sec.  375.) 
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In  the  case  of  Stcmdard  Cartridge  Co.  v.  Peters  Cartridge  Co, 
(C.  D.,  1897,  267;  78  O.  G.,  621;  77  Fed.  Rep.,  680,  645)  the  Court  of 
Appeals  for  the  Sixth  Circuit  said : 

The  mere  existence  of  an  intellectual  notion  that  a  certain  thing  could  be 
done,  and,  if  done,  might  be  of  practical  utility,  does  not  furnish  a  basis  for  a 
pat^it  or  estop  others  from  developing  practically  the  same  idea. 

The  f(dlowing  statement  in  the  decision  of  the  Court  of  Appeals 
of  the  District  of  Columbia  in  Schmidt  v.  Clark  (C.  D.,  1909,  280; 
138  O.  G.,  768;  32  App.  D.  C,  290)  is  believed  to  be  pertinent  in  the 
present  case: 

A  would-be  inventor  frequently  has  a  nebulous  and  general  idea  of  a  ri^sult 
which  he  wishes  to  accomplish  and  possibly  a  general  idea  of  means  to  accom- 
plish that  result,  but,  being  unable  to  give  his  ideas  practical  form,  allows  them 
to  slumber.  Upon  learning  that  another  has  successfully  worked  out  such  ideas, 
the  mists  of  uncertainty  are  immediately  dissipated,  vagueness  takes  definite 
form,  and  the  would-be  inventor  becomes,  in  his  own  mind,  the  actual  !nv«i- 
tor  and  acts  accordingly.  The  danger  and  opportunity  for  fraud  or  mistake  In 
such  cases  are  so  great  that  the  proof  should  be  very  clear  and  very  convincing 
to  warrant  an  award  to  the  dilatory  party. 

Instead  of  showing  that  Heiiny  could  have  had  no  motive  to  per- 
petrate the  frauds  alleged  the  evidence  introduced,  on  the  contrary, 
shows  that  Heany  did  not  have  a  conception  of  the  invention  of  the 
issues  within  the  meaning  of  the  patent  law  prior  to  the  filing  of  his 
application  on  December  29,  1904,  and  that  he  did  have  a  decided 
motive  in  attempting  to  obtain  the  benefit  of  that  date  for  knowledge 
subsequently  acquired. 

In  considering  the  question  of  the  alleged  innocence  of  the  appli- 
cant Heany  in  the  fraudulent  practices  in  the  Patent  OflSce. concern- 
ing his  applications  it  is  significant  at  the  outset  to  note  the  character 
of  the  testimony  presented  in  his  behalf  and  given  at  his  instance  to 
establish  that  fact. 

In  response  to  the  order  to  show  cause  issued  by  the  Commissioner 
and  in  support  of  the  allegations  in  his  answer  that  he  was  entirely 
innocent  of  any  connection  with  fraudulent  practices  in  the  Patent 
Office  he  presents  as  his  first  witness  Edward  Simon,  now  of  Flint, 
Mich.,  one  of  the  employees  in  the  York  factory  in  1903  and  1904, 
who  offered  a  mass  of  manufactured  and  fabricated  evidence  and  who 
after  a  searching  cross-examination  confessed  himself  to  be  a  per- 
jurer. In  justice  to  the  respondents  it  should  be  said  that  Simon's 
confession  was  made  after  he  had  been  informed  by  Mr.  Baker,  one 
of  the  counsel  for  respondents,  in  my  presence,  that  the  testimony 
which  he  had  previously  given  had  all  the  evidences  of  falsehood  and 
that  they  (counsel  for  respondents)  demanded  of  him  to  tell  the 
truth  at  whatever  cost  to  him,  his  friends,  or  his  employers.  In  addi- 
tion to  this  demand  by  counsel  he  was  also  warned  by  me  that  the 


Digitized  by  VjOOQ IC 


164  DECISIONS  OF  THE  C0MMI8SI0NBB  OF  PATENTS. 

story  which  he  had  ao  laboriously  told  might  in  all  probability  have 
to  be  repeated  by  him  on  the  witness  stand  in  subsequent  judicial 
proceedings  in  other  jurisdictions  in  defense  of  any  patent  which 
might  be  granted  upon  the  evidence  which  he  had  already  presented. 
After  a  night's  reflection  he  resumed  the  stand  and  made  his  confes- 
sion.    (Vol.  19,  p.  2322,  to  vol.  20,  p.  2782.) 

Simon  first  testified  to  the  fact  that  he  actually  made  under  Heany's 
direction  and  that  he  had  in  his  possession  certain  lamps  containing 
the  tungsten  filaments,  which  he  identified  and  some  of  which  to  all 
appearances  were  quite  similar  to  the  modem  tungsten  lamp  now  in 
use.  He  testified  that  all  of  them  were  in  existence  prior  to  the 
filing  of  the  parent  application,  (between  January,  1903,  and  April, 
1904;  vol.  13,  Q.  98.)  These  lamps  were  marked  B%  B*,  B**,  B", 
B'^,  B^*,  B*®.  The  lamps  so  marked,  Simon  testified,  were  made 
by  himself.  (Vol.  13,  Qs.  95  and  96.)  Three  other  lamps  were 
identified  as  having  been  shown  to  him  prior  to  his  leaving  the  Teter- 
Heany  Developing  Company  in  April,  1904,  and  these  are  marked 
B*%  B",  and  B'^^  (Vol.  13,  Q.  97.)  He  subsequently  confessed  that 
this  testimony  was  not  true  and  that  the  alleged  tungsten  lamps, 
except  the  one  marked  B^,  which  is  not  a  tungsten-filament  lamp, 
were  actually  made  at  a  much  later  date.  He  produced  and  offered 
in  evidence  a  pocket  note-book,  (Simon's  Exhibit  No.  2,)  in  which 
were  carefully  written  the  experiments  alleged  to  have  been  performed 
by  him,  under  Heany's  direction,  during  his  first  period  of  service  in 
Heany's  factory,  from  May,  1903,  to  March,  1904;  but  afterward 
confessed  that  this  book  was  a  false  record  in  all  material  respects 
and  that  it  was  actually  written  by  him  from  Heany's  dictation  in 
the  year  1909.  He  likewise  produced  a  shop-book  (Simon's  Exhibit, 
No.  200)  containing  a  record  of  alleged  experiments  performed  by 
him,  under  Heany's  direction,  during  the  same  period  of  time. 
Upon  most,  if  not  all,  of  the  pages  of  this  shop-book  appears  Heany's 
signature,  with  the  written  letters  "  O.  K."  Simon  later  confessed 
that  this  book  was  written  by  him,  under  Heany's  direction,  during 
the  year  1908  and  was  a  false  record  in  all  material  rcvspects.  There 
is  some  testimony  by  Simon  and  by  Heany  that  these  fraudulent 
Simon  Exhibits  were  made  by  them  solely  for  the  purpose  of  con- 
vincing capitalists  that  Heany  was  the  actual  inventor  of  the  tung- 
sten incandescent  lamp  and  were  not  made  for  the  express  purpose 
of  using  them  as  evidence  in  any  legal  proceeding ;  but  on  this  point 
Simon's  testimony,  as  brought  out  by  counsel  for  Heany,  is  signifi- 
cant.   Shnon  testified,  (vol.  20,  p.  2452:) 

By  Mr.  Lambert: 

5135  Q.  Mr.  Simon,  when  Mr.  Heany  spoke  to  yon  abont  using  those  lamps, 
or  some  of  them,  in  connection  with  the  memorandum  of  notes  in  the  Uttle 
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black  book,  what  he  told  you  was  to  use  them  in  connection  with  illustrations 
in  reference  to  the  notes  in  that  book,  was  it  not? 
A.  He  told  me  to  go  over  and  testify  that  those  were  lamps  made  at  that  time. 

5136  Q.  Did  he  not  tell  you  to  use  them  in  connection  with  illustrating  the 
data  that  was  in  that  book? 

A.  Also  to  illustrate  the  work  that  had  been  done  at  that  time  and  to  use 
them  as  I  have  stated. 

5137  Q.  As  in  connection  with  the  data  in  that  black  book.  That  is  correct, 
is  ft  not? 

A.  Yes. 

5138  Q.  And  you  say  that  the  data  in  the  black  book  is  substantially  correct 
as  to  what  you  did  aAong  the  times  referred  to  in  the  book? 

A.  It  illustrated  the  line  of  work  that  I  was  on  during  some  period  of  time, 
being  employed  by  the  Teter-Heany  Company. 

5139  Q.  During  the  period  of  time  referred  to  by  the  dates  in  that  book? 
A.  Yes,  sir ;  during  1903  and  1904. 

By  Mr.  Rand : 

5140  XQ.  He  told  you  to  come  here  and  testify  that  those  lamps  were  made 
in  that  first  period  in  the  York  laboratory? 

A.  Yes. 

While  Simon  as  a  witness  in  Heany's  behalf  is  wholly  discredited, 
yet  the  testimony  given  by  a  witness  after  confessing  himself  to  be 
a  i)erjiirer  must  have  therein  some  element  of  truth.  It  is  not  in 
acrordance  with  the  ordinary  course  of  human  conduct  for  a  witness 
to  falsely  swear  himself  a  perjurer. 

Following  the  witness  Simon,  John  Allen  Heany  took  the  stand 
as  the  Commissioner's  witness  (vol.  18,  p.  2099)  and  immediately 
f^tated  that  he  did  not  wish  to  say  anything  (vol.  18,  p.  S106)  until 
he  could  get  personal  counsel,  and  subsequently  that  he  expected  to 
testify  in  this  case,  but  not  so  soon.  (Vol.  19,  p.  2211,  Q.  302.)  When 
asked  questions  which  were  material  to  the  issue,  he  pleaded  privi- 
lege and  refused  to  answer,  on  the  ground  that  the  answers,  if  time, 
would  tend  to  convict  him  of  a  crime.  Thereupon  adjournment  was 
taken  until  the  next  morning  at  ten  o'clock.  Heany  did  not  then 
appear.  It  became  necessary  to  serve  a  subpoena  upon  him  to  appear 
in  this  proceeding  and  testify.  After  some  hours  delay  he  responded 
to  the  subpoena,  was  again  sworn,  and  again  pleaded  privilege  and 
refused  to  answer  all  material  questions  propounded  to  him,  on  the 
ground  that  the  answers,  if  true,  would,  in  his  opinion,  tend  to 
incriminate  him.  When  it  is  recognized  that  a  material  fact  which  it 
is  necessary  here  to  determine,  upon  which  to  base  a  proper  and  cor- 
rect adjudication  in  this  proceeding,  is  whether  or  not  Heany  was 
guilty  of  complicity  in  the  alleged  frauds,  his  conduct  as  a  witness 
is  worthy  of  note.  It  is  self-evident  that  Heany,  of  all  men,  if  he 
felt  so  disposed,  could  throw  the  light  of  truth  upon  the  matters 
involved  in  this  proceeding. 

Another  witness,  William  G.  Urmson,  should  be  considered  in 
this  connection.    Urmson  was  one  of  the  original  employees  in  the 
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Heany  factory  at  York,  Pa.,  and  is  now  employed  there.  His  testi- 
mony upon  many  material  facts  before  the  grand  jury  and  in  this 
proceeding  is  not  consistent.  In  considering  the  weight  to  be  given 
to  his  testimony  upon  the  question  as  to  whether  Heany  had  guilty 
knowledge  of  the  frauds  in  which  his  applications  were  involved 
it  seems  only  necessary  to  say  that  Urmson  brought  with  him  many 
note-books,  which  according  to  his  own  testimony  were  written  sev- 
eral years  after  the  events  which  they  were  intended  to  chronicle. 
In  that  respect  at  least  they  were  of  the  same  character  as  the  note- 
books which  had  been  testified  to  by  Simon  and  offered  in  evidence  in 
support  of  Simon's  testimony.  Urmson  admitted  the  manipulation 
of  and  the  deceitful  entry  in  his  note-book  (Urmson's  Exhibit  No.  2) 
under  date  of  December  14.  It  appears  from  his  testinwny  (pp. 
3974-3976,  vol.  29)  that  this  entry  was  written  for  the  purpose  of 
recording  an  experiment  alleged  to  have  been  made  in  the  year  1904, 
but  that  the  entire  first  page  and  down  to  the  word  "  day,"  inclusive, 
line  12  of  the  second  page,  was  written  in  the  year  1906,  and  that  the 
matter  contained  thereon  following  the  word  "  day  "  was  written  by 
Urmson  probably  in  the  year  1908,  in  a  manner  to  indicate  one  con- 
tinuous writing.  Urmson's  book  No.  4  purports  to  contain  a  record 
of  experiments  for  1904  and  was  actually  written  in  1906.  (Vol.  29, 
p.  3985.)  Urmson  testifies  that  the  other  books,  except  No.  3,  were 
on  the  same  order.    (Pages  3987-3991,  vol.  29.) 

1859-1860  XQ.  Have  jou  brought  any  other  books  to  this  hearing  which  pur- 
port to  be  contemporaneous  entries,  and  which  were  made  up  years  after  the 
dates  to  which  they  relate? 

A.  No;  I  have  brought  nothing  here  as  original  notes  except  what  I  ex- 
plained to  Mr.  Bliss.  There  are  other  books  here  that  have  t>een  sent  down, 
that  are  not  the  day  and  date;  they  are  only  copies,  on  the  same  order  as  I 
explained  these. 

It  is  significant  that  each  of  these  Urmson  books  has  the  same 
characteristics  as  the  fraudulent  Simon  books  and  that  Urmson's 
testimony  was  given  after  Simon  confessed  himself  a  perjurer  and 
Heany  had  refused  to  answer  material  questions,  pleading  his  privi- 
lege, and  after  criminal  indictment  had  been  found  against  Heany 
for  suborning  Simon  to  perjure  himself  in  this  proceeding. 

The  testimony  of  these  three  witnesses  raises  such  a  strong  pre- 
sumption of  Heany's  guilt  in  connection  with  the  frauds  committed 
in  his  aplications  as  to  demand  most  convincing  testimony  to  over- 
come the  same. 

The  record  shows  that  after  the  filing  in  this  OflSce  of  the  parent 
application  "X,"  Serial  No.  238,769,  on  December.29,  1904,  it  was 
amended  on  February  25,  1905,  before  any  action  thereon  by  the 
Office.  On  March  11,  1905,  an  Office  action  was  made  requiring  a 
drawing  and  rejecting  the  claims.    A  drawing  was  filed,  togethei 
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with  an  amendment,  on  July  27,  1905.  On  September  18,  1905,  the 
Examiner  rejected  the  application  again.  In  that  letter  of  rejection 
the  fourth  paragraph  thereof  contains  the  following  statement : 

The  starch-and-water  binder  would  be  conTerted  by  heating  in  the  absence  of 
an  oxidizing  agent  into  carbon  and  steam,  but  the  carbon  would  remain  through- 
out the  mass  of  metal. 

It  should  be  particularly  noted  that  this  Office  letter  refers  to  the 
binder  described  in  the  specification  as  one  composed  of  "  starch  and 
water." 

There  is  nothing  in  the  record  to  indicate  that  the  prosecution  of 
this  application  up  to  and  including  the  letter  of  September  18,  1905, 
was  otherwise  than  right  and  proper  so  far  as  any  element  of  fraud 
is  concerned. 

Under  the  provisions  of  section  4894  of  the  Revised  Statutes  re- 
sponse should  have  been  made  to  the  Office  action  of  September  18, 

1905,  within  one  year  from  that  date,  or  on  or  before  September  18, 

1906.  So  far  as  appears  from  the  necord  this  application  lay  in  the 
file  of  rejected  cases  in  the  Examiner's  room  until  August  27,  1906, 
when  the  case  was  reconsidered  without  apparent  reason,  and  a  letter 
was  written  on  August  27,  1906,  by  former  Assistant  Examiner 
Barton,  which  letter  bears  the  signature  of  H.  O.  Cutting,  Acting 
Examiner.    In  this  letter  occurs  the  following: 

*  *  *  Although  if  starch  and  water  is  used  as  a  binder  instead  of  water 
alone,  it  is  possible  that  the  slight  trace  of  carbon,  resulting  therefrom,  may 
act  as  a  reducing  agent  to  any  slight  amount  of  impurity. 

The  suggestion  in  this  letter  of  August  27, 1906,  of  the  use  of  water 
alone  as  a  binder  seems,  so  far  as  the  record  shows,  to  be  a  new  one 
and  is  made  for  the  first  time  in  this  application  either  by  the  appli- 
cant or  by  the  Examiner. 

The  record  clearly  shows  that  in  the  p^od  from  Sept^nber  18, 
1905,  to  August  27, 1906,  Barton's  personal  and  intimate  acquaintance 
with  Heany  began.  On  Decoration  Day,  May  80, 1906,  Barton  made 
his  first  visit  to  Heany  at  York,  Pa.  Subsequently  to  that  time  the 
relations  between  the  two  men  grew  more  intimate,  and  many  letters 
are  shown  to  have  passed  between  them,  some  of  which  were  sent 
under  "special  delivery,"  long-distance  telephone  conversations  oc- 
curred between  them,  the  visits  of  Barton  to  York  became  more 
frequent,  his  expenses  while  in  York  b^ng  borne  by  the  Heany  Com- 
pany, Heany's  visits  to  Washington  became  more  frequent,  and  at 
times  he  visited  Barton  at  his  home,  remaining  overnight.  It  then 
appears  from  Heany 's  own  testimony  that  Heany  and  Everding,  his 
attorney,  were  in  Washington  and  saw  Barton  in  reference  to  "  our  " 
applications  on  lamps.  (Vol.  24,  p.  3158.)  This  interview  took  place 
on  Aygust  24,  1906,  three  days  before  the  letter  of  August  27,  1906, 
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in  the  parent  application  was  mailed.  The  record  then  shows  that 
on  August  31, 1906,  three  applications  for  patent  were  filed  by  Heany 
in  the  Patent  Office,  which  were  executed  in  York,  Pa.,  on  August 
29 — one,  No.  332,786,  known  as  the  "tungsten  division;"  another, 
No.  332,787,  known  as  the  "  titanium  division,"  and  the  third,  No. 
332,788,  known  as  the  "niobium  division."  The  last  two  specified 
applications  were  rejected  by  the  Office  on  December  6,  1906,  each 
of  these  two  letters  being  prepared  by  Barton  and  signed  by  the 
Acting  Examiner.  The  first-named  application — the  tungsten  di- 
vision— which  is  the  application  directly  involved  in  interference 
No.  27,074,  is  shown  by  the  record  to  have  received  different  treat- 
ment. Before  it  was  acted  on  by  the  Office  an  affidavit  was  filed  by 
Heany,  through  Everding,  on  September  11, 1906,  and  in  this  affidavit 
appears  the  first  direct  evidence  that  Heany  personally  took  part  in 
the  series  of  frauds  in  the  Patent  Office  involving  the  three  applica- 
tions under  consideration.  This  affidavit  states  that  written  instruc- 
tions, as  shown  in  an  annexed  photograph,  marked  "  Exhibit  15/' 
were  given  by  Heany  to  his  assistants  prior  to  September  8,  1904. 
This  sheet  of  instructions  is  in  Heany's  handwriting  and  is  signed  by 
him,  directed  to  his  employee  Owen,  and  dated  May  2,  1904.  The 
original  from  which  this  photograph  was  made  has  been  filed  as  evi- 
dence— ^Heany  Exhibit  23.  The  witness  Owen  says  that  during  his 
employment  he  never  saw  this  exhibit-sheet  (Vol.  25,  X-Qs.  358^363, 
inclusive.) 

The  witness  Fisher,  who  is  proprietor  of  a  printing  establishment 
in  New  York,  testifies  by  evidence  most  convincing  that  he  did  not 
print  and  deliver  that  sheet  of  paper  to  Heany  until  July  26,  1905. 
(Vol.  33,  p.  4449,  Qs.  10  et  acq.)  Heany  was  given  an  opportunity 
to  rebut  the  testimony  of  Fisher,  and  he  refused  to  appear  for  further 
examination.     (Vol.  34,  p.  4668;  vol.  36,  X-Qs.  4740-4752  and  4770.) 

It  may  be  here  stated  that  the  same  testimony,  except  that  of  Owen, 
was  given  as  to  the  validity  of  the  shop-sheet  offered  in  evidence  and 
marked  "  Simon  Exhibit  No.  1."  Owen  testifies  that  this  sheet  was 
written  by  him  much  later  than  the  dates  appearing  thereon,  which 
are  May  8,  9,  10,  11,  1904,  and  to  have  been  written  by  him  on 
Heany's  direction.  While  Owen's  conduct  in  respect  to  this  sheet  and 
as  to  other  matters  appearing  of  record  is  to  be  condemned,  it  does 
not,  in  my  opinion,  affect  his  evidence  given  in  regard  to  shop-sheet 
Heany  Exhibit  No.  23,  a  photograph  of  which  appears  in  the  Heany 
affidavit  in  the  tungsten-division  application,  especially  when  it  is 
considered  in  the  light  of  that  giv«i  by  the  printer  Fisher. 

In  this  affidavit  also  appears  a  photograph  of  a  lamp,  which  Heany 
swears  therein  to  be  that  of  a  lamp  containing  a  filament  made  of 
coherent  metallic  tungsten  throughout  and  that  said  lamp  was  made 
and  used  by  deponent  prior  to  September  8,  1904.    The  lamp  from 
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which  this  photograph  was  taken  is  clearly  shown  by  the  testimony 
of  Howell  and  of  Howell's  assistant,  Peterson,  in  the  Harrison  works 
of  the  General  Electric  Company  not  to  have  been  made  until  the 
early  part  of  February,  1905.  Heany  himself  testifies  that  this  lamp 
was  made  later  in  the  year  1904  than  September.  That  this  lamp 
of  which  the  photograph  was  taken  does  not  contain  a  filament  of 
pure  tungsten  metal  is  shown  by  the  testimony  of  Howell  and 
Brownlee  and  by  the  tests  made  before  me  of  the  Howell  Exhibit 
lamp  and  the  Urmson  No.  100  lamp.  It  therefore  appears  that  the 
affidavit  filed  in  the  tungsten-division  application,  No.  332,786,  is 
inherently  false,  and  the  false  statements  therein  are  based  upon 
fraudulent  exhibits  manufactured  and  used  by  Heany  for  that  pur- 
pose. The  significance  of  this  is  apparent  when  it  is  observed  thai 
it  was  this  affidavit  which  gave  Heany  any  apparent  right  whatever 
to  have  this  application  included  with  the  application  involved  in 
interference  No.  27,074. 

On  the  day  following  the  filing  of  this  affidavit — ^namely,  Sep- 
tember 12,  1906 — ^the  record  shows  that  Barton  wrote  a  letter  in  the 
application,  on  which  appears  the  signature  of  the  Acting  Examiner, 
stating  that  the  claims  were  allowable  and  that  further  action  was 
withheld  for  thirty  days  in  view  of  a  probable  interference.  Then 
is  filed  amendment  B,  which  commences  with  this  statement : 

Before  interference  is  declared  I  desire  to  amend  the  above-entitled  applica- 
tion so  that  it  may  more  closely  conform  to  the  original  application  No.  238JG1> 
of  which  it  is  a  division. 

In  this  amendment  the  word  "  starch  "  is  canceled  and  the  word 
"paraffin"  is  substituted  therefor,  and  an  amendment  is  inserted  in 
the  specification  describing  more  particularly  the  sintering  process* 
This  consists  in  passing  through  the  body  an  electric  current,  thereby 
sintering  the  particles  together  to  form  a  "  dense,  ductile  filament'* 
Following  this  amendment  another  amendment  was  filed  on  Decem- 
ber 6,  1906.  On  January  10,  1907,  a  letter  was  written  stating  that 
applicant's  claims  had  been  suggested  to  other  parties  for  the  pur- 
pose of  interference,  and  on  January  29,  1907,  the  interference  No. 
27,074  was  declared. 

It  is  not  necessary  to  consider  specifically  the  testimony  regarding 
the  mutilation  of  the  parent  application  and  the  substitution  for  the 
original  specification  of  a  new  one  other  than  to  say  that  the  fact  is 
abundantly  proved,  for  this  fact  is  admitted  in  the  pleading  and 
also  by  coimsel  in  argument.  It  is  sufficient  to  say,  however,  that 
this  substitution  was  made  in  the  fall  of  the  year  1906  in  order  to 
justify  the  filing  of  the  alleged  divisional  applications  and  the  amend- 
ments to  the  tungsten  division  filed  November  8,  1906.  These  facts 
clearly  show  that  Heany  not  only  knew  of  the  frauds  committed, 
but  was  an  active  participant  therein.    In  this  connection  it  is  worthy 
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of  note  that  Heany  occasionally  in  unguarded  moments  boasted  to 
his  employees  that  he  was  "  the  only  man  who  had  succeeded  in 
getting  next  to  the  Patent  Office,"  (Brownlee,  vol.  9,  Q.  39,)  that 
he  often  reiterated  to  his  employees  that  they  must  understand  that 
Barton's  relations  with  him  "were  perfectly  straight,'^  (Q.  40,)  that 
he  also  said  that  Barton  was  so  rash  that  he  would  ultimately  get 
them  all  in  trouble.  (Vol.  9,  Q.  41.)  Brownlee,  who  was  one  of 
his  chemists,  further  testifies  that  on  one  occasion  Heany  asked  him 
if  he  could  produce  an  ink-eradicator,  and  Brownlee  produced 
something  that  would  remove  ink.  Heany  tried  it  and  said  that  he 
-did  not  mean  just  that.  What  he  wanted  was  something  that  would 
turn  ordinary  iron  ink  brown.    (Vol.  9,  Q.  79.) 

Heany's  boast  of  his  ability  to  influence  the  Patent  Office  was  also 
made  to  Heffner  (vol.  9,  Qs.  44^47)  and  to  the  witness  Geddes,  who 
testifies  as  follows,  (vol.  10:) 

Q.  5.  In  1906  what  was  your  occupation? 

A.  I  was  employed  by  the  Westingbouse  Electric  Manufacturing  Gompnuy  in 
the  capacity  of  sales  engineer. 

Q.  6.  What  is  your  occupation  now? 

A.  I  am  now  salesman  for  the  General  Electric  Ck)mpaiij« 

Q.  7.  Did  you  see  Mr.  Heany  in  and  around  1906? 

A.  I  did. 

Q.  8.  Where  did  you  see  him? 

A.  I  saw  him  in  York,  Pa. 

Q.  9.  I  will  ask  you  to  state  whether  or  not  you  ever  had  any  talk  with  Mr. 
Heany  about  the  Patent  Office? 

A.  I  did. 

Q.  10.  When  was  that? 

A.  As  nearly  as  I  can  recall,  in  late  September  or  early  October  of  that  year. 

Q.  11.  Where  was  it? 

A.  Mr.  Heany  and  I  were  coming  down  from  York  to  Philadelphia  on  the 
train. 

Q.  12.  Where  did  you  meet  Mr.  Heany  on  that  occasion? 

A.  As  I  recall,  on  the  train. 

Q.  13.  I  will  ask  you  to  state  Just  what  was  said  on  that  occasion. 

A.  I  had  known  that  Mr.  Heany  had  been  oideaToring  to  develop  tungsten 
lamps  and  I  asked  how  he  was  progressing  with  them.  He  told  me  he  had 
everybody  beaten  and  that  they  would  be  able  to  control  the  market  I  was 
immediately  astounded,  and  I  said,  "How  is  that?"  He  said  a  man  from  the 
Patent  Office  had  been  keeping  them  posted  on  what  was  going  on  and  that  he 
also  helped  prepare  patent  applications.  He  said  that  they  were  going  to  form 
a  large  corporation  and  build  a  large  factory  and  manufacture  lamps  on  a  large 
scale.  Then  he  mentioned  the  fact  that  he  had  been  experimenting  along  the 
line  of  endeavoring  to  toughen  the  tungsten  filament,  using  some  alloys  and 
bismuth  and  also  experimenting  with  various  kinds  of  materials;  particularly 
graphite. 

Q.  14.  Did  he  tell  you  who  this  Patent  Office  man  was? 

A.  No. 

Q.  15.  Wliom  did  he  say  helped  to  prepare  applications? 

A.  This  same  man. 
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Q.  16.  Helped  prepare  whose  applications? 

A.  His. 

Q.  17.  By  "his"  you  mean  Heany? 

A.  Yes,  Heany. 

It  is  true  that  Geddes  when  testifying  was  an  employee  of  the 
General  Electric  Company,  the  assignee  of  two  of  the  parties  opposed 
to  Heany  in  the  interferences ;  but  this  fact  is  not  sufficient  to  stamp 
(leddes  as  unworthy  of  belief.  Heffner  in  his  testimony  showed  some 
ill  feeling  toward  Heany.  Brownlee  testified  that  he  left  Heany's 
en  ploy  because  he  did  not  like  the  methods  in  vogue  in  his  factory^ 
He  professed  himself  to  be  a  friend  of  Everding,  testified  in  the  crim- 
inal trial,  and  answered  the  questions  propounded.  He  did  not  vol- 
untarily give  information  before  or  at  that  time.  He  appears  now  to 
be  an  employee  of  a  lamp  company  in  Cleveland,  Ohio,  whose  inter- 
ests are  similar  to  those  of  the  General  Electric  Company. 

All  these  witnesses,  however,  impressed  me  that  they  were  telling 
the  truth,  and  it  is  significant  that  substantially  similar  facts  occur- 
ring at  different  times  and  upon  distinct  occasions  regarding  the 
sayings  and  doings  of  Heany  are  testified  to  by  each  of  the  witnesses. 

The  record  further  shows  that  on  November  19,  1906,  Heany  filed 
an  application.  Serial  No.  344,068,  now  involved  in  interference  No. 
27,073  and  known  as  the  "  colloidal  process,"  in  the  specification  of 
which  is  the  following  assertion : 

This  application  for  patent  Is  a  division  of  my  earlier  application  filed  De- 
cember 29,  1904,  Serial  No.  238,769. 

Inasmuch  as  respondents  offer  an  amendment  to  the  parent  appli- 
cation of  December  29, 1904,  which  amendment  does  not  contain  any 
reference  to  the  colloidal  process  for  making  filaments,  and  have  also 
offered  an  amendment  to  the  alleged  divisional  application.  No. 
344,068,  of  November  19,  1906,  canceling  this  statement  from  the 
specification,  it  may  be  taken  as  admitted  by  them  that  there  was  no 
reference  of  any  kind  to  the  colloidal  process  for  making  tungsten 
filaments  in  the  parent  application  as  originally  filed.  It  therefore 
follows  that  the  application  No.  344,068,  now  under  discussion,  was 
knowingly  filed  in  fraud  and  that  when  filed  that  statement  was 
known  to  be  false  and  was  made  in  that  application  in  furtherance 
of  the  general  fraud  which  had  been  entered  into  by  Heany,  Barton, 
and  Everding  to  control  for  Heany  the  art  of  making  tungsten  fila- 
ments. 

As  bearing  upon  this  question  it  is  worthy  of  consideration  to  note 
that  an  application  filed  by  Heany  January  19,  1905,  bearing  Serial 
No.  241,782,  and  which  matured  into  patent  No.  872,936  on  December 
3,  1907,  has  been  shown  by  the  witnesses  to  have  been  fraudulently 
altered  with  respect  to  the  file-wrapper,  first  Office  letter,  and  the 
original  specification  and  claims  contained  therein.  Proof  of  this 
2097^—12 13 
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fact  is  SO  clear  and  convincing  that  it  is  not  necessary  to  analyze  the 
evidence  sulmiitted  concerning  the  same.  It  is,  however,  significant 
that  these  fraudulent  specification  and  claims  were  prepared  in  York, 
Pa.,  on  November  3, 1906,  by  dictation  of  the  attorney  Everding,  with 
the  help  of  Barton,  to  the  witness  Meissenhelder  and  that  it  con- 
tained references  to  the  applications  included  in  these  chargers. 
Heany  employed  Meissenhelder  for  the  purpose  and  helped  him  bring 
his  type-writing  machine  to  Heany's  factory.  Meissenhelder,  while 
denying  any  positive  knowledge  on  his  part  that  he  knew  of  the 
work  then  going  on  in  preparing  a  false  specification  and  of  Heany's 
knowledge  thereof,  yet  admitted  that  Heany  frequently  came  into- 
the  room,  that  he  saw  Heany  and  Barton  and  Everding  in  conversa- 
tion during  the  dictation,  tiiat  Everding  frequently  took  a  portion 
of  tlie  material  already  written  out  of  that  part  of  the  room  where 
he  was  working  to  another  part  of  the  room.  Owen  testifies  that 
when  he  was  called  to  go  down  to  the  factory  on  that  day,  which 
was  a  Sunday,  for  the  purpose,  as  shown  by  this  witness,  of  having 
him  sign  as  a  witness  to  these  fraudulent  papers,  he  was  met  by 
Heany,  who  told  him  not  to  bother  Everding,  as  he  was  busy,  and 
directed  Owen  to  go  into  a  small  room,  which  was  a  workroom  on 
the  same  floor,  and  when  in  that  room  he  was  out  of  sight  of  Everding 
while  dictating  to  Meissenhelder.  Owen  testifies  that  Heany  showed 
him  the  patent.  (Vol.  25,  p.  3393.)  Urmson  also  stated  that  Heany 
showed  him  a  copy  of  these  specifications.  Heany  described  his  lamp 
referred  to  in  this  patent  in  his  testimony  before  the  Board  of  Gen- 
eral Appraisers  in  January,  1908.  This  fact  is  testified  to  by  the 
official  stenographer  Honey.  (Vol.  36,  p.  4768.)  In  that  testimony 
is  the  following: 

By  Mr.  Stewart: 

Q.  Mr.  Heany— ^ 

A.  Yes,  sir. 

Q.  How  is  the  filament  contained  In  that  Exhibit  C  produced? 

A.  Well,  if  you  look  up  two  of  my  Letters  Patent,  of  which  you  will  find  the 
numbers  on  that  lamp,  you  will  discover  some  of  the  methods  by  which  the 
filament  is  made. 

By  General  Appraiser  Fischer: 

Q.  Can  you  briefly  state,  without  going  into  details? 

A.  Well,  there  are  about  forty  or  fifty  methods  there,  and  I  could  not  give 
you  any  one  of  those  methods. 

By  Mr.  Stewart: 

Q.  The  filament  itself  is  metallic  tungsten,  not  ferro-tungsten? 

A.  Yes,  sir. 

Lamps  were  exhibited  by  Heany  at  the  Franklin  Institute  in  Phila- 
delphia, which  lamps  bear  a  label  stating  that  they  were  covered  by 
this  patent. 

From  the  testimony  above  considered  I  am  constrained  to  hold 
tiiat  Heany  is  not  only  privy  to  the  frauds  concerning  the  filing  of 
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his  two  divisional  applications,  the  one.  No.  332,786,  involved  directly 
in  interference  No.  27,074,  and  the  other.  No.  344,068,  filed  November 
19,  1906,  involved  directly  in  interference  No.  27,073,  and  the  parent 
'•  X  "  application.  No.  238,769,  filed  December  29,  1904,  upon  which 
the  two  divisional  applications  are  alleged  to  have  been  based,  bnt 
an  active  participant  therein  and  that  the  whole  proceeding  involv- 
ing these  three  applications  is  so  permeated  with  falsehood  and  fraud 
on  Heany's  part  that  no  valid  patent  can  be  granted  on  any  of  these 
applications. 

The  allegations  in  the  two  applications  under  consideration — Serial 
Nos.  332,786  and  344,068— that  they  are  divisions  of  the  parent  "  X  '^ 
application.  Serial  No.  238,769,  are  in  no  legal  aspect  like  the  simi- 
lar allegations  made  in  applications  for  patents  against  which  there 
is  no  presumption,  much  less  proof,  of  fraud.  In  an  ordinary  bona 
■fide  case  this  assertion  is  made  by  the  applicant  as  his  legal  conclu- 
sion that  the  subject-matter  of  the  divisional  application  is  contained 
in  the  parent  application  as  originally  filed.  The  question  then 
raised  is  a  matter  for  judicial  determination  by  the  Patent  Office  or 
by  the  courts  whether  or  not  the  alleged  divisional  application  is  in 
fact  the  same,  so  far  as  its  disclosure  is  concerned,  as  that  in  the 
parent  application.  In  the  two  applications  under  consideration  the 
statements  were  made  with  fraudulent  design  and  when  made  were 
supported  by  a  disclosure  in  a  substituted  and  fraudulent  specifica- 
tion or  "  written  description  "  of  the  invention  and  had  absolutely  no 
basis  of  disclosure  in  the  original  specification.  The  oaths  accom- 
panying them  were  perjured  statements,  for  when  sworn  to  and  filed 
Heany  well  knew  the  facts  to  be  false. 

If  the  contention  of  respondents  that  Heany's  guilty  knowledge 
is  barred  from  consideration  in  this  proceeding  on  the  ground  that 
it  is  res  adjudicata  in  view  of  the  verdict  of  acquittal  in  the  criminal 
proceeding  is  assumed  to  be  correct  it  would  then  follow  that  the 
only  question  presented  for  consideration  is  whether  the  applications 
when  amended  as  prayed  are  then  in  their  condition  as  originally 
filed. 

An  amendment  has  been  offered  to  the  parent  "  X  "  application, 
No.  238,769,  of  December  29,  1904,  substituting  for  pages  1,  2,  and 
3  of  the  specification  the  following: 

To  all  whom  it  may  concern: 

Be  it  known  that  I.  John  Allen  Heany.  a  citizen  of  the  United  States,  resid- 
ing at  York,  in  the  county  of  York  and  State  of  Pennsylvania,  have  invented 
certain  new  and  useful  Improvements  in  the  Manufacture  of  Filaments  and 
Electrodes  for  Electric  Incandescent  and  Arc  Lamps,  of  which  the  following 
is  a  specification — 

In  the  practice  of  my  present  invention  metallic  tungsten,  titanium,  niobium 
or  other  suitable  metallic  substance  of  high  fusing-point  and  good  conductivity 
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in  a  finely  dirided  or  powdered  condition,  after  liaying  been  mixed  with  a  t«n- 
porary  binder  sucli  as  water  or  starch,  is  molded  into  the  form  required. 

The  molded  filament  or  electrode  is  then  baked,  oat  of  contact  with  an  oxidiz- 
ing agent,  at  a  temperature  sufficiently  high  to  disperse  the  binder  and  convert 
the  ix)wdered  metallic  substance  into  a  coherent  metallic  filament  or  electrode 
of  high  fusing-point  and  good  conductivity. 

Wliat  I  claim  as  new  and  desire  to  secure  by  Letters  Patent  is : — 

1.  The  method  of  forming  filaments  or  electrodes  for  electric  incaudesc^it 
or  arc  lighting,  which  consists  in  molding  a  powdered  metallic  substance  of 
high  fusing-point  and  good  conductivity  into  the  form  required,  and  in  there- 
after l)aking  the  same  (Hit  of  contact  with  an  oxidizing  agent  at  a  temperature 
sufficiently  hi0i  to  convert  the  powdered  metallic  substance  into  a  coheroit 
metallic  filament  or  electrode. 

2.  The  method  of  forming  filaments  or  electrodes  for  electric  incandescent 
or  arc  lighting,  which  consists  in  molding  finely-divided  metallic  tungsten  with 
a  binder  into  the  form  required,  and  in  thereafter  baking  the  name  out  of 
contact  with  an  oxidizing  agent,  at  a  temperature  sufficiently  high  to  disperse 
the  binder  and  convert  the  powdered  tungsten  into  a  coherent  metal  filament 
or  electrode. 

8.  A  metal  filament  or  electrode  for  incandescent  or  arc  lighting,  consisting 
of  coherent  metallic  tungsten  of  high  fusing-poUit  and  good  conductivity. 

The  records  of  this  Office  show,  of  which  judicial  notice  is  taken, 
that  there  was  an  application  filed  by  John  Allen  Heany  on  December 
29, 1904,  and  given  Serial  No.  238,769,  that  this  application  consisted 
of  a  petition,  affidavit,  specification,  and  first  fee,  cash,  of  fifteen 
dollars,  each  of  which  was  filed  on  that  date.  Of  this  application  so 
filed  at  that  time  the  petition  and  the  affidavit  are,  so  far  as  ^own 
by  the  record,  the  original  papers  filed  on  that  date.  The  petition 
bears  the  mail-room  stamp  of  the  United  States  Patent  Office,  showing 
that  it  was  filed  December  29,  1904.  It  is  contended  by  the  respond- 
ents that  this  stamp  carries  its  own  weight,  in  virtue  of  which  it  must 
be  assumed,  no  evidence  appearing  to  the  contrary,  that  the  last 
sheet,  containing  the  original  two  claims  and  a  half,  was  filed  in  this 
Office  on  that  date.    The  matter  contained  on  that  sheet  is  as  follows: 

fusing-point  and  good  conductivity,  into  the  form  required  and  in  thereafter 
haklng  the  same  out  of  contact  with  an  oxidizing  agent  at  a  temperature  sufQ- 
ciently  high  to  convert  the  powdered  metallic  substance  Into  a  coherent  metallic 
filament  or  ^ectrode. 

2.  The  method  of  forming  filaments  or  electrodes  for  electric  incandescent  or 
arc  lighting,  which  consists  In  molding  finely-divided  metallic  tungsten  with  a 
binder  into  the  form  required,  and  in  thereafter  baking  the  same  out  of  contact 
with  an  oxidizing  agent,  at  a  temperature  sufficiently  high  to  disperse  the  binder 
and  convert  the  i>owdered  tungsten  into  a  coherent  metal  filament  or  electrode. 

3.  A  metal  filament  or  electrode  for  incandescent  or  arc  lighting  consisting  of 
coherent  metallic  tungsten  of  high  fusing-point  and  good  conductivity. 

In  testimony  whereof  I  have  hereunto  set  my  signature  in  the  presence  of 
two  subscribing  witnesses. 

JOHN  ALLEN  HEANY. 
Witnesses : 

Wm.  G.  Ubmsoit, 
Geo.  W.  Stare. 


Digitized  by  VjOOQ IC 


DECISIONS  OP  THE  COMMIS9IONEE  OP  PATENTS.  175 

For  the  reasons  which  have  been  heretofore  discussed  there  is  no 
evidence  that  the  binder  to  be  used  was  water  or  starch,  as  stated  in 
the  proposed  amendment.  On  the  contrary,  the  evidence  tends  to 
show  that  the  original  disclosure  of  a  binder  was  watw  and  starch — 
in  other  words,  a  starch  paste. 

As  has  been  held,  it  is  not  only  abundantly  proved,  but  admitted 
in  the  answer  of  the  respondents  and  by  counsel  in  argument,  that 
pages  1  and  2,  containing  the  entire  specification  and  the  first  half 
of  claim  1  now  in  that  application,  were  inserted  surreptitiously  in 
the  application  in  the  place  of  the  original  specification,  which  was 
filed  on  December  29,  1904.  The  specification  now  appearing  is  not, 
therefore,  in  its  present  ccttdition  the  specification  or  ^^  written  de- 
scription "  required  by  law  to  be  filed  in  an  application  for  patent. 
(Section  4888  of  the  Bevised  Statutes.)  This  substituted  and  fraudu- 
lent specification,  therefore,  in  legal  effect  dianges  what  virtue  there 
might  have  been  originally  in  the  official  stamp  of  this  Office  appear- 
ing upon  the  petition  thereof  and  the  official  records  of  this  Office 
showing  that  such  an  application  was  filed  on  that  date.  That  stamp 
when  placed  upon  the  papers  and  the  official  record  entered  in  the 
books  of  the  Patent  Office  show  that  there  was  originally  a  written 
description  which  as  to  its  form  at  least  ccnnplied  with  the  provisions 
of  section  4888  of  the  Revised  Statutes.  That  written  description 
having  been  removed,  the  stamp  which  was  originally  placed  upon 
the  paper  is  meaningless  so  far  as  it  refers  to  the  written  description 
which  it  is  necessary  to  file  under  the  statutes  in  order  to  base  a 
claim  for  the  patent  The  amended  specification  or  ^'  written  descrip- 
tion "  which  is  now  offered  as  a  substitute  for  the  fraudulent  specifi- 
cation is  merely  a  restatement  of  claim  2  found  on  origijial  page  ^ 
together  with  the  assertion,  therein  stated,  that  the  materiaJs  to  be 
used  in  the  making  of  the  filament,  in  addition  to  metallic  tungsten, 
are  titanium  and  niobium. 

It  is  argued  in  behalf  of  respondents  that  in  this  amended  specifica- 
tion the  reference  to  the  metals  titanium  and  niobium  is  justified 
because  these  metals  are  referred  to,  respectively,  in  the  two  applica- 
tions Nos.  332,787  and  332,788,  which  were  filed  on  August  31,  1906, 
and  in  each  of  which  is  found  the  assertion  that  it  is  filed  as  a 
division  of  the  parent  application,  No.  238,769,  of  December  29, 1904. 

No  more  credence  can  be  given  to  the  statements  made  in  these  two 
applications  that  they  are  divisions  of  the  parent -application  than  can 
be  given  to  the  similar  statement  made  in  the  tungsten-division  appli- 
cation. No.  332,786,  filed  August  31,  1906,  and  reiterated  in  the  false 
and  fraudulent  amendment  filed  therein  on  November  8, 1906,  and  to 
the  statement  in  the  colloidal  application.  No.  344,068,  filed  Novem- 
ber, 1906,  that  it  is  a  division  of  the  parent  application.  In  the  last 
two  specified  cases  it  is  clearly  established  that  the  statements  of 
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division  are  wholly  false  and  were  made  in  applications  which  were 
filed  in  fraud  for  the  purpose  of  furthering  a  general  fraud  to  secure 
control  by  patent  of  the  tungsten  art.  In  my  opinion  no  faith  can 
be  given  to  these  statements  above  referred  to,  made  in  applications 
Nos.  332,787  and  332,788,  sufficient  to  justify  incorporation  by  amend- 
ment of  this  matter  into  the  specification  or  written  description  of 
the  parent  application.  Moreover,  the  only  documentary  evidence, 
aside  from  sheet  3,  containing  the  alleged  original  claims,  which  has 
been  offered  in  behalf  of  respondents  to  justify  the  amendment  to  the 
parent  application,  is  a  paper  marked  "  Heany  Exhibit  45,"  which 
it  is  contended  was  the  original  draft  containing  the  disclosure  of  the 
invention  sought  to  be  patented  in  the  parent  application.  It  is 
said  to  have  been  prepared  by  the  witness  Easton,  under  Heany's 
direction,  actually  type  written  by  Jones,  taken  from  York,  Pa.,  and 
passed  on  to  the  attorney  Everding  for  the  purpose  of  drafting  the 
parent  "X"  application,  filed  December  29,  1904.  No  proof  is 
offered  to  show  that  Everding  ever  received  it.  There  is  no  mention 
in  the  description  contained  in  this  exhibit  of  the  use  of  the  metals 
titanium  and  niobium,  which  are  alleged  to  have  been  incorporated 
in  the  parent  "X"  application.  There  is  no  satisfactory  evidence 
presented  to  show  what  was  the  scope  of  the  original  description  in 
the  specification  of  the  parent  case  when  it  was  filed.  So  far  as 
appears  the  original  written  description  may  have  contained  errors 
in  statements  of  practices  followed  which  while  in  the  knowledge 
of  the  art  at  that  time  might  have  appeared  satisfactory  and  plausible 
yet  would  clearly  appear  to  those  skilled  in  the  art  in  1906  to  be  fatal 
defects  and  inaccurate  statements. 

The  admitted  removal  of  the  original  specification  of  the  parent 
"  X  "  application,  No.  238,769,  and  the  substitution  of  the  fraudulent 
one  in  lieu  thereof  raises  a  strong  presumption  that  it  must  have 
been  known  to  Heany  and  those  concerned  that  the  alleged  specifi- 
cation did  not  contain  a  complete,  satisfactory,  and  operative  dis- 
closure of  the  invention,  such  as  required  by  the  law,  upon  which  the 
claims  appearing  on  the  last  sheet  could  be  based  and  upon  which  a 
valid  patent  could  be  granted.  It  is  a  well-settled  principle  of  evi- 
dence that  the  actions  of  parties  concerned  oftentimes  speak  louder 
than  words  and  have  more  probative  force.  In  the  case  of  BeaU  v. 
Finkenbiner  (C.  D.,  1898,  326;  82  O.  G.,  598;  12  App.  D.  C,  23)  the 
Court  of  Appeals  of  the  District  of  Columbia,  through  Mr.  Justice 
Shepard,  said: 

In  weighing  testimony  we  are  not  bound  to  believe  a  particular  fact,  testified 
to  by  one  or  more  witnesses,  simply  because  they  may  not  have  been  directly 
contradicted  therein  or  Impeached  generally  by  evidence  tending  to  show  a 
want  of  reputation  for  veracity.  The  Inherent  probability  or  Improbability 
of  such  a  fact  is  to  be  tested  by  the  unquestioned  circumstances  that  8urr(»und 
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the  main  transaction  or  occurrence,  as  well  as  by  ''the  ordinary  laws  that 
tgovem  human  conduct"  (Atlantic  Works  v.  Brady,  C.  D..  1883,  214;  23  O.  G., 
1330;  107  U.  S..  192,  203;  Telephone  Cases,  C.  D.,  1888,  321;  43  O.  G.,  377;  126 
U.  S.,  567.) 

In  the  case  of  Gallagher  v.  Hastings  (C.  D.,  1903,  531;  103  O.  G., 
1165;  21  App.  D.  C,  88)  the  same  Court  said: 

Where  there  is  such  conflict  of  statement  we  naturally  look  to  the  unques- 
tioned facts  and  circumstances  that  surround  the  transaction,  or  occurrence, 
and  shed  light  upon  it,  to  ascertain  whether  they,  and  the  proper  inferences 
therefrom,  corrolwrate  or  contradict  one  or  the  other  party.  For  such  purposes 
they  are  always  entitled  to  more  or  less  weight,  and  sometimes,  even,  carry 
more  than  do  the  words  of  witnesses.  {Beals  v.  Finkenbiner,  0.  D.,  1898,  326; 
S2  O.  G.,  598;  12  App.  D.  C,  23,  and  cases  cited.) 

It  is  stated  by  the  court  of  appeals  in  the  case  of  Moore  v.  Heany^ 
^upra^  that  under  certain  circumstances  the  changes  might  be  cor- 
rected ;  but  it  was  expressly  stated  that  this  correction  must  be  "  so 
as  to  restore  it  to  its  condition  as  originally  filed."  I  find  no  evidence 
anywhere  submitted  to  justify  any  correct  conclusion  as  to  what  the 
specification  as  originally  filed  in  the  parent  "  X "  application,  No. 
538,769,  contained.  The  only  original  paper  now  on  file,  so  far  as 
the  disclosure  is  concerned,  is  the  third  sheet,  containing  two  and 
one-half  claims.  It  is  well  known  in  patent  practice  that  a  claim 
may  mean  one  thing  when  based  upon  one  specification  and  the  same 
claim  may  mean  another  thing  when  based  upon  another  specifica- 
tion. A  claim  may  well  be  held  to  cover  an  inoperative  invention 
tipon  one  specification  and  an  operative  invention  upon  another.  So, 
also,  could  a  claim  be  held  not  to  be  sufficiently  supported  by  the 
disclosure  of  one  specification  and  yet  in  another  specification  a  dis- 
closure therein  to  support  the  claim  is  clear.  To  use  an  old  but  apt 
illustration,  a  claim  can  be  so  worked  as  to  be  based  as  w^U  upon 
a  specification  containing  a  description  of  a  picket  fence  as  upon  a 
description  of  a  fine-tooth  comb;  yet  in  each  of  these  specifications 
the  structure  described  might  be  wholy  inoperative  for  the  purposes 
claimed. 

As  stated  by  the  Supreme  Court  of  the  United  States,  through  Mr. 
Justice  Brown,  in  Carnegie  Steel  Company  v.  Cambrin  Iron  Com- 
pany, (C.  D.,  1902,  692;  99  O,  G.,  1866;  185  U-  S.,  403:) 

The  claim  of  a  patent  must  always  be  explained  by  and  read  in  connection 
with  the  speciflcatlon.    ♦    ♦    ♦ 

In  the  case  of  1900  Washer  Co.  et  al.  v.  Cramer  et  al.  (169  Fed. 
Rep.,  629)  the  Circuit  Court  of  Appeals,  Third  Circuit,  by  Justice 
Gray,  said : 

The  combination  or  description  of  the  stindard  washer,  or  of  this  Weame 
tnb,  can  be  rpnd  It  Is  contended  by  defendants*  counsel  Into  this  first  claim. 
This  may  be  true.  If  we  stick  in  the  bark,  by  looking  at  the  lan^age  of  the 


Digitized  by  VjOOQ IC 


178  DECISIONS  OP  THE  COMMISSIOJIEB  OF  PATENTS. 

claim,  dlsaociated  from  the  sfpeciflcations;  but  no  invention  can  be  practicallsr 
or  fairly  understood  or  explained,  if  such  dissociation  is  absolutely  adhered  to. 

Th'3  Court  of  Appeals  of  the  District  of  Columbia  has  always  held 
that  in  interference  cases  the  claims  constituting  the  issue  of  the  in- 
terference are  to  be  construed  in  the  light  of  the  specification  of  the 
party  first  .making  these  claims.    {Buete  v.  Elwell^  C.  D.,  1899,  379 
87  O.  a,  2119;  15  App.  D.  C,  21;  Tracy  v.  Leslie,  C.  D.,  1899,  306 
87  O.  a,  891 ;  14  App.  D.  C,  126 ;  Funk  v.  Whitely,  C.  D.,  1905,  670 
117  O.  G.,  280;  25  App.  D.  C,  313;  Sohey  v.  Hohdaw,  C.  D.,  1907 
465;  126  O.  G.,  3041;  28  App.  D.  C,  65.) 

It  is  clear  from  the  above  that  a  claim  alone,  disconnected  from  its 

specification,  is  a  most  uncertain  thing  and  can  constitute  no  just 

criterion  for  a  specification  or  "written  description."    It  cannot^ 

therefore,  be  rightly  used  as  a  foundation  upon  which  a  specification 

can  be  erected.    Such  a  practice  would  surely  lead  to  most  greviou? 

errors. 
The  amendment  to  this  application  therefore  is  refused,  not  only  on 

the  ground  that  the  application  is  so  permeated  with  fraud  as  to  be 
in  law  no  application,  but  also  on  the  ground  that  there  is  nothing 
appearing  in  the  evidence  on  which  to  base  a  just  and  correct  con- 
clusion as  to  what  the  original  specification  contained  when  filed. 

An  amendment  is  offered  to  the  tungsten-division  application,  No. 
382,786,  filed  August  13, 1906,  as  follows: 

Page  2,  line  1,  erase  "  paraffin  "  and  substitute  "  starch." 

And  a  second  amendment  is  offered  directing  the  cancelation  of  an 
amendatory  clause  to  the  specification  containing  the  word  ^'par- 
affin." The  entry  of  these  amendments  in  this  application  would  not, 
for  the  reasons  previously  stated,  certainly  restore  the  application 
involved  to  its  original  condition,  for  this  application  was  filed  by 
the  applicant  Heany  as  a  division  of  the  parent  application.  When 
filed,  this  statement  of  division  was  knowingly  false.  The  applica- 
tion was  filed  in  fraud  for  the  purpose  of  furthering  fraud.  The 
specification  therein  contains  substantially  the  same  description  that 
is  to  be  found  in  the  fraudulently-substituted  specification  of  the 
parent  application.  A  divisional  application  is  in  legal  effect  an  ap- 
plication which  is  carved  out  of  the  original  application.  It  is  one 
and  the  same  thing.  It  is  filed  in  the  event  that  the  claims. for  the 
invention  covered  by  the  patent  sought  to  be  obtained  thereon  is  a 
distinct  and  separate  and  divisible  invention  from  that  sought  to  be 
obtained  on  the  claims  in  the  original  parent  application.  The 
specification,  however,  containing  the  disclosure  of  the  invention  in 
the  divisional  application  must  be  found  in  its  entirety  in  the  original 
specification.  There  is  nothing  in  the  evidence  submitted  to  justify 
the  conclusion  that  such  is  the  case  here.    The  amendment  must  be 
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refused  entry  and  a  patent  refused  on  this  application  on  the  ground 
that  it  is  permeated  with  fraud  and  false  statement  filed  in  further- 
ance of  fraud  to  the  extent  that  any  patent  granted  thereon  would 
be  invalid  on  the  ground  of  fraud. 

An  amendment  has  been  offered  to  the  "colloidal-process"  appli- 
cation, No.  344,068,  of  November  19,  1906,  striking  out  the  statement 
that  the  application  was  a  division  of  the  parent  "  X  "  application. 
There  is  no  question  but  that  this  statement  of  alleged  division  was 
in  this  specification  when  filed.  Therefore  to  lift  it  by  amendment 
out  of  the  specification  would  result  in  causing  the  application  to  be 
not  in  the  condition  in  which  it  was  as  originally  filed.  To  grant 
this  specious  request  and  to  enter  this  amendment  would  not  purge 
this  application  of  fraud,  but  would  merely  tend  to  unlawfully 
absolve  it  from  the  consequences  of  fraud.  The  entry  of  the  amend- 
ment is  refused.  The  application  is  found  to  be  filed  in  fraud  for 
the  purposes  of  furthering  a  general  fraud  to  control  the  tungsten  art, 
and  any  patent  granted  thereon  would  be  invalid  on  the  ground  of 
fraud. 

If  the  law  were  such  as  to  justify  amendment  to  an  application  for 
patent  and  the  subsequent  grant  of  a  patent  on  that  application  where 
an  inventor  had  fraudulently  altered  and  manipulated  that  applica- 
tion while  pending  in  the  Patent  Office,  then  a  premium  would  be 
placed  upon  fraud  in  the  Patent  Office.  There  are  some  persons  who 
ere  in  the  business  of  obtaining  property  unlawfully,  on  the  chance 
that  they  may  escape  fine  or  imprisonment  due  to  the  fact  that  a 
petit  jury  may  not  be  convinced  beyond  a  reasonable  doubt  of  the 
fact  that  they  are  guilty  of  intent  to  commit  crime.  An  applicant 
for  a  patent  who  has  fraudulently  manipulated  his  application  in  an 
endeavor  to  obtain  a  patent  through  his  fraud  has  no  different  posi- 
tion in  society,  under  the  law,  from  that  of  a  person  accused  of  thi^ 
crime  of  larceny  from  the  United  States,  who  has  risked  fine  and  im- 
prisonment to  obtain  possession  of  property  to  which  he  is  not  en- 
titled. It  is  not  in  law  a  pimishment  of  that  person,  even  though  he 
may  have  been  acquitted  in  a  criminal  court,  should  the  Government 
prevail  in  a  suit  to  dispossess  him  of  the  property  to  which  he  has 
no  title. 

It  has  been  argued  that  there  is  no  provision  in  the  statutes  relating 
to  the  granting  of  patents  to  justify  the  denial  of  the  Patent  Office 
of  the  respondents'  right  to  amend.  While  this  may  be  true  to  the 
extent  that  no  specific  patent  statute  applies  to  a  case  of  this  kind, 
an  analogy  is  to  be  found  in  section  4916  of  the  Revised  Statutes, 
relating  to  the  reissue  of  patents.  It  is  to  be  observed  that  section 
4916,  Revised  Statutes,  provides  that  whenever  a  patent  is  inopera- 
tive or  invalid  for  certain  reasons  the  same  may  be  surrendered,  and 
the  Commissioner  may  thereupon  grant  a  reissue  patent  for  the  same 
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invention.  In  other  words,  the  statute  provides  for  an  amended 
patent  to  be  issued,  under  certain  conditions,  to  cure  a  patent  which 
is  inoperative  or  invalid  if  the  error  therein  has  arisen  by  inadver- 
tence, accident,  or  mistake.  There  are  many  mistakes  whiph  may 
occur  in  a  patent  to  cause  it  to  be  inoperative  or  invalid  which  might 
have  been  cured  by  amendment  in  the  Patent  Office  before  the  grant 
of  the  patent,  but  after  the  grant  can  only  be  cured  by  its  reissue  or 
by  disclaimer.  It  is  to  be  noted,  however,  that  the  reissue  section 
491f)  of  the  Revised  Statutes  specifically  provides  that  the  errors  and 
defects  must  have  arisen  "  without  any  fraudulent  or  deceptive  inten- 
tion." WTiere  such  a  condition  is  shown  to  exist,  the  right  to  reissue 
the  patent  is  forfeited.  Similar  prohibitions  as  to  "  fraudulent  and 
deceptive  intention  "  and  "  wilful  default  or  intent  to  defraud  or 
mislead  the  public"  are  found,  respectively,  in  sections  4917  and 
4922  of  the  Revised  Statutes,  relating  to  disclaimers  affecting  patents. 

By  analogy  the  Commissioner  would  not  be  justified  in  authorizing 
the  restoration  of  an  application  to  its  original  condition  where  it 
has  been  mutilated  and  changed  by  fraudulent  or  deceptive  intention 
on  the  part  of  the  applicant  before  the  grant  of  a  patent,  for  the 
patent  itself  could  not  be  reissued  or  a  disclaimer  filed  to  cure  these 
same  errors  because  of  the  explicit  prohibition  against  amendment  in 
the  statutes  above  specified  when  fraud  and  deceptive  intention 
appear. 

It  is  argued  with  much  earnestness  in  behalf  of  the  respondents  that 
the  last  sheet  of  the  parent  "  X  "  specification.  No.  238,7()0,  oontainin^j: 
the  two  and  one-half  claims,  is  not  shown  by  the  evidence  to  he  othei- 
wise  than  an  original  sheet  and  has,  therefore,  a  peculiar  evidential 
value  under  the  patent  law,  and  this  evidential  value  cannot  be  taken 
away  from  it  notwithstanding  the  fact  that  the  whole  of  the  original 
specification  has  been  removed  from  the  Office  by  unauthorized  and 
fraudulent  practices.  It  is  a  well-settled  principle  of  law  that  the 
filing  of  an  allowable  application  for  patent  is  as  effective  as  evidence 
of  the  completion  of  the  invention  as  though  the  invention  had  bei»n 
shown  to  have  been  actually  made  and  successfully  used.  It  is 
stated  by  the  Court  of  Appeals  of  the  District  of  Columbia  in  the 
case  of  Davis  v.  Garrett  (C-  D.,  1906,  724;  123  O.  G.,  1991;  28  App. 
D.  C,  9)  that— 

The  doctrine  that  the  filing  of  an  aUowable  application  for  a  patent  is  to  be 
regarded  as  equivalent  to  reduction  to  practice,  that  is  to  say,  as  what  h.ns  been 
called  "constructive  reduction  to  practice,"  has  long  prevaUed  In  the  Patent 
Office.  Early  in  the  history  of  this  court,  the  question  was  presented  for  our 
determination,  and,  for  the  r^ja-sons  given  In  the  opinion  then  delivered  by  Chief 
Justice  Alvey,  this  court  adopted  the  doctrine  maintained  in  the  Patent  Office. 
{Porter  v.  Louden,  C.  D.,  1895,  707 ;  73  O.  G.,  1551 ;  7  App.  D.  C,  64.)  Since  then 
it  has  been  follmved  in  very  ninny  cases,  the  citation  of  which  is  unnecessary. 
Without  restating  the  grounds  upon  which  the  doctrine  rests,  we  think  it  only 
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necesfiary  to  say  that  we  see  no  reason  for  change  of  opinion.     So  ftir  as  this 
conrt  Is  concerned,  the  question  must  be  regarded  as  settled. 

In  the  case  of  Porter  v.  Louden^  supra^  the  Court  said : 

When  the  invention  is  not  of  a  mere  philosophical  speculation,  abstraction, 
or  theory,  but  of  something  corporeal,  something  to  be  manufactured,  tho 
applicant  need  not  show  that  he  has  reduced  his  invention  to  practice  otherwise 
than  by  filing  his  specification  and  furnishing  drawings  and  a  model,  as  required 
by  the  statute,  when  the  nature  of  the  case  admits  of  drawings  or  of  a  repre- 
sentation by  a  model. 

To  the  same  effect  is  the  decision  of  the  Supreme  Court  in  the  Telephone 
Cases,  (C.  D.,  1888,  321 ;  43  O.  G.,  377 ;  126  IT.  S.,  535.) 

The  sections  of  the  Revised  Statutes  which  define  such  an  appli- 
cation are  sections  4888,  4890.  4891,  4892,  and  4893,  supplemented 
by  section  4934,  which  latter  specifies  the  amount  of  the  fee  required 
by  law  for  the  filing  of  an  original  application  for  patent.  There  are 
certain  acts  of  the  applicant,  however,  which  deprive  such  an  appli- 
cation of  the  legal  eflEect  of  reduction  to  practice.  Suffering  the  appli- 
cation to  become  abandoned  is  one,  permitting  it  to  become  forfeited 
is  another.  When  an  application  is  in  either  of  these  two  conditions 
and  no  life  has  been  injected  into  either  by  filing  continuing  applica- 
tions, the  legal  effect  of  reduction  to  practice  is  lost  to  the  applicant, 
and  whatever  evidential  value  remains  to  the  applicant  is  at  best 
that  of  conception  of  the  invention.  Where,  as  in  this  case,  the 
inventor  connives  at  and  actually  takes  part  in  the  unlawful  manipu- 
lation and  destruction  of  the  original  written  description  required 
to  be  filed  as  a  part  of  an  application  for  patent,  that  application 
when  altered  is  not  a  legally-effective  application.  The  original 
description  which  is  required  by  law  to  be  filed  has  been  abandoned, 
with  the  connivance  of  the  applicant,  and  hence  such  an  application 
has  no  such  evidential  value  which  is  necessary  for  it  to  have  in  order 
to  show  a  constructive  reduction  to  practice  of  the  invention.  What- 
ever evidential  value,  therefore,  this  last  sheet  containing  the  claims 
may  have,  it  is  not  sufficient  to  entitle  the  applicant  to  the  benefit  of 
a  reduction  to  practice  on  the  date  that  that  sheet  was  filed  in  the 
Patent  Office.  Should  proofs  as  to  that  sheet  be  submitted  which 
are  sufficient  to  justify  the  conclusion  that  it  was  an  original  sheet 
filed  in  the  Office  on  the  date  shown  by  the  stamp,  the  only  evidential 
value  it  can  have  is  to  show  that  on  that  date  the  applicant  had  in  his 
mind  merely  a  conception  of  whatever  invention  may  be  disclosed 
upon  that  sheet,  and  no  amendment  which  can  be  made  to  that 
mutilated  application  can  give  it  any  other  effect. 

For  an  inventor  to  he  entitled  to  the  legal  effect  of  the  filing  of  an 
allowable  application  in  the  Patent  Office  he  must  proceed  in  the 
manner  contemplated  by  law.  To  knowingly  remove  and  destroy  an 
original  written  description  once  filed  in  the  Patent  Office  deprives 
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that  application  of  whatever  legal  effect  the  application  papers  once 
filed  in  accordance  with  the  provisions  of  sectioiii  4888  of  the  Revised 
Statutes  may  have  had,  so  far  as  a  coustructive  reduction  to  practice 
is  concerned.  The  procedure  taken  by  the  applicant  with  regard 
to  this  application  is  utterly  abhorrent  to  all  legal  principles  appli- 
cable to  documents,  and  the  law  offers  no  relief  from  the  consequences 
of  the  inventor's  illegal  acts. 

The  Court  of  Appeals  of  the  District  of  Columbia  held  in  the  case 
of  Lindstrom  v.  Ames  (post^  384;  168  O.  G.,  250;  37  App.  D.  C.,  3G5,) 
that  an  application  for  a  patent  which  contained  insertions  and  inter- 
lineations entered  therein  after  the  application  had  been  swoni  to 
by  the  inventor,  but  before  it  was  filed  in  the  Patent  Office,  lost  its 
legal  effect  of  a  constructive  reduction  to  practice.  It  is  difficult  to 
see  what  distinction  of  law  can  be  drawn  between  the  application 
such  as  described  in  the  case  of  Lindstrom  v.  Arn^s^  supra,  and  an 
application  once  filed  in  the  Patent  Office  in  accordance  with  the  law, 
but  which  has  at  the  connivance  of  the  inventor  been  mutilated  and 
fraudulently  changed  after  filing  in  the  Patent  Office.  In  the  case 
of  Lindstrom  v.  Am^s  the  party  Lindstrom  committed  a  constructive 
fraud  due  to  a  legal  error.  This  was  held  to  deprive  him  of  the  legal 
effect  of  a  constructive  reduction  to  practice  by  means  of  his  appli- 
cation, while  in  this  case  the  party  Heany  committed  actual  fraud. 
The  commission  of  such  fraud  vitiates  his  application  to  the  extent 
at  least  of  its  evidential  value  for  a  constructive  reduction  to  practice. 

There  is  no  contention  made  with  regard  to  the  position  of  the 
assignees  of  Heany  herein  except  that  they  have  all  the  rights  to 
which  Heany  is  entitled.  No  point  has  been  raised  which  would  in 
any  way  justify  the  application  to  this  case  of  the  rule  of  law  appli- 
cable to  innocent  purchasers,  for  whatever  rights  Heany  had  were 
transferred  to  his  assignees,  with  full  notice  of  the  alleged  fraud 
existing  as  to  the  Heany  applications. 

It  has  been  suggested  in  argument  that  this  case  should,  under  the 
provisions  of  the  rules  of  practice,  be  assigned  to  some  lower  tribunal 
for  a  decision  or  report.  Concern  has  been  expressed  by  counsel  for 
respondents  that  nothing  should  be  done  in  this  case  that  might  rise 
up  and  trouble  the  Patent  Office  and  those  practicing  before  it  in  the 
future.  When  practices  of  fraud  of  this  kind  are  found  to  exist  in 
this  Office  affecting  applications  for  patent  pending  therein,  it  is  not 
only  the  right  but  the  duty  of  the  Commissioner  to  proceed  under 
the  law  and  take  action  in  person,  such  as  he  may  deem  right  and 
pertinent,  based  upon  the  facts  adduced  from  testimony  taken  in 
accordance  with  the  law.  Authority  for  such  proceeding  by  the 
Commissioner  is  to  be  found  in  the  case  of  in  re  Drawhaugh,  decided 
by  the  Court  of  Appeals  of  the  District  of  Columbia.     (C.  D.,  1896, 


Digitized  by  VjOOQ IC 


DECISIONS  OP  THE  COMMISSIONEB  OF  PATENTS.  183 

527;  77  O.  G.,  313;  9  App.  D.  C,  219,  240.)     In  that  case  the  Court 
said,  speaking  through  Chief  Justice  Alvey  : 

The  law  has  provided  certain  oflacial  agencies  to  aid  and  advance  the  work  of 
the  Patent  Office,  such  as  the  Primary  Examiners,  the  Examiner  of  Interfer- 
ences, and  the  Examlners-ln-Chief ;  but  they  are  all  subordinate,  and  subject  to 
the  official  direction  of  the  Commissioner  of  Patents,  except  in  the  free  exercise 
of  their  judgments  in  the  matters  submitted  for  their  examination  and  deter- 
mination. The  Commissioner  is  the  head  of  the  Bureau,  and  he  is  responsible 
for  the  general  issue  of  that  Bureau.  If,  therefore,  there  be  any  substantial, 
reasonable  ground,  within  the  knowledge  or  cognizance  of  the  Commissioner, 
why  the  patent  should  not  issue,  whether  the  specific  objection  be  raised  and 
acted  upon  by  the  Examiners  or  not,  it  is  his  duty  to  refuse  the  patent ;  and 
especially  is  it  so,  when  the  Primary  Examiner,  and  the  Examiners-in-Chief, 
have  found  such  ground  for  refusal  to  exist 

It  has  been  suggested  in  argument  that  should  the  interferences  be 
now  dissolved  and  patents  at  this  time  refused  to  Heany  on  the 
ground  of  fraud  the  result  would,  be  to  hand  a  patent  to  another  on 
a  "  silver  platter."  During  the  taking  of  testimony  Heany  was  given 
ample  opportunity  to  show  his  work  in  this  art  during  the  years 
1902  to  1905,  inclusive,  and  he  availed  himself  of  this  opportunity. 
It  is  sufficient  to  say  that  it  does  not  appear  from  the  testimony  pre- 
f=ented  that  the  actual  work  done  by  Heany  is  such  as  to  justify  the 
holding  that  his  work  constitutes  a  bar  to  the  grant  of  a  patent  to 
any  one  of  the  other  parties  involved  in  either  of  the  two  interferences. 
It  may  be  said,  moreover,  that  the  work  which  Heany  has  actually 
done  in  this  art  remains,  under  the  law,  always  a  part  of  the  art  and 
can  be  used  in  defense  in  the  courts  either  to  show  public  or  prior  use 
against  any  patent  which  may  be  granted  to  another  person  for  the 
invention  of  the  issues  of  either  interference. 

It  is  recognized,  of  course,  that  the  testimony  submitted  by  Heany 
to  show  the  work  done  by  him  was  offered  in  these  proceedings  for 
the  purpose  merely  of  showing  a  lack  of  motive  on  his  part  for 
fraudulently  altering  his  original  applications  for  patents  involved 
herein  and  that  it  was  riot  offered  to  meet  the  issue  of  priority  of 
invention  or  to  establish  a  bar  to  the  grant  of  a  patent  to  another 
applicant.  Nevertheless  the  evidence  which  would  ser\'e  for  one 
purpose  would  serve  equally  well  for  the  other. 

Each  of  the  issues  above  stated  rests  for  its  proof  on  substantially 
the  same  state  of  facts. 

Inasmuch  as  this  proceeding  has  been  consolidated  and  the  three 
applications  are  founded  upon  substantially  the  same  subject  of 
alleged  invention  and  the  questions  involving  the  determination  of 
the  matter  at  issue  are  substantially  the  same  the  determination  of 
the  questions  involved  may  be  made  in  one  deoision. 

The  mterferences  Nos.  27fi7J^  and  S7fi73  are  both  dissolved  as  to  the 
party  Heany. 
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The  amendment  presented  to  the  parent  "  X "  application^  No. 
QS8y769^  fled  Decemher  29^  1904^  is  refused  entry^  and  the  applua- 
tion  is  finally  rejected  and  a  patent  on  that  application  finally  ^^e- 
fused ^  on  the  ground  that  any  patent  granted  thereon  in  view  of  the 
established  facts  would  be  held  in  the  courts  to  be  null  and  void  and 
of  no  effect,  on  the  ground  of  fraud. 

The  amendments  presented  in  the  "  tungsten-division ''  applica- 
tion^ Serial  No.  332^786^  filed  August  31^  1906^  are  refused  entry ^  and 
the  application  is  finally  rejected  and  a  patent  thereon  is  finally 
refused^  on  the  ground  that  any  patent  granted  thereon  in  view  of 
the  established  facts  would  be  held  in  the  courts  to  be  null  and  void 
and  of  no  effect,  on  the  ground  of  fraud. 

The  amendment  to  the  "  colloidal-division ''  application.  Serial 
No.  S4i/}68^  filed  November  19^  1906^  is  refused  entry ^  and  the  appli- 
cation  is  finally  rejected  and  a  patent  thereon  finally  refused,  on  the 
ground  that  any  patent  granted  thereon  in  view  of  the  established 
facts  would  be  held  in  the  courts  to  be  null  and  void  and  of  no  effect, 
on  the  ground  of  fraud. 

It  is  further  ordered  that  upon  the  termination  of  this  proceeding 
each  of  these  three  applications  shall  be  indorsed  with  the  words 
'^Patent  refused  on  the  ground  of  fraud,''^  and  each  of  them  shall 
hereafter  be  kept  in  the  archives  of  this  Office^  separate  from  the 
other  applications  for  patents. 


Ex  PARTE  Murray. 

Decided  May  12,  1911. 

171  O.  G..  1267. 

Patentabilitt — Underfeed  Stokeb. 

Claims  for  an  underfeed  stoker  Held  unpatentable  in  view  of  the  prior  art. 

Appeal  from  Examiners-in-Chief. 

UNDERFEED    STOKER. 

Mr.  Park  Benjamin  and  Messrs.  Byrnes^  Townsend  dk  Brickenstein 
for  the  applicant 

Moore,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Cliief 
affirming  the  action  of  the  Primary  Examiner  in  rejecting  claims 
1,  2,  and  5,  which  read  as  follows : 

1.  An  underfeed  stoker  comprising  a  retort  having  a  downwardly  and  rear- 
wardly  Inclined  imperforate  bottom,  a  fuel-receptacle  at  the  upper  end  of  said 
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retort  having  Its  bottom  Inclined  in  contlmiatlon  of  the  retort-bottom,  an  In- 
cUned  plunger  moving  in  a  path  parallel  to  said  receptacle-bottom,  and  meaiis^ 
for  reciprocating  said  plunger  in  said  receptacle;  whereby  fuel  in  said  receptacle 
is  intermittently  moved  therefrom  into  and  down  said  retort 

2.  An  underfeed  stolcer  comprising  two  parallel  retorts  having  downwardly 
and  rearwardly  inclined  imperforate  l>ottoms,  stationary  grate-bars  between  said 
retorts,  a  fuel-receptacle  at  the  upper  ends  of  said  retorts  liaving  its  l>ottom  in- 
clined in  continuation  of  the  retort-bottoms,  stationary  grate-'bars  between  sau> 
retorts,  a  fuel-receptacle  at  the  upper  »ids  of  said  retorts  having  its  bottom 
inclined  in  continuation  of  the  retort-l>ottoms.  inclined  plungers  moving  it> 
paths  parallel  to  said  receptacle-bottom,  and  means  for  reciprocating  said 
plungers  in  said  receptacle;  whereby  fuel  In  said  receptacle  is  intermittently 
moved  therefrom  into  and  down  said  retortfi. 

5.  An  underfeed  gtoker  comprising  a  furnace,  an  Inclined  grate  having  verti- 
cal air-passages,  an  inclined  retort  adjacent  thereto,  the  said  grate  and  retort 
forming  a  partition  dividing  the  furnace-space  into  two  chambers,  and  a  supply- 
duct  for  air  under  pressure  opening  into  the  chamber  below  said  grate. 

The  references  are:  Smith,  January  8,  1878,  No.  199,000;  Nagle. 
June  3,  1902,  No.  701,602;  Taylor,  December  27,  1904,  No.  778,812: 
Taylor,  June  20,  1905,  No.  792,862;  Murray,  April  21,  1908,  No. 
885,635;  British  patent  to  Oschaltz,  No.  2,562  of  1895. 

The  invention  relates  to  automatic  stokers  for  furnaces,  and  the- 
specific  structure  here  in  question  appears  suflSciently  from  the  above 
claims. 

Claim  1  reads  directly  on  the  patent  to  Murray,  and  the  rejection  in 
view  thereof  was  clearly  proper.  It  differentiates  from  the  patent  to* 
Smith  only  in  specifying  a  reciprocating  feeding  device  instead  of  the 
screw-feed  shown  by  Smith.  In  view  of  the  common  use  of  recipro- 
cating plungers  for  this  purpose  it  is  believed  that  the  substitution? 
thereof  for  the  screw  in  Smith  would  not  create  a  paten tably  new 
combination,  and  the  claim  is  therefore  considered  unpatentable  over 
Smith  in  view  of  the  patent  to  Murray  or  that  to  Taylor,  No.  792,862, 
which  show  the  reciprocating  plungers. 

Claim  2  is  anticipated  by  the  same  references  as  claim  1. 

Claim  5  is  clearly  met  by  Smith  unless  it  be  for  the  last  element  in: 
the  claim — namely, 

a  supply-duct  for  air  under  pressure  opening  into  the  chamber  below  said  grate-. 

Smith  appears  to  supply  the  air  under  atmospheric  pressure.  The- 
other  patents  cited,  however,  show  that  it  is  very  common  to  supply 
a  blast  of  air  under  pressure  greater  than  atmospheric,  and  there  i» 
clearly  no  invention  in  using  such  a  blast  in  connection  with  the  stok- 
ing arrangement  shown  in  Smith's  patent. 

TJie  decision  of  the  Examiners-in-Chief  is  affirmed. 
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Ex  PARTE  MyGATT. 

Decided  September  26,  191L 
171  O.  a.  1257. 

Design — ^Application — Drawing. 

When  In  an  application  for  a  design  patent  for  a  glass  shade  the  edges 
or  prisms  which  form  the  upper  surface  of  the  shade  are  not  merely 
surface  ornamentation,  Held  that  the  Bxaminer  properly  required  that  a 
view  of  the  article  as  seen  from  the  side  be  added  to  the  drawing^ 
which  contained  only  a  top  and  a  bottom  plan  view. 

On  Petition. 

DESIGN  FOB  A  PBI8M  GLASS  SHADE. 

Messrs.  Brock^  Beeken  <j6  Smith  for  the  applicant. 

Tennant,  Assistant  Commissioner: 

This  is  a  petition  from  the  decision  of  the  Examiner  of  Trade- 
Marks  and  Designs  requiring  an  additi(mal  illustration  in  the  above- 
entitled  application. 

The  drawing  discloses  a  top  and  a  bottom  plan  view  of  a  shade  or 
reflector.  The  Examiner  holds  that  the  illustration  does  not  suffi- 
ciently show  the  configuration  of  the  article  and  has  required  a  view 
of  the  article  as  seen  from  the  side,  perspective,  or  elevation. 

It  is  contended  by  the  applicant  that  the  view  is  sufficient  to 
illustrate  the  design  which  is  applied  to  the  globe  or  shade  and  that 
a  side  elevation  is  not  necessary.  In  this  connecticm  my  attention  has 
been  directed  to  a  large  number  of  design  patents  which  have  been 
granted  upcm  similar  devices  in  which  merely  plan  views  are  illus- 
trated. In  the  most  of  these  patents,  however,  the  design  consists 
merely  in  surface  ornamentation  applied  to  plates,  cut-glass  dishes, 
etc.,  the  ornamentation  being  simply  superficial  in  its  character  and 
properly  adapted  to  articles  of  different  form. 

Certain  other  design  patents  have  been  cited  in  which  the  Exam- 
iner of  Trade-Marks  and  Designs  has  required  the  elimination  of 
sectional  views.  This  requirement  of  the  Examiner  was  entirely 
proper,  since  the  cross-section  of  an  article  of  design  is  not  material. 
There  can  be  no  objection,  however,  to  a  side  elevation  showing  the 
lateral  contour  of  the  device. 

In  the  present  case  the  edges  or  prisms  that  form  the  upper  sur- 
face of  the  shade  constitute  reflecting-surfaces  and  are  not  merely 
superficial  ornamentations.  It  is  therefore  obvious  that  the  contour 
of  the  article  is  as  much  a  part  of  the  design  as  the  prisms  which  are 
formed  upon  the  outside  of  the  shade. 

It  is  the  function  of  a  design  patent  to  give  protection  to  the  par- 
ticular design  which  the  applicant  has  invented,  and  it  is  conse- 
quently necessary  that  such  design  should  be  shown  accurately  in  the 
drawing:. 
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In  my  opinion  the  action  of  the  Examiner  requiring  further  illus- 
tration is  entirely  proper. 

The  petition  is  therefore  denied. 


Ex  PARTE  LaWTON. 

Decided  September  18,  191L 
172  O.  G.,  259. 

Application — PRoeEcunow — Petition  to  Set  Aside  Final  Rejection — ^Reqttest 
Should  Fibst  bb  Made  of  Pbimabt  Examinee. 
A  petition  to  set  aside  a  final  rejection  dismissed  as  premature  where 
no  request  had  he&n  made  of  the  Primary  Examiner  to  withdraw  that 
rejection. 

On  Petttion. 

dump-cab. 

Mr.  E.  N.  Pagehen  for  the  applicant. 

Moore,  Conmusaioner: 

This  is  a  petition  alleging  that  the  final  rejection  in  this  case  was 
premature  and  requesting  that  certain  instructions  be  given  the  Pri- 
mary Examiner. 

The  petition  itself  is  premature,  since  no  request  was  made  of  the 
Primary  Examiner  to  withdraw  his  final  rejection,  and,  as  appears 
from  his  answer  to  this  petition,  this  would  have  been  done  upon 
request,  for  he  admits  that  his  rejection  was  premature  and  that  a 
cursory  examination  of  the  prior  art  should  have  been  made. 

It  is  noted  that  the  applicant  requests  that  the  Examiner  be  in- 
structed that — 

whether  a  claim  is  properly  worded  or  not  is  a  matter  of  form  and  therefore  a 
subject  for  objection  and  not  a  ground  foc»  rejection. 

This  statement  is  entirely  too  broad,  for,  as  pointed  out  by  the 
Examiner,  the  question  whether  certain  elements  necessary  to  an 
operative  combination  are  brought  into  the  claims  is  obviously  one 
that  relates  to  the  merits. 

The  petition  is  dismissed. 


Ex  PARTE  Armstrong. 

Decided  Januarp  19,  191L 

172  O.  G.,  259. 
Patentabilitt — Snap-Hook. 

A  claim  for  a  snap-hook  Held  patentable  over  the  inrtor  art  for  fbe  reason 
that  although  the  elements  are  old  they  are  so  brought  togetiier  in  a  practical 
device  as  to  cooperate  one  with  another  to  produce  a  new  and  useful  result 

Appeal  from  Examiners-in-Chiet 

2097'*— 12 ^14 
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RNAP. 

Messrs,  Poole  &  Brown  for  the  applicant 

Billings,  First  Assistant  Comrmssioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
aflSrming  the  action  of  the  Primary  Examiner  finally  rejecting  the 
following  claim : 

The  combination  with  a  strap,  of  a  snap-hook  consisting  of  a  hook  member 
made  of  a  single  piece  of  sheet  metal  embracing  a  hook  portion,  a  shank  por- 
tion and  a  flat  attaching-plate  provided  at  its  side  margins  with  flanges  and 
between  said  flanges  with  an  integral  prong  and  a  tongue  member  consisting 
of  a  single  piece  of  spring  sheet  metal  having  a  wide  base  portion  provided 
with  an  aperture  for  said  prong  and  adapted  to  enter  between  said  flanges  on 
the  attaching-plate,  said  flanges  being  folded  over  the  side  margins  of  the  said 
l)ortion  of  the  tongue  member  and  over  the  side  margins  of  said  strap  into 
clamping  engagement  with  said  tongue  member  and  strap. 

The  references  are:  Meyer,  January  16,  1900,  No.  641,316;  Shep- 
hard,  April  14,  1903,  No.  725,158;  Izant,  November  3,  1903,  No. 
742,993. 

The  structure  of  the  snap-hook  is  clearly  understood  from  a  study 
of  the  claim.  The  claim  is  a  limited  one  and  defines  the  device  with 
some  particularity.  The  three  principal  elements  of  the  device — 
namely,  the  hook  member,  spring  member,  and  strap — are  to  be 
found  in  the  patent  to  Shephard.  Shephard  also  provides  on  the 
hook  member  and  the  spring  member,  respectively,  a  series  of  pro- 
jections, which  bite  into  the  strap,  which  is  held  between  these  two 
members,  all  three  being  secured  together  by  rivets.  The  patent  to 
Meyer  is  cited  by  the  Examiner  on  the  ground  that  it  fully  suggested 
the— 

turning  oyer  the  edges  of  the  hook-shank  so  as  to  overlie  the  shank  of  the  other 
member  and  the  strap. 

The  Examiner  further  says  in  connection  with  this  patent : 

It  iB  conceded  that  these  flanges  are  not  intended  to  serve  as  a  clamping 
device,  but  they  must  serve  as  means  to  confine  the  shanks  of  the  members 
against  independent  lateral  movement 

The  patent  to  Izant,  as  stated  by  the  Examiner — 

•  •  ♦  shows  a  clamping  member  having  integrally-formed  turned-over 
flanges  and  prongs;  in  this  reference  the  flanges  are  clearly  clamping-flanges 
and  the  prongs  are  clamping-prongs. 

While  it  is  true  that  in  the  invention  defined  by  the  appealed  claim 
the  appellant  has  used  features  of  construction  which  are  inde- 
pendently old,  as  shown  in  the  three  patents  cited,  yet  it  is  apparent 
that  the  appellant  has  brought  these  elements  together  in  one  prac- 
tical device,  so  that  they  are  made  to  cooperate  one  with  another  to 
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produce  a  new  and  useful  result  This  new  and  useful  result  consists 
in  the  fact  that  should  the  snap-hook  of  the  appellant  be  broken  in 
the  field  or  on  the  road  the  several  parts  of  a  new  hook  may  be  readily 
assembled  by  merely  causing  the  prongs  to  penetrate  into  the  strap 
and  by  turning  the  flanges  of  the  hook  portion  over  and  onto  the 
superimposed  strap  and  spring  member.  This  can  readily  be  effected 
without  the  use  of  special  tools.  The  Shephard  device,  which  shows 
the  broad  combination,  if  broken,  could  only  be  reassembled  in  the 
shop. 

The  device  of  the  appellant  by  reason  of  its  ready  manipulation 
and  assembling  appears  to  me  to  be  new  and  to  possess  patentable 
utility. 

The  applicant  has  submitted  a  slight  amendment  to  the  claim 
which,  if  incorporated  therein,  will  more  clearly  bring  out  the  func- 
tion of  the  prong.  The  Examiner  is  authorized  to  enter  this 
amendment 

The  decision  of  the  Examiners-in-Chief  is  reversed. 


Ex  PABTE  BURNHAM. 

Decided  March  16,  1911. 

172  O.  G.,  260. 

PATKNTABHJTT — HUBBEB-COVEBED  ROLL. 

Claims  for  a  rubber-covered  roH  Held  patentable  over  the  prior  art,  since 
not  only  is  a  new  and  useful  result  acquired  by  the  structure  covered 
ther^y,  but  the  exercise  of  the  inventive  faculty  was  required  to  obtain  the 
same. 

Appeal  from  Examiners-in-Chief. 

BUBBEB-COVEBED   BOLL. 

Mr.  Ernest  HopMnson  for  the  applicants.  {Mr.  E.  W.  VaiU  of 
counsel.) 

Billings,  First  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
aflSrming  the  rejection  of  the  Examiner  as  to  claims  1,  5,  6,  and  7, 
which  are  as  follows: 

1.  A  roll  having  a  continuous  elastic  surface,  said  surface  comprising  a 
series  of  longitudinal  strips  of  elastic,  compressible  material,  a  ri^d  core,  and 
means  on  the  ctre  extending  longitudinally  of  the  roll  and  continuously  from 
one  end  to  the  other  within  the  elastic  portion  thereof  for  retaining  said  strips 
in  position. 

5.  A  roll  having  a  continuous  elastic  surface  comprising  a  series  of  longitudi- 
nal strips  of  elastic,  compressible  material,  a  rigid  core,  and  longitudinal  parts 
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extending  from  one  end  to  the  other  of  the  roll  and  located  between  said  strips 
within  said  surface  for  retaining  said  strips  In  position  on  said  core. 

6.  A  roll  having  a  continuous  elastic  surface  comprising  a  series  of  longitudi- 
nal strips  of  elastic,  compressible  material  having  longitudinal  grooves  in  their 
inner  sides,  a  rigid  core,  and  longitudinal  parts  carried  thereby  and  extending 
continuously  from  one  end  of  the  roll  to  the  other  and  located  in  said  grooves 
for  retaining  said  strips  in  position  on  said  core. 

7.  A  roll  comprising  a  series  of  l<mgitudlnal  strips  of  Mastic,  compresslbie 
material,  the  Joints  between  said  strips  extending  diagonally  or  helically  in 
relation  to  the  axis  of  said  rolL 

The  references  are  as  follows:  Capron,  No.  118,431,  August  29, 
1871;  Elliott,  No.  239,747,  April  5,  1881;  Case,  No.  269,828,  January 
2,  1883;  Winter,  No.  662,046,  November  20,  1900;  Denegre,  No. 
696,416,  April  1,  1902. 

The  reciwd  shows  that  the  Examiners-in-Chief  allowed  a  claim  in 
which  the  feature  of  "  circumferential  compression  "  was  included. 
In  considering  this  claim  they  said : 

None  of  the  references  suggests  a  roll  having  longitudinal  con^resslble 
surface-strips  which  are  held  under  compression  circumferentially  of  the  rolL 
Claim  2  is  therefore  considered  to  be  allowable. 

I  fully  concur  with  the  Examiners-in-Chief  in  the  views  thus  ex- 
pressed. It  is  to  be  noted  that  a  structure  covered  by  appealed 
claims  1,  5,  and  6  does  not  necessarily  embody  this  function  of  cir- 
cumferential compression.  It  is  clear  from  the  specification  that  this 
function  is  essential  to  a  satisfactory  and  operative  device.  The  only 
difference  which  is  apparent  over  a  structure  made  in  accordance 
with  that  now  stated  in  claims  1,  6,  6  and  a  structure  shown  in  the 
patent  to  Winter  is  the  difference  of  material  used  in  the  respective 
devices. 

In  the  appellant's  device  the  longitudinal  strips  forming  the  sur- 
face of  the  roll  are  made  of  "  elastic  compressible  material,"  while 
in  the  structure  shown  in  the  Winter  patent  the  longitudinal  strips 
are  of  wood.  The  mere  substitution  of  material  does  not  involve 
invention.  As  a  rule,  however,  invention  results  in  such  cases  when 
the  material  substituted  results  in  a  new  function  not  obtainable  by 
the  use  of  the  material  previously  employed. 

It  is  conceivable  that  a  roll  could  be  constructed  in  accordance 
with  claims  1,  5,  and  6  by  making  the  strips  fit  so  nicely  as  to  result 
in  no  circumferential  compression,  this  notwithstanding  the  fact 
that  the  material  used  is  elastic  and  compressible. 

It  is  clear  from  the  specification  that  the  appellant's  roll  when 
completed  has  a  circumferential  compression,  and  this  result  is  due  to 
the  fact  that  the  longitudinal  strips  are  made  of  elastic  compressible 
material  and  of  the  further  fact  that  the  length  of  the  circumference 
of  the  completed  roll  at  any  point  is  less  than  the  combined  widths 
of  all  the  strips  used  in  the  completed  roll,  measured  at  the  same 
point,  when  the  strips  are  not  under  compression. 
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It  is  held  that  claims  1,  5,  and  6  as  now  presented  on  appeal  do 
not  define  a  patentable  invention,  on  the  ground  that  these  claims 
do  not  involve  anything  more  than  what  is  disclosed  in  the  patent 
to  Winter  save  a  substitution  of  material,  which  substituted  material 
is  old  in  this  art  for  substantially  the  same  purpose,  as  shown  in  the 
patents  to  Denegre  and  to  Case, 

It  is  believed,  however,  that  each  of  these  claims  will  define  a  pat- 
entable invention  over  the  art  when  amended  by  inserting  after  the 
word  "  surface  "  in  line  1  thereof  the  words  "  under  circumferential 
compression."  The  Examiner  is  authorized  to  enter  such  an  amend- 
ment and  allow  these  claims  should  no  further  references  appear, 
provided  the  amendment  is  presented  before  the  expiration  of  the 
limit  of  appeal.  In  considering  these  amendments  care  should  be 
taken  not  to  allow  duplicate  claims. 

Claim  7  stands  rejected  upon  patents  to  Case  and  to  Elliott.  The 
claim  defines  a  structure  not  shown  in  the  patent  to  Case  in  that  it 
is  specified  therein  that  the  roll  comprises  "  a  series  "  of  strips,  while 
in  Case  there  is  but  one  strip.  It  is  also  stated  that  the  strips  "  are 
longitudinal,"  while  in  the  patent  to  Case  the  single  strip  used  can 
hardly  be  considered  to  be  a  longitudinal  strip,  but  is  mote  correctly 
defined  as  a  transverse  strip. 

In  the  specification  the  appellant  states  that — 

the  fact  that  the  Joints  between  the  strips  extend  diagonally  and  longitudinally 
of  the  roll,  renders  the  Joints  less  liable  to  separate,  and  thereby  catch  and 
retain  fibers  of  the  material  being  treated  or  other  foreign  matter. 

It  is  very  clear  that  in  operation  the  joints  between  the  strips 
cannot  be  forced  open  so  easily  and  to  such  an  extent  when  they  are 
diagonal  or  helical  in  relation  to  the  axis  of  the  roll  as  they  can  be 
in  a  structure  where  the  joints  are  parallel  with  the  axis  of  the  roll. 
This  beneficial  result  is  clearly  brought  out  in  the  specification  and 
is  not  only  new  and  useful,  but  to  obtain  the  same  required  the  exer- 
cise of  the  inventive  faculty. 

The  decision  of  the  Examinera-in- Chief  as  to  claims  i,  5,  and  6 
is  affirmed  and  is  reversed  as  to  claim  7. 


In  RE  Hick. 

Decided  September  26,  1911. 

172  O.  a,  261. 

Application — Iwspectiok — Not  Granted  to  Opposing  Pabtt  to  Interfebenck 

Tebminated  bt  Disclaimer. 

Where  one  of  the  parties  to  an  intereference  files  a  disclaimer  to  tho 

subject-matter  thereof  and  Judgment  is  rendered  against  him,  Ileld  that 

permission  to  inspect  his  application  will  not  be  granted  to  the  opposing 

party  in  such  interference. 

On  Petition. 
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Messrs.  Osgood^  Davis  ds  Dorsey  for  Staples. 
Mr.  Edward  R.  Alexander  for  Hick, 

Tennant,  Assistant  Commissioner: 

This  is  a  petition  by  Harry  J.  Hick  for  leave  to  inspect  and  ob- 
tain copies  of  an  application  of  Albert  F.  Staples.  • 

It  appears  that  the  application  of  Staples  was  involved  in  two 
interferences,  in  one  with  an  application  of  Hick  and  in  the  other 
with  the  same  application  of  Hick  and  the  applications  of  other  parties. 
Before  the  preliminary  statements  were  opened  and  approved  Staples 
filed  in  each  interference  a  disclaimer  of  the  invention  involved 
therein,  and  judgment  was  rendered  against  him  in  accordance  there- 
with, the  two-party  interference  being  thus  terminated  and  the 
application  of  Staples  eliminated  from  the  other  interference. 

It  is  contended  on  behalf  of  Hick  that  he  is  entitled  to  see  the  ap- 
plication of  Staples  in  order  to  determine  whether  other  claims  might 
not  be  made^  under  the  provisions  of  Rule  109.  It  is  argued  that  this 
is  especially  true  in  this  case  in  view  of  the  confidential  relations 
which  had  existed  prior  to  the  filing  of  these  applications  between 
Hick  and  Staples. 

Rule  108  provides  that  no  information  will  be  given  to  a  party  to 
an  interference  as  to  his  opponent's  application  until  after  the  pre- 
liminary statements  have  been  received  and  approved,  except  such 
information  as  is  necessary  under  the  provisions  of  Rules  97  and  103, 
which  relate  to  the  declaration  of  the  interference. 

Rules  105  and  106  provide  means  by  which  an  applicant  may  with- 
hold so  much  of  his  application  as  is  not  included  in  his  interference 
from  the  inspection  of  his  opponent  by  the  filing  of  certified  copies  of 
the  parts  of  the  specification,  claims,  and  drawings  which  cover  the 
interfering  subject-matter  or  by  filing  a  divisional  application  for  the 
subject-matter  involved  in  the  interference,  if  the  same  is  divisible 
from  the  other  parts  of  the  application.  Rule  107  expressly  provided 
for  the  filing  of  a  disclaimer  before  the  preliminary  statements  are 
opened,  in  order  to  avoid  the  continuance  of  the  interference. 

To  construe  Rule  109  as  contended  for  by  petitioner  would  virtually 
annul  the  provisions  of  Rules  104,  105,  and  107,  since  under  the  pre- 
text that  he  desired  to  see  whether  additional  claims  could  be  drawn 
a  party  would  be  entitled  to  inspect  his  opponent's  application  even 
though  a  disclaimer  had  been  filed  under  the  provisions  of  Rule  107 
to  avoid  interference. 

The  declaration  of  interference  is  prepared  by  the  Examiner,  who 
is  an  expert  in  the  art  to  which  the  invention  relates,  and  it  is  reason- 
able to  assume  that  the  issues  prepared  by  him  cover  the  subject- 
matter  common  to  the  interfering  applications.  A  disclaimer  such 
as  that  filed  in  Staples's  application  serves  to  eliminate  the  subject- 
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matter  of  the  interference.    No  reason  is  seen  why  an  opposing  party 
should  thereafter  be  entitled  to  inspect  the  application  in  violation  of 
the  rule  of  secrecy  observed  in  the  general  practice  of  the  Office  and 
specifically  provided  for  by  the  rules  above  referred  to. 
The  "petition  is  denied. 

Ex  PARTE  Loft. 

Decided  October  27,  1911. 

172  O.  G.,  261. 

L  Tbade-Mabks — ^Descriptive — Written  in  a  Distinctive  Manner. 

Writing  a  descriptive  word  in  a  distinctive  maimer  does  not  render  It 
registrable  as  a  trade-marlc. 
2.  Same — Same — ".Penny  a  Pound  Profit." 

The  phrase  "  Penny  a  Pound  Profit "  Held  descriptive  as  applied  to  candy. 

On  Appeal. 

TRADE-MARK   FOR  MIXCD  OANDT,  FUDGE,   HARD  CANDT,   CASAMKL8,   MAR8HMALL0WB, 

CHOCOLATES. 

Messrs.  Munn  <&  Co.  for  the  applicant. 

Tennant,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  the  word  "  Candy  "  with  a  panel  crossing 
the  letters  "A  N  D,"  which  bears  the  words  "  Penny  a  Pound  Profit," 
as  a  trade-mark  for  "  mixed  candy,  fudge,  hard  candy,  caramels, 
marshmallows,  chocolates,  chocolate  molasses  butter  chips,  and  bon- 
bons.'' 

The  Examiner  refused  registration  upon  the  ground  that  the  word 
"  Candy "  is  descriptive  of  the  merchandise  and  that  the  words 
**  Penny  a  Pound  Profit "  indicate  that  these  goods  are  sold  at  a 
small  profit  and  are  therefore  descriptive  of  the  characteristics  of  the 
goods  and  advertising  in  character. 

The  applicant,  in  a  communication  dated  January  25,  1909,  calls 
attention  to  the  fact  that  the  band  on  which  the  words  "Penny  a 
Pound  Profit"  appear  crosses  only  the  letters  "A  N  D,"  and  thus 
provides  a  distinctive  mark,  and  that  those  words  are  not  descriptive 
of  the  particular  quality  of  the  goods,  but  refer  merely  to  the  busi- 
ness as  a  whole. 

These  contentions  of  the  applicant  are  believed  to  be  without  sub- 
stantial foundation.  The  fact  that  the  descriptive  word  "  Candy  " 
may  be  written  in  a  distinctive  manner  does  not  ccmfer  registrability 
upon  it,  for  reasons  stated  in  H.  W.  Johns-ManviUe  Co.  v.  American 
Steam  Packing  Company,  (C.  D.,  1909,  425;  145  O.  G.,  257;  33  App. 
D.  C.\  224.) 
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The  phrase  "  Penny  a  Pound  Profit "  is,  in  my  opinion,  clearly  de- 
scriptive of  the  quality  of  the  goods.  It  is  certainly  of  an  advertising 
character  and  is  for  that  reason  also  prohibited  registration  for  rea- 
sons stated  in  in  re  Central  Consumers  Co.  (C.  D.,  1909,  829;  140 
O.  G.,  1211 ;  32  App.  D.  C,  523)  and  in  re  AnU-Gori-Zine  Chemical 
Company,  (C.  D.,  1910,  291;  151  O.  G.,  452;  34  App.  D.  C,  191.) 

The  decision  of  the  Examiner  of  Trade-Marks  refusing  registration 
of  the  mark  above  described  is  afflrmed. 


Miller  v.  Blackburn. 

Decided  July  20,  1911. 

172  O.  G.,  649. 

1.  Interference — pRioRrrr — Drawings — ^Testimony. 

Testimony  as  to  the  making  of  drawings  Held  insufficient  to  establish  that 
they  were  made  at  the  dates  claimed,  since  it  did  not  appear  that  they  had 
remained  in  the  possession  of  the  witnesses  since  the  time  they  were  said 
to  have  been  shown  to  them  and  since  the  witnesses  were  unable  to  abso- 
lutely identify  the  drawings  as  being  in  the  same  condition  as  at  that  time. 

2.  Same — Same — Employer  and  Employee. 

M.  organized  a  company  for  the  puri)08e  of  manufacturing  a  gasolene- 
tniclt  in  which  was  to  be  used  a  transmission  device  designed  by  M.  B. 
was  employed  by  M.  as  a  draftsman  and  while  so  employed  improved  the 
transmission  device  used  by  M.  Held  that  the  relation  of  employer  and 
employee  in  the  sense  in  which  that  term  is  used  in  the  patent  law  did  not 
exist  between  M.  and  B..  since  B.  was  not  employed  to  assist  M.  in  any 
capacity  except  that  of  draftsman  and  since  the  transmission  device  de- 
signed by  M.  was  notoriously  old,  and  therefore  the  invention  of  B.  was  not 
ancillary  to  an  invention  made  by  M. 

On  Priority. 

transmission-gearino. 

Messrs.  Benedict,  Morsell  cfe  Caldwell  for  Miller. 
Messrs.  Oliphant  <&  Young  and  Mr.  W.  C.  Henderson  for  Black- 
burn. 

Moore,  Commissioner: 

This  is  an  appeal  by  Miller  from  a  decision  of  the  Examiners-in- 
Chief  reversing  the  decision  of  the  Examiner  of  Interferences  in  favor 
of  Miller  and  awarding  priority  to  Blackburn,  the  senior  party. 

The  invention  involved  in  this  interference  is  described  as  follows 
by  the  Examiners-in-Chief : 

The  invention  Involved  in  this  interference  is  a  transmission-gear  so  con 
structed  that  it  may  be  utilized  to  drive  a  vehicle  eltlier  forward  or  backward. 
The  embodiment  of  the  invention  by  both  parties  is  substantially  identical.     That 
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embodimeDt  consists  of  a  main  driving-shaft  upon  whicli  are  loosely  mounted 
two  beveled  pinions  which  are  constantly  in  mesh  with  a  third  l>eveled  pinion 
fixed  to  a  driven  shaft  wliich  is  positioned  at  right  angles  to  the  driving-shaft 
and  in  the  same  horizontal  plane  therewith.  The  beveled  pinions  on  the  driving- 
shaft  engage  with  the  beveled  pinion  on  the  driven  shaft  upon  opposite  sides  of 
the  horissontal  diameter  of  said  pinion.  Each  of  the  beveled  pinions  upon  the 
driving-shaft  is  hollowed  out  or  cupped  at  the  base.  Ck>nical  friction  members 
which  are  rigidly  secured  to  the  driving-shaft  are  adapted  to  be  brought  into 
frictional  engagement  with  the  cup-shaped  recess  in  the  t>ase  of  each  pinion. 
When  one  of  these  conical  friction  members  is  thus  brought  into  engagement 
with  the  recess  in  the  pinion  with  which  it  cooperates,  the  complementary 
conical  friction  member  is  withdrawn  from  engagement  with  the  cup-shaped 
surface  of  its  particular  pinion.  The  operation  last  recited  is  effected  by  shift- 
ing longitudinally  of  its  own  axis  the  main  driving-shaft  This  shifting  of  the 
driving-shaft  is  effcted  by  means  of  a  suitable  lever. 

The  issue  of  the  interference  is  as  follows: 

In  transmission-gearing,  a  power-shaft,  conical  clutch  members  secured  to  the 
power-shaft,  oppositely-disposed  bevel-faced  pinions  loosely  mounted  upon  said 
power-shaft,  and  having  conical  shells  extending  therefrom  for  frictional  en- 
gagement with  said  clutch  members,  means  for  holding  the  bevel-faced  pinions 
against  end  play  upon  the  aforesaid  power-shaft,  a  counter-shaft  a  beveled-faced 
wheel  carried  by  the  counter-shaft  adapted  to  have  constant  engagement  with 
both  of  the  aforesaid  bevel-faced  pinions,  and  means  for  imparting  longitudinal 
motion  to  the  power-shaft  whereby  the  bevel-faced  pinions  are  alternately 
engaged  by  the  clutch  members. 

The  party  Blackburn  is  a  patentee,  and  as  Miller's  application  was 
not  filed  until  after  the  grant  of  that  patent  the  burden  is  upon  him, 
if  he  would  prevail,  to  establish  his  case  beyond  reasonable  doubt. 

The  record  shows  that  prior  to  the  time  that  either  claims  to  have 
made  the  invention  in  issue  both  parties  to  the  interference  were 
employed  by  the  Four  Wheel  Drive  Co.,  which  built  a  vehicle  having- 
therein  a  transmission  mechanism  different  from  that  here  in  issue, 
but  with  which  both  parties  were  familiar.  After  that  company  went 
out  of  business  Miller  and  Frederick  P.  Cook  decided  to  organize  a 
company  for  the  purpose  of  manufacturing  a  gasolene-motor  truck. 
This  company  was  known  as  the  Frederick  P.  Cook  Manufacturing 
Co.  It  existed  for  some  time  without  any  articles  of  copartnership 
and  was  subsequently  incorporated  as  the  Milwaukee  Manufacturing 
Company.  In  the  latter  part  of  1906  Miller  had  designed  a  truck  and 
had  made  certain  drawings,  which  are  in  evidence  as  "  Miller  Exhibit 
Sheet  1  of  December  1, 1906  "  and  "  Miller  Exhibit  Sheet  2  of  Decem- 
ber 1,  1906."  These  drawings  show  the  general  outlines  of  a  motor- 
truck and  a  transmission-gearing  which  consists  of  a  driving-shaft 
having  thereon  four  beveled  driving-cones  arranged  in  pairs  and 
having  engagement  with  larger  beveled  driving-cones  which  are 
mounted  upon  shafts  connected  through  sprockets  and  chains  to  the 
axles  of  the  truck. 
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On  February  12,  1907,  Blackburn  entered  the  employ  of  Miller 
and  Cook.  The  testimony  of  Blackburn  and  Miller  is  sharply  in 
conflict  as  to  the  nature  of  the  former's  employment.  Miller  testi- 
fies that  Blackburn  was  employed  as  a  draftsman  and  to  assist  in 
designing  the  truck.  Blackburn  testifies  that  he  was  employed  as  a 
draftsman,  but  that  it  was  the  understanding  that  he  was  to  have  an 
interest  in  the  company. 

Blackburn  admits  that  when  he  began  to  work  for  Miller  there  was 
in  existence  a  drawing  made  by  Miller  that  was  introduced  in  evi- 
dence as  "  Blackburn's  Exhibit  M  "  and  that  he  made  under  Miller's 
direction  a  drawing  which  is  in  evidence  as  "  Miller's  Exhibit  First 
Drawing,  February  1907."  These  drawings  show  substantially  the 
same  form  of  transmission  mechanism  as  that  shown  in  Miller's 
December  drawings;  but  neither  of  them  shows  any  means  for  shift- 
ing the  driving-cones.  It  also  appears  that  Blackburn  made  an- 
other drawing  which  was  completed  on  March  25,  1907.  This  draw- 
ing, which  is  in  evidence  as  "  Miller's  Exhibit  Drawing  of  March 
25,  1907,"  shows  the  invention  in  issue.  Miller's  testimony  that  he 
was  in  possession  of  the  invention  in  issue  prior  to  the  time  of  Black- 
burn's employment  is  not  corroborated,  and,  as  just  stated,  the 
drawings  made  by  him  prior  to  that  time  do  not  show  this  invention. 

In  Blackburn's  preliminary  statement  he  alleged  conception  of  the 
invention  on  December  27,  1905,  the  making  of  drawings  therein  on 
January  11,  1906,  and  disclosure  of  the  invention  to  others  on  Feb- 
ruary 13,  1907.  He  introduced  testimony  for  the  purpose  of  estab- 
lishing that  he  had  made  drawings  of  the  invention  in  issue  and 
disclosed  the  same  to  others  prior  to  the  date  of  his  employment  by 
Miller  February  12,  1907.  The  Examiner  of  Interferences  held  that 
this  testimony  could  not  be  considerd,  since  Blackburn  had  not 
alleged  disclosure  prior  to  February  13,  1907.  The  Examiners-in- 
Chief  after  pointing  out  that  under  his  preliminary  statement  Black- 
burn might  establish  the  making  of  drawings,  though  not  disclosure 
to  others,  found  the  testimony  insufficient  to  establish  this  fact. 

The  Examiner  of  Interferences  held  that  the  record  established 
that  the  technical  relation  of  employer  to  employee  existed  between 
Miller  and  Blackburn  and  that  what  Blackburn  did,  assuming  that 
he  designed  the  specific  form  of  the  transmission  device  in  issue, 
inured  to  Miller's  benefit  The  Examiners-in-Chief  held  that  this 
relation  did  not  exist  and  that  Miller  had  not  established  beyond  a 
reasonable  doubt  that  the  invention  originated  with  him. 

Under  Blackburn's  preliminary  statement  he  could  unquestionably 
establish  the  making  of  drawings  prior  to  entering  Miller's  employ- 
ment. The  testimony  offered  on  his  behalf  is,  however,  insufficient 
to  establish  this,  for  the  drawings  introduced  in  evidence  by  him  as 
having  been  so  made  had  not  been  in  possession  of  the  witnesses  tes- 
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tifying  with  respect  thereto  since  the  time  they  were  said  to  have 
been  shown  to  them,  and  they  were  unable  to  absolutely  identify 
them  as  being  in  the  same  condition  as  at  that  time.  Their  testi- 
mony as  to^  these  drawings  is  dependent  largely  upon  the  alleged 
disclosure  of  Blackburn  to  them;  but  the  date  of  disclosure  alleged 
in  his  preliminary  statement  is  subsequent  to  his  employment  by 
Miller. 

In  my  opinion  the  Examiners-in-Chief  were  right  in  holding  that 
the  relation  of  the  employer  and  employee,  in  the  sense  in  which  that 
term  is  used  in  the  patent  law,  did  not  exist  between  Miller  and 
Blackburn.  In  the  first  place  it  is  not  shown  that  Blackburn  was 
employed  to  assist  Miller  in  perfecting  any  invention  made  by  the 
latter  or  in  any  capacity  other  than  as  a  draftsman.  Cook  specifically 
testifies  (Q.  32)  that  Blackburn  was  so  employed.  In  the  second 
place  the  transmission  device  which  Miller  had  designed  prior  to  the 
employment  of  Blackburn  is  shown  to  have  been  notoriously  old,  and 
therefore  it  cannot  be  said  that  the  device  herein  shown  was  in  any 
sense  ancillary  to  an  invention  made  by  Miller. 

Miller  and  Blackburn  each  claims  that  the  invention  in  issue  was 
original  with  him  and  was  disclosed  to  the  other;  but  there  is  no 
direct  corroboration  of  either.  The  burden  of  proof  is  upon  Miller 
to  establish  his  case  beyond  reasonable  doubt,  and  this,  in  my  opinion, 
he  has  not  done.  Nowhere  in  his  testimony  does  he  state  when  he 
conceived  the  specific  form  of  the  device  here  in  issue.  He  merely 
states  generally  that  he  suggested  it  to  Blackburn;  but  he  admits 
that  suggestions  were  made  to  him  by  Blackburn  with  reference 
thereto.     (X-Q.  314.) 

It  appears  that  Miller's  original  scheme  was  submitted  to  Kruger 
and  Strothman,  both  of  whom  reported  adversely  as  to  the  friction- 
drive.  Blackburn  testifies  that  thereafter  Miller  agreed  to  adopt 
the  device  in  issue,  which  he  had  originally  suggested  to  Miller.  He 
also  testifies  that  he  told  both  Kruger  and  Strothman  of  this;  but 
these  witnesses  do  not  corroborate  him  as  to  this  disclosure.  They 
do  state,  however,  that  they  told  Miller  that  the  friction  scheme  was 
not  practical,  and  Strothman  testified  (Miller's  record,  pp.  115  and 
184)  that  when  he  told  Miller  that  gearing  would  have  to  be  adopted 
Blackburn  heartily  approved  that  suggestion. 

The  drawing,  "Miller's  Exhibit  of  March  25,  1907,"  is  marked 
^  Designed  by  A.  N.  Miller,"  and  Blackburn  admits  that  he  put  these 
words  on  the  drawing;  but  his  explanation  that  this  was  done  at 
Millers  request  does  not  appear  to  be  unreasonable  in  view  of  his 
statement  that  he  understood  he  was  to  have  an  interest  in  the  com- 
pany, which  seems  to  have  been  his  impression,  although  the  record 
does  not  show  that  any  such  agreement  had  been  made  with  him. 
Miller  merely  testifying  that  he  had  told  Blackburn  that  if  the  com- 
pany was  successful  he  would  be  taken  care  of. 
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Nor  is  it  thought  that  any  presumption  unfavorable  to  Blackburn 
can  be  drawn  from  the  fact  that  Blackburn  made  the  drawings  for 
an  application  for  patent  filed  jointly  by  Miller  and  Cook  for  the 
motor  in  which  the  transmission  device  here  in  issue  is  shown,  but 
not  specifically  claimed.  Blackburn  testifies  that  he  was  under  the 
impression  that  he  had  an  interest  in  this  device  and  did  not  know 
that  it  was  necessary,  if  he  would  appear  as  one  of  the  joint  appli- 
cants therein,  that  he  must  sign  the  application.  That  he  was  under 
such  an  impression  is  indicated  by  the  testimony  of  Young,  (Black- 
bum's  record,  p.  210,)  and  none  of  the  parties  hereto  seems  to  have 
much  infwmation  on  the  subject  of  applying  for  patents.  This  is 
indicated  by  the  fact  that  Cook  virtually  admits  that  the  joint  appli- 
cation filed  by  Miller  and  himself  should  have  been  filed  in  Miller's 
name  alone,  since  the  device  shown  therein  originated  with  Miller, 
who  submitted  it  to  Cook  for  his  criticism. 

The  decision  of  the  Exarmners-in-Chief  awardvig  jniority  to 
Blackburn  is  affirmed. 


Ex  PARTE  NeIDICH, 

Decided  October  2S,  191U 

172  O.  Q..  551. 

1.  Application — Amendment — Filed  During  Interferencb. 

Where  an  amendment  to  an  application  in  Interference  1b  filed  whlcb 
purports  to  put  the  application  In  condition  for  another  interference,  the 
Primary  Examiner  should  give  the  amendment  consideration  sufficient  to 
determine  whether  the  application  Is,  In  fact,  made  ready  for  the  additional 
interference. 

2.  Same — Same — Same — Case  in  Condition  for  Additional  Interference. 

Where  the  Examiner  finds  that  an  amendment  proposed  for  an  applica- 
tion in  interference  puts  the  application  in  condition  for  another  inter- 
ference and  the  additional  interference  is  otherwise  ready  for  declaration, 
he  should  request  authority  to  enter  the  proposed  amendment  and  to  declare 
the  additional  interference  without  waiting  for  the  termination  of  the 
pending  interference. 
8.  Same — Same — Same — Case  Not  in  Condition  for  Additional  Interference. 

Where  the  Examiner  finds  that  a  proposed  amendment  to  an  application 
In  interference  purporting  to  put  the  application  in  condition  for  another 
interference  does  not,  in  fact,  put  the  application  in  condition  for  the  pro- 
posed interference,  or  that  it  disturbs  the  condition  of  the  application  with 
respect  to  the  pending  interference,  or  that  for  any  oher  reason  the  pro- 
posed amendment  should  not  be  received  and  the  proposed  interference 
declared,  he  should  refuse  to  enter  said  amendment  or  to  further  consider 
the  same  prior  to  the  determination  of  the  pending  interference. 

On  Petition. 
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TYPE-CASE. 

Mr.  Arthur  E.  Paige  for  the  applicant 
Moore,  Commissioner: 

This  is  a  petition  that  the  amendment  filed  July  5,  1911,  in  the 
above-entitled  application  be  admitted  for  the  purpose  of  instituting 
an  interference  with  an  alleged  application  belonging  to  The  Ameri- 
can Multigraph  Company,  or  that  the  latter  application,  said  to  be 
in  issue,  be  withdrawn  from  issue  pending  the  determination  of  the 
existing  interference  in  which  petitioner's  application  is  involved. 

Petitioner  stated  that  he  received  information  of  the  pendency  of 
the  alleged  application  of  The  American  Multigraph  Company  from 
the  attorney  for  the  applicant  and  his  assignee.  The  application  of 
petitioner  is  involved  in  interference  procedings  with  an  application 
of  Gammeter  owned  by  said  company,  and  petitioner  states  that  the 
claims  embodied  in  his  amendment  were  furnished  him  by  his  oppo- 
nent with  the  suggestion  that  he  make  the  same,  if  he  claimed  to  be 
the  inventor  of  their  subject-matter,  so  that  an  interference  might 
be  declared  to  determine  who  would  be  entitled  to  the  patent. 

Petitioner  was  informed  by  the  Office  that  the  amendment  could 
not  be  entered  until  after  the  termination  of  the  pending  inter- 
ference. The  Examiner's  answer  to  this  petition  contains  the  fol- 
lowing statement: 

At  the  time  when  the  amendment  referred  to  was  received  In  this  Office,  the 
Examiner  of  Division  17  considered  the  amendment  with  a  view  of  determining 
whether  or  not  the  applicant  was  entitled  to  base  the  claims  contained  in  the 
amendment  upon  the  disclosure  of  this  application.  He  was  of  the  opinion 
then,  and  is  still  of  the  opinion,  that  the  claims  of  the  said  amendment  above 
referred  to  and  numbered  15  to  30  inclusive,  cannot  be  properly  based  upon  the 
disclosure  of  this  application.  ♦  ♦  ♦  There  is  not  disclosed  in  this  case  any 
mechanism  for  giving  partial  rotations  to  a  type-holder  and  a  handle  for  giving 
to  the  type-holding  member  a  complete  rotation. 

It  is  contended  by  petitioner  that  the  circular  rack  and  the  plunger 
designed  to  cooperate  therewith  furnish  a  means  for  giving  partial 
rotation  to  the  type-holder,  as  called  for  in  the  claims.  The  answer 
of  the  Examiner  clearly  points  out  why,  in  his  opinion,  this  mech- 
anism does  not  have  such  function.  Whether  the  Examiner  is  right 
or  wrong  in  his  conclusion  is  not  a  proper  matter  for  determination 
upon  petition,  but  only  by  regular  course  of  appeal  after  a  final 
rejection  by  the  Examiner.  No  such  obvious  error,  however,  is  found 
in  the  decision  of  the  Examiner  as  to  warrant  the  exercise  of  the 
supervisory  authority  of  the  Commissioner. 

Under  the  circumstances  presented  by  this  case  the  action  of  the 
Examiner  in  refusing  to  enter  the  amendment  prior  to  the  determina- 
tion of  the  interference  in  which  petitioner's  application  is  involved 
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is  proper  and  in  accordance  with  the  provisions  of  Rule  109.  The 
practice  in  cases  of  this  character  is  set  forth  in  Moore  v.  Heicitt  v. 
Potter  (C.  D.,  1905,  89;  115  O.  G.,  509)  as  follows: 

It  may  be  stated  here,  however,  that  when  an  amendment  to  an  application 
in  interference  ie  filed  with  the  Primary  Examiner  and  the  amendment  pur- 
ports to  put  the  application  In  condition  for  another  Interference  the  Examiner 
should  give  the  amendment  consideration  sufficient  to  determine  whether  the 
application  Is,  in  fact,  made  ready  for  the  additional  Interference.  If  he  finds 
that  such  Is  the  case  and  the  Interference  is  otherwise  ready  for  declaration, 
he  should  request  authority  to  enter  the  proposed  amendment  and  to  declare 
the  additional  Interference  without  waiting  for  the  termination  of  the  priding 
interference.  If,  however,  he  finds  that  the  proposed  amendment  does  not  put 
the  case  In  proper  condition  for  the  proposed  Interference,  or  that  It  disturbs 
the  condition  of  the  application  with  respect  to  the  pending  Interference,  or 
that  for  any  other  reason  the  proposed  amendment  should  not  be  received  and 
the  proposed  Interference  declared,  he  should  refuse  to  enter  said  amendment 
or  to  further  consider  the  same  prior  to  the  termination  of  the  pending  Inter- 
ference. 

In  accordance  with  said  practice  had  the  Primary  Examiner  found 
that  petitioner  was  entitled  to  make  the  claims  in  his  application  it 
would  have  been  proper  for  him  to  have  requested  jurisdiction  of 
such  application  for  the  purpose  of  entering  the  amendment  and 
declaring  the  desired  interference.  It  would  not,  however,  be  proper 
to  enter  and  reject  the  claims  and  permit  the  petitioner  to  enter  upon 
a  further  ex  parte  prosecution  of  his  application  while  it  is  still  in- 
volved in  the  pending  interference.  It  would,  likewise,  be  improper 
to  withdraw  from  issue  and  suspend  action  indefinitely  upon  the 
allowed  application  upon  the  mere  possibility  that  in  the  ex  parte 
prosecution  of  his  application,  after  the  interference  is  terminated, 
petitioner  might  obtain  a  reversal  of  the  above-mentioned  conclusion 
of  the  Examiner. 

The  petition  is  denied. 


Ex  PARTE  Fast. 

Decided  November  S,  191U 
172  O.  a.  552. 

1.  Application — Pbosecution — Election. 

Where  an  applicant  presents  an  amendment  which  the  Examiner  holdf» 
contains  claims  for  a  different  invention  from  that  already  prosecuted,  the 
amendment  should  be  entered  and  applicant  required  to  cancel  these 
claims. 

2.  Same — Same — Same — ^Appeal. 

From  the  action  of  the  Examiner  requiring  the  cancelation  of  claims  on 
the  ground  that  they  are  for  a  different  invention  than  that  which  applicant 
has  elected  to  prosecute  appeal  lies  to  the  Examlners-in-Ghiet 

On  Petition. 
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TABLE. 

Mr.  Wm.  0.  Mclntire  for  the  applicant. 

Billings,  First  Assistant  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  requiring  the 
applicant  to  cancel  the  claims  last  presented  for  the  reason  that  the 
applicant  has  shifted  from  the  prosecution  of  one  invention  to  the 
prosecution  of  another  in  the  above-entitled  application. 

Following  several  actions  by  the  applicant  and  the  Examiner  the 
applicant  on  March  20, 1911,  presented  a  claim  for  what  the  Examiner 
considered  as  one  invention.  This  claim  was  rejected  by  the»  Exam- 
iner and  subsequently  canceled  by  the  attorney,  who  substituted  in 
lieu  thereof  three  new  claims,  each  of  which,  in  the  opinion  of  the 
Examiner,  covers  an  invention  different  from  that  covered  by  the 
claim  presented  March  20,  1911.  The  Examiner  entered  the  last 
amendment  and  required  cancelation  of  the  claims  contained  therein 
for  the  reason  that  the  applicant  had  shifted  his  ground  of  prosecu- 
tion from  one  invention  to  another.  This  holding  is,  in  effect,  a  re- 
quirement for  division,  and  the  practice  to  be  followed  in  both  cases 
in  order  to  obtain  a  review  on  appeal  is  the  same. 

The  applicant  has  mistaken  his  remedy  by  bringing  this  petition. 
The  question  at  issue  must  be  first  determined  by  the  Examiners- in- 
Qiief  on  appeal.  As  stated  in  ex  parte  Cutler^  decided  September 
26, 1908,  (92  MS.  Dec,  99-100:) 

The  practice  is  now  well  settled  that  when  an  amendment  is  filed,  presenting 
claims  which  the  Examiner  holds  are  for  a  different  invention  from  that  which 
had  been  previously  prosecuted,  he  should  not  refuse  to  enter  the  amendment, 
but  should  enter  the  same  and  require  the  cancelation  of  such  claims,  the  cor- 
lectness  of  this  requirement  being  reviewable  in  the  first  instance  by  rhe  Exam- 
iners-In-Chief. {Ex  parte  Belle,  C.  D.,  1904,  221;  110  O.  G.,  1728;  ex  parte 
Tuttle,  C.  D.,  1904,  637;  113  O.  G.,  1967;  ex  parte  Bullock,  C.  D.,  1907,  93;  127 
O.  G.,  1580.) 

The  Examiner  was  right  in  the  practice  followed  by  him;  but 
whether  or  not  he  is  right  in  his  opinion  that  the  applicant  is  shifting 
his  ground  in  prosecuting  the  above-entitled  application  must  be  re- 
viewed in  the  first  instance  by  the  Examiners-in-Chief. 

Tfie  petition  is  dismissed. 


Collins  and  Company  v.  Meyer. 

Decided  July  21,  1911. 

172  O.  G.,  552. 

1.  Tbade-Mabks — Opposition — Filing  of  Notice. 

Where  a  notice  of  opposition  was  filed  signed  by  the  attorney  and  withitt 
two  days  thereafter  duly  verified  by  an  authorized  officer  of  the  corpora- 
tion in  whose  behalf  it  was  filed.  Held  that  there  was  no  irregularity  in 
filing  the  same. 
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2.  Same — Same — ^Dissimilabity  of  Maeks  of  Opposer  and  Applicant — No 
Likelihood  of  Damage. 
Where  the  mark  of  the  applicant  consists  of  the  representation  of  an 
elephant  standing  upon  its  hind  legs  wearing  trousers  and  a  coat  and  hold- 
ing in  one  elevated  foot  a  pair  of  scissors,  a  piece  of  cloth  being  thrown 
over  the  other  elevated  leg,  and  the  mark  of  the  opposer  consists  of  a 
conventional  representation  of  an  elephant  and  the  words  "  Elephant 
Brand,"  Held  that  there  is  no  likelihood  that  opposer  would  be  damaged 
by  the  registration  of  applicant's  mark,  e^)ecially  as  the  former  was  not 
the  first  to  use  the  representation  of  an  elephant  upon  goods  of  the  same 
character  as  applicant'^ 

Afpi^l  from  Examiner  of  Interferences. 

trade-mabk  fob  woven  and  knitted  cotton  fabrics. 

Messrs.  Steuart  &  Steuart  for  Collins  and  Company. 
Messrs.  Goepel  <&  Goepel  for  Meyer. 

Tennant,  Assistant  Commissioner: 

This  is  an  appeal  by  Meyer  from  the  decision  of  the  Examiner  of 
Interferences  sustaining  an  opposition  filed  by  Collins  and  Company 
against  the  registration  of  a  trade-mark  to  Meyer  for  shirtings,  cam- 
brics, drills,  checked  and  striped  cottons,  etc.,  consisting  of  the  repre- 
sentation of  an  elephant  standing  upon  its  hind  legs  wearing  trousers 
and  a  coat  and  holding  in  one  elevated  foot  a  pair  of  scissors,  a  piece 
of  cloth  being  thrown  over  the  other  elevated  leg. 

In  the  notice  of  opposition  Collins  and  Company  alleges  that  it  is 
the  owner  of  a  trade-mark  consisting  of  a  representation  of  an  ele- 
phant associated  with  the  words  "  Elephant  Brand,"  as  applied  to 
cambrics,  drills,  cotton  fa,brics,  white  and  colored  prints,  cotton 
merinos,  cotton  piece  goods,  and  cotton  shrunks,  which  trade-mark 
was  registered  in  the  United  States  Patent  Office  by  the  predecessors 
in  business  of  the  opposer.  No.  62,451,  and  that  the  trade-mark  con- 
sisting of  the  representation  of  an  elephant  and  words  "Elephant 
Brand  "  as  applied  or  affixed  to  textile  fabrics  of  the  same  descriptive 
properties  was  used  by  it  anterior  to  any  other  use  of  any  other  per- 
son, firm,  corporation,  or  association  and  anterior  to  its  use  in  the 
United  States  of  America  by  the  applicant;  that  by  reason  of  this 
fact  the  opposer  believes  that  it  would  be  damaged  by  said  reg- 
istration. 

The  applicant  in  his  answer  asserts  that  the  notice  of  opposition 
has  no  standing,  because  a  notice  of  opposition  duly  verified  by  the 
opposer  was  not  filed  within  thirty  days  after  the  date  of  publication. 
The  applicant  further  answering  denies  that  the  opposer  is  likely  to 
be  damaged  by  the  applicant's  mark  for  the  reason  that  prioi;  to  the 
date  of  adoption  by  the  opposer  the  representation  of  an  elephant 
had  been  used  by  the  Exposition  Cotton  Mills  of  Atlanta,  6a.,  upon 
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textiles  of  various  varieties,  among  which  are  found  goods  of  the 
same  class  as  those  upon  which  the  opposer  alleges  use  of  its  mark. 

The  Examiner  of  Interferences  held  that  there  was  no  irregularity 
in  the  filing  of  the  notice  of  opposition,  since  a  formal  opposition 
signed  by  the  attorney  was  filed  within  the  thirty  days  and  was  duly 
verified  by  the  authorized  officer  of  the  corporation  in  whose  behalf 
the  opposition  was  filed  within  two  days  after  the  filing  of  the  notice 
of  opposition.  He  found  that  the  testimony  presented  in  behalf  of 
the  opposer  established  a  date  of  adoption  and  use  prior  to  any  which 
could  be  accorded  to  the  applicant,  and  that  inasmuch  as  both  marks 
include  the  picture  of  an  elephant  and  were  applied  to  goods  of  the 
same  descriptive  properties  the  opposer  would  be  likely  to  be  dam- 
aged by  the  registration  of  the  applicant's  mark,  and  therefore  sus- 
tained the  notice  of  opposition. 

It  is  urged  in  behalf  of  the  appellant  that  section  6  of  the  Trade- 
Mark  Act,  which  provides  for  the  filing  of  a  notice  of  opposition  by 
attorney,  cannot  be  applied  to  the  present  case  because  it  was  within 
the  power  of  the  opposer  jit  the  time  the  notice  of  opposition  was 
filed  to  have  filed  the  same  in  person,  and  attention  is  directed  to  the 
discussion  before  the  Committee  on  Patents  in  respect  to  the  amend- 
ment which  introduced  the  clause  permitting  an  attorney  to  file  such 
opposition. 

The  portion  of  the  statute  referred  to  is  as  follows: 

Any  person  who  believes  he  would  be  damaged  by  the  registration  of  a  mark 
may  oppose  the  same  by  filing  notice  of  opposition,  stating  the  grounds  there- 
for, In  the  Patent  Office  within  thirty  days  after  the  publication  of  the  mark 
sought  to  be  registered,  which  said  notice  of  opposition  shall  be  verified  by  the 
person  filing  the  same  before  one  of  the  officers  mentioned  in  section  2  of  this 
act  An  opposition  may  be  filed  by  a  duly-authorized  attorney,  but  such  oppo- 
sition shall  be  null  and  void  unless  verified  by  the  opposer  within  a  reasonable 
time  after  such  filing. 

There  is  in  the  terms  of  the  statute  no  qualification  as  to  the  veri- 
fication of  notice  of  opposition  by  the  opposer  except  that  it  shall  be 
within  a  reasonable  time.  Obviously,  the  notice  of  opposition  in 
the  present  case  was  verified  within  a  reasonable  time,  for  the  verifi- 
cation was  filed  within  two  days  after  the  opposition  was  filed  by  the 
attorney  and  within  one  day  of  the  expiration  of  the  thirty  days  al- 
lowed by  law. 

The  ruling  of  the  Examiner  of  Interferences  that  the  opposition 
was  proper  is  sustained. 

The  testimony  presented  in  behalf  of  the  opposer  clearly  shows 

adoption  and  use  of  a  trade-mark  consisting  of  the  representation 

of  an  elephant,  with  trunk  elevated,  in  the  act  of  walking,  upon 

shrunk  interlinings  alone.     (Ray,  Q.  24,  XQ.  72;  Dempsey,  Q.  29, 

2097'*— 12 ^16 
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XQ«  84,)  as  early  as  January  or  February,  1896,  and  continuous  use 
of  the  same  since  that  time.  No  testimony  was  taken  to  establish  a 
particular  date  of  use  by  the  applicant  of  its  mark.  The  testimony 
presented  in  behalf  of  Meyer  consists  of  the  depositions  of  two  wit- 
nesses, Robert  C.  McCall  and  Charles  D.  Tuller,  showing  that  a  pic- 
ture of  an  elephant  almost  identical  with  that  of  the  opposer  had 
been  used  upon  certain  cotton  goods  made  by  the  "  Exposition  Cotton 
Mills"  of  Atlanta,  Ga.,  continuously  since  1888,  which  is  several 
years  prior  to  the  date  upon  which  the  opposer's  mark  was  adopted. 
McCall  is  the  overseer  of  th^  doth-rooms  of  that  company  and  tes- 
tifies that  he  has  been  in  its  employ  since  the  year  1888,  and  that  this 
trade-mark  has  been  continuously  used  upon  cotton  fabrics  during 
the  entire  period.  He  identifies  the  registration  by  the  Exposition 
Cotton  Mills,  registered  September  28,  1908,  No.  70,756,  as  showing 
a  facsimile  of  the  trade-mark  used  by  that  company.  Tuller  states 
that  he  is  the  president  of  the  Exposition  Cotton  Mills,  and  has  been 
ever  since  the  mills  were  started  twenty-seven  years  ago;  that  the 
mark  was  used  long  prior  to  1890,  and  had  been  used  continuously 
since  that  date  on  shirtings,  drillings,  and  several  other  classes  of 
goods.  It  thus  appears  that  the  opposer  was  neither  the  first  to  adopt 
the  representation  of  an  elephant,  broadly,  as  a  trade-mark  for  cot- 
ton goods,  nor  the  first  to  adopt  the  identical  mark  now  used  by  it. 
Shrunk  interlinings  have  for  several  years  been  imiformly  held  by 
this  Office  to  be  goods  of  a  special  character  and  of  different  descrip- 
tive properties  from  drillings,  sheetings,  etc.,  and  this  difference  in 
goods  was  asserted  by  the  opposer  during  the  prosecution  of  its  ap- 
plication for  registration  which  is  referred  to  in  the  notice  of  oppo- 
sition. The  record  of  that  application  shows  that  registration  of 
Collins  and  Company's  trade-mark  was  refused  in  view  of  a  prior 
registration  of  the  Massachusetts  Cotton  Mills,  No.  30,611,  October  5, 
1897,  of  the  representation  of  an  elephant's  head  as  a  trade-mark  for 
shirtings.  In  an  argument  presented  by  the  applicant,  which  ap- 
parently resulted  in  the  allowance  of  the  opposer's  registration,  the 
following  statement  was  made: 

It  is  thought  that  the  trade-mark  of  the  Massachusetts  Otton  Mills  (No. 
80,611,)  which  was  selected  by  the  Examiner  at  a  recent  interview,  should  not 
be  Insisted  upon  as  an  anticipation.  This  mark  shows  that  it  is  used  on  heayy 
shirtings;  a  distinct  class  of  goods  from  cotton  shrunks.  *  *  *  If  it  is 
still  thought  that  the  registration  of  the  mark  should  be  adhered  to  applicant 
desires  to  be  informed  as  to  what  evidence  would  be  required,  if  any,  to  show 
that  the  classes  of  goods  are  separate  and  distinct 

Whether  the  merchandise  upon  which  the  marks  of  the  opposer 
and  the  applicant  are  used  are  of  the  same  descriptive  properties  is, 
however,  in  my  opinion,  immaterial  to  the  decision  in  this  case,  for 
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the  trade-marks  themselves  are  so  different  that  there  would  be  no 
likelihood  of  confusion  in  the  mind  of  the  public  by  the  concurrent 
use  of  the  same.  The  mark  of  the  opposer  is  the  representation  of 
an  elephant  in  its  natural  or  wild  state;  that  of  the  applicant  is  a 
fanciful  figure  which  conveys  a  distinctly  different  impression  to  the 
mind.  In  my  opinion  the  ruling  of  the  court  of  appeals  in  the  case 
of  Nestle  <&  Anglo-Swiss  Condensed  Milk  Company  v.  Walter  Baker 
<fc  Company,  Limited,  {post,  369 ;  167  O.  G.,  765 ;  37  App.  D.  C,  148,) 
is  peculiarly  applicable  to  the  present  case.  In  that  decision  it  is 
held  that  tlie  representation  of  a  milkmaid  associated  with  the  words 
"  Milkmaid  Brand  "  did  not  so  closely  resemble  a  mark  consisting  of 
a  waitress  dressed  in  Quaker  or  Puritan  costume,  carrying  a  tray,  as 
to  be  likely  to  cause  confusion  in  the  mind  of  the  public,  although 
the  testimony  showed  that  the  goods  of  the  latter  were  often  desig- 
nated by  purchasers  as  "  the  chocolate  with  the  picture  of  a  lady  on 
it."    In  that  case  the  Court  said : 

After  aU,  in  a  case  of  this  kind,  an  ocular  Inspection  of  the  marks  con- 
stitutes the  most  satisfactory  evidence.  (Leachen  d  Sons  Rope  Co.  v.  Broderick 
d  Bascom  Rope  Co,,  ante  312;  164  O.  O.,  977;  36  App.  D.  C,  451;  Layton 
Pure  Food  Co,  v.  Church  d  Dwighi  Co.,  182  Fed.,  24.) 

As  above  noted,  appellee  copied  rather  than  originated  its  mark.  Indeed,  if 
its  contentions  hd  Walter  Baker  d  Co,  v.  Harrison  (C.  D.,  1909,  284;  138  O.  G., 
770 ;  32  App.  D.  C,  272)  and  in  the  present  case,  should  be  accepted  to  their  full 
extent,  it  would  be  a  question  whether  it  ever  had  any  right  at  all  to  the 
mark.  Certain  it  is  that  not  being  the  originator  of  the  mark  it  has  no  right 
to  exclude  every  one  else  from  using  the  representation  of  a  woman  as  a  trade- 
mark upon  similar  goods,  {Liggett  d  Myers  Tobacco  Co.  v.  Finzer,  O.  D.,  1888, 
526;  45  O.  G.,  943;  128  U.  S.,  182,)  conceding  for  the  purposes  of  this  case  only 
that  it  might  have  had  that  right  had  it  been  an  originator  instead  of  a  copier. 
Assuming,  therefore,  that  each  of  the  parties  to  this  proceeding  has  the  right 
to  the  representation  of  a  woman  as  a  trade-mark,  the  only  question  before  us, 
our  jurisdiction  being  purely  statutory,  is  whether  the  marks  In  issue  are  so 
nearly  alike  as  to  deceive  purchasers  and  therefore  cause  confusion  in  trade. 

A  similar  ruling  was  made  by  the  Court  of  Appeals  of  the  District 
of  C!olumbia  in  the  case  of  T?ie  Muralo  Company  v.  National  Lead 
Compamf,  {post,  324;  166  O.  G.,  475;  36  App.  D.  C,  641.) 

In  view  of  the  dissimilarity  of  the  marks  and  of  the  fact  that  the 
opposer  was  not  the  first  to  use  the  representation  of  an  elephant  as 
a  trade-mark  upon  goods  of  this  character  I  am  of  the  opinion  that 
the  opposer  would  not  be  likely  to  be  damaged  by  the  registration  of 
ttie  applicant's  mark. 

It  is  adjudged  that  the  applicant  is  entitled  to  register  his  trade- 
mark, notwithstanding  the  notice  of  opposition,  and  the  opposition 
is  accordingly  dismissed. 

The  decision  of  the  Examiner  of  Interfererwes  sustaining  the  notice 
of  opposition  is  reversed. 
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Ex  PARTE  Independent  Breweries  Company. 

Decided  October  SI,  1911. 
172  O.  G.,  833. 

1.  Trade-Marks— Similarity — "Amber"  and  "Amber  Bead.** 

The  mark  "  Amber  Bead  "  Held  to  so  nearly  resemble  the  mark  "  Amber  •• 
as  to  be  likely  to  cause  confusion  by  their  contemporaneous  use  on  goods 
of  the  same  descriptive  properties. 

2.  Same — Goods   of  the   Same  Descriptive  Properties — Beer  and  a   Malt 

Beverage. 
Beer  and  a  beverage  "prepared  in  part  from  malt  and  containing  less 
than  one-half  of  one  per  cent,  of  alcohol "  Held  to  be  goods  of  the  same 
descriptive  properties  within  the  meaning  of  section  6  of  the  Trade-Mark 
Act 
On  Appeal. 

trade- MARK  FOR  A  BEVKRAQK. 

Messrs.  Carr  &  Carr  and  Mr.  E.  S.  Clarkson  for  the  applicant. 
Moore,  Conmdssioner: 

This  is  an  appeal  from  the  decision  of  the  .Examiner  of  Trade- 
Marks  refusing  to  register  the  words  "Amber  Bead  "  as  a  trade-mark 
for — 

a  beverage  composed  in  part  from  malt  and  containing  less  than  one-half  of 
one  per  cent  of  alcohol. 

Registration  was  refused  by  the  Examiner  of  Trade-Marks  in 
view  of  registration  No.  69,095  to  the  George  Weidmann  Brewing 
Company  of  the  word  "Amber  "  as  a  trade-mark  for  beer. 

It  is  contended  by  appellant  that  its  mark  does  not  so  closely  re- 
semble the  registered  mark  as  to  cause  confusion,  and  that  the  goods 
upon  which  the  marks  are  used  are  of  different  descriptive  properties. 

The  Court  of  Appeals  of  the  District  of  Columbia  in  re  8.  C. 
Herbst  Brewing  Gom/parvy  (C.  D.,  1908,  383;  134  O.  G.,  1665;  30 
App.  D.  C,  297)  held  that  the  words  "  Chancellor  Club  "  so  closely 
resembled  the  registered  mark  "  Club  Cocktail ''  as  to  be  likely  to 
cause  confusion  and  that  the  former  mark  was  therefore  not  r^s- 
trable.  The  same  court  in  the  case  of  the  Peter  Schoenhofen  Brew- 
ing Company  v.  Maltine  Company  (C.  D.,  1908,  386;  134  O.  G.,  1804; 
30  App.  D.  C,  346)  held  that  a  mark  consisting  of  the  compound 
word  "  Edelweiss-Maltine  "  was  not  registrable  in  view  of  the  prior 
use  of  the  word  "  Maltine  "  as  a  trade-mark  for  goods  of  the  same 
descriptive  properties.  Following  the  rulings  of  the  court  in  the 
above  cases,  it  is  believed  that  there  is  no  question  but  that  the  marks, 
although  not  identical,  so  nearly  resemble  each  other  as  to  be  likely 
to  cause  confusion  and  to  come  within  the  prohibition  of  section  6 
of  the  Trade-Mark  Act,  provided  they  are  used  upon  goods  of  the 
same  descriptive  properties. 
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Concerning  appellant's  contention  that  the  goods  upon  which  the 
marks  are  used  are  not  of  the  same  descriptive  properties,  it  is  noted 
that  the  registration  states  that  the  word  "Amber"  is  used  as  a 
trade-mark  for  "  beer,  in  Class  48,  Malt  extracts  and  liquors."  Ap- 
pellant's application  states  that  its  mark  is  used — 

for  a  beverage  prepared  in  part  from  malt  and  containing  lees  tban  one-half 
of  one  per  cent  of  alcohol.  Glass  48,  Malt  extracts  and  liqaors. 

It  is  well  known  that  beer  is  a  malt  preparation,  and  it  appears 
to  be  common  to  designate  all  malt  liquors  as  "  beers,"  {Century  Die- 
tionary.)  Appellant's  label  indicates  that  its  beverage  is  manufac- 
tured at  the  plant  of  the  "  National  Brewery."  Upon  this  question 
the  following  decisions  are  considered  pertinent : 

In  the  case  of  Oerst  v.  Strehlow,  (C.  D.,  1910, 139;  157  O.  G.,  999,) 
where  a  similar  contention  was  made,  it  was  held  that  a  beverage  con- 
taining approximately  one-half  of  one  per  cent,  alcohol  and  brewed 
from  malt  hops  and  a  beverage  consisting  of  a  mixture  of  a  "  beer- 
ing  compound  "  and  beer  charged  with  carbonic-acid  gas  were  goods 
of  the  -same  descriptive  properties. 

In  the  case  of  the  Peter  Schoenhofen  Brewing  Compamf  (C.  D., 
1908,  387;  134  O.  G.,  1806;  30  App.  D.  C,  840)  the  Court  held  that 
"  Maltine  "  and  "  Edelweiss-Maltine "  were  goods  of  the  same  de- 
scriptive properties,  although  the  former  contained  a  trace  of  dias- 
tase but  no  alcohol  or  carbonic  acid,  while  the  latter  contained  both 
alcohol  and  carbonic  acid  but  no  diastase,  and  the  common  ingredi- 
ents differed  in  proportions. 

In  the  case  of  Walter  Baker  dk  Co.  v.  Harrison  (C.  D.,  1909,  284; 
138  O.  G.,  770;  32  App.  D.  C,  272)  the  Court  held  coffee  and  cocoa  to 
be  goods  of  the  same  descriptive  properties. 

In  the  case  of  Phoenix  Paint  and  Varnish  Company  v.  John  T. 
Lewis  dk  Bros.  (C.  D.,  1909,  308;  139  O.  G.,  990;  82  App.  D.  C,  285) 
the  Court  said : 

We  think  two  trnde-marks  may  be  said  to  be  appropriated  to  merchandise  of 
the  same  descriptive  properties  in  the  sense  meant  by  the  statute  when  the 
general  and  essential  characteristics  of  the  goods  are  the  same.  To  rule  that 
the  goods  mu^  be  identical  would  defeat  the  purpose  of  the  statute  and  destroy 
the  value  of  trade-marks.  The  test  is  whether  there  is  such  a  sameness  in  the 
distinguishing  characteristics  of  the  goods  as  to  be  likely  to  mislead  the  gen- 
eral public.  If  there  is,  only  one  mark  should  be  registered.  Congress  evi- 
dently intended  to  prevent  the  second  r^istration  of  a  mark  that  would  enable 
an  unscrupulous  dealer  to  obtain  the  l>eneflt  of  a  valuable  trade  reputation 
established  by  conscientious  effort  and  fair  dealing  to  the  injury  of  the  public 
as  well  as  the  owner  of  the  mark. 

The  Court  of  Appeals  of  the  District  of  Columbia  is  an  appellate 
tribunal  to  the  Patent  Office  in  trade-mark  cases,  and  its  interpreta- 
tion of  the  law  controls  the  action  of  the  tribunals  of  the  Patent 
Office.    Under  its  rulings  in  the  above-mentioned  cases  I  am  of  the 
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opinion  that  there  can  be  no  question  but  that  the  goods  in  question 
in  the  present. case  are  of  the  same  descriptive  properties. 
The  decision  of  the  Exarmner  of  Trade-Marks  is  affirmed. 


Ex  PARTE  Andrews. 

Decided  October  S,  1911. 

172  O.  Q.,  1089. 

Application — Pbosbcution — Final  Rejection  Pbematube. 

Where  after  a  rejection,  in  view  of  several  references,  the  applicant  re- 
quests that  the  Examiner  explain  and  apply  the  same  and  it  appears  that 
while  the  references  are  simple  the  manner  in  which  they  are  to  be  taken 
together  as  showing  that  the  claims  are  not  patentable  is  not  so  obvious 
and  that  there  has  been  no  undue  delay  in  the  prosecution  of  the  case. 
Held  that  the  Examiner  should  have  complied  with  applicant's  request  and 
not  finally  rejected  the  claima 

On  Petition. 

collapsible  bockeb. 

Mr.  Walter  E.  Lombard  for  the  applicant. 

Moore,  Commissioner: 

This  is  a  petition  that  the  Examiner  be  directed  to  withdraw  his 
final  objection  and  to  apply  the  references. 

This  application  was  filed  May  18,  1911,  and  an  action  was  made 
by  the  Examiner  on  May  22,  1911,  in  which  he  rejected  the  claims 
upon  four  references.  On  June  8,  1911,  the  applicant  replied  by 
canceling  two  of  the  claims,  amending  two  others,  and  inserting  two 
additional  claims. 

On  July  8, 1911,  the  Examiner  took  the  following  action: 

The  Examiner  is  firmly  fixed  in  his  opinion  that  applicant's  device  is  devoid 
of  patentable  novelty  over  the  references  of  record,  and  the  claims  are  there- 
fore rejected  on  the  references  and  reasons  of  record. 

Following  this  action  the  applicant  on  July  26,  1911,  filed  a  letter 
containing  the  following  request: 

Owing  to  the  firmly-fixed  opinion  of  the  Examiner  that  the  applicant's  inven- 
tion is  devoid  of  patentable  novelty,  it  is  probable  that  he  has  discovered  some- 
thing in  the  references  which  applicant  has  at  the  present  time  been  unable  to 
find.  In  view  of  this  fact,  before  further  action  is  taken  on  the  merits  of  the 
claims  as  presented,  applicant  would  most  respectfully  request  the  Elxaminer 
to  explain  and  apply  the  references  in  accordance  with  sections  65  and  66  of 
the  Patent  Office  Rules  of  Practice. 

In  response  thereto  the  Examiner  on  August  11,  1911,  finally  re- 
jected the  claims  upon  the  references  and  reasons  of  record. 

As  stated  above,  four  references  were  cited  against  the  claims.  It 
does  not  appear  that  the  Examiner  holds  that  any  one  of  these  pat- 
ents alone  meets  the  claims. 
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The  letter  of  the  applicant  which  resulted  in  the  final  rejection  of 
the  claims  by  the  Examiner  indicated  that  the  applicant  did  not 
understand  the  position  of  the  Examiner  and  asked  him  to  explain 
and  apply  the  references  before  other  action  was  taken  on  the  merits 
of  the  claims  as  presented.  While  the  invention  of  the  applicant 
and  of  the  references  is  simple,  the  manner  in  which  the  references 
are  combined  to  meet  applicant's  invention  in  not  so  obvious.  More- 
over, the  record  shows  that  the  applicant  has  been  unusually  diligent 
in  the  prosecution  of  the  case,  and  there  is  nothing  to  indicate  that 
his  letter  was  not  filed  entirely  in  good  faith. 

The  Examiner  relies  in  support  of  his  action  upon  the  practice  set 
forth  in  ex  parte  Perry  (C.  D.,  1909, 49 ;  140  O.  G.,  1001)  and  ex  parte 
Inman^  (C.  D.,  1910,  217;  160  O.  G.,  1038.)  The  present  case,  how- 
ever, is  clearly  differentiated  from  said  cases.  In  the  first  case  cited 
the  prosecution  of  the  application  was  unduly  prolonged,  there  hav- 
ing been  twelve  actions  upon  the  part  of  the  Examiner  and  an  equal 
number  on  the  part  of  the  applicant.  The  decision  intimates  that 
the  purpose  of  the  applicant  was  to  weary  the  Examiner  into  allow- 
ing a  specific  claim  upon  the  ground  that  it  would  do  "  no  harm." 
In  the  second  case  cited  the  applicant's  actions  had  been  insufficient 
under  the  rules. 

The  case  under  consideration  comes  rather  in  the  class  with  ex 
parte  Starr,  (C.  D.,  1903,  295 ;  106  O.  G.,  263 ;)  ex  parte  Miller,  (C.  D., 
1903,  147;  104  O.  G.,  309;)  ex  parte  Lincoln,  (C.  D.,  1907,  117;  127 
O.  G.,  3216;)  ex  parte  Berhst,  (C.  D.,  1907,  335;  131  O.  G.,  361;)  ex 
parte  Wainwright,  (C.  D.,  1906,  495;  126  O.  G.,  2047;)  ex  parte 
Fowler,  Jr.,  (C.  D.,  1907,  88;  127  O.  G.,  1578;)  ex  parte  Walker, 
(C.  D.,  1907, 191 ;  129  O.  G.,  481 ;)  ex  parte  Surge,  (C.  D.,  1907,  208 ; 
129  O.  G.,  1611;)  ex  parte  Pledger,  Jr.,  and  Campbell,  (C.  D.,  1910, 
124;  157  O.  G.,  486.) 

Under  the  circumstances  presented  by  this  case  it  is  considered  that 
the  applicant  is  entitled  to  have  the  final  rejection  set  aside  and  to  a 
further  application  of  the  references  by  the  Examiner. 

The  petition  is  granted. 

RowE  V.  Brinkmann. 

Decided  June  15,  1911. 

172  O.  G.,  1090. 

Interterence — Priority — Diligence. 

Evidence  considered  and  Held  to  establish  that  R.,  who  was  the  first  to 
conceive  the  invention  in  issue,  but  the  last  to  reduce  It  to  practice,  was 
reasonably  diligent  in  reducing  the  same  to  practice  from  the  time  of 
his  conception  and  that  priority  was  properly  awarded  him. 

Appeal  from  Examiners-in-Chief. 
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BUBOTBOIOOHANIOAI.  DEVIOB. 

Messrs.  Raymond  <&  Barnett  and  Mr,  Alexander  M,  Bunn  for  Rowe. 
Mr,  Thomas  Howe  and  Messrs,  Edwards^  Soger  (&  Wooster  for 
Brinkmann. 

Moore,  Com/missioner: 

This  is  an  appeal  by  Brinkmann  from  the  decision  of  the  Ex- 
aminers-in-Chief  affirming  the  decision  of  the  Examiner  of  Inter- 
ferences awarding  priority  of  invention  to  Rowe.  The  issue  is  stated 
in  twenty  counts,  which  are  sufficiently  illustrated  for  the  purposes 
of  this  decision  by  the  following : 

1.  The  combination  with  a  reciprocating  device,  of  a  driving  device  for  the 
same,  and  cushioning  means  arranged  to  operate  upon  the  reciprocating  device 
in  opposition  to  the  momentum  produced  by  the  driving  device,  said  cusliloning 
means  comprising  an  elect rlcnlly-energlzed  coll  and  a  core  for  said  coll,  one  of 
the  same  connected  with  the  reciprocating  devica 

8.  The  combination  with  a  mechanically-reciprocated  percussion  device,  of 
means  for  cushioning  the  shock  of  Impact,  said  means  comprising  an  armature 
and  solenoid  tending  to  assume  a  given  position  relative  to  each  other  and 
adapted  to  be  moved  out  of  said  position  against  said  tendaicy  by  the  force  of 
the  blow  delivered. 

17.  The  combination  of  a  driving  part,  a  tool  reciprocated  by  said  part,  and 
a  cushioning  magnetic  connection  between  said  part  and  said  tool. 

The  invention  relates  to  electrically-controlled  reciprocating  drills. 
Briefly,  it  consists  in  a  magnet  which  is  reciprocated  by  a  suitable 
motor  and  a  core  or  armature  carrying  the  tool  which  is  moved  back 
and  forth  by  the  magnetic  pull  thereof.  Certain  of  the  claims  (3,  6, 
8,  and  16)  also  include  the  idea  of  having  the  armature  tend  to  assume 
a  given  position  relative  to  the  magnet,  giving  what  may  be  termed 
an  "elastic"  connection  between  the  two.  Both  parties  show  a 
structure  in  which  this  is  accomplished  by  properly-proportioned 
pole-surfaces.  Rowe  shows  also  a  ipecies  wherein  there  is  a  series 
of  poles  on  both  the  magnet  and  armature  which  are  mismatched, 
so  that  the  armature  will  remain  in  any  position  it  may  assume. 
All  of  the  counts  except  the  four  above  mentioned  will  read  upon 
either  of  these  species. 

Brinkmann  is  an  applicant,  his  application  having  been  filed  on 
April  16,  1906.  It  is  now  assigned  to  Henry  Keller  and  William 
A.  Thomas.  No  preliminary  statement  was  filed  by  Brinkmann, 
and  he  is  therefore  limited  to  his  filing  date  as  the  earliest  that  can 
be  accorded  to  him  for  conception  and  reduction  to  practice. 

Rowe  is  a  patentee,  whose  patent  issued  during  the  pendency  of 
Brinkmann's  application.  He  therefore  gains  no  advantage  by  vir- 
tue of  his-  patent  and  has  the  burden  of  proof  by  a  preponderance  of 
the  evidence.     His  preliminary  statement  alleges  conception  and 
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disclosure  in  the  fall  of  1905  and  reduction  to  practice  in  April 
or  May,  1906. 

Rowe  testifies  that  he  disclosed  his  invention  to  his  fellow  em- 
ployees about  November,  1905.  In  this  he  is  corroborated  by  Hell- 
mund,  More,  and  Matter,  who  give  descriptions  of  the  structure  dis- 
closed to  them  at  this  time  which  corresponds  to  the  invention  in 
issue,  those  of  More  and  Hellmund  being  the  fullest.  Rowe  and 
More  reproduce  sketches,  which  they  testify  were  used  in  making 
these  disclosures  and  which  contain  the  present  issue.  The  only 
contemporaneous  entries,  the  written  descriptions  of  November  1 
and  20,  1905,  while  clearly  relating  to  electric  drills  of  a  kindred 
nature,  are  not  sufficient  in  themselves  to  disclose  the  issue;  but  they 
are  witnessed  by  the  parties  who  corroborate  Rowe,  and  in  view  of 
the  fact  that  the  invention  is  simple  in  character,  the  witnesses  skilled 
in  the  art,  and  the  testimony  clear,  direct,  and  imcontradicted,  it  is 
considered  sufficient  to  establish  Rowe's  conception  the  latter  part 
of  1905,  although  this  was  some  three  and  one-half  years  prior  to  the 
taking  of  the  testimony. 

It  should  be  noted  that  the  conception  thus  proved  includes  the 
specific  form  in  which  the  elastic  action  between  the  parts  is  obtained, 
as  well  as  the  more  general  idea  covered  in  most  of  the  counts  of 
the  issue. 

Rowe  built  some  experimental  machines  during  the  first  half  of 
1906 ;  but  these,  as  was  held  by  the  tribunals  below,  cannot  be  said 
to  constitute  a  reduction  to  practice,  because  the  tests  made  were  not 
of  a  nature  to  prove  the  success  of  the  invention.  He  is  therefore 
limited  to  the  filing  of  his  application  on  October  15,  1906,  as  a 
reduction  to  practice,  and  his  diligence  at  the  time  Brinkmann's  appli- 
cation was  filed  and  thereafter  until  October  15  becomes  material. 
It  is  strongly  urged  on  behalf  of  Brinkmann  that  Rowe  was  not  dili- 
gent as  to  the  invention  covered  by  any  of  the  counts,  and  especially 
not  as  to  that  set  out  in  counts  3,  6,  8,  and  16,  which  include  the 
elastic  feature. 

The  testimony  shows  that  at  least  as  early  as  the  first  week  in  April 
Rowe  took  steps  to  have  a  device  made  embodying  his  invention.  The 
date  is  clearly  fixed  as  prior  to  Brinkmann's  filing  date  by  the  wit- 
nesses Warder,  Hutton,  RoUi,  and  Rowe.  Rowe  had  secured  the 
financial  assistance  of  one  Johnson  and  interviewed  Roth  with  a  view 
to  having  a  device  built  about  April  1,  1906.  At  Roth's  suggestion 
he  then  had  drawings  made,  which  were  completed  for  him  by 
Hutton  about  April  21, 1^06.  These  drawings  are  in  evidence.  The 
first  machine  was  completed  and  tested  by  hand  some  time  in  May, 
1906.  Subsequently  a  second  machine,  known  as  the  "  Union  Model 
Works  machine,"  was  made  and  was  tested  with  a  tool  in  place  in  the 
latter  part  of  June  or  the  first  part  of  July,  1906. 
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About  May  1,  1906,  Rowe  went  to  Bamett  to  have  an  application 
prepared,  but  on  advice  from  him  deferred  making  the  application 
until  he  had  fully  tested  the  idea  mechanically,  because  of  the  limited 
funds  available.  The  preparation  of  the  application  was  actually 
begun  by  Hopkins,  an  assistant  of  Barnett's,  about  the  first  of  July, 
was  executed  by  Rowe  on  October  1,  1906,  and  filed,  as  above  stated, 
on  the  15th  of  October.  The  time  consumed  in  preparing  the  case 
was  obviously  more  than  would  be  necessary  if  the  attorney's  time 
had  been  devoted  exclusively  to  this  application ;  but  it  appears  that 
the  attorney's  office  was  crowded  with  work  and  that  he  was  obliged 
to  be  absent  part  of  this  time.  It  seems,  further,  that  the  attorney 
was  of  Johnson's  selection,  and  since  it  was  from  him  that  Rowe  was 
receiving  financial  support  he  naturally  did  not  feel  at  liberty  to 
make  a  change. 

It  is  well  settled  that  the  question  of  diligence  cannot  be  deter- 
mined by  fixed  rules,  much  less  by  mathematical  calculations.  Under 
the  circumstances  which  existed  in  the  present  case,  I  am  of  the 
opinion  that  Rowe  was  exercising  such  diligence  in  reducing  the 
invention  to  practice  as  the  conditions  required. 

As  to  the  contention  that  this  diligence  did  not  include  work  on 
the  form  of  device  having  the  elastic  action,  it  appears  that  Rowe 
had  both  species  in  mind  from  the  start,  that  he  had  his  first  model 
made  so  that  it  could  be  readily  changed  from  one  to  the  other,  and 
that  one  of  the  main  purposes  of  his  experiments  was  to  determine 
which,  if  either,  was  the  preferable  form.  Furthermore,  his  applica- 
tion as  filed  included  both  species.  Under  these  circumstances  there 
can  be  little  doubt  that  he  was  working  on  both  forms. 

I  find,  therefore,  that  Rowe  conceived  the  invention  in  issue  prior 
to  any  date  which  can  be  accorded  Brinkmann  and  was  exercising  due 
diligence  at  the  time  Brinkmann  entered  the  field  and  thereafter  until 
the  time  of  his  constructive  reduction  to  practice  on  October  15, 1906. 
He  is  accordingly  entitled  to  the  award  of  priority. 

On  behalf  of  Rowe  it  has  been  urged  that  Brinkmann  is  not  en- 
titled to  April  16,  1906,  as  a  constructive  reduction  to  practice, 
because  his  oath  was  defective  at  that  time,  and  that  the  issue  of 
this  interference  is  res  adjudicata^  because  a  previous  interference  was 
dissolved  on  account  of  Brinkmann's  failure  to  file  a  formal  oath 
within  a  time  prescribed.  Both  of  these  points  were  found  against 
Rowe  by  the  lower  tribunals,  and  with  their  conclusions  I  agree,  for 
reasons  stated  sufficiently  by  them.  Since  Rowe  must  prevail  whether 
they  be  found  in  his  favor  or  not,  it  is  unnecessary  to  discuss  them  at 
length  here. 

The  decision  of  the  Examiners-in-Chief  is  affirmed. 
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Ex  PARTE  EgGAN. 
Decided  November  11,  1911. 

172  O.  G.,  109L 

1.  Complaints. 

The  impropriety  of  filing  a  petition  from  the  action  of  the  Examiner 
and  at  the  same  time  filing  a  complaint  against  the  Examiner  based  upon 
the  same  state  of  facts  Is  obvious,  and  such  a  practice  cannot  be  too 
severely  condemned. 

2.  Apflication — Prosecution — Principal  and  Associate  Attorneys. 

While  an  attorney  who  has  appointed  an  associate  has  the  right  to  pre- 
sent amendments  over  his  own  signature,  the  practice  adopted  by  the 
principal  attorney  In  this  case  of  authorizing  his  associate  to  amend  and 
also  amending  the  application  himself  is  not  conducive  to  expeditious  prose- 
cution and  opeaa.  to  serious  objection. 

On  Petition. 

CRADLE. 

Mr.  George  W.  CoUes  and  Mr.  E.  H.  Bond  for  the  applicant. 

Billings,  First  Assistant  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  refusing  to  enter 
and  consider  a  certain  amendment  filed  in  the  above-entitled  appli- 
cation. 

Upon  the  same  day  that  the  brief  in  support  of  this  petition  was 
filed  counsel  for  petitioner  also  filed  a  complaint  against  the  Exam- 
iner, citing  the  actions  of  the  Examiner  in  this  case  and  in  others  in 
justification  thereof.  The  impropriety  of  counsel  in  thus  prosecuting 
this  application  by  such  a  double-headed  proceeding  is  obvious,  and 
this  practice  cannot  be  too  severely  condemned.  Two  such  independ- 
ent proceedings  should  not  be  brought  contemporaneously.  The  one 
seeks  to  obtain  a  judicial  review  of  a  judicial  action ;  the  other  seeks 
administrative  action  and  when  it  accompanies  the  petition  for  review 
is  not  conducive  to  a  proper  judicial  determination  of  any  question. 
Whether  the  Examiner  erred  in  judgment  is  one  question  for  con- 
sideration, and  whether  his  actions  were  made  in  "  a  spirit  of  vin- 
dictive animosity,"  as  alleged  in  the  complaint,  is  another  question. 
Counsel  for  petitioner  should  have  enough  confidence  in  the  Commis- 
sioner to  rely  upon  his  discovering  from  a  study  of  the  record  before 
him  any  such  spirit  upon  the  part  of  the  Examiner.  It  goes  without 
saying  that  the  Commissioner  would  take  proper  administrative 
action  should  an  Examiner  govern  his  rulings  by  a  spirit  of  "  vindic- 
tive animosity  "  against  an  applicant  or  his  counsel,  and  it  is  not  nec- 
essary to  file  a  complaint  when  the  very  facts  relied  upon  in  justifica- 
tion of  the  complaint  must  be  considered  in  order  to  properly  deter- 
mine the  question  which  is  raised  on  petition.    On  the  other  hand, 
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if  a  complaint  is  based  upon  other  facts  than  those  set  up  in  the 
petition  the  two  proceedings  should  not  be  brought  and  prosecuted 
contemporaneously,  as  one  has  no  real  relation  to  the  other. 

The  record  shows  that  the  Examiner  rejected  the  claims  of  the 
application  on  June  17,  1911.  On  July  10,  1911,  an  associate  power 
of  attorney  was  given  to  E.  H.  Bond,  of  Washington,  D.  C,  with  full 
power.  On  July  13,  1911,  Bond  filed  an  amendment  and  argument. 
On  July  28,  1911,  the  Examiner  considered  the  application  as  thus 
presented  in  the  light  of  the  argument  and  rejected  the  two  claims 
presented.  On  August  3, 1911,  an  argument  with  a  request  for  recon- 
sideration and  allowance  of  the  application  was  filed  by  Bond,  the 
associate  attorney.  On  August  7, 1911,  CoUes,  the  principal  attorney, 
filed  an  amendment,  together  with  an  argument  On  August  21, 1911, 
the  Examiner  finally  rejected  the  two  claims  previously  presented 
and  considered  and  refused  to  enter  and  consider  the  amendment  of 
August  7,  presented  by  the  principal  attorney.  The  Examiner  justi- 
fies his  action  by  Rule  8,  which  is  as  follows : 

8.  A  double  correspondence  with  the  inventor  and  an  aeeignee,  or  with  a 
principal  and  his  attorney,  or  with  two  attorneys,  cannot  generally  be  allowed. 

This  rule  means  merely  that  when  there  are  two  attorneys  in  a 
case  the  Patent  Office  will  not,  as  a  general  rule,  address  letters  to 
both  of  them,  and  the  correspondence  in  connecticm  with  the  case  so 
far  as  the  Patent  Office  is  concerned  must  be  with  but  one  of  the 
attorneys.  Where  the  attorneys  bear  relation  of  principal  attorney 
and  associate  attorney,  the  correspondence  will  be  had  with  the  asso- 
ciate attorney  unless  the  principal  attorney  directs  otherwise.  Where 
two  or  more  principal  attorneys  are  simultaneously  appointed,  they 
are  required  to  notify  the  Office  which  one  is  to  receive  the  Office 
communications.  When  appointed  at  different  times  the  Office  com- 
munications are  set  to  the  last  appointee. 

A  principal  attorney,  however,  has  the  right  to  amend  the  applica- 
tion over  his  own  signature,  and  when  such  an  amendment  is  a  proper 
one  and  received  within  time  it  is  the  duty  of  an  Examiner  to  enter 
that  amendment  and  act  upon  it. 

It  may  be  said,  however,  that  the  practice  adopted  by  the  principal 
attorney  in  this  case  of  authorizing  his  associate  to  amend  and  also 
amending  the  application  himself  is  not  conducive  to  expeditious 
prosecution. 

The  records  of  this  Office  show  that  quite  frequently  as  a  result  of 
this  practice  applications  have  been  permitted  to  become  abandoned. 
It  is  often  the  fact  that  an  applicatioH  becomes  abandoned  for  lack 
of  prosecution  where  two  attorneys  have  been  appointed  and  both 
undertake  to  prosecute  the  application  independently  of  each  other. 
The  records  of  the  Office  show  that  in  many  such  cases  each  attorney 
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is  of  the  opinion  tliat  the  other  is  prosecuting  and  neither  prosecutes, 
which  results  in  the  abandonment  of  the  application,  to  the  damage 
and  loss  of  the  inventor. 

The  practice  followed  by  the  principal  attorney  in  this  case  is  not 
that  which  is  usually  in  vogue  and  is  open  to  serious  objection,  as 
above  indicated.  The  Examiner,  however,  erred  in  refusing  to  enter 
and  consider  the  amendment  of  the  principal  attorney.  The  final 
rejection  of  August  21,  1911,  was  premature  and  is  set  aside.  The 
application  should  receive  consideration  by  the  Examiner  as  amended 
August  7, 1911. 

The  petition  is  granted. 


Ex  PARTE  MiLLSAPS. 

Decided  March  IS,  1911. 

172  O.  G.,  1092. 

Patentabilitt — Package-Binder  fob  Letters  and  the  Like. 

Claims  for  a  package-binder  for  letters  and  the  like  Held  patentable  over 
the  prior  art  for  the  reason  that  while  the  differences  over  the  prior  art  are 
slight  the  production  of  the  device  covered  by  these  claims  involved  the 
exercise  of  the  inventive  faculties. 

On  Merits. 

BINDER. 

Messrs.  Foster^  Freemen^  Watson  <&  Coit  for  the  applicant 

Tbnnant,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  action  of  the  Examiner  rejecting  the  claims  of  this 
application. 

The  claims  are  as  follows : 

1.  A  package-binder  for  letters  and  the  like,  comprising  flat  elastic  straps 
adapted  to  extend  around  and  closely  embrace  the  package  at  right  angles  to 
each  other  and  secured  together  at  opposite  sides,  one  of  said  straps  being  made 
in  two  parts,  one  of  said  parts  being  pivotally  connected  to  the  other  part, 
whereby  it  may  be  turned  to  one  side  in  flat  condition  without  twisting  or 
bending. 

2.  A  package-binder  for  letters  and  the  like,  comprising  flat  elastic  straps 
adapted  to  extend  around  and  closely  embrace  the  package  at  right  angles  to 
each  other  and  secured  together  at  opposite  sides  forming  four  loops  extending 
in  oppositely-disposed  pairs  from  the  points  of  connection,  one  of  said  loops 
being  pivotally  secured  to  the  others  whereby  it  may  be  turned  to  one  side  with- 
out bending  or  twisting  so  as  to  permit  the  insertion  of  the  package. 

The  references  cited  are:  Morse,  November  20,  1883,  No.  268,654; 
Teeter,  March  17,  1896,  No.  556,383;  Blacker,  March  20,  1906,  No. 
815,505. 
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The  invention  relates  to  binders  which  are  particularly  adapted  to 
receive  and  hold  packages  of  letters.  In  the  preamble  to  the  specifica- 
tion the  applicant  states  that  his  object  is — 

to  produce  a  binder  which  is  simple  and  neat  in  construction,  which  may  be 
easily  and  quickly  applied  to  and  removed  from  the  package,  and  which  wiU 
securely  and  firmly  hold  packages  of  letters  of  various  size. 

The  structure  comprises  three  elastic  straps  pivoted  together  at 
two  points.  The  strap  which  is  intended  to  surround  the  letters 
(ransversely  is  continuous.  The  straps  which  are  adapted  to  pass 
over  the  letters  longitudinally  are  formed  in  two  parts,  the  ends  being 
secured  together  and  to  the  transverse  strap  at  the  median  portions 
of  the  loop.  By  this  construction  the  longer  loops  are  pivotally  con- 
nected to  the  transverse  loop  so  that  the  strap  may  be  easily  twisted 
from  the  position  in  which  it  embraces  the  letters  to  one  side  to  enable 
one  end  of  the  bundle  of  letters  to  be  free,  so  that  a  single  letter  may 
be  extracted  or  the  letters  otherwise  manipulated. 

The  main  reference  relied  upon  is  the  patent  to  Teeter,  which  com- 
prises two  oppositely-disposed  plates,  corresponding  in  a  measure  to 
the  pivots  of  the  applicant's  construction,  and  four  coiled  springs — 

which  may  be  of  any  suitable  length  and  of  a  size  of  wire  according  to  the 
size  of  the  bundle  and  character  of  the  articles  to  be  bundled. 

The  applicant's  device  differs  from  the  patent  to  Teeter  in  that  the 
elastic  bands  are  straps  pivoted  together  in  such  a  manner  that  the 
strap  can  be  easily  turned  from  the  end  of  the  envelop  to  a  plane  at 
right  angles  thereto  without  a  tendency  to  spring  back  into  place  and 
otherwise  interfere  with  the  operation  of  the  device,  as  would  be  the 
case  in  the  patent  to  Teeter.  Furthermore,  the  straps  are  of  a  flat 
thin  character  and  adapt  packages  of  envelops  to  be  retained  in  a 
compact  form. 

It  appears  that  prior  to  the  date  upon  which  this  application  was 
filed  Millsaps  filed  an  application  for  patent  on  the  same  invention. 
This  earlier  application  was  allowed  over  the  same  references  as  cited 
herein.  Subsequently,  however,  the  case  was  withdrawn  from  issue 
and  claims  rejected  in  view  of  the  patents  to  Young,  No.  259,258,  and 
Simpson,  No.  642,375,  the  latter  being  cited  merely  to  show  the  form 
of  rivet.  Millsaps's  earlier  application  was  eventually  permitted  to 
become  abandoned  by  failure  of  prosecution.  The  patent  to  Young 
is  for  a  support  and  handle  for  books,  the  straps  being  arranged  in 
substantially  the  same  manner  as  in  the  applicant's  device.  Instead, 
however,  of  being  elastic,  as  in  appellant's  device,  the  straps  of  the 
Young  device  are  of  an  inelastic  character,  three  of  the  same  forming 
a  cradle  adapted  to  hold  a  series  of  books,  a  fourth  being  of  sufficient 
length  to  form  a  handle. 
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While  the  pivoted  arrangement  of  the  straps  in  the  patent  to  Young 
is  similar  to  that  of  the  applicant's  device,  it  is  not  intended  for  the 
same  purpose,  nor  is  it  capable  of  producing  the  same  function  as 
applicant's  structure. . 

By  the  use  of  a  flat  elastic  strap  the  letter-holder  is  adapted  to 
firmly  embrace  the  letters  when  in  operative  position,  and  when  it  is 
desired  to  release  one  end  of  the  package  it  may  be  done  by  merely 
stretching  the  rubber  band  and  pulling  the  same  over  to  one  side,  and 
when  thus  moved  upon  its  pivot  the  band  is  maintained  in  a  position 
entirely  out  of  the  way  of  the  hand  manipulating  the  letters.  The 
appellant's  device  further  provides  a  thin  package  which  can  be 
readily  placed  in  narrow  files  or  in  a  coat-pocket. 

While  differences  over  the  prior  art  are  slight,  it  is  believed  that  the 
appellant  has  produced  a  new  and  useful  improvement  and  that  its 
production  involved  the  exercise  of  the  inventive  faculties. 

The  decision  of  the  Examiners-in-Chief  is  reversed. 


Von  KexJjEr  v,  Hatdbn  v,  Kruh  v.  Jackson. 

Decided  August  5,  191U 

173  O.  G.,  285. 

1.  INTKRFKRBNCE— Testimony — To  Show  Non-Patentability  of  the  Issue  Not 

Permitted. 
It  is  the  well-settled  practice  of  the  OfBce  that  a  party  will  not  be 
permitted  to  take  testimony  on  the  question  of  the  patentability  of  the 
Issue.    This  is  for  the  evident  reason  that  the  question  of  patentability  is 
entirely  irrelevant  to  the  question  of  priority. 

2.  Same — Same — ^To  Show  Scope  of  Issue  Not  Permitted. 

The  question  of  the  scope  of  the  Issue  is  one  to  be  determined  by  the 
tribunal  of  the  Office  under  the  well-settled  practice  of  giving  claims  in 
issue  the  broadest  construction  they  will  support,  and  testimony  upon  this 
question  will  not  be  permitted. 

Appeal  on  Motion. 

VAPOR  ELECTRIC  APPARATUS. 

Mr,  George  H^  Stockbridge  and  Mr.  C.  A.  Terry  for  Von  Keller. 
(Mr,  George  G,  Dean  of  counsel.) 

Mr.  Albert  G.  Davis  for  Hayden,  Kruh,  and  Jackson.  {Mr. 
Charles  McClair  and  Mr.  Alexander  D.  Ltmt  of  counsel.) 

Moore,  Commissioner: 

This  is  an  appeal  by  Von  Keller  from  a  decision  of  the  Examiner 
of  Interferences  denying  his  motion  to  take  testimony. 

It  appears  that  the  date  of  conception  of  the  invention  alleged  by 
Von  Keller  in  his  preliminary  statement  was  subsequent  to  the  filing 
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date  of  Jackson  and  also  to  the  filing  date  of  Kruh.  In  response  to 
an  order  to  show  cause  why  judgment  should  not  be  rendered  against 
him  Von  Keller  moved  to  dissolve  the  interference  on  the  ground 
that  the  issue  was  not  patentable  in  view  of  certain  references  cited. 
This  motion  was  denied  by  the  Primary  Examiner. 

Van  Keller  thereupon  filed  a  motion  to  be  permitted  to  make  testi- 
mony to  show  (1)  that  the  issue  is  not  patentable  over  the  references 
cited  and  (2)  that  if  it  can  be  given  such  a  narrow  scope  as  to  avoid 
these  references  a  claim  corresponding  thereto  cannot  be  made  by 
any  of  the  other  parties. 

As  pointed  out  by  the  Examiner  of  Interferences,  it  is  the  well- 
settled  practice  of  the  Office  that  a  party  will  not  be  permitted  to 
take  testimony  on  the  question  of  the  patentability  of  the  issue. 
This  is  for  the  evident  reason  that  the  question  of  patentability  is 
entirely  irrelevant  to  the  question  of  priority. 

Under  certain  circumstances  a  party  will  be  permitted  to  take 
testimony  to  show  that  his  opponent  cannot  make  the  claims — as, 
for  example,  to  establish  that  the  device  disclosed  in  his  opponent's 
application  is  not  operative.  The  question  of  the  scope  of  the.  issue 
is,  however,  not  one  upon  which  testimony  should  be  permitted. 
That  question  is  one  to  be  determined  by  the  tribunals  of  the  Office 
under  the  well-settled  practice  of  giving  claims  in  issue  the  broadest 
construction  which  they  will  support  Furthermore,  it  is  to  be  noted 
that  Von  Keller  has  not  placed  himself  in  a  position  to  contest  the 
right  of  the  other  parties  to  the  interference  to  make  the  claim  in 
issue,  since  he  did  not  file  a  motion  to  dissolve  on  that  ground. 
(Rule  130.) 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Ex  PARTE  Weston. 

Decided  September  U,  191L 

173  O  G.,  286. 

1.  Application — Prosecution — Divibion. 

Division  between  claims  to  different  species  of  a  generic  invention  Held 
properly  required,  (citing  em  parte  Eagle,  C.  D.,  1870,  137.) 

2.  Same — Same — Same — Question  Settlid  Betobe  Examination  on  Patbnta- 

BILITT. 

The  Office  cannot  undertake  to  examine  into  the  patentability  of  more 
than  one  invention  in  a  single  application,  and  where  division  is  required 
on  the  ground  that  the  case  presents  a  plurality  of  inventions  the  Examiner 
rightly  deferred  an  examination  on  the  patentability  of  the  claims  until 
the  question  of  division  was  settled,  (citing  ex  parte  Snyder,  C.  D.,  1904, 
242;  110  O.  G.,  2236;  ew  parte  Crain,  C.  D.,  1907.  18;  126  O.  G.,  758.) 

Appeal  from  Examtners-in-Chief. 
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nn)EZ  NEEDLE  OB  HAND  FOB  USE  WITH   BLECTBICAL  MEA8UBINQ  INBTBUMENTS. 

Mr.  Charles  J.  Kintner  for  the  applicant. 

Moore,  Comndssioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief  in 
80  far  as  it  affirms  the  action  of  the  Examiner  in  requiring  division 
between  claim  9  on  the  one  hand  and  claims  10  and  11  on  the  other. 

The  structure  covered  by  claim  9  is  clearly  a  different  species  of 
the  generic  invention  from  that  covered  by  claims  10  and  11,  and  it 
is  not  understood  that  applicant  claims  otherwise.  The  species  are 
illustrated  in  separate  figures  of  the  drawings  and  are  so  distinct 
that  quite  conceivably  one  might  be  patented  as  an  improvement 
over  the  ether  and  to  different  patentees.  Applicant  is  here  contend- 
ing, however,  that  it  is  his  right  to  take  out  a  single  patent  embody- 
ing such  claims. 

It  has  been  the  uniform  practice  of  the  Office  since  the  decision  in 
ex  parte  Eagle  in  1870  (C.  D.,  1870,  137)  to  require  applicants  in 
such  cases  as  this  to  limit  their  applications  to  a  single  invention. 
The  requirement  is  so  manifestly  just  and  nec^sary  that  nothing 
need  be  said  in  defense  thereof.  It  is  believed  to  be  obvious  from 
the  language  of  the  statutes  and  from  considerations  of  common 
sense  that  a  single  patent  should  cover  a  single  invention  and  not  a 
plurality  of  inventions.  When  an  applicant  obtains  in  one  patent 
claims  generic  to  his  several  species  and  specific  claims  to  one  of 
them,  he  is  securing  all  that  can,  even  by  the  most  liberal  construc- 
tion, be  said  to  constitute  one  invention. 

The  case  of  Benjamin  Electric  Manufacturing  Co.  v.  Dole  Co. 
et  dl.^  (141  Fed.  Rep.,  989,  and  158  Fed.  Rep.,  617,)  cited  by  appel- 
lant, cannot  be  construed  as  overruling  in  any  sense  this  established 
practice  of  the  Office  for  reasons  stated  in  the  decision  of  the  Exam- 
iners-in-Chief and  unnecessary  to  here  repeat. 

The  present  appeal  notes  an  exception  to  the  ruling  of  the  Exam- 
iners-in-Chief to  the  effect  that  the  Examiner  rightly  deferred  an 
examination  on  the  patentability  of  the  claims  until  the  question  of 
division  had  been  settled.  This  is  a  matter  reviewable  upon  peti- 
tion to  the  Commissioner  rather  than  on  appeal ;  but  since  the  case 
is  now  before  me  it  may  be  stated  that  the  Examiner's  position  on 
this  question  was  right.  As  was  stated  in  ew  parte  Snyder ^  (C.  D., 
1904,  242;  110  O.  G.,  2236,)  the  Office  cannot  undertake  to  examine 
into  the  patentability  of  more  than  one  invention  in  a  single  appli- 
cation, and  where  division  is  required  on  the  ground  that  the  case 
presents  a  plurality  of  inventions  that  question  must  be  first  settled. 
(See  also  ex  parte  Crain,  C.  D.,  1907,  18;  126  O.  G.,  758.)  Where, 
as  in  this  case,  the  Examiner  cites  no  references  at  the  time  division 
2097*— 12 10 
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is  required  to  show  the  state  of  the  art,  (Commissioner's  order,  83 
O.  G.,  301;  ex  parte  Albert,  C.  D.,  1901,  66;  96  O.  G.,  426;  ex  parte 
Moorhead,  C.  D.,  1908,  48;  132  O.  G.,  1586;  ex  parte  Bratt,  C.  D. 
1910,  46 ;  152  O.  G.,  958,)  it  is  to  be  presumed  that  he  knows  of  none. 
The  decision  of  the  Examiners-in-Chief  is  affirmed. 


Ex  PARTE  Sanitary  Knitong  Co. 

Decided  October  25,  1911. 

173  O.  G.,  286. 

1  Tbadb-Mabks — FoBEiON  Language — "  Esperanto.'* 

Esperanto  Held  to  be  a  language  within  the  meaning  of  the  mllng  that 
the  equivalent  In  a  foreign  language  of  a  descriptive  word  is  unregistrable. 
2.  Same— Same — "Saniga." 

The  word  "  Sanlga,  which  is  the  Esperanto  word  for  sanitary,  Held 
unregistrable  as  a  trade-mark  for  underwear  and  hosiery,  since  the  word 
'*  sanitary  "  is  descriptive  of  such  goods. 

On  Appeal. 

TRADE-MARK  FOR   MEN*S,   W0MEN*6,   AND  CHILDREN'S   UNDERSHIRTS,  ETC. 

Mr.  H.  0.  Underwood  for  the  applicant. 

Moore,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  a  trade-mark  for  underwear  and  hosiery 
consisting  of  the  representation  of  a  torch,  across  which  is  written 
in  large  black  letters  the  word  "  Saniga." 

"  Saniga  "  is  the  Esperanto  word  for  "  sanitary."  It  is  admitted 
by  appellant  that  "  sanitary  "  would  be  unregistrable  as  descriptive 
of  the  goods  and  that  the  equivalent  thereof  in  any  foreign  or  even 
dead  language  would  be  likewise  unregistrable  in  view  of  certain 
decisions  cited  by  the  Examiner  of  Trade-Marks. 

The  applicant's  contention  is,  however,  that  Esperanto  is  not  a 
language  within  the  meaning  of  these  decisions  and  that  it  is  im- 
proper for  the  Office  to  refuse  registration  where  such  refusal  depends 
upon  the  recognition  of  Esperanto  as  a  language.  The  following 
appears  in  volume  4  of  Nelson'* s  Encyelopmdia,  perpetual  loose-leaf 
edition,  published  by  Thomas  Nelson  and  Sons,  New  York,  London, 
Edinburgh  and  Toronto: 

Esperanto  is  an  international  fanguage  constructed  from  elements  largely 
common  to  the  Aryan  tongues. 

•  ••#### 
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It  has  been  introduced  as  an  international  auxiliary  language — in  commerce, 
to  save  translating  and  preparing  new  advertising  matter  for  the  extension 
of  business  into  new  territory. 

•  •••••• 

In  1906  the  London  Chamber  of  Commerce  placed  Esperanto  on  its  examina- 
tion-list, and  it  is  one  of  the  subjects  for  teachers'  certificates  In  Great  Britain. 
It  is  a  study  already  introduced  into  many  schools  and  colleges,  especially  in 
France,  Germany  and  England.  In  1910  the  Board  of  Education  of  London 
reported  that  EJsperanto  had  been  introduced  into  thirty-three  of  that  city's 
schoola  In  1910  the  Legislature  of  Maryland  enacted  a  law  placing  Esperanto 
among  the  fundamental  studies  of  that  State;  and  it  is  being  introduced  else- 
where in  the  United  States.  In  Dresden,  175  commercial  firms  were  employing 
the  language  in  1909. 

•  •••••• 

The  formal  recognition  given  the  language  is  gradually  increasing.  Twelve 
foreign  governments  were  oflicially  represented  at  the  Sixth  International 
Esperanto  Congress  in  Washington,  while  the  U.  S.  War  and  Navy  Depart- 
ments, the  U.  S.  Bureau  of  Education,  and  the  States  of  Oregon,  South  Carolina, 
Florida,  and  Louisiana  sent  official  delegates.  The  central  office  of  the  Esper- 
anto Association  of  North  America  is  in  Washington,  D.  C,  from  which  desired 
information  may  be  obtained. 

It  is  believed  that  under  such  circumstances  this  Office  is  justified 
in  recognizing  Esperanto  as  a  language  in  a  case  of  this  kind. 

The  present  application  therefore  falls  under  those  decisions  which 
hold  descriptive  marks  unregistrable  even  though  expressed  in  lan- 
guages other  than  English. 

The  decision  of  the  Examiner  is  affirmed. 


Ex  PARTE  Western  Electric  Company. 

Decided  November  /5,  1911. 

173  O.  G.,  286. 

Tbadb-Mabkb — ^Desobiptivb — "  Inter-Phone  "  fob  Telephone  SwrrcHiNo  Appa- 
ratus. 
The  mark  "  Inter-Phone  "  Held  not  registrable  as  a  trade-mark  for  tele- 
phone switching  apparatus,  since  it  is  descriptive  of  the  goods  to  which  it 
is  applied. 

On  Appeal. 

TRADE-MARK  EOR  TELEPHONE  SWITCHING  APPARATUS. 

Mr,  De  Witt  C.  Tanner  and  Messrs.  Robertson  <&  Johnson  for  the 
applicant 

Moore,  Gom/missioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade-Marks 
refusing  to  register  the  word  "  Inter-Phone  "  as  a  trade-mark  for  tele- 
phone switching  apparatus. 
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The  ground  of  the  refusal  is  that  the  mark  indicates  a  character- 
istic or  quality  of  the  goods  upon  which  it  is  used,  and  its  registration 
is  therefore  prohibited  by  section  5  of  the  Trade-Mark  Act. 

The  Examiner  also  objects  to  the  description  of  the  mark,  in  that 
it  states  that  the  mark  is  an  arbitrarily-coined  word.  The  Examinw's 
suggestion  that  the  mark  be  described  as — 

the  trade-mark  shown  in  the  accompanying  drawing  consisting  of  the  word 
**  Inter-Phone  "— 

is  believed  to  be  right. 

The  word  "  phone  "  is  the  well-known  abbreviation  of  "  telephone,** 
and  its  use  is  now  recognized  by  standard  dictionaries.  The  Exam- 
iner points  out  that  the  expressions  "  intercommunicating  telephone 
systems"  and  "intercommunicating  telephone  apparatus"  are  weD 
known  in  the  telephone  art,  as  is  evidenced  by  certain  patents  which 
he  cites  and  by  the  fact  that  one  of  the  official  subclasses  relating  to 
telephones  is  designated  "  intercommunicating."  These  systems  have 
no  central  switchboard  and  are  designed  to  connect  various  parts  of 
a  manufacturing  establishment  or  various  rooms  in  a  building,  there 
being  an  individual  line  between  each  two  stations  and  mechanism 
being  provided  whereby  each  station  can  be  put  into  communication 
with  any  of  the  others.  Under  these  circumstances  the  word  "  inter  " 
as  used  with  "  phone  "  would  evidently  indicate  to  any  one  that  it  was 
an  abbreviation  of  "  intercommunicating,"  although  the  word  "  inter  " 
would  not  be  usually  considered  as  an  abbreviation  of  that  word. 

The  case  is  believed  to  fall  clearly  within  the  ruling  of  the  Court 
of  Appeals  of  the  District  of  Columbia  in  the  case  of  in  re  Central 
Consumers  Company,  (C.  D.,  1909,  329;  140  O.  G.,  1211;  82  App. 
D.  C,  523,)  in  which  the  Court,  in  considering  whether  the  word 
"  Nextobeer "  was  registrable  as  a  trade-mark  for  a  non-intoxicating 
malt  beverage,  said : 

It  requires  no  stretch  of  the  imagination  to  understand  how  the  public  would 
at  once  draw  the  inference  it  is  manifestly  intended  it  should  draw  from  the 
use  of  this  mark,  that  the  beverage  on  which  it  is  used  is  almost  the  same  as 
beer«  or  a  good  substitute  for  beer,  or  possesses  almost  the  same  ingredi^its 
and  qualities  as  l>eer.  Such  a  mark  comes  clearly  within  the  prohibition  of 
the  statute. 

It  was  evidently  the  intention  of  Congress  in  placing  these  restrictions  in  the 
Trade-Mark  Act  to  prohibit  any  one  from  acquiring  a  property  right,  protected 
by  law  in  its  exclusive  use,  in  a  name  possessing  any  inherent  signification  that 
would,  of  Itself,  enhance  the  sale  or  value  of  the  article  or  articles  to  which  it 
may  be  applied.  In  other  words,  it  was  Intended  to  Umit  the  selection  to  mere 
arbitrary  words  or  designs,  the  value  of  which  should  consist  alone  in  their 
becoming  fixed  in  the  public  mind  through  continued  use  on  the  goods  of  the 
owner.  It  was  not  intended  that  the  mark  should  lend  value  to  the  goods,  but 
that  the  quality  of  the  goods  and  the  reputation  of  the  owner  should  ultimately 
make  the  mark  valuable  as  a  symbol  in  the  connection  in  which  it  may  be  used. 
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Paraphrasing  the  first  sentence  of  this  quotation,  it  requires  no 
stretch  of  the  imagination  to  understand  how  the  public  would  at 
once  draw  the  inference,  which  it  is  manifestly  intended  that  it  should 
draw  from  the  use  of  this  mark,  that  the  telephone  switching  appa- 
ratus upon  which  this  mai^  is  used  is  an  intercommunicating  tele- 
phone system. 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 


Ex  PABTE  Hagbt, 

Decided  October  U,  1911. 

173  O.  G.,  287. 

Application — Prosecution — Formal  Abandonment — Delay  Not  TJnavoidabi*!. 
Where  an  appUcation  is  formally  abandoned  in  favor  of  a  second  appli- 
cation, the  fact  that  a  certain  construction  was  inadvertently  omitted 
from  the  latter  and  that  the  entry  of  an  amaidment  disclosing  the  same 
was  refused  admission  on  the  groimd  that  it  involved  new  matter  does  not 
roider  the  delay  in  the  prosecution  of  the  former  unavoldablei 

On  Pbtition. 

automatic  piano-platkb. 

Mr.  A.  Miller  Belfield  for  the  applicant. 

Billings,  First  Assistant  Commissioner: 

The  ground  upon  which  it  is  sought  to  hold  this  application  not 
abandoned. 

The  record  shows  that  on  June  15,  1908,  a  formal  abandonment  of 
this  application  was  filed  by  the  applicant,  with  the  approval  of  the 
assignee.  No  further  action  was  taken  in  the  case  until  the  present 
petition  was  filed. 

The  ground  upon  which  it  is  sought  to  hold  this  application  not 
abandoned  is  that  the  formal  abandonment  was  filed  in  favor  of 
another  application;  that  it  was  applicant's  intention  to  include  in 
this  second  application  the  particular  device  disclosed  in  the  present 
application,  but  it  was  inadvertently  omitted  therefrom  and  only  a 
modified  or  developed  construction  incorporated  therein.  It  is 
further  stated  that  during  the  prosecution  of  the  later  application  it 
was  sought  to  embody  therein  this  construction  by  amendment,  but 
permission  to  do  so  was  refused  on  the  ground  that  the  proposed 
amendment  involved  new  matter  and  that  this  holding  was  affirmed 
by  the  Commissioner  on  May  31, 1911. 

Under  the  provisions  of  section  4894  an  application  in  which  no 
action  is  taken  within  one  year  from  the  date  of  the  last  Office  action 


Digitized  by  VjOOQ IC 


224  DECISIONS   OF  THE   CX)MMISSIONBR  OF  PATENTS. 

is  abandoned  unless  it  be  shown  to  the  satisfaction  of  the  C!ommis- 
sioner  that  the  delay  was  unavoidable.  Having  formally  abandoned 
this  application  more  than  three  years  ago,  it  is  clear  that  the  delay 
in  its  prosecution  has  not  been  unavoidable,  notwithstanding  the  fact 
that  applicant  may  have  been  mistaken  in  supposing  that  the  second 
application  contained  the  construction  shown  herein.  The  record 
shows  tliat  the  delay  in  the  prosecution  of  this  application  was  inten- 
tional and  not  unavoidable. 
The  petition  is  denied. 


Ex  PARTE   ScOTT  PaFER  CoMPANT. 

Decided  October  24,  1911. 
173  O.  G.,  287. 

1.  Trade-Marks — ^Descriptive — "  Scotissue  Towels." 

A  mark  consisting  of  tlie  words  "  Scotissue  Towels "  Held  properly  re- 
fused registration  as  a  trade-mark  for  paper  toweling. 

2.  Same — Same — Distinctivkly  Displayed. 

A  mark  wblcb  is  descriptiye  is  not  made  registrable  by  displaying  it  in  a 
distinctive  manner. 

On  Appeal. 

TRADE-MARK  FOR  PAPER  TOWELING. 

Mr.  Rudolph  M.  Hunter  for  the  applicant. 

Billings,  First  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  to  the  Scott  Paper  Company  a  mark  for 
paper  toweling  consisting  of  the  words  "  Scotissue  Towels." 

Registration  was  refused  upon  the  ground  that  the  mark  consists 
of  the  surname  "  Scott "  and  the  descriptive  words  "  tissue "  and 
"  towels,"  notwithstanding  the  fact  that  in  writing  them  the  words 
"  Scott "  and  "  tissue  "  were  joined  and  two  of  the  "  t's"  thus  falling 
together  omitted. 

Applicant  contends  that  it  has  coined  a  new  word  by  a  clever  com- 
bination of  the  words  "  Scott "  and  "  tissue  "  and  that  it  is  improper 
for  the  Examiner  to  dissect  the  word  in  the  manner  above  indicated 
for  the  purpose  of  holding  it  to  be  composed  of  a  surname  and  a 
descriptive  word. 

The  word  "  towel  "  is  admittedly  descriptive.  The  word  "  Scotis- 
sue" when  pronounced  has  exactly  the  same  sound  as  the  words 
"  Scott "  and  "  tissue,"  and  the  meaning  of  the  expression  as  dis- 
played by  applicant  is  so  apparent  from  a  mere  inspection  of  the 
mark  that  there  is  no  escape  from  the  conclusion  that  the  Examiner's 
interpretation  thereof  is  correct.     The  applicant  has  further  sug- 
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gested  that  the  mark  is  distinctively  displayed  even  if  descriptive 
in  character.  The  statute,  however,  makes  no  provision  for  regis- 
tering descriptive  terms  when  displayed  in  a  distinctive  manner,  and 
r^istration  has  heretofore  been  refused  under  such  circumstances. 
(Ex  parte  F.  Blumenthal  <&  Co.,  C.  D.,  1907,  302;  130  O.  G.,  2068: 
in  re  Orescent  Typewriter  Supply  Co.y  C.  D.,  1908,  318;  133  O.  G., 
231;  30  App.  D.  C,  324.) 
The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 


Ex  PARTE  Levy. 

Decided  October  18,  1911. 

173  O.  O..  28a 

Application — Pbosecution — E^nal  Rejection. 

Where  the  device  shown  in  an  application  is  a  very  simple  one  and  in 
response  to  a  rejection  of  the  claims  npon  reference  the  applicant  did  not 
point  out  the  manner  in  which  the  alleged  inyention  is  patentable  over 
the  references  cited,  but  merely  doiied  the  pertln^icy  thereof,  Held  that  a 
final  rejection  was  properly  entered. 

On  Petition. 

FOOD-BXCEFTACLB. 

Messrs,  Hazard  <&  Strause  and  Mr.  William  W.  Deane  for  the 
applicant. 

Tennant,  Assistant  Corwndssioner: 

This  is  a  petition  that  the  Primary  Examiner  be  directed  to  set 
aside  the  final  rejection  in  the  above-entitled  application  and  apply 
the  references  to  the  claims  in  accordance  with  the  requirements  of 
Rule  66  of  the  Rules  of  Practice. 

The  record  shows  that  the  Examiner  in  his  first  action  cited  five 
patents,  stating  that — 

the  claims  are  each  rejected  upon  the  state  of  the  art  shown  in  the  following 
patents.   . 

In  reply  to  this  action  the  applicant  made  a  short  argument, 
urging  that  the  claims  were  not  met  by  any  of  the  patents  cited. 
The  Examiner  thereupon  finally  rejected  the  claims  as  being  without 
invention  in  view  of  the  references  of  record. 

The  invention  involved  in  this  case  is  exceedingly  simple,  and  the 
application  of  the  references  to  the  claims  is  obvious.  Before  the 
Examiner  should  therefore  be  require  to  explain  the  pertinency  of 
the  individual  references  to  the  case  the  applicant  should  at  least 
point  out  the  manner  in  which  the  alleged  invention,  in  his  opinion, 
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is  patentable  over  the  references  cited.  This  the  applicant  has  failed 
to  do.  Had  the  applicant  been  able  to  patentably  distinguish  the 
invention  claimed  from  the  references — as,  for  example,  the  patent 
to  Hitchcock — it  must  be  presumed  that  he  would  have  done  so  in 
response  to  the  Examiner's  action.  He,  however,  merely  denied  the 
pertinency  of  the  references.  The  final  rejection  was  therefore  in 
order. 
The  petition  is  denied. 


Ex  PARTE  Weber  and  Swatxer. 

Decided  October  20,  1911. 

173  O.  G.,  288. 

Application — Prosecution — Amendment  After  Allowance. 

A  petition  for  the  withdrawal  of  a  case  from  issue  for  the  purpose  of 
further  prosecution  denied  in  the  absence  of  a  showing  why  the  proposed 
claims  were  not  presented  earlier  in  the  prosecution  of  the  case. 

On  Petition. 

FLUID-PRESSURE  MOTOR. 

Mr.  Chester  C.  Shepherd  for  the  applicants. 

Tennant,  Assistant  Commissioner: 

On  September  27,  1911,  a  petition  was  filed  in  the  above-entitled 
application  requesting  that  the  case  be  withdrawn  from  issue  for  the 
purpose  of  filing  an  accompanying  amendment.  The  Examiner  in 
his  answer  to  the  petition  reported  adversely,  and  the  same  was 
approved  on  October  5,  1911.  On  October  9  the  applicants  filed  a 
brief  in  answer  to  the  Examiner's  statement  in  which  it  is  urged  that 
they  are  entitled  to  an  opportunity  to  discuss  the  references  cited  by 
the  Examiner  in  the  answer  to  the  petition,  and  therefore  again  re- 
quest that  the  case  be  reopened. 

The  record  shows  that  this  application  as  originally  filed  contained 
claims  to  a  water-motor  of  a  particular  type.  After  two  actions  on 
the  part  of  the  Office  and  two  responsive  amendments  the  case  was 
allowed.  The  applicants  now  seek  to  introdu<2e  claims  for  th^  combi- 
nation of  a  washing-machine  and  a  water-motor  of  a  particular  type. 
The  Examiner  in  his  answer  to  the  petition  states  that,  in  his  opinion, 
if  the  combination  is  patentable  it  should  be  made  the  subject-matter 
of  an  independent  application.  He  also  states  that  these  claims  are 
anticipated  in  references,  the  data  of  which  are  given. 

No  showing  accompanies  the  petition  why  the  proposed  amendment 
was  no4  presented  earlier  in  the  prosecution  of  the  application.  The 
question  sought  to  be  raised  by  the  amendment  is  entirely  new,  and 
in  the  absence  of  a  showing  why  such  claims  were  not  earlier  pre- 
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sented  there  is  no  reason  for  reopening  the  case.    {Ex  parte  Pierce^ 
C.  D.,  1901,  224;  97  O.  G.,  2307;  ex  parte  Woodward,  C.  D.,  1900, 
77;9lO.G.,1801.) 
The  petition  is  denied, 

McKenzie  v.  McTammany  v.  Garrett. 

Decided  November  28,  1911. 
173  O.  a,  583. 

1.  INTERFEBENCE — APPEAL  Fn.ED  AFTER  EXPIBATION  OF  LiMIT  OF  APPEAL— WHEW 

Entebtained. 
An  appeal  filed  aftier  the  expiration  of  the  Hmit  of  appeal  will  be  enter- 
tained only  under  very  nnusual  and  extraordinary  clrcumstancea 

2.  Same— Same — Same. 

The  showing  made  in  support  of  a  motion  to  extend  the  limit  of  appeal 
Held  to  present  no  circumstances  of  such  an  unusual  and  extraordinary 
nature  us  would  Justify  granting  the  extension. 

On  Motion. 

yOnifO-MACHINS. 

Messrs.  Wilkinson  cfe  Fisher  and  Mr.  Frank  Keiper  for  McKenzie. 

Messrs.  Wright^  Brown,  Quinhy  <&  May  for  McTammany. 

Mr.  James  C.  Garrett  pro  se. 
Moore,  Commiissioner: 

This  is  a  motion  by  McTammany  that  the  limit  of  appeal  from  the 
decision  of  the  Primary  Examiner  fixed  to  expire  September  30, 1911, 
be  extended  to  cover  the  appeal  filed  by  him  on  November  6, 1911. 

The  record  shows  that  the  Primary  Examiner  requested  and  ob- 
tained jurisdiction  of  this  interference  for  the  purpose  of  determin- 
ing whether  McKenzie  and  McTammany  had  the  right  to  make  the 
claim  corresponding  to  the  count  of  the  interference.  He  rendered  a 
decision  dissolving  the  interference  on  the  ground  that  neither  Mc- 
Kenzie nor  McTammany  had  the  right  to  make  the  claim  correspond- 
ing to  the  count  and  fixed  a  time  limit  of  appeal  from  his  decision 
to  expire  September  30,  1911.  No  appeal  was  filed  by  McTammany 
until  November  6,  1911. 

In  support  of  his  motion  that  the  limit  of  appeal  be  extended  and 
his  appeal  entertained  McTammany  has  filed  the  affidavits  of  him- 
self and  of  one  Harrison,  who  states  that  he  is  connected  with  the 
firm  of  attorneys  of  record  for  McTammany.  McTammany  in  his 
affidavit  states  that  he  was  traveling  about  the  country  from  Septem- 
ber 16,  1911,  until  October  31,  1911;  that  the  matter  of  appealing 
from  the  decision  of  the  Primary  Examiner  was  left  in  the  hands  of 
his  attorneys  and  with  Alton  H.  Barr,  and  that  it  was  never  his  in- 
tention to  waive  his  right  to  an  appeal. 

Harrison  states  in  his  affidavit  tiiat  he  has  had  charge  of  recent 
proceedings  for  McTammany  in  the  above-entitled  interference  and 
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that  upon  the  receipt  of  the  decision  of  the  Primary  Examiner  he 
dictated  a  letter  to  McTammany,  notifying  him  that  it  was  necessary 
for  decision  to  be  reached  on  the  question  of  taking  an  appeal  in 
ample  time  for  it  to  be  filed  within  the  limit  set.  He  further  states 
that  a  letter  was  received  September  15,  1911,  from  Alton  H.  Barr 
directing  for  McTammany  that  the  appeal  be  filed,  but  that  said 
letter  was  not  brought  to  the  attention  of  the  firm  until  October 
31,  1911. 

No  explanation  whatever  is  offered  as  to  why  the  letter  from  Barr 
directing  that  the  appeal  be  filed  was  not  brought  to  the  attention  of 
the  firm  until  October  31,  1911.  Presumably  it  was  due  to  the  care- 
lessness or  oversight  of  deponent  or  some  of  the  attorneys  of  record 
or  their  employees. 

It  appears  from  the  affidavit  of  McTammany  that  Barr  and  also 
his  attorneys  had  authority  to  file  the  appeal.  Furthermore,  the 
record  shows  that  McTammany  has  assigned  his  application  to  the 
McTammany  Ballot  Company,  and  presumably  the  officials  of  the 
assignee  company  had  authority  to  authorize  the  appeal  had  they 
been  consulted. 

The  conclusion  to  be  drawn  from  the  affidavits  is  that  the  failure 
to  file  the  appeal  in  time  was  due  to  carelessness  or  oversight  on  the 
part  of  McTammany  or  his  attorneys,  and  it  is  well  settled  that  an 
applicant  is  bound  by  the  acts  of  his  attorneys.  No  allegation  of 
poverty  as  an  excuse  is  made,  and  the  allegation  of  McTanmfiany 
and  his  attorneys  that  it  was  not  their  intention  to  waive  the  right 
of  appeal  can  be  given  little  weight  in  the  absence  of  a  satisfactory 
excuse. 

Wliere  a  limit  of  appeal  is  set  from  the  decision  of  the  Examiner 
dissolving  the  interference,  an  appeal  must  be  taken  within  the  t-ime 
fixed  unless  prevented  by  circumstances  of  a  compelling  nature. 
Under  the  decision  of  the  Court  of  Appeals  in  The  Newcomb  Motor 
Co.  V.  Moore  (C.  D.,  1908,  332;  133  O.  G.,  1680;  30  App.  D.  C,  464) 
a  decision  dissolving  the  interference  upon  the  ground  that  a  party 
thereto  has  no  ^ight  to  make  the  claims,  if  unappealed  from,  be- 
comes, as  to  that  party,  a  final  determination  of  the  case.  It  is  not 
to  be  presumed  that  the  decision  of  the  Primary  Examiner  was 
wrong,  and  by  the  failure  of  McTammany  to  file  an  appeal  within 
the  time  set  his  opponents  acquired  certain  rights  which  should  not 
be  lightly  set  aside. 

In  the  case  of  McKeen  v.  Jerdone  (C.  D.,  1908,  148;  134  O.  G., 
2027)  the  Commissioner  refused  to  extend  the  limit  of  appeal  where 
an  appeal  was  filed  one  day  late.    The  decision  in  that  case  stated : 

The  practice  is  well  established  that  an  appeal  filed  after  the  expiration  of 
the  limit  of  appeal  will  be  entertained  only  in  very  unusual  and  extraordinary 
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circumstances.  (Briggs  v.  Conley,  C.  D.,  1903,  158 ;  104  O.  G.,  1119 ;  Blackman 
V.  Alexander,  C.  D.,  1903,  288 ;  105  O.  G.,  2059 ;  Kleizker  and  Goesel  v.  Dodson, 
C.  D.,  1904,  100;  109  O.  G.,  1336;  Oreuter  v.  Mathieu,  C.  D.,  1904,  278;  112 
O.  a,  253;  Oerdom  v.  Ehrhardt,  C.  D.,  1905,  163;  116  O.  G.,  595;  Brisaenden  v. 
RoescK  C.  D.,  1905,  440;  118  O.  G.,  2253;  Tdwnsend  v.  Ehret,  C.  D.,  3906,  506; 
125  O.  G.,  2051;  Wenzelmann  and  Ovcrholt,  C.  D.,  1906,  536;  123  O.  G.,  995.) 
In  the  last  case  cited  the  Commissioner  refused  to  admit  an  appeal  although 
filed  only  two  days  after  the  expiration  of  the  limit  of  appeal.  The  party 
then  attempted  to  appeal  the  matter  to  the  Secretary  of  the  Interior,  who  held 
that  the  question  presented  was  one  for  the  discretion  of  the  Ck)mmissloner  of 
Patents,  and  inasmuch  as  no  abuse  of  discretion  was  shown  he  would  decline 
to  aitertain  the  appeal 

In  the  case  of  Blackman  v.  Alexander  (C.  D.,  1903,  288;  105  O.  G., 
2059)  the  Commissioner  said : 

It  may  be  said  here  that  the  limit  of  appeal  fixed  by  the  OflSce  will  not  ordi- 
narily be  extended  to  include  an  appeal  filed  too  late.  It  is  only  under  very 
unusual  and  exceptional  circumstances  that  such  an  extension  will  be  granted. 
{Briggs  v.  Conlev,  C.  D.,  1903,  158;  104  O.  G.,  1119.)  The  right  of  appeal  does 
not  stand  upon  the  same  footing  as  the  right  to  a  hearing  and  decision  in  the 
first  instance.  After  a  party  has  obtained  a  full  and  careful  decision  by  one 
tribunal  upon  the  merits  of  his  case  he  must  ordinarily  comply  strictly  with 
the  rules  in  order  to  have  tliat  decision  reviewed  by  an  appellate  tribunal. 

It  is  not  thought  that  circumstances  of  an  unusual  and  extraordi- 
nary nature  are  present  in  this  case,  such  as  would  warrant  extending 
the  limit  of  appeal  under  the  settled  practice  set  forth  in  the  above- 
cited  decisions. 

The  record  shows  that  McTammany's  application  has  been  pending 
in  the  Office  since  July,  1896,  and  that  no  such  diligence  has  been 
shown  in  the  prosecution  of  the  same  as  to  entitle  him  to  any  leniency 
in  the  application  of  the  above  ruling. 

The  motion  is  denied. 


Ward  v.  Midglet. 

Decided  FeJ^ruary  2S,  1911. 

173  O.  G.,  584. 

INTEBTEBENCE — TESTIMONY— LEADING    QUESTIONS. 

The  record  reviewed  and  certain  questions  to  which  objection  had  been 
taken  Held  not  objectionable  as  leading. 

Same — Pbiobity. 

Testimony  reviewed  and  Held  to  establish  that  W.  was  the  first  to  con- 
ceive the  invention  in  issue  and  exercised  due  diligence  in  reducing  the 
same  to  practice. 

On  Pbiority. 
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Mr,  John  H,  Roney  for  Ward. 

Mr,  Ernest  Hopkinson  and  Mr,  W.  B,  Corwin  for  Midgley. 

Billings,  First  Assistant  Com/mMsioner: 

This  is  an  appeal  by  Ward  from  the  decision  of  the  Examiners-in- 
Chief  reversing  the  decision  of  the  Examiner  of  Interferences  and 
awarding  priority  to  Midgley. 

The  issue  is  expressed  in  eleven  counts,  which  are  sufficiently  illus- 
trated for  the  purpose  of  this  decision  by  the  following: 

1.  A  tire  of  resilient  material  having  embedded  in  the  tread  portion  thereof 
a  plurality  of  helices  so  disposed  that  portions  thereof  are  flush  with  the  road- 
engaging  surface  of  the  tire. 

5.  A  tire  of  resilient  material  provided  in  its  tread  with  a  plurality  of  inter- 
laced helices  embedded  in  the  resilient  material  and  liaving  portions  of  each 
helix  flush  with  the  road-engaging  surface  of  the  tire. 

10.  A  tire-tread,  a  substantially  continuous  elastic  mmnber  embedded  therein 
and  coiled  in  the  direction  of  the  circumference,  and  having  portions  of  its  coil 
exposed  upon  the  tread. 

Both  parties  are  applicants,  Midgley,  the  senior  party,  having  filed 
his  application  September  11, 1906,  and  Ward  (m  April  19, 1907. 

The  preliminary  statements  of  the  respective  parties  set  up  the  fol- 
lowing dates :  Midgley  alleges  conception  and  drawings  on  October  1, 

1905,  disclosure  on  December  1,  1905,  and  reduction  to  practice  May 
1, 1906.  Ward  alleges  conception  and  disclosure  in  July,  1905,  draw- 
ings in  July,  1906,  and  reduction  to  practice  September  15,  1906. 

Both  parties  have  filed  testimony  in  support  of  the  allegations  of 
their  preliminary  statements.  This  testimony,  so  far  as  it  relates  to 
the  important  points  in  the  case,  has  been  fully  discussed  in  the  de- 
cisions below.  The  present  appeal  raises  but  one  important  question, 
which  is  as  to  the  time  Ward  has  proved  a  conception  of  the  inven- 
tion in  issue. 

Both  of  the  tribunals  below  have  held  that  the  testimony  of  Midg- 
ley fails  to  establish  any  conception  of  the  invention  prior  to  May, 

1906.  He  was  given  the  benefit  of  this  date  for  conception,  and  al- 
though it  is  questioned  in  the  brief  filed  on  behalf  of  Ward  I  find  the 
testimony  to  fully  warrant  such  a  conclusion.  The  exact  date  of  re- 
duction to  practice  by  Midgley  is  immaterial,  since  his  application 
was  filed  on  September  11, 1906,  and  Ward  does  not  allege  a  reduction 
to  practice  prior  to  September  15,  1906.  Midgley  is  therefore  the 
first  to  reduce  the  invention  to  practice,  and  to  prevail  Ward  must 
show  a  conception  of  the  invention  prior  to  that  of  Midgley  and  dili- 
gence in  perfecting  the  same  at  the  time  Midgley  entered  the  field  and 
thereafter  until  the  invention  was  reduced  to  practice.  Such  reduc- 
tion to  practice  by  Ward  is  clearly  established  as  having  occurred  as 
early  as  October,  1906,  when  a  tire  embodying  the  issue  was  success- 
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fully  tested.  On  this  point  the  evidence  is  fully  discussed  in  the 
decision  by  the  Examiner  of  Interferences  and  need  not  be  here 
reviewed. 

The  Examiner  of  Interferences  a^xsorded  Ward  a  date  of  concep- 
tion in  July  or  August,  1905,  and  found  that  he  was  exercising  due 
diligence  at  and  after  the  time  Midgley  entered  the  field  in  May,  1906. 
The  Examiners-in-Chief  held  that  Ward  had  failed  to  establish  a 
conception  prior  to  May,  1906,  and  therefore  awarded  priority  to 
Midgley  as  being  first  to  conceive  and  the  first  to  reduce  to  practice. 

The  reason  for  these  divergent  conclusions  apparently  lies  in  the 
difference  of  opinion  between  the  tribunals  as  to  the  leading  char- 
acter of  certain  questions  asked  by  counsel  for  Ward  during  the  tak- 
ing of  testimony,  particularly  in  the  depositions  of  Ward  and  Atter- 
holt.  The  Examiner  of  Interferences  while  expressing  the  opinion 
that  the  questions  in  dispute  were  somewhat  leading  nevertheless 
found  that  the  testimony  as  a  whole  was  sufficient  to  establish  the 
earlier  date  of  conception  for  Ward.  The  Examiners-in-Chief  found 
that  the  questions  in  controversy  were  of  such  a  leading  character 
that  the  witness  "could  hardly  avoid  the  giving  of  the  answers  as 
they  appear  in  the  record,"  and  apparently  gave  little  or  no  weight 
to  the  testimony  elicited  thereby.  In  view  of  this  they  found  the 
evidence  insufficient  to  establish  conception  by  Ward  prior  to 
May,  1906. 

The  questions  which  were  particularly  objected  to  as  leading  are 
questions  21  and  23  in  the  deposition  of  Ward  and  question  23  in 
the  deposition  of  Atterholt.    Question  21  reads  as  follows : 

I  band  you  a  small  section  of  rubber  in  wbicb  metal  coils  of  wire  are  em- 
bedded, the  said  specimen  having  been  heretofore  offered  in  evidence  and 
marked  Ward  Exhibit  No.  1,  and  ask  you  to  say  whether  or  not  this  is  the  device 
that  you  used  as  illustrating  your  invention  during  the  conversation  you  had 
with  Mr.  Atterholt  in  AugusE  of  1906? 

In  so  far  as  this  question  suggests  to  the  witness  that  he  had  the 
conversation  with  Mr.  Atterholt  in  August,  1905,  and  that  he  used 
a  device  at  that  time  to  illustrate  his  invention  it  is  clearly  without 
objection,  since  the  witness  has  stated  these  facts  in  answer  to  the 
preceding  questions,  17  and  20.  It  is  urged  in  behalf  of  Midgley, 
however,  that  it  was  improper  for  the  question  to  include  the  state- 
ment by  the  attorney  as  to  the  structure  of  the  exhibit  handed  the 
witness  in  connection  with  the  question.  This  objection  appears  to 
be  without  force.  The  point  of  the  question  clearly  is  whether  the 
exhibit  which  had  already  been  introduced  in  evidence  was  the  device 
actually  used  by  Ward  in  explaining  his  invention  in  August  of  1905. 
The  exhibit  speaks  for  itself  as  to  the  structure  embodied  therein, 
and  no  statement  by  the  attorney  relative  thereto  could  possibly  mis- 
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lead  either  the  witness  or  the  Office  to  the  detriment  of  the  opposing 
party.  Furthermore,  the  witness  himself  had,  in  answer  to  question 
15,  previously  outlined  the  structure  of  his  invention  as  follows: 

I  told  him  it  was  an  antiskid  device  for  automobile-tires,  and  explained  to 
him  what  it  was  like,  that  it  was  a  metaUic  construction  embedded  in  the  tread 
of  the  tire,  showing  through  the  surface  of  the  tire  so  as  to  grip  the  streets  or 
road  surface. 

The  twenty-third  question  asked  Ward,  against  which  a  similar 
objection  was  lodged,  reads  as  follows: 
Did  you  say  how  this  invaition  was  to  be  applied  to  an  automobile-tire? 

The  most  that  this  question  could  suggest  to  the  witness  is  that 
the  invention  was  to  be  applied  to  a  tire  in  some  way.  The  witness, 
however,  had  previously  stated,  in  answer  to  question  15,  above 
quoted,  that  the  invention  related  to  automobile-tires.  The  answer 
to  question  23,  which  reads  as  follows — 

I  did.  I  told  him  it  could  be  buUt  into  the  tread  of  tires,  in  the  constmctioii 
of  tires,  and  it  could  also  be  built  into  strips  for  the  purpose  of  retreading  tires. 

could  not  by  any  possibility  have  been  suggested  by  the  question 
objected  to. 

Question  23  in  the  deposition  of  Atterholt,  which  was  objected  to 
as  leading,  reads  as  follows: 

Possibly  you  misunderstood  my  question.  Did  Mr.  Ward,  at  the  time  he 
showed  this  sample,  explain  to  you  how  it  was  to  be  applied  to  a  tire?  If  so, 
give,  as  near  as  you  can  recall,  Mr.  Ward's  statement  in  this  respect 

This  question  could  suggest  but  two  things  to  a  witness — first,  that 
the  "  sample  "  in  question  had  been  shown  to  him  by  Mr.  Ward,  and, 
second,  that  it  was  intended  to  be  applied  to  a  tire.  In  answer  to 
questions  12  and  13,  however,  the  witness  had  already  testified  that 
the  sample  had  been  shown  to  him  by  Mr.  Ward  in  August,  1905, 
and  in  answer  to  question  9  he  had  stated  from  his  independent 
recollection  the  general  nature  of  the  invention  and  the  fact  that  it 
was  applied  to  tires.    The  answer  to  question  9  reads  as  follows: 

Well,  at  that  time  he  told  me  that  his  invention,  as  he  called  it,  was  a  num- 
Iht  of  woven  wires  that  were  to  be  embedded  In  the  rubber  of  the  tire,  with 
points  that  would  project  and  wear  with  the  rubber  of  the  tire,  these  points 
to  act  on  the  surface  of  the  road  as  a  non-skid,  that's  the  nearest  I  can  recall 
that 

The  objection  that  the  introduction  to  question  23,  "  Possibly  you 
misunderstood  my  question,"  in  itself  shows  that  the  question  is 
leading  does  not  appear  to  be  well  taken.  In  the  preceding  question 
the  witness  was  asked  if  he  could  explain  how  Mr.  Ward  "  intended 
to  utilize  this"  (the  exhibit)  "in  connection  with  an  automobile- 
tire."  From  the  answer  given  to  this  inquiry  and  in  view  of  the 
previous  description  of  the  general  purpose  and  structure  of  the 
invention  gi^en  in  answer  to  question  9  it  seems  very  probable  that 
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the  witness  did,  in  fact,  fail  to  understand  that  the  inquiry  related  to 
what  Mr.  Ward  may  have  said  as  to  the  way  in  which  the  coils  as 
shown  in  the  exhibit  were  to  be  applied  to  a  tire.  It  does  not  seem, 
therefore,  that  question  23  is  even  open  to  the  imputation  that  it  is 
an  attempt  to  force  the  recollection  of  the  witness. 

For  the  reasons  above  given  I  am  unable  to  conclude  that  the 
questions  discussed  are  objectionable  as  leading.  The  facts  set  forth 
in  the  answers  to  these  questions  and  elsewhere  in  the  testimony  and 
more  fully  discussed  in  the  decision  of  the  Examiner  of  Interferences 
are  believed  to  be  sufficient  to  show  that  Exhibit  1  was  made  by 
Ward  some  time  prior  to  the  first  of  May,  1906,  when  Midgley  entered 
the  field.  The  testimony  of  Fry,  which  was  not  discussed  by  the 
Examiner  of  Interferences,  also  tends  to  show  that  Exhibit  1  was 
made  by  Ward  prior  to  May  1,  1906.  He  states  that  a  sample  of 
a  tire-tread  having  every  appearance  of  Exhibit  1  was  shown  to  him 
in  April,  1906,  (X-Q.  24.)  Atterholt  testifies  that  he  showed  the 
exhibit  to  Fry  in  the  fall  of  1905  rather  than  in  April,  1906.  It  ap- 
pears, however,  from  Fry's  answer  to  question  16  that  Atterholt 
spoke  to  him  a  number  of  times  about  the  tire,  and  it  is  not  unnatural 
that  there  should  be  a  difference  of  opinion  as  to  the  particular  con- 
versation in  which  the  exhibit  was  shown.  Whether  it  occurred  in 
the  fall  of  1905  or  in  April  of  1906  is  immaterial,  however,  since 
Midgley  did  not  enter  the  field  until  May,  1906.  This  exhibit,  in 
view  of  the  explanation  as  to  its  intended  use  found  in  the  deposi- 
tions of  Atttierholt  and  Ward,  is  believed  to  be  sufficient  to  establish 
a  complete  conception  by  Ward  of  the  invention  in  issue  at  least  as 
early  as  April,  1906.  Ward  must  therefore  be  held  to  be  the  first  to 
conceive  the  invention  in  issue. 

The  testimony  relative  to  the  diligence  of  Ward  in  reducing  his 
invention  to  practice  is  well  summarized  by  the  Examiner  of  Inter- 
ferences as  follows : 

It  Is  believed  that  the  record  for  Ward,  as  Just  outlined,  discloses  as  diligent 
effort  on  his  i)art  as  could  be  required  under  the  circumstances  of  this  case. 
Bis  conception  in  1905  was  during  a  period  when  he  Is  shown  to  have  been 
financially  embarrassed.  The  siclcness  of  his  wife  and  his  previous  debts 
made  it  impossible  for  him  to  advance  his  Inventive  idea.  During  1905  he  solic- 
ited aid  from  others  but  without  success.  His  accident  In  January,  3906,  In- 
capacitated him  from  any  efforts  until  April.  In  May,  while  still  using 
crutches,  he  went  to  Vey  to  get  his  assistance  in  actually  reducing  the  Inven- 
tion to  practice.  Experimental  treads  were  made  during  July,  August,  and 
September  and  an  actual  reduction  to  practice  occurred  in  October,  1906. 

In  the  view  of  the  case  taken  by  the  Examiners-in-Chief  the  ques- 
tion of  Ward's  diligence  was  held  immaterial.  Nevertheless  they 
state  at  the  end  of  their  decision : 

However,  if  it  were  necessary  to  consider  this  question  [Ward's  dlllgencel 
wo  should  decide  In  favor  of  Ward  for  reasons  given  by  the  Examiner  of  Inter 
frrences  In  his  decision. 
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I  agree  with  the  findings  of  the  lower  tribunals  on  this  point  and 
must  therefore  conclude  that  Ward  is  entitled  to  the  award  of  pri- 
ority, since  he  is  shown  to  have  been  the  first  to  conceive  the  inven- 
tion and  to  have  exercised  due  diligence  in  reducing  it  to  practice. 

TJie  decision  of  the  Ewarnmera-i/n-Chief  is  reversed^  and  priority 
of  invention  is  awarded  to  Ward. 


Bandebson  v.  Hanna  &  Hanna. 

Decided  October  SO,  1911. 

178  O.  a,  586. 

IlfTEBFEBXNCS — TESTIMONY — SUFFICIENCY  OF  NOTICE  FOB  TaKINO. 

A  notice  giyen  in  New  York  city  on  June  22  that  testimony  would  be 
talcen  in  Troy,  N.  Y.,  on  Jane  24  Held  insufflcient,  and  testimony  tal^en  in 
accordance  with  this  notice  stricken  from  the  record. 

Appeal  on  Motion. 

AUTOHOBnjB-BUMPEB. 

Mr.  Thomas  J.  Johnston  for  Randerson. 
Messers.  Munn  <&  Co.  for  Hanna  &  Hanna, 

Tbnnant,  Assistant  Commissioner: 

This  case  is  before  me  upon  an  appeal  by  Randerson  from  a  deci- 
sion of  the  Examiner  of  Interferences  refusing  to  strike  out  the 
depositions  of  John  Hanna  and  Albert  H.  Hanna,  whose  applica- 
tion is  involved  herein  in  interference  with  an  application  of 
Randerson. 

It  appears  that  counsel  for  Hanna  &  Hanna  at  about  two  o'clock 
in  the  afternoon  of  June  22,  1911,  served  the  following  notice  upon 
counsel  for  Randerson : 

On  Saturday,  the  24th  day  of  June,  1911,  at  ten  o'clock  in  the  forenoon,  we 
shaU  proceed  to  take  testimony  on  behalf  of  Hanna  &  Hanna,  in  the  aboye- 
entltled  interference.  Such  testimony  will  be  taken  at  the'ofllce  of  Mr.  John 
T.  Norton,  No.  251  River  street,  Troy,  N.  Y.,  and  will  be  continued  from  day 
to  day  until  completed. 

We  propose  to  take  the  testimony  of  Mr.  J.  Hanna,  and  Mr.  A.  H.  Hanna, 
and  possibly  of  other  witnesses  whose  names  will  be  furnished  you  in  due 
course.    You  are  hereby  invited  to  attend  and  cross-examine. 

It  appears  from  the  affidavit  of  Johnston,  counsel  for  Randerson, 
that  due  protest  was  made  against  the  taking  of  testimony  at  this 
time  on  account  of  insufficient  notice,  stating  that  he  was  engaged 
with  other  important  business,  which  could  not  be  interrupted  at 
that  time,  oflFering  to  attend  the  examination  of  witnesses  for  Hanna 
&  Hanna  the  following  week  and  to  extend  the  times  for  the  latter  to 
cover  such  period. 

The  testimony  in  behalf  of  Hanna  &  Hanna,  which  was  filed  in  the 
Patent  Office  on  July  29,  1911,  shows  that  the  taking  of  testimony 
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in  behalf  of  Hanna  &  Hanna  was  begun  at  ten  o'clock  in  the  fore- 
noon of  June  24,  1911,  and  completed  on  that  date.  Testimony  not 
only  of  John  Hanna  and  Albert  £L  Hanna  but  also  of  five  other 
witnesses  was  taken.  The  testimony  of  the  latter  has  been  stricken 
out  by  the  Examiner  of  Interferences  for  the  reason  that  the  names  of 
these  witnesses  were  not  given  in  the  notice  above  quoted. 

The  Examiner  of  Interferences  held  that  as  to  the  witnesses  John 
Hanna  and  Albert  H.  Hanna  the  notice  was  sufficient,  pointing  out 
that  counsel  for  Kanderson  had  nearly  two  days'  notice  and  the 
fact  that  Troy  may  be  reached  in  four  hours,  there  being  therefore 
more  than  one  full  day  in  which  counsel  for  Banderson  might  ar- 
range his  business  affairs. 

In  my  opinion  the  notice  was  insufficient,  for  reasons  similar  to 
those  stated  in  the  case  of  GoodfeUaw  v.  JoUy^  (C.  D.,  1904,  338; 
111  O.  G.,  1940.)  In  serving  notice  for  taking  testimony  ample  time 
should  be  given  counsel  to  communicate  with  his  client  and  to  arrange 
his  business  affairs  before  he  is  compelled  to  start  on  his  journey. 

Furthermore,  it  is  to  be  noted  that  the  only  depositions  which  are 
now  retained  in  the  case,  since  no  appeal  was  taken  by  Hanna  & 
Hanna  from  the  decision  of  the  Examiner  of  Interferences  striking 
out  the  depositions  of  the  remaining  witnesses,  are  those  of  the  joint 
inventors.  It  is  exceedingly  desirable  that  the  testimony  of  the  in- 
ventors themselves  be  taken  in  the  presence  of  counsel  for  the  oppos- 
ing party.  The  entire  depositions  of  John  Hanna  and  Albert  H. 
Hanna  cover  but  eleven  typewritten  pages,  and  no  substantial  hard- 
ship will  be  imposed  upon  these  inventors  by  the  requirement  that 
their  testimony  be  retaken. 

It  is  noted  that  under  the  order  of  April  10, 1911,  under  which  this 
testimony  was  taken,  time  for  taking  testimony  by  Hanna  &  Hanna 
was  set  to  expire  June  27,  1911.  Inasmuch  as  Hanna  &  Hanna  had 
but  five  days  in  which  to  complete  their  testimony  under  that  order 
the  Examiner  of  Interferences  is  authorized  to  set  new  times  for 
the  taking  of  testimony  on  behalf  of  Hanna  &  Hanna,  such  times  to 
be  so  limited  as  may  be  deemed  proper  by  him  in  view  of  the  circum- 
stances above  stated. 

The  decision  of  the  Examiner  of  Interferences  refusing  to  strike 
cvt  depositions  of  John  Hanna  and  Albert  H.  Hanna  is  reversed* 


Sntder  v.  Woodwakd.       * 
Decided  September  H,  191U 
178  O.  G.,  863. 

Public  Ubb — ^Afflioation  Iwvolvkd  in   iNTESFiaxifOB — ^BffonoH  to  Dissolti. 
Where  after  the  filing  of  a  motion  to  dissolye  an  interference  on  the 
ground  that  the  issue  thereof  is  not  patentable  and  the  opposing  party  has 
2(W— 12 ^17 
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no  right  to  make  the  claims  the  moYlng  party  filed  a  petition  for  the  insti- 
tution of  public-use  proceedings,  Held  that  the  motion  to  dissolve  should 
be  first  heard  and  determined. 

On  Petition. 

TTPE-WRlTllfG    MAOHINIL 

Messrs.  Catver  <&  Calver  for  Snyder. 
Mr.  Jacob  Felbel  for  Woodward. 

Moore,  Commissioner: 

This  is  a  petition  by  Woodward  for  the  institution  of  public-use 
proceedings  against  Snyder,  the  junior  party  to  the  above-entitled 
interference. 

The  record  shows  that  a  motion  to  dissolve  has  been  filed  by  Wood- 
ward, which  motion  is  set  for  hearing  before  the  Primary  Examiner 
on  September  27.  This  motion  alleges  that  the  issue  is  not  patent- 
able to  Snyder  in  view  of  certain  foreign  patents  issued  to  the  as- 
signee of  Woodward  more  than  two  years  prior  to  the  filing  of 
Snyder's  application,  the  disclosure  in  these  foreign  patents  being 
alleged  to  be  the  same  as  in  the  patent  to  Woodward  involved  in  this 
interference. 

The  motion  further  alleges  that  Snyder  has  no  right  to  make  the 
claims  corresponding  to  the  counts  of  the  issue,  because  the  construc- 
tion shown  by  him  is  inoperative  and  because  he  has  not  fully  and 
clearly  described  the  invention  forming  the  subject-matter  of  these 
counts.  It  is  also  alleged  that  he  has  no  right  to  make  count  3, 
because  he  does  not  disclose  a  structure  upon  which  it  can  be  predi- 
cated, and  that  he  has  no  right  to  make  the  other  counts,  because 
the  drawings  as  originally  filed  by  him  did  not  afford  a  foundation 
therefor. 

It  is  believed  to  be  more  expedient  that  this  motion  should  be 
first  heard  and  determined,  since  if  granted  it  would  end  the  inter- 
ference and  render  the  taking  of  public-use  testimony  unnecessary. 

The  petition  for  the  institution  of  puhlic-iise  proceedings  is  de- 
nied without  prejudice  to  its  renewal  should  it  become  pertinent  after 
the  determination  of  the  motion  to  dissolve  the  interference. 


C.  A.  Gambrill  Manufacturing  Company  v.  H.  Becker  &  Co3£PANT. 

Decided  October  4,  1911. 

173  O.  G.,  863. 

Tbade-Mabks — "  Obangb  Grove  " — ^Not  Geogbaphioal. 

A  mark  for  wheat-flour  consisting  of  the  words  "Orange  Grove ••  and 
the  representation  of  a  twig  having  oranges  thereon  Held  to  be  a  fanciful 
mark  and  not  to  fall  within  the  prohibition  of  the  statute  against  the 
registration  of  marks  which  are  merely  geographical. 

Appeal  from  Examiner  of  Interferences. 
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TBADE-MABK  FOB  WHEAT-FL0I7B. 

Messrs.  Taylor  <&  Hulae  and  Messrs,  Steuart  <&  Steuart  for  C.  A, 
Gambrill  Manufacturing  Company. 
Mr.  Arthur  von  Briesen  for  H.  Becker  &  Company. 

Moore,  Commissioner: 

This  is  an  appeal  by  H.  Becker  &  Company  from  a  decision  of  the 
Examiner  of  Interferences  awarding  priority  to  C.  A.  Gambrill 
Manufacturing  Company  and  adjudging  that  it  is  entitled  to  register 
the  mark  for  which  it  has  made  application. 

H.  Becker  &  Company  is  a  registrant,  its  mark  consisting  of  the 
words  "  Orange  Mills."  The  C.  A.  Gambrill  Manufacturing  Com- 
pany seeks  to  register  a  mark  consisting  of  the  words  "  Orange 
Grove  "  and  the  representation  of  a  twig  having  oranges  thereon. 

This  mark  was  presented  for  registration  under  the  ten-year  clause 
of  the  Trade-Mark  Act.  The  proof  offered  on  behalf  of  H.  Becker  & 
Company  merely  established  that  it  had  used  the  mark  "Orange 
Mills  "  during  the  ten-year  period.  The  proof  offered  on  behalf  of 
the  C.  A.  Gambrill  Manufacturing  Company  estabfished  that  it  had 
used  its  mark  since  a  time  long  prior  to  the  beginning  of  that  period. 

It  is  contended  on  behalf  of  H.  Becker  &  Company  that  the  mark 
sought  to  be  registered  by  the  C.  A.  Gambrill  Manufacturing  Com- 
pany is  geographical  and  that  the  applicant  did  not  have  exclusive 
use  of  this  mark  during  the  ten-year  period.  The  Examiner  of  In- 
terferences held  that  the  mark  was  a  technical  trade-mark  and  that 
therefore  the  allegation  of  ten  years'  exclusive  use  could  be  regarded 
as  surplusage,  and  since  so  far  as  the  testimony  shows  the  C.  A. 
Gambrill  Manufacturing  Company  was  the  first  to  adopt  the  mark 
it  was  entitled  to  register  the  same. 

I  am  of  the  opinion  that  the  mark  sought  to  be  registered  by  the 
C.  A.  Gambrill  Manufacturing  Company  does  not  fall  within  the 
prohibition  of  the  statute  against  the  registration  of  marks  which 
are  merely  geographical.  There  are  many  places,  it  is  true,  named 
"  Orange,"  and  it  appears  that  there  are  one  or  two  small  places  in 
the  United  States  named  "  Orange  Grove,"  one  of  which  is  a  station 
on  the  Baltimore  and  Ohio  Railroad  near  Baltimore,  at  which  the 
mill  of  the  applicant  was  at  one  time  at  least  located;  but  taking  the 
mark  as  a  whole  it  is  believed  to  be  clearly  a  fanciful  mark.  This 
being  the  case,  it  is  well  settled  that  the  mark  is  entitled  to  registra- 
tion as  a  technical  trade-mark,  notwithstanding  the  fact  that  the 
declaration  contains  an  allegation  of  exclusive  use  during  the  ten- 
year  period.  {E,  Mcllhenny  v.  New  Iheria  Extract  of  Tabasco 
Pepper  Go,,  C.  D.,  1910,  343;  153  O.  G.,  547;  34  App.  D.  C,  430.) 
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As  the  testimony  offered  on  behalf  of  the  C.  A.  Ghimbrill  Manu- 
facturing Company  establishes  use  long  prior  to  any  date  established 
by  the  registrant,  the  former  is  entitled  to  register  its  mark. 

The  decision  of  the  Exarrdner  of  Interferences  is  affirmed. 


Ex  PABTB  WErrHALSB. 

Decided  October  6,  191L 

178  O.  G^  864. 

Fees — Retundment  Thebeof. 

Where  the  attorney  of  record,  who  had  received  from  his  foreign  associate 
a  petition,  oath,  specification,  and  claims,  filed  the  same  as  a  new  application 
and  it  thereafter  appeared  that  these  papers  .were  designed  hy  said  foreign 
associate  as  an  amendment  to  the  application  already  on  file,  Held  that  no 
such  mistake  had  beoi  made  as  would  justi^  the  return  of  the  application 
fee. 

On  PETinoN. 

process  fob   the   PBODUCnON   OF   A   GLAZED   MOBTAB   OOATING   OZT    OEMBNT   GOODS, 

WALLS,   AND  THE  LIKE. 

Mr.  B.  Singer  for  the  applicant. 

Moore,  Commissioner: 

This  is  a  petition  that  the  papers  constituting  a  OMtain  application 
be  transferred  and  inserted  in  petitioner's  earlier  application  and  that 
the  fifteen-dollar  fee  filed  in  the  first-mentioned  application  be  re- 
turned to  petitioner. 

The  attorney  of  record  states  that  on  August  14,  1911,  papers  con- 
sisting of  a  petition,  oath,  specification,  and  claims,  which  appeared 
to  be  a  new  application,  were  received  by  him  from  his  foreign  asso- 
ciate without  any  letter  of  instruction  and  were  immediately  filed  by 
him  as  a  new  application  in  the  Patent  Office ;  that  after  said  papers 
were  filed  he  received  a  letter  of  advice  from  his  foreign  associate 
instructing  him  that  said  papers  were  intended  as  an  amendment  to 
the  earlier  application.  It  is  further  stated  that  applicant  has 
foreign  patents  which  would  act  as  a  bar  to  receipt  of  a  patent  upon 
the  later  application. 

An  examination  of  the  later  application  shows  that  it  includes  all 
the  essential  parts  of  a  complete  application  and  that  no  mistake 
was  made  by  the  Office  in  receiving  it  as  such.  Rule  208  of  the  Rules 
of  Practice  expressly  provides  that  the  desire  of  the  applicant  to 
withdraw  his  application  for  a  patent  will  not  entitle  him  to  demand 
a  return  of  the  filing  fee.    In  the  case  of  ex  parte  Flomerfelt  (C.  D., 
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1895,  101;  73  O.  G.,  1411)  the  Assistant  Attorney-General  for  the 
Department  of  the  Interior  held  that  where  a  second  application  was 
filed  in  a  design  case  and  subsequently  a  request  was  made  for  the 
return  of  the  application  fee  upon  the  same  day  that  a  patent  issued 
upon  the  first  application  the  request  was  properly  denied.  In  ex 
parte  Lawson^  (C.  D.,  1902,  419;  101  O.  G.,  1833,)  where  it  was 
found  that  the  specification  and  drawing  of  an  application  did  not 
correspond  and  the  applicant  then  stated  that  the  specification  was 
intended  for  another  application  and  was  filed  in  the  case  under  con- 
sideration by  mistake  and  asked  that  the  drawing  and  fee  be  trans- 
ferred to  a  new  application,  the  request  was  denied. 

The  attorney  of  record  admits  that  he  intended  to  file  the  papers 
as  a  new  application,  and  the  fact  that  he  subsequently  learned  that 
petitioner  intended  them  for  an  amendment  instead  of  a  new  applica- 
tion is  not  such  a  mistake  as  entitles  the  latter  to  a  return  of  the 
application  fee.  It  is  well  established  that  none  of  the  papers  consti- 
tuting the  record  of  a  regularly-filed  application  can  be  removed  and 
applied  to  another  case.  {Ex  parte  Haultain  and  Stovel^  C.  D.,  1905, 
473;  119  O.  G.,  649;  ex  paHe  Famhcm,  C.  D.,  1905,  62;  114  O.  G., 
2090.) 

The  petition  is  denied. 


Ex  PARTE   FrITSCH. 
Decided  December  11, 191L 

173  O.  G.,  864. 

1.  Application — Pkosecttion — Formal  Objection. 

AU  formal  objections  should,  if  possible,  be  made  in  the  first  Office  letter ; 
but  the  Ebcaminer  is  not  precluded  from  making  such  objections  during 
the  subsequent  prosecution  of  the  case. 

2.  Samb — Same — Petition  ibom  Question  Not  Twice  Acted  Upon. 

A  petition  dismissed  as  premature,  since  the  question  sought  to  be  re- 
viewed had  not  twice  been  acted  upon  by  the  Examiner. 

On  PETmoN. 

MACHINE  FOB  PLANTING  GAELIC,  SET-ONIONS,  AND  THE  UXS. 

Mr.  A.  MUler  Beliield  for  the  applicant. 

BiLLiNQS,  First  Assistant  Com/missioner: 

This  is  a  petition  from  the  requirement  of  the  Examiner  that  cer- 
tain corrections  to  the  specification  and  drawing  be  made  before  fur- 
ther action  is  given  on  the  merits. 

The  record  diows  that  the  application  as  filed  contained  ten  claims. 
The  Examiner  made  quite  a  full  and  complete  action  on  the  merits 
of  these  ten  claims,  and  also  entered  some  formal  objections.    In  re- 
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sponse  thereto  the  applicant  canceled  four  of  the  ten  claims,  made 
some  formal  amendments,  and  presented  six  new  claims  for  consid- 
eration. The  Examiner  then  acted  on  the  merits  of  the  case  by  re- 
jecting four  claims  and  stated  that  no  objections  "were  to  be  made  to 
the  claims  not  specified.  Further  action  was  taken  by  the  Examiner 
with  regard  to  the  original  requirements  for  correction  of  the  draw- 
ing, and  certain  amendments  were  suggested  to  be  made  to  the  speci- 
fication and  the  claims.  The  applicant  responded  to  this  action  by 
paying  no  attention  whatever  to  the  formal  matters  referred  to  by 
the  Examiner  in  his  letter,  nor  to  the  correction  of  the  drawing, 
and  added  six  new  claims  for  consideration  by  the  Examiner.  An 
alleged  limiting  clause  was  inserted  by  amendment  in  the  four  claims 
previously  rejected.  The  Examiner  in  his  next  action  called  atten- 
tion to  the  fact  that  all  the  suggestions  for  amendment  which  he  made 
in  his  previous  letter  had  been  ignored,  no  comment  being  made 
thereon,  and  that  the  requirement  as  to  the  drawing  had  been  ignored, 
and  therefore  refused  further  to  consider  the  new  claims  presented 
until  the  specification  and  drawing  had  been  amended  in  accordance 
with  the  requirements.  The  applicant  immediately  filed  the  present 
petition. 
As  pointed  out  by  the  Examiner  in  his  statement — 

Kule  71  requires  that  the  specification  and  drawing  "must"  be  amended 
and  revised  "  when  required,"  and  it  does  not  say  that  this  can  be  done  or  not 
whenever  appUcant  sees  fit.  If  the  claims  had  been  deemed  allowable  at  the 
time  the  last  amendment  was  filed,  the  case  could  not  have  been  passed  to  issue 
on  account  of  the  formal  objections,  thus  applicant  could  have  delayed  issu- 
ance of  the  case  for  a  year  or  more.  Formal  requirements  are  as  necessary  as 
matters  relating  to  the  merits,  as  wUl  be  seen  by  inspecting  Rule  68. 

The  applicant,  however,  refers  in  his  brief  to  Rule  64,  which  pro- 
vides that — 

64.  Where  the  specification  and  claims  are  such  that  the  invention  may  be 
readily  understood,  the  examination  of  a  complete  application  and  the  action 
thereon  will  be  directed  throughout  to  the  merits;  but  in  each  letter  the  Ex- 
aminer shall  state  or  refer  to  all  his  objections. 

Only  in  applications  found  by  the  Examiner  to  present  patentable  subject- 
matter  and  in  applications  on  which  appeal  is  taken  to  the  Examiners-in-Chief 
will  requirements  in  matters  of  form  be  insisted  on.     (See  Rules  95  and  134.) 

He  contends  that  the  Examiner  has  violated  this  rule  both  as  to  the 
suspension  of  action  on  the  merits  and  as  to  the  making  of  formal 
requirements  after  the  first  action. 

The  practice  is  well  established  that  all  the  formal  objections  should 
be  made  if  possible  in  the  first  Office  letter.  The  rule,  however,  has 
never  been  construed,  as  applicant  appears  to  desire  to  have  it  con- 
strued, to  absolutely  forbid  the  making  of  a  formal  objection  by  the 
Examiner  in  any  action  subsequent  to  the  first  Office  letter.     Such  a 
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construction  of  this  rule  would  not  be  in  accordance  with  common 
sense. 

It  is  to  be  noted  that  in  this  case  the  Examiner  has  twice  acted 
upon  the  merits  of  the  claims  presented,  and  some  have  been  found 
patentable.  It  is  therefore  seen  that  the  application  has  been  found 
by  the  Examiner  to  "  present  patentable  subject-matter,"  and  con- 
sequently he  is  justified,  if  the  conditions  of  the  case  so  warrant,  in 
insisting  upon  his  requirements  for  amendment  in  matters  of  form. 
(Rule  64.) 

I  cannot  refrain  from  observing  that  if  applicant  in  this  case  had 
given  as  much  time  to  the  amendment  of  his  application  in  matters 
of  form  as  he  has  in  preparing  the  petition  and  the  brief  the  formal 
objections  could  have  been  removed  long  ago,  and  much  time  and 
labor  in  the  prosecution  of  this  application  would  have  been  saved. 

As  the  points  relied  upon  by  the  petitioner  are  extremely  technical, 
it  is  necessary  to  call  attention  to  Rule  145,  governing  petitions  to 
the  Commissioner.  That  rule  provides  that  petitions  shall  be  taken 
from  questions  which  have  been  "twice  acted  upon  by  the  Exam- 
iner." In  this  case  the  petition  was  taken  from  the  first  action  and 
is  accordingly  premature. 

The  petition  is  dismissed. 


Ex  PARTE  SeABURY  &  JOHNSONo 

Decided  November  21,  1911. 

173  O.  G.,  865. 

1.  Tbade-Mabks — Similarity — ^Test  Thereof. 

In  considering  whether  two  marks  are  deceptively  similar  the  tme  test 
is  whether  a  purchaser  looking  at  an  article  offered  to  him  would  naturally 
be  led  from  the  mark  impressed  upon  it  to  suppose  it  to  be  a  production 
of  a  rival  manufacturer  with  whose  mark  he  was  familiar. 

2.  Same — Goods  of  the   Same  Descriptive  Properties — "  Wood- Wool  '*   and 

"  Paper- Wool." 
"  Wood-wool "  used  as  a  medicinal  preparation  Held  to  constitute  goods 
of  the  same  descriptive  properties  as  *'  paper-wool "  used  for  bandages,  etc. 

On  Appeal. 

trade-mark  foe  surgical  dressings. 

Messrs.  Calver  <&  Calver  for  the  applicant. 
Tennant,  Assistant  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade-Marks 
refusing  to  register  a  trade-mark  described  as  follows : 

This  trade-marlc  consists  of  a  circular  seal  with  a  serrated  peripheral  edge 
and  red  baclcground.  In  the  center  of  the  seal  is  a  red  cross  on  a  circular 
white  ground  or  sfmce,  and  surrounding  said  white  ground  or  space  are  repre- 
sented a  series  of  overlapping  medals  outside  of  which  is  shown  a  wreath  of 
leaves  in  green  surrounded  by  scroll-like  ornamental  work  in  black. 


Digitized  by  VjOOQ IC 


242  DECISIONS  OP  THE  COMMISSIONER  OF  PATENTS. 

Eegistration  was  refused  on  the  mark  registered  to  Hartmann 
March  6, 1888,  No.  15,256.  This  mark  is  described  by  the  registrant 
as  follows: 

Tbe  trade-mark  consists  of  the  representation  of  a  Greelc  cross  printed  in 
red  on  a  white  disk-shaped  ground  and  two  Esculapian  staves  crossed  at  the 
back  of  the  same  and  projecting  from  the  inner  comers  of  the  cross.  Around 
the  disk  is  a  circular  gold  band,  on  which  are  arranged  the  words  *'  Verband- 
Baumwolle.  Paul  Hartmann,  Heidenheim,  WUrttb./'  the  whole  being  sur- 
rounded by  a  plain  circular  border. 

The  applicant  points  out  certain  differences  between  the  marks,  and 
while  such  differences  exist  it  is  believed  that  taken  as  a  whole  the 
marks  so  nearly  resemble  each  other  that  confusion  would  be  likely 
to  arise  from  their  simultaneous  use  when  applied  to  goods  of  the 
same  descriptive  properties.  It  is  true  that  if  the  marks  were  put 
side  by  side  their  differences  could  be  easily  discovered;  but  this  fact 
is  not  sufficient  to  determine  that  there  is  no  such  similarity  as  to  be 
likely  to  cause  confusion  in  trade.  The  true  test  is  whether  a  pur- 
chaser looking  at  an  article  offered  to  him  would  naturally  be  led, 
from  the  mark  impressed  upon  it,  to  suppose  it  to  be  a  production  of 
a  rival  manufacturer  with  whose  mark  he  was  familiar.  {A.  Y. 
McDonald  cfe  Morris  Mfg,  Go.  v.  J7.  Mueller  Mfg.  Co.^  183  Fed.  Rep., 
972;  McLean  v.  Fleming,  C.  D.,  1878,  262;  13  O.  G.,  913;  96  U.  S., 
245;  Seixo  v.  Provezende,  L.  R.,  1  ch.,  App.,  196.) 

Appellant  contends  that  its  goods  and  the  goods  of  the  registrant 
are  not  of  the  same  descriptive  properties ;  but  it  is  believed  that  the 
Examiner  was  clearly  right  in  holding  that  "  wood-wool "  used  as  a 
medicinal  preparation  is  goods  of  the  same  descriptive  properties  as 
"  paper- wool  "  used  for  bandages,  etc. 

Appellant  also  points  out  that  the  testimony  in  the  interference 
of  Seabury  &  Johnson  v.  Johnson  &  Johnson  establishes  a  date  of 
use  by  it  prior  to  the  alleged  date  of  adoption  by  the  registrant ;  but 
the  testimony  taken  in  this  case  would  clearly  not  be  binding  upon  the 
registrant,  since  he  was  no  party  to  that  proceeding,  and  this  testi- 
mony would  merely  establish  appellant's  right  to  an  interference  with 
the  registrant. 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 


Ex   PAKTB    MOORHEAD. 

Decided  November  9,  1911. 

173  O.  G.,  1079. 

Application— Prosecution — Requirement  for  Division — Eleotion. 

Where  an  application  as  filed  disclosed  several  Inv^itlonB,  only  some  of 
which  were  claimed,  and  In  response  to  a  requirement  for  division  the 
claims  to  all  but  one  of  such  inventions  were  canceled,  Held  that  this 
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action  constituted  an  election  and  that  tliereafter  applicant  was  entitled 
to  prosecute  neither  claims  to  the  subject-matter  for  which  claims  had 
been  canceled  nor  claims  for  the  subject-matter  not  originally  claimed. 

On  Keferencb. 

PNEUlf  ATIO  CLEANSING  APPABATUS. 

Messrs.  Poole  <&  Brown  for  the  applicant 

MooRE,  Commissioner: 

This  case  has  been  referred  to  me  for  instructions. 

The  record  shows  that  the  case  as  originally  filed  contained  claims 
to  two  groups  of  inventions.  Division  was  required  by  the  Examiner 
of  the  division  to  which  the  case  was  then  assigned  for  examination, 
and  applicant  canceled  the  claims  which  were  examinable  in  that 
division.  The  case  was  thereupon  transferred.  The  Examiner  of 
the  division  to  which  it  was  so  transferred  required  division  between 
claim  9,  which  he  held  was  drawn  to  a  valve  not  necessarily  limited 
to  use  in  the  pumping  system  disclosed,  and  the  remaing  claims.  He 
rejected  certain  of  these  claims  in  view  of  references,  stated  that 
claim  3  would  probably  be  allowed,  and  cited  other  references 
as  showing  the  state  of  the  art.  A  substitute  specification  and 
claims  were  then  filed.  The  Examiner  held  that  these  claims  fell 
in  three  distinct  groups — first,  claims  relating  to  the  subject-matter 
examinable  in  his  division;  second,  claims  relating  to  a  system  of 
pumps  and  connections  therefor,  to  which  subject-matter  no  claims 
had  previously  been  presented,  and,  third,  claims  relating  to  the  sub- 
ject-matter the  claims  for  which  had  been  canceled  upon  the  first 
requirement  for  division.  He  required  that  this  latter  group  be 
canceled  under  the  ruling  in  ex  parte  Selle^  (C.  D.,  1904,  221;  110 
O.  G.,  1728.)  Applicant  thereupon  canceled  the  last  group  of  claims, 
and  division  was  again  required.  The  first  group  was  then  canceled, 
and  the  Examiner  of  Classification  held  that  the  second  group  i6 
examinable  in  the  division  to  which  it  is  now  assigned. 

It  is  well  settled  that  where  an  applicant,  upon  a  requirement  for 
division,  cancels  one  group  of  claims  he  cannot  thereafter  prosecute 
the  claims  for  that  subject-matter  in  that  application,  and  if  such 
claims  are  presented  the  Examiner  should  require  their  cancelation. 
{Ex  parte  Selle,  C.  D.,  1904,  221;  110  O.  G.,  1728;  ex  parte  Bullock, 
C.  D.,  1907,  93;  127  O.  G.,  1580;  ex  parte  CutUr,  92  MS.  Dec.,  99.) 

Applicant  is  no  more  entitled  to  prosecute,  after  a  requirement  for 
division,  claims  to  subject-matter  which  had  never  before  been 
claimed,  though  disclosed  in  the  application  and  the  amendment 
containing  such  claims,  accompanied  by  a  supplemental  oath,  than 
he  is  to  prosecute  claims  relating  to  the  same  subject-matter  as  the 
claims  which  had  been  canceled  under  the  requirement  for  division. 
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{Ex  parte  Christensen^  C.  D.,  1903,  266;  105  O.  G.,  1261;  ex  parte 
Maddvx,  C.  D.,  1903,  312;  106  O.  G.,  764.)  This  being  so,  the  Ex- 
aminer in  his  letter  of  May  20, 1911,  should  have  required  the  cancel- 
ation not  only  of  the  third  group  of  claims,  which  related  to  the  sub- 
ject-matter of  the  claims  originally  canceled  under  the  requirement 
for  division,  but  also  of  the  second  group,  which  related  to  matter  not 
before  prosecuted.  {Ex  parte  Bullock^  C.  D.,  1907,  93;  127  O.  G., 
1580.) 

It  is  therefore  directed  that  this  case  he  retained  in  the  division, 
to  which  it  was  first  transferred  and  that  the  Exa/rmner  require  the 
cancelation  of  the  claims  corresponding  to  the  second  group  set  out 
in  his  letter  of  May  20^  1911^  with  permission  to  the  applicant^  if  he 
so  desires^  to  reinstate  claims  corresponding  to  the  invention  covered 
by  the  first  group  of  claims  set  out  in  tha^  letter. 


Ex  PARTE  HODQE. 

Decided  November  15,  191L 

173  O.  G.,  1079. 

1.  Application — Prosecution — ^Amendment  Presented  After  Final  Rejection. 

After  a  final  rejection  an  applicant  is  not  witltled  to  further  prosecute 
the  case  before  the  Primary  Examiner  in  the  absence  of  any  showing  under 
Rule  68  why  the  proposed  claims  were  not  earlier  presented. 

2.  Same — Same— Amendment  Not  Entered  in  Part. 

It  is  the  well-settled  practice  of  the  Office  that  an  amendment  cannot  be 
entered  in  part,  since  for  the  Examiner  to  undertal^e  to  enter  an  amend- 
ment so  far  as  it  is  responsive  and  to  refuse  to  enter  the  remainder  thereof 
would  lead  to  endless  confusion. 

3.  Same — Same — Abandonment. 

An  amendment  directing  the  cancelation  of  finally-rejected  claims  and 
the  presentation  of  new  claims  in  lieu  thereof,  unaccompanied  by  a  show- 
ing under  Rule  68,  Held  not  responsive  prosecution,  and  where  no  other 
action  was  taken  within  the  year  following  the  final  rejection  Held  that  the 
application  is  abandoned. 

On  Petition. 

Messrs.  Hazard  <&  Strau^e  for  the  applicant. 

Moore,  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  holding  the 
above-entitled  application  abandoned  for  lack  of  sufficient  prosecu- 
tion. 

On  May  17,  1910,  the  Examiner  rejected  certain  claims  in  this 
application  and  stated  that  claims  4  and  5,  in  view  of  certain  state- 
ments contained  therein,  were  unwarranted  by  the  specification.    On 
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June  20, 1910,  applicant  filed  an  amendment  directing  certain  changes 
in  claims  4  and  5  and  the  cancelation  of  certain  of  the  claims.  He 
also  presented  an  argument  that  claim  2  was  allowable  over  the 
references.  On  July  12,  1910,  the  Examiner  stated  that  claim  2  had 
been  reconsidered  in  view  of  that  argument,  but  that  he  was  of  the 
opinion  that  the  rejection  was  proper,  and  therefore  made  it  final. 
He  also  stated  that  the  remaining  claims  were  allowable.  On  June 
19,  1911,  applicant  presented  an  amendment  consisting  of  directions 
to  "  rewrite  claim  2  as  follows,"  a  claim  numbered  2  being  presented. 
Applicant  also  stated  that  the  finally-rejected  claim  had  been  re- 
written in  view  of  a  probable  appeal  to  the  Examiners-in-Chief.  He 
stated,  further,  that  he  believed  the  claim  presented  was  allowable, 
but  that  if  the  Examiner  did  not  consider  it  so  the  claim  was  prefer- 
able to  that  which  had  been  rejected.  On  July  21,  1911,  the  Ex- 
aminer held  that  the  amendment  could  not  be  entered  and  that  the 
case  was  abandoned  for  lack  of  proper  prosecution.  After  some  cor- 
respondence the  present  petition  was  filed  on  September  5,  1911. 

The  Examiner  refused  to  enter  the  amendment  on  the  ground  that 
the  case  had  been  finally  acted  upon  and  that  under  Rule  68  amend- 
ments presenting  other  claims  could  be  entered  only  if  accompanied 
by  a  good  and  sufiicient  showing,  under  oath,  why  tiiey  had  not  been 
earlier  presented.  Applicant  argues  that  certain  of  the  claims  hav- 
ing been  allowed  he  was  entitled  to  present  other  claims. 

Applicant  is  mistaken  in  his  contention  that  he  was  entitled  to 
further  prosecution  of  the  case  after  final  rejection  in  the  absence  of 
any  showing  of  reasons  why  the  proposed  claims  were  not  earlier 
presented.     Rule  68  provides,  in  part,  that — 

After  such  action  upon  an  application  as  will  entitle  the  applicant  to  an 
appeal  to  the  Examiners-in-Chief  (Rule  134),  or  after  such  appeal  has  been 
taken,  amendments  canceling  claims  or  presenting  those  rejected  in  better  form 
for  consideration  on  appeal  may  be  admitted;  but  the  admission  of  such  an 
amendment  or  its  refusal,  and  any  proceedings  relative  thereto,  shall  not  operate 
to  relieve  the  application  from  its  condition  as  subject  to  appeal,  or  to  save  it 
from  abandonment  under  Rule  171.  If  amendments  touching  the  merits  of  the 
application  are  presented  after  the  case  Is  in  condition  for  appeal,  or  after 
appeal  has  been  taken,  they  may  be  admitted  upon  a  showing,  duly  verified,  of 
good  and  sufliclent  reasons  why  they  were  not  earlier  presented. 

Applicant  does  not  contend  that  the  final  rejection  of  claim  2  was 
premature.  In  fact,  he  could  not  make  such  a  contention,  for  the 
claim  was  not  amended  after  the  previous  rejection,  but  merely  an 
argument  was  filed  as  to  its  patentability,  with  a  request  for  recon- 
sideration. After  the  final  rejection  the  only  proper  responsive 
action  was  the  cancelation  of  the  claim,  so  that  the  case  might  go  to 
issue,  the  taking  of  an  appeal  from  the  rejection,  or,  if  the  applicant 
considered  that  the  rejection  was  premature,  the  taking  of  steps 
which  would  lead  to  the  setting  aside  of  the  final  rejection.    Appli- 
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cant  took  no  such  action  within  the  year,  but  presented  an  amend- 
ment the  entry  of  which  would  have  continued  the  prosecution  of  the 
case,  and  that  without  any  lowing  why  the  claim  had  not  been 
presented  before  the  final  rejection. 

The  direction  to  rewrite  the  finally-rejected  claim  might  be  said  to 
be  a  direction  to  cancel  it,  and  it  might  be  argued  that  so  far  the 
amendment  was  responsive;  but  the  amendment  must  be  considered 
as  a  whole,  and  so  considered  was  not  responsive,  since  it  sought 
further  prosecution  of  the  case.  It  is  the  well-settled  practice  of  the 
Office  that  an  amendment  cannot  be  entered  in  part,  since  for  the 
Examiner  to  undertake  to  enter  an  amendment  so  far  as  it  is  respon- 
sive and  to  refuse  to  enter  the  remainder  thereof  would  lead  to  endless 
confusion. 

The  case  is  believed  to  be  clearly  distinguishable  from  In  re  Selden^ 
{post,  306;  164  O.  G.,  741;  36  App.  D.  C,  428,)  in  which  the  Court 
held  that  a  case  could  not  be  regarded  as  abandoned  where  applicant 
had  presented  not  only  claims  in  accordance  with  the  permission  given 
by  the  Commissioner  on  appeal,  but  also  claims  in  addition  thereto. 
In  that  case,  however,  the  Examiner  did  not,  when  the  amendment 
was  presented,  refuse  to  enter  the  same  on  the  groimd  that  it  did  not 
comply  with  the  permission  given  by  the  Commissioner  in  reopening 
the  case,  nor  did  he  call  the  attention  of  the  Conmiissioner  to  the  case 
at  that  time.  The  claims  were  entered  and  considered,  and  it  was 
only  after  a  lapse  of  some  years  and  repeated  considerations  that  the 
attention  of  the  Commissioner  was  called  to  the  case. 

In  the  present  case  applicant  presented  an  amendment  containing 
a  new  claim  after  the  case  was  in  condition  for  appeal.  The  amend- 
ment did  not  comply  with  the  requirement  of  Rule  68,  and  that  rule 
expressly  provides  that  the  admission  of  such  an  amendment  or  a 
refusal  to  admit  it  will  not  save  the  application  from  abandonment. 
In  his  brief  applicant  says,  as  evidence  of  his  good  faith,  that  he  is 
prepared  to  take  the  appeal  if  the  Examiner  still  holds  the  claim  un- 
patentable. The  Examiner,  however,  holds  that  the  claim  is  for 
different  subject-matter  from  that  of  the  claim  finally  rejected,  and, 
furthermore,  if  the  claim  had  been  presented  merely  for  the  purpose 
of  putting  the  case  in  better  condition  for  appeal  no  appeal  was  filed 
within  the  year  nor  any  diowing  made  in  excuse  for  the  failure  to 
file  such  appeal. 

It  is  held  that  the  amendment  of  June  19, 1911,  was  not  such  as  the 
condition  of  the  case  required,  and  no  other  action  having  been  taken 
within  the  year  from  the  final  rejection  of  July  12,  1910,  the  applica- 
tion is  abandoned.  {Ex  parte  Raymond,  C.  D.,  1902,  170;  99  O.  G., 
1386;  ex  parte  Lay,  C.  D.,  1903,  501;  107  O.  G.,  2237.) 

The  petition  is  denied. 
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Ex  PARTE  HOGE. 

Decided  December  4,  191U 
178  O.  G.,  1081. 

1.  Application — Claim — Statement  of  Function  Thebein. 

It  is  well  settled  that  where  a  claim  distinctly  specifies  a  certain  struc- 
ture which  is  adapted  to  perform  a  particular  function  there  is  no  objec- 
tion to  setting  that  function  out  in  the  claim. 

2.  Same — Same — Function  Not  Supported  bt  Elements  Stated. 

It  is  also  well  settled  that  where  a  claim  does  not  include  sufficient 
mechanical  elements  to  effect  the  function  stated  it  should  be  rejected  on 
the  ground  that  it  does  not  comply  with  section  4888  of  the  Revised 
Statutes. 

On  Petition. 

altbrnatino-cubkent  belat* 
Mr.  H.  M.  Marble  for  the  applicant. 

MooRE,  Commisaioner: 

This  is  a  petition  from  the  requirement  of  the  Examiner  that  claim 
2  be  amended. 

The  claim  seems  to  attempt  to  cover  an  alternating-current  relay 
and  contains  a  "whereby"  clause.  The  Examiner  states  that  he 
regards  the  claim  as  being  for  a  relay  in  combination  with  a  circuit 
in  which  the  relay  is  included  and  that  all  the  elements  should  be 
positively  included,  and,  further,  that  the  claim  does  not  positively 
include  elements  sufficient  to  accomplish  the  function  recited  in  the 
"  whereby  "  clause. 

The  applicant  states  that  the  claim  is  for  a  relay  per  se  and  that 
the  "  whereby  "  clause  is  useful  in  that  it  explains  the  reason  for  the 
"  independent  circuit  connections  for  said  magnets." 

It  is  well  settled  that  where  a  claim  distinctly  specifies  a  certain 
structure  which  is  adapted  to  perform  a  particular  function  there  is 
no  objection  to  setting  it  out  in  the  claim.  {Ex  parte  Holder^  C.  D., 
1903,  442;  107  O.  G.,  833.)  It  is  also  well  settled  that  where  a  claim 
does  not  include  sufficient  mechanical  elements  to  effect  the  function 
stated  it  should  be  rejected  on  the  ground  that  it  does  not  comply 
with  the  requirement  of  section  4888  of  the  Revised  Statutes.  {Ex 
parte  Bitner,  C.  D.,  1909,  32;  140  O.  G.,  266.) 

In  the  present  case  the  "  whereby  "  clause  is  so  worded  that  it  is 
uncertain  whether  applicant  is  depending  for  the  patentability  of  the 
claim  upon  the  structure  of  the  relay  as  set  out  therein  or  upon  the 
characteristics  of  the  circuits  in  which  the  relay  is  to  be  placed.  To 
this  extent  the  claim  is  indefinite. 

While  the  Examiner  was  right  in  holding  that  if  the  claim  was  for 
a  combination  all  the  elements  thereof  must  be  positively  included, 
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he  should  have  also  rejected  the  claim  if  he  was  of  the  opinion  that 
the  relay  as  set  out  therein  was  old  or  that  the  structure  as  stated  was 
not  sufficient  to  support  the  "  whereby  "  clause,  since  applicant  was 
entitled  to  have  these  questions  reviewed  by  the  Examiners-in-Chief, 
if  he  so  desired. 
The  petition  is  demed. 


Ex  PARTE  HaGOBT. 

Decided  Umy  SI,  191L 

173  O.  G.,  1081. 

Application — New  Matteb. 

Where  an  application  was  abandoned  In  favor  of  a  later  application,  Eeld 

.    that  thereafter  matter  not  originally  shown  in  the  second  application  cannot 

be  entered  therein  by  amendment,  although  shown  la  the  prior  application. 

On  PBTmoN. 

PBESSUBE-BBGITLATOB. 

Mr.  A.  Miller  Belfeld  for  the  applicant. 

Billings,  Acting  Commissioner: 

This  is  a  petition  from  the  action  of  the  Primary  Examiner  refus- 
ing to  admit  an  amendment  to  the  specification  and  drawing. 

Applicant  had  an  earlier  case  in  the  Office  showing  an  invention 
similar  to  the  present  one,  which  has  been  formally  abandoned  in 
favor  of  this  one  since  the  latter  was  filed.  The  disclosure  in  the 
above-entitled  case  is  specifically  different  from  that  of  the  earlier 
case;  but  the  second  is  claimed  to  be  a  continuation  of  the  first  as  to 
all  common  subject-matter.    Each  contains  a  reference  to  the  other. 

Applicant  now  wishes  to  transfer  to  this  case  part  of  the  disclosure 
of  the  earlier  case. 

The  matter  which  it  is  desired  to  add  has  of  course  admittedly 
never  been  shown  in  this  case  and  is  therefore  matter  which  has  not 
been  pending  before  the  Office  in  any  application  of  the  petitioner 
since  the  abandonment  of  the  original  case.  A  gap  is  thus  created 
so  far  as  the  subject-matter  in  question  is  concerned,  so  that  if  admit- 
ted it  could  not  be  given  the  benefit  of  the  earlier  filing  date  as  a  date 
of  reduction  to  practice  under  the  ruling  in  Trufant  v.  Prindle  v. 
Brown,  (C.  D.,  1904,  282;  111  O.  G.,  1035.)  That  case  differed  from 
the  present  one  in  that  a  new  application  was  filed  copying  the  dis- 
closure of  an  earlier  application  after  the  latter  had  become  aban- 
doned ;  but  obviously  this  applicant  cannot,  by  injecting  new  matter 
into  his  case,  be  permitted  to  gain  an  advantage  which  he  could  not 
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secure  by  filing  a  new  case  at  the  time  of  filing  this  amendment 
properly  showing  the  subject-matter  in  question. 

Applicant's  original  case  is  therefore  nothing  more  than  evidence 
of  conception  of  the  invention  by  him  prior  to  the  filing  of  the  pres- 
ent case.  It  is  well  settled  that  new  matter  cannot  be  admitted  to  an 
application  merely  upon  evidence  that  the  applicant  conceived  it 
before  the  application  was  filed.  {Ex  parte  Burson,  C.  D.,  1892,  53 ; 
58  O.  G.,  1414;  Dow  v.  Converse,  C.  D.,  1903,  404;  106  O.  G.,  2291.) 
The  rules  permit  the  specification  and  drawing  in  an  application  to 
be  amended  only  to  conform  each  to  the  other  or  to  an  original  model, 
if  filed,  (Rule  70,)  and  the  proposed  amendment  is  clearly  new  matter 
in  the  present  instance. 

It  was  therefore  properly  refused  admission  by  the  Examiner, 

The  petition  is  denied. 


Ex  PAKTB  Weil  and  Grant^ 

Decided  December  5,  191JU 

178  O.  G.,  1081. 

Application — Joint  Cannot  be  Changed  to  Sole. 

A  Joint  application  cannot  be  changed  to  a  sole  application  in  the  name 
of  one  of  the  joint  applicants. 

On  Petttion. 

automatic   air-hose  COtTPLES. 

Messrs.  R.  S.  <&  A.B.  Lacey  for  the  applicants, 

Tennant,  Assistant  Commissioner: 

This  is  a  petition  that  an  amendment  be  admitted  substituting  a 
new  petition,  specification,  drawing,  and  oath  signed  by  William  A. 
Weil,  one  of  the  joint  inventors,  in  the  place  of  the  original  applica- 
tion, which  was  duly  signed  and  executed  by  William  A.  Weil  and 
John  W.  Grant  as  joint  inventors.  The  record  contains  an  affidavit 
by  Grant  that  the  execution  by  him  as  a  joint  inventor  with  William 
A.  Weil  was  due  to  a  misapprehension  of  facts;  that  he  is  not  a  joint 
inventor,  but  merely  a  financial  partner.  It  is  alleged  that  as  soon 
as  Grant  became  aware  that  it  was  not  proper  for  him  to  prosecute 
the  application  as  a  joint  inventor  he  instructed  his  attorney  to  take 
the  necessary  steps  to  correct  the  informality. 

It  is  urged  that  in  view  of  the  affidavit  filed  by  Grant  the  substi- 
tute papers  filed  in  behalf  of  Weil  should  be  accepted  and  the  joint 
application  changed  to  a  sole  application  of  William  A.  Weil.    It  is 
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contended  that  the  present  case  is  analogous  to  a  misjoinder  of  parties 
in  a  suit  before  the  courts  and  that  permission  should  be  given  to 
correct  the  same  in  accordance  with  the  true  state  of  facts. 

This  contention  is  believed  to  be  without  substantial  foundation. 
In  suits  of  equity  it  is  of  course  necessary  to  include  either  as  parties 
complainant  or  as  parties  defendant  all  parties  who  have  an  interest 
in  the  subject-matter  of  the  proceeding.  If  the  analogy  should  be 
applied  to  applications  for  patents,  it  would  require  the  joinder  of 
inventors  and  assignees  as  applicants.  Joint  applications,  however, 
differ  from  joint  complainants  or  defendants  in  a  suit  in  equity.  Two 
or  more  persons  who  jointly  make  an  invention  constitute  a  different 
entity  from  a  sole  inventor  who  makes  a  similar  invention.  As  stated 
in  the  case  of  Snyder  v.  Kanneberg^  (C.  D.,  1892,  71 ;  58  O.  G.,  1840) : 

It  appears  to  be  settled  by  the  weight  of  authority  that  where  a  patent  has 
issued  to  two  or  more  persons  as  joint  inf  enters,  and  an  application  is  subse- 
quently made  by  one  of  them  as  sole  inventor  for  a  patent  for  the  same  inren- 
Won,  an  interference  will  be  declared.  (See  Lovrien  v.  Batiister  et  ol.,  O.  D., 
1880,  155;  18  O.  G.,  2d&;  ew  parte  Crocker,  MS.  Appeal  Gases,  vol  4,  269; 
ew  parte  Barsaloux,  James,  and  Lyon,  O.  D.,  1878,  154;  16  O.  G.,  283;  16  Op. 
A.  G.,  116.) 

It  is  also  well  settled  that  an  invention  alleged  to  be  made  by  two  persons 
Jointly  is  one  thing  and  an  invention  by  one  of  those  persons  alone  is  another. 
The  inventions  in  such  a  case  are  to  be  considered  as  if  made  by  two  different 
persons,  the  two  joint  inventors  constituting  one  entity  on  the  one  hand  and 
one  of  them  alone  the  second  entity  on  the  other  had.  (See  Kohler  v.  Kohler 
and  Chamhera,  C.  D.,  1888,  19;  43  O.  G.,  247;  Mead  v.  Brown,  C.  D.,  1889,  173; 
48  O.  G.,  397;  ex  parte  MacLay,  C.  D.,  1889,  220;  49  O.  G.,  1043.) 

It  is  clear,  therefore,  that  in  disposing  of  the  present  case  Snyder  is  to  be 
considered  as  a  different  person  from  Snyder  and  Belding  jointly. 

Since  joint  inventors  constitute  a  different  entity  from  either  of 
them  alone,  the  filing  of  a  joint  application  cannot  be  considered  a 
constructive  reduction  to  practice  of  an  invention  made  by  either  of 
the  joint  inventors.  It  therefore  follows  that  even  if  Weil  was  the 
sole  inventor  of  the  application  disclosed  herein  he  is  not  entitled  to 
the  benefit  of  the  filing  date  of  this  joint  application  as  a  constructive 
reduction  to  practice  of  that  invention.  {HaskeU  v.  Miner  v.  Bdll^ 
C.  D.,  1904,  131;  109  O.  G.,  2170.)  On  the  other  hand,  the  applica- 
tion could  not  be  entered  as  a  complete  application  in  the  name  of 
Weil  as  of  the  date  when  the  new  petition,  specification,  drawing,  and 
oath  were  filed,  since  this  would  virtually  be  a  return  of  the  fee  filed 
with  the  joint  application,  and  no  such  mistake  in  the  payment  of 
that  fee  has  been  shown  as  would  justify  such  action.  {Ex  parte 
Harris,  C.  D.,  1905,  403;  118  O.  G^  1682,  and  ex  parte  Olsen.^  C.  D., 
1902,432;  101  O.  G.,  2079.) 

The  petition  is  denied. 


Digitized  by  VjOOQ IC 


DEOISIOFS 

OF  THE 

UNITED  STATES  COURTS 

nr 

PATENT  OASES, 

1911. 


[Supreme  Court  of  tbe  District  of  Coluinbla.1 

Bbock  V.  National  Electrical  Supply  Compant. 

Decided  July  20,  1911. 

166  O.  G.,  985. 

CJoPTBiGHTS — Matter  Subject  to  Comiowt — Lmht-Pbism. 

An  optica]  prism  device,  pressed  to  shape  in  plastic  glass,  for  modifying 
ligbt-rays  in  a  scientific  or  technical  character.  Held  not  of  the  class 
intended  to  be  covered  by  section  6,  subparagraph  (1)  of  the  Copyright 
Act  of  March  4,  1909,  providing  for  the  protection  of  **  drawings  or  plastic 
works  of  a  scientific  or  technical  character,"  the  word  "  scientific  "  referring 
to  the  use  for  which  the  article  is  designed  rather  than  to  the  manner  of 
its  production. 

Hearing  on  Demurrer  to  a  bill  in  equity  to  establish  the  right  of 
plaintiff  under  a  copyright,  for  an  injunction,  etc.  Demurrer  sus- 
tained. 

Mr.  F.  B.  Brock  for  the  complainant. 

Messrs.  Ralston^  Siddons  &  Richardson  for  the  defendant. 

Mr.  Justice  Stafford  delivered  the  opinion  of  the  court: 
The  bill  is  brought  to  establish  the  plaintiff's  right  under  a  copy- 
right and  for  an  injunction,  accounting,  etc.    The  subject  of  the 
alleged  copyright  is  to  adopt  the  language  of  the  bill, 

an  optical  prism  device,  pressed  to  shape  In  plastic  glass,  for  modifying  light- 
rays  in  a  scientific  or  technical  character. 
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The  question  is  whetiier  it  falls  within  any  of  the  provisions  of  the 
new  copyright  law,  enacted  March  4,  1909,  and  found  in  United 
States  Statutes,  at  L^rge,  volume  35,  part  1,  page  1075.  It  was  regis- 
tered under  section  5,  subparagraph  (1)  of  that  act,  and  it  is  under 
that  clause  that  the  plaintiff  conceives  it  to  be  entitled  to  protection. 
The  clause  reads,  "  Drawings  or  plastic  works  of  a  scientific  or  tech- 
nical character."  Two  objects  have  been  exhibited  to  the  court  as 
representatives  of  the  subject-matter  of  the  copyright.  One  is  a 
glass  globe  or  shade  adapted  for  use  in  connection  with  a  gas-jet  or 
electric  light ;  the  other  is  of  much  the  same  shape  save  that  it  has  a 
solid  glass  bottom  which  would  prevent  such  a  use,  but  which  would 
permit  of  its  use  as  a  receptacle,  or  ornamental  bowl.  The  objects 
are  formed  of  glass  when  in  a  plastic  condition  by  the  use  of  a  mold, 
and  so,  perhaps,  may  be  considered  in  a  liberal  sense,  "  plastic  works," 
although,  of  course,  fragile  and  brittle  in  their  completed  state.  It 
is  insisted  that  they  are  "  of  a  scientific  or  technical  character  "  be- 
cause they  are*  scientifically  or  technically  produced.  It  is  not 
claimed  that  they  are  intended  for,  or  adapted  to,  special  use  in  any 
science  or  in  any  branch  of  technic.  If  the  plaintiff  is  right  in  his 
interpretation  of  the  clause  in  question  any  plastic  work  the  produc- 
tion of  which  requires  the  application  of  scientific  knowledge  or  the 
exercise  of  technical  skill  falls  within  this  clause  and  may  be  copy- 
righted. On  the  other  hand,  if  the  clause  was  intended  to  embrace 
only  plastic  works  adapted  to  scientific  or  technical  use  the  class  of 
objects  falling  within  it  is  much  smaller.  Some  help  may,  perhaps, 
be  found  by  noting  the  alternative  class  of  objects  embraced  in  the 
same  clause,  viz.,  drawings.  "  Drawings  of  a  scientific  or  technical 
character,"  would  seem  to  refer  to  drawings  having  some  reference  to 
scientific  use,  or  use  in  a  science  or  technic,  rather  than  to  drawings 
requiring  knowledge  or  skill  for  their  production.  Is  not  the  phrase 
"  or  plastic  works,"  a  mere  enlargement  of  the  class  of  objects  in- 
tended to  be  covered  by  the  word  "drawings?  "  A  drawing  or  a 
plastic  work  adapted  to  use  for  purposes  of  instruction  or  illustration 
in  science  or  for  purposes  of  illustration,  or  perhaps  of  execution  and 
production,  in  technic,  might  well  fall  within  the  purpose  of  the  leg- 
islature when  it  would  not  have  thought  fit  to  include  every  conceiv- 
able work  formed  of  plastic  material  regardless  of  the  use  to  which 
it  might  be  put.  For  it  would  be  difiicult  to  think  of  any  plastic 
work  which  might  not  be  argued  to  require  some  measure  of  scientific 
loiowledge,  or  at  least  some  degree  of  technical  skill,  for  its  produc- 
tion. If  the  legislature  intended  to  embrace  this  extranely  large  class 
why  did  it  limit  the  clause  to  works  produced  in  plastic  matter! 
Why  did  it  not  include  all  objects  requiring  science  or  skill  for  their 
production,  if  the  fact  that  science  or  skill  was  required  for  their 
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production  was  the  fact  that  entitled  them  to  be  protected?  It 
seems  clear  to  the  court  that  it  was  the  use  to  be  made  of  the  drawings 
and  the  plastic  worics  rather  than  the  knowledge  or  skill  required 
for  their  production  that  was  referred  to  in  the  words  "  scientific  or 
technical."  Hence  it  is  believed  that  the  objects  exhibited  are  not 
of  the  class  intended  to  be  covered  by  the  clause  in  question,  and  con- 
sequently that  the  plaintiff's  bill  is  insufficient. 
The  denvurrer  wiU  he  sustained. 


[Supreme  Court  of  the  District  of  Columbla.1 

United  States,  ex  bel.  Lang,  v.  Moore,  Commissioner  of  Patents. 

Bedded  June  t,  191U 
168  O.  G.,  527. 

BfANDAlfTTS— WnX   NOT   LlE  TO   ReTIKW    JXTDIOIAL  AonOW   OF   COMMISSIONEB   OF 

Patents. 
Where  a  claim  was  finally  rejected  which  was  not  Identical  with  the 
claim  previously  presented,  but  which  the  Commissioner  decided  did  not 
differ  in  matters  of  substance  therefrom,  Held  that  In  so  doing  the  Com- 
missioner was  exercising  his  judgment  within  the  discretion  and  authority 
given  to  him  and  that  the  Supreme  Court  of  the  District  of  Columbia  can- 
not compel  him  to  reverse  such  Judgment,  if  erroneous,  by  issuing  a  writ 
of  mandamus. 

Mr.  W.  H.  C.  Clark  for  the  relator. 

Mr.  R.  F.  Whitehead  ior  the  Commissioner  of  Patents. 

Barnard,  /./ 

This  case  presents  a  question  as  to  the  proper  practice  in  the  Patent 
Office.  The  relator  asks  for  a  writ  of  mandamus  against  the  Commis- 
sioner of  Patents,  conmianding  him  to  order  the  Examiner  to  enter 
an  amendment  in  a  claim  made  October  16, 1909,  and  to  reexamine  a 
case  based  thereon;  and  for  further  relief. 

The  relator  states  that  he  is  an  inventor  of  a  certain  new  and  useful 
furnace,  and  that  on  November  23,  1908,  he  made  application  for 
Letters  Patent  on  said  invention,  stating  his  case  in  nine  separate 
claims. 

December  8, 1908,  the  Examiner  rejected  all  of  the  claims  therein, 
on  reference  to  certain  prior  patents. 

On  February  16,  1909,  the  relator  amended  his  application  by 
striking  out  all  of  the  nine  original  claims,  and  inserting  three  other 
claims  in  place  thereof.  On  March  6,  1909,  the  Examiner  rejected 
all  of  these  claims,  Nos.  1  and  2,  on  reference  to  the  patent  to  Hood 
or  to  Yates,  and  No.  3  on  reference  to  the  patent  to  Van  Stone. 
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April  3,  1909,  relator  again  amended  his  said  application  by  strik- 
ing out  all  of  the  three  claims  thereof,  and  inserting  one  new  claim. 
On  April  21,  1909,  the  Examiner  rejected  this  claim,  because  it 
failed  to  define  anything  patentable  over  the  patent  to  Hood,  before 
referred  to. 

On  July  13,  1909,  the  relator  again  amended  his  application  by 
striking  out  the  claim,  and  substituting  a  new  one.  On  August  5, 
1909,  the  Examiner  rejected  said  new  claim  on  reference  to  the 
patents  to  Hood,  Dickinson,  and  Yates,  and  gave  the  case  a  final 
rejection. 

On  October  16,  1909,  relator  filed  an  amendment  to  his  said  appli- 
cation, directing  the  insertion  therein  of  a  new  claim  and  striking 
out  the  claim  as  then  made.  On  November  20,  1909,  the  Examiner 
declined  to  enter  the  proposed  amendment  and  held  that  the  case  still 
stood  under  the  final  rejection  of  August  5,  1909.  December  10, 
1909,  relator  filed  an  argument  in  support  of  his  application.  Janu- 
ary 15,  1910,  the  Examiner,  after  a  reconsideration,  again  held  the 
final  rejection  of  August  5,  1909,  to  be  proper,  and  that  the  case  still 
stood  thereunder. 

March  16,  1910,  the  relator  petitioned  the  Commissioner  of  Patents 
to  direct  the  Examiner  to  proceed  with  the  examination  of  the  case 
and  to  enter  the  proposed  amendment  of  October  16, 1909.  On  March 
26,  1910,  the  Commissioner  denied  said  petition,  (C.  D.,  1910,  60; 
153  O.  G.,  1081,)  and  held  that  the  action  of  the  Examiner  was  final, 
and  clearly  within  the  decisions  of  the  Commissioner  in  ex  parte 
Miller,  (C.  D.,  1909,  23;  139  O.  G.,  730,)  ex  parte  Perry,  (C.  D., 
1909,  49;  140  O.  G.,  1001,)  ex  parte  Miller  (C.  D.,  1910,  15;  150 
O.  G.,  827.) 

The  relator  avers  that  the  law  allows  no  appeal  from  the  said 
action  of  the  Commissioner  denying  said  petition,  and  that  he  has  no 
other  appropriate  relief  except  by  way  of  mandamus. 

He  claims  that  the  final  rejection  of  August  5,  1909,  was  unwar- 
ranted in  law,  since  it  was  the  first  action  on  the  claim  presented 
by  the  amendment  of  July  13,  1909,  and  deprived  the  petitioner  of 
his  statutory  right  to  a  reexamination,  as  provided  by  section  4903, 
Revised  Statutes;  and'  further,  he  contends  that  it  prevented  fur- 
ther prosecution  of  his  application  without  placing  the  case  in  con- 
dition for  appeal,  under  section  4909,  Revised  Statutes;  and  that 
the  decision  of  the  Commissioner  was  unwarranted  in  law,  because 
in  contravention  of  the  Revised  Statutes  and  Rules  of  Practice,  par- 
ticularly Rule  69,  and  a  practice  that  was  not  formally  approved 
by  the  Secretary  of  the  Interior;  and  for  various  other  reasons 
stated  in  the  petition. 

The  answer  of  the  Commissioner  of  Patents  to  the  rule  to  show 
cause  admits  that  the  Examiner  did  reject  the  claim  presented  in 
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the  amendment  of  July  13,  1909,  on  August  5,  1909,  on  reference  to 
the  patents  to  Hood,  Dickinson,  and  Yates,  and  that  this  claim  in  the 
exact  words  in  which  it  appeared  in  this  amendment  had  never  be- 
fore been  presented ;  but  he  says  that  this  claim  was  substantially  the 
same  as  a  claim  presented  in  the  amendment  filed  April  3,  1909, 
which  had  been  rejected  on  April  21,  1909,  and  differed  therefrom 
merely  by  the  inclusion  of  a  limitation  which  was  contained  in  origi- 
nal claims  7,  8  and  9,  which  had  been  rejected  by  the  Examiner,  in 
view  of  the  patents  to  Dickinson  and  Yates,  and  which  had  been 
canceled  by  the  relator.  • 

The  respondent  denies  that  the  final  rejection  of  August  5,  1909, 
was  unwarranted  in  law,  or  that  it  deprived  relator  of  his  statutory 
right  of  a  reexamination  of  his  cause,  as  provided  for  in  section  4909 
of  the  Revised  Statutes,  for  the  reason  that  the  claim  presented  by 
the  amendment  of  July  13,  1909,  which  was  finally  rejected  August 
6,  1909,  was  substantially  the  same  as  that  presented  by  the  relator 
April  3,  1909,  which  was  rejected  April  21,  1909.  That  an  appeal 
could  have  been  taken  under  section  4909  within  one  year  from  the 
date  of  said  final  rejection.  Section  4909  provides  that  every  appli- 
cant for  a  patent,  any  of  the  claims  of  which  have  been  twice 
rejected,  may  appeal  from  the  decision  of  the  Primary  Examiner  to 
the  Board  of  Examiners-in-Chief,  and  Rule  133  of  the  Rules  of 
Practice  in  the  United  States  Patent  Office  follows  the  language 
of  that  section;  and  Rule  134  provides,  as  a  prerequisite  to  an  ap- 
peal, that  there  must  have  been  two  rejections  of  the  claim  as  origi- 
nally filed,  or  if  amended  in  matters  of  substance,  of  the  amended 
claims;  and  the  respondent  avers  that  it  was  not  contemplated  that 
a  claim  should  be  twice  presented  in  literally  the  same  form  before  it 
could  be  finally  rejected,  and  the  claim  placed  in  condition  for  appeal. 
That  the  claim  presented  in  the  amendment  of  July  13,  1909,  and 
which  was  finally  rejected  August  5,  1909,  did  not  differ  in  matters 
of  substance  from  that  presented  April  3,  1909,  and  rejected  April 
21,  1909,  since  the  differe«ice  consisted  merely  in  certain  verbal 
changes,  and  in  stating  that  the  radiator  was  "spaced  from"  the 
hood.  That  this  feature  was  shown  in  the  patents  already  of  record, 
and  which  were  referred  to  in  the  Office  letter  of  August  5,  1909,  and 
was  also  included  in  the  original  claims  7,  8  and  9,  which  were  can- 
celed by  relator,  after  they  were  rejected  on  these  same  patents. 

The  respondent  also  avers  that  his  action  in  deciding  that  the  claim 
presented  July  13, 1909,  was  substantially  the  same  as  that  presented 
April  3,  1909,  and  that  the  final  rejection  of  the  former  claim  was 
proper,  was  in  the  exercise  of  his  discretion,  as  authorized  by  law. 

He  further  states  that  the  application  of  said  Frank  S.  Lang 
referred  to  in  the  petition  is  abandoned  under  the  provisions  of 
section  4894,  Revised  Statutes,  and  the  Rules  of  Practice,  said  section 
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providing  that  all  applications  for  patents  shall  be  completed  and 
prepared  for  examination  within  one  year  after  the  filing  of  the 
application,  and  in  default  thereof,  or  upon  failure  of  the  applicant 
to  prosecute  the  same  within  one  year  after  any  action  therein,  of 
which  notice  shall  have  been  given  to  the  applicant,  they  shall  be 
regarded  as  abandoned  by  the  parties,  unless  it  be  shown  that  such 
delay  was  unavoidable. 

The  relator  filed  a  motion  for  a  peremptory  writ  of  mandamus, 
notwithstanding  the  said  answer;  and  the  cause  has  been  heard  on 
that  motion. 

Section  4903,  Bevised  Statutes,  which  the  relator  claims  entitles 
him  to  have  the  relief  prayed  for  herein,  provides  that  whenever  on 
examination  any  claim  of  a  patent  is  rejected,  the  Commissioner  shall 
notify  the  applicant,  and  give  him  briefly  the  reasons  for  such  rejec- 
tion, together  with  such  information  and  references  as  may  be  useful 
in  judging  of  the  propriety  of  renewing  his  application,  or  of  altering 
his  specification ;  and  if  after  receiving  such  notice,  the  applicant  per- 
sists in  his  claim,  with  or  without  altering  his  specification,  that  the 
Commissioner  shall  order  a  reexamination  of  the  case. 

Section  4909,  Eevised  Statutes,  provides  for  appeals  from  Primary 
Examiners  to  Examiners-in-Chief  where  any  of  the  claims  of  the 
applicant  have  been  twice  rejected. 

Kule  68  of  the  Kules  of  Practice  in  the  United  States  Patent  Office 
provides  that  the  applicant  has  a  right  to  amend  before  or  after  the 
first  rejection,  and  that  he  may  amend  as  often  as  the  Examiner  pre- 
sents new  references  or  reasons  for  rejection.  That  in  so  amending 
the  applicant  must  clearly  point  out  all  the  patentable  novelty  which 
he  thinks  the  case  presents  in  view  of  the  state  of  the  art  disclosed  by 
the  references  cited  or  the  objections  made  and  must  also  show  how 
the  amendments  avoid  such  references  or  objections. 

The  claim  of  the  respondent  herein  is,  that  the  amendment  pre- 
sented July  13,  1909,  was  substantially  the  same  as  that  presented  on 
April  3,  1909,  and  that  it  was  properly  rejected,  finally  by  the  action 
of  August  5,  1909,  under  said  section  4909  of  the  Revised  Statutes; 
and  that  an  appeal  could  have  been  taken  under  said  section  within 
one  year  from  August  6, 1909,  under  Rules  133  and  134. 

Rule  133  is  based  on  said  section  4909,  and  provides  the  method  for 
taking  appeals  to  the  Examiners-in-Chief;  and  Rule  134  provides 
(hat  there  must  have  been  two  rejections  of  the  claims  as  originally 
filed,  or  if  amended  in  matter  of  substance,  two  rejections  of  the 
amended  claims,  before  the  case  can  be  appealed  to  the  Examiners-in- 
Chief. 

Section  4894,  Revised  Statutes,  provides  that  all  applications  for 
patents  shall  be  completed  and  prepared  for  examination  within  one 
year  after  filing;  and  in  default  thereof,  they  shall  be  regarded  as 
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abandoned  by  the  parties  unless  it  be  shown  to  the  satisfaction  of  the 
Commissioner  of  Patents  that  delay  was  unavoidable. 

The  respondent  claims  that  the  relator's  application  became  aban- 
doned under  this  section,  and  under  the  Rules  of  Practice. 

Rule  31  provides  that  the  application  must  be  completed  and  pre- 
pared for  examination  within  one  year  after  the  filing  of  the  petition. 

Rule  77  provides  that  if  the  applicant  neglect  to  prosecute  his  appli- 
cation for  one  year  after  the  date  when  the  last  official  notice  of  any 
action  by  the  Office  was  mailed  to  him,  ihe  application  will  be  held 
to  be  abandoned  as  set  forth  in  Rule  171 ;  and  Rule  171  provides  that 
an  abandoned  application  is  one  which  has  not  been  completed  and 
prepared  for  examination  within  one  year  after  the  filing  of  the 
petition,  or  which  the  applicant  has  failed  to  prosecute  within  one 
year  after  any  action  therein,  of  which  notice  has  been  duly  given, 
as  provided  in  Rules  31  and  77,  or  which  the  applicant  has  ex- 
pressly abandoned,  by  filing  in  the  Office  a  written  declaration  of 
abandonment. 

Said  rule  also  provides  that  the  admission  of  an  amendment  not 
responsive  to  the  last  final  action,  or  the  refusal  to  admit  the  same, 
and  any  proceedings  relative  thereto,  shaU  not  operate  to  save  the 
application  from  abandonment  under  said  section  4894. 

Under  Rule  68  it  is  provided  that  after  such  action  upon  the  appli- 
cation as  will  entitle  the  applicant  to  an  appeal  to  the  Examiners-in- 
Chief  (Rule  134)  or  after  such  appeal  has  been  taken,  amendments 
canceling  claims,  or  presenting  those  rejected  in  better  form  for  con- 
sideration on  appeal,  may  be  admitted,  but  the  admission  of  such  an 
amendment,  or  its  refusal,  and  any  proceedings  relative  thereto,  shall 
not  operate  to  relieve  the  application  from  its  condition  as  subject  to 
appeal,  or  to  save  it  frtwn  abandonment  under  Rule  171. 

In  ex  parte  Wagner  (C.  D.,  1905,  406;  118  O.  G.,  1684)  the  Com- 
missioner held  that  the  case  was  abandoned  where  a  year  had  expired 
after  final  rejection,  and  no  appeal  had  been  taken,  notwithstanding 
the  petitioner  had  within  the  year  filed  a  petition  to  have  an  amend- 
ment considered. 

It  is  urged  by  the  respondent  that  the  relator's  application  was 
finally  rejected  on  August  5,  1909,  and  that  the  petition  herein  for  a 
writ  of  mandamus  was  not  filed  until  December  13,  1910;  and  that 
no  acticm  had  been  taken  meantime  in  the  Patent  Office,  or  otherwise, 
to  prevent  the  abandonment  under  the  statute  and' rules;  and  that 
therefore  it  is  now  too  late  to  ask  for  the  writ  of  mandamus,  to  aid 
in  a  case  that  is  no  longer  open  to  further  consideration. 

It  would  seem  proper  that  the  Commissioner  of  Patents  rather  than 
the  court  should  be  the  one  to  pass  judgment  upon  the  similarity  of 
claims  presented  and  acted  upon,  or  of  amendments  offered  which 
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are  similar  to  those  previously  acted  upon,  and  which  will  require 
technical  knowledge  and  examination  by  an  expert  to  ascertain 
whether  or  not  the  amendments  offered  differ  in  substance  from  Uiose 
previously  passed  upon. 

I  have  carefully  read  the  two  claims  which  were  presented  on  April 
3,  1909,  and  July  13,  1909,  and  I  am  unable  to  determine  that  there 
is  any  substantial  difference  in  the  wording  of  the  two  claims.  The 
claim  of  July  13,  1909,  contains  a  few  more  words,  but  undertakes 
to  describe  the  invention  substantially  as  did  the  prior  claim.  The 
most  noticeable  difference  seems  to  be  in  the  using  of  the  words 
"  bridging  the  space  between  the  hood  and  the  radiator  "  instead  of 
the  words  "connecting  the  interior  of  the  hood  with  the  interior  of 
the  said  radiator,"  as  used  in  the  prior  claim.  There  is  no  material 
difference  to  me  in  the  meaning  of  these  two  expressions. 

There  may  be  a  difference,  however,  such  as  ought  to  require  the 
Commissioner  to  treat  the  latter  claim  as  one  amending  in  matters 
of  substance  ithe  former  claim ;  but  in  deciding  this,  the  Patent  Office 
oflBcials  are  given  discretion  and  authority  to  exercise  their  judgment 
and  this  court  cannot  compel  them  to  reverse  such  judgment,  if 
erroneous,  by  issuing  a  writ  of  mandamus,  for  the  court  has  no  ap- 
pellate jurisdiction  to  correct  any  errors  that  they  may  make. 

The  applicant  has  the  right  of  appeal  from  one  oflBcer  to  another, 
and  finally  to  the  court  of  appeals,  in  all  final  actions  taken  by  the 
Office,  and  if  he  has  been  denied  that  right  by  the  erroneous  judgment 
of  the  Office,  he  has  his  remedy  by  appeal. 

Respondent  contends  that  the  relator  here  may  have  a  remedy,  if 
he  is  entitled  to  a  patent,  under  section  4915,  Revised  Statutes,  which 
section  provides  that  whenever  a  patent  is  refused  by  the  CcMnmis- 
sioner  of  Patents,  or  by  the  court^  on  appeal  from  the  Commissioner, 
applicant  may  have  a  remedy  by  bill  in  equity,  and  having  this 
remedy,  that  this  court  cannot  properly  issue  the  writ  of  mandamus, 
because  such  writ  is  only  issued  where  no  other  remedy  exists. 

On  considering  the  whole  case,  the  right  of  the  relator  to  the 
relief  asked  for  by  him  is  so  doubtful  that  the  court  must  hesitate 
to  interfere  by  a  writ  of  mandamus.  The  various  claims  presented 
by  the  applicant  seem  to  have  been  directly  passed  upon  by  the 
Examiner,  and  rejected,  from  time  to  time,  until  the  amendment  now 
asked  to  be  entered  may  fairly  be  considered  as  an  amendment  that 
does  not  amend  in  any  matter  of  substance. 

The  motion  for  the  peremptory  writ  wUl  therefore  he  overruled  and 
the  petition  dismissed. 
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[U.  S.  Circuit  Court— District  of  New  Jersey.] 

Westinghouse  Electric  &  Mro.  Co.  et  al.  v.  Ohio  Brass  Co. 

Decided  February  10,  191JU 

169  O.  G.,  204. 

1.  Suit  to. Obtain  Patent — ^Laches. 

The  remedy  by  bill  In  equity  to  obtain  a  patent  which  has  been  refused 
by  the  Patent  Office  given  by  Revised  Statutes,  section  4915,  (U.  S.  Comp. 
St.,  1901,  p.  3392,)  Is  a  part  of  the  application  for  the  patent  and  Is  gov- 
erned by  the  rule  as  to  laches  declared  by  Revised  Statutes,  section  4894, 
(U.  S.  Comp.  St,  1901,  p.  3384»)  which  provides  that  the  failure  of  an 
applicant  to  prosecute  his  application  within  one  year  after  any  action 
therein  shall  be  regarded  as  an  abandonment,  unless  it  be  shown  that  the 
delay  was  unavoidable. 

2.  Same — Same — Unavoidable  Delay. 

An  allegation  in  a  bill  to  obtain  the  issuance  of  a  patent  under  Revised 
Statutes,  section  4915,  (U.  S.  ComQ.  St,  1901,  p.  3392,)  filed  more  than 
a  year  after  the  application  was  refused  by  the  decision  of  the  Court  of 
Appeals  of  the  District  of  Columbia  in  Interference  proceedings,  that  com- 
plainants brought  suit  within  the  year  against  the  successful  applicant, 
to  whom  the  patent  was  granted,  and  learned  for  the  first  time  after  such 
suit  had  been  pending  for  several  months  that  the  defendant  had  assigned 
the  patent  whereupon  that  suit  was  dismissed  and  the  present  one  was 
brought  against  the  assignee,  does  not  show  that  the  delay  was  "  unavoid- 
able" within  the  meaning  of  Revised  Statutes,  section  4894,  (U.  S.  Comp. 
St,  1901,  p.  3384,)  there  being  no  allegation  that  the  assignment  was  not 
recorded  nor  that  complainants  had  no  means  of  ascertaining  the  fact  of  the 
assignment. 

Mr.  Wesley  G.  Carr  for  the  complainants. 

Messrs.  Brown  <&  Hopkins  for  the  defendant. 
REIiLSTAB,  Z>w. /.; 

The  bill  was  filed  on  December  13,  1909,  and  is  based  on  section 
4915  of  the  Revised  Statutes  of  the  United  States  (U.  S.  Comp.  St, 
1901,  p.  3392).  Its  purpose  is  to  determine  the  right  to  a  patent  and 
to  obtain  the  issuance  thereof  to  the  complainant  Westinghouse  Elec- 
tric &  Manufacturing  Company. 

The  bill  sets  forth  so  far  as  is  necessary  to  an  understanding  of 
the  questions  raised  on  this  demurrer,  that  on  or  about  the  8th  day 
of  May,  1906,  the  Commissioner  of  Patents  declared  an  interference 
between  the  application  of  the  complainants  Davis  and  Vamey  for 
Letters  Patent  for  improvements  relating  to  supporting  structures 
for  trolley-conductors  and  the  application  of  one  George  A.  Mead, 
the  defendant's  assignor,  for  Letters  Patent  for  the  same  invention, 
which  applications  were  then  pending  in  the  Patent  Office ;  that  said 
interference  was  decided  by  the  Examiner  of  Interferences,  the  Ex- 
aminers-in-Chief,  and  the  Commissioner  of  Patents  in  favor  of  said 
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Davis  and  Vamey;  that  upon  appeal  the  Court  of  Appeals  of  the 
District  of  Columbia  decided  adversely  to  said  complainants,  and 
adjudged  the  said  Mead  to  be  entitled  to  said  Letters  Patent;  that 
said  Davis  and  Vamey,  prior  to  the  making  of  their  said  applica- 
tion, had  assigned  their  said  invention  and  all  their  right,  title,  and 
interest  therein  to  the  said  Westinghouse  Electric  &  Manufacturing 
Company,  and  that  the  said  Mead,  on  or  about  the  3d  day  of  Novem- 
ber, 1908,  assigned  to  the  defendant  all  las  right,  title,  and  interest 
in  and  to  his  said  invention  and  the  Letters  Patent  granted  him 
therefor;  that  complainants,  by  reason  of  such  adverse  decision,  have 
no  remedy  in  connection  with  the  prosecution  of  their  claims  for 
said  invention,  except  that  provided  by  the  said  section  4915. 

On  the  hearing  of  a  demurrer  alleging,  inter  cHia^  that  no  satis- 
factory cause  to  comply  with  the  requirements  of  section  4894,  Re- 
sived  Statutes  (U.  S.  Comp.  St.,  1901,  p.  3384,)  was  stated  for  the 
delay  in  bringing  suit,  the  complainants,  upon  leave  given,  amended 
their  bill  by  adding  that  complainants,  believing  the  said  Mead  to 
be  the  sole  and  exclusive  owner  of  said  Letters  Patent,  did  on  or 
about  the  16th  day  of  February,  1909,  file  a  bill  against  him  in  the 
United  States  Circuit  Court  for  the  Western  Division  of  the  North- 
ern District  of  Ohio,  under  the  provisions  of  said  section  4915,  pray- 
ing the  issite  of  Letters  Patent  to  the  Westinghouse  Electric  &  Manu- 
facturing Company,  upon  said  application  of  Davis  and  Varney; 
that  the  time  for  the  filing  of  defendant's  pleading  was  thrice  ex- 
tended upon  Mead's  request ;  that  by  the  defendant's  answer,  filed  on 
or  about  the  12th  day  of  July,  1909,  complainants  were  advised  for 
the  first  time  that  the  Letters  Patent  for  the  invention  in  controversy, 
subsequent  to  the  issue  thereof,  had  been  assigned  to  the  Ohio  Brass 
Company,  defendant  in  the  present  suit;  that  upon  the  11th  day  of 
September,  1909,  complainants  moved  for  leave  to  amend  their  bill 
of  complaint  to  include  the  said  Ohio  Brass  Company  as  party  de- 
fendant; that  such  motion  was  denied  on  the  6th  day  of  October, 
1909;  and  that  on  the  l>th  day  of  January,  1910,  the  said  suit  was 
dismissed.  Their  prayer  is  that  the  said  Davis  and  Varney  may  be 
adjudged  to  be  the  first  and  true  inventors  of  said  invention,  and 
that  a  decree  may  be  entered  whereby  the  said  Westinghouse  Electric 
ft  Manufacturing  Company  may  be  enabled  to  obtain  the  issuance 
of  Letters  Patent  upon  said  invention. 

Sections  4894  and  4916,  Revised  Statutes,  are  as  follows: 

4894.  All  applications  for  patents  shall  be  completed  and  prepared  for  ex- 
amination within  one  year  after  the  filing  of  the  application,  and  in  default 
thereof,  or  upon  failure  of  the  applicant  to  prosecute  the  same  within  one 
year  after  any  action  therein,  of  which  notice  shall  have  been  given  to  the 
applicant,  they  shall  be  regarded  as  abandoned  by  the  parties  thereto,  unless 
it  be  shown  to  the  satisfaction  of  the  Commissioner  of  Patents  that  such  delay 
was  unavoidable. 
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4915.  Whenever  a  patent  on  application  is  refused,  either  by  the  Commis- 
sioner of  Patents  or  by  the  Supreme  Court  of  the  District  of  Columbia  upon 
appeal  from  the  Commissioner,  the  applicant  may  have  remedy  by  bill  in 
equity;  and  the  court  having  cognizance  thereof,  on  notice  to  adverse  parties 
and  other  due  proceedings  had,  may  adjudge  that  such  applicant  is  entitled, 
according  to  law,  to  receive  a  patent  for  his  invention,  as  q;>ecifled  in  his 
claim,  or  for  any  part  thereof,  as  the  facts  in  the  case  may  appear.  And  such 
adjudication,  if  it  be  in  favor  of  the  right  of  the  applicant,  shall  authorize  the 
Commissioner  to  issue  such  patent  on  the  applicant  filing  in  the  Patent  Office  a 
copy  of  the  adjudication,  and  otherwise  complying  with  the  requirements  of 
law.  In  all  cases,  where  there  is  no  opposing  party,  a  copy  of  the  bill  shall 
be  served  on  the  Commissioner;  and  all  the  expenses  of  the  proceedings  shall 
be  paid  by  the  applicant,  whether  the  final  decision  is  in  his  favor  or  not 

(1)  The  demurrer  must  be  sustained  on  the  third  ground  assigned, 
which  reads  as  follows: 

That  the  said  complainants  have,  in  and  by  their  said  amended  bill  of  com- 
plaint, made  and  stated  such  a  case  as  would  bar  a  court  of  equity  from  grant- 
ing any  relief  under  section  4894,  Revised  Statutes,  as  am^ided  by  act  approved 
March  3,  1897. 

The  failure  of  the  complainants  to  institute  the  present  proceedings 
within  one  year  after  the  last  oflBcial  action,  on  their  application  for 
Letters  Patent,  viz.,  the  adverse  decision  of  the  Court  of  Appeals 
of  the  District  of  Columbia,  is  a  bar  to  such  proceedings.  The  bill, 
as  amended,  does  not  state  the  time  of  such  adverse  decision ;  but  it 
alleges  that  Mead  assigned  his  said  Letters  Patent  to  the  defendant  on 
about  November  3, 1908,  and  as  the  bill  in  this  case  was  not  £Qed  until 
December  13, 1909,  and  the  remedy  by  bill  in  equity  given  by  section 
4915  is  a  part  of  the  application  for  the  patent,  and  is  governed  by 
the  rule  as  to  laches  declared  by  section  4894,  {Gandy  v.  Marble^  C.  D., 
1887,  413;  39  O.  G.,  1423;  122  U.  S.,  432;  7  Sup.  Ct.,  1290;  30  L.  Ed., 
1223,)  the  complainants  are  barred  from  maintaining  their  bill,  un- 
less tb«  delay  in  filing  it  was  unavoidable. 

The  right  to  retry  the  merits  of  an  application  for  a  patent,  by  biU 
in  equity,  after  the  tribunals  in  the  Patent  Office  and  the  coMrt  of 
appeals  have  passed  upon  the  original  application,  is  purely  statutory, 
and  is  subject  to  such  restriction  as  Congress  may  prescribe.  There 
is  a  time  when  the  successful  litigant  is  entitled  to  the  full  fruits  of 
his  victory  In  controversies  over  alleged  invention,  Congress  has 
declared  that  a  failure  to  prosecute  an  application  for  a  patent  within 
one  year  after  action  thereon  constitutes  an  abandonment  of  such 
application,  unless  the  delay  was  unavoidable. 

(2)  The  delay  was  not  unavoidable.  The  excuse  pleaded  is  that 
complainants  were  not  aware  that  the  defendant  was  the  owner  of 
the  Letters  Patent  until  the  year  had  expired.  But  such  lack  of 
knowledge  was  not  unavoidable.  "  Unavoidable,"  as  defined  by  the 
lexicographers,  means  inevitable;  a  condition  of  affairs  impossible 
to  avert    Perhaps  the  word  as  here  used  is  not  to  be  given  such  a 
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strict  meaning;  but  certainly  it  was  intended  to  penalize  a  year's 
delay  due  simply  to  negligence.  The  legislative  purpose  was  to  spur 
the  litigants  to  activity.  To  delay  without  cause,  or,  when  the  cause 
is  completely  within  the  control  of  the  party  charged  with  the  duty 
to  act,  the  failure  to  so  act,  is  neglect,  and  negligence  is  antithetical 
to  unavoidableness.  Ample  provision  is  made  in  the  Patent  Office 
for  the  recording  of  assignments  of  patents.  While  such  recording 
is  not  positively  enjoined,  section  4898,  Revised  Statutes,  (U.  S.  Comp. 
St.,  1901,  p.  3387,)  declares  that  such  assignment  shall  be  void  as 
against  any  subsequent  purchaser  or  mortgagee  for  a  valuable  con- 
sideration, without  notice,  unless  it  is  recorded  in  the  Patent  Office 
within  three  months  from  the  date  thereof. 

The  bill  does  not  allege  that  the  assignment  to  the  defendant  was 
not  recorded,  or  that  the  complainants  had  no  means  of  ascertaining 
whether  such  patent  was  assigned.  As  the  burden  is  upon  the  com- 
plainants to  show  that  the  delay  in  instituting  the  present  proceed- 
ings was  unavoidable,  in  the  absence  of  proper  contrary  averments, 
it  is  to  be  presumed  that,  if  they  had  made  the  proper  inquiries,  the 
fact  of  assignment  would  have  been  made  known  to  them.  Their  lack 
of  knowledge,  therefore,  is  not  due  to  conditions  over  which  they  had 
no  c6ntrol,  but  to  their  negligence  in  not  seeking  knowledge  of  the 
exact  condition  of  the  title.  Not  having  sought  information,  their 
negligence  in  this  respect  is  as  culpable  as  if  they  had  knowledge 
and  disregarded  it.  In  Lay  v.  Indianapolis  Brush  <&  Broom  Mfg. 
Co.^  (120  Fed.  Rep.,  831 ;  57  C.  C.  A.,  313)  in  answer  to  the  insistence 
of  counsel  that  an  attorney's  negligence  would  constitute  unavoidable 
delay,  the  Court  said : 

The  other  assumption  is  that,  if  the  complainants  failed  in  their  application 
through  the  negligence  of  their  attorney,  the  delay  would  be  unavoidable, 
which  is  wholly  unwarranted  in  the  law.  It  is  of  the  very  nature  of  negligence 
that  it  should  not  be  unavoidable;  otherwise,  it  would  not  be  actionable.  The 
negligence  of  the  attorney  would  be  the  negligence  of  the  principal.  The  pur- 
pose of  the  statute  was  to  put  an  end  to  such  pleas,  and  there  would  be  no  limit 
to  a  renewal  of  these  applications,  if  every  application,  however  remote,  could 
be  considered  under  the  plea  of  negligence  of  attorneys,  by  whom  their  business 
is  generally  conducted. 

In  that  case,  the  attorney's  negligence  was  imputed  to  the  principal. 
In  this  case,  it  is  not  even  asserted  that  the  failure  to  know  of  the 
assignment  was  due  to  the  negligence  of  some  person  other  than  the 
complainants. 

(3)  Failure  to  prosecute  within  the  year  because  of  clerical  error 
in  noting  the  dates,  mistaking  the  remedy  to  obtain  a  new  hearing, 
sickness  for  only  a  part  of  the  limited  period,  mislaying  the  papers, 
as  well  as  neglect  of  the  attorney  to  prosecute,  contrary  to  desire  of 
applicant,  have  be-en  held  by  the  Patent  Office  tribunals  as  not  un- 
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avoidable.  {Ex  parte  Warren,  C.  D.,  1901,  137;  96  O.  G.,  2410;  ex 
parte  Collins,  C.  D.,  1901,  181;  97  O.  G.,  1372;  ex  parte  Bohleche, 
C.  D.,  1901,  239;  97  O.  G.,  2743;  ex  parte.  Fritts,  C.  D.,  1902,  383; 
101  O.  G.,  1131;  ex  parte  Beecher,  C.  D.,  1902,  384;  101  O.  G.,  1132; 
ex  parte  McElroy,  C.  D.,  1902,  467;  101  O.  G.,  2823;  ex  parte  MiUer, 
G.  D.,  1903,  282;  105  O.  G.,  2057;  ex  parte  Marconi,  C.  D.,  1904,  31; 
108  O.  G.,  796;  ex  parte  Clausen,  C.  D.,  1905,  367;  118  O.  G.,  838; 
ex  parte  Block,  C.  D.,  1905,  493;  119  O.  G.,  963;  ex  parte  Bess,  C.  D., 
1907,  58;  126  0.  G.,  3041.) 

A  like  meaning  as  herein  attributed  is  given  to  the  same  word 
found  in  section  14  (a)  of  the  Bankruptcy  Act  (act  July  1,  1898,  c. 
541 ;  30  Stat,  550;  U.  S.  Comp.  St.,  1901,  p.  3427),  relating  to  the  dis- 
charge of  bankrupts.  In  this  subdivision  it  is  provided  that  the  ap- 
plication for  a  discharge  must  be  filed  within  twelve  months  next 
subsequent  to  the  adjudication,  unless  it  is  made  to  appear  that  he 
was  unavoidably  prevented  from  filing  it  within  such  time.  {In  re 
Lewin,  135  Fed.  Rep.,  252;  14  Am.  Bankr.  Rep.,  358;  in  re  Harris 
and  Algor,  117  Fed.  Rep.,  575;  15  Am.  Bankr.  Rep.,  705;  in  re  Glick- 
man  &  Pisnoff,  164  Fed.  Rep.,  209 ;  21  Am.  Bankr.  Rep.,  171.) 

Nor  did  the  institution  of  proceedings  within  the  year  in  the 
United  States  Circuit  Court  for  the  Western  Division  of  the  Northern 
District  of  Ohio  satisfy  the  requirement  of  section  4894.  That  re- 
quirement is  to  prosecute  the  application,  and  that  presupposes  that 
action  be  taken  in  the  right  tribunal  and  against  the  right  party. 
In  Hayes-Young  Tie  Plate  Co.  v.  St,  Louis  Transit  Co.  (137  Fed. 
Rep.,  80 ;  70  C.  C.  A.,  1)  it  was  said  that— 

abandonment  of  an  application  destroys  the  continuity  of  the  solicitation  of  the 
patent  After  abandonment*  a  subsequent  application  institutes  a  new  and 
Independent  proceeding. 

The  action  in  the  Ohio  circuit  having  been  dismissed  because  the 
necessary  party  to  defend  was  not  brought  into  court,  it  is  as  if  it  had 
never  been  instituted,  so  far  as  the  present  action  is  concerned. 

The  demurrer  is  sustained,  and  the  biU  dismissed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Rosbliu's. 

Decided  December  5,  1910, 

162  O.  G.,  272;  36  App.  D.  C,  130. 

Patentability— Decaffeinized  Coffee. 

A  claim  for  a  decaffeinized  coffee,  the  caffeln  having  been  removed  after 
the  coffee  was  roasted,  Held  anticipated  by  a  patent  for  decaffeinized  coffee 
from  which  the  caffeln  had  been  removed  before  roasting. 
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Mr.  T.  K.  Bryant  for  the  appellant 

Mr.  R.  F.  Whitehead  for  the  Commissioner  of  Patents. 

Shepard,  C.  J. : 

Ludwig  Roselius  filed  an  application  for  a  patent  for  improvements 
in  the  preparation  of  coffee,  having  claims  for  the  process  of  treating 
roasted  coffee  for  the  extraction  of  the  caffein  therein,  and  for  the 
product  of  that  process.  The  process  claim  was  aUowed  and  the 
product  claim  rejected.  Applicant  has  appealed  from  the  order  of 
rejection.    The  rejected  claim  reads  as  follows: 

As  a  new  article  of  manufacture,  roasted  coffee-beans  originaUy  containing  in 
their  roasted  state  caffein,  but  freed  therefrom  while  roasted  and  having  the 
aromatic  and  other  valuable  constituents  thereof  substantially  unimpaired. 

Three  patents  were  cited  as  anticipations,  one  of  them  being  a 
patent  to  Roselius  and  others  jointly,  the  seventh  claim  of  which  was 
for  a  new  article  of  manufacture,  namely,  unbroken  green  coffee- 
beans  originally  containing  caffein  but  freed  therefrom  leaving  their 
remaining  natural  constituents  unimpaired.  Appellant  argues  that 
the  product  here  claimed  as  an  invention  is  entirely  different  from 
the  above  as  it  is  coffee  from  which  the  caffein  is  extracted,  not  when 
green  but  after  roasting.  We  agree  with  the  Commissioner  that  the 
applicant  is  not  entitled  to  a  patent  for  his  product.  The  product 
of  each  is  a  decaffeinized  coffee  though  obtained  by  a  different  process. 
The  patent  for  that  process  is  all  that  the  applicant  is  entitled  to. 

The  decision  wiU  be  affirmed.  The  clerk  will  certify  this  decision 
to  the  Comjnissioner  of  Patents,  as  the  statute  requires. 

Affirmed^ 


(Conrt  of  Appeals  of  the  District  of  Columbia.] 

Ik  RE  J.  Fred  Wilcox  &  Co. 

Decided  December  5,  1910. 

162  O.  a,  639;  36  App.  D.  0.,  107, 

Tbade-Makk8 — Prior  Registration — Validity  Thereof  Cannot  be  Questioned 
in  an  ex  parte  proceeding. 
Where  the  registration  of  the  word  "Autola  "  as  a  trade-mark  for  cl^rs 
was  refused  in  view  of  the  prior  registration  of  the  word  "Au-to-do"  for 
the  same  goods,  Held  that  on  an  appeal  from  such  refusal  applicant  can- 
not question  the  validity  of  such  prior  registration. 
{For  Commissioner's  decision  see  O.  D.,  1910,  52;  15S  O.  G.,  546.) 

Mr.  F.  M.  Phelps  for  the  appellant. 

Mr.  W.  S.  Buckman  for  the  Commissioner  of  Patents. 

RoBB,  /.; 

This  is  an  appeal  from  a  judgment  of  the  First  Assistant  Commis- 
sioner of  Patents  denying  registration  to  the  appellant  of  the  word 
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"Autola"  as  a  trade-mark  for  cigars,  the  ground  for  said  denial 
being  that  the  mark  so  closely  resembles  the  registered  trade-mark 
"Au-to-do  "  as  to  be  likely  to  cause  confusion  or  mistake  in  the  mind 
of  the  public  or  to  deceive  purchasers. 

The  mark  "Au-to-do  "  was  registered  as  a  technical  trade-mark  for 
cigars  by  a  Chicago  firm  on  July  28th,  1908.  Appellant,  also  of 
Chicago,  did  not  conmience  to  use  the  mark  "Autola  "  until  Novem- 
ber 9th,  1908.  This  circumstance  is  suggestive  and,  in  a  doubtful 
case,  should  receive  consideration  in  the  determination  of  the  ques- 
tion of  similarity.  {Rogers  v.  International  Silver  Co.^  C.  D.,  1910, 
391 ;  155  O.  G.,  554 ;  34  App.  D.  C,  484.)  "Autola  "  and  "Au-to-do  " 
are  sufficiently  alike  in  appearance  and  sound  as  easily  to  fall  within 
the  prohibition  of  the  statute.  {McLean  v.  Fleming^  C.  D.,  1878, 
262;  13  O.  G.,  913;  96  U.  S.,  245;  Walter  Baker  <&  Co.  v.  Harrison, 
C.  D.,  1909,  284;  138  O.  G.,  770;  32  App.  D.  C,  272;  Wayne  County 
Preserving  Co.  v.  Burt  Olney  Co.,  C.  D.,  1909,  318;  140  O.  G.,  1003; 
32  App.  D.  C,  279;  Fairhanh  Co.  v.  Luckel  et  cH.,  C.  D.,  1900,  343; 
92  O.  G.,  1437;  102  Fed.  Rep.,  327.) 

Appellant,  however,  makes  the  contention  that  the  word  "Au-to- 
do  "  is  not  a  proper  subject  for  a  technical  trade-mark  and,  there- 
fore, that  its  registration  as  such  confers  no  right  upon  the  regis- 
trant. Arguing  from  that  postulate  appellant  further  contends  that 
the  question  of  resemblance  between  the  registered  mark  and  the 
mark  imder  consideration  is  of  no  importance.  Counsel  for  the 
Patent  Office  suggests  that  the  word  "Au-to-do  "  is  not  descriptive 
in  the  sense  prohibited  by  the  statute,  but  in  a  class  with  such  words 
as  "  Uneeda."  (See  National  Biscuit  Co.  v.  Baker,  95  Fed.  Rep., 
135.)  However  that  may  be  we  think  appellant  is  not  in  a  posi- 
tion here  to  question  the  registration  of  "Au-to-do."  For  the  pur- 
poses of  this  case  we  must  assiune  that  it  was  properly  registered. 
Section  13  of  the  Trade-Mark  Act  of  February  20th,  1905,  (33  Stat., 
724,)  allows  any  person  who  shall  deem  himself  injured  by  the  regis- 
tration of  a  trade-mark  in  the  Patent  Office  to  apply  to  the  Commis- 
sioner of  Patents  to  cancel  such  registration.  In  such  a  proceeding 
the  registrant  is  entitled  to  be  heard,  and  either  party  may  appeal  to 
this  court.  The  statute  having  pointed  out  the  procedure  to  be 
followed  when  the  registration  of  a  trade-mark  is  to  be  challenged, 
the  statutory  remedy  must  be  pursued.  If  appellant's  contention 
should  be  sustained  it  would  be  possible,  in  an  ex  "parte  case  like  the 
present,  to  strike  down  the  registration  of  a  mark  without  giving 
the  registrant  an  opportunity  to  be  heard.  Section  13  was  enacted 
to  prevent  such  a  result. 

Finding  no  error  the  decision  is  a-fftrmed^  and  the  clerk  will  certify 
this  opinion  as  by  law  required. 

Affirmed. 
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[Court  of  Appoali  of  the  District  of  ColamblaJ 

In  be  Mebbttt,  Black,  and  MoBBia. 

Decided  December  5,  1910, 

192  O.  G.,  540;  36  App.  D.  C,  122. 

Patentabilitt— Aggregation — Sheet-Metal  Lockeb. 

Claims  for  a  sheet-metal  locker  Held  properly  rejected  as  stating  merely 
aggregations  of  features  old  in  the  prior  art. 

(For  Oommi99ioner*8  decision  see  C.  D.,  1910,  2U;  -'W  O.  G^  104S.) 

Mr.  E.  H,  Hunter  for  the  appellants. 

Mr.  R.  F.  Whitehead  for  the  Commissioner  of  Patents. 

Van  Orsdel,  J.: 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
rejecting  appellants'  application  for  a  patent  for  an  improvement 
in  metal  lockers.  The  three  tribunals  of  the  Patent  Office  were 
unanimous  in  the  rejection  of  appellants'  claims.  Their  opinions 
are  full  and  complete  in  the  analysis  of  the  prior  art,  showing  that 
the  subject-matter  of  appellants'  twenty-six  claims  is  covered  by  prior 
patents,  to  which  reference  is  made.  It  is  conclusively  disclosed  that 
appellants'  entire  structure  is  no  more  than  the  mere  aggregation 
of  parts,  either  found  in  the  references  cited  or  common  in  similar 
structures,  each  part  performing  a  well-known  function. 

Though  the  combination  of  old  elements  in  appellants'  structure  is 
undoubtedly  an.  improvement  over  the  prior  art,  and  probably  has 
resulted  in  the  production  of  a  stronger  and  more  durable  locker, 
and  one  of  easier  construction  than  before  existed,  it  is  well  settled 
that  mere  aggregation,  when  the  result  is  but  a  combination  of  the 
known  functions  of  the  various*- parts,  is  not  invention.  (Hailes  v. 
Van  Warmer^  5  O.  G.,  89 ;  20  Wall.,  353 ;  James  Spear  Stove  <&  Hea^ 
ing  Co.  v.  Kelsey  Heating  Co.^  158  Fed.  Rep.,  622 ;  in  re  Davenport^ 
C.  D.,  1904,  653;  110  O.  G.,  2017;  23  App.  D.  C,  370.) 

In  adopting  the  conclusion  reached  by  the  tribunals  of  the  Patent 
Office,  it  is  unnecessary  to  review  appellants'  claims  in  the  light  of 
the  prior  art.  It  is  sufficient  to  say  that  nothing  is  disclosed  which 
would,  in  our  opinion,  warrant  the  issue  of  a  patent. 

The  decision  of  the  Cormmssioner  of  Patents  is  affirmed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 

Affirmed, 
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[Court  of  Appeals  of  the  District  of  Columbiai] 

In  RE  Ratican. 

162  O.  G.,  540;  36  App.  D.  C,  95, 

Decided  December  5,  1910. 

Patentabilitt — Combination  Oil) — Novelty,  if  Ai^t,  in  One  Element, 

Where  an  *  applicant  claimed  the  various  elements  of  a  street-washing 
machine  in  combination  and  it  appears  that  the  novelty,  if  any,  was  in 
the  nozzle  used,  Held  that  '*  if  appellant  has  made  an  Improvement  upon 
the  noz^e  of  the  prior  art  he  is  entitled  to  be  protected  In  the  use  of  his 
Invention,  but  he  is  certainly  not  entitled  to  a  patent  on  a  new  combination 
merely  because  he  has  Improved  a  single  element  of  that  combination,  (fn 
re  McNeU,  C.  D.,  1902,  563;  100  O.  G.,  2178;  20  App.  D.  C,  294.)  He  has 
Improved  an  element  of  but  has  not  made  a  new  combination." 

Mr.  James  A.  Carr  for  the  appellant. 

Mr.  W.  S.  Ruckman  for  the  Commissioner  of  Patents. 

KoBB,  /. ; 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
disallowing  claims  4,  5  and  6  of  appellant.  It  is  sufficient  to  repro^ 
duce  claim  4,  as  it  is  typical : 

4.  A  traveling  street  washing  and  sprinkling  apparatus  comprising  a  wheel- 
truck  having  a  water-tank  thereon  and  supply  and  delivery  pipes  for  said  tank, 
and  a  sector-shaped  dell  very -nozzle  on  the  delivery-pipe,  mounted  to  turn  uni- 
versally, said  delivery-nozzle  having  a  plurality  of  comparatively  small  aper- 
tures In  Its  circular  walls,  said  apertures  being  arranged  iu  parallel  rows,  and 
the  apertures  of  one  row  being  arranged  to  overlap  two  adjacent  apertures  in 
another  row. 

It  will  be  observed  that  the  alleged  invention  is  for  a  combination 
of  elements.    Appellant  in  his  brief  contends  that — 

he  haft  reorganized  the  Ottofy  street-flushing  machine  by  replacing  the  separate 
flushing  and  sprinkling  nozzles  therein  with  an  improved  form  of  nozzle  par- 
ticularly adapted  for  flushing  purposes,  and  capable  of  use  as  a  sprinkling- 
nozzle  as  well. 

In  other  words,  appellant  contends  that  by  improving  one  of  the 
many  elements  in  a  combination  he  is  entitled  to  a  combination  pat- 
ent instead  of  a  patent  for  a  specific  invention. 

It  is  apparent  that  the  structure  described  in  the  claims  which  have 
been  disallowed  is  the  well-known  street-sprinkler  equipped  with  a 
sector-shaped  delivery-nozzle  having  a  plurality  of  comparatively 
small  apertures  in  its  circular  walls,  said  apertures  being  arranged 
in  parallel  rows  and  the  apertures  of  one  row  being  arranged  to  over- 
lap two  adjacent  apertures  in  another  row.  Assuming,  for  the  pur- 
poses of  this  case  only,  that  the  improvement  in  a  nozzle  heretofore 
used  in  street-sprinkling  and  street-flushing  carts  amounts  to  inven- 
2097°— 12 19 
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tion,  we  fully  agree  with  the  tribunals  of  the  Patent  Office  that  appel- 
lant is  not  entitled  to  a  patent  for  a  new  combination,  for  the  obvious 
reason  that  his  combination  is  not  new  at  all.  He  has  merely  sub- 
stituted one  nozzle  for  another.  Had  he  effected  a  new  combination 
of  old  elements  so  as  to  produce  a  new  and  useful  result  he  would, 
of  course,  have  been  entitled  to  consideration.  {In  re  Eastwood^ 
C.  D.,  1909,  418 ;  144  0..G.,  819 ;  33  App.  D.  C,  291 ;  Expanded  Metal 
Co.  V.  Bradford,  C.  D.',  1909,  521;  143  O.  G.,  863;  214  U.  S.,  366.) 
But  appellant^s  nozzle  is  not  even  attached  in  a  novel  manner.  He 
employs  the  same  ball-and-socket  joint  which  is  found  in  the  Ottofj'^ 
structure.  The  real  basis,  therefore,  for  his  contention  that  he  is 
entitled  to  a  combination  patent  lies  in  his  assertion  that  the  peculiar 
construction  of  his  nozzle  makes  it  possible  to  both  sprinkle  and  flush 
the  streets  without  a  change  of  nozzle.  He  has  merely  taken  the 
nozzle  of  the  prior  art,  made  specific  changes  therein,  and  then  re- 
stored it  to  its  former  position  in  the  combination.  One  nozzle  of  the 
prior  art  was  effective  for  street-cleaning  and  another  for  street- 
sprinkling.  When  his  nozzle  is  used  for  either  purpose  it  operates 
exactly  as  did  the  nozzle  of  the  prior  art.  If  appellant  has  made  an 
improvement  upon  the  nozzle  of  the  prior  art  he  is  entitled  to  be 
protected  in  the  use  of  his  invention,  but  he  is  certainly  not  entitled 
to  a  patent  on  a  new  combination  merely  because  he  has  improved 
a  single  element  of  that  combination.  {In  re  McNeil,  C.  D.,  1902, 
563;  100  O.  G.,  2178;  20  App.  D.  C,  294.)  He  has  improved  an  ele- 
ment of  but  has  not  made  a  new  combination. 

The  decision  of  tJie  Commissioner  is  affirm^  and  the  clerk  will 
certify  this  opinion  as  by  law  required. 

Affirmed. 


[Court  of  Appeals  of  the  District  of  Columbia.  1 

Cabter  Medicine  Company  v,  Babclay  &  Babclat. 

Decided  December  5,  1910, 

162  O.  G.,  786;  36  App.  D.  C,  123. 

1.  Trade  -  Mabks  —  Publication  —  Application  Placed  Undes  "  Ten  -  Yeaes 
Clause  " — Republication. 
Where  after  a  mark  for  the  registration  of  which  appUcation  has  been 
made  is  published  registration  of  such  mark  as  a  technical  trade-mark  is 
refused  and  the  applicant  amends  his  application  by  averring  exclusiye  use 
of  the  mark  for  ten  years  next  preceding  the  passage  of  the  Trnde-Mark 
Act,  Held  that  "  the  Ommissioner  of  Patents  was  entirely  Justified  in 
ordering  a  second  publication." 
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2.  Same — Opposition — Res  Adjudicata. 

A  decision  in  an  opposition  filed  against  the  registration  of  a  marlr  pre- 
sented as  a  technical  trade-mark  Held  not  res  adjudicata  in  a  second  oppc»- 
sition  filed  by  the  same  party  against  the  registration  of  the  same  mark 
when  presented  under  the  ** ten-years"  proviso  of  section  5  of  the  Trade- 
Mark  Act. 

Mr.  A.  P.  Greeley  for  the  appellant. 

Mr.  J.  C.  Dowell  and  Mr.  0.  H.  DoweU  for  the  appellee. 

RoBB,  /.; 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
sustaining  a  plea  of  res  adjudicata  and  dismissing  the  opposition  filed 
by  appellant  to  the  registration  by  appellee  of  a  trade-mark. 

In  April,  1906,  appellees  filed  in  the  Patent  Office  an  application 
for  the  registration  of  a  trade-mark  consisting  of  a  rhombic  figure 
having  the  words  "  Reuter's  Little  Pills  for  the  Liver  "  thereon  and 
surmounted  by  the  Spanish  words  "  Pildoritas  De  Renter  Para  El 
Higardo,"  and  having  certain  matter  of  a  descriptive  nature  at  the 
right  It  was  averred  in  the  application  that  the  mark  had  been  con- 
tinuously used  since  the  1st  day  of  July,  1890;  but  there  was  no  aver- 
ment of  exclusive  use.  The  application  therefore  was  for  the  regis- 
tration of  a  technical  mark.  The  mark  was  published  and  within  the 
statutory  period  appellant  filed  its  notice  of  opposition  and  subse- 
quently an  amended  notice  of  opposition.  In  the  amended  notice  of 
opposition  appellant  averred  that  it  had  continuously  used  as  a  trade- 
mark "  Carter's  Little  Liver  Pills,"  with  accessories  as  disclosed  in  an 
attached  label,  since  1876.  It  was  further  averred  that  the  two 
marks  were  so  nearly  alike  as  to  cause  confusion  or  mistake  in  the 
mind  of  the  public,  or  to  deceive  purchasers.  To  this  amended  notice 
of  opposition  the  applicants  filed  a  demurrer  in  which  it  was  alleged, 
among  other  things,  that  the  mark  of  the  opposer  showed  on  its  face 
that  it  was  so  dissimilar  and'  distinctive  from  the  mark  of  appli- 
cants— 

that  confusion  or  mistake  or  deception  by  use  of  applicants'  trade-mark  would 
be  impossible. 

This  demurrer  was  overruled  by  the  Examiner  of  Interferences, 
who  said : 

It  is  considered  that  the  marks  are  not  sufficiently  dissimilar  to  decide  from 
an  Inspection  of  the  same  that  no  confusion  would  occur.  Opportunity  should 
be  given  to  the  opposer  to  take  testimony  to  show  whether  such  confusion  has 
occurred. 

Thereupon  applicants  filed  an  answer  to  the  notice  of  opposition 
and  testimony  was  taken  by  both  parties.  The  applicants  filed  their 
testimony  but  the  opposer  neglected  and  failed  to  file  its  testimony, 
and  failed  to  appear  at  the  time  set  for  final  hearing.    Thereupon 
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judgment  by  default  was  entered  against  opposer,  the  judgment  recit- 
ing that — 

priority  of  adoption  and  use  of  the  trade-mark  in  issue  is  awarded  to  Barclay  & 
Barclay,  the  senior  party, 

and  that  they  are  entitled  to  registration.  No  appeal  having  been 
taken  by  the  opposer  within  the  time  limit  fixed  by  the  judgment,  that 
judgment  become  final.  The  application  was  thereupon  remanded 
to  the  Primary  Examiner  who  then  refused  to  register  the  mark  as  a 
technical  trade-mark,  stating  reasons  which  are  not  material  here. 
On  appeal  the  Commissioner  sustained  the  decision  of  the  Examiner. 
Thereupon  applicants  filed  an  amended  application,  eliminating  the 
objectionable  features  of  their  mark,  averring  exclusive  use  for  ten 
years  prior  to  the  Trade-Mark  Act  of  1905,  and  praying  registration 
under  the  ten-year  clause  of  said  act.  The  Commissioner  ruled  that 
the  change  in  the  application  was  of  such  a  nature  as  to  necessitate 
a  second  publication,  which  was  accordingly  had.  Thereupon  appel- 
lant again  filed  a  notice  of  opposition  in  substantially  the  same 
language  as  that  employed  by  it  in  its  first  notice  of  opposition.  A 
plea  of  res  adjudicata  was  filed  by  appellees  which  was  overruled  by 
the  Acting  Examiner  of  Interferences,  and  subsequently  sustained  by 
the  Examiner  of  Interferences,  whose  decision  was  affirmed  on 
appeal.  The  question  here  involved  is  whether  that  plea  was  properly 
sustained. 

The  original  application  was  for  the  registration  of  a  technical 
trade-mark;  the  amended  application  for  the  registration  of  a  non- 
technical mark  under  the  ten-year  clause.  It  was  quite  possible  for 
an  opposition  to  lie  against  the  amended  application  and  not  against 
the  original.  Assuming  similarity,  the  issue  in  an  opposition  under 
the  original  application  would  be  priority  of  adoption  and  use,  while 
under  the  amended  application  the  issue  would  be  whether  the  appli- 
cant had  been  the  exclusive  user  of  the  mark  during  the  statutory 
period.  In  one  case  the  party  first  to  adopt  and  use  the  mark  would 
be  entitled  to  judgment,  while  in  the  other  case  the  applicant, 
although  first  to  adopt  and  use  the  mark,  would  not  be  entitled  to 
registration  if  the  opposer  had  used  it  prior  to  the  termination  of 
the  ten -year  period  as  a  trade-mark  or  in  a  descriptive  sense  in  vend- 
ing its  goods.  {Worcester  Brewing  Corporation  v.  Rueter  c&  Com- 
pany,  C.  D.,  1908,  329;  133  O.  G.,  1190;  30  App.  D.  C,  428;  Natvral 
Food  Company  v.  Williams,  C.  D.,  1908,  320;  132  O.  G.,  232;  30  App. 
D.  C,  348.)  The  Commissioner,  therefore,  was  entirely  justified  in 
ordering  a  second  publication.  In  so  doing  he  was  exercising  the  dis- 
cretion apparently  given  him  by  section  6  of  the  Trade-Mark  Act,  in 
which  it  is  provided  that — 

the  Commissioner  shall  cause  the  mark  to  be  published  at  least  once  in  the 
Official  Gazette  of  the  Patent  Office. 
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This  provision  was  probably  based  upon  the  assumption  that 
amendments  would  be  made  in  trade-mark  applications  as  in  appli- 
cations for  patents,  and  hence  that  the  Commissioner  should  be 
clothed  with  discretion  to  order  a  second  publication  if  such  publi- 
cation should  be  rendered  necessary  by  a  material  change  in  the 
original  application. 

Without  stopping  to  inquire  whether  the  virtual  abandonment  of 
their  original  application  by  the  appellees  after  it  had  been  remanded 
to  the  Primary  Examiner  in  any  way  affected  the  finality  of  the 
judgment  in  the  original  inter  partes  opposition  proceeding  as  to 
questions  therein  litigated,  and  without  intimating  any  opinion  on 
that  question,  we  proceed  to  ascertain,  by  an  examination  of  the 
record,  there  being  no  extrinsic  evidence  before  us,  what  questions 
were  in  issue  and  determined  in  that  proceeding.  An  examination 
of  the  pleadings  and  the  form  of  the  judgment  makes  it  plain  that 
the  first  question  which  confronted  the  Commissioner  was  that  of 
similarity.  It  is  equally  plain  that  appellees  must  have  waived  their 
contention  that  the  marks  were  dissimilar,  or  that  they  were  unable 
to  convince  the  Conmiissioner  of  such  dissimilarity,  for  the  judgment 
is  based  upon  the  assumption  of  similarity  in  the  marks.  A  finding 
that  the  marks  were  dissimilar  necessarily  would  have  been  followed 
by  a  judgment  dismissing  appellant's  notice  of  opposition.  In  other 
words,  the  right  of  appellant  to  be  heard  at  all  was  dependent  upon 
the  finding  of  similarity.  The  next  question  passed  upon  by  the 
Commissioner  was  that  of  priority  of  adoption  and  use.  This  ques- 
tion was  determined  in  favor  of  appellees  and  against  the  appellant. 
Having  taken  a  judgment  in  that  form  appellees  certainly  are  not 
here  in  a  position  to  contend  that  the  question  of  similarity  was 
determined  in  their  favor.  As  above  pointed  out,  the  record  is  to  the 
contrary. 

A  new  issue  was  raised  in  the  second  opposition  proceeding  and 
that  issue  was  whether  the  use  of  the  mark  in  the  amended  applica- 
tion, which  for  the  purposes  of  this  case  we  may  assume  to  be  sub- 
stantiaUy  the  same  as  the  mark  of  the  original  application,  had  been 
exclusive  during  the  statutory  period.  This  issue  was  not  raised  in 
the  prior  proceeding  and,  consequently,  appellant  was  not  called  upon 
in  that  proceeding  to  meet  it  Appellant's  second  notice  of  opposi- 
tion is  suflBciently  comprehensive  to  meet  the  new  issue  raised  in  that 
proceeding.  A  judgment  or  decree  in  a  prior  case  is  conclusive  in  a 
later  case  as  to  questions  actually  in  issue  and  decided,  and  not  as  to 
those  which  might  have  been  decided.  {Horine  v.  Wende^  C.  D., 
1907,  615;  129  O.  G.,  2868;  29  App.  D.  C,  416.)  In  the  case  under 
consideration  the  fact  in  issue  was  not  put  in  issue  in  the  prior  case, 
and  was  not  necessary  to  nor  included  in  the  judgment  in  that  case. 
It  follows  that  the  Commissioner  erred  in  sustaining  the  plea. 
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The  judgment  must  be  reversed^  and  the  clerk  will  certify  this 
opinion  as  by  law  required. 
Reversed. 


[Court  of  Appeals  of  the  District  of'CoIambU.] 

ROBISCHUNG  V,   HaNDIGES. 

Decided  December  5,  1910^ 

162  O.  G.,  786;  36  App.  D.  C,  97. 

Intebfebence — Priority — Diligence. 

R.  placed  the  control  of  an  invention  made  by  him  In  the  hands  of  L., 
the  manager  of  a  company,  for  the  use  of  that  company,  and  he  had  an 
application  prepared  which  was  executed  by  R.  and  returned.  This  appli- 
cation was  mislaid  during  the  moving  of  the  company*s  office  and  was  not 
discovered  and  filed  until  two  months  after  H/s  application  was  filed. 
Neither  party  actually  reduced  the  invention  to  practice,  and  it  appeared 
that  R.'s  application  could  have  been  reproduced  from  the  attorney's  carbon 
copy.  Held  that  R.  was  lacking  In  diligence  and  priority  of  invention 
properly  awarded  to  H. 

Mr,  F.  R.  Cornwall^  Mr.  L.  S,  Bacon^  and  Mr.  J.  H.  Milans  for  the 
appellant. 
Mr.  H.  S.  Knight  for  the  appellee. 

Van  Orsdel,  J.: 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
in  an  interference  proceeding  awarding  judgment  of  priority  to  ap- 
pellee, the  senior  party.  The  decision  appealed  from  affirmed  the 
decisions  of  the  other  two  tribunals  of  the  Patent  Office. 

The  invention  in  issue  relates  to  improvements  in  brake-heads,  and 
is  sufficiently  illustrated  by  the  following  counts : 

An  adjustable  brake  comprising  a  brake-applying  member  and  having  a 
cylindrical  end,  and  a  brake-head  constructed  with  a  cylindrical  bearing  adapted 
to  fit  upon  said  cylindrical  end  with  freedom  of  angular  adjustment  relatively 
thereto;  and  means  changing  the  transverse  dimension  of  one  of  said  parts 
whereby  the  bearing  Is  caused  to  bind  on  the  cylindrical  end  and  maintain  the 
angular  position  to  which  the  head  is  adjusted. 

In  an  adjustable  brake,  the  combination  of  the  brake-applying  member  hav- 
ing a  supporting  end  constructed  to  receive  a  brake-head,  and  a  brake-head  con- 
structed with  a  bearing  fitted  to  said  end  and  carrying  an  Interlocking  key; 
the  supporting  end  being  constructed  with  circumferentlally-extendlng  keyways 
on  opposite  sides  thereof  to  permit  the  brake-applying  member  to  be  reversed 
in  position  relatively  to  the  head. 

It  appears  from  the  record  that  appellant  conceived  and  disclosed 
the  invention  in  issue  as  early  as  February  15,  1907.  Appellee  con- 
ceived and  disclosed  the  invention  about  January  15,  1908,  and  filed 
an  application  for  Letters  Patent  February  20,  1908.    Appellant 
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made  application  on  April  23,  1908.  Neither  party  made  an  actual 
reduction  to  practice,  but  both  rely  upon  their  respective  filing  dates. 

Appellant,  although  the  first  to  conceive,  was  the  last  to  reduce  to 
practice.  Therefore,  in  order  to  prevail  over  appellee,  it  must  appear 
that  he  was  exercising  due  diligence  in  reducing  hisf  invention  to  prac- 
tice during  the  period  just  before  and  subsequent  to  the  time  appellee 
entered  the  field. 

It  appears  from  the  record  that  appellant  placed  the  entire  control 
of  the  invention  here  in  issue,  as  well  as  of  other  devices  and  im- 
provements which  he  had  made,  in  the  hands  of  one  E.  B.  Leigh, 
president  and  general  manager  of  the  Chicago  Railway  Equipment 
Company,  for  the  use  of  that  company.  It  is  evident,  therefore,  and 
was  conceded  at  bar,  that  appellant  must  stand  or  fall  upon  Leigh's 
conduct  in  the  prosecution  of  the  invention. 

It  further  appears  that  Leigh  had  applications  prepared  for  these 
inventions,  which  applications  were  executed  by  appellant  on  July 
5,  1907,  and  returned  to  Leigh.  In  the  latter  part  of  December, 
1907,  the  equipment  company  moved  ks  offices  into  a  new  building, 
not  yet  completed,  and  through  inadvertence  the  bundle  containing 
the  applications  was  mislaid  and  so  confused  with  the  other  records 
of  the  company  that  it  was  not  found  until  about  the  middle  of 
April,  1908.  The  evidence  discloses  that  some  little  effort  was  made 
by  Leigh's  assistant  to  locate  the  papers.  This  we  regard  as  of  little 
importance,  since,  in  this  case,  the  excuse  of  having  merely  mislaid 
the  papers  could  not  under  any  circumstances  be  held  sufficient. 

While  appellant  was  not  required  to  exercise  diligence  until  just 
before  appellee  entered  the  field,  yet  it  is  proper  to  note,  for  the  pur- 
pose of  arriving  at  his  intention,  or  rather  the  intention  of  his  agent 
Leigh,  to  abandon  the  invention  that  from  the  date  the  applications 
were  executed  until  the  middle  of  January,  1908,  no  action  whatever 
was  taken.  It  was  then  that  Leigh  first  took  steps  to  locate  the  miss- 
ing papers. 

It  is  admitted  that  the  applications  could  have  been  reproduced 
from  the  carbon  copies  in  the  hands  of  the  attorneys.  We  are  asked 
to  excuse  Leigh's  failure  to  do  this  on  the  ground  that  certain  memo- 
randa showing  desired  changes  in  one  of  the  applications — not  the 
one,  however,  here  in  interference,  but  which  involved  the  same 
subject-matter — were  also  lost.  However,  it  does  not  appear  that  this 
data  could  not  have  been  reproduced  by  the  exercise  of  reasonable 
effort.  Neither  is  any  excuse  offered  for  the  failure  to  reduce  the 
invention  to  practice.  The  invention  is  a  simple  one,  and  could 
easily  have  been  embodied  in  an  operative  device.  No  plea  of  poverty 
was  interposed,  and  none  could  be. 

Weeks  and  months,  perhaps  even  years,  may  not  count  for  much  In  the  race 
of  diligence  between  rival  Inventors,  when  the  time  is  to  be  applied  to  the  re- 
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duct  ion  to  practice  of  a  costly  or  intricate  invention  whose  opera  tiveness  it  is 
required  to  prove  by  laborious  experiment.  But  wliere,  as  in  this  case,  all  that 
either  party  has  done  is  to  conceive  the  Invention  and  to  apply  to  the  Patent 
Office  for  Letters  Patent,  such  delay  (two  months  and  a  half)  as  was  indulged 
In  by  the  appellant  was  sufficient  to  warrant  the  granting  of  the  patent  to  his 
more  diligent  opponent.  (RUter  v.  Krakau,  C.  D.,  1905,  585;  114  O.  G.,  1563; 
24  App.  D.  C,  271.) 

We  agree  with  the  conclusions  reached  by  the  tribunals  of  the 
Patent  Office  that  appellant  was  not  using  due  diligence  in  reducing 
his  invention  to  practice,  and  that,  therefore,  appellee  is  entitled  to  an 
award  of  priority. 

Tfie  decision  of  the  Commissioner  is  affirnned^  and  the  clerk  is 
directed  to  certify  these  proceedings  as  by  law  required. 

Affimhed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Decker. 

Decided  December  5,  1910. 
162  O.  G.,  999 ;  36  App.  D.  C,  104, 

1.  Patentabilftt — "  Bilged  Babbel-Body." 

Claims  for  a-4)ilged  barrel-body  formed  of  a  wound  sheet  of  paper-pulp 
Held  unpatentable  in  view  of  the  prior  art 

2.  Same — Abticle — If  Fully  Disclosed  in  a  Machine  Patent,  Chabacteb  of 

THE  Machine  Immatebla.l. 
Where  an  article  is  fully  described  in  a  patent  for  a  machine  designed 
to  make  such  article,  Held  that  claims  for  the  article  were  properly  rejected, 
whether  the  machine  disclosed  in  the  patent  was  operative  or  not 

Mr.  L.  P.  W  hi  taker  and  Mr.  Clarkson  A.  Collins  for  the  appellant. 
Mr.  R.  F.  Whitehead  for  the  Commissioner  of  Patents. 

Van  Orsdel,  J.: 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
rejecting  certain  claims  of  appellant's  in  an  application  for  patent  on 
the  ground  that  they  do  not  involve  patentable  novelty  in  view  of  the 
prior  art.  Seven  of  appellant's  claims  were  rejected,  the  first  of 
which  sufficiently  sets  forth  the  issue,  as  f ollo^^^s : 

A  bilged  barrel-body  composed  of  a  wound  sheet  of  paper-pulp  disposed  in  a 
series  of  undistorted  layers,  superposed  directly  one  upon  another  each  of  which 
layers  is  of  a  uniform  thickness  and  uniform  degree  of  solidity  from  end  to  end 
of  the  barrel,  substantially  as  set  forth. 

The  claims  of  appellant's  application  relating  to  the  process  for  the 
manufacture  of  paper  barrels  were  granted.  What  he  is  here  seeking 
is  a  patent  on  the  product.    A  number  of  references  to  prior  patents 
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for  inventions  for  the  manufacture  of  paper  barrels  appear  in  the 
record.  Two,  known  as  the  Clark  and  the  Taylor  patents,  are  specially 
referred  to  in  the  opinions  of  the  three  tribunals  of  the  Patent  Office. 
It  seems  to  be  conceded  that  the  Clark  and  the  Taylor  patents  both 
disclose  means  intended  to  produce  barrels  of  the  kind  described  in 
appellant's  claims.  These  references  are  assailed  by  appellant  on  the 
ground  that  they  disclose  inoperative  devices,  and,  therefore,  do  not 
constitute  a  constructive  reduction  to  practice  of  the  article  covered 
by  his  rejected  claims.  We  are  not  impressed  with  the  importance  of 
this  contention,  since  both  the  Taylor  and  the  Clark  patents  disclose 
a  very  complete  conception  of  a  paper  barrel  of  the  description  and 
quality  of  the  one  on  which  appellant  is  here  claiming  a  patent.  This 
being  true,  we  are  inclined  to  agree  with  the  conclusion  expressed  in 
the  opinion  of  the  Examiners-in-Chief  that — 

the  construction  of  a  successful  machine  does  not  in  our  view  entitle  an  appli- 
cant to  shut  out  other  inventors  from  achieving  the  same  result,  no  matter  by 
what  means  it  may  be  accomplished. 

Appellant  has  been  granted  a  patent  for  his  machine,  which  fully 
protects  him  in  his  process  for  manufacturing  paper  barrels,  and  it 
would  seem  that  he  has  been  awarded  all  to  which  he  is  entitled. 

The  question  before  us  is  disposed  of  in  Cohn  v.  U.  S.  Corset  Co,j 
(C.  D.,  1877,  205 ;  11  O.  G.,  457 ;  93  U.  S.,  366,)  where  the  Court  held 
a  patent  for  a  corset  invalid  on  the  ground  that  it  had  been  fully 
described  in  a  prior  English  patent,  although  the  prior  patent  con- 
tained no  description  of  the  device  by  which  the  corset  could  be  made. 
The  Court  in  its  opinion  said: 

It  is  quite  immaterial,  even  if  it  be  a  fact,  that  the  Johnson  specification  is 
insufficient  to  teach  a  manufacturer  how  to  make  the  patented  corset.  It  is 
enough  if  it  sufficiently  describes  the  corset  itself.  Neither  it  nor  the  plaintiffs 
specification  exhibits  the  process  of  making.  Neither  of  them  set  up  a  claim 
for  a  process.  The  plaintiff  claims  a  manufacture,  not  a  mode  of  making  it, 
and  the  important  inquiry,  therefore,  is  whether  the  prior  publication  described 
the  article.  *  *  *  It  is  enough  for  this  case  that  the  invention  patented  to 
the  plaintiff  was  clearly  described  in  1854  in  the  patented  publication  of  the 
Johnson  (Geresme)  provisional  specification. 

In  the  present  case,  appellant  is  not  claiming  a  process  for  making 
a  barrel — ^he  has  a  patent  for  that; — but  he  is  here  seeking  a  patent 
on  the  product — the  barrel  itself.  We  think  it  sufficient  that  the 
product  was  clearly  described  in  the  Taylor  and  the  Clark  patents. 
The  inoperativeness  of  these  patents  might  be  material  if  we  were 
considering  process  claims.     But  that  is  not  this  case. 

T/ie  decision  of  the  Corrmiissioner  of  Patents  is  affirmed^  and  the 
derk  is  directed  to  certify  these  proceedings  as  by  law  required. 

Affirmed. 
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[Court  of  Appeals  of  the  District  of  Columbim.] 

Schneider  v.  Drigos. 

Decided  December  5,  1910. 

162  O.  a,  1000 ;  36  App.  D.  C,  116. 

Intebfebence — Priority — Reduction  to  Practice. 

Where  the  testimony  clearly  established  that  a  gun  embodying  the  issue 
was  made  and  tested,  shipped  to  the  Government  proving-grounds,  there 
tested,  adopted  by  the  Government  as  a  type,  returned  to  the  navy-yard, 
and  adopted  as  a  model  for  other  guns  made  by  the  Government,  Held  that 
this  testimony  establishes  a  reduction  to  practice  of  the  invention  in  issue, 
although  the  inventor  was  the  only  witness  who  was  present  at  the  tests. 

(For  Commissioner* 8  decision  see  ante,  1;  162  O.  G.,  269.) 

Mr.  S.  T.  Cameron.^  Mr.  Reeve  Lewis^  and  Mr.  W.  B.  Kerham  for 
the  appellant 

Mr.  E.  Wilkinson^  Mr.  S.  T.  Fisher^  and  Mr.  T.  A.  Witherspoon 
for  the  appellee. 

RoBB,  J.: 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
in  an  interference  proceeding  awarding  priority  of  invention  to  the 
junior  party  Driggs,  appellee  here. 

The  subject-matter  of  the  invention  is  sufficiently  described  in  the 
claims  of  the  issue,  as  follows : 

1.  In  a  semi-automatic  gun,  the  combination  with  the  gun  body  and  cradle, 
of  one  or  more  recoil-cylinders,  a  main  bolt  journaled  to  the  breech  of  the  gun, 
breech  mechanism  oi^erated  by  said  main  bolt,  means  on  said  main  bolt  for 
operating  same  automati^lly,  a. cylinder  rigidly  attached  to  said  gun  exterior 
to  the  recoil-cylinder;  a  piston,  piston-rod  and  a  spring  under  compression^ 
all  mounted  in  said  cylinder  and  all  recoiling  with  the  gun,  a  connection  between 
said  piston  and  said  main  bolt,  and  mechanism  operated  on  counter-recoil  for 
opening  the  breech  ngninst  the  action  of  said  spring. 

2.  In  a  semi-automatic  gun,  the  combination  with  the  gun  body  and  cradle, 
of  one  or  more  recoil-cylinders,  a  main  bolt  Journaled  to  the  breech  of  the  gun, 
breech  mechanism  operated  by  said  main  bolt,  means  on  said  main  bolt  for 
operating  same  automatically,  a  cylinder  rigidly  attached  to  said  gun  exterior 
to  the  recoil-cylinder;  a  piston,  piston-rod  and  a  spring  under  compression,  all 
mounted  in  said  cylinder  and  all  recoiling  with  the  gun,  means  for  varying  the 
compression  of  said  spring,  a  connection  between  said  piston  and  main  bolt, 
and  mechanism  operated  on  counter-recoil  for  opening  the  breech  against  the 
action  of  said  spring. 

Schneider  filed  his  application  November  14th,  1905;  Driggs  on 
April  13th,  1906.  Schneider  depends  entirely  for  conception  and 
reduction  to  practice  upon  the  filing  date,  August  3rd,  1905,  of  his 
application  for  a  French  patent.  If,  therefore,  I>riggs's  evidence 
shows  conception  followed  by  diligence  or  reduction  to  practice  prior 
to  that  date,  he  must  prevail.    The  Examiner  of  Interferences  ruled 
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that  his  evidence  falls  short  of  establishing  either  proposition.  The 
Examiners-in-Chief,  after  an  exhaustive  examination  of  the  evidence, 
said: 

To  sum  up  the  evidence,  we  believe  that  the  testimony  shows  that  the  Drlggs- 
Seabory  Corporation  prior  to  June  3rd,  1905,  did  complete  a  three-Inch  semi- 
automatic gun  containing  the  subject-matter  of  the  issues  and  that  the  fact 
that  this  gun  had  been  actually  built  by  the  company  with  which  Driggs  was 
connected,  and  that  his  connection  with  that  company  had  not  been  disputed  by 
his  opponents,  is  sufficient  corroboration  of  his  statements  in  regard  to  con- 
ception and  disclosure  of  the  invention.  His  testimony  as  to  reduction  to  prac- 
tice by  means  of  the  test  at  Sharon,  Pa.,  between  June  3rd  and  June  14th,  1905, 
is  sufficiently  corroborated  by  proof  that  this  gun  was  shipped  to  the  Washing- 
ton Navy-Yard  and  after  test  by  the  Navy  Department,  without  any  change  in 
the  gun,  was  used  as  a  pattern  from  which  final  drawings  were  made,  to  serve 
as  a  basis  for  guns  subsequently  contracted  for  by  the  Navy  Department. 

The  Commissioner  also  gave  the  case  the  careful  attention  which  its 
importance  demands  and  sustained  the  findings  of  the  Examiners- 
in-Chief. 

At  the  outset  it  is  well  to  note  the  distinction  between  this  case  and 
cases  involving  a  small  and  easily-changed  device  or  structure.  It  is 
also  well  to  bear  in  mind  the  fact  that  much  of  Driggs's  testimony 
and  that  of  his  witnesses  related  to  transactions  with  the  Government, 
and  that  such  testimony  might  easily  have  been  disproved  if  not  cor- 
rect. In  other  words,  the  surrounding  circumstances  in  such  a  case 
as  this  are  entitled  to  greater  weight  than  in  an  ordinary  case.  Ap- 
peUant  having  taken  no  testimony  in  rebuttal  Driggs's  evidence  must 
be  accepted,  unless  it  is  inherently  unreasonable  or  lacking  in  com- 
pleteness.   Let  us  here  subject  it  to  a  brief  analysis. 

Driggs  himself,  whose  testimony  each  of  the  tribunals  of  the 
Patent  Office  has  found  to  be  full  and  definite,  studied  theoretical 
and  practical  ordnance  and  gunnery  at  the  United  States  Naval 
Academy,  resigned  in  1889  to  go  into  the  manufacture  of  ordnance 
and  has,  since  that  time,  been  actively  engaged  in  designing  ordnance. 
Prior  to  his  work  on  the  gun  here  involved  he  had  taken  out  patents 
on  breech  mechanism,  safety  devices,  firing  mechanisms,  automatic 
guns,  semi-automatic  guns  and  gun-mounts,  some  of  which  were 
adopted  and  used  by  both  Army  and  Navy.  He  testifies  that  he 
conceived  the  invention  of  the  issue  in  the  early  part  of  1903  and  soon 
thereafter  commenced  drawings  thereof;  that  on  July  7th  of  that 
year  the  Navy  Department  was  induced  to  give  his  company  an 
order  for  a  type  or  sample  gun;  that  work  on  this  gun  was  com- 
menced soon  thereafter  but  owing  to  unavoidable  delajrs  was  not 
finished  until  May,  1905,  when  the  gun  was  tested  at  the  company's 
proving-ground  in  Pennsylvania  and  in  June,  1905,  shipped  to  the 
Government's  proving-ground  at  Indian  Head,  Md.,  for  participation 
in  the  competitive  trials  which  began  in  that  month  and  continued 
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until  October  following.  Mr.  Driggs  was  present  at  the  Indian 
Head  test  where  each  gun  participating  therein  was  fired  upward  of 
one  hundred  times.  As  a  result  of  the  test,  he  testifies,  the  Navy 
adopted  his  gun  as  its  standard  three-inch,  semi-automatic  gun ;  that 
at  the  time  he  testified  his  company  was  constructing  twenty-five 
guns  of  this  type  for  the  Navy  Department;  that  the  American  & 
British  Mfg.  Co.  of  Bridgeport,  Conn.,  was  manufacturing  forty 
more,  paying  a  royalty  of  $150.00  per  gun;  that  the  Washington 
Navy- Yard  was  manufacturing  one  hundred  and  twelve  more,  paying 
$100.00  per  gun  royalty ;  that  the  original  gun  was  still  at  the  navy- 
yard  unchanged  and  subject  to  inspection.  , 

No-  one  was  called  by  Mr.  Driggs  to  testify  as  to  the  test  made  in 
Pennsylvania  except  the  secretary  and  treasurer  of  the  company,  who 
possessed  no  technical  knowledge  of  the  gun  structure.  This  witness 
saw  the  gun  fired,  but  his  testimony  on  the  question  of  reduction  to 
practice  is  of  no  value.  The  witness,  however,  does  testify  very  spe- 
cifically and  satisfactorily  as  to  the  time  when  the  gun  was  completed, 
tested  in  Pennsylvania^  and  shipped  to  Washington  to  be  tested  at 
Indian  Head.  Freight-vouchers  were  produced  which  corroborated 
the  witness  in  detail.  Driggs  also  produced  the  company's  mechani- 
cal engineer,  a  Mr.  Hughes,  whose  testimony  is  also  direct  and  satis- 
factory. Mr.  Hughes  first  visited  the  company's  works  in  Pennsyl- 
vania in  May,  1905,  examined  this  gun,  was  engaged  by  the  company 
and,  on  June  5th,  1905,  entered  upon  his  duties.  He  then  carefully 
familiarized  himself  with  the  mechanism  of  the  gun,  which  was  the 
only  three-inch  gun  at  the  works.  After  the  gun  had  been  brought 
back  to  the  Washington  Navy- Yard  from  the  Indian  Head  proving- 
ground  Mr.  Hughes  was  sent  to  Washington  by  his  company,  as  he 
testifies,  to — 

measure  It  (the  gun)  up  carefully,  and  to  prepare  a  final  set  of  working  draw- 
ings for  submission  to  the  Navy  Department  for  the  starting  of  work  on  the 
contracts  for  similar  guns  of  this  type  which  were  about  to  be  built  at  our  own 
works  and  the  Washington  Navy- Yard.  While  in  Washington  I  prepared  these 
drawings  from  measurements  taken  from  the  original  gun,  and  these  drawings 
are  now  in  use  by  the  Navy  Department  in  their  manufacture. 

Mr.  Hughes  testified  that  this  remeasurement  was  necessary 
because — 

the  original  gun  had  been  constructed  at  Sharon  with  extreme  haste,  and  in 
some  small  details  the  dimensions  shown  on  the  drawings  in  evidence  had  not 
been  absolutely  followed.  That  is,  that  errors  in  dimension,  varying  some- 
times between  a  few  hundredths  and  a  few  thousandths  of  an  inch,  had  crept 
into  the  manufacture  and  the  Navy  Department  insisted  that  the  new  drawings 
should  represent  the  gun  as  it  stood  precisely,  and  further,  that  the  size  of  the 
drawing,  the  method  dimensioning  and  marking  pieces  should  conform  to  the 
Washington  Navy-Yard  standard& 
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He  testifies  positively  that  there  were  no  changes  made  in  the 
mechanism.  Blue-prints  of  those  parts  of  the  working  drawings 
which  showed  the  invention  were  offered  in  evidence,  the  originals 
being  in  the  Navy  Department.  We  do  not  deem  it  necessary  to 
analyze  further  the  testimony  of  this  witness. 

It  is  insisted  by  the  appellant  that  Driggs  should  have  called  as 
witnesses  one  or  more  of  the  officers  who  witnessed  the  tests  at  Indian 
Head,  should  have  introduced  further  evidence  as  to  his  conception 
and  disclosure  of  the  invention,  and  that  as  the  case  stands  he  has 
not  proven  either  conception,  disclosure,  or  reduction  to  practice.  In 
advancing  these  contentions  it  is  apparent  that  appellant  has  entirely 
failed  to  appreciate  the  character  of  this  case.  He  has  attempted  to 
apply  a  rule  applicable  to  an  entirely  different  situation.  Driggs 
filed  his  application  in  which  he  made  oath  that  he  was  the  inventor 
of  the  claims  in  issue.  He  testified  as  to  when  he  invented  them,  to 
his  disclosure  of  them,  and  to  the  subsequent  embodiment  under  his 
direction  of  his  invention  in  practical  form.  All  the  circumstances 
tend  to  corroborate  his  claim  of  invention,  and  no  one  disputes  this 
claim.  We  think,  therefore,  that  the  argument  that  he  has.  not  estab- 
lished conception  and  disclosure  must  fail. 

We  have  no  greater  difficulty  in  disposing  of  the  second  contention. 
It  is  established  beyond  question  that  the  gun  which  was  constructed 
by  the  Driggs  Company  prior  to  June,  1905,  and  tested  at  Sharon, 
Pa.,  was  shipped  to  the  Government  proving-ground  at  Indian  Head, 
Md.,  late  in  June,  1905,  there  thoroughly  tested  and,  as  a  result  of 
this  test,  was  adopted  as  the  standard  gim  of  this  type;  that  the 
same  gun  was  taken  back  to  the  navy-yard  at  Washington  and  used 
as  a  model  for  the  other  guns  which  the  Government  ordered;  that 
it  embodied  the  elements  and  each  of  the  elements  of  the  issue.  Not 
a  word  of  testimony  was  introduced  by  appellant,  and  yet  we  are 
asked  to  find  that  the  fact  that  the  Government  fired  this  gun  one 
hundred  times,  adopted  it  as  its  standard,  ordered  over  one-hundred 
and  fifty  more,  did  not  amount  to  a  reduction  to  practice.  To  so 
find  would  be  equivalent  to  a  finding  of  negligence  or  incompetency 
against  the  Navy  Department.  The  fact  that  this  gun,  as  the  result 
of  a  competitive  test,  was  adopted  by  the  Navy  Department  is,  in 
our  view,  the  best  possible  evidence  of  reduction  to  practice.  At  the 
time  this  testimony  was  taken  the  gim  was  public  property,  had 
been  under  the  exclusive  control  of  Government  officials  since  a  time 
anterior  to  appellant's  foreign  filing  date,  upon  which  he  relies  for 
disclosure  and  constructive  reduction  to  practice.  If,  therefore,  that 
gun  had  been  changed  in  any  way,  or  if  it  had  not  embodied  all  the 
elements  of  the  issue,  appellant  could  very  easily  have  brought  out 
or  established  the  real  facts.    He  has  not  done  so,  and  we  are  not 
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disposed  to  set  aside  the  evidence  in  the  case  and  decide  it  upon 
evidence  that  might  have  been  introduced. 

The  decision  of  the  Commissioner  was  right  and  is  affirmed*  The 
clerk  will  certify  this  opinion  as  by  law  required. 

Affirmed. 


[Court  of  Appeals  of  the  District  of  Coliimbla.1 

Slxnglutf  and  Heichert  v.  Matnard. 

Decided  December  5,  1910, 

162  O.  a,  1002;  36  App.  D.  C,  109. 

iNTEBFEBEIfCE — PWOWTT — RiGHT  TO  MaKB  THE  CLAIM. 

Held  that  M.,  the  senior  party,  has  no  right  to  make  the  clalmB  In  Issue, 
since  the  inv^ition  covered  thereby  is  not  fully  and  clearly  disclosed  in  his 
application. 

Mr.  Paul  Symiestvedt  and  Mr.  Jam,es  C.  Bradley  for  the  appellants. 
Mr.  0.  P.  Byrnes  and  Mr.  O.  H.  Parmelee  for  the  appellee. 

Van  Orsdel, /.; 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
awarding  priority  of  invention  to  appellee  on  the  following  issue : 

In  combination  in  apparatus  for  drawing  glass  cylinders  a  drawing-frame 
provided  with  a  blowpipe  and  means  for  elevating  the  blowpipe,  a  hollow  bait; 
means  whereby  the  bait  and  blowpipe  may  be  detachably  secured  together  In 
communication,  and  shifting  means  for  the  bait  and  cylinder  adapted  to  auto- 
matically disengage  the  blowpipe  and  bait 

No  testimony  was  taken  by  either  party.  A  motion  was  made  by 
appellants  to  dissolve  the  interference  on  the  ground  that  appellee 
had  no  right  to  make  the  claim  in  issue.  The  motion  was  dejiied  by 
the  Primary  Examiner,  which  decision  was  approved  by  the  Exam- 
iner of  Interferences,  who  awarded  priority  to  appellee.  On  appeal^ 
this  decision  was  reversed  by  the  Board  of  Examiners-in-Chief .  The 
decision  of  the  Board  was,  in  turn,  reversed  by  the  Commissioner  of 
Patents,  from  whose  decision  this  case  comes  here  on  appeal. 

Appellee  is  the  senior  party,  and  the  sole  question  presented  is  his 
right  to  make  the  claim  in  issue.  The  issue  involved  relates  to  the 
manufacture  of  glass  cylinders  from  which  plate-glass  is  made.  The 
structure,  in  so  far  as  the  present  case  is  concerned,  consists  of  a  tube 
or  bait  enlarged  at  the  lower  end  into  the  shape  of  an  inverted  funnel 
with  a  socket  at  the  upper  end.  In  this  socket  is  inserted  the  end 
of  what  is  termed  the  blowpipe.  The  air  used  in  blowing  the  glass 
cylinders  is  forced  through  the  blowpipe  and  bait,  when  connected, 
Dy  artificial  means  not  necessary  to  be  described.    On  the  upper  end 
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of  the  bait  the  socket  forms  a  collar  or  shoulder  considerably  larger 
than  the  pipe.  ^  This  shoulder  rests  on  forks  attached  to  a  cage,  which 
is  used  for  raising  the  bait  and  blowpipe  when  connected  and  in 
operation,  and  for  lowering  the  bait  and  cylinder  after  disengaging 
the  blowpipe.  It  should  be  remembered  that  the  blowpipe  maintains 
at  all  times  a  rigidly  perpendicular  position,  its  only  movement  being 
up  and  down.  This  movement  is  directed  by  virtue  of  the  blowpipe's 
being  socketed  and  moving  in  a  larger  pipe. 

When  ready  for  use  the  inverted  funnel  end  of  the  bait  is  inserted 
in  the  molten  glass;  the  cage  supporting  the  bait  when  connected  to 
the  blowpipe  is  slowly  raised,  and,  by  the  introduction  of  the  proper 
volume  of  air,  a  glass  cylinder  is  blown  of  large  dimensions.  When 
the  blowing  process  is  completed,  the  blowpipe  is  disengaged  from 
the  bait  at  the  socket,  and  the  cylinder  is  disconnected  at  the  lower 
end  and  moved  onto  a  carriage.  Simultaneously  with  the  movement 
of  the  carriage  at  right  angles  to  the  perpendicular  movement  of  the 
cage  supporting  the  bait  at  the  socket  end,  the  cylinder,  with  the  bait 
attached,  is  lowered  until  it  assumes  its  position  on  the  carriage,  when 
the  hooks  of  the  lowering  cage  supporting  the  bait  disengage  them- 
selves from  the  bait,  leaving  the  cylinder  and  bait  lying  on  the  car- 
riage in  a  substantially  horizontal  position.  The  bait  is  then  cut 
from  the  cylinder  and  made  ready  for  use  in  blowing  another,  when  it 
is  again  readjusted  in  the  forks  of  the  cage,  connected  with  the  blow- 
pipe, the  inverted  funnel  end  of  the  bait  inserted  into  the  molten 
glass,  and  the  process  above  described  repeated. 

Appellants'  invention  described  a  means  for  automatically  raising 
the  blowpipe  and  disengaging  it  from  the  socket  end  of  the  bait,  so 
that  the  action  of  the  bait,  in  connection  with  the  attached  cylinder, 
would  be  free  and  unimpeded  by  the  rigidly  perpendicular  blowpipe 
when  being  lowered  into  its  position  on  the  carriage.  Appellee,  being 
the  first  inventor,  insists  that  the  claim  in  issue  can  be  read  onto  his 
structure,  and  that  he  should  be  permitted  to  adopt  it  as  against  the 
claim  of  appellants. 

In  order  to  understand  more  fully  the  standing  of  appellee,  it  is 
necessary  to  examine  his  "claims  as  they  appeared  in  the  Patent  Office 
when  appellants  came  into  the  field.  In  appellee's  original  applica- 
tion appeared  the  following  claims  descriptive  of  his  invention : 

3.  A  window-glass-making  machine,  comprising  a  movable  block  for  supporting 
a  ^ass-pot,  a  frame  located  thereobove,  said  frame  being  provided  with  vertical 
guides,  an  elevator-cage  movably  mounted  on  said  guides,  said  cage  having  pro- 
jections separated  from  each  other  by  a  space,  a  tube  adapted  to  pass  through 
said  space  and  having  means  for  engaging  said  projections,  whereby  the  tube  i& 
supported  on  the  cage,  said  tube  having  a  bait  located  at  its  lower  end,  and  a 
second  tube  located  al>ove  the  first  and  telescopically  connected  therewith  for 
conducting  air  to  said  bait 
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4.  A  machine  for  making  glass  cylinders,  comprising  a  yertically-movable 
elevator-cage  having  means  for  supporting  a  tul)e,  a  telescoping  tube  mounted 
on  said  cage  and  having  a  bait,  an  air-cylinder  connected  wifh  said  tube,  and 
means  for  forcing  air  from  the  cylinder  into  the  tube  when  the  cage  is  raised. 

8.  A  machine  for  making  hollow  glass  articles,  comprising  a  movable  tube 
having  a  bait,  a  cylinder  communicating  with  said  tube,  means  for  raising  and 
lowering  the  tube,  and  means  for  forcing  air  from  the  cylinder  through  the 
tube  when  the  tube  is  raised,  nnd  for  drawing  air  into  the  cylinder  from  the 
outside  when  the  tube  is  lowered. 

10.  A  machine  for  making  hollow  glass  articles,  comprising  a  movable  bait,  a 
tube  connection  therewith,  means  for  forcing  air  through  the  tube,  a  conveyer 
adapted  to  move  into  a  position  adjacent  to  said  bait,  and  means  for  simul- 
taneously moving  the  tube  to  the  conveyer. 

13.  A  machine  for  drawing  hollow  glass  articles,  comprising  a  movable  bait,  a 
tube  connected  with  the  bait,  an  inclined  track,  a  carriage  on  said  track,  said 
carriage  having  means  for  supporting  an  article  formed  by  the  machine,  and 
means  for  simultaneously  moving  the  tube  and  said  carriage. 

14.  A  machine  for  forming  glass  articles  by  drawing,  comprising  a  frame,  a 
movable  bait  supported  by  the  frame,  an  inclined  track  located  adjacent  to  the 
frame,  a  carriage  mounted  on  said  track,  and  an  oscillatable  frame  mounted  on 
the  carriage  and  having  means  for  supporting  the  product  of  the  machine. 

19.  A  glass-making  machine  coniprihing  an  inclined  track,  a  carriage  mounted 
thereon,  a  series  of  flanged  sheaves  iii)ou  said  carriage,  a  frame  mounted  on  said 
sheaves  and  adapted  to  be  moved  along  them,  said  frame  being  provided  with 
projecting  arms  for  supporting  glass  articles,  a  capping-off  horse  located  adja- 
cent to  the  lower  end  of  said  track,  and  means  connected  with  said  horse  for 
removing  a  glass  article  from  said  carriage. 

It  also  appears  that  on  August  2,  1907,  about  three  months  before 
appellants  came  into  the  field,  in  response  to  a  suggestion  from  the 
Patent  Office,  appellee  amended  his  application  by  adding  the  follow- 
ing claims : 

29.  In  a  take-down  device  for  glass  cylinders,  an  Inclined  track,  a  drawing 
device,  a  carriage  movable  on  the  track  and  a  connection  between  the  carriage 
and  the  drawing  device. 

30.  In  a  take-down  device  for  glass  cylinders,  a  drawing  device  supporting  a 
blowpipe  connection  or  bait,  a  taking-down  device,  and  means  for  effecting  the 
disconnection  of  the  blowpipe  connection  or  bait  from  the  drawing  device  during 
its  downward  movement. 

We  think  it  clearly  appears  from  the  foregoing  claims  that  appellee 
provided  for  a  detachable  joint.  The  difficulty  is  to  determine 
whether  he  had  in  mind  a  means  whereby  an  automatic  disengage- 
ment of  the  joint  could  be  accomplished  in  lowering  the  cylinder  and 
bait.  The  old  method  of  disengaging  was  accomplished  by  hand. 
The  object  of  appellants'  invention  was  to  provide  a  method  of  over- 
coming this  inconvenience  and  of  mechanically  performing  the  dis- 
engagement so  that  it  would  automatically  occur  in  conjunction  with 
the  lowering  of  the  bait  and  cylinder.  It  will  be  observed  that  the 
invention  in  issue  resides  in  the  use  of  the  shifting  device  which  both 
shifts  the  bait  and  cylinder  after  the  bait  is  disengaged  from  the 
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blowpipe  and  performs  the  function  of  disengaging  the  bait  from  the 
blowpipe.  There  seems  to  be  no  doubt  but  that  the  shifting  device  is 
sufficiently  set  forth  in  the  claims  of  appellee.  It  is,  however,  not  so 
clear  just  how  he  contemplated  accomplishing  the  disengagement  of 
the  joint.  Counsel  for  appellee  claims  that  this  is  accomplished  by 
constructing  the  socket  on  the  bait  so  shallow  and  so  large  that  the 
blowpipe  will  fit  loosely  enough  therein  to  pry  out  when  the  lower  end 
of  the  cylinder  is  carried  out  of  its  perpendicular  position  by  the 
shifting  carriage  and  the  downward  movement  of  the  bait  and  cylin- 
der toward  a  horizontal  position  is  begun. 

The  objection  to  this  theory  is  that  it  cannot  be  read  onto  appellee's 
drawing.  The  drawing  shows  a  deep,  close-fitting  socket-joint,  which 
would  not  permit  of  the  operation  described.  Holding  appellee 
strictly  to  his  drawing,  the  only  apparent  means  of  disengaging  the 
joint  is  by  lifting  the  blowpipe  out  of  the  socket  simultaneously 
with  the  lowering  of  the  bait  and  cylinder. 

Counsel  for  appellee  introduced  at  the  argument  a  nimiber  of 
drawings  and  specifications  of  earlier  patents  showing  the  prior  art. 
Among  these  is  one  known  as  the  Lubbers  patent,  in  which  the  blow- 
pipe is  raised  simultaneously  with  the  lowering  of  the  cylinder  and 
bait  by  means  of  a  rope  attached  to  the  blowpipe  and  passed  through 
a  pulley  above,  the  end  extending  down  to  a  point  where  it  can  be 
caught  by  the  operator.  The  operator  is  thus  enabled  to  disengage 
the  blowpipe  from  the  bait  and  keep  control  of  it  until  the  lowering 
process  is  completed.  It  appears  from  the  statement  of  counsel  for 
appellants  that  appellee  and  Lubbers  were  colaborers  in  the  works 
of  the  Window  Glass  Machine  Company,  the  assignee  of  both  pat- 
ents. That  appellee  intended  to  use  the  Lubbers  device  for  the  dis- 
engagement of  the  joint  becomes  apparent  when  we  consider  the 
object  he  was  seeking  to  attain.  An  examination  of  his  claims  dis- 
closes that  he  was  aiming  at  the  discovery  of  an  invention  to  dispose 
of  the  use  of  manual  labor  in  lowering  the  bait  and  cylinder.  As 
stated  at  the  end  of  his  specification — 

the  macbiDe  itself  cuts  down  and  takes  down  the  cyUnders,  thas  dispensing 
with  hand  operations  to  perform  these  steps. 

This  is  wherein  appellee's  invention  constituted  an  improvement 
over  the  Lubber's  patent. 

We  are  forced  to  the,  conclusion  that  the  idea  of  providing  means 
for  the  automatic  disengagement  of  the  joint  never  entered  the  mind 
of  appellee  until  after  appellants  came  into  the  field.  To  answer 
that  appellee,  by  the  application  of  mere  mechanical  skill,  could 
change  the  tight-fitting,  deep  joint  into  a  loose-fitting,  shallow  joint, 
or  even  a  beveled  joint,  and  by  these  methods,  of  very  doubtful  prac- 
ticability, effect  an  automatic  disengagement  of  the  joint,  in  the 
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absence  of  any  apparent  intention  on  his  part  to  accomplish  such 
an  end,  would  be  equivalent  to  holding  that  the  claim  in  issue  does 
not  involve  invention.  The  means  for  the  automatic  disengagement 
of  the  joint  does,  in  our  opinion,  involve  invention.  Before,  there- 
fore, this  invention  can  be  read  onto  the  specifications,  claims  and 
drawings  of  appellee,  we  must  indulge  in  a  maze  of  questionable 
presiunptions  wholly  unwarranted  in  the  light  of  appellants'  ade- 
quate disclosure. 

We  concur  in  the  conclusion  reached  by  the  Board  of  Examiners- 
in-Chief,  The  decision  of  the  Commissioner  of  PaterUs  is^  therefore^ 
reversed^  and  the  clerk  is  directed  to  certify  these  proceedings  as  by 
law  required. 

Reversed. 


[Court  of  Appeals  of  the  District  of  CoIombU.] 

SwARTWouT  V.  Barnes. 

Decided  December  5,  1910, 

162  O.  G..  1187;  36  App.  D.  C,  129. 

Intebfebence — Pbiority. 

Priority  held  properly  awarded  to  appellee. 

(For  Commissioner's  decision  see  C,  D.,  1910,  247;  161  0.  O.,  1045,) 

Mr.  L.  M,  Sanders^  Mr.  L.  S.  Bacon^  and  Mr,  J.  H.  Milans  for  the 
appellant. 

Mr,  G.  W.  liea^  Mr.  A.  V.  Cushman^  and  Mr.  J.  G.  Meyers  for  the 
appellee. 

Van  Orsdel,  J.: 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Pat- 
ents in  an  interference  proceeding.  The  Examiner  of  Interferences 
decided  in  favor  of  appellant.  This  decision  on  appeal  was  reversed 
by  the  Board  of  Examiners-in-Chief,  and  the  decision  of  the  Board 
was  affirmed  by  the  Commissioner,  from  whose  decision  appellant 
has  brought  the  case  to  this  court. 

The  invention  relates  to  improvements  in  corset-stays,  and  is 
sufficiently  set  forth  for  our  purpose  in  the  fourth  count  of  the  issue, 
as  follows: 

a  corset  or  dress  stay  consisting  of  a  single  elastic  wire  formed  into  a  series 
of  substantially  closed  and  alined  tandem  triangular  loops  all  normally  lying 
in  the  same  plane. 

Where  the  sole  issue  is  one  of  fact,  we  are  slow  to  disturb  the  find- 
ing of  the  Patent  Office,  especially,  as  in  this  case,  where  the  evidence 
appears  to  fully  sustain  the  conclusion  reached  by  the  Commissioner. 
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The  tribunals  of  the  Patent  Office  in  their  opinions  have  very  fully 
and  accurately  reviewed  the  evidence,  and  it  would  be  ustless  effort 
expended  on  our  part  to  rehearse  it  again. 

The  decision  of  the  Commissioner  is  rights  and  is  therefore  af- 
firmed. The  clerk  is  directed  to  certify  these  proceedings,  as  by  law 
required. 

Affirmed. 


t Court  of  Appeals  of  the  District  of  Columbia.! 

Billings,  Acting*  Commissioner  of  Patents,  v.  Field. 

Decided  December  5,  t910, 

163  O.  a,  232;  36  App.  D.  C,  16. 

1.  Oommon-Law  Writ  of  Certiobabi — When  Issued. 

"  In  the  case  of  in  re  Tampa  avhurhan  R.  R.  Co.  (168  U.  S.,  583)  the 
general  rule  goveming^  the  issuance  of  the  writ  is  stated  to  be  that  the  *  writ 
will  be  granted  or  denied,  in  the  sound  discretion  of  the  Court,  on  special 
cause  or  ground  shown;  and  wUl  he  refused  where  there  is  a  plain  and 
equally  adequate  remedy  by  appeal  or  otherwise.* " 

2.  Same— Same. 

The  writ  is  sometimes  issued  to  test  the  question  of  jurisdiction,  notwith- 
standing a  remedy  by  appeal  or  writ  of  error  exists,  when  the  tribiinai 
whose  action  is  sought  to  be  reviewed  has  proceeded  without  jurisdiction 
and  that  fact  appears  upon  the  record;  but  the  writ  wiU  not  be  issued  if 
there  is  another  adequate  remedy  available,  nor  will  it  be  issued  unless  to 
accomplish  substantial  justice. 
8.  Same — Same — Jurisdiction  or  the  CJoubt  op  Appeals  of  the  District  op 
Columbia. 

By  the  act  creating  the  CJourt  of  Api)eals  of  the  District  of  Columbia  (27 
Stat,  434)  it  was  given  jurisdiction  to  "aflBrm,  reverse  or  modify,"  on  ap- 
peal, any  final  order.  Judgment,  or  decree  of  the  supreme  court  of  the  Dis- 
trict, and  this  provision  clothes  it  with  authority  to  inquire  whether  the 
trial  court  has  exercised  its  discretion  in  accordance  with  established  rules 
and  precedents  governing  the  exercise  of  such  discretion. 
4.  Same— Same— Same. 

"  The  statute  has  conferred  Jurisdiction  upon  this  court  to  hear  and  de- 
termine appeals  from  the  Patent  Office.  The  only  excuse,  therefore,  for 
invoking  this  common-law  remedy  is  that  relief  by  appeal  will  be  less 
efficient.  We  are  fully  convinced  that  an  appeal  will  afford  fully  as  si)eedy 
and  adequate  redress  as  will  be  accomplished  by  certiorari.  If  proceedings 
In  tjie  Patent  Office  are  to  be  interrupted  by  certiorari  when  there  is 
an  equally  adequate  remedy  by  appeal,  it  is  clear  that  an  additional  tribu- 
nal not  contemplated  by  the  statute,  namely  the  supreme  court  of  the  Dis- 
trict, will  be  interposed  between  the  tribunals  of  the  Patent  Office  and  this 
court.  In  other  words,  instead  of  appeals  coming  direct  to  this  court  an 
aggrieved  jjerson,  by  resorting  to  the  writ  of  certiorari,  will  be  enabled  to 
prolong  the  contest  by  first  taking  the  case  to  the  supreme  court" 
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Mr.  TF.  /S.  Ruckman  for  the  appellant.    {Mr.  L.  S.  Bacon^  Mr.  A.  8. 
Worthington^  and  Mr.  Lincoln  B.  Smith  of  counsel.) 
Mr.  Melville  Church  and  Mr.  W.  G.  Johnson  for  the  appellee. 

BoBB,  J.: 

This  is  an  appeal  from  a  judgment  of  the  Supreme  Court  of  the 
District  of  Columbia  in  a  certiorari  proceedings  quashing  a  decision 
of  the  Commissioner  of  Patents  which  revived  a  patent  application 
filed  by  Howard  D.  Colman,  and  also  quashing  an  interlocutory  de- 
cision of  the  Examiner  of  Interferences  in  an  interference  proceeding 
between  said  Colman  and  the  appellee  Field,  and  granting  certain 
incidental  relief. 

The  facts  disclosed  by  the  pleadings,  so  far  as  pertinent  to  this 
inquiry,  are  substantially  these:  On  *  *  *  said  Howard  D. 
Colman  filed  an  application  for  a  patent  on  a  "  machine  for  drawing 
in  warp-threads."  About  four  years  later,  on  *  *  *  appellee 
Millard  F.  Field  filed  an  application  for  a  patent  "  on  warp-drawing 
machines."  On  *  *  *  Colman  voluntarily  abandoned  his  appli- 
cation   of     *     *     *     in    favor    of  a    substitute    application    filed 

♦  *  *  .  Progressive  actign  was  had  by  the  Patent  Office  on  this 
substitute  application  and  on  *  *  *  the  Examiner  allowed  one 
hundred  and  rejected  the  other  nineteen  of  its  claims.  Nothing 
further  was  done  by  the  applicant  Colman  in  the  prosecution  of  this 
application  until  *  *  *  which  was  one  year,  one  month,  and  five 
days  after  the  date  of  the  last  action  thereon  by  the  Patent  Office. 
Upon  said    *     *     *    however,  Colman  filed  the  following  petition: 

Your  petitioner,  Howard  D.  Colman,  represents  unto  your  honor   that  on 

♦  *  *  he  filed  In  the  United  States  Patent  Office  an  application  for  patent 
upon  an  Improved  machine  for  drawing  In  warp-threads,  -which  application  on 

♦  ♦     ♦    became  abandoned  for  failure  to  prosecute  by  formal  amendment. 
Tour  petitioner  further  represents  that  such  failure  to  amend  said  application 

was  wholly  accidental  and  unintentional,  and  was  not  for  the  purpose  of  delay. 

Your  petitioner  further  represents  that  the  invention  set  forth  in  said  appli- 
cation is  intricate ;  that  the  specification  comprises  thirty-two  type-written  pages 
of  descriptive  matter  and  one  hundred  and  nineteen  claims,  all  but  a  few  of 
which  claims  were  substantially  held  allowable  on  the  first  Office  action;  and 
that  the  application  contains  eighteen  sheets  of  drawings,  most  of  which  are 
extremely  complex.  To  reproduce  said  drawings  and  refile  said  application 
would  call  for  the  expenditure  of  much  time  and  money. 

Wherefore  your  petitioner  humbly  prays  that  said  application  be  revived 
upon  such  terms  as  your  honor  shall  deem  Just  and  equitable. 

This  petition  was  supplemented  by  the  affidavit  of  counsel,  as 
follows : 

Luther  lU.  Miller,  being  duly  sworn  upon  oath,  doth  depose  and  say  that  he 
is  an  attorhey-at-law  and  a  solicitor  of  patents ;  that  on  or  about  the  *  ♦  ♦ 
as  attorney  for  one  Howard  D.  Ck)lman,  of  Rockford,  111.,  he  filed  In  the  United 
States  Patent  Office  a  certain  application  for  patent  upon  an  Improved  machine 
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for  drawing  In  warp-threads,  which  application  comprised  thirty-two  pages  of 
descriptive  specification,  one  hundred  and  nineteen  claims,  and  eighteen  sheets 
of  drawings;  that  said  application  received  Serial  No.  *  ♦  ♦  in  the  Pat- 
ent OflBce;  that  on  or  about  the  ♦  ♦  ♦  the  ilxamlner  having  this  applica- 
tion in  charge  acted  upon  it,  and  that  on  or  about  the  *  ♦  ♦  a  personal 
interview  was  held  by  affiant  with  the  Examiner,  during  the  course  of  which 
Interview  an  amendment  along  the  lines  of  the  one  filed  herewith  was  proposed 
by  said  affiant 

Affiant  further  states  that  it  is  his  practice  to  keep  the  files  of  cases  pending 
in  the  Patent  Office  which  are  being  conducted  by  him  as  attorney  in  a  filing- 
cabinet  composed  of  drawers,  and  to  keep  a  card-index  of  such  pending  cases 
as  a  check  upon  said  filing-cabinet  Affiant  further  states  that  on  account  of 
the  large  size  of  said  application  No.  *  ♦  ♦  it  was  not  placed  in  said  filing- 
cabinet,  but  was  kept  in  a  separate  file-box  and  in  consequence  of  its  absence 
from  the  regular  filing-cabinet  the  record  of  such  application  was  inadvertently 
omitted  from  said  card-index. 

Affiant  further  states  that  during  July  and  August  and  a  part  of  September 
*  ♦  ♦  he  was  absent  from  his  office  on  a  European  business  trip ;  that  since 
returning  to  his  office  he  has  been  busy  with  other  matters  in  the  practice  of 
his  profession ;  and  that  in  a  pressure  of  other  business  and  in  consequence  of 
the  absence  from  said  card-index  of  any  record  of  said  application  affiant  has 
overlooked  the  fact  that  the  term  within  which  amendment  should  have  been 
made  was  al>out  to  expire  and  has  expired. 

Affiant  further  states  that  his  said  omission  to  amend  said  application  was 
not  intentional,  but  was  wholly  an  oversight  on  his  part,  and  was  not  and  Is 
net  for  the  purpose  of  delaying  the  prosecution  of  said  application. 

Accompanying  the  petition  and  affidavit  was  a  letter,  also  signed 
by  counsel,  in  which  counsel  stated  in  substance  what  he  had  stated 
in  his  affidavit.  This  application  for  revival  was  regularly  passed 
upon  by  the  Commissioner  who  indorsed  thereon  "  Petition  granted. 
F.  I.  Allen,  Commissioner."  This  action  was  taken  in  supposedcon- 
formity  with  the  provisions  of  section  4894,  Revised  Statutes,  as 
amended  by  the  act  of  March  3d,  1897,  (29  Stat,  693,)  reading  as 
follows : 

All  applications  for  patents  shall  be  completed  and  prepared  for  examination 
within  one  year  after  the  filing  of  the  application,  and  in  default  thereof,  or 
upon  failure  of  the  applicant  to  prosecute  the  same  within  one  year  after  any 
action  therein,  of  which  notice  shall  have  been  given  to  the  applicant,  they  shall 
be  regarded  as  abandoned  by  the  parties  thereto,  unless  it  be  shown  to  the 
satisfaction  of  the  Commissioner  of  Patents  that  such  delay  was  unavoidable. 

Following  the  action  of  the  Commissioner  in  reviving  the  applica- 
tion the  usual  procedure  was  followed  until  *  *  *  when  the  ap- 
plication was  voluntarily  abandoned  in  favor  of  a  third  application 
for  the  same  invention,  filed  on  *  *  *.  That  application  is  now 
pending  in  the  Patent  Office. 

On  *  *  *  the  then  pending  applications  of  Colman  and  Field 
having  progressed  to  the  point  of  allowance,  were  placed  in  interfer- 
ence. Upon  the  opening  of  the  preliminary  statement  of  each  it  was 
discovered  that  the  date  of  conception  of  the  invention  alleged  by 
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Field  was  later  than  the  date  of  the  filing  in  the  Patent  Office  of 
Colman's  application  of  *  *  *.  Thereupon,  in  pursuance  of  a 
rule  of  the  Patent  Office,  the  Examiner  of  Interferences  required 
Field  to  show  cause  why  judgment  on  the  record  should  not  be  ren- 
dered against  him.  In  response  to  this  order  Field  filed  various 
motions,  including  a  motion  to  shift  the  burden  of  proof.  No  effort 
was  made  by  Field  for  more  than  three  years  after  the  declaration 
of  interference  between  Colman's  application  and  his  own  to  undo 
the  action  of  Commissioner  Allen  in  reinstating  the  earlier  applica- 
tion of  Colman,  except  to  file  said  motion  before  the  Examiner  of  In- 
terferences to  shift  the  burden  of  proof.  The  Examiner  of  Interfer- 
ences was  without  authority  to  overrule  a  decision  of  the  Commis- 
sioner, and  hence  a  review  of  said  decision  reviving  said  Colman's 
application  could  have  been  had  in  the  Patent  Office  before  the  Com- 
missioner only.  This  Field  must  have  known.  On  December  18th, 
1910,  more  than  three  years  after  the  declaration  of  interference,  as 
above  noted,  which  period  had  been  consumed  by  motions  of  a  dila- 
tory nature,  Field  filed  a  petition  addressed  to  the  Commissioner  of 
Patents  praying  the  Commissioner  to — 

reconsider  and  reexamine  the  matter  of  the  reyival  of  the  Colman  second  appli- 
i*ation  as  aforesaid, 

and — 

to  vacate  and  reverse  the  order  of  revival  heretofore  made» 

and — 

on  the  basis  of  the  vacation  and  cancelation  of  such  order  of  revival  instrnct 

the  Eixa miner  of  Interferences  that  the  burden  of  proof  should  be  shifted  and 

Ck)lman  be  made  the  Junior  party  on  the  basis  of  the  filing  date  of  his  third 

application. 

After  due  consideration  this  petition,  on  May  31st,  1910,  was  dis- 
missed by  the  Commissioner. 

On  June  4th,  1910,  n<?  evidence  having  teen  submitted  hy  Field  to 
overcome  Colman^s  fling  date^  the  Examiner  of  Interferences  ren- 
dered his  decision  adjudging  priority  of  invention  to  Colman. 

Following  said  decision  by  the  Examiner  of  Interferences  award- 
ing priority  of  invention  to  Colman,  Field,  on  June  15th,  1910,  filed 
a  petition  for  certiorari  in  the  Supreme  Court  of  the  District  of 
Columbia,  In  said  petition  it  is  stated  that  unless  the  action  of  the 
Commissioner  in  reviving  said  application  is  reviewed  by  certiorari — '- 

your  petitioner  will  he  forced  to  go  through  a  long  protracted  and  inconclusive 
course  of  proceedings  upon  the  question  of  priority  of  invention  upon  the  present 
record  before  the  Examiner  of  Interferences,  the  Board  of  Examiners-in-Ghief, 
the  CJommissioner  of  Patents,  and  possibly  before  the  Court  of  Appeals  of  the 
District  of  Columbia,  before  he  can  review  the  action  of  tJie  Commissioner  on 
the  question  of  the  revival  of  said  Colman  application  by  a  bill  in  equity; 
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that  the  court — 

by  the  granting  of  its  writ  of  certiorari,  may  speedily,  and  without  delay  and 
without  circumlocution,  review  the  validity  of  the  action  of  the  CJommissioner 
in  the  premises  on  said  question  of  revival  of  the  said  Colman  application. 

After  praying  the  issuance  of  a  writ  to  bring  up  the  record  of  said 
interference  proceeding,  including  the  record  of  the  revival  of  said 
Colman  application,  the  petition  closes  with  a  prayer  that  the  court — 

will  enter  an  order  quashing  said  order  of  revival  and  quashing  the  said  judg- 
ment of  said  respondent  acting  as  Commissioner,  refusing  as  aforesaid  to 
vacate  the  said  order  of  revival, 

and  that  the  proceedings  in  said  interference  be  stayed  until  the  final 
determination  of  the  petition.  Neither  Colman  nor  his  assignee  was 
made  a  party  to  this  petition,  but  counsel  for  Colman  formally  ap- 
peared at  all  stages  of  the  proceeding  and  participated  therein. 
After  hearing,  the  court  entered  judgment  quashing  said  decision  of 
the  Examiner  of  Interferences  on  the  question  of  priority  of  inven- 
tion and  quashing  said  order  of  revivor,  and  directing  that  said  inter- 
ference proceeding  "  be  proceeded  with  according  to  law  "  and  that 
Field  be  made  senior  party  and  Colman  junior  party  in  said  proceed- 
ing.   From  that  judgment  the  respondent  appealed. 

Because  of  the  view  we  take  on  a  vital  point  in  this  case  we  deem 
it  unnecessary  to  consider  various  preliminary  questions,  and  shall 
assume,  without  deciding,  that  in  a  proper  case  jurisdiction  to  issue 
a  writ  of  certiorari  to  the  Patent  Office  exists.  In  many  jurisdictions 
the  common-law  writ  of  certiorari  has  been  supplanted  by  a  statutory 
writ  of  review,  but  that  has  not  been  done  here.  The  function  and 
scope  of  the  writ  in  the  District  of  Columbia  were  carefully  and 
clearly  stated  by  Mr.  Chief  Justice  Shepard  in  Degge  v.  Hitchcock^ 
(35  App.  D.  C,  218.)  In  the  case  of  in  re  Tampa  Suburban  R,  R. 
Co.  (168  U.  S.,  583)  the  general  rule  governing  the  issuance  of  the 
writ  is  stated  to  be  that  the — 

v^rit  will  be  granted  or  denied,  in  the  sound  discretion  of  the  Court,  on  special 
cause  or  ground  shown ;  and  toill  he  refused  where  there  is  a  plain  and  equally 
adequate  remedy  hy  appeal  or  otherwise. 

The  theory  upon  which  the  writ  is  sometimes  issued  to  test  the 
question  of  jurisdiction,  notwithstanding  a  remedy  by  appeal  or  writ 
of  error  exists,  is  that  when  the  tribunal  whose  action  is  sought  to  be 
reviewed  has  proceeded  without  jurisdiction,  and  that  fact  appears 
upon  the  face  of  the  record,  the  issuance  of  the  writ  affords  a  more 
efficient  remedy  if  it  summarily  ends  an  expensive  and  protracted 
litigation.  {Harris  v.  Barber^  129  U.  S.,  366;  Gaithers  v.  Watkina., 
et  al.^  66  Md.,  576.)  If,  however,  there  is  another  adequate  remedy 
available,  the  writ  will  not  be  granted.     {Trustees  of  Presbyterian 
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Church  of  Georgetown  v.  District  of  Columbia^  34  App.  D.  C,  600 ; 
Mark  v.  District  of  Columbia^  35  App.  D.  C,  574.)  Nor  will  the 
writ  be  granted  unless  to  accomplish  substantial  justice.  {District 
of  Columbia  v.  Brooke^  29  App.  D.  C,  563.)  Without  expressing 
any  opinion  as  to  whether  Field  was  guilty  of  laches  in  filing  his 
petition  for  the  writ,  we  proceed  to  inquire  whether,  when  Field 
prayed  the  issuance  of  the  writ  of  certiorari,  an  equally  adequate 
remedy  by  appeal  was  open  to  him. 

In  the  act  of  February  25th,  1893,  (27  Stat.,  434,)  creating  this 
court,  the  jurisdiction  of  the  general  term  of  the  supreme  court  of  the 
District  over  appeals  from  the  Commissioner  of  Patents  was  trans- 
ferred to  this  court,  and  it  was  further  provided  that — 

any  party  aggrieved  by  a  decision  of  the  Commissioner  of  Patents  in  an  inter- 
ference case  may  appeal  therefrom  to  said  court  of  appeals. 

When,  therefore,  judgment  on  the  record  was  entered  in  favor  of 
Colman  and  against  Field  by  the  Examiner  of  Interferences  a  right 
of  appeal  through  the  Board  of  Examiners-in-Chief  and  the  Commis- 
sioner to  this  court  existed.  Judgment  would  have  been  entered  as  a 
matter  of  course  by  the  Examiners-in-Chief  and  the  Commissioner  in 
turn,  and  the  appeal  to  this  court  would  not  have  involved,  as  alleged 
by  Field  in  his  petition  for  the  writ,  "  a  long  protracted  and  incon- 
clusive course  of  proceedings."  Had  he  pursued  the  course  pre- 
scribed by  the  statute  instead  of  resorting  to  this  extraordinary 
remedy,  he  would  have  reached  this  court,  the  court  especially  clothed 
by  law  with  jurisdiction  over  such  appeals,  quite  as  soon  as  he  now 
has;  and  inasmuch  as  the  judgment  appealed  from  would  have  been 
a  final  judgment,  every  question  raised  by  his  petition  for  certiorari 
could  have  been  raised  by  appeal.  Moreover,  it  is  quite  evident  that 
even  if  we  should  afiirm  this  judgment  of  the  trial  court  the  real  issue 
involved  in  the  interference  case,  namely  the  question  of  priority  of 
invention,  would  still  be  undetermined.  It  would  still  be  necessary 
for  the  various  tribunals  of  the  Patent  Office  to  consider  and  to  de- 
termine that  question,  and  from  their  ultimate  judgment  an  appeal 
would  lie  to  this  court.  This  situation  demonstrates  the  futility  of 
interference,  by  a  court  having  no  general  jurisdiction  or  control  over 
the  affairs  of  the  Patent  Office,  with  the  regular  and  orderly  trial 
of  cases  in  that  Office,  when  the  very  questions  raised  in  that  court 
may  be  quite  as  expeditiously  raised  by  appeal.  Such  a  practice,  if 
established,  would  still  further  complicate  rather  than  simplify  patent 
practice  and,  we  feel  sure,  add  to  the  burdens  of  applicants  and  delay 
instead  of  expedite  final  action. 

But,  it  is  insisted,  the  discretion  exercised  by  the  trial  court  is  not 
reviewable  and,  therefore,  its  judgment  will  not  be  disturbed  by  an 
appellate  tribunal  except  for  errors  in  the  determination  of  the  ques- 
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tions  arising  upon  the  record.  This  court,  in  section  7  of  the  act  of 
its  creation,  (27  Stat.,  434,)  was  expressly  given  jurisdiction  to 
"  affirm,  reverse  or  modify,"  on  appeal,  any  final  order,  judgment,  or 
decree  of  the  supreme  court  of  the  District.  This  provision  surely 
clothes  this  court  with  authority  to  inquire  whether  the  trial  court 
has  exercised  its  discretion  in  accordance  with  established  rules  and 
precedents  governing  the  exercise  of  such  discretion.  The  court  so 
ruled  in  Trustees  v.  School  Boards  (88  111.,  100,)  an  apposite  case. 
The  discretionary  power  exercised  by  the  trial  court  in  passing  upon 
an  application  for  the  writ  being  neither  absolute  nor  arbitrary  the 
general  rule,  even  in  the  absence  of  statutory  provision,  is  that  the 
appellate  court  will  inquire  whether  there  has  been  a  departure  from 
settled  principles  in  the  granting  or  withholding  of  the  writ,  to  the 
injury  of  one  of  the  parties.  {Board  of  Supervisors  v.  Magoon^  109 
HI.,  142;  McDowell  v.  Keller^  48  Tenn.,  449;  Welch  v.  County  Courty 
29  W.  Va.,  63.)  It  has  been  held,  notably  by  the  courts  of  New  York, 
that  except  for  a  gross  abuse  of  discretion  the  appellate  court  will  not 
question  the  discretionary  power  of  the  trial  court  in  granting  or 
withholding  the  writ  We  think,  however,  the  better  rule  to  be,  as 
above  indicated,  that  the  appellate  court,  except  in  a  plain  case,  will 
inquire  whether  there  was  a  sound  exercise  of  discretion  by  the  trial 
court.  We  think  that  when  it  clearly  appears,  as  in  this  case,  that 
there  was  an  equally  efficient  remedy  by  appeal  open  to  the  petitioner 
for  the  writ,  it  necessarily  follows  that  there  was  lacking  a  funda- 
mental  requisite  for  the  award  of  this  extraordinary  remedy,  and 
that  it  therefore  becomes  the  duty  of  the  appellate  court  to  refer  the 
parties  to  the  mode  of  redress  prescribed  by  statute.  We  are  con- 
vinced in  this  case  that  had  the  learned  trial  justice  been  properly 
enlightened  as  to  the  complicated  practice  in  the  Patent  Office  and  the 
results  that  would  inevitably  flow  from  the  granting  of  this  writ,  he 
would  have  withheld  it  The  statute  has  conferred  jurisdiction  upon 
this  court  to  hear  and  determine  appeals  from  the  Patent  Office.  The 
only  excuse,  therefore,  for  invoking  this  common-law  remedy  is  that 
relief  by  appeal  will  be  less  efficient.  We  are  fully  convinced  that  an 
appeal  will  afford  fully  as  speedy  and  adequate  redress  as  will  be 
accomplished  by  certiorari.  If  proceedings  in  the  Patent  Office  are 
to  be  interrupted  by  certiorari  when  there  is  an  equally  adequate 
remedy  by  appeal,  it  is  clear  that  an  additional  tribunal  not  contem- 
plated by  the  statute,  namely  the  supreme  court  of  the  District,  will 
be  interposed  between  the  tribunals  of  the  Patent  Office  and  this 
court.  In  other  words,  instead  of  appeals  coming  direct  to  this 
court  an  aggrieved  person,  by  resorting  to  the  writ  of  certiorari,  will 
be  enabled  to  prolong  the  contest  by  first  taking  the  case  to  the 
supreme  court.  If  such  a  practice  should  obtain,  appeals  in  every 
instance  would  probably  be  prosecuted  from  that  court  to  this,  as 


Digitized  by  VjOOQ IC 


292      DECISIONS  OP  UNITED  STATES  COURTS  IN  PATENT  CASES. 

otherwise  when  parties  were  sent  back  to  the  Patent  Office  they  might 
find  some  important,  if  not  controlling,  question  finally  settled  in  the 
certiorari  proceeding  by  a  court  having  no  general  jurisdiction  over 
questions  arising  in  the  Patent  Office. 

It  appearing  that  an  equally  efficient  remedy  by  appeal  was  open 
to  appellee  when  he  filed  his  petition  for  the  writ  of  certiorari,  the 
trial  court  should  have  dismissed  his  petition. 

The  judgment  will  therefore  he  reversed  with  coata^  and  the  cause 
remanded  for  further  proceedings. 

Reversed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  McElroy. 

Decided  December  5,  1910. 

163  O.  G.,  491 ;  36  App.  D.  C,  98. 

Patentabilitt — Bell-Rinoino  System. 

Claims  for  a  system  in  which  the  signal-bells  on  a  trolley-car  are  actu- 
ated by  current  taken  from  the  direct-current  mains  of  the  trolley-circuit 
Held  unpatentable  in  view  of  the  prior  art. 

(For  CommisHoner'a  decision  see  C,  D,,  1910,  240;  161  O.  O.,  755,) 

Mr.  R.  M.  Pierson  and  Mr.  Charles  Neave  for  the  appellant 
Mr.  W.  S.  Ruckman  for  the  Commissioner  of  Patents. 

Shepard,  C.  J.: 

The  subject-matter  of  invention  is  .an  electrical  signaling  system  in 
which  a  signal  having  an  electro-magnetic  interrupter  device  is  placed 
in  series  with  a  circuit-closer,  in  a  principal  circuit  across  high-power 
direct-current  mains.  It  is  for  using  a  relatively-high-voltage  cur- 
rent for  ringing  the  bells  in  street-cars  for  signals  to  the  motorman. 

The  applicant  has  appealed  from  the  final  rejection  of  the  three 
following  claims : 

1.  The  combination  with  high-power  direct-current  mains  such  as  those  of  a 
troUey-circult,  of  a  high-value  substantially  non-inductive  resistance,  a  circuit- 
closer,  and  a  signal  having  an  electromagnetic  interrupter  device,  all  in  series 
in  a  principal  circuit  across  said  mains. 

2.  An  electric  signaling  system  comprising,  in  combination  with  high-power 
direct-current  mains  such  as  those  of  trolley-car-operatiug  circuit,  a  conductor 
across  said  mains  including  a  switch,  a  sultablj'-wound  circuit-interrupting 
trembler-signal,  and  a  non-inductive  high  resistance  of  such  value  as  to  sub- 
stantially suppress  the  arc  of  rupture,  said  elements  being  in  series  in  the 
principal  circuit  so  that  the  entire  current-flow  of  said  conductor  passes  through 
the  signal. 

3.  The  combination  with  high-power  direct-current  mains,  of  a  principal  cir- 
cuit across  said  mains  including  the  following  Instrumentalities  in  series,  to  wit: 
a  high-value  resistance  adapted  to  pass  an  actuating-curreut  of  negligible  heat- 
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lug  and  inductive  effect,  a  circuit-closen  and  a  signal  having  an  electromagnetic 
iDtermpter  device  whose  winding  is  multiplied  in  inverse  ratio  to  the  value  of 
said  actuating-current. 

The  rejection  was  for  want  of  patentable  novelty  in  view  of  the 
state  of  the  art,  and  references  were  made  to  other  patents  and  publi- 
cations showing  this. 

The  question  was  carefully  considered  by  the  successive  tribunals 
of  the  Patent  Office.  The  able  argument  on  behalf  of  appellant  has 
not  convinced  us  of  error  in  their  conclusions.  The  grounds  of  objec- 
tion are  fully  and  ably  stated  in  the  several  decisions  referred  to  and 
we  could  add  nothing  to  them  by  further  discussion. 

The  decision  will  he  affirmed  and  the  clerk  will  certify  this  decision 
to  the  C!ommissioner  of  Patents, 

Affirmed. 


[Court  of  Appeals  of  the  District  of  Colambla.] 

Booth,  Booth,  and  Flynt  v.  Hanan  and  Gates* 

Decided  December  5,  1910. 

163  O.  G.,  729;  36  App.  D.  C,  lOL 

INTERFEBENCE — PWOBrTT. 

Priority  Held  properly  awarded  to  H.  and  G.,  the  senior  parties,  siBce 
the  invention  in  issue  was  disclosed  in  an  application  filed  by  them  prior 
to  any  date  of  conception  claimed  by  the  junior  parties. 

Mr,  Nathan  Heard  and  Mr.  G.  K.  Woodworth  for  the  appellants. 
Mr.  A.  D.  Salinger  and  Mr.  H.  A.  Dodge  for  the  appellees. 

EOBB,  /./ 

This  is  an  appeal  involving  three  concurrent  decisions  of  the  Patent 
Office  tribunals  in  an  interference  proceeding  awarding  priority  of 
invention  to  Hanan  and  Gates,  the  senior  parties,  appellees  here. 

The  invention  is  sufficiently  disclosed  in  the  following  counts  which 
the  Patent  Office  has  selected  as  representative  of  the  eighteen  counts 
involved : 

1.  In  a  cutting  and  foldini:  machine,  a  folder  and  a  cutter,  in  combination  with 
means  for  moving  the  cutter  toward  the  folder  to  cut  the  work,  and  then  re- 
versely away  from  the  folder,  and  means  for  moving  the  folder  across  the  path 
of  the  cutter  for  folding  the  work. 

5.  A  slitting  and  folding  machine  having,  in  combination,  a  work-supporting 
table,  a  clamp  arranged  to  clamp  the  work  on  the  table,  a  slitting  device  ar- 
ranged for  making  a  slit  in  the  edge  of  the  work,  a  folding  device  arranged  for 
movement  to  lift  the  slltted  edge  on  both  sides  of  the  silt  concurrently  and  for 
further  movement  to  fold  the  slltted  edge  over  on  the  body  of  the  work,  pro- 
vision for  unclamplng  the  work,  and  actuating  mechanism  for  said  parts. 
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9.  A  Slitting  and  folding  machine  having,  in  combination,  a  work-supporting 
table  having  an  upper  face  to  support  the  body  of  the  work,  means  for  slitting 
an  extended  portion  of  the  edge  of  the  work,  a  folder  arranged  to  fold  said 
slitted  edge  over  on  the  work  supported  on  said  upper  face  of  the  table,  and 
actuating  mechanisms  for  said  parts. 

14.  In  a  cutting  and  folding  machine,  a  cutter  and  a  combined  folder  and 
cutting  bed  having  provision  for  permitting  the  cutters  to  pass  below  its  work- 
supporting  surface  after  cutting  the  work,  in  combination  with  means  for  actu- 
ating the  cutters  to  cut  the  work,  and  means  for  moving  the  foider  first  per- 
pendicularly to  the  work  and  then  parallel  therewith  for  folding  the  work. 

20.  In  a  folding-machine,  a  table,  a  removable  folder  cooperating  therewith 
to  make  a  fold,  a  slitter  mounted  on  the  folder  and  removable  therewith,  and 
means  to  actuate  the  slitter  independently  of  the  folder. 

Each  of  the  tribunals  of  the  Patent  Office  has  found  that  Hanan 
and  Gates  are  entitled  to  the  filing  date  of  their  earlier  application 
of  March  5th,  1902,  as  the  date  of  their  conception  and  reduction  to 
practice.  The  case  here  turns  upon  the  correctness  of  that  ruling, 
since  if  it  is  sustained  Hanan  and  Gates  are  clearly  entitled  to  the 
award  of  priority  of  invention. 

In  considering  this  question  the  First  Assistant  Commissioner, 
from  whose  judgment  this  appeal  was  taken,  said: 

The  date  of  invention  which  might  be  awarded  to  Booth,  Booth,  and  Flynt 
is  not  sufficiently  early  to  avail  them  in  this  proceeding,  if  the  application  of 
Hanan  and  Gates,  Serial  No.  96,732,  filed  March  5,  1902,  is  effective  for  a  con- 
ception and  constructive  reduction  to  practice  of  the  invention  by  them.  I 
agree  with  both  the  tribunals  below  that  this  early  application  of  Hanan  and 
Gates  does  disclose  the  invention  in  issue  and  quote  with  approval  the  follow- 
ing extract  from  the  decision  of  the  Examiners-in-Chief : 

*'  We  have  carefully  considered  this  application,  No.  96,732,  and  find,  as  did 
the  Examiner  of  Interferences,  that  the  invention  in  controversy  is  clearly  re- 
vealed therein.  This  fact  will  be  made  obvious  to  any  one  who  may  read  the 
specification  or  carefully  examine  the  drawing  of  the  application.  Tlie  fact  of 
the  disclosure  is  so  plain  that  we  do  not  consider  it  necessary  to  explain  in 
detail  the  reasons  for  our  conclusion,  and  brevity  in  this  connection  is  e^e- 
cially  desirable  since  counsel  for  Booth,  Booth,  and  Flynt  have  not  endeavored 
to  do  more  than  generally  deny  the  applicability  of  the  issue  to  the  construc- 
tion of  the  application." 

It  is  therefore  held  that  Hanan  and  Gates  are  at  least  entitled  to  March  5, 
1902,  for  their  date  of  conception  and  constructive  reduction  to  practice  of  the 
invention  in  issue,  and  as  this  date  Is  a  month  earlier  tlian  any  date  of  con- 
ception of  the  Invention  which  can  be  awarded  tOiBooth,  Booth,  and  Flynt,  it 
follows  that  Hanan  and  Gates  are  entitled  to  judgment  of  priority  of  invention. 

We  agree  with  the  Patent  Office  that  the  earlier  application  of 
Hanan  and  Gates  contains  a  disclosure  of  the  invention  in  issue.  It 
is  not  disputed  by  appellants  that  this  earlier  application  contained 
a  full  disclosure  of  everything  new  in  this  device,  their  contention 
being  that  the  application  failed  to  point  out  the  particular  kind 
of  folding-machine  to  which  the  snipping  device  was  to  be  attached 
in  the  combination.     It  appears  that  folding-machines  were  well 
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known  in  the  art,  and  an  examination  of  the  drawings  filed  with  said 
earlier  application  shows  thUt  it  contains  sufficient  information  to 
enable  one  skilled  in  the  art  to  practice  the  invention,  that  is  to  say, 
to  bring  into  cooperation  the  snipping  device  clearly  disclosed  and 
the  folding-machine  of  the  prior  art.  This,  as  the  Patent  Office 
tribunals  have  held,  was  sufficient.  {Hopkins  v.  Newman^  C.  D., 
1908,  395;  134  O.  G.,  2028;  30  App.  D.  C,  402.) 

We  deem  it  unnecessary  to  discuss  the  question  further  and^  there- 
fore^ affirm  the  decision.  The  clerk  will  certify  this  opinion  as  by 
law  required. 

Affirmed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Potter  v.  Tone. 

Decided  January  5, 1911. 

163  O.  a,  729;  36  App.  D.  C,  181. 

1.  Interference — Priority — Reduction  to  Practice. 

In  order  to  establish  reduction  to  practice  of  a  chemical  compound,  !t  Is 
not  necessary  to  show  that  it  Is  capable  of  use  in  some  commercial  process 
and  that  such  process  has  been  successfully  practiced;  but  it  is  suflacient 
if  it  be  established  that  this  compound  has  apparent  usefulness. 

2.  Same — Same — Same. 

Where  T.  discovered  a  chemical  compound  embodying  the  issue  of  the 
Interference  and  prior  to  P.'s  date  of  conception  it  was  established  that 
this  compound  was  a  non-conductor  of  electricity  and  acted  as  a  reducing 
agent,  Held  that  priority  of  Invention  was  properly  awarded  to  T. 

Mr,  0.  A,  Terry  for  the  appellant. 

Mr.  C.  P.  Byrnes  and  Mr.  G.  H.  Parmelee  for  the  appellee. 

Shepard,  C.  e/.  .• 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
awarding  priority  to  Frank  J.  Tone  in  an  interference  proceeding 
relating  to  the  inrention  of  a  production  of  silicon  monoxid.  It  is 
described  by  the  Commissioner  as  a — 

composition  of  matter  containing  principally  silicon  and  oxygen,  and  may  be  a 
brown,  amorphous,  vitreous  solid,  or  a  very  fine  brown  powder. 

The  issue  is  in  the  twelve  following  counts: 

1.  The  within-described  product,  being  silicon  monoxid  SiO. 

2.  A  physically  homogeneous,  light  brown  material  composed  essentially  of 
silicon  and  oxygen  in  about  the  ratio  of  their  atomic  weights. 

3.  A  material  consisting  of  silicon  and  oxygen  in  which  these  elements  are 
present  in  the  ratio  of  one  atom  of  silicon  to  one  atom  of  oxygen. 
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4.  A  material  containing  silicon  combined  only  with  oxygen,  the  oxygen  being 
less  than  is  contained  in  silicon  dioxid. 

5.  A  compound  of  silicon  and  oxygen  having  the  approximate  specific  grayity 
2.24  and  containing  less  weight  of  oxygen  than  of  silicon. 

6.  A  compound  of  silicon  and  oxygen  only,  which  can  be  further  oxidized. 

7.  A  compound  of  silicon  and  oxygen  having  approximately  the  same  specific 
gravity  as  the  amorphous  dioxid  but  containing  but  half  as  much  oxygen. 

8.  The  within-described  material  containing  silicon  monoxid  characterized  by 
the  extreme  fineness  of  particle  produced  by  sublimation  into  an  inert 
environment. 

9.  A  compound  of  silicon  and  oxygen,  which,  when  pure,  has  a  soft  brown 
color. 

10.  A  pulverulent  compound  containing  monoxid  of  silicon  and  being  charac- 
terized by  a  soft  brown  color. 

11.  The  herein-described  new  condensation  product  from  the  gases  produced 
by  electrically  heating  a  mixture  of  carbon  and  silica,  said  product  consisting 
substantially  of  silicon  and  oxygen,  and  having  a  specific  gravity  of  approxi- 
mately 2.22. 

12.  The  herein-described  new  product  condensed  from  the  gases  produced  by 
electrically  heating  a  mixture  of  carbon  and  silica,  and  consisting  substantially 
of  silicon  and  oxygen,  in  the  proportions  of  sixty-three  parts  silicon  to  thirty- 
seven  parts  oxygen,  in  the  form  of  a  brown  substance  which,  by  treatment  with 
hydrofluoric  acid,  yields  a  residue  of  amorphous  silicon. 

Potter  is  the  senior  party,  having  filed  December  30,  1904,  while 
Tone  did  not  enter  the  OflSce  until  January  18th,  1907. 

To  establish  priority  over  Potter  it  was  incumbent  upon  Tone  to 
prove  an  earlier  conception,  as  well  as  reduction  to  practice;  or 
instead  of  the  latter  that  he  was  exercising  diligence  when  Potter 
entered  the  field.  He  submitted  testimony  in  support  of  his  conten- 
tions. Potter  took  no  testimony,  relying  upon  his  filing  date  for 
conception  and  reduction  to  practice. 

The  Examiner  of  Interferences  found  that  Tone  was  the  first  to 
conceive,  but  denied  him  reduction  to  practice,  or  diligence  therein, 
and  awarded  priority  to  Potter. 

On  appeal,  the  Examiners-in-Chief  reversed  that  decision,  and  on 
further  appeal  by  Potter  to  the  Conmiissioner,  their  decision  was 
affirmed. 

It  is  not  seriously  questioned  that  Tone  discovered  the  new  com- 
position several  years  before  Potter's  filing  date,  and  the  case  turns 
upon  his  claim  of  reduction  to  practice.  Without  reviewing  the  tes- 
timony at  length,  it  is  sufficient  to  say  that  it  shows  that  after  Tone's 
discovery  of  the  composition,  several  expert  chemists  and  metallur- 
gists were  put  to  work  to  investigate  its  properties  and  uses.  One  of 
these  reported,  and  the  fact  was  testified  to  by  him,  that  the  brown 
vitreous  product  was  a  non-conductor  of  electricity,  and  acted  as  a 
reducing  agent  in  many  chemical  reactions.  This  report  was  con- 
firmed by  another  expert  on  December  28th,  1904. 
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Without  undertaking  to  determine  whether  the  discovery  of  a 
new  chemical  compound  without  a  further  discovery  of  useful  prop- 
erties, is  suflScient  as  a  reduction  to  practice,  because  it  is  not  neces- 
sary under  the  facts  of  this  case,  we  concur  in  the  following  expres- 
sion of  the  opinion  of  the  Examiners-in-Chief,  which  was  quoted 
and  approved  by  the  Commissioner: 

In  order  to  be  patentable  an  invention  must  possess  utility  and  it  may  be 
noted  that  prior  to  the  declaration  of  this  interference  it  was  determined  that 
the  specification  of  the  Tone  application  described  a  patentable  invention, 
yet  all  that  is  stated  therein  in  regard  to  its  utility  is  tliat  it  is  a  non-con- 
ductor of  electricity ;  that  it  is  a  reducing  agent  and  can  be  used  in  operations 
where  silicon  and  aluminum  are  now  employed. 

All  these  facts  are  found  in  both  the  Thebaud  and  the  Mott  reports  or  are 
deducible  therefrom.  If  they  show  utility  suflScient  to  support  a  patent,  they 
would  seem  to  be  sufficient  to  demonstrate  utility  when  ascertained  by  actual 
test  and  if  the  material  was  produced,  its  physical  and  chemical  character- 
istics determined  so  as  to  identify  it;  if  it  was  known  how  it  could  be  pro- 
duced at  will  and  some  utility  had  been  demonstrated  the  invention  would 
seem  to  have  been  reduced  to  practice.  To  hold  that  it  must  be  shown  to  be 
capable  of  use  in  some  commercial  process  and  that  process  must  have  been 
successfully  practiced  would  seem  to  amount  to  holding  that  the  inventor 
must  make  a  second  invention  which  might  be  the  subject  of  another  patent, 
and  reduce  that  to  practice  before  he  could  claim  a  reduction  to  practice  of 
the  original  invention.  The  issues  in  this  interference  do  not  cover  the  use 
of  the  material  in  question  for  any  specific  purpose  but  the  production  of  a 
novel  material  of  described  cliaracteristics  which  characteristics  may  suggest 
many  uses  to  subsequent  inventors.  Its  value  for  educational  purposes  in 
demonstrating  to  chemists  the  character  and  properties  of  "  the  long-sought 
silicon  monoxid ; "  its  use  as  a  reducing  agent  in  chemical  reactions  and  the 
fact  that  it  is  a  non-conductor  of  electricity  are  sufficient  to  assist  in  pro- 
moting the  progress  of  the  useful  arts  and  to  establish  the  utility  of  the  inven- 
tion. These  facts  were  established  by  Tone  at  the  date  of  the  Thebaud  repo/t,- 
April  26th,  1904,  and  of  the  Mott  report  December  28,  1904,  both  of  which 
are  prior  to  Potter's  filing  date  December  30th,  1904. 

Such  apparent  usefulness  of  the  newly-discovered  compound  being 
shown,  nothing  more  was  requisite.  If  additional  uses  may  hereafter 
be  discovered,  rendering  it  of  additional  value  commercially,  Tone 
will  be  entitled  to  their  benefit. 

This  conclusion  renders  consideration  of  the  question  of  diligence 
unnecessary. 

We  find  nothing  in  the  facts  to  justify  a  conclusion  that  the  inven- 
tion was  concealed  and  suppressed  by  Tone  so  as  to  deprive  him  of  its 
benefit  as  against  a  rival  inventor. 

The  decision  will  he  affirmed;  and  this  decision  certified  to  the 
Commissioner  of  Patents. 

Affirmed. 
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[Court  of  Appeals  of  the  Diftrlct  of  Columbia.] 

Undebwood  Typewriter  Company  v.  A.  B.  Dick  Company. 

Decided  January  S,  1911. 

163  O.  G.  730;  36  App.  D.  C,  176. 

1.  Trade-Mabks — Opposition — Allegation  of  Damage. 

In  order  to  sustain  a  notice  of  opposition  to  the  registration  of  a  trade- 
mark, it  is  not  sufficient  that  the  opponent  state  ttiat  he  belieTes  he  would 
be  damaged,  but  he  must  allege  facts  showing  an  interest  In  the  subject- 
matter  from  which  damage  may  be  inferred.  {Mcllhenny'a  Son  v.  yew 
Iberia  Extract  of  Tabasco  Pepper  Co.,  Ltd.,  C.  D.,  1908,  325;  133  O.  G.,  995; 
30  App.  D.  C,  337 ;  Battle  Creek  SanitaHum  Co.,  Ltd.  v.  Fuller,  C.  D..  1908. 
370;  134  O.  G.,  1299;  30  App.  D.  C.  411.) 

2.  Same — Same — Same. 

Where  a  notice  of  opposition  does  not  allege  that  the  opposer  has  put 
on  the  market  an  article  similar  to  that  upon  which  the  trade-mark  of 
the  applicant  has  been  used,  but  merely  alleges  that  said  trade-mark  has 
become  public  property  by  reason  of  the  expiration  of  a  patent  upon 
the  machine  upon  which  it  is  used,  Held,  that  such  notice  is  fatally  defective. 

Mr.  Arthur  v.  Brieaen  for  the  appellant, 
Mr.  S.  O.  Edmonds  for  the  appellee. 

Shepard,  C.  J.: 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
denying  opposition  to  the  registration  of  a  trade-mark. 

The  A.  B.  Dick  Company  on  May  18th,  1905,  filed  an  application 
for  the  registration  of  "  Mimeograph  "  as  a  trade-mark  for  duplicat- 
ing-machines  and  parts  thereof,  manufactured  and  sold  by  it  with 
said  mark  affixed. 

The  application  was  regularly  allowed  and  passed  for  publication. 
On  June  9,  1906,  the  Underwood  Typewriter  Company  filed  an  oppo- 
sition to  said  registration,  the  grounds  of  which  are  stated  as  follows : 

1st  The  A.  B.  Dick  Company  is  not  entitled  to  registration  of  the  word 
"  Mimeograph "  as  a  trade-mark  for  duplicating-machines  and  parts  thereof, 
for  the  reason  that  the  patent  or  patents  under  which  said  duplicating-machines 
and  parts  thereof  have  been  manufactured,  has  or  have  expired ;  that  the  word 
**  Mimeograph  "  has  be&i  applied  as  a  name  and  as  a  trade-mark  by  A.  B.  Dick 
€k>mpany  and  by  the  public  to  the  said  patented  duplicating-machines  and  to 
the  parts  thereof,  and  said  patent  or  patents  had  expired  at  the  date  the  A.  B. 
Dick  Company  made  application  for  the  registration  of  said  word  as  a  trade- 
mark for  duplicating-machines,  nor  has  it  any  exclusive  right  to  the  use  of  snid 
word  as  a  trade-mark  at  the  present  time  for  use  on  duplicating-machines  or 
parts  thereof,  the  name  having  passed  to  the  public  on  the  date  of  the  expira- 
tion of  the  patent  or  patents  under  which  said  duplicating-machines,  known  as 
*'  Mimeograph  '*  were  manufactured,  sold  and  used. 

2nd.  The  opposer,  the  Underwood  Typewriter  Company,  claims  the  right  to 
make  and  sell  the  duplicating-machines  and  parts  thereof  known  as  the  **  Mimeo- 
graph" and  to  manufacture  and  sell  same  under  the  name  and  trade-mark 
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**  Mimeograph  *'  now  tbat  the  patent  or  patents  covering  said  machines  and 
known  as  the  '*  Mimeograph  **  patent  or  patents  has  or  have  expired ;  and  the 
opposer,  the  Underwood  Typewriter  Company,  would  be  damaged  by  registra- 
tion of  the  word  "  Mimeograph  "  being  granted  to  the  A.  B.  Dicic  Company  as  a 
trade- mark  for  duplies  ting-machines  and  parts  thereof. 

Upon  issue  joined  and  testimony  in  support  thereof,  the  Commis- 
sioner finally  decided  against  the  opponent ;  holding,  1.  That  the  evi- 
dence did  not  show  that  "  Mimeograph  "  is  the  generic  name  of  dupli- 
cating-machines  manufactured  and  sold  under  the  Edison  patent, 
of  which  the  proponent  was  a  licensee,  but  was  used  by  the  proponent 
as  a  trade-mark  to  designate  origin.  2.  That  the  opponent  has  not 
shown  that  he  has  been,  or  would  likely  be  damaged  by  the  registra- 
tion of  the  mark.    Upon  both  grounds  the  opposition  was  dismissed. 

The  first  proposition  is  involved  in  considerable  doubt  both  in 
respect  of  law  and  fact,  and  we  shall  not  undertake  its  determination 
in  view  of  our  opinion  that  the  decision  may  be  sustained  upon  the 
second  ground. 

In  the  language  of  Mr.  Justice  Robb,  in  a  former  case : 

The  right  of  the  petitioner  to  intervene  was  dependent  ppon  a  showing  of 
interest.  The  statute  does  not  contemplate  that  any  one  may  petition  the 
Commissioner  to  cancel  a  trade-mark  duly  registered,  but  it  does  provide  that 
any  one  who  **  shall  deem  himself  injured  may  do  so.**  The  petition  must, 
therefore,  contain  a  statement  of  fact  on  this  Jurisdictional  question  sufficiently 
full  to  show  that  the  petitioner  has  been  injured  by  the  registry  of  the  mark  he 
seeks  to  have  canceled,  and  this  fact  must  not  be  left  to  conjecture,  but  must 
nfflrmatively  appear. 

♦  •  ♦  The  averment  that  it  had  used  the  word  as  a  trade-mark  is  not 
sufficient  for  the  obvious  reason  that  unless  the  word  had  been  used  in  the  same 
business  as  that  in  which  it  was  used  by  the  appellant,  no  injury  contemplated 
by  the  statute  would  have  resulted,  and  no  right  to  intervene  would  have  fol- 
lowed. The  averment  in  the  sixth  paragraph  is  merely  a  conclusion  Of  the 
pleader  unsupported  by  the  facts  previously  set  out.  Such  an  allegation  is  not 
sufficient.  (MeHhenney^s  Bon  v.  New  Iberia,  etc,  Co.,  C.  D.,  1908,  826;  183 
O.  O.,  905;  80  App.  D.  C  887.) 

The  proceeding  in  the  foregoing  case  was  for  the  cancelation  of  a 
registered  trade-mark,  but  the  statutory  ground  of  oppositicm  is  the 
same,  namely,  on  behalf  of  one  who  believes  he  would  be  damaged 
by  the  registration  of  a  mark;  and  the  same  rule  has  been  applied 
to  an  opposition.  (Battle  Creek  Sanitarium  Co.  v.  Fuller ^  C.  D.,  1908, 
370;  134  O.  G.,  1299;  30  App.  D.  C,  411.)     In  that  case  it  was  said: 

It  is  not  sufficient  for  the  opponei^t  to  say  that  he  believes  he  would  be  dam- 
aged. He  must  allege  some  fact  showing  an  interest  in  the  subject-oaatter 
from  which  damage  might  be  inferred.  If  he  has  not  used  the  mark  as  a 
trade-mark  upon  goods  of  a  like  description  he  can  suffer  no  damage  from 
its  registration  by  another. 

Tested  by  the  rule  declared  in  those  cases,  the  opposition  is  fatally 
defective.    The  opponent  does  not  claim  to  have  manufactured  and 
put  on  the  market  a  similar  article  to  that  on  which  the  trade-mark 
2097**— 12 21 


Digitized  by  VjOOQ IC 


800      DECISIONS  OF  UNITED  STATES  COURTS  IN  PATENT  CASES. 

has  been  used.  The  sole  ground  of  opposition,  therefore,  is  that  the 
trade-mark  of  the  proponent  has  become  public  property  by  reason 
of  the  expiration  of  the  patent  upon  the  machine.  If  the  opponent 
has  the  right  to  oppose  the  registration,  any  other  person  could  be 
recognized  to  make  the  same  opposition  in  the' public  interest  which, 
so  far  as  the  pleading  is  concerned,  is  all  that  is  involved. 

There  is  no  error  in  the  decision  and  it  will  he  affirmed;  and  this 
decision  will  be  certified  to  the  Commissioner  of  Patents. 

Affirmed. 


[Court  of  Appeals  of  the  District  of  Colambia.] 

Broadwell  V.  Long. 

Decided  February  6,  1911. 

164  O.  G.,  252 ;  36  App.  D.  C,  418. 

1.  Rules  of  the  Patent  Office — Have  Force  of  Law. 

All  rules  of  the  Patent  Oflace  which  are  authorized  by  law  have  the  force 
of  law  and  control  procedure  in  that  Office. 

2.  Interference — Rule  130. 

Rule  130  provides  that  a  party  may  urge  at  final  hearing  the  non-patent- 
ability of  a  claim  to  his  opponent  only  if  he  has  presented  a  motion  to  dis- 
solve the  interference  upon  that  ground  or  shows  good  reason  why  such 
motion  was  not  presented  and  prosecuted.  Held  that  '*  the  determination 
of  the  question  whether  or  not  such  reason  exists  In  a  given  case  rests 
largely  in  the  discretion  of  the  tribunals  of  the  Patent  Office  and  unless 
there  has  been  a  gross  abuse  of  discretion  this  court  will  not  Interfere." 
8.  Same — Priority — Right  to  Make  Claims — Question  Raised  for  First  Timk 
After  Testimony  Taken. 

After  all  the  testimony  had  been  taken  Broad  well  filed  a  motion  to  dis- 
solve the  interference,  on  the  ground  that  Long  had  no  right  to  make  the 
claims,  and  a  motion  for  permission  to  take  testimony  to  show  that  the  Long 
device  is  inoperative.  Transmission  of  the  motion  to  dissolve  the  interfer- 
ence was  refused  and  the  motion  to  reopen  denied,  on  the  ground  that  the 
showing  made  as  to  failure  to  bring  the  motions  within  the  proper  time  was 
Insufficient.  Held  "the  Commissioner  has  ruled,  and  we  think  properly, 
that  the  reasons  assigned  for  the  delay  were  not  sufficient  to  warrant  the 
reopening  of  the  case.  ♦  ♦  ♦  We  conclude,  therefore,  on  this  branch  of 
the  case,  that  Broadwell  Is  here  estopped  to  question  Long's  right  to  make 
these  claims." 

Mr,  John  M.  Coit  for  the  appellant 
Mr.  F.  F.  Church  for  the  appellee. 

BoBB,  /.; 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
in  an  interference  proceeding  in  which  priority  of  invention  was 
awarded  Long,  the  senior  party. 
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The  invention  relates  to  an  implement  for  removing  clencher-tires 
from  the  rims  of  automobile-wheels  and  is  expressed  in  nine  counts. 
The  first,  fifth,  and  ninth  sufficiently  disclose  the  invention,  and  are 
as  follows : 

1.  In  a  device  of  the  character  described ;  an  arm  adapted  to  be  inserted  be- 
tween the  tire  and  the  rim  of  the  wheel  and  to  react  on  the  rim  and  a  support 
adopted  to  hold  such  arm  at  an  operative  angle  with  the  plane  of  the  wheel  with 
one  end  engaging  between  the  rim  and  the  tire  and  the  other  end  extending  in 
a  direction  oblique  to  the  axis  of  the  wheel  and  effectively  in  a  plane  radial 
thereto. 

5.  A  tire-tool  comprising  an  arm  engaging  the  rim  of  the  wheel  and  revolubly 
supported  thereon  a  roller  adapted  to  be  held  by  such  arm  at  an  operative  angle 
with  the  plane  of  the  wheel  to  form  a  rolling  Incline  engaging  between  the  tire 
and  the  rim  and  extending  within  the  outside  of  the  tire-engaging  edge  of  the 
flange  of  the  rim  to  support  and  force  the  Inner  edge  of  the  tire  over  the  flange 
of  the  rim  and  means  for  advancing  such  roller  relatively  to  and  around  the 
rim  of  the  wheel. 

9.  A  tire-tool  comprising  an  arm  and  revolubly  supported  thereon  a  roller 
adapted  to  be  held  by  such  arm  at  an  operative  angle  with  the  plane  of  the 
wheel  to  form  a  rolling  incline  engaging  between  the  tire  and  the  rim  and  ex- 
tending within  and  outside  of  the  tire-engaging  edge  of  the  flange  of  the  rim  to 
support  and  force  the  inner  edge  of  the  tire  over  the  flange  of  the  rim,  and  a 
guard  rota  table  independently  of  the  roller  at  the  inner  end  of  the  roller  formed 
to  present  a  smooth  and  rounded  surface  to  the  inner  tube  and  projecting  over 
the  roller. 

Broadwell's  application  was  filed  November  21st,  1906,  and  a  patent 
inadvertently  issued  thereon  August  13th,  1907.  Long's  application 
was  filed  July  26th,  1906.  This  interference  was  declared  January 
28th,  1908,  and  the  preliminary  statements  were  filed  in  February, 
1908.  The  sole  issue  raised  by  the  respective  parties  was  that  of 
priority.  Testimony  was  taken  upon  that  issue.  After  all  the  testi- 
mony had  been  taken  Broadwell,  on  October  22nd,  1908,  filed  a 
motion,  first,  to  dissolve  the  interference,  second,  that  the  Examiner 
of  Interferences  transmit  the  case  to  the  Primary  Examiner  for  de- 
termination of  the  question  of  Long's  right  to  make  the  claims,  third, 
for  leave  to  take  testimony  to  establish  the  inoperativeness  of  the 
Long  device,  and,  fourth,  for  the  suspension  of  proceedings  pending 
the  determination  of  the  new  issue  thus  sought  to  be  raised.  In  sup- 
port of  this  motion  afiidavits  were  filed,  but  it  is  necessary  for  us  here 
to  consider  only  the  affidavit  of  counsel  in  which  are  stated  the  reasons 
why  the  motion  for  dissolution  was  not  made  within  the  thirty  days 
prescribed  by  Rule  122  of  the  Rules  of  Practice  of  the  Patent  Office. 
In  that  affidavit  Mr.  Cooley  states — 

that  he  prosecuted  the  application  of  the  party  Broadwell  for  his  United  States 
patent  involve<l  in  this  interference;  that  the  entire  management  and  handling 
of  the  case  has  theretofore  be^i  in  his  hands ;  that  for  several  months  past  he 
has  been  physically  incapacitated  from  giving  to  this  case  and  other  business 
in  his  hands  proper  attention  on  account  of  a  condition  necessitating  treatment 
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at  the  hoepital  wbich  he  has  been  postponing  at  considerable  risk  for  sometime 
in  order  to  dispose  of  as  much  as  possible  the  business  in  luind ;  that  it  is  only 
within  the  past  few  weelcs  that  his  condition  has  so  far  improved  thnt  he  hopes 
now  to  t>e  able  to  postpone  the  necessary  treatment  at  the  hospital  until  the 
conclusion  of  this  case;  that  such  improved  condition  has  afforded  the  first 
opi)ortunity  he  has  had  to  properly  consider  and  attend  to  this  case  and  to 
malce  the  accompanying  motions  to  dissolve  this  interference,  to  transmit  the 
cftse  to  the  Primary  Examiner,  for  permission  to  talse  testimony  to  determine 
the  right  of  the  party  Long  to  malve  the  claims  involved  in  this  issue  and  for  a 
stay  of  proceedings  pending  the  determination  of  the  right  of  the  party  lA>ng 
to  malve  such  claims. 

Upon  the  consideration  of  the  above  motion  it  was  denied  by  the 
Examiner  of  Interferences,  who  stated  his  reasons  as  follows: 

Motions  for  dissolution  are  not  transmitted  to  the  Primary  Examiner  after 
the  expiration  of  the  thirty  days  allowed  by  Rule  122  for  filing  such  motions, 
except  upon  a  showing  that  the  motion  could  not  have  been  filed  within  that 
time  or  at  any  other  time  prior  to  the  actual  filing  thereof.  The  showing  offered 
in  this  case  fails  to  establish  that  such  was  the  fact  here.  Granting  that  the 
attorney  could  not  have  earlier  appeared  in  person  in  Washin^on  to  atgue  the 
moiiou.  the  motion  sliould  have  been  nevertheless  brought,  with  the  assistance 
of  another  attorney  or  by  briefs.  Persoiml  attendance  is  not  essential  to  com$id- 
eratlon  in  this  Ofiice. 

Testimony  upon  the  question  of  opera tiveness  and  right  to  make  the  claims 
F.hould  have  been  taken  by  Broadwell,  if  at  all,  in  connection  with  the  testi- 
mony which  he  has  already  taken  in  this  Interference,  within  the  time  allowed 
for  the  production  of  Broadwell's  evidenca 

No  good  reason  appears  why  suspension  should  be  granted.  Parties  should 
not  be  permitted  to  arbitrarily  i)ostpone  final  hearing,  after  all  ttie  testimony 
is  taken,  merely  by  filing  a  motion  for  dissolution. 

It  is  considered  that  to  grant  the  present  motion  in  any  of  its  particulars 
would  lmiK)se  unjustifiable  hardship  upon  the  party  I^ng.  Orderly  procedure 
must  be  maintained  in  this  Office,  as  in  the  courts.  When  parties  fail  without 
good  reason  to  take  the  actions  permitted  by  the  rules,  they  must  ordinarily 
be  held  to  have  waived  their  rights  in  the  respect  concerned. 

An  appeal  was  taken  to  the  Commissioner  who  affirmed  the  de- 
cision, saying: 

It  is  well  settled  that  motions  to  dissolve  brought  after  the  expiration  of  the 
thirty  days  allowed  for  that  purpose  will  be  transmitted  only  when  accompanie^l 
by  a  good  and  sufficient  showing  why  they  were  not  brought  within  thnt 
time.  The  showing  in  this  case  is  clearly  insufficient.  The  question  of  the  in- 
operativeness of  tiie  Long  device  or  of  I^ong's  right  to  make  the  claims  oould 
have  been  considered  within  the  thirty  days  after  tlie  approval  of  the  pre- 
liminary statements  and  the  only  exsuse  given  for  the  failure  to  bring  a  motion 
at  that  time  is,  as  appears  from  the  affidavit  of  the  attorney,  that  his  health 
had  been  such  that  it  was  impossible  for  him  earlier  to  proi>erly  consider  and 
attend  to  the  case  and  make  the  motions  to  dissolve  the  interference.  This 
general  statement  is  clenrly  insufficient  to  excuse  the  delay,  especially  as  It 
appears  from  the  record  that  the  attorney  was  present  at  the  taking  of  testi- 
mony both  on  l>ehalf  of  Broad  well  and  Long.  Furthermore,  Broadwell  had  an 
opportunity  to  attack  the  inoperativeness  of  the  Ix)ug  device  at  the  time  he  took 
his  testimony-In-chief  and  no  sufficient  reason  is  given  why,  if  it  were  desired 
to  take  testimony  on  that  point,  it  was  not  taken  at  that  time. 
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The  case  subsequently  proceeded  to  a  hearing  upon  the  merits  and 
the  Examiner  of  Interferences,  in  a  well-considered  opinion,  awarded 
priority  of  invention  to  Long.  An  appeal  was  taken  to  the  Ex- 
aminers-in-Chief  whose  decision  was  to  the  effect  that  I^ong's  appli- 
cation does  not  disclose  the  invention,  and  hence  that  he  had  no  right 
to  make  the  claims.  Upon  appeal  to  the  Commissioner  this  decision 
was  revei'sed  and  priority  of  invention  was  awarded  to  Long. 

It  is  here  insisted  on  behalf  of  Long  that  the  question  of  his  right 
to  make  the  claims  of  the  issue  is  not  before  this  court.  On  the  other 
hand,  Broadwell  insists  that  it  is,  and  most  of  his  argument  is  di- 
rected to  that  question.  It  is  perhaps  unnecessary  to  state  what  has 
been  repeated  many  times  that  all  rules  of  the  Patent  Office  which  are 
authorized  bj'  law  have  the  force  of  law  and  control  procedure  in 
that  Office.  Under  Rule  122,  to  which  reference  has  been  made, 
parties  to  an  interference  who  would  question  the  right  of  an  adver- 
sary to  make  the  claims  of  the  issue  are  required,  if  possible,  to  file 
their  motion  to  dissolve  not  later  than  the  thirtieth  day  after  the 
statements  of  the  parties  have  been  received  and  approved.  The 
rule  further  provides  that  such  a  motion  be  accompanied  by  a  motion 
to  transmit  the  question  to  the  Primary  Examiner  for  initial  deter- 
mination. Rule  130  permits  a  party  to  allege  the  non-patentability 
of  the  claim  of  his  opponent  at  final  hearing  before  the  Examiner  of 
Interferences,  and  upon  appeals  from  his  decision  only  in  the  event 
that  such  party  has  complied  with  the  provisions  of  Rule  122 — 
or  shows  good  reason  why  such  a  motion  was  not  presented  and  prosecuted. 

These  rules  are  clearly  reasonable  and  within  the  authority  con- 
ferred upon  the  Commissioner.  Indeed,  their  validity  is  not  ques- 
tioned. 

As  previously  stated,  Broadwell  did  not  file  his  motion  for  the 
dissolution  of  the  interference  until  after  the  testimony  in  the  case 
Imd  been  taken.  In  other  words,  he  then  attempted  to  raise  a  new 
issue,  which  the  rules  of  the  Patent  Office  very  properly  say  cannot 
l>e  done  unless  good  reasons  are  assigned  for  the  delay.  The  deter- 
mination of  the  question  whether  or  not  such  reasons  exist  in  a  given 
case  rests  largely  in  the  discretion  of  the  tribunals  of  the  Patent 
Office,  and  unless  there  has  been  a  gross  abuse  of  such  discretion  tliis 
court  will  not  interfere.  This  is  a  familiar  principle.  The  Commis- 
sioner has  ruled,  and  we  think  properly,  that  the  reasons  assigned  for 
the  delay  were  not  sufficient  to  warrant  the  reopening  of  the  case. 
Conceding,  a7*giiendo,  that  ill  health  of  counsel  might,  in  some  cir- 
cumstances, excuse  delay  in  filing  such  a  motion,  it  is  clear  that  coun- 
sel who  are  able  to  participate  in  the  taking  of  testimony  are  not  so 
incapacitated  as  to  be  excused  for  such  lack  of  diligence. 

We  conclude,  therefore,  on  this  branch  of  the  case,  that  Broadwell 
is  here  estopped  to  question  Long's  right  to  make  these  claims. 
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The  one  remaining  question  is  that  of  priority.  The  testimony 
upon  that  question  has  been  carefully  reviewed  in  the  decision  of  the 
Examiner  of  Interferences  whose  conclusion  was  accepted  by  the 
CJommissioner,  who  in  the  course  of  his  opinion  said : 

,  The  question  of  priority  of  invention  remains  for  consideration.  The  testi- 
mony upon  this  question  has  been  analyzed  in  detail  by  the  Examiner  of  In- 
terferences. It  has  been  carefully  reviewed  on  this  api)eal  and  the  conclusion 
reached  by  the  Examiner  of  Interferences  that  Long  should  prevail  by  reason 
of  his  earlier  record  date,  his  position  as  employer)  and  the  insufficiency  of  the 
proof  offered  by  Broadwell  is  believed  to  be  right. 

Broadweli  was  employed  in  Long's  shop  and  as  a  part  of  his  duties  made 
and  tested  a  tire-tool  devised  by  the  latter.  In  view  of  this  relation  of  the 
parties  the  question  of  whether  Long  or  Broadwell  first  suggested  placing  the 
roller  in  the  Long  device,  concerning  which  the  testimony  is  confiicting,  is  be- 
lieved to  be  immaterial.  Even  if  the  suggestion  of  the  roller  to  reduce  the 
friction  in  Long's  device  first  came  from  Broadwell,  it  was  a  change  within  the 
skill  of  the  mechanic  and  should  inure  to  the  l>enefit  of  the  employer. 

An  examination  of  the  record  convinces  us  of  the  correctness  of 
this  conclusion,  and  we  therefore  adopt  it  without  further  elaboration. 

The  decision  of  the  Com/missioner  is  affirmed  and  the  clerk  will 
certify  this  opinion  as  by  law  required. 

Affirmed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Fessendex. 

Decided  February  6,  1911, 
164  O.  G.,  740 ;  SG  App.  D.  C,  425. 

Patentability — System  of  Storing  Power. 

Claims  for  "  system  of  storing  power "  consisting  of  storage-tanks  so 
located  as  to' have  a  "high  gravity-potential  difference"  with  means  for 
employing  natural  forces  to  pump  water  from  the  lower  to  the.  upper  reser- 
voir and  means  to  generate  electrical  power  by  readmitting  the  water  to  the 
lower  reservoir  Held  to  state  nothing  requiring  invention  in  view  of  the 
prior  art 

Mr.  F,  W,  H,  Clay  for  the  appellant. 

Mr.  W.  S.  Ruckman  for  the  Commissioner  of  Patents. 

Van  Orsdel,  J.: 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
refusing  to  grant  appellant  a  patent  for  a  system  of  storing  power. 
The  decisions  of  the  three  tribunals  of  the  Patent  Office  were  unani- 
mous. Fourteen  claims  are  presented  on  this  appeal.  The  following, 
however,  are  sufficient  to  illustrate  the  invention : 

2.  The  combination  with  two  storage-reservoirs  located  to  have  high  gravity- 
potential  difference,  of  means  to  employ  natural  forces  for  pumping  water  from 
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the  lower  to  the  upper  reserroir,  and  means  to  generate  electrical  power  by 
readmitting  the  water  to  the  lower  reservoir,  the  water  thus  being  circulated 
substantially  as  described. 

7.  In  a  system  for  storing  power,  the  combination  of  a  reservoir  and  an 
engine  run  by  natural  forces  from  the  surface  of  the  ground,  of  a  reservoir 
below  the  surface  and  proper  pumps  and  engines  by  which  water  in  the  surface 
reservoir  may  be  used  to  produce  electrical  power  from  the  lower  level,  and 
the  water  is  thus  used  continuously  flowing  alternately  between  said  two 
reservoirs. 

14.  In  a  system  for  storing  energy  a  reservoir  locate<l  substantially  at  a 
nntural  surface  of  the  earth,  a  second  reservoir  having  a  high  negative  gravita- 
tional potential  with  reference  to  the  first  reservoir,  and  means  for  utilizing  the 
power  so  stored  by  readmitting  the  fiuid  from  the  first  reservoir  into  the  second 
reservoir  through  a  motor. 

Appellant's  application,  filed  April  2,  1906,  describes  a  system  of 
f^ioring  power  which  consists  of  two  water-storage  tanks  or  reservoirs, 
one  of  which  is  situated  at  the  natural  surface  of  the  earth  and  the 
other  at  the  base  of  a  cliff  or  at  the  bottom  of  a  shaft  sunk  into  the 
earth,  with  a  high  gravity-potential  difference  between  them.  The 
elements  are  used,  through  the  medium  of  either  a  windmill  or  sun- 
motor,  for  pumping  water  from  the  lower  tank  to  the  upper,  and  a 
turbine- wheel  is  operated  by  the  water  as  it  flows  back  by  gravity  to 
the  lower  tank.  By  this  system  appellant  seeks  to  provide  means 
whereby,  during  the  operation  of  the  pump,  sufficient  water  may  be 
stored  in  the  upper  reservoir  to  supply  power  for  the  continuous 
operation  of  the  water-wheel.  By  this  means  the  same  supply  of 
water  may  be  rotated  from  tank  to  tank,  furnishing  continuous  power, 
until  the  water  becomes  exhausted  by  friction  and  evaporation,  when 
the  tanks  may  be  refilled  by  any  convenient  or  available  means. 

Reference  was  made  in  the  Patent  Office  to  a  British  patent  to 
Hillyard  and  Newnes  disclosing  two  water-storage  tanks,  one  located 
at  the  surface  of  the  earth  and  the  other  above  on  an  elevated  struc- 
ture, a  windmill  for  raising  water  from  the  lower  tank  to  the  upper, 
and  a  motor  to  be  operated  by  the  return  flow  of  the  water.  Appel- 
lant contends  that  this  patent  is  not  an  anticipation  of  his  alleged  in- 
vention, because  the  distance  to  which  the  tank  may  be  elevated  above 
the  surface  of  the  earth  is  necessarily  limited,  and,  therefore,  the 
high  difference  of  gravity  potential  cannot  be  obtained.  But  it  is 
stated  in  the  British  patent  that — 

the  fluid-pressure  motor  or  motors  may  be  advantageously  placed  at  a  lower 
level  than  that  upon  which  the  remaining  portions  of  the  apparatus  rest  when 
the  nature  of  the  locality  where  it  is  employed  will  admit  of  this  being  done. 

It  is,  therefore,  manifest  that  in  any  event  the  lower  tank  must  be 
beneath  the  motors,  and  the  depth  at  which  it  and  the  motors  may 
be  placed  is  no  more  limited  than  in  the  system  for  which  a  patent 
is  here  sought. 
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The  high  difference  of  gravity  potential  is  also  shown  in  the  refer- 
ence to  a  patent  to  one  Maxim,  where  water  pumped  into  a  reservoir 
at  the  mouth  of  the  shaft  of  a  mine  is  mad«  to  operate  a  m©tor  placed 
at  its  bottom.  There,  the  upper  tank  is  at  the  earth's  surface,  the 
water  flowing  to  a  point  some  distance  below.  Instead,  however,  of 
using  the  same  water  over  again,  the  purpose  of  that  invention  was 
the  draining  of  mines  and  excavations  by  pumping  water  found 
therein  into  the  reservoir  at  the  mouth  of  the  shaft,  the  oiotors 
operated  by  the  flow  of  such  water  generating  electric  current  to  keep 
the  pump  in  motion. 

We  are  unable  to  observe  wherein  invention  resides  in  applying 
the  idea  of  pumping  water  into  an  elevated  tank  and  causing  it  to 
operate  a  water-wheel  as  it  returns  by  gravity  to  a  lower  one,  as 
shown  in  the  British  patent,  to  the  reservoir  and  motors  shown  by 
Maxim.  This  is  all  that  is  involved  in  appellant's  device,  and  the 
patent  was  properly  denied. 

TJie  decision  of  the  Commissioner  of  Patents  is,  tfierefore,  affirm^d^ 
and  the  clerk  is  directed  to  certify  these  proceedings  as  required 
by  law. 

Affiirmed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Selden. 

Decided  February  6,  1911. 

164  O.  G.,  741 ;  36  App.  D.  C,  428. 

1.  Abandonment  of  Application — Appeal  from  Decision  of  Commissioneb — 

JUMSDICTION  OP  COUKT  OP  APPEALS  OF  DISTRICT  OP  COLUtfBlA. 

Where  the  Commissioner  decided  that  an  amendment  filed  within  the 
time  fixed  by  the  statute  was  not  responsive  and  entered  an  order  lH>ldtnf; 
the  application  abandoned,  Held  that  such  order  "  Is  within  the  purview 
of  the  statutes  providing  for  apfieals  from  the  Coiumissloners  decisions." 

2.  Same — Same— tSame. 

Where  action  was  taken  by  the  applicant  within  the  time  fixed  by  the 
statute,  bat  it  was  decided  by  the  Ck)mmlssioner  that  such  action  was  not 
fully  resi>on8ive  to  the  last  Office  action,  Held  that  **  the  facts  being  ad- 
mitted, the  question  of  abandonment  became  one  of  law  and  is  not  gorerned 
by  the  same  rule  applicable  to  cases  where  it  is  sought  to  review  the 
exercise  of  discretion  on  the  part  of  the  Commissioner." 
8.  Same. 

On  an  appeal  from  a  decision  of  the  Examlners-in-Chlef  holding  claims 
unpatentable  twenty-one  new  claims  were  presented  for  the  consideration 
of  the  Commissioner,  who  held  that  these  claims  might  be  admitted  if 
amended  In  accordance  with  certain  suggestions  made  in  his  decision  affirm- 
ing the  decision  of  the  Examlners-in-Chlef  as  to  all  but  three  of  the  ap- 
pealed claims.    Subsequently  amendments  were  submitted  containing  such 
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claims  and  eleven  others,  which  amendments  were  considered  by  the  Pri- 
mary Eixaminer.  After  several  actions  by  the  Office  and  the  applicant  the 
Commissioner  entered  an  order  holding  the  application  abandoned  on  the 
ground  that  applicant  had  not  complied  with  the  decision  of  the  Commis- 
sioner within  the  time  allowed  by  section  4894,  Revised  Statutes.  Held 
that  the  terms  of  the  decision  permitting  the  reopening  of  the  case  having 
been  complied  with  and  the  amendment  having  been  entered  and  considered*, 
applicant  "  cannot  be  said  to  have  failed  to  prosecute  the  application  within 
the  meaning  of  the  statute  merely  because  he  added  claims  ilot  expressly 
authorize  by  the  Commissioner." 

Mr.  S.  T,  Fisher^  Mr.  Ernest  Wilkinson^  Mr.  C.  L.  Sturtevcmt^  and 
Mr.  E.  G,  Mason  for  the  appellant. 
Mr.  W.  S.  Ruckman  for  the  Commissioner  of  Patents. 

RoBB,  /.; 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
in  an  ex  parte  case  holding  that  appellant's  application  was  aban- 
doned— 
for  lack  of  sufficient  prosecution  within  the  statutory  period  of  two  years. 

The  material  facts  are  these :  The  application  was  filed  September 
Tth,  1895,  as  a  division  of  a  prior  application  filed  May  8th,  1879, 
which  matured  into  Patent  No.  549,160  on  November  5th,  1895,  the 
division  being  required  by  the  Patent  Office.  Various  routine  pro- 
ceedings were  had  and  the  application  finally  reached  the  Commis- 
sioner on  appeal  from  a  decision  of  the  Examiners-in-Chief  affirming 
the  ruling  of  the  Primary  Examiner  rejecting  its  claims.  At  the 
hearing  before  the  Commissioner  applicant  submitted  twenty-one 
claims  and  requested  that  they  be  considered  in  lieu  of  the  claims 
passed  upon  by  the  lower  tribunals.  The  Commissioner,  however, 
in  his  decision  which  was  rendered  June  25th,  1902,  reexamined  the 
claims  passed  upon  by  those  tribunals  and  affirmed  the  decision  as  to 
claims  1  to  8  inclusive  and  reversed  the  decision  as  to  claims  9, 10,  and 
11.  He  then  proceeded  to  examine  the  suggested  claims  and  found 
them  subject  to  specific  objections  which  he  held  would  be  overcome 
if  amended  in  accordance  with  the  suggestions  contained  in  his  deci- 
sion.   He  then  said: 

This  application  is  reopened  for  the  purpose  of  inserting  therein  the  series 
of  claims  submitted  in  the  appellant's  brief  when  amended  in  accordance  here- 
with. If  such  an  amendment  is  submitted,  the  Examiner  will  enter  and  allow 
the  same  in  the  event  that  no  new  references  are  discovered. 

Thereupon,  on  July  26th,  1902,  the  applicant  filed  a  substitute 
specification  containing  thirty  claims,  including  the  twenty-one 
claims  duly  amended,  which  the  Commissioner  had  ruled  might  be 
submitted  to  the  Examiner  for  consideration  and  allowance,  unless 
new  references  should  be  discovered.  Thereafter,  on  July  28th, 
1902,  applicant  filed  an  amendment  containing  two  additional  ckims. 
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On  August  20th,  1902,  the  Commissioner  forwarded  to  the  applicant 
a  communication  from  the  Examiner  in  charge  of  the  application,  in 
which  communication  it  was  stated  that — 

the  amended  specification  and  claims  filed  July  28tli,  1902,  have  been  entered  In 
the  case. 

Attention  was  also  directed  to  the  fact  that — 

the  claims  contained  in  the  amendment  are  not  the  same  In  all  respects  as 
those  submitted  in  the  brief;  the  amended  claims  are  thirty-two  in  number 
whereas  only  twenty-one  were  before  the  Commissioner. 

The  Examiner  ruled  that  as  the  decision  of  the  Commissioner  per- 
mitted the  citation  of  new  references  the  case  would  be  considered 
de  novo.  After  considering  all  the  claims  the  Examiner,  "  under 
the  authority  of  the  Commissioner's  decision,"  allowed  claims  17-18- 
19-21-22  and  23,  and  rejected  the  others  on  certain  stated  references. 
Further  action  by  the  applicant  was  delayed  until  July  7th,  1904, 
when  an  amendment  was  presented  erasing  certain  of  the  claims  and 
changing  certain  others.  On  September  16th,  1904,  a  further 
amendment  was  filed  canceling  all  the  claims  and  presenting  twenty- 
four  others.  On  February  21st,  1905,  the  Commissioner  again  for- 
warded to  the  applicant  a  communication  from  the  Examiner  as  to 
the  action  taken  by  him  upon  the  amendment  of  September  16,  1904, 
being  the  last  amendment  submitted.  Thereafter,  on  February  18th, 
19th,  and  20th,  1907,  respectively,  applicant  filed  three  other  amend- 
ments. Again  on  June  25th,  1907,  the  Commissioner  forwarded  to 
the  applicant  the  action  of  the  Examiner  upon  said  amendments.  In 
this  the  Examiner  suggested  certain  changes,  and  that  when  these 
were  made  the  claims  would  be  allowed.  These  suggestions  were 
not  complied  with  by  the  applicant  until  June  7th,  1909.  Whereupon 
the  Examiner  then  in  charge  of  the  case,  on  July  8th,  1909,  addressed 
a  communication  to  the  Commissioner  in  which  he  said : 

Claims  1  to  21,  inclusive,  are  thought  to  be  drawn  to  such  subject-matter  as 
indicated  by  the  Commissioner  in  his  decision  might  l>e  allowed,  and  the  Bxam- 
iner  has  therefore  no  further  jurisdiction  in  view  of  that  decision.  It  is,  how- 
<»ver,  proposed  to  reject  claims  22,  23,  and  24,  as  not  patentable  and  as  not  em- 
braced in  that  decision. 

Certain  references  were  then  given.  The  Commissioner,  upon  con- 
sideration of  this  communication  from  the  Examiner,  held  that — 

the  action  which  the  condition  of  the  case  required  after  the  Commissioner's 
decision  of  June  25th,  1902,  was  an  amendment  containing  the  twenty-one  claims 
amended  in  accordance  with  the  suggestion  made  In  that  decision. 

As  stated  above,  the  amendments  filed  July  22nd  and  July  28th,  1902,  did  not 
conform  to  this  decision  and  as  no  further  amendment  was  filed  until  July  7th. 
1904,  more  than  two  years  after  the  decision  of  Commissioner  AUen  of  Juno 
25th,  1902,  it  must  be  held  that  the  application  is  abandoned  for  lack  of  suffi- 
cient prosecution  within  the  statutory  period  of  two  years. 
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The  first  question  which  confronts  us  is  whether,  in  an  ex  parte 
case,  a  decision  of  the  Commissioner  of  Patents  holding  an  applica- 
tion abandoned  is  opened  to  review  on  appeal. 

Specifically,  the  statute  provides  that  an  appeal  lies  to  this  court 
when  an  applicant  "  is  dissatisfied  with  the  decision  of  the  Commis- 
sioner" upon  an  appeal  from  the  Primary  Examiner  through  the 
Examiners-in-Chief,  the  Primary  Examiner  having  twice  rejected 
any  of  the  claims.  AVe  have  said  that  the  decision  of  the  Commis- 
sioner must  be  a  final  one  and  amounting  to  a  rejection  of  the  claims 
of  the  application.  {Gosper  v.  Gold  and  Gold^  C.  D.,  1910,  282;  151 
O.  G.,  194;  34  App.  D.  C,  194.)  The  question,  then,  is  whether  the 
striking  down  of  an  application  on  the  ground  of  abandonment 
amounts  to  a  rejection  of  the  claims  thereof  within  the  meaning  of  the 
statute.  Of  course,  if  such  action  on  the  part  of  the  Commissioner  is  in 
effect  a  rejection  of  the  claims  of  the  application,  the  court  will  look  to 
such  result  rather  than  to  the  manner  in  which  it  is  reached.  Sub- 
stance should  never  be  sacrificed  to  form.  In  Moore  v.  Heaney^ 
(C.  D.,  1909,  488;  149  O.  G.,  831;  34  App.  D.  C,  31)  Mr.  Chief  Jus- 
tice Shepard  expressed  the  opinion  that  an  appeal  would  lie  from  an 
order  of  the  Commissioner  striking  an  application  from  the  files  "  on 
account  of  an  alteration  or  unauthorized  amendment,"  saying : 

TLe  court  would  look  to  the  substance,  the  necessary  effect  and  operation  of 
the  order,  rather  than  to  its  formal  recital  merely. 

Counsel  for  the  Commissioner,  in  a  very  comprehensive  and  helpful 
brief,  suggests  that  the  effect  of  the  order  in  this  case  does  not  neces- 
sarily amount  to  a  rejection  of  the  claims  of  the  application,  and 
hence  that  no  right  of  appeal  exists.  The  application  was  filed  in 
1895  and  the  order  of  the  Commissioner  under  consideration  was  not 
rendered  until  July  27th,  1909.  AVe  think  it  apparent  from  the  mere 
recital  of  these  dates  that  to  require  appellant  to  file  a  new  applica- 
tion in  effect  deprives  him  of  his  invention ;  in  other  words,  that  such 
a  requirement  may  be  and  probably  is  tantamount  to  a  rejection  of 
his  claims.  That  he  may  have  been  responsible  for  much  of  the  delay 
following  the  filing  of  his  application  ought  not  to  prejudice  him 
here,  provided  he  has  taken  such  action  as  the  statute  demands.  In 
Steinmetz  v.  Allen  (C.  D.,  1904,  703;  109  O.  G.,  549;  192  U.  S.,  543) 
it  was  held  that  a  decision  of  the  Primary  Examiner  requiring  a 
division  between  certain  process  and  apparatus  claims  "  must  be  con- 
sidered as  final  and  appealable,"  the  ground  of  the  decision  being 
that  if  the  applicant,  in  such  a  situation,  yield  to  the  demand  of  the 
Examiner  he  loses  his  right  to  joinder;  and — 

if  he  does  not  yield  he  will  not  be  heard  at  all  and  may  subsequently  be 
regarded  as  liayiDg  abandoned  his  application. 
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The  effect  of  the  decision  of  the  Commissioner  in  the  present  case  is 
liable  to  be  just  as  disastrous  to  the  applicant  as  was  the  effect  of  the 
order  of  the  Commissioner  in  the  Steinmetz  case,  and  it  is  apparent 
that  the  appellant,  if  correct  in  his  contentions,  has  been  deprived  of 
a  substantial  right.  Acquiescence  in  the  Commissioner's  decision 
would  of  course  put  an  end  to  this  application.  In  filing  a  new  appli- 
cation, if  his  invention  had  already  been  exploited,  he  would  probably 
be  met  by  the  bar  of  public  use.  On  the  other  hand,  if  it  had  not  been 
exploited,  he  would  be  deprived  of  the  1895  filing  date  as  establish- 
ing constructive  reduction  to  practice.  The  question  of  intervening 
rights  of  third  parties  would  also  be  a  very  serious  one.  Considering, 
therefore,  that  if  the  Commissioner's  decision  was  unwarranted  appel- 
lant was  entitled  to  redress  either  by  mandamus  or  by  appeal,  {Stein- 
met&  V.  Allen^  supra^)  and  that  legislation  in  aid  of  inventors — 

should  be  liberally  construed  to  meet  the  wise  and  beneficent  object  of  the  legis- 
lature. {Commiasioner  of  Patents  v.  WhiteJy,  4  Wall.,  532)  — 

we  are  of  the  opinion  that  the  order  appealed  from  in  tliis  case  is 
within  the  purview  of  the  statutes  providing  for  appeals  from  the 
Conmiissioners  decisions. 

We  come  now  to  the  question  whether  appellant  has  made  out  such 
a  case  as  to  justify  this  court  in  disturbing  the  decision  of  the  Com- 
missioner rendered  pursuant  to  the  authority  of  section  4894,  Revised 
Statutes,  which  formerly  prescribed  that  failure  of  an  applicant  to 
prosecute  an  application — 

within  two  years  after  any  action  therein,  of  which  notice  shall  have  t>eeD 
driven  to  the  applicant — 

shall  be  regarded  as  an  abandonment  by  the  applicant — 

unless  it  be  ^own  to  the  satisfaction  of  the  Coumiissioner  of  Patents  that  such 
delay  was  unavoidable. 

It  is  not  denied  that  the  substitute  application  filed  July  26th,  11K)2, 
contained  the  twenty-one  claims  duly  amended  which  the  Commis- 
sioner in  his  decision  of  June  25th,  1902,  had  ruled  might  be  sub- 
mitted to  the  Examiner  for  consideration  and-  allowance  if  so 
amended,  unless  new  references  should  be  discovered.  The  Commis- 
sioner justifies  his  decision  upon  the  ground  that  the  filing  of  other 
and  additional  claims  amounted  to  improper  and  irresponsive  action, 
and  that  the  inclusion  of  these  improper  claims  affected  the  whole 
amendment ;  in  other  words,  that  excess  of  prosecution  in  this  instance 
constituted  the  lack  of  it.  AVe  cannot  accede  to  this  view.  It  may  be 
conceded  that  an  applicant  must  act  in  good  faith  in  the  prosecution 
of  his  case,  and  that  his  action  must  be  responsive  to  official  action. 
Take  the  case  before  us :  The  Commissioner,  in  his  decision  of  June 
25th,  1902,  in  the  interests  of  justice  ruled  that  the  case  might  be 
reopened  for  the  purpose  of  inserting  therein  the  twenty-one  claims  to 
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•which  reference  has  been  made,  when  amended  in  accordance  with  the 
suggestion  of  the  Commissioner.  We  agree  with  the  Commissioner 
that  this  decision  did  not  authorize  the  submission  of  thirty-two 
claims.  The  inclusion  of  the  eleven  additional  claims  was  unauthor- 
ized and  might  have  tended  to  delay  further  official  action ;  but  even 
so,  the  amended  application  contained  the  twenty-one  claims  ex- 
pressly authorized  by  the  Commissioner,  and  it  is  not  contended  that 
subsequent  action  on  the  part  of  the  applicant  as  to  those  particular 
claims  was  improper.  It  would  have  been  a  very  simple  matter  for 
the  Examiner,  who  of  course  had  the  Commissioner's  decision  before 
him,  to  have  striken  out  the  unauthorized  claims.  Instead  of  that, 
however,  he  considered  and  allowed  part  of  them,  and  on  August 
20th,  1902,  a  communication  in  the  name  of  the  Commissioner  was 
sent  the  applicant  containing  the  above  action  of  the  Examiner. 

The  statute  applicable  to  this  case  declares  that  an  application  shall 
be  regarded  as  abandoned  for  failure  of  prosecution  within  two 
years  after  official  action.  That  period  has  now  been  changed  to  one 
year,  and  it  may  be  seriously  questioned  whether  Congress  would  not 
be  justified  in  making  the  period  even  shorter.  The  Commissioner, 
however,  is  bound  by  the  law.  He  had  no  authority  to  regard  the 
application  as  abandoned  for  lack  of  prosecution  if  in  fact  there  had 
been  such  prosecution  as  the  statute  contemplated.  That  there  was 
such  action  there  can  be  no  doubt,  for  to  the  extent  of  twenty-one 
claims  it  was  in  strict  conformity  to  the  prior  ruling  of  the  Com- 
missioner. Moreover,  had  leave  been  asked  to  file  the  additional 
claims  it  is  quite  evident  that  it  would  have  been  granted  as  they 
were  more  specific  than  ihe  twenty-one  elaims  which  the  Commis- 
sioner allowed  to  be  filed.  Inasmuch,  however,  as  such  leave  was  not 
obtained,  the  Examiner  should  have  refused  to  entertain  the  addi- 
tional claims.  He  was  as  much  bound  by  the  decision  of  his  superior 
as  was  the  applicant,  and  yet  he  considered  those  claims  and  his 
successive  decisions  thereon  were  forwarded  to  the  applicant  in  the 
name  of  the  Commissioner. 

We  rule,  therefore,  that  the  applicant,  having  complied  with  the 
terms  of  the  Commissioner's  order  permitting  the  reopening  of  the 
case,  cannot  be  said  to  have  failed  to  prosecute  his  application  within 
the  meaning  of  the  statute  merely  because  he  added  claims  not  ex- 
pressly authorized  by  the  Commissioner.  The  facts  being  admitted, 
the  question  of  abandonment  became  one  of  law  and  is  not  governed 
by  the  same  rule  applicable  to  cases  where  it  is  sought  to  review  the 
i^xercise  of  discretion  on  the  part  of  the  Commissioner. 

The  decision  of  the  Commissioner  will  therefore  he  reversed  and 
the  case  reminded  with  directions  to  reinstate  the  application.  The 
clerk  will  certify  this  opinion  as  by  law  required. 

Reversed. 
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[Court  of  Appeals  of  the  District  of  Columbia.] 

A-  Leschen  &  Sons  Eope  Company  v,  Broderick  &  Bascom  Hope 

Company. 

Decided  February  6,  101  J. 

164  O.  G.,  977 ;  36  App.  D.  C,  451. 

1.  Trade-Marks — Opposition — Prior    Suit    for    Infringement    Between    the 

Same  Parties — Res  Adjudicata. 
In  a  suit  for  infringement  of  a  registered  trade-mark  involving  citizens 
of  the  same  State  tlie  Supreme  CJourt  of  the  United  States  held  that  the 
registration  was  invalid  and  that  therefore  the  Federal  courts  had  no 
jurisdiction.  Subsequently  the  defendant  in  the  suit  filed  an  application 
for  registration  of  the  mark  used  by  It,  and  an  opi^o.sltlon  to  such  regtstra- 
tion  was  filed  by  the  plaintiff.  Held  that  as  this  opposition  is  based  upon 
actual  use  of  the  mark,  while  the  question  before  the  Court  involved  solely 
the  validity  of  the  registration,  the  decision  of  the  Court  is  not  decisive 
in  this  case. 

2.  Same — Same — Similarity  of  Marks. 

a  trade-mark  for  wire  rope  consisting  of  "  a  yellow  stripe  of  uniform 
width  spirally  disi)osed  around  the  surface  "  of  the  rope  Held  so  similar  to 
a  mark  consisting  of  a  red  stripe  similarly  placed  on  a  rope,  that  the  con- 
temporaneous use  of  the  two  marks  would  be  likely  to  cause  confusion  in 
the  mind  of  the  public  and  deceive  purchasers. 

Mr.  Melville  Chnrch  for  the  appellant. 

Mr,  J.  P.  Dawson  and  Mr,  J,  S.  Barker  for  the  appellee. 

RoBB, /.; 

This  appeal  brings  up  for  review  a  decision  of  the  Commissioner 
of  Patents  dismissing  appellant's  opposition  to  the  registration  by 
appellee  as  a  trade-mark  for  wire  rope  "  a  yellow  stripe,  of  uniform 
width,  spirally  disposed  around  the  surface  "  of  the  rope,  and  award- 
ing registration  to  appellee. 

In  its  amended  notice  of  opposition  appellant  stated,  among  other 
things : 

that  in  the  year  1888  it  adopted  for  Its  use,  as  a  trade-mark  for  Its  highest  and 
best  grade  of  wire  rope,  a  stripe  or  band  of  uniform  width  and  of  distinctive 
color,  helically  disposed  and  applied  upon  the  surface  of  said  wire  rope,  said 
trade-mark  then  and  now  being  preferably  applied  by  painting  one  of  the 
strands  of  the  rope  so  as  to  make  it  appear  distinctly  unlike  the  other  strands 
of  the  rope. 

In  the  stipulation  forming  part  of  the  record — 

It  is  agreed  that  the  said  A.  Leschen  &  Sons  Rope  Company  was  incorporated 
in  the  year  1886  for  the  purpose  of  manufacturing  and  selling  wire  ropes,  or 
cables,  and  that  it  has  continued  said  business  down  to  the  present  day;  that 
the  said  A.  leschen  &  Sons  Roi)e  Company  prior  to  the  year  1894  began  the 
practice  of  marking  wire  ropes,  or  cables,  of  its  manufacture,  with  a  helical 
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Stripe  of  uniform  width  and  distinctive  color,  this  color  being  usually  red  and 
produced  by  painting  one  of  the  strands  of  the  rope.  This  practice  was  begun 
and  continued  with  the  intention  of  acquiring  a  trade-mark. 

It  was  further  stipulated  that  appellant,  on  August  10th,  1900^ 
filed  its  application  for  the  registration  of  said  alleged  trade-mark  in 
the  OflSce  of  the  Commissioner  of  Patents,  and  the  description  of  the 
mark  as  contained  in  said  application  was  reproduced  in  the  stipula- 
tion. The  mark  of  the  appellee  was  first  adopted  and  used  in  about 
1899  and,  as  specified  in  its  application — 

consists  of  a  yellow  stripe  of  uniform  width,  spirally  disposed  around  the  sur- 
face of  wire  rope. 

The  first  question  for  consideration  is  whether  the  opinion  of  the 
Supreme  Court  of  the  United  States  in  a  case  between  the  same 
parties  is  decisive  of  this  case.  (See  Leschen  Rope  Co,  v.  Broderich 
i&  Bascom  Rope  Co,^  201  U.  S.,  166.)  That  was  a  bill  in  equity 
brought  by  the  Leschen  Company  against  the  Broderick  &  Bascom 
Company — 

for  the  infringement  of  a  trade-mark  for  wire  rope  registered  under  the  net  of 
Congress  of  March  3.  1881,  (21  Stat.,  502.) 

The  parties  were  both  Missouri  corporations  and  the  jurisdiction 
of  the  Court  was  dependent  solely  upon  whether  the  mark  as  regis- 
tered was  a  lawful  trade-mark.  {Elgin  National  Watch  Company  v. 
IlUnoia  Watch  Company,  C.  D.,  1901,  273;  94  O.  G.,  755;  179  U.  S., 
665.) 

The  essential  feature  of  the  trade-mark  before  the  Supreme  Court, 
according  to  the  description  in  the  Leschen  Company's  application, 
was — 
a  stripe  of  distinctive  color  produced  in  or  applied  to  a  wire  rope. 

This  description  the  Court  held  to  be  too  broad  and  too  indefinite, 
and  it  therefore  voided  the  registration.  In  its  opinion  the  Court 
said  : 

It  is  true  that  the  drawing  annexed  to  the  registration,  a  copy  of  which  is 
here  given,  as  well  as  the  exhibits  furnished,  shows  one  of  the  strands  colored 
red;  and  if  the  trade-marls  were  restricted  to  a  strand  thus  colored,  perhaps  it 
might  be  sustained;  ♦  ♦  ♦  So,  although  it  might  be  possible  to  claim  the 
imprint  of  a  colored  figure  on  a  wire  rope,  the  figures  should  be  so  described 
that  other  manufacturers  would  know  how  to  avoid  it  If  the  trade-mark  be  a 
colored  streak,  it  should  be,  at  least,  described  and  a  statement  of  the  mode  in 
which  the  same  is  applied  and  afllxed  to  the  rope;  and  a  trade-mark  which 
may  be  infringed  by  a  streak  of  any  color,  however  applied,  is  manifestly  too 
broad. 

The  Court  concluded : 

It  is  unnecessary  to  express  an  opinion  whether,  If  the  trade-mark  had  been 
restricted  to  a  strand  of  rope  distinctively  colored,  it  would  have  been  valid. 
As  already  observed,  the  claim  is  much  broader  than  this.    Nor  can  we  assume 
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jurisdiction  of  this  case  as  one  wherein  the  defendant  had  made  ase  of  plain- 
tifTs  device  for  the  purpose  of  defrauding  the  plaintiff  and  palming  off  its  goods 
iipon  the  public  as  of  the  plaintiff's  manufacture.  Our  jurisdiction  depends 
fiolely  upon  the  question  whether  plaintiff  has  a  registered  trade-marlj  valid 
under  the  act  of  Congress,  and,  for  the  reasons  above  given,  we  think  it  has  not. 

It  is  apparent,  therefore,  that  the  question  before  the  Court 
involved  solely  the  validity  of  the  mark  as  registered.  The  plaintiff's 
right  to  be  heard  having  depended  upon  the  validity  of  that  regis- 
tration, the  Court  confined  its  opinion  to  that  question  and  carefully 
refrained  from  expressing — 

an  opinion  whether.  If  the  trade-mark  had  been  restricted  to  a  strand  of  rope 
distinctively  colored,  it  would  have  l>een  valid. 

In  other  words,  the  striking  down  of  a  registration  on  the  ground 
that  the  registrant  has  described  his  mark  in  too  broad  and  too  indefi- 
nite terms  merely  deprives  the  registrant  of  the  benefits  sought  to  be 
conferred  upon  the  owners  of  trade-marks  by  the  registration  act, 
smd  does  not  deprive  such  owners  of  any  property  right  which  they 
may  have  acquired  by  the  actual  use  of  a  good  trade-mark.  The 
opinion  of  the  Supreme  Court  went  no  further  than  to  deprive  the 
present  applicant  of  the  presumption  of  ownership  which  a  good 
registration  would  have  afforded  it. 

It  is  insisted  that  appellant  is  here  seeking  protection  for  a  mark 
•of  the  same  scope  as  that  for  which  it  obtained  registration.  This 
<?ontention  is  not  borne  out  by  the  stipulation  to  which  reference  has 
been  made.  As  previously  noted  that  stipulation  contains  a  descrip- 
tion of  the  mark  actually  used  by  appellant.  The  reference  to  said 
registration  may  be  treated  as  mere  surplusage  as  it  serves  no  purpose 
in  the  stipulation.  Manifestly  appellant,  after  having  submitted 
said  registration  to  the  Supreme  Court  of  the  United  States  with  the 
result  previously  noted,  would  not  contend  for  the  validity  of  that 
registration  before  this  court.  Moreover,  in  its  notice  of  opposition 
appellant  placed  itself  squarely  upon  the  mark  as  actually  used  by  it. 

We  come  now  to  the  consideration  of  the  question  whether  the  two 
marks  here  involved  are  sufficiently  alike  as — 

to  be  likely  to  cause  confusion  or  mistake  in  the  mind  of  the  public  or  to 
deceive  purchasers.     (83  Stat.,  724.) 

The  only  difference  in  the  marks  is  that  of  color.  They  are  both 
used  upon  wire  rope,  and  are  both  applied  in  substantially  the  same 
manner.  It  is  admitted  that  appellant  has  used  its  mark  for  more 
than  twenty  years,  and  if  this  were  a  case  of  unfair  competition  there 
would  be  little  doubt  as  to  appellant's  right  to  relief,  for  while  color, 
generally  speaking,  is  not  a  proper  subject  of  a  trade-mark,  a  rival 
dealer  may  not  appropriate  another's  mark  by  merely  changing  its 
color.  It  is  manifest  that  if  appellee  is  entitled  to  use  precisely  the 
same  mark  as  that  used  by  appellant  but  colored  yellow  instead  of 
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red,  eveiy  color  of  the  rainbow  may  be  appropriated  by  other  wire- 
rope  manufacturers  and  may  be  similarly  applied.  Such  a  result,  in 
our  opinion,  would  lead  to  no  end  of  confusion,  the  value  of  appel- 
lant's mark  would  be  destroyed,  and  the  purchasing  public  would  be 
liable  to  imposition.  The  Patent  Office  has  held  that  there  is  no  con- 
flict between  the  two  marks  and  the  appellee  insists  that  the  evidence 
fails  to  show  such  a  conflict;  but  both  marks  are  before  us  and,  in 
the  language  of  the  Circuit  Court  of  Appeals  for  the  Eighth  Circuit — 

the  evidence  of  the  eyes  is  more  persuasive  and  satisfactory  than  any  other. 
{Lay ton  Pure  Food  Co.  v.  Church  d  Dxcight  Co,,  182  Fed.  Rep.,  24.) 

In  that  case  the  Court  said : 

And  when  the  eyes  are  turned  uix)n  these  labels  the  ocular  demonstration  Is 
complete  that  the  annular  bands  upon  them  give  to  those  of  the  defendant  a 
marked  similarity  to  those  of  the  complainant,  a  similarity  so  plain  that  it 
renders  them  well  calculated  to  create  confusion  in  the  trade  and  to  deceive 
buyers  Into  the  purchase  of  the  products  of  the  defendant  in  the  belief  that 
they  are  those  of  the  complainant. 

We  have  assumed,  for  the  purposes  of  this  opinion,  that  the  Patent 
Office  was  right  in  holding  that  a  mark  consisting  of  a  stripe,  of  uni- 
form width,  spirally  disposed  around  the  surface  of  wire  rope,  may 
constitute  a  valid  trade-mark.  We  have  not  deemed  it  necessary  to 
consider  the  question  since  neither  party  is  in  a  position  to  raise  it 
here. 

For  the  reasons  stated  the  judgment  must  he  reversed.  The  clerk 
will  certify  this  opinion  as  by  law  required. 

Reversed. 


[Court  of  Appeals  of  the  District  of  Columb!a.l 

A.  Lbschen  &  Sons  Rope  Company  v,  American  Steel  &  Wikb  (>>• 

OF  New  Jersey. 

Decided  February  6,  1911, 

164  O.  G.,  978 ;  36  App.  D.  C,  456. 

Trade-Marks — Opposition — Similarity  of  Marks. 

A  trade-mark  for  wire  rope,  consisting  of  a  blue  stripe  of  uniform  widtb 
spirally  disposed  around  the  surface  of  the  rope,  Held  to  so  resemble  a 
mark  consisting  of  a  red  stripe  similarly  placed  on  a  rope,  that  the  con- 
temporaneous use  of  the  Iwo  marks  would  be  likely  to  cause  confusiou  in 
the  mind  of  the  public  and  deceive  purchasers. 

Mr,  Melville  Church  for  the  appellant. 
Messrs.  Linthicum^  Belt  <&  Fuller  for  the  appellee, 
2097*'— 12 ^22 
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This  is  another  trade-mark  opposition  ease  in  which  appellant 
seeks  a  reversal  of  a  decision  of  the  Commissioner  of  Patents  award- 
ing registration  to  appellee  as  a  trade-mark  for  wire  rope,  a  strand 
of  the  rope  colored  blue. 

For  the  reasons  stated  in  the  preceding  opinion  (A.  Leschen  <& 
Sons  Hope  Company  v.  Broderieh  cf?  Bascom  Rope  Company^  atite^ 
312;  164  O.  G.,  977;  36  App.  D.  C,  451)  the  judgment  will  he 
rp versed.    The  clerk  will  certify  this  opinion  as  by  law  required. 

Reversed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Mraz. 

Decided  Febrvary  6,  1911. 

164  O.  G.,  978;  36  App.  D.  C.  435. 

Patentability — Composition  for  Coating   Food  Products — New  Matter. 
A  clnim  for  a  composition  comprising  gelatin,  glycerin,  and  bone-meal 
Held  properly  refused  on  the  ground  that  is  was  not  disclosed  in  the  appli- 
cation as  filed,  which  described  the  composition  as  consisting  of  gelatin, 
glycerin,  and  an  oxygenated  solution.  \ 

Mr.  Harlan  Moore  for  the  appellant. 

Mr.  R.  F.  Whitehead  for  the  Commissioner  of  Patents. 

Van  Orsdel,  /.; 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
refusing  to  grant  appellant  a  patent  for — 

improvements  in  formula  and  process  for  the  preservation  and  pacl^ing  of 
comestibles, 

an  application  for  which  was  filed  August  5,  1904.  Applications  had 
previously  been  filed  for  the  same  invention  in  Austria  July  30,  190;^, 
in  France  June  24,  1904,  and  in  Germany  July  16,  1904,  those  in 
France  and  Germany  eventuating  into  patents. 

In  the  original  specification,  appellant  described  his  invention  in 
the  following  manner: 

To  use  the  process  proceed  as  follows:  Prepare  a  bath  consisting  of  gelatin 
and  glycerin  which  have  been  previously  stewed  in  order  to  render  them  liquid ; 
add  a  certain  quantity  of  an  oxygenated  solution,  suitably  proportioned  and 
harmless  for  the  health,  which  solution  mixes  intimately  to  the  mass  and 
allows  it  to  resist  humidity.  That  mass  may  as  well  be  dyed  with  liarmless 
colors.  The  object,  dried  by  means  of  a  cloth.  Is  plunged  in  the  bath,  and  is 
allowed  afterward  to  dry  about  thirty-six  hours  in  a  dry  and  airy  space, 
and,  if  necessary,  it  is  twice  or  three  times  more  plunged  in  the  bath;  it  is 
especially  for  objects  containing  much  juice  that  it  is  necessary  to  repeat  the 
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operation.  The  coat  thus  produced  is  absolutely  air-tight,  and,  at  the  Siime 
time,  elastic.  Moreover  it  may  be  easily  removed  from  the  object  itself  and 
the  addition  of  the  glycerin  does  away  with  the  friability  of  the  hardened 
gelatin.  Gelatin  and  glycerin  may  be  used  in  any  proportion,  but  it  has  been 
ascertained  that  the  best  result  was  obtained  in  stewing  and  at  the  same 
time  stirring  energetically  so  as  to  mix  them  well  together  two  parts  of  gelatin, 
one  part  of  glycerin  and  one  part  of  boiled  drinkable  water.  In  order  that 
the  object  plunged  in  the  liquid  may  dry  more  rapidly,  a  fan  or  the  smoke 
of  small  wood  may  be  used.  When  the  coat  is  completely  dried  pass  once  or 
twice  a  sponge,  soaked  with  an  inoffensive  oxygenated  solution ;  by  this  means 
the  coat  is  absolutely  air  and  even  water  tight. 

The  claims  were  drawn  to  the  same  subject-matter.  In  other  words, 
the  original  application  described  and  claimed  a  composition  con- 
sisting of  gelatin,  glycerin,  and  an  oxygenated  solution. 

The  claims  originally  filed  were  rejected  on  the  ground  that  the 
application  failed  to  give  any  example  of  an  oxygenated  solution. 
August  2,  1906,  appellant  amended  his  application  by  substituting 
for  his  original  specification  one  which  set  forth  that  the — 

invention  relates  to  a  conservatory  mass  and  comprises  a  solution  of  gelatin, 
glycerin,  and  of  selected  bone-dust  as  its  chief  compounds. 

and  for  the  original  claims  one  covering  this  composition.  Another 
specification  was  substituted  July  22,  1907,  which  contained  the  fol- 
lowing statement: 

The  improved  substance  is  obtained  essentially  through  the  addition  of  bone- 
meal  to  the  glycerin  and  gelatin.  Thereby  is  realized  a  considerably  raised 
firnmess  of  the  coating.  The  bone-meal  not  being  soluble  In  water  effects 
further  a  quicker  drying  of  the  gelatin  without  taking  out  of  the  meat,  etc., 
the  juices. 

The  claim  previously  substituted  was  also  erased,  and  the  follow- 
ing inserted: 

1.  A  comiKJsltlon  for  enveloping  or  coating  food  products  comprising  gelatin, 
glycerin  and  bone-meal. 

2.  A  comi)osltlon  for  enveloping  or  coating  food  products  comprising  thirty- 
five  per  cent,  of  water,  fifty  pev  cent,  of  gelatin,  fourteen  per  cent,  of  glycerin 
and  one  i)er  cent,  of  bone-meal. 

These  claims  were  rejected  by  the  Primary  Examiner  on  the 
ground  that  the  subject-matter  thereof  w^as  not  disclosed  in  the 
application  as  originally  filed,  and,  therefore,  constituted  new  matter. 
On  appeal  to  the  Board  of  Examiners-in-Chief,  and  then  to  the  Com- 
missioner, this  decision  was  aflSrmed.  From  the  decision  of  the 
Commissioner,  the  case  comes  here  on  appeal. 

Appellant  made  the  above  amendment  at  a  time  when  the  period 
had  long  since  expired  within  which  he  could  file  a  new  application. 
(R.  S.  4887.)  The  rights  of  the  public  had  intervened.  Hence, 
unless  these  claims  can  be  considered  as  amendatory  of  the  original 
application,  he  is  precluded  by  his  foreign  applications,  one  of  which 
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covered  the  use  of  bone-meal,  from  making  the  amendment.  We 
agree  with  the  Board  of  Examiners-in-Chief  that — 

the  expression  "  oxygenated  solution/'  used  in  the  case  originally,  covers  some- 
thing  entirely  diflPerent  from  bone-meal,  and  even  if  it  were  held  to  generically 
include  the  latter,  there  Is  no  authority  for  allowing  an  applicant  to  include 
and  claim  a  specific  thing  not  originally  described  merely  because  it  comes 
within  the  scope  of  the  genus  before  disclosed. 

We  are  familiar  with  the  rule  of  law  urged  by  appellant  that, 
where  expressions  used  are  ambiguous,  and  the  validity  of  a  claim  is 
doubtful,  a  construction  which  will  sustain  the  claim,  rather  than  one 
which  destroys  it,  should  be  indulged  by  the  court.  But  in  all  such 
cases  there  must  be  something  in  the  original  application  to  suggest 
the  claims  set  out  in  the  amendment.  It  must  not  be  new  matter, 
nor  an  enlargement  of  the  original  specification  and  claims.  {Hohbs 
V.  Beach,  C.  D.,  1901,  311;  94  O.  G.,  2357;  180  U.  S.,  383.) 

The  amendment  is  clearly  an  attempt  on  the  part  of  appellant  to 
insert  new  matter  not  found  in  the  original  application.  A  careful 
examination  of  the  original  specification  and  claims  shows  conclu- 
sively t^iat  the  matter  sought  to  be  injected  by  the  amendment  is 
foreign  to  the  application  upon  which  a  patent  was  first  claimed.  A 
comparison  of  the  specification  and  claims  in  the  two  applications  is 
convincing  proof  that  one  is  not  a  proper  amendment  of  the  other. 
Judging  from  the  language  of  the  original  application,  bone-meal 
was  an  afterthought.  A  patent  granted  upon  such  an  amended 
specification  and  claims  would  be  invalid.  The  duty  of  the  court 
in  cases  of  this  sort  is  well  expressed  in  Railway  Co.  v.  SayleSy  (C.  D., 
1879,  349;  15  O.  G.,  243;  97  U.  S.,  554,)  as  follows: 

It  will  be  observed  that  we  have  given  particular  attention  to  the  original 
application,  drawings,  and  models  filed  in  the  Patent  Oflice  by  Thompson  and 
Bachelder.  We  have  deemed  it  proper  to  do  this,  because,  if  the  amended 
application  and  model  filed  by  Tanner  five  years  later  embodied  any  material 
addition  to,  or  variation  from,  the  original — anything  new  that  was  not  com- 
prised in  that — such  addition  or  variance  cannot  be  sustained  on  the  original 
application.  The  law  does  not  t)ermlt  such  enlargements  of  an  original  speci- 
fication, which  would  Interfere  with  other  inventors  who  have  entered  the  field 
in  the  meantime,  any  more  than  it  does  in  the  case  of  reissues  of  patents  pre- 
viously granted.  Courts  should  regard  with  Jealousy  and  disfavor  any  attempts 
to  enlarge  the  scope  of  an  application  once  filed,  or  of  a  patent  once  granted, 
the  effect  of  which  would  be  to  enable  the  patentee  to  appropriate  other  in- 
ventions made  prior  to  such  alteration,  or  to  appropriate  that  which  has,  in  the 
meantime,  gone  into  public  use. 

This  court  has  held  that,  where  no  foundation  exists  in  the  original 
application  for  the  claims  set  up  in  the  amendment,  it  is  the  duty  of 
the  Commissioner  of  Patents  to  reject  them.  (In  re  Dilg,  C.  D., 
1905,  620;  115  O.  G.,  1067:  25  App.  D.  C,  9;  in  re  Scott,  CD.,  1905, 
665;  117  O.  G.,  278;  25  App.  D.  G,  307.) 
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Rule  70  of  the  Patent  Office  provides: 

In  original  applications  which  are  capable  of  illustration  by  drawing  or 
model  all  amendments  of  the  model,  drawings,  or  specifications,  and  all  addi- 
tions thereto,  must  conform  to  at  least  one  of  them  as  it  was  at  the  filing  of 
the  application.  Matter  not  found  in  either,  involving  a  departure  from  the 
original  invention,  can  be  shown  or  claimed  only  in  a  separate  application. 

Under  this  rule  it  is  incumbent  upon  an  applicant  to  correctly  de- 
scribe his  invention  in  the  original  application.  The  rule,  promul- 
gated by  lawful  authority,  and  not  being  in  conflict  with  any  pro- 
vision of  law,  has  the  force  of  a  statute,  and  must  be  obeyed.  A 
failure,  therefore,  to  comply  with  its  terms  cannot  be  cured  by  amend- 
ment, but  requires  a  new  application,  and  this  subjects  the  applicant 
to  the  risk  of  being  barred  by  the  statute.  This  is  the  situation  con- 
fronting appellant,  and  no  way  is  afforded  by  law  or  the  rules  of  the 
Patent  Office  by  which  he  can  extricate  himself. 

The  decision  of  the  Commissioner  of  Patents  is  affirmed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 

Affimied. 


[Court  of  Appeals  of  the  District  of  Colambia.] 

GaISMAN   V.   Gn-LBTTB. 

Bedded  February  6,  1911. 

165  O.  G.,  244 ;  36  App.  D.  C,  440. 

INTERFEBENCE — PRIOBrTY — REDUCTION   TO   PRACTICE — SIMPLE  DEVICE. 

An  improvement  in  safety-rassors  of  which  the  only  novel  feature  Is  the 
clamp  by  which  the  blade  is  held  in  position  Held  such  a  simple  device  that 
the  making  thereof  amounted  to  a  demonstration  of  utility  and  constituted 
reduction  to  practice. 

Mr.  T.  F.  Bourne  for  the  appellant. 

Mr.  C.  E.  Dunn^  Mr.  L.  S.  Bacon^  and  Mr.  J.  H.  MUans  for  the 
appellee. 

RoBB,  /.; 

This  is  an  appeal  from  three  concurrent  decisions  of  the  Patent 
Office  tribunals  in  an  interference  proceeding  in  which  priority  of 
invention  was  awarded  to  Gillette,  the  senior  party. 

The  invention  is  narrow  in  scope  and  relates  particularly  to  holders 
for  the  blades  of  safety-razors  of  well-known  types.  The  counts  are 
seven  in  number,  but  count  1  is  typical  of  the  group.  It  reads  as 
follows : 

1.  In  a  safety-razor  in  combination  a  rectangular  blade  having  one  or  more 
cutting  edges,  a  guard  or  guards  therefor,  relatively  movable  spring-actuated 
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clamping- Jaws  tendlDg  normally  to  close,  means  receiving  the  edges  of  the 
blade  holding  it  fixed  from  displacement  and  substantially  unobstructed  on  its 
upper  face,  a  handle  extending  from  the  plane  of  its  lower  face  and  means 
projecting  from  one  of  the  movable  Jaws  whereby,  holding  the  device  in  one 
hand,  the  clamping-Jaws  may  l>e  operated  to  open  and  close,  leaving  the  other 
hand  free  to  remove  or  insert  the  blade. 

Gillette  testified  that  he  conceived  the  invention  in  the  spring  of 
1902,  and  that  he  then  disclosed  it  to  others.  He  further  testified  that 
thereafter  he  made  a  razor  embodying  the  issue  and  showed  this 
razor  to  several  persons,  most  of  whom  were  called  as  witnesses  to 
corroborate  his  testimony.  It  is  not  denied  by  counsel  for  Gaisman 
that  Gillette  has  established  conception  of  the  invention  and  embodi- 
ment of  the  invention  in  a  razor  as  contended  by  Gillette.  Each  of 
the  tribunals  of  the  Patent  Office  so  held  and  w^e  are  satisfied,  after  a 
careful  review  of  the  testimony,  that  their  ruling  was  correct. 

It  appears  that  the  commercial  development  of  the  Gillette  safety- 
razor  was  in  its  infancy  at  the  time  of  the  conception  of  this  inven- 
tion, and  that  Gillette  was  more  or  less  engaged  with  other  mattei-s. 
Subsequently,  however,  he  arranged  to  give  more  or  all  of  his  atten- 
tion to  the  safety-razor  business.  Whereupon,  early  in  October,  1904, 
he  took  the  identical  razor  which  he  had  made  in  1902  to  his  counsel 
and  directed  that  an  application  for  patent  be  filed  thereon.  Gillette 
then  went  to  Europe,  which  caused  some  delay  but  the  application 
was  finally  filed  January  18th,  1905. 

Gaisman  in  his  preliminary  statement  alleged  the  disclosure  of  his 
invention  in  October,  1904,  and  in  his  testimony  he  stated  that  he 
then  gave  instructions  to  a  workman  to  make  a  full-sized  razor;  that 
such  razors  embodying  the  issue  were  completed  during  December, 
1904,  one  of  which  he  gave  to  his  attorney  with  directions  to  apply 
for  a  patent.  The  application  was  filed  June  10th,  1905.  The  earliest 
date  that  can  be  accorded  Gaisman  as  a  date  of  conception  is  some 
time  in  October,  1904.  The  evidence  is  indefinite  as  to  just  what  part 
of  the  month,  but  for  the  purposes  of  this  opinion  we  may  concede 
that  it  was  about  the  time  that  Gillette  directed  his  attorney  to  pre- 
pare an  application  for  patent  on  his  structure. 

The  Examiner  of  Interferences  ruled  that  the  device  was  of  such 
a  nature  as  to  require  a  test  to  demonstrate  efficiency,  and  placed  his 
ultimate  decision  upon  the  finding  of  diligence  on  the  part  of  Gillette 
when  Gaisman  entered  the  field  and  which  the  decision  held  con- 
tinued until  Gaisman's  filling  date.  The  Examiners-in-Chief  ruled 
that  the  invention  is  of  that  character  as  that — 

the  very  construction  of  the  device  demonstrates  its  operativeness  and  utility; 

that  there  had  been  no  abandonment  and  that  Gillette  was  entitled 
to  an  award  of  priority.     Other  questions  were  discussed  in  the 
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opinion  but  the  decision  of  those  questions  is  not  miportant  here. 
The  Commissioner  in  his  decision  said: 

Safety  razors  of  the  same  character  were  admittedly  old  at  the  time  Gillette's 
device  was  constructed  and  the  only  question  remaining  was  whether  the 
clamp  forming  the  essential  part  of  the  issue  would  properly  hold  the  razor- 
blade  in  place.  I  agree  with  the  Examiners-in-Chlef  that  "a  mere  inspection 
of  the  completed  article  was  sufficient  to  establish  this  point/' 

It  is  admitted  that  the  safety-razor  art  had  been  well  developed 
when  this  specific  invention  was  made.  The  only  thing  that  was 
new  in  the  device  which  Gillette  produced  was  the  means  whereby 
the  blade  was  held  in  position ;  in  other  words,  the  clamp.  The  blade 
was  old,  and  the  guard  upon  the  holder  which  cooperated  with  the 
blade  and  imparted  to  the  structure  its  element  of  safety  was  also 
old.  A  mere  inspection  of  Gillette's  device  showed  that  it  held  the 
blade  in  substantially  the  same  relation  to  the  guard  as  was  accom- 
plished by  the  old  means.  That  a  blade  thus  held  could  be  operated 
successfully  was  well  known.  The  making  of  the  device,  therefore, 
amounted  to  a  demonstration  of  utility  and  constituted  reduction 
to  practice.  Indeed,  it  would  be  difficult  to  find  a  clearer  case  of 
reduction  to  practice  resulting  from  the  construction  of  the  device. 
(See  Mason  v.  Hephnrn,  C.  D.,  1898,  510;  84  O.  G.,  147;  13  App. 
D.  C,  86;  Couch  v.  Bamett,  C.  D.,  1904,  650;  HO  O.  G.,  1431;  23 
App.  D.  C,  446;  Schartow  v.  Schleicher,  C.  D.,  1910,  402;  156  O.  G., 
800;  35  App.  D.  C,  347.) 

We  rule,  therefore,  that  Gillette's  invention  was  complete  in  1902 ; 
that  his  status  as  an  inventor  was  then  established.  In  such  circum- 
stances an  inventor's  rights  are  paramount  to  those  who  subsequently 
enter  the  field,  unless  there  has  been  concealment  or  suppression 
amounting  to  abandonment.  {Rolfe  v.  Iloffman^  C.  D.,  1906,  588;  121 
O.  G.,  1350;  26  App.  D.  C,  336;  Rose  v.  Clifford,  C.  D.,  1908,  457; 
135  O.  G.,  1361;  31  App.  D.  C,  195.)  In  this  case  it  is  not  even 
contended,  much  less  proved,  that  Gillette's  renewed  activity  early  in 
October,  1904,  was  inspired  by  the  knowledge  that  another  had  en- 
tered the  field.  Indeed,  it  is  reasonably  certain  that  Gaisman  made 
no  disclosure  of  the  invention  until  a  subsequent  time.  Having  per- 
fected his  invention  by  reduction  to  practice,  having  taken  steps  to 
give  the  public  the  benefit  of  that  invention  at  the  time  of  Gaisman's 
entry  into  the  field,  we  do  not  think  Gillette's  delay  between  reduc- 
tion to  practice  and  renewed  activity  can  be  said  to  amount  to  such  a 
concealment  or  abandonment  of  the  invention  as  to  subordinate  the 
right  of  Gillette  to  a  patent  to  the  right  of  Gaisman  thereto. 

Our  conclusion  upon  this  point  renders  it  unnecessary  to  consider 
the  case  further,  and  the  decinon  of  the  Commisioner  will  therefore 
be  affi^rmed.    The  clerk  will  certify  this  opinion  as  by  law  required. 

Affirmed. 
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In  re  Russell. 

Decided  February  6,  191L 

166  O.  G.»  474 ;  36  App.  D.  C,  444. 

1.  Patentabilitt — "  Sheet-Metal  Can  Coated  with  Flexible  Lacquer.** 

Claims  for  a  sheet-metal  can  covered  with  a  flexible  lacquer  or  ounnel 
Held  properly  rejected  in  view  of  a  prior  patent  showing  a  sheet-metal  can 
coated  on  the  inside  with  an  aluminum  lining. 

2.  Same — Same — Substitution  of  Material. 

Where  a  prior  patent  shows  a  tin  can  coated  on  the  inside  with  aluminum 
and  it  is  stated  in  such  patent  that  the  tin  coating  on  the  Inside  may  be 
omitted,  J7eZ(f  that  "  there  is  no  inv^tion  in  substituting  appellant's  enam- 
eled coating  for  the  tin  coating  on  the  outside  of  the  can." 

Mr.  W.  B.  Corwin  for  the  appellant. 

Mr.  W.  S.  Ruckman  for  the  Commissioner  of  Patents. 

Shepabd,  C7. /.; 
The  appellant  applied  for  a  patent  with  the  following  claims: 

1.  A  metal  can  having  the  inner  and  outer  faces  of  the  same  provided  with 
a  coating  of  flexible  enamel.  ^ 

2.  A  metal  can  having  the  inner  an^  outer  faces  of  the  same  provided  with  a 
coating  of  flexible  enamel,  said  coating  being  adapted  to  fill  the  Joints  of  said 
can  and  form  a  tight  connection. 

8.  A  metal  can  formed  from  black  sheet  iron  or  steel  having  the  inner  and 
outer  faces  of  the  same  provided  with  a  coating  of  flexible  enamel. 

4.  A  metal  can  formed  from  black  sheet  iron  or  steel  having  the  inner  and 
outer  faces  of  the  same  provided  with  a  coating  of  flexible  enamel,  said  coating 
being  adapted  to  flU  the  Joints  of  said  can  and  form  a  tight  connection. 

5.  A  metal  can  having  the  Inner  and  outer  faces  of  the  same  provided  with 
a  coating  of  flexible  enamel,  and  a  thicker  coating  of  said  enamel  on  a  portion 
of  said  faces  for  the  Joints  of  said  can  to  form  a  tight  connection.         * 

6.  A  metal  can  formed  from  black  sheet  iron  or  steel  having  the  faces  of  the 
same  provided  with  a  coating  of  flexible  enamel,  and  a  thicker  coating  of  said 
enamel  on  a  portion  of  said  faces  for  the  Joints  of  said  can  to  form  a  tight 
connection. 

7.  A  metal  can  having  the  inner  and  outer  faces  of  the  same  provided  with 
a  coating  of  flexible  enamel,  and  a  thicker  coating  of  said  enamel  on  a  portion 
of  said  faces  for  the  Joints  of  said  can  to  form  a  tight  connection.     ' 

8.  A  metal  can  formed  from  black  iron  or  steel  having  the  faces  of  the  same 
provided  with  a  coating  of  flexible  enamel,  and  a  second  coating  of  said  enamel 
on  a  portion  of  said  faces  for  the  Joints  of  said  can  to  form  a  tight  connection. 

9.  A  metal  can  having  one  face  of  the  same  provided  with  a  coating  of  flexi- 
ble enamel,  and  a  like  coating  on  both  faces  of  the  same  at  the  Joint-forming 
portion  to  form  a  tight  connection. 

All  were  rejected  by  the  Primaiy  Examiner.  On  appeal  to  the 
Examiners-in-Chief  claims  1-2-3-4-  and  9  were  rejected  and  5-6-7- 
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and  8  allowed.  On  further  appeal  to  the  Commissioner,  the  rejec- 
tion of  claims  1-2-3-4-  and  9  was  affirmed. 

These  only  are  involved  in  the  present  appeal. 

Appellant  claims  a  can  made  of  sheet  metal  coated  with  "  suitable 
flexible  lacquer  or  enamel."  The  use  of  solder,  which  sometimes  in- 
juriously affects  food  preparations  to  be  contained  in  cans,  is  avoided 
in  uniting  the  seams.  The  seams  are  described  as  united  by  the  or- 
dinary lock-joint.  The  rejection  was  based  on  reference  to  a  patent 
to  Norton,  issued  August  13,  1907.  Norton  seeks  to  accomplish  the 
same  general  result.  His  can  is  coated  on  the  inside  with  an  alumi- 
num lining.    He  says: 

The  aluminum  lining  is  preferably,  or  most  conveniently  formed  by  first 
applying  to  tbe  surface  of  the  blank,  or  the  sheet  from  which  the  blank  is  cut^ 
a  coating  of  size  or  varnish,  and  then  while  it  is  yet  sticky  or  tacky,  filling  it 
with  aluminum  powder,  or  what  is  commonly  known  as  aluminum-bronze,  and 
then  subjecting  it  to  a  baking  operation  at  a  high  heat,  preferably  about  300 
degrees  F. 

Enamel  coating  in  cooking  vessels,  made  in  various  ways,  are  in 
common  use.  The  appellant,  it  will  have  been  observed,  does  not 
specify  the  composition  of  his  lining,  but  says  that  it  may  be  any 
suitable  lacquer  or  enamel.    The  Commissioner  says : 

It  is  certain  that  the  coating  of  the  Norton  can  is  either  an  enamel,  or  a  weU« 
known  equivalent  of  enamel. 

We  see  no  reason  to  doubt  this  statement,  or  that  his  coating  is  the 
equivalent  of  appellant's. 

Appellant  claims  a  difference  with  Norton  in  that  he  must  use  tin- 
plate,  while  appellant  uses  enameled  sheet-iron,  coated  upon  both 
sides.  Both  kinds  of  plates  have  been  used  in  making  cans,  and  the 
substitution  of  one  for  the  other  is  immaterial.  Norton  states  that 
he  prefers  to  use  the  tin  coating  upon  both  sides  of  the  metal  sheets 
but  says  the  coating  upon  the  inside  may  be  omitted  if  desired. 
There  is  no  invention  in  substituting  appellant's  enameled  coating 
for  the  tin  coating  on  the  outside  of  Uie  can.  Moreover,  the  ninth 
claim  is  for  a  metal  can  having  one  face  provided  with  a  coating 
of  flexible  enamel,  the  coating  to  be  on  both  sides  at  the  joint,  merely 
to  accomplish  a  tight  connection.  The  end  seams  of  Norton  are 
united  without  solder  and  are  of  the  same  type  as  appellant's — the 
usual  lock-joint.  He  uses  solder,  however,  for  hermetically  sealing 
his  longitudinal  seam.  No  invention  is  involved  in  using  in  that 
seam,  if  desired,  the  lock- joint  sealing  used  in  the  end  seams. 

We  perceive  no  error  in  the  rejection  of  the  appealed  claims  and 
the  decision  is  affirmed. 

This  decision  will  be  certified  to  the  Commissioner. 

A-fjirm/ed. 
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The  Muralo  Company  v.  National  Lead  Company. 

Decided  March  6,  1911, 

165  O.  G.,  475;  36  App.  D.  C.  541. 

1.  Trade-Marks — Goons  of  Same  Descriptivk  Properties — "  White  Lead  '*  and 

*'  Calcimine." 
White  lead  and  calcimine  Held  not  to  be  goods  of  the  same  descriptive 
^      properties. 

2.  Same — Same — Same. 

"The  question  of  confusion  in  trade  betrveen  sales  of  white  lead  and 
calcimine  cannot  arise  out  of  the  difficulty  in  telling  whether  a  given  wall 
has  been  painted  with  oil-i>aint  comprising  white  lead,  or  with  calcimine 
dissolved  In  water.  The  real  question  is  whether  the  use  of  the  figure  of  a 
Dutch  boy  on  one  i^ackage  and  that  of  a  Dutchman  on  the  other  is  calcu- 
lated (o  mislead  aji  ordinary  person  seeking  to  buy  white  lead.  Into  buying  a 
package  of  calcimine.  Bearing  in  mind  the  essential  differences  between 
the  two  articles,  we  think  it  impossible  that  such  should  be  the  case." 

Mr,  Archibald  Cox  and  Mr.  Lloyd  B,  Wight  for  the  appellant. 
Mr.  F.  M.  I'helps  for  the  appellee. 

Shepard,  C.  /./ 

The  Muralo  Company  applied  for  registration  of  a  trade-mark  for 
calcimine  consisting  of  a  full-length  picture  of  a  Dutchman  carrying 
ii  pail  in  his  left  hand,  a  brush  beneath  his  left  arm,  and  smoking  a 
long,  hanging-stem  pipe,  the  bowl  of  which  was  held  in  his  right 
hand.  This  was  opposed  by  the  National  Lead  Company,  which  had 
a  registered  trade-mark  for  white  lead  consisting  of  a  Dutch  boy 
sitting  upon  a  ledge  of  some  kind  and  carrying  a  pail  upon  his  arm, 
with  his  uplifted  right  hand  holding  a  brush  in  the  attitude  of  paint- 
ing. The  record  does  not  contain  the  latter  picture,  but  it  was  ex- 
hibited on  the  argument  of  the  case. 

The  Examiner  of  Interference  was  of  the  opinion  that  consider- 
ing the  different  natures  of  the  goods  to  which  the  respective  marks 
were  applied,  as  well  as  the  differences  in  the  pictures  on  the  pack- 
ages, no  confusion  in  trade  would  result  from  the  use  of  the  appli- 
cant's mark.  As  the  result  of  this  opinion,  he  dismissed  the  oppo- 
sition. On  appeal  to  the  Commissioner  that  decision  was  reversed. 
The  Muralo  Company  appeals  from  his  decision. 

The  Dutch-boy  mark  was  first  adopted  by  the  National  Lead  Com- 
pany and  w  as  used  on  packages  of  its  preparation  of  white  lead.  Ac- 
cording to  the  Commissioner  whose  statement  has  not  been  questioned 
on  that  point,  white  lead  is  produced  by  chemical  action  on  lead, 
forming  a  white-lead  acetate  which  is  ground  and  mixed  with  oil  and 
put  on  the  market  in  pails. 
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For  use  as  a  paint  or  wall-covering  the*  white  lead  is  mixed  with  oil,  turpen- 
tine, and  a  drier,  the  proportions  being  varied  to  suit  the  conditions  under 
which  the  work  is  done. 

The  calcimine  of  the  Muralo  Co.  is  a  preparation  of  whiting  and 
glue  finely  ground  and  is  placed  on  the  market  in  the  form  of  a 
powder,  contained  in  paper  cartons.  When  used  for  a  wall-covering 
it  is  mixed  with  hot  or  cold  water. 

In  our  view  of  the  case,  it  is  unnecessary  to  determine  whether  the 
figure  of  the  Dutchman  so  nearly  resembles  that  of  the  Dutch  boy  as 
to  be  calculated  to  deceive  or  mislead  purchasers,  when  applied  to 
articles  of  a  similar  character.  In  our  opinion  the  manufactures 
of  the  respective  parties  are  substantially  different.  The  Commis- 
sioner says: 

While  it  Is  true  that  one  is  an  oil-paint  of  a  permanent  character  and  the 
other  a  water-paint,  which  can  be  easily  washed  off.  it  is  clear  from  the  testi- 
mony that  one  may  be  substituted  for  the  other  In  the  painting  of  walls,  and  that 
the  use  of  calcimine  would  entail  considerably  less  expense  than  the  use  of  paint 
for  the  same  wall-surfaces.  When  applied  to  walls  It  would  probably  be  im- 
possible for  a  layman  to  distinguish  the  one  from  the  other,  and  the  testimony 
shows  that  even  experts  are  required  to  make  a  careful  examination  l>efore 
they  can  distinguish  the  one  from  the  other. 

This  statement  that  white  lead  is  an  oil-paint  is  inconsistent  with 
the  preceding  one  which  shows  that  it  is  merely  one  of  the  principal 
ingredients  of  oil-paint.  Before  being  applied  to  walls  as  a  paint,  it 
must  be  thoroughly  mixed  with  other  necessary  ingredients.  Calci- 
mine on  the  other  hand  is  an  entirely  different  preparation  that  is 
mixed  with  water  for  use. 

The  question  of  confusion  in  trade  between  sales  of  white  lead  and 
calcimine  cannot  arise  out  of  the  difficulty  in  telling  whether  a  given 
wall  has  been  painted  with  oil-paint  comprising  white  lead,  or  with 
calcimine  dissolved  in  water.  The  real  question  is  whether  the  use  of 
the  figure  of  a  Dutch  boy  on  one  package  and  that  of  a  Dutchman  on 
the  other  is  calculated  to  mislead  an  ordinary  person  seeking  to  buy 
white  lead,  into  buying  a  package  of  calcimine.  Bearing  in  mind  the 
essential  differences  between  the  two  articles,  we  think  it  impossible 
that  such  should  be  the  case.  The  purchaser  has  some  definite  use  in 
view  and  must  know  whether  he  wants  white  lead  to  compound  into 
paint,  or  for  other  purposes,  or  whether  he  wants  calcimine.  He  does 
not  call  for  the  Dutch-boy  or  the  Dutchman  package,  but  may  prob-. 
ably  call  for  the  Dutch-boy  brand  of  white  lead,  or  the  Dutchman 
brand  of  calcimine.  He  may  even  call  for  the  Dutch  white  lead  or 
Dutch  calcimine,  but  he  knows  whether  he  wants  white  lead  or  cal- 
cimine, and,  unless  mentally  defective,  an  unprincipled  salesman  could 
not  induce  him  to  take  one  for  the  other. 

The  fact  that  one  intending  to  use  oil-paint  for  interior  walls  calls 
for  white  lead,  but  may  be  induced  to  use  calcimine  instead  upon  the 
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representation  that  it  is  cheaper  and  when  put  on  the  wall  cannot  be 
distinguished  from  oil-paint  by  any  one  but  an  expert,  does  not  make 
a  case  of  confusion  in  trade. 

The  cases  cited  in  support  of  the  decision  hold  that  the  goods  or 
articles  of  manufacture  need  not  be  identical,  but  that  it  is  sufficient 
if  there  be  a  sameness  in  their  general  and  essential  characteristics. 
Phoenix  Paint  Co.  v.  Lewis  (C.  D.,  1909,  303;  139  O.  G.,  990;  32 
App.  D.  C,  285)  on  which  the  Commissioner  relies  involved  the  use 
of  the  same  trade-mark  upon  packages  of  mixed  paints  by  one  party 
and  upon  packages  of  paste  paint  by  the  other.  Both  were  sold  as 
paint,  and  one  calling  for  paint  of  the  brand  might  readily  be  misled 
or  deceived.  The  many  cases  cited  on  the  brief  of  the  appellee  are 
analogous,  and  there  is  no  occasion  to  review  them. 

Our  conclusion  is  that  the  Commissioner  erred  in  sustaining  the 
opposition;  and  his  decision  will  therefore  he  reversed.  It  is  so 
ordered,  and  that  the  clerk  certify  this  decision  to  the  Commissioner 
of  Patenta 

'Reversed. 


[Court  of  Appeals  of  the  District  of  Co1ambia.l 

Star  Brewery  Company  v.  Val  Blatz  Brewing  Company, 

Decided  March  6,  1911. 

165  O.  a,  730;  36  App.  D.  C,  534. 

Tbade-Mabks — Opposition — Pubuci  Juris — Stab  fob  Beeb. 

An  opposition  to  the  registration  of  a  six-pointed  star  and  the  word 
"  Star  *'  as  a  trade-ma rlc  for  beer  Held  properly  sustained,  since  the  repre- 
sentation of  a  star  for  beer  has  been  so  generally  used  as  to  become  fnihUci 
juris, 

Mr.  F.  B.  Brock  for  the  appellant. 
Mr.  Titian  W.  Johnson  for  the  appellee. 

Shepard,  C.  J. : 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
sustaining  an  opposition  to  the  registration  of  a  trade-mark. 

The  Star  Brewery  Company  of  Bellville,  Illinois,  applied  for  the 
registration  of  a  six-pointed  star  with  the  word  "  Star  "  within  the 
same,  as  a  trade-mark  for  beer. 

Opposition  was  filed  by  the  Val  Blatz  Brewing  Company,  claim- 
ing that  it  had  been  using  the  star  with  a  hop-blossom  and  the  letters 
"  V.  B."  as  a  trade-mark  for  beer,  and  would  be  damaged  by  the  regis- 
tration of  the  mark.  The  various  special  grounds  of  opposition  are 
fairly  sunmiarized  by  the  Examiner  of  Interferences  as  follows: 
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of  a  considerable  export  trade.  On  the  other  hand,  quite  a  number  of 
chemical  manufactures  o£fer  very  much  room  for  improvement  in 
quantity,  variety,  and  in  some  instances  ako  in  quaUty  of  products 
made.  Among  these,  and  in  the  first  place,  must  be  mentioned  the 
production  of  coal-tar  dyes  and  coal-tar  products  generally,  the  manu- 
facture of  many  so-called  ''Fine  chemicals,^'  high-priced  extracts,  and 
essential  oils,  and  a  great  number  of  other  products,  consumed  in  rela- 
tively lar^e  quantities  for  a  variety  of  purposes.  Nevertheless,  taken 
whole,  the  manufacture  of  chemicals  proper  during  the  inter- 


as  a 


venin^  10-year  period  has  shown  marked  progress,  as  indicated  in  the 
table  below,  and  ako  in  Table  65. 


Table  5&-CHEMICAL8  PROPER;  DETAILED  SUMMARY  OF  MATERIALS  USED,  AS  PER 

CENSUS  OF  1905. 


Unit 


Quantity. 


Cost. 


Total  cost. 


Baiudte 

Limestone 

Phospbate  rock.. 

Pyrites 

Sulpbor 

Acids: 

Solpharic... 

Nitric 

Mixed 

Acetate  of  lime.. 
Argols.. 


Tons... 
....do.. 
....do.. 
....do-. 
do.. 


....do... 
Pounds. 

do... 

Tons. . . . 


Aqua 

Saiphate. 


Aloohoi: 

Grain 

Wood 

Bones 

Coal  tar 

Common  salt 

Cotton 

Olyoerin 

Lead 

Lime 

Nitrate  of  potash 

Nitrate  of  soda 

Potash  salts 

Sodium 

Tallow  and  fkts 

Wood  ashes 

All  other  components  of  products- 
Fuel \. 

Rent  of  power  and  heat 

MiU  supplies 

All  other  materials 

Freight 


Pounds. 
....do... 


Gallons. 
....do... 


Gallons.. 

Tons 

Pounds.. 
....do... 

Tons 

Bushels. 

Tons 

....do... 


Pounds. 
Busheb. 


756,365 

0,309 

136,360 

28,482 

104,480 

6,136,867 

3,467,726 

12,310 


25,251,853 
11,351,100 

187,389 
601,077 


160,000 

183,241 

97.000 

21,482,064 

614 

6,642,303 

673 

17,615 


34,000 
'i93,'o66 


$42,082,611 


870,160 
036,074 
61,068 
778,200 
601,700 

046,486 
820,818 
166,606 
864,847 
2,013,400 

832.076 
366,100 

449.604 

367.223 

263,264 

4,22G 

473,913 

10,900 

1,933,254 

64,213 

656,316 

63,000 

751,968 

680,612 

430 

231,026 

24,125 

19,763.601 

3.009,719 

631,870 

281,420 

3,296.146 

648,336 
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to  raise  an  estoppel,  would  not  necessarily  bar  its  right  to  maintaia 
such  a  suit  now,  if  so  advised.  {Mich.  Cond,  Milk  v.  Kenneweg^^ 
C.  D.,  1908,  423;  135  O.  G.,  451;  30  App.  D.  C,  491,  and  cases  cited.) 
The  question  presented  by  this  record  is,  whether  the  representa- 
tion of  a  star,  as  a  mark  for  beer,  has  become  puhlici  juris  so  as  to 
destroy  the  right  of  its  registration  as  a  trade-mark  therefor.  If  it 
has  lost  this  capability  of  exclusive  appropriation  the  refusal  of  the 
Commissioner  to  register  it  for  the  applicant  must  be  upheld.  As 
said  by  Mr.  Justice  Robb,  in  a  recent  case: 

In  a  trade-mark  interference  proceeding  the  issue,  which  the  Commissioner  is 
called  upon  to  determine,  is  not  merely  one  of  priority  as  in  a  intent  Interfer- 
ence proceeding,  but  involves  any  issue  that  might  be  raised  In  an  ex  parte  case. 
(In  re  Uerhst,  C.  D.,  1909.  333;  141  O.  G.,  286;  32  App.  D.  C,  565.) 

The  law  governing  the  question  when  a  trade-mark  ceases  to  be  an 
exclusive  right  because  of  its  general  use,  has  been  declared  by  Mel- 
lish,  L.  J.,  in  the  following  language: 

There  is  no  doubt,  I  thiulv,  that  a  word  which  was  originally  a  trade-mark, 
to  the  exclusive  use  of  which  a  particular  trader,  or  his  successors  in  trade, 
may  have  been  entitled,  may  subsequently  become  puhlici  juris.  ♦  ♦  ♦ 
Then  what  is  the  test  by  which  a  decision  is  to  be  arrived  at  whether  a  word 
which  was  originally  a  trade-mark  has  become  puhlici  jurittf  I  think  the  test 
must  be,  whether  the  use  of  it  by  other  persons  is  -still  calculated  to  deceive 
the  public,  whether  it  may  still  have  the  effect  of  inducing  the  public  to  buy 
goods  not  made  by  the  original  owner  of  the  trade-mark,  as  if  they  were  his 
own  goods.  If  the  mark  has  come  to  be  so  public  and  in  such  universal  use 
that  nobody  can  be  deceived  by  the  use  of  it,  and  can  be  induced  from  the  use 
of  it  to  believe  that  he  Is  buying  the  goods  of  the  original  trader,  it  appears  to 
me,  however  hard  to  some  extent  it  may  appear  on  the  trader,  yet  practically, 
as  the  right  to  a  trade-mark  is  simply  a  right  to  prevent  the  trader  from  beiuj? 
cheated  by  other  persons'  goods  being  sold  as  his  goods  through  the  fraudulent 
use  of  the  trade-mark,  the  right  to  the  trade-mark  must  be  gone.  (Ford  v. 
Fostcr,  L.  R.  7  Ch.  App.,  611-628.) 

The  same  general  doctrine  has  boen  declared  by  the  Supreme  Court 
of  the  United  States.  {Saxlehner  v.  Eisner,  C.  D.,  1900,  362;  93 
O.  G.,  940;  179  U.  S.,  19;  French  Republic  v.  Saratoga  Vichy  Springs 
Co,,  191  U.  S.,  427.) 

Considering  the  origin  of  the  mark  as  applied  to  beer,  its  use  by 
other  traders  in  this  country  extending  back  for  twenty-five  years  or 
more,  and  its  subsequent  wide  use  by  many  others,  e^specially  with  the 
apparent  acquiescence  of  the  applicant,  we  think  that  it  is  no  longer 
calculated  to  deceive  the  public,  or  to  induce  any  one  to  believe  that 
in  buying  goods  so  marked  he  is  buying  the  goods  of  the  applicant. 

There  was  no  error  in  sustaining  the  opposition  to  registration  and 
the  decision  tcill,  therefore,  be  afflrmed.  It  is  so  ordered,  and  the 
clerk  will  certify  this  decision  to  the  Commissioner  of  Patents  in  the 
manner  required  by  law. 

Affirmed. 
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K.  K.  Landespriv.  Milly-Kerzen-Seifen  und  Glycerin-Fabrik  Von 
F.  A.  Sarg's  Sohn  &  Co.  v.  Hall  and  Ruckeu 

Decided  March  6,  1911. 

165  O.  G.,  732;  36  A  pp.  D.  C.  532. 

Tbadb-Mabks — Anticipation — "  Sozodont,"  "Kalodont." 

Prior  use  of  the  word  "  Sozodont "  as  a  trade-mark  for  tooth-paste  Hel^ 
to  constitute  no  ground  for  refusing  registration  of  the  word  "  Kalodont " 
as  a  trade-mark  for. the  same  class  of  goods,  since  there  is  no  misleading 
resemblance  between  these  words. 

Mr.  Titian  W.  Johnson  for  the  appellants. 
Mr.  S.  O.  Edmonds  for  the  appellee. 

Shepard,  C.  J.: 

The  appellants  applied  for  registration  of  "  Kalodont  '^  as  a  trade- 
mark for  tooth-paste  and  were  opposed  by  appellees  on  the  ground 
that  they  had  used  "  Sozodont "  as  a  trade-mark  on  similar  prepa- 
rations for  many  years  prior  to  any  use  of  "  Kalodont "  and  that 
the  latter  so  nearly  resembles  the  former  as  to  be  calculated  to  mis- 
lead, deceive,  and  confuse  and  to  result  in  interference  and  conflict 
in  trade.  The  opposition  was  sustained  by  the  Examiner,  whose  de- 
cision was  affirmed  on  appeal  to  the  Commissioner. 

The  finding  that  the  appellees  had  used  "  Sozodont "  as  a  trade- 
mark long  prior  to  the  date  of  use  claimed  for  "  Kalodont "  is  fully 
supported  by  the  evidence.  There  was  no  evidence  of  any  actual 
confusion  in  trade.  Witnesses  for  appellees  expressed  opinions  that 
it  would  be  the  result  should  appellants'  goods  be  put  on  general 
retail  sale.  Some  testimony  on  the  part  of  appellants  tended  to  show, 
from  a  very  limited  observation,  that  confusion  had  not  resulted. 

The  decision  turned  substantially  upon  "  the  judgment  of  the 
eye"  in  the  comparison  of  the  two  words.  Comparing  the  marks 
we  have  come  to  a  different  conclusion.  We  think  that  the  case  is 
governed  by  Hall  cf*  Riickel  v.  Ingram,  (C.  D.,  1907,  441;  126  O.  G.^ 
759;  28  App.  D.  C,  454,)  where  it  was  held  that  there  was  no  such 
misleading  resemblance  betw  een  "  Sozodont  "  and  "  Zodenta." 

The  decision  will  be  reversed,  and  this  decision  will  be  certified 
to  the  Commissioner  of  Patents. 

Eeversed. 


Digitized  by  VjOOQ IC 


330      DECISIONS  OF  UNITED  STATES  COURTS  IN  PATENT  CASES. 
[Court  of  Appeals  of  the  District  of  Columbia.] 

Miller  v.  Speller. 

Decided  March  6,  1911. 

165  O.  G.,  732 ;  36  App.  D.  C,  545. 

INTEBFERENCE — PWOBITY. 

Erid^ce  considered  and  Held  to  establish  that  S.  did  not  derive  the 
invention  from  M.,  that  if  M.  was  the  first  to  conceive  the  invention  he  was 
the  last  to  reduce  it  to  practice  and  was  not  exercising  due  diligence  at  the 
time  S.  entered  the  field. 

Mr.  M.  A.  ChHsty  for  tlie  appellant. 

Mr.  C.  C.  Linthicmn,  Mr.  W.  O.  Belt,  and  Mr.  W.  M.  Fuller  for 
the  appellee. 

Shepard,  C.  J.: 

This  is  an  interference  proceeding  relating  to  an  improvement  in 
a  process  of  rolling  steel,  and  to  the  product  of  the  same.  Briefly 
Stated,  it  consists  in  forming  upon  a  heated  steel  plate  or  blank  a 
number  of  closely-adjacent  projections,  and  while  the  metal  is  still 
hot  rolling  these  projections  into  the  body  of  the  metal  so  that  they 
will  form  a  smooth  surface.  This  produces  a  skin  or  layer  of  metal 
on  the  surface  of  the  blank,  which  is  more  dense  and  compact  than 
the  body  thereof  and  able,  therefore,  to  resist  corrosion  to  a  greater 
degree  than  the  same  metal  rolled  by  the  ordinary  process.  The  sub- 
ject-matter of  the  issue,  embracing  both  process  and  product,  is  em- 
bodied in  the  following  counts : 

1.  As  a  new  article  of  manufacture,  a  body  of  metal  having  an  exterior  slsin 
composed  of  particles  compressed  in  the  plane  of  the  surface  of  the  metal,  and 
characterized  by  its  greater  density  as  compared  with  that  of  the  body  of  the 
metal  beneath. 

2.  As  a  new  article  of  manufacture,  a  wrought-metal  article  having  a  body 
portion  of  ordinary  wrought  character  and  having  an  outer  shell  portion  inte- 
gral therewith,  the  shell  portion  having  a  portion  of  substantially  uniform 
density  and  homogeneity,  of  substantial  depth,  of  a  greater  density  than  the 
body  portion  and  of  the  same  chemical  constituents  and  in  substantially  the 
same  proportions  as  the  body  portion. 

3.  The  method  of  increasing  the  surface  density  of  a  body  of  metal  by  first 
forming  on  such  body  chilled  projections  of  such  height  and  of  such  proximity 
that  when  compressed  into  parallelism  with  the  general  surface  of  the  blank 
a  continuous  compression  of  the  skin  will  be  produced,  and  then  before  the 
chilling  effect  disappears  and  while  the  body  of  the  metal  is  hot,  reducing  the 
area  of  this  skin  by  compressing  the  projections  into  parallelism  with  the  gen- 
eral surface  of  the  blank. 

4.  The  method  of  treating  metal  which  consists  in  subjecting  a  heated  blank 
to  the  action  of  die  elements,  thereby  forming  on  the  blank  adjacent  projecting 
portions,  and  then  compressing  the  projecting  portions  into  a  skin  having  a  sur- 
face parallel  with  the  general  surface  of  the  blank  by  applying  pressure  simul- 
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taneously  and  equally  to  a  plurality  of  said  projecting  portlous  without  reiieat- 
ing  and  while  the  body  of  the  metal  is  still  hot,  said  projecting  portions  being 
of  such  height,  shape  and  distance  apart  that  the  particles  of  the  projections 
under  pressure  will  spread  laterally  and  mutually  crowd  the  particles  of  the 
adjoining  onea 

5.  The  method  of  treating  metal  which  consists  in  taking  a  hot  metal  blank 
having  a  plurality  of  closely-arranged  projections  thereon,  compressing  said  pro- 
jections into  a  skin  haying  a  surface  parallel  with  the  general  surface  of  the 
blank  by  applying  rolling  pressure  simultaneously  and  equally  to  a  plurality 
of  adjoining  projections,  the  projections  being  of  such  height,  shape  and  distance 
apart  that  the  particles  of  the  projections  under  pressure  will  spread  laterally 
and  mutually  crowd  the  particles  of  the  adjoining  onea 

6.  The  method  of  improving  metal  which  consists  in  subjecting  a  heated 
blank  to  the  action  of  roiling  instrumentalities,  thereby  forming  projections  on 
said  blank,  and  then  compressing  the  projections  into  a  skin  having  a  surface 
parallel  with  the  general  surface  of  the  blank  whi/e  the  l>ody  of  the  metal  is 
still  hot  by  applying  rolling  pressure  simultaneously  and  equally  to  a  plurality 
of  the  projections,  the  projections  being  of  such  a  height,  shape  and  distance 
apart  that  the  particles  of  the  projections  under  pressure  will  spread  laterally 
and  mutually  crowd  the  particles  of  the  adjoining  ones. 

7.  The  method  of  treating  metal  which  consists  in  die-forming  on  a  hot 
plastic  metal  blank,  a  plurality  of  wedge-shaped  projections  arranged  in  prox- 
imity, adjoining  projections  having  their  opposing  base-lines  substantially  par- 
allel, and  then,  without  reheating  and  while  the  body  of  the  blank  is  still  hot, 
compressing  said  projections  into  a  skin  having  a  surface  parallel  with  the 
general  surface  of  the  blank  by  applying  pressure  simultaneously  and  equally 
to  a  number  of  adjoining  projections. 

Speller  was  the  first  to  file  application  for  the  patent,  entering  the 
Office  May  29th,  1906.  Miller  filed  July  5th,  1906.  Miller  alleges 
conception,  disclosure,  and  drawings  on  July  1st,  1902;  reduction  to 
practice  last  of  August,  1905.  Speller  alleges  conception,  disclosure, 
and  drawings  April,  1905 ;  reduction  to  practice  July  or  August,  1905. 

The  Examiner  of  Interferences  found  that  Miller  had  not  con- 
ceived the  invention,  but  that  Speller  had,  as  alleged,  and  awarded 
priority  to  the  latter.  The  Examiners-in-Chief  affirmed  this  decision. 
They  found  that  Speller  had  not  acquired  his  knowledge  of  the 
invention  from  Miller,  and  was  therefore  an  original  inventor.  With- 
out expressly  passing  upon  Miller's  evidence  of  prior  conception,  they 
decided  that,  assuming  such  priority,  he  had  lost  any  right  that  he 
had  by  want  of  proper  diligence.  On  further  appeal,  the  Commis- 
sioner, expressing  the  opinion  that  Miller  had  failed  to  establish 
conception  prior  to  Speller,  and  had  not  disclosed  the  invention  to 
him,  awarded  priority  to  Speller.  Being  the  junior  applicant.  Miller 
had  the  burden  of  proof. 

The  questions  to  which  the  evidence  was  directed  are:    1.  Did 
Miller  conceive  the  invention  as  alleged  ?    2.  Did  he  communicate  the 
invention  to  Speller?    3.  If  Speller  is  an  original,  but  later  inventor 
was  Miller  exercising  diligence  when  Speller  entered  the  field? 
2097''— 12 ^ 
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An  enormous  volume  of  evidence  has  been  taken,  particularly  on 
the  first  two  points.  This  has  been  reviewed  at  length  in  the  several 
decisions  of  the  Patent  OflSce  tribunals.  After  a  careful  considera- 
tion of  all  the  evidence  in  the  light  of  the  able  arguments  of  counsel, 
both  oral  and  printed,  we  shall  content  ourselves  with  a  statement 
of  the  conclusions  reached. 

While  the  claim  of  Miller  to  conception  of  the  invention  in  July, 
1902,  is  a  remarkable  one  in  some  respects,  it  is  nevertheless  sup- 
ported by  strong  testimony.  Without  determining  this  question,  we 
may  assume  that  the  earlier  invention  has  been  established,  and  pass 
to  the  question  whether  Speller  derived  his  conception  of  the  inven- 
tion from  Miller.  The  latter  has  failed  to  establish  this  fact.  The 
evidence  is  strong  and  conclusive  that  Speller  was  working  on  ex- 
periments which  led  to  the  invention  some  time,  at  least,  before  he 
came  in  contact  with  Miller. 

Miller's  testimony  that  he  communicated  the  inventive  idea  to 
Speller  is  without  substantial  corroboration.  Speller's  testimony  on 
the  other  hand  that  he  had  conceived  the  invention  and  was  engaged 
in  perfecting  it  in  the  rolling-mill  of  the  National  Tube  Company, 
the  common  employer  of  both  parties  at  the  time,  when  Miller  was 
selected  to  assist  him,  is  very  strongly  corroborated.  This  evidence 
is  overwhelming  and  is  not  to  be  rejected  because  it  comes  from  em- 
ployees of  the  National  Tube  Company,  which  owns  the  invention, 
or  because  of  some  discrepancies  in  the  matter  of  dates  and  minor 
details.    These  latter  are  no  greater  than  usual  in  such  cases. 

Having  found  that  Speller  is  an  original  inventor,  and  still  assum- 
ing that  Miller  conceived  the  invention  in.  July,  1902,  the  question 
remains:  Was  Miller  using  reasonable  diligence  when  Speller  en- 
tered the  field?  It  is  quite  clear  that  he  was  not.  The  reduction 
to  practice  that  Miller  claims  is  that  which  took  place  in  the  rolling- 
mill  in  carrying  out  Speller's  directions  with  Miller's  assistance. 
What  Miller  did  then  was  not  of  his  own  motion,  but  through  direc- 
tion of  the  common  employer.  Prior  to  that  time,  he  had  done 
nothing  whatever  to  perfect  his  invention,  or  to  give  information 
of  it  to  the  public ;  and  no  reason,  deserving  consideration,  is  given 
for  his  inaction. 

The  award  of  priority  to  Speller  was  rightly  made^  and  wUl  he 
affirmed.  It  is  so  ordered,  and  that  this  decision  be  certified  to  the 
Commissioner  of  Patents, 

Affirmed. 
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[Court  of  Appeals  of  the  District  of  Columbia,] 

Ladoff  V.  Dempster.    Dempster  v.  Ladofp. 

Decided  March  6,  1911, 

166  O.  G.,  511 ;  36  App.  D.  C,  520. 

1.  INTBRPEBENCB — PRIORITY— EMPLOYEB  AND  EMPLOYEE. 

The  principle  is  well  settled  that  If  one  employed  to  carry  ont  an  Inven- 
tion by  another  of  a  machine,  manufacture,  or  composition  of  matter  makes 
Taluable  discoveries  ancillary  to  the  plan  and  preconceived  design  of  the 
employer  snch  discoveries  inure  to  the  benefit  of  the  employer,  and  the 
principle  applies  to  the  case  of  principal  and  assistant  engaged  in  the  work 
of  a  common  employer. 

2.  Same — Same — Same. 

D.  was  employed  to  Improve  upon  the  magnetite  electrode  of  S.  He  made 
several  different  combinations  of  material,  one  of  which  contained  three 
to  twelve  per  cent,  of  titanium  oxid.  L.  was  employed  to  assist  D.  and 
mixed,  fired,  and  tested  the  pencils  according  to  his  directions,  but  was  not 
called  upon  to  advise  or  assist  him  in  any  other  way.  While  doing  the 
work  L.  conceived  the  idea  of  an  entire  or  substantially  entire  reduction 
of  the  oxids  to  iron.  Held  that  this  did  not  inure  to  the  benefit  of  D., 
since  it  was  not  a  mere  mechanical  improvement  of  the  thing  L.  was 
employed  to  perfect. 

Mr.  W.  D.  Edmonds  and  Mr.  H.  A.  Seymour  for  Ladoff. 
Mr.  A.  D.  Salinger  for  Dempster. 

Patent  appeals  Nos.  656,  657,  658,  and  659. 

Shepard,  C.  J.: 

The  foregoing  appeals  are  embraced  in  one  record  and  were  heard 
together,  for  while  there  were  three  separate  interferences,  numbered 
in  the  Patent  Office,  26,482,  26,483,  and  26,485,  respectively,  one  sub- 
ject-matter is  involved. 

The  counts  of  the  several  issues  read  as  follows: 

2^0.  26482. 

1.  An  arc-light  electrode  composed  principally  of  titanium  oxId  mixed  with 
a  metallic  material. 

2.  A  homogeneous  electrode  for  arc-lighting  consisting  of  titanium  oxid 
intimately  mixed  and  conglomerated  with  a  metal  having  greater  conductivity 
than  said  oxid. 

3.  A  homogeneous  electrode  for  arc-lighting  consisting  of  titanium  oxid  in- 
timately mixed  and  conglomerated  with  iron. 

4.  An  arc-light  pencil  comprising  titanium  oxid  intimately  mixed  and  con- 
glomerated with  metal  having  greater  conductivity  than  said  oxid,  substantially 
as  and  for  the  purpose  described. 

5.  An  arc-light  pencil  comprising  titanium  oxid  intimately  mixed  and  con- 
glomerated with  iron,  substantially  as  and  for  the  purposes  described. 

6.  An  arc-light  electrode  essentially  metallic  in  composition  containing  tita- 
nium oxid. 


Digitized  by  VjOOQ IC 


334      DECISIONS  OF  UNITED  STATES  COURTS  IN  PATENT  CASES. 

7.  An  arc-light  electrode  composed  principally  of  titanium  oxid  homogeneously 
conglomerated  with  a  metallic  substance  having  greater  conductivity  than  said 
oxid. 

No.  26^83. 

1.  An  arc-light  electrode  essentially  metallic  In  composition,  containing  me- 
tallic iron  and  a  titanium  compound. 

2.  An  arc-light  electrode  composed  largely  of  a  metallic  conducting  substance 
conglomerated  with  a  titanium  compound. 

3.  An  arc-light  electrode  essentially  metallic  in  composition,  and  containing  a 
titanium  compound. 

2^0.  26485. 

An  essentially-metallic  arc-light  electrode  comprising  ferric  and  titanic 
materia  la 

In  each  interference  the  application  of  Ladoff,  filed  June  18,  1904, 
is  a  division  of  his  original  application  filed  December  2nd,  1903. 

In  interference  No.  26,482,  the  application  of  Dempster  was  filed 
December  10th,  1903;  in  the  other  two  on  March  26, 1903. 

The  Examiner  of  Interferences  awarded  priority  to  Dempster  on 
every  count  of  each  issue.  On  appeal  to  the  Examiners-in-Chief ,  he 
was  affirmed  as  to  each  count,  save  2  and  3  of  No.  26,482,  which  were 
awarded  to  Ladoff.  The  Commissioner  affirmed  their  decision.  Each 
party  has  appealed  from  so  much  of  the  decision  as  is  against  him. 

The  arc-light  electrode  in  controversy  was  discovered  and  developed 
in  the  laboratory  of  the  General  Electric  C!ompany  at  Schenectady, 
N.  Y.  That  company  is  the  assignee  of  Dempster,  while  the  inven- 
tion of  Ladoff  is  claimed  by  the  Adams-Bagnall  C!ompany  of  Cleve- 
land, Ohio,  as  exclusive  licensee.  The  litigation  has  been  conducted 
by  said  corporations. 

Prior  to  this  invention  carbon  electrodes  were  in  common  use. 
These  were,  at  first,  burned  in  the  open  air,  but  free  access  of  oxygen 
made  them  burn  rapidly.  Later,  globes  were  used  which  protected 
them  to  a  considerable  extent  from  the  oxygen  of  the  air,  which  in- 
creased their  life,  but  caused  a  decrease  in  candle-power.  Later  still, 
the  flaming  carbon  was  introduced  through  the  addition  of  certain 
compounds,  the  volatilization  of  which  produced  a  colored  light  of 
high  candle-power.  This  necessitated  burning  in  the  open  air  and 
shortened  the  life  of  the  electrodes. 

Sometime  in  1901,  Charles  P.  Steinmetz,  a  distinguished  chemist 
connected  with  the  General  Electric  Company  in  an  advisory  capac- 
ity, originated  the  idea  of  using  magnetite  as  a  substance  for  elec- 
trodes to  overcome  the  disadvantages  of  those  made  of  carbon.  Prac- 
tically incombustible,  it  would  have  a  longer  life,  and  at  the  same 
time  would  give  a  brilliant  white  light  attributed  to  the  spectrum 
of  iron.  It  seems  also  that  Steinmetz  had  the  idea  of  using  titanium 
in  some  of  its  many  forms  or  compounds  with  the  magnetite.    The 
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General  Electric  Company  maintained  a  large  and  well-equipped 
laboratory  for  the  purpose  of  research  and  the  development  of  all 
ideas  looking  to  improvements  in  the  electrical  art.  This  laboratory 
was  under  the  direction  of  Professor  Whitney,  who  had  a  corps  of 
assistants.  All  of  these  were  under  contracts  with  the  company  to 
assign  their  inventions  to  it.  Dempster,  a  chemist,  was  one  of  these 
assistants.  Ladoff,  also  a  chemist,  was  employed  at  laborer's  wages. 
He  was  not  employed  in  research  work.  So  far  as  we  can  judge 
from  the  record  he  was  a  more  accomplished  chemist  than  Dempster. 
Sometime  in  1902,  Dempster  was  assigned  to  work  in  developing 
the  Steinmetz  magnetite  electrode.  He  kept  a  note-book  in  which 
he  entered  brief  statements  of  his  experiments,  and  from  time  to  time 
also  made  written  reports  to  the  head  of  the  department.  November 
4,  1902,  he  reported  an  experiment  with  a  composition  consisting  of 
eighty  per  cent,  magnetite,  eighteen  per  cent,  red  oxid  of  iron  and 
two  per  cent,  potassium  titanate,  or  hydrate  of  potassium.  This 
combination  is  the  basis  of  Dempster's  application  made  March  26, 
1903.  The  iron  tube  or  shell  for  electrodes  was  then  well  known  in 
the  art.  Into  this  he  proposed  to  force  a  core  composed  of  the 
mixture  above  described,  the  materials  being  powdered  and  moistened 
sufficiently  to  become  plastic  and  moldable.  After  molding,  the 
pencils,  so  called,  were  baked  for  about  twenty- four  hours  in  air 
gradually  brought  to  a  temperature  of  200*^  centigrade,  which  dried 
them.  They  were  then  packed  in  crucibles  surrounded  with  granular 
material  such  as  magnesium  oxid,  flint,  or  red  oxid  of  iron.  The 
crucibles  were  placed  in  a  muffle- furnace  gradually  brought  to  a  tem- 
perature of  1,200°  centigrade,  which  was  maintained  for  an  hour. 
As  described  in  the  application : 

The  effect  of  this  last  heating  Is  to  convert  the  red  oxid  of  Iron,  which  is 
unstable  at  the  temperature  employed,  Into  the  magnetic  oxid  of  iron,  the  excess 
of  oxygen  being  freed  and  driven  off.  The  packing  which  surrounds  the  elec- 
trodes in  this  heating  action  prevents  any  other  reducing  action  than  that 
named  from  taking  place. 

The  potassium  titanate  or  hydrate  is  described  as  having  the 
effect  to  reduce  the  fusing  and  vaporizing  points,  thereby  increasing 
the  material  which  is  vaporized  upon  the  passage  of  a  given  current. 
The  iron  tube  has  one  end  treated  to  make  it  conductive,  a  simple 
method  of  which  consists  in  fusing  it  over  in  the  electric  arc.  It  is 
also  stated  that  if  the  muffle- furnace  in  which  the  electrodes  are  treated 
be  raised  somewhat  over  1,200°  centigrade,  the  granular  material  of 
the  pencils  will  flow  together  sufficiently  to  make  the  pencils  com- 
paratively good  conductors  of  electricity,  in  which  case  they  may  be 
used  without  the  incasing,  iron  tube.  The  difficulty  in  this  last  opera- 
tion, as  suggested,  is  that  without  great  care  the  electrodes  will  be 
blistered  by  the  heat  and  their  shape  distorted.    The  earlier  claims  of 
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this  application  call  for  a  poorly-conducting  filling  forced  into  a 
shell;  a  mixture  of  magnetic  oxid  of  iron  and  a  smaller  proportion 
of  red  oxid  of  iron,  moistened  and  molded ;  the  same  mixture  with  a 
suitable  blending  material;  the  addition  of  potassium  titanate  to 
iron  and  oxygen  chemically  combined.  Certain  other  claims  relate  to 
the  method  of  reducing  the  fusing-point  by  adding  potassium 
titanate.  Amendments  introduced  after  Ladoff's  application  erased 
in  these  claims  the  words  "reducing  the  fusing-point,"  and  substi- 
tuted, "  improving  the  light-giving  properties." 

Dempster  continued  his  experiments  and  made  other  mixtures  con- 
taining from  three  to  seven  and  one-half  per  cent,  of  rutile,  or 
titanium  oxid.  About  February,  1903,  Ladoflf  was  assigned  to  work 
under  Dempster,  his  business  being  to  make  up  electrodes  after 
formulas  furnished  by  Dempster.  He  was  not  consulted  in  respect 
of  the  mixtures,  and  was  expected  to  mix  and  bum  them  as  directed 
by  Dempster.  It  may  be  remarked  here  that  none  of  the  electrodes 
made  from  time  to  time,  after  Dempster's  formulas,  proved  com- 
mercially satisfactory  to  the  company,  and  the  preferred  form 
adopted  was  an  iron  shell  filled  with  a  loose  powder  of  mixed  mag- 
netite and  a  small  addition  of  titanium  oxid.  This  was  developed 
into  the  final  form  of  manufacture  and  use  of  the  same  tube  filled 
with  a  mixture  of  powder,  seventy  per  cent,  magnetite  and  thirty  per 
cent,  titanium  oxid,  to  which  chromium  is  added  to  steady  the  arc. 

Ladoff  constantly  mixed  and  fired  electrodes  according  to  the 
formulas  and  methods  of  Dempster. 

About  July  20th,  1903,  he  conceived  the  idea  of  burning  these 
pencils  containing  rutile,  in  a  body  of  coke,  with  a  heat  and  for  a 
time  sufficient  to  completely,  or  substantially  reduce  the  magnetite 
to  metallic  iron.  He  tested  this  electrode  and  reported  the  result  to 
Professor  Whitney  who  treated  it  lightly  saying  it  was  "  too  good  to 
be  true,"  He  says  that  he  told  Dempster  and  the  latter  said  it  was 
"  moonshine."  Dempster  denies  this  and  there  is  no  corroboration 
of  either.  The  General  Electric  Company  maintained  a  well-organ- 
ized patent  department,  at  the  head  of  which  was  an  eminent  patent 
lawyer,  who  had  a  corps  of  expert  assistants.  All  reports  of  dis- 
coveries in  the  research-laboratory  were  submitted  to  the  patent  de- 
partment, and  the  members  of  the  same  were  in  close  touch  with  the 
experts  of  the  laboratory.  It  was  the  custom  of  the  department  to 
prepare  applications  for  patents  on  all  discoveries  of  any  promise  of 
improvement  in  the  art.  Ladoff  went  to  the  patent  department  where 
a  rough  draft  of  an  application  for  a  patent  for  his  discovery  was 
made  and  submitted  to  him.  He  made  some  corrections,  and  another 
was  prepared,  which,  however,  was  never  signed  or  filed.  It  was 
produced  from  the  department-files.  Whitney  was  not  there  when 
the  first  draft  was  made,  but  had  knowledge  of  it  later.    Ladoff  had 
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been  disappointed  in  his  expectations  of  promotion  and  increase  of 
salary,  and,  as  he  says,  being  satisfied  that  the  company  would  do 
nothing  for  him,  took  a  vacation  in  the  fall  and  went  to  New  York. 
There  he  made  the  acquaintance  of  lawyers,  who  prepared  an  appli- 
cation for  him  which  was  filed  November  5th,  1903.  The  lawyers 
had  no  experience  in  patent  matters  and  the  application  was  defective. 
He  then  made  a  contract  of  some  kind  with  a  promoter  and  new 
counsel  was  engaged.  A  new  application  was  prepared  and  filed 
December  2, 1903,  and  it  is  a  division  of  this  that  is  in  interference. 

The  conductivity  of  Dempster's  electrodes  in  either  the  pencil,  or 
the  powdered  forms  is  supplied  by  the  iron  shell.  The  pencil  of 
Ltadoff  is  made  conductive  throughout  by  the  reduction  of  the  oxids 
to  metallic  iron. 

La  doff  objected  to  the  right  of  Dempster  to  make  the  claims  1,  6, 
and  7  of  interference  No.  26,482,  and  these  objections  are  the  subject 
of  elaborate  discussion  by  the  tribunals  of  the  Office. 

One  contention  as  to  count  1  is  that  the  words, 

composed  principally  of  titanium  oxid  mixed  with  a  metallic  material, 

means  that  the  electrode  must  contain  a  preponderance  of  titanium 
oxid,  which  the  description  of  the  application  shows  is  not  the  case. 
All  of  the  tribunals  concurred  in  holding  that  the  language  is  sus- 
ceptible of  the  meaning  that  the  mixture  of  the  titanium  of  the 
metallic  oxid  and  the  metallic  material,  and  not  the  titanium  alone, 
forms  the  principal  part  of  the  electrode;  and  that  any  ambiguity 
is  resolved  by  the  specifications  which  indicate  this. 

Another  objection  relates  to  1,  6,  and  7  and  as  well  to  counts  of 
other  interferences,  and  is  founded  on  the  words  "metallic"  and 
*' essentially  metallic"  found  therein.  Ladoff's  contention  is  that 
these  words  confine  the  electrode  to  one  that  contains  a  metal,  as  con- 
tradistinguished from  oxids  of  iron.  That  the  oxids  of  the  compo- 
sition are  not  metal  in  the  true  sense,  and  only  become  so  by  a  process 
of  reduction,  is  unquestioned.  But  the  contention  on  the  other  hand, 
and  the  one  sustained  by  all  the  tribunals  of  the  Office  is  that  the 
Avord  "  metallic,"  as  used,  is  answered  by  a  substance  containing  or 
having  the  characteristics  of  a  metal.  This  is  supported  by  the  fact 
that  at  the  time  the  specifications  were  drawn,  carbon  electrodes  were 
in  universal  use,  in  which  the  arc  springs  from  the  anode.  Metallic 
electrodes  were  known,  but  had  not  been  used  commercially.  In 
these,  of  every  kind  of  composition,  as  in  those  in  interference,  the 
arc  invariably  springs  from  the  cathode.  As  the  several  iron  oxids 
are  not  metals  in  the  true  sense  they  are  often  referred  to  as  metallic 
substances. 

We  must  confess  to  serious  doubt  in  respect  of  the  conclusion  as 
to  the  pi'eponderation  of  titaniiun  oxid  in  count  1,  and  as  to  the 
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meaning  to  be  given  the  word  "  metallic  "  in  counts  1  and  7.  Being 
in  doubt,  we  are  not  warranted  in  reversing  the  unanimous  decision 
of  the  expert  tribunals  of  the  Office. 

As  regards  count  6  of  interference  No.  26,482,  counts  1  and  3  of 
No.  26,483,  and  the  single  issue  of  No.  26,485,  our  conclusion  is  dif- 
ferent. These  call  for  an  electrode  essentially  metallic  in  composi- 
tion containing  in  one,  metallic  iron  and  a  titanium  compound,  in 
another  a  titanium  compound,  and  in  the  third,  comprising  ferric 
and  titanic  materials.  The  prefix  of  the  word  "  essential  "  we  think 
must  be  taken  to  show  that  "  metallic  "  was  used  in  its  proper  sense, 
as  signifying  not  a  substance,  having  some  of  the  characteristics  of 
a  metal,  but  metal  itself. 

It  is  reasonable  to  suppose  that  something  like  this  meaning,  at 
least,  was  contemplated  in  distinguishing  these  claims  from  the 
others.  The  Examiners-in-Chief,  with  whom  the  Commissioner  con- 
curred, held  that  as  claims  2  and  3  of  No.  26,482  contained  only  metal 
and  the  titanium  oxid,  they  were  not  disclosed  in  the  original  speci- 
fications of  Dempster,  wherefore  he  had  no  right  to  make  them.  The 
same  reasoning  applies  to  the  claims  aforesaid.  So  far  then  as  to  the 
right  to  make  the  claim  of  count  6  of  No.  26,482,  counts  1  and  3  of 
No.  26,483,  and  the  count  of  No.  26,485,  we  disagree  with  the  Com- 
missioner. As  to  counts  1  of  26,482  and  2  of  26,483,  we  see  no  con- 
vincing reason  why  we  should  come  to  a  different  conclusion. 

It  follows  from  what  has  been  said  above  that  we  concur  with  the 
Examiners-in-Chief  and  the  Commissioner  as  regards  claims  2  and  3 
of  No.  26,482.  It  remains  to  consider  counts  4  and  5  of  No.  26,482, 
which  were  held  to  be  different  from  2  and  3.  All  four  of  these 
claims  were  originally  made  by  Ladoff  and  are  to  be  interpreted  in 
the  light  of  his  specifications.  We  must  confess  to  seeing  little  if 
any  difference  between  counts  2  and  4  and  3  and  5.  If  any,  it  may 
be  as  contended  by  Ladoff  that  it  applies  to  an  addition  of  a  percent- 
age of  carbon  where  one  alternating  current  is  used,  and  did  not 
contemplate  anything  less  than  a  complete  reduction  to  iron. 

Passing  by  this  contention,  it  was  held  by  all  of  the  tribunals  that 
the  invention  contained  in  No.  4  and  No.  5,  including  a  partial,  or 
"more  or  less"  reduction  only  to  iron  was  ancillary  to  the  invention 
of  Dempster's  mixture,  communicated  by  him  to  Ladoff,  who,  as  his 
assistant,  merely  carried  the  experiment  further,  making  the  discov- 
ery which  he  now  claims  as  his  own  invention. 

The  principle  is  well  settled  that  if  one  employed  to  carry  out  an 
invention  by  another  of  a  machine,  manufacture,  or  composition  of 
matter  makes  valuable  discoveries  ancillary  to  the  plan  and  precon- 
ceived design  of  the  employer,  such  discoveries  inure  to  the  benefit  of 
the  employer.  And  the  principle  applies  to  the  case  of  principal  and 
assistant  engaged  in  the  work  of  a  common  employer,  as  these  parties 
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were.  (Braunstein  v.  Holmes,  C.  D.,  1908,  341;  133  O.  G.,  1937;  30 
App.  D.  C,  328;  Rohimon  v.  McCormick.C.  D.,  1907,  574;  128  O.  G.^ 
3289 ;  29  App.  D.  C,  98.)     But  as  said  in  the  last  case  cited : 

To  claim  the  benefit  of  tbe  employee's  skill  and  achieyement  it  is  not  suflicient 
that  the  employer  had  in  mind  a  desired  result,  and  employed  one  to  devise 
means  for  its  accomplishment.  He  must  show  that  he  had  an  idea  of  the  means 
to  accomplish  the  particular  result,  which  he  communicated  to  the  employee.  In 
such  detail  as  to  enable  the  latter  to  embody  the  same  in  some  practical  form. 

Dempster  as  an  assistant  in  the  research-laboratory  was  set  to  work 
to  improve  upon  the  magnetite  electrode  of  Steinmetz,  and  made  a 
number  of  experiments  in  order  to  discover  the  desired  result.  He 
had  made  no  discovery  which  it  was  his  object  to  perfect,  but  was 
seeking  one.  He  made  several  different  combinations  of  materials. 
His  first  one,  as  heretofore  noted,  contained  two  per  cent,  of  potas- 
sium titanate,  which  in  turn  comprised  a  very  small  percentage  of 
titanium  in  its  compound.  Later  he  made  combinations  containing 
from  three  to  twelve  per  cent,  of  titanium  oxid.  Others  in  May  and 
June,  1903,  comprised  seven  and  one-half  per  cent,  of  rutile — a 
titanium  oxid.  Ladoff  was  assigned  the  work  of  mixing,  firing,  and 
testing  the  pencils  according  to  the  express  directions  of  Dempster. 
He  was  not  called  upon  to  advise,  or  to  assist  Dempster  in  any  other 
way.  Dempster  had  not  conceived  the  idea  of  treating  the  oxids  in 
such  a  way  as  to  reduce  them  to  iron.  His  mode  of  firing  was  in- 
tended, as  he  stated,  to  be  such  only  as  to  reduce  the  red  oxid  to 
another  form  and  not  to  metal.  If  some  slight  reduction  to  metal 
.  resulted  from  the  burning  it  seems  to  have  been  confined  to  a  slight 
coating  or  glaze  on  the  outer  surface. 

It 
as  said  by  the  Examiners-in-Chief — 

there  was  reduction  during  this  period,  it  was  accidental  rather  than  Intentional. 

This  exterior  coating  would  be  conductive  to  some  extent.  But  to 
be  effective,  as  the  evidence  indicates,  the  reduction  must  extend  to  all 
parts  of  the  pencil,  or  else  the  pencil  must  be  inclosed  in  a  substantial 
metal  case.  Complete  reduction  was  never  contemplated  by  Demp- 
ster. His  controlling  purpose  was  the  development  of  the  most  de- 
sirable combination  to  be  used  in  the  iron  case  with  which  he  was 
familiar.  Ladoff,  who  while  engaged  as  a  skilled  workman,  was  a 
chemist  of  some  learning  and  experience,  conceived  the  idea,  while 
engaged  in  his  work,  of  an  entire,  or  a  substantially  entire  reduction 
of  the  oxids  to  iron.  This  was  his  own  idea.  While  it  may  be  true 
that  it  would  never  have  occurred  to  him  but  for  his  engagement  in 
carrying  out  Dempster's  ideas,  it  cannot  be  said  that  it  was  suggested 
to  him  by  the  latter.  It  was  not  the  mere  mechanical  improvement 
of  a  thing  that  he  was  employed  to  perfect  as  was  the  situation  in  the 
leading  cases  cited  in  the  decision  of  the  Patent  Office  tribunals. 
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The  action  of  the  patent  department  of  the  General  Electric  Com- 
pany is  strongly  persuasive  on  this  point.  That  department  was  well 
and  skillfully  managed.  The  reports  of  the  work  of  the  research- 
laboratory  were  all  before  it  for  action.  With  full  knowledge  of 
what  Dempster  had  been  doing,  it  concluded  that  Ladoff  had  made 
the  invention  and  proceeded  to  prepare  a  patent  application  for  his 
signature.  The  expert  counsel  must  have  been  aware  that  Dempster 
was  under  a  contract  to  assign  every  invention  made  by  him  to  the 
common  employer  of  all,  while  Ladoff  was  not.  Learning  that  Ladoff 
had  applied  for  a  patent  through  others  on  his  own  account,  and 
would  not  sign  the  application  prepared  for  him,  efforts  were  made 
to  induce  him  to  remain  in  the  employ  of  the  company,  and  to  assign 
his  invention  to  it.  Failing  in  this  a  bill  was  filed  to  enjoin  him  from 
contracting  with  others  on  the  ground  that  he  had  verbally  contracted 
on  entering  the  employment  in  October,  1902,  to  assign  his  inventions 
to  the  company.  In  the  meantime,  the  later  application  of  Dempster 
was  filed.  The  bill  was  dismissed  as  unfounded.  The  following 
extract  from  the  brief  of  counsel  makes  this  explanation  of  the  course 
of  conduct  mentioned : 

The  fact  that  the  General  Electric  Company  at  one  time,  while  Ladoff  wag 
still  In  its  employ,  contemplated  the  filing  of  a  separate  application  in  Ladoff*8 
name  directed  to  this  specific  embodiment  of  Dempster's  Invention,  that  is,  a 
completely-reduced  magnetite  titanium  oxld  electrode,  does  not  In  any  way 
flffect  the  question  now  to  be  decided.  At  that  time  Ladoff  and  Dempster  were 
both  In  the  employ  of  the  General  Electric  CJompany,  working  In  Its  research- 
laboratory  and  presumably  for  the  benefit  of  the  company,  so  It  made  no  special 
difference  to  the  company  whether  the  Dempster  electrode  with  the  magnetite 
completely  reduced  was  specifically  claimed  in  Dempster's  application  on  the 
main  Invention  or  separately  claimed  In  LadolTs  application,  whereas  to  file 
the  separate  application  In  Ladoff's  name  would  undoubtedly  gratify  him  and 
give  him  some  of  the  recognition  for  which  he  was  so  Incessantly  clamoring. 
At  that  time  there  was  no  occasion  to  apply  or  take  Into  consideration  the  doc- 
trine of  employer  and  employee,  or  principal  and  assistant.  When  Ladoff 
treacherously  sold  out  his  employer,  the  General  Electric  Company,  said  com- 
pany was  Justified  both  legally  and  morally,  in  Insisting  upon  Its  well-estab- 
lished right  to  claim  In  Dempster's  application  the  minor  variation  of  Demp- 
ster's Invention  which  his  assistant,  ladoff,  had  first  suggested. 

These  facts  were  known  to  counsel,  and  they  were  not  ignorant  of 
the  law  relating  to  employer  and  employee.  It  was  known  that  the 
company  would  undoubtedly  own  the  patent  if  granted  to  Dempster, 
and  that  it  would  have  to  contract  for  it  if  granted  to  Ladoff.  It 
was  also  a  matter  of  vital  importance  that  the  patent  should  be  issued 
to  the  actual  inventor,  for  otherwise  it  would  prove  unavailing  if 
attacked. 

Without  further  discussion  of  the  explanation  that  "  it  made  no 
special  difference  to  the  company  "  whether  the  patent  be  issued  to 
I^adoff  or  to  Dempster,  it  is  sufficient  to  say  that,  in  our  opinion  it 
fails  to  explain. 
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Our  difference  with  the  learned  tribunals  of  the  Patent  Office  is  not 
in  respect  of  the  credibility  of  the  witnesses,  or  the  weight  of  the 
evidence,  in  which  we  find  no  material  conflict,  but  in  the  application 
thereto  of  the  pertinent  principles  of  law. 

Our  conclusion  is  that  the  Commissioner  erred  in  the  "firud  award 
of  priority  to  Dempster  of  counts  ^  5,  and  6  of  interference  No.  S6^Z, 
counts  1  and  S  of  interference  No,  26^3^  and  tJie  single  count  of  in- 
terference No.  26yiS5.  To  that  extent  the  decisions  in  appeals  656^ 
657  and  6-5S  will  he  reversed;  and  that  in  No.  669  will  he  affirmed. 
It  is  so  ordered,  and  that  this  decision  be  certified  to  the  Commissioner 
of  Patents  as  the  law  directs. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Justin  Seubert,  Incorporated,  v.  A.  Santaella  &  Company. 

Decided  February  6,  1911. 

166  O.  G.,  987 ;  36  App.  D.  C,  620. 

1.  TbADE-MaRKS — SlHnJLBITT. 

The  marks  "  Optimates/*  "  Optimo,"  and  "  La  Optima  *•  Held  "  so  similar, 
not  only  in  appearance  but  In  meaning  and  origin,  that  they  must  be  con- 
sidered the  same  In  law." 

2.  Same — Right  to  Registration — Pbiob  Use  by  Another — ^Lack  of  Knowl- 

edge BY  Applicant  of  Such  Use  Immaterial. 
Where  in  a  trade-mark  interference  proof  is  offered  that  the  mark  In 
Issue  or  one  substantially  identical  therewith  had  been  used  by  a  third 
party  prior  to  the  date  of  adoption  proven  by  one  of  the  parties  to  the  in- 
terference, Held  that  with  respect  to  that  applicants  right  to  registration  It 
is  immaterial  that  the  mark  had  not  been  registered  by  such  third  party  or 
.  that  the  use  by  him  was  unknown  to  the  applicant 
d.  Same — ^Abandonfd  Mabk — Eb^cLusivE  Use  by  Another  at  Time  of  Aban- 
donment Necessary  to  Title. 
Where  two  parties  are  using  a  mark  at  the  time  of  Its  abandonment  by 
the  original  owner  thereof,  Held  that  neither  party  acquires  title  to  such 
mark.     {Mayer  Fertilizer  Oo.  v.    Virginia-Carolina  Chemical  Co.,  C.  D., 
1910,  399;  156  O.  G.,  539;  35  App.  D.  C,  425,  distinguished.) 

Mr.  Cipriani  Andrade^  Jr.^  for  the  appellant. 
Mr.  I.  H.  MayeTy  Mr.  L.  S.  Bacon^  and  Mr.  J.  H.  MUans  for  the 
appellee. 

Van  Orsdel,  /./ 

This  is  a  trade-mark  interference  case.  Appellant  corporation,  of 
Syracuse,  N.  Y.,  made  application  for  the  registration  of  the  word 
"  Optimates  "  as  a  trade-mark  for  cigars.  The  mark  of  appellee, 
with  which  appellant  was  thrown  in  interference,  is  the  word  "  Op- 
timo," likewise  a  mark  for  cigars.    It  was  disclosed  by  the  evidence 
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that  the  appellant  has  used  its  mark  continuowsly  since  1874,  while 
the  earliest  date  that  appellee  can  be  accorded  is  1900.  Appellee 
assailed  the  right  of  appellant  to  register  its  mark  by  proving  the 
use,  since  186G,  of  a  mark  "  La  Optima  "  for  cigars  by  the  firm  of 
Voige  &  Winter,  of  Cincinnati,  Ohio.  Tliis  appe-al  is  from  the  de- 
cision of  the  Conmiissioner  of  Patents  refusing  to  register  appel- 
lant's mark. 

The  right  of  appellant  to  registration  can  be  disposed  of  by  refer- 
ence to  the  mark  "  La  Optima."    It  is  familiar  law  that — 

two  trade-marks  are  substantially  the  same  in  legal  contemplation.  If  the  re- 
semblance is  such  as  to  deceive  an  ordimiry  purchaser  giving  such  attention  to 
the  same  as  such  a  purchaser  usually  gives,  and  to  cause  him  to  purchase  the 
one  supiwsing  it  to  be  the  other.  (McLean  v.  Fleming,  C.  D.,  1878,  262;  IS 
O.  G.,  913;  96  U.  S.,  245.  See  also  Gorham  Co.  v.  White,  2  O.  G.,  592:  14  Wall.,. 
511 ;  Oaincs  v.  Carlton  Importation  Co.,  C.  D.,  1906,  731 ;  123  O.  G.,  19D4 ;  27  App. 
D.  C,  571;  Jiuchanan,  etc.,  Co.  v.  Brecn  d  Kennedy,  C.  D.,  190G,  75();  J24  O.  G., 
322 ;  27  App.  D.  C,  573 ;  Hall  d  Ruckel  v.  Ingram,  C.  D.,  1907,  441 ;  126  O.  G., 
759;  28  App.  D.  C,  454.) 

The  three  marks  before  us  are  all  so  similar,  not  only  in  appear- 
ance, but  in  meaning  and  origin,  that  they  must  be  considered  as  the 
same  in  law. 

At  the  time  appellant,  from  its  own  evidence,  began  using  the 
mark,  Voige  &  AVinter  were  placing  upon  the  market  in  eighteen 
States  more  than  a  million  cigars  annually  bearing  the  mark  "La 
Optima."  This  brings  appellant  in  direct  conflict  with  section  5  of 
the  Trade-Mark  Act,  which  expressly  provides — 

that  trade-marks  which  are  identical  with  a  registered  or  known  trade-mark 
owned  and  in  use  by  another,  and  appropriated  to  merchandise  of  the  same  de- 
scriptive properties,  or  which  so  nearly  resemble  a  registered  or  known  trade- 
mark owned  and  in  use  by  another,  and  appropriated  to  merchandise  of  the 
same  descriptive  properties,  as  to  be  likely  to  cause  confusion  or  mistake  in  the 
mind  of  the  public,  or  to  deceive  purchasers,  shall  not  be  registered. 

It  is  not  important  that  the  mark  "  La  Optima  "  had  not  been 
registered.  Nor  is  it  material  to  this  case  that  appellant  did  not  know 
of  the  existence  or  use  of  the  mark  "  La  Optima  "  by  Voige  &  Win- 
ter. It  was  still  within  the  contemplation  of  the  statute  a  known 
trade-mark,  extensively  used.  Appellant,  therefore,  adopted  a  mark 
which  so  nearly  resembled  a  known  trade-mark  owned  and  in  use  by 
another  as  to  be  likely  to  cause  confusion  in  trade. 

Appellant,  however,  attempts  to  avoid  the  prohibition  c^f  the 
statute  by  proving  that  a  corporation  known  as  the  Voige  &  Winter 
Company,  the  successor  of  Voige  &  Winter  conveyed  the  naked  trade- 
mark by  a  bill  of  sale  to  one  Bangs  on  May  12,  1009,  and  that,  on 
the  next  day.  Bangs,  by  similar  conveyance,  sold  the  mark  to  a  con- 
cern known  as  the  La  Optima  Cigar  Factory,  of  Cincinnati,  Ohio. 
It  is  contended  by  counsel  for  appellant  that  the  conveyance  from  the 
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Voige  &  Winter  Company  to  Bangs  constituted  an  abandonment  of 
the  mark,  and  that,  under  the  decision  of  this  court  in  Mayer  Fer- 
tilizer  Co.  v.  Virginia-Carolina  Chemical  Co.^  (C.  D.,  1910,  399;  156 
O.  G.,  539;  35  App.  D.  C,  425,)  appellant  was  at  liberty  to  adopt 
the  mark,  and  that  prior  use  by  Voige  &  Winter  could  not  operate 
as  a  bar  to  such  adoption.  The  holding  of  this  court  in  that  case 
cannot  be  here  invoked,  for  the  reason  that  appellant's  use  at  the  date 
of  the  alleged  abandonment  was  not  exclusive.  What  the  Court  said 
in  that  case  was : 

We  fail  to  see  why  one  already  using  the  mark,  where,  as  in  this  case,  he  has 
acted  In  good  faith  and  without  knowledge  of  its  prior  use,  should  not  be  as 
much  entitled  to  appropriate  it  as  one  whose  date  of  adoption  is  subsequent  to 
the  abandonment.  Between  the  date  of  abandonment  of  the  mark  by  the 
Southern  Fertilizing  Company  and  the  date  of  adoption  by  Allison  &  Addison, 
appellant  enjoyed  the  exclusive  use  of  the  mark.  This,  we  think,  amounted  to 
a  valid  appropriation  and  entitles  it  to  registration. 

This  opinion  has  been  quoted  and  commented  upon  at  length 
in  the  briefs  of  counsel  for  both  appellant  and  appellee.  It  goes  to 
the  extent  only  of  holding  that  a  junior  user  of  a  mark  in  good  faith 
and  without  knowledge  of  its  use  by  the  prior  owner  may,  upon 
abandonment  of  the  mark  by  the  prior  owner,  acquire  a  property 
right  in  it;  provided  at  the  time  of  such  abandonment  the  junior 
party  is  the  exclusive  user  of  the  mark.  To  this  extent  only  must 
the  opinion  be  considered  with  reference  to  the  case  of  C^Rourke  v. 
Central  City  Soap  Co.^  (26  Fed.  Rep.,  576.)  It  follows  that  where 
the  trespasser  had  knowledge  of  the  prior  owner's  use,  or  where 
there  were  two  trespassers  at  the  time  of  abandonment,  neither  could 
acquire  a  property  right  in  the  mark.  If  two  or  more  persons  are 
using  the  mark  at  the  time  of  abandonment,  with  or  without  knowl- 
edge of  its  prior  use,  neither  would  be  prior  to  the  other  in  point  of 
time,  since  no  one  could  in  any  event  date  priority  of  use  beyond 
the  time  when  the  prior  owner  surrendered  title  by  the  act  of  aban- 
donment. 

In  the  case  at  bar,  assuming  that  the  mark  "  La  Optima  "  was  aban- 
doned by  the  attempted  conveyances,  a  point  not  clearly  established 
by  the  evidence,  appellee  was  in  the  field  at  the  time  with  its  marl. 
"Optimo;"  hence,  the  right  of  appellant  to  appropriate  the  mark, 
and  acquire  a  property  right  therein,  would  be  no  greater  than  the 
right  of  appellee.  In  other  words,  appellant  was  not  enjoying 
the  exclusive  use  of  the  mark  at  the  time  the  alleged  abandonment 
occurred. 

We  have  not  overlooked  the  contention  of  counsel  that  the  marks 
**  Optimates  "  and  "  Optimo "  are  not  so  similar  as  to  be  likely  to 
cause  confusion  in  trade.  We  experienced  no  difficulty,  however, 
on  this  point    The  marks  are  manifestly  so  similar  that  there  can  be 
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no  reasonable  difference  of  opinion  as  to  their  coming  within  the 
prohibition  of  the  statute.  But  if  they  were  not,  appellant's  posi- 
tion would  not  be  improved.  Passing  the  question  of  the  probable 
descriptive  character  of  its  mark,  the  evidence  of  the  abandonment 
of  the  mark  "  La  Optima  "  is  by  no  means  convincing;  hence,  we  are 
unable  to  discover  any  theory  that  would  support  the  right  of  appel- 
lant to  register  its  mark. 

The  decision  of  the  Commissioner  of  Patents  is  afjirm^d^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 

Affirmed. 


[Court  of  Appeals  of  the  District  of  Colombia.] 

In  be  Abtesian  Manufacturing  Company, 

Decided  AprU  S,  1911. 

ie6  O.  G..  988;  37  App.  D.  C,  118. 

1.  Tbadb-Mabks — ^Name  of  an  Individual — "  Deagon  Brown.** 

The  name  "Brown"  is  a  common  Bumame  and  is  not  rendered  regis- 
trable by  prefixing  thereto  the  word  "  Deacon." 

2.  SAiiE — SAiiB — DiSTiNonys  Manner  of  Writing  or  Printing. 

Where  the  name  "  Deacon  Brown "  is  prfhted  in  script  type,  with  a 
scroll  extending  across  all  the  letters  except  the  "D"  and  having  the 
letters  "D"  and  "B"  connected  across  the  top  by  two  flourishes,  Held 
not  such  a  distinctive  manner  of  printing  as  to  render  the  name  registrable 
as  a  trade-mark,  (citing  e»  parte  Polar  Knitting  Mills,  G.  D.,  1910,  62; 
164  O.  G.,  251.) 

Mr,  E.  G.  Siggers  for  the  appellant. 

Mr.  TF.  S.  Ruchman  for  the  Commissioner  of  Patents. 

Shepard,  C.  J.: 

The  applicant  has  appealed  from  a  decision  of  the  Commissioner 
of  Patents,  affirming  that  of  the  Examiner,  denying  an  application 
for  registration  of  the  words  "  Deacon  Brown,"  (printed  in  script 
type  with  a  scroll  extending  across  all  of  the  letters  except  the  "  D  " 
and  having  the  letters  "  D  "  and  "  B  "  connected  across  the  top  by 
two  "flourishes,")  as  a  trade-mark  for  a  non-alcoholic  phosphate 
beverage,  and  syrup  for  making  the  same. 

The  registration  was  denied  on  the  general  grounds  that  the  words 
are  the  name  of  an  individual,  and  are  not  written  in  any  particular 
or  distinctive  manner.  The  decision  is  based  on  section  5  of  the  act 
relating  to  the  registration  of  trade-marks,  approved  February  25th^ 
1905,  which,  among  other  things,  provides  that  no  mark  shall  be 
registered — 

which  consists  merely  In  the  name  of  an  individual,  firm,  corporation,  or  asso- 
ciation, not  written,  printed,  impressed,  or  woven  in  some  particular,  or  dis- 
tinctive manner,  or  in  association  with  a  portrait  of  an  individual. 
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We  agree  with  the  Commissioner  that : 

The  name  **  Brown  "  Is  a  common  surname,  and  the  prefixing  of  the  word 
•* Deacon"  thereto  no  more  renders  it  registrable  than  would  the  prefixing 
of  the  word  **  Mr./*  "  Dr.,"  "  General,"  or  the  like. 

The  decision  follows  former  decisions  of  the  C!ommissioner  refus- 
ing registration  of  surnames.  The  Dr.  Pepper  Co.^  (C.  D.,  190&,  158 ; 
116  O.  G.,  593,)  denying  registration  of  the  words  "Dr.  Pepper;'^ 
ex  parte  Gale  Mfg.  Co.^  (C.  D.,  1898,  666;  85  O.  G.,  1907;)  ex  parte 
Traudt,  (C.  D.,  1902,  321 ;  100  O.  G.,  2383.)  See  also  Kentucky  Dst, 
&  TF.  Go.  V.  Lexington  C.  D.  Co.,  (C.  D.,  1908,  417;  135  O.  G.,  220; 
31  App.  D.  C,  223;)  Brown  Chemical  Go.  v.  Meyer,  (C.  D.,  1891, 
346;  55  O.  G.,  287;  139  U.  S.,  540.) 

Nor  is  the  name  "  Deacon  Brown  "  printed  in  such  a  particular 
or  distinctive  manner  as  to  entitle  it  to  registration  under  the  pro- 
vision of  the  law  above  quoted.  We  think  that  the  rule  of  determina- 
tion in  such  cases  has  been  well  stated  by  the  Commissioner  in  a 
former  decision,  {ex  parte  Polar  Knitting  Mills,  C.  D.,  1910,  62; 
154  O.  G.,  251,  quoting  ex  parte  G.  H.  Allen  Co.,  C.  D.,  1907,  423; 
131  O.  G.,  2419,)  as  foUows: 

It  l8  believed  that  the  controlling  principle  underlying  the  requirement  of  the 
statute  that  a  mere  name  unless  written  or  printed  In  a  distinctive  manner 
may  not  be  registered  is  that  the  distinctive  manner  in  which  the  name  Is  dis- 
played must  be  of  a  character  as  to  give  such  a  distinct  Impression  to  the  eye 
of  the  ordinary  observer  as  to  outweigh  the  significance  of  the  mere  name. 

There  was  no  error  in  denying  registration  of  the  mark  as  repre- 
sented and  the  decision  will  he  affirmed.  This  decision  will  be  certi- 
fied to  the  Commissioner  of  Patents. 

Affirmed^ 


[Court  of  Appeals  of  the  District  of  Colombtm.] 

Skinner  v.  Carpenter. 

Decided  January  S,  1911, 

166  O.  a,  1281 ;  36  App.  D.  O.,  17a 

1.  Patkntabilitt — Reissue — Intebveninq  Rights. 

"It  Is  well-settled  law  that  to  warrant  the  valid  reissue  of  a  patent 
there  must  not  only  have  been  a  mistake  by  the  patentee,  with  no  want  of 
reasonable  diligence  In  its  discovery,  but  also  that  no  third  person  has  in 
the  meantime  acquired  the  right  to  manufacture  and  sell  what  the  patentee 
had  failed  to  claim.  (Coon  v.  Wilson,  C.  D.,  1885,  171;  30  O.  G.,  889;  113 
U.  S.,  268;  Farmers'  Friend  Co.  v.  Challenge  Co.,  C.  D.,  1888,  592;  45  O.  G., 
1570;  128  U.  S.,  506;  Topliff  v.  Topliff,  0.  D.,  1892,  402;  59  O.  G.,  1257; 
146  U.  S.,  156.)" 
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2.  Same — Same — Same. 

Teetimony  considered  and  Held  to  establish  that  between  the  grant  of  the 
patent  to  C,  the  appellee,  and  the  filing  of  his  application  for  reissue  of 
that  patent  S.,  the  applicant,  had  manufactured  and  sold  devices  which 
were  not  an  infringement  of  the  patent,  but  which  are  dominated  by  the 
claim  of  the  reissue  application,  and  the  decision  of  the  Commissioner  of 
Patents  in  favor  of  C.  reversed. 

Mr.  C.  H.  Duell,  Mr.  F.  P.  Warfield,  and  Mr.  H.  S.  Duell  for  the 
appellant. 

No  appearance  for  the  appellee. 

Shepard,  C.  J.: 

This  is  an  interference  case  involving  priority  of  invention  of  % 
dental  tool  for  removing  crown-pins  from  teeth.  The  issue  is  in  the 
two  following  counts : 

1.  In  combination  with  the  jaws,  of  a  spring-base  common  to  both  Jaws, 
means  for  moving  said  Jaws  toward  each  other,  a  post  having  a  part  adapted 
to  rest  upon  the  root  of  a  tooth,  and  means  for  moving  said  post 

2.  In  a  dental  tool  for  removing  crown-pins,  the  combination  with  a  vise  hav- 
rtig  spring-Jaws  with  tapered  ends  adapted  to  engage  the  pin  and  screw-threaded 
means  disposed  transversely  of  said  Jaws  and  adapted  to  draw  them  tightly 
together  upon  the  pin,  of  a  thrust  member  slidably  mounted  in  said  vise  and 
at  one  end  lying  alongside  of  the  pin-engaging  ends  of  said  Jaws,  and  means 
engaging  the  other  end  of  said  thrust  member  to  effect  a  relative  longitudinal 
movement  between  the  latter  and  the  vise. 

As  briefly  described  by  the  Commissioner: 

The  invention  is  a  tool  for  extracting  crown-i)ins  from  the  roots  of  teeth,  con- 
sisting essentially  of  a  small  vise  with  spring-Jaws  for  gripping  the  pin  and  a 
member  sliding  between  the  Jaws  which  is  forced  against  the  root  by  a  screw, 
or  an  equivalent  device,  to  withdraw  the  pin.  The  form  of  the  sliding  member 
(called  the  post)  and  the  specific  means  for  moving  it  are  different  in  the  two 
<?a8es,  but  the  claims  in  issue  are  for  the  broad  invention. 

Motions  to  dissolve  were  made  on  various  grounds.  These  having 
been  decided  in  favor  of  the  appellee,  Carpenter,  it  was  held  on  the 
evidence  that  while  Skinner  was  the  first  to  conceive  the  invention, 
he  had  failed  to  reduce  it  to  practice  with  diligence. 

These  decisions  appear  to  have  been  correct  in  the  main,  and  we 
shall  consider  but  one  of  the  reasons  of  appeal,  which  is : 

The  Commissioner  erred  in  holding  that  Carpenter  had  the  right  to  malce  the 
•claims  of  the  issue  in  his  reissue  application. 

Carpenter  filed  his  original  application  on  June  22, 1905,  on  which 
patent  issued  February  20,  190G.  The  reissue  application  was  filed 
August  9,  1907.  Skinner  filed  on  July  1,  1907.  After  some  delays 
in  the  Patent  Office,  the  present  interference  was  declared. 

The  question  of  the  right  of  Carpenter  to  make  the  claims  of  the 
present  application  is  one  that  goes  to  the  foundation  of  the  interfer- 
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ence,  and  may  be  raised  and  brought  up  on  the  final  appeal  from  an 
award  of  priority.  {Podleaak  v.  Mclnnemey^  C.  D.,  1906,  558;  120 
O.  G.,  2127;  26  App.  D.  C,  399.) 

Passing  by  the  right  of  Carpenter  to  reissue,  for  the  purpose  of 
broadening  claims  for  an  invention  that  was  described  originally, 
within  a  reasonable  time,  it  is  necessary  to  consider  the  conditions 
arising  between  the  date  of  his  patent  and  the  date  of  application  for 
reissue.  Notwithstanding  his  delay,  between  1902,  when  he  made  his 
first  experimental  device,  and  the  beginning  of  1907,  Skinner  then 
went  to  work  with  diligence.  He  then  commenced  the  manufacture 
of  a  device  within  the  terms  of  the  present  issue,  and  his  first  sale  was 
made  in  February.  Since  then  he  has  manufactured  several  thou- 
sands and  made  many  sales. 

It  appears  from  the  uncontradicted  testimony  of  Skinner  that  he 
showed  his  invention  to  Carpenter,  who  had  ceased  manufacture 
under  his  patent.  Within  about  two  weeks  thereafter,  Carpenter 
filed  his  reissue  application  with  claims  dominating  the  device  of 
Skinner,  which  was  not  an  infringement  of  the  patent. 

It  is  well-settled  law  that  to  warrant  the  valid  reissue  of  a  patent 
there  must  not  only  have  been  a  mistake  by  the  patentee,  with  no 
want  of  reasonable  diligence  in  its  discovery,  but  also  that  no  third 
person  has  in  the  meantime  acquired  the  right  to  manufacture  and 
sell  what  the  patentee  had  failed  to  claim.  {Coon  v.  Wilson^  C.  D., 
1885,  771 ;  30  O.  G.,  889 ;  113  U.  S.,  268 ;  Farmers'  Friend  Co.  v.  Chal- 
lenge  Co.,  C.  D.,  1888,  592;  45  O.  G.,  1570;  128  U  S.,  506;  Tofliif  v. 
Topliif,  C.  D.,  1892,  402;  59  O.  G.,  1257;  145  U.  S.,  156.) 

For  the  reasons  given  the  decision  will  he  reversed,  and  this  de- 
cision will  be  certified  to  the  Commissioner  of  Patents. 

Reversed. 


[Coort  of  Appeals  of  the  District  of  ColambU.] 

NoRLiNG  V.  Hayes. 

Decided  May  1,  1911. 
166  O.  G.,  1282;  37  App.  D.  C,  169. 

1.  INTERFEBENCE — PbIOBITY — RlQHT   TO    MaKB   THE    CLAIMS. 

"  We  agree  with  the  Patent  Office  *  that  Hayes  is  entitled  to  make  all  of 
the  counts,  he  having  disclosed  an  air-chamber  and  valves  with  ports  and 
passages  within  the  fair  and  natural  meaning  of  those  terms  and  only 
differing  in  degree  rather  than  substance  from  those  disclosed  by  Norling.* " 

2.  Same — Same — Duxigence. 

H.  conceived  the  invention  in  issue  in  the  early  part  of  1902,  made  and 
tested  a  machine  embodying  this  issue  in  England  in  the  fall  of  the  year, 
and  filed  his  application  n*  December  4,  1902.  According  to  the  testimony 
of  N.  he  conceived  the  Invention  in  1901  and  disclosed  it  to  his  employers ; 
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but  nothing  was  done  with  it  until  H.'s  machine  was  shown  to  them  In 
December,  1902,  when  he  was  instructed  to  prepare  working  drawings. 
These  were  not  completed  nntil  May,  1903,  and  N/s  application  was  filed 
September  21,  1903.  Held  that  N.  was  lacking  in  diligence  In  reducing  the 
invention  to  practice. 
8.  Same — Intervening  Rights — Jurisdiction  of  the  Court  of  Appeals. 

Held  that  in  an  interference  involving  an  application  for  the  reissue  of  a 
pat^t  the  Court  of  Appeals  of  the  District  of  Columbia  has  no  jurisdiction 
to  pass  upon  the  question  whether  such  Intervening  rights  exist  as  will  con- 
stitute a  ground  for  refusing  the  reissue.  (Skinner  v.  Carpenter,  ante^ 
345;  166  O.  G.,  1281;  36  App.  D.  C,  178,  construed.) 

Mr.  C.  C.  Poole  for  the  appellant. 

Mr.  S,  E.  Hibhen  and  Mr.  C.  J.  O'^NeiU  for  the  appellee. 

EoBB,  J.: 

This  appeal  is  from  concurrent  decisions  of  the  Patent  Office  tri- 
bunals in  an  interference  proceeding  in  which  priority  of  invention 
was  awarded  to  appellee  Hayes. 

The  invention  comprises  an  improvement  in  the  pneumatic  drill 
known  as  the  "  Little  Giant,"  patented  by  one  Kimman.  In  the  "  Lit- 
tle Giant"  drill  there  are  four  power-cylinders  arranged  in  pairs, 
the  cylinders  of  each  pair  being  one  above  the  other  and  the  two  pairs 
being  placed  at  right  angles  to  each  other.  The  cylinder-pistons  act 
upon  the  common  crank-shaft  which  drives  the  tool.  Two  cylinder- 
valves  arranged  parallel  with  the  pairs  of  cylinders  supply  air  under 
pressure  to  the  admission-ports  of  the  cylinder.  In  the  present  in- 
vention the  cylinder- valves  of  the  "  Little  Giant "  motor  have  been 
displaced  by  cylindrically-oscillating  valves,  as  will  appear  from  the 
following  counts  which  disclose  the  nature  of  the  invention  set  forth 
in  the  eight  counts  of  the  issue: 

1.  A  portable  pneumatic  motor  comprising  a  plurality  of  sets  of  power-cylin- 
ders, arranged  at  an  angle  to  each  other,  pistons  In  said  cylinders,  a  crank-shaft 
with  which  the  said  pistons  are  connected,  the  cylinders  of  each  set  being 
parallel  with  each  other  and  having  their  central  axes  in  a  plane  which  is 
radial  with  respect  to  the  axis  of  the  crank-sliaft,  valves  for  said  cylinders 
embracing  rotative  valve-plugs  the  central  axis  of  which  are  parallel  with  the 
axis  of  the  crank-shaft  and  each  of  which  is  common  to  all  of  the  cylinders  of 
one  set  of  cylinders,  and  operative  connections  between  the  crank-shaft  and 
said  valve-plugs  for  actuating  the  latter. 

4.  A  portable  pneumatic  motor  comprising  a  casing  provided  with  a  plurality 
of  sets  of  powder-cylinders,  pistons  in  said  cylinders  and  a  crankshaft  with 
which  said  pistons  are  connected,  the  cylinders  of  the  several  sets  having  their 
central  axis  In  planes  which  are  radial  with  respect  to  the  axis  of  the  crank- 
shaft and  are  at  an  angle  to  each  other,  said  casing  being  also  provided  between 
the  outer  ends  of  the  cylinders,  with  a  supply-chamber  for  the  pressure  fluid, 
located  between  the  outer  ends  of  said  cylinder  and  also  having,  between  said 
supply-chamber  and  the  cylinders,  cyllndric  valve  chambers,  the  central  axis  of 
which  are  at  right  angles  to  the  axes  of  the  cylinders  and  parallel  with  the 
crank-shaft,  rotative  vnlve-plugs  located  In  said  chambers,  said  valve-plnjrs  each 
having  a  plurality  of  sets  of  valve  ports  or  passages,  one  for  each  of  the  cylln- 
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ders  associated  therewith,  and  the  Talve-casings  having  ports  or  passages 
leading  from  the  said  supply-chamber  to  the  said  valve-chambers  and  connec- 
tions between  the  crank-shaft  and  the  said  valve-plugs  for  giving  motion  to 
the  latter. 

7.  A  portable  pneumatic  motor  comprising  a  crank-shaft,  a  power-cylinder,  a 
valve  for  controlling  the  admission  of  pressure  fluid  to  and  Its  exit  from  said 
cylinder,  said  valve  embracing  a  rotative  valve-plug  the  axis  of  which  Is  at 
right  angles  to  the  central  axis  of  the  cylinder  and  parallel  with  the  crank- 
shaft, an  admlsslon-port  In  said  valve  plug  through  which  pressure  fluid  Is 
admitted  to  the  outer  end  of  the  cylinder  and  an  exhaust-port  In  said  plug  con- 
nected with  an  exhaust  passage  which  extends  longitudinally  through  the  plug 
and  opens  through  one  end  of  the  same. 

Hayes  filed  an  application  December  4,  1902,  the  claims  of  which 
are  directed  to  a  reversing  mechanism.  A  patent  was  granted  upon 
this  application  July  21,  1903.  On  September  21,  1903,  Norling 
filed  his  application  containing  the  counts  of  the  issiie,  and  a  patent 
was  granted  to  him  on  June  21, 1904.  This  patent  coming  to  the  notice 
of  Hayes  he,  on  August  2, 1906,  filed  a  reissue  application  embodying 
the  claims  of  the  Norling  patent  and  without  in  any  way  changing 
the  illustration  and  description  of  the  original  Hayes  application. 
An  interference  was  thereupon  declared,  when  Norling  filed  a  mo- 
tion that  it  be  dissolved  as  to  claims  3,  4,  and  6,  the  grounds  of  the 
motion  being  in  substance  that  those  counts,  when  read  in  the  light 
of  Hayes's  specification,  are  unpatentable  over  the  prior  art;  that 
there  is  no  basis  in  Hayes's  original  specification  for  count  6.  The 
Examiner  overruled  Norling's  contention  as  to  count  6  but  sustained 
it  as  to  counts  3  and  4.  The  Examiner  also  dissolved  the  inter- 
ference as  to  counts  1,  2,  5,  and  8  upon  the  same  ground,  although 
the  question  had  not  been  raised  by  Norling's  motion.  Upon  appeal 
to  the  Examiners-in-Chief  the  decision  of  the  Examiner  as  to  counts 
1.  2,  3,  4,  5,  and  8  was  reversed  and  those  counts  were  held  patentable 
to  Hayes.  The  case  then  went  to  the  Examiner  of  Interferences  who, 
in  an  exhaustive  opinion,  reviewed  the  evidence  and  awarded  priority 
of  invention  to  Hayes.  He  found  that  while  Norling  was  the  first  to 
conceive  the  subject-matter  of  all  the  counts  save  one  (count  7)  he 
was  the  last  to  reduce  to  practice,  and  that  there  was  a  lack  of  dili- 
gence on  his  part  at  and  subsequent  to  the  time  of  the  entry  of  Hayes 
into  the  field.     He  expressed  the  opinion  that — 

notwithstanding  Hayes  has  established  priority  of  Invention,  the  evidence 
apparently  shows  a  clear  case  of  InterTenlng  rights  on  the  part  of  Norling, 

and — 

that  the  Hayes  reissue  should  be  refused  notwithstanding  his  earlier  Invention 
of  the  subject-matter. 

Upon  appeal  the  Examiners-in-Chief,  after  a  thorough  and  careful 
review  of  the  case,  affirmed  the  decision  of  the  Examiner  of  Inter- 
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ferences  on  the  question  of  priority,  and  upon  the  question  of  statu- 
tory bar  said: 

The  existence  of  a  statutory  bar  has  nothing  to  do  with  the  question  of 
priority  and  the  Examiner  of  Interferences  has  called  the  Commissioner's 
attention  to  the  matter  under  Rule  126.  Consideration  of  the  point  by  us  is 
therefore  unnecessary. 

An  appeal  was  taken  to  the  Commissioner  who  again  reviewed  the 
evidence  and  in  a  well-considered  opinion  awarded  |)riority  of  in- 
vention to  Hayes,  saying  that  the  question  whether — 

a  statutory  bar  of  intervening  rights  exists  against  the  granting  of  a  reissue 
patent  to  Hayes, 

is  subsidiary  to  the  question  of  priority  of  invention  and — 

will  be  deferred  until  the  final  determination  of  this  interference. 

1.  We  agree  with  the  Patent  Office — 

that  Hayes  is  entitled  to  make  all  of  the  counts,  he  having  disclosed  an  air- 
chamber  and  valves  with  ports  and  passages  within  the  fair  and  natural  mean- 
ing of  those  terms  and  only  differing  In  degree  rather  than  substance  from 
those  disclosed  by  Norling. 

2.  Norling's  assignee  and  employer  is  the  Aurora  Automatic  Ma- 
chinery Company,  of  Aurora,  111.  Hays  assigned  his  invention  to 
his  employer,  the  Chicago  Pneumatic  Tool  Company,  of  Chicago,  HL, 
that  company  being  the  successor  of  the  Standard  Pneumatic  Tool 
Company,  of  the  same  place.  The  Aurora  Company,  from  sometime 
prior  to  1901  to  about  March,  1902,  manufactured  "Little  Giant" 
drills  for  the  Standard  Pneumatic  Tool  Company,  in  whose  employ 
was  Kinmian,  the  patentee.  We  do  not  deem  it  necessary  to  review 
in  detail  the  evidence  before  us,  for  that  has  been  satisfactorily  done 
by  the  Patent  Office.  It  is  sufficient  to  state  that,  accepting  ap- 
pellant's evidence  at  its  face  value  he  was  in  full  possession  of  this 
invention  as  early  as  August,  1901.  Indeed,  his  principal  witness, 
Levedahl,  who  was  at  one  time  president  and  chief  mechanical  engi- 
neer of  the  Aurora  Company,  testified  that  he  could  then  have  con- 
structed a  machine  embodying  the  invention  from  the  disclosure 
made  to  him  by  Norling.  Levedahl  further  testifies  that  he  then 
considered  the  invention  a  valuable  improvement  over  the  prior  art. 
Shortly  thereafter  the  Aurora  Company  arranged  for  the  construc- 
tion of  bicycle-motors  and.  intentionally  side-tracked  Norling's  in- 
vention, although  Norling  was  by  contract  bound  to  assign  his  inven- 
tions to  the  company,  or  at  least  give  the  company  the  first  oppor- 
tunity to  purchase  them.  There  was  evidence  that  it  was  suggested 
to  Norling  that  he  attempt  to  interest  others  in  his  invention.  He 
however,  did  nothing  of  the  kind  but  devoted  his  time  to  other 
matters. 

The  evidence  clearly  shows  that  Hayes  conceived  the  invention 
embodied  in  all  the  counts  save  count  7  in  March,  1902,  and  that  he 
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conceived  the  invention  set  forth  in  count  7  in  May  of  the  same  year. 
His  application,  as  previously  stated,  was  filed  on  December  4th,  fol- 
lowing. Early  in  August,  1902,  Hayes  went  to  Europe  to  take  charge 
of  work  there  for  his  company,  and  within  six  weeks  from  the 
time  he  landed  he  not  only  had  made  drawings  for  the  making  of 
his  first  drill  but  had  actually  constructed  and  tested  a  drill.  He 
made  a  second  drill  in  London  about  the  middle  of  October,  1902, 
which  he  sent  to  America  about  the  1st  of  December,  following. 
The  evidence  conclusively  shows  that  this  drill  was  taken  to  Chicago 
on  December  15,  1902,  where  it  was  inspected  by  Kimman,  the  pat- 
entee of  the  "  Little  Giant "  drill.  On  the  day  following  this  inspec- 
tion Kimman  called  at  the  Aurora  Company's  plant  and  there  saw 
Levedahl,  to  whom  he  disclosed  the  invention.  Levedahl  admits  this 
interview,  saying: 

Mr.  Kimman  caUed  on  us  In  the  fall  of  1902,  I  think,  In  the  latter  part  of 
November  or  In  December,  I  couldn't  place  the  date  exactly,  and  he  told  me 
that  Mr.  Hayes  had  made  a  drill  which  he  explained  somewhat.  I  remember 
particularly  that  he  explained  the  position  of  the  valves,  the  valves  being  oscil- 
lating and  placed  inside  of  the  sector  formed  by  the  two  cylinders  and  the 
body  of  the  drill.  From  what  little  explanation  Mr.  Kimman  gave,  I  gathered 
the  idea  that  the  valves  were  placed  somewhat  in  the  same  position  as  Mr. 
Norling  had  placed  them  In  his  invention,  and  I  mentioned  then  that  we  had 
had  a  design  in  the  shop  for  sometime  of  that  kind.  I  think  Mr.  Kimman  told 
me  that  this  drill  was  made  in  London  or  in  England,  at  least,  by  Mr.  Hayes, 
and  that  he  had  heard  very  favorable  reports  of  the  same,  and  that  the  drill  was 
going  to  come  here. 

Levedahl  further  says  that  he  then  informed  Kimman  of  the  Nor- 
ling invention,  but  in  this  he  is  contradicted  by  Kimman.  It  is 
significant  that  Norling  was  then  instructed  to  proceed  with  the 
preparation  of  working  drawings  for  the  manufacture  of  the  new 
drill.    These  drawings  were  not  completed  until  May,  1903. 

A  clearer  case  of  inexcusable  delay  would  in  our  opinion  be  diffi- 
cult to  find.  Accepting  Norling's  testimony  he  was  in  a  position, 
in  August,  1901,  either  to  file  an  application  or  to  reduce  his  inven- 
tion to  practice  by  actually  constructing  a  drill;  and  yet  between 
that  time  and  January,  1903,  he  did  practically  nothing.  The  two 
new  drawings  were  unnecessary  and  their  preparation  required  very 
little  time.  Moreover,  eight  months  were  consumed  in  the  preparation 
of  the  application  after  Levedahl  instructed  Norling  to  proceed.  In 
view  of  the  comparative  simplicity  of  the  invention,  this  was  an 
unreasonable  time.  We  fully  concur  with  the  finding  of  the  Patent 
Office  of  a  lack  of  diligence  on  the  part  of  Norling. 

3.  While  the  question  of  intervening  rights,  so  called,  was  not 
directly  raised  in  the  original  motion  to  dissolve  the  interference,  it 
is  apparent  from  the  record  that  it  was  pressed  before  the  tribunals 
of  the  Patent  Office,  and  we  will  therefore  consider  the  question  as 
raised. 
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Upon  the  argument  of  the  case  at  bar  leave  was  sought  and  obtained 
to  file  additional  briefs  directed  to  this  question,  owing  to  the  decision 
of  the  court  in  Skinner  v.  Carpenter^  {ante^  845;  166  O.  G.,  1281; 
36  App.  D.  C.,  178.)  In  that  case  Carpenter  was  a  reissue  applicant. 
Skinner's  application  had  been  filed  between  the  filing  of  Carpenter's 
original  and  reissue  applications.  Priority  of  invention  was  awarded 
Carpenter.  Upon  appeal  to  this  court,  the  question  of  intervening 
rights  have  been  raised  below,  and  relied  upon  here,  we  ruled — 
Carpenter  not  being  represented — ^that  in  the  circumstances  of  the 
case  Carpenter  was  not  entitled  to  a  reissue  of  his  patent  and  reversed 
the  decision  of  the  Commissioner.  We  did  not,  however,  award 
priority  of  invention  to  Skinner.  Therefore  when  it  was  apparent 
that  neither  party  was  really  entitled  to  a  patent  we  had  contented 
our>:elves  with  the  mere  intimation  to  that  effect.  (Kreag  y/Geen^ 
C.  D.,  1907,  502;  127  O.  G.,  1581 ;  28  App.  D.  C,  437.)  As  the  ques- 
tion is  an  important  one  and  as  our  decision  in  the  Carpenter  case 
was  rendered  without  both  parties  being  represented,  and  as  little 
time  has  intervened  since  the  rendition  of  that  decision,  we  will  con- 
sider the  matter  de  novo. 

Under  section  4904,  Revised  Statutes,  the  Commissioner  is  au- 
thorized to  declare  an  interference  between  pending  applications  or 
between  a  pending  application  and  an  unexpired  patent,  and  to — 

direct  the  Primary  Examiner  (now  the  Examiner  of  Interferences)  to  proceed 
to  determine  the  question  of  priority  of  invention. 

The  Commissioner  is  authorized  to — 

issue  a  patent  to  the  party  who  is  adjudged  the  prior  inventor. 

unless  an  appeal  is  taken  as  the  law  provides.  Under  the  act  of 
February  9,  1893,  (27  Stat,  434.) 

any  party  aggrieved  by  a  decision  of  the  Ckjmmlssioner  of  Patents  in  any 
interference  case  may  appeal  therefrom 

to  this  court.  Our  jurisdiction  in  interference  cases  is  solely  de- 
pendent upon  this  statute.  T\niat  is  the  extent  of  the  jurisdiction 
there  conferred? 

Prior  to  Podlesak  v.  Mclnnemey  (C.  D.,  1903,  558;  120  O.  G., 
2127;  26  App.  D.  C,  405)  this  court  declined,  except  where  very 
unusual  circumstances  existed,  to  consider  the  right  of  either  party  to 
make  the  claims  of  the  issue.  In  that  case,  however,  after  careful 
consideration,  the  court  modified  its  earlier  views  and  ruled  that, 
inasmuch  as  the  right  of  a  party  to  make  a  claim  goes  to  the  founda- 
tion of  the  interference  and  determined  the  question  of  priority  in 
favor  of  the  other  party,  it  would  consider  the  question. 

Tn  Allen  v.  Lowry  (C.  D.,  1005,  643 ;  116  O.  G.,  2253 ;  26  App.  D.  C, 
8)  this  court,  after  investigation,  ruled  that  interferences  are — 
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instituted  for  the  purpose  of  deciding  the  question  of  priority  of  invention  and 
for  no  other  purpose. 

This  case  went  to  the  Supreme  Court,  {Lowry  v.  Allen^  C.  D.,  1906, 
765;  125  O.  G.,  2365;  203  U.  S.,  476,)  where  it  was  said: 

The  statute  Is  explicit.  It  limits  the  declaration  of  interferences  to  the 
question  of  priority  of  invention.  Section  4904  provides  that  in  case  of  conflict 
of  an  application  for  a  patent  with  a  pending  appUcation  or  with  an  unexpired 
patent  (as  in  the  case  nt  bar),  the  Commissioner  shall  give  notice  thereof, 
**  and  shall  direct  the  Primary  Examiner  to  proceed  to  determine  the  question  of 
priority  of  invention'^  •»  »  ♦  ^^  concur  with  the  views  expressed,  (In  this 
court,)  that  the  statutes  provide  only  for  appeals  upon  the  question  of  priority 
of  invention.  Appeals  on  other  questions  are  left  to  the  regulation  of  the 
Patent  Ofllce  under  the  grant  of  power  contained  in  section  483. 

In  the  case  of  in  re  Fullagar  (C.  D.,  1909,  270;  138  O.  G.,  259;  82 
App.  D.  C,  222)  it  was  held  that  our  jurisdiction  to  entertain  appeals 
from  the  Commissioner  of  Patents  is  limited  to  two  classes  of  cases : 
first,  where  the  claims  of  an  application  for  a  patent  or  the  reissue 
of  a  patent,  after  having  been  twice  rejected,  have  been  finally  re- 
jected on  appeal  to  the  Commissioner;  and,  second,  where  on  an 
appeal  to  the  Commissioner  in  an  interference  proceeding  there  has 
been  a  final  decision  of  priority  in  favor  of  one  of  the  parties  thereto. 

In  Buraon  v.  Vogel  (C.  D.,  1907,  669;  131  O.  G.,  942;  29  App. 
D.  C,  388)  the  question  of  Burson's  right  to  a  patent  because  of  the 
statutory  bar  of  public  use  was  raised,  but  this  court  declined  to  con- 
sider it,  saying : 

The  question  is  one  for  the  consideration  of  the  Commissioner  on  the  final 
allowance  of  the  patent 

In  Gueniifet  v.  Wictorsohn  (C.  D.,  1908,  367;  134  O.  G.,  779;  30 
App.  D.  C,  432)  the  court  said: 

It  is  unnecessary  to  determine  what  right  either  of  the  parties  ultimately 
may  have  to  a  patent  under  their  pending  applications, 

the  only  question  involved  being  that  of  priority  of  invention.  This 
ruling  was  followed  in  Lacroix  v.  Tyherg^  (C.  D.,  1910,  263;  150 
O.  G.,  267;  33  App.  D.  C,  586.) 

The  distinction  between  the  situation  in  the  Podlesak  case  and  that 
in  the  present  case  is  apparent.  In  the  former,  if  one  of  the  parties 
had  no  right  to  make  the  claims  of  the  issue,  that  is,  if  his  applica- 
tion did  not  disclose  the  invention,  and  the  application  of  his  ad- 
versary did  disclose  it,  the  finding  of  that  fact  necessarily  resulted 
in  an  award  of  priority.  In  the  present  case,  a  finding  that  a  patent 
ought  not  to  be  issued  to  Hayes  notwithstanding  he  is  the  prior  in- 
ventor, in  no  way  affects  the  sole  question  involved  in  the  inter- 
ference, namely,  the  question  of  priority ;  in  other  words,  such  a  find- 
ing would  not  entitle  Norling  to  an  award  of  priority.  Had  the 
Commissioner  ruled  that  the  structure  of  each  applicant  contained 
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patentable  features  and  that  there  was  no  interference  in  fact  and  we 
had  sustained  the  latter  ruling,  could  it  be  maintained  that  either 
party  would  have  the  right,  as  against  the  other,  to  urge  the  bar 
of  public  use?  Manifestly  not.  We  see  no  distinction  in  principle 
between  the  supposed  case  and  the  case  before  us.  Again,  if  the 
Commissioner  ultimately  decides  to  grant  the  application  of  Hayes 
for  the  reissue  of  his  potent,  no  appeal  will  lie  to  this  court  from  that 
decision;  and  yet  appellant  asks  us  to  decide  this  very  question  upon 
the  ground  that  its  determination  is  necessary,  to  a  decision  of  the 
question  of  priority  of  invention.  It  should  be  remembered  that 
this  is  not  an  infringement  suit,  but  a  proceeding  under  a  statute 
which  provides  for  the  determination  of  a  single  issue,  that  of  pri- 
ority of  invention. 

We  conclude,  therefore,  that  we  are  without  jurisdiction  in  this 
proceeding  to  pass  upon  the  question  suggested. 

Decision  of  ths  Commissioner  affiTTned.  The  clerk  will  certify  this 
opinion  as  by  law  required. 

Afji'rmed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

DULUTH-SUPERIOR   MiLLING   CoMPANY   V.   KoPER. 

Decided  AprU  5,  1911. 

1«7  O.  G.,  245;  37  App.  D.  0.,  115. 

Tbade-Mabks — Cancelation — Mabk  Presented  Under  "Ten-Years  Clause ••— 
Use  not  Exclusive. 
Held  that  the  appUcation  for  the  cancelation  of  the  mark  registered  by 
api)€llant  under  the  so-called  "ten-years  clause"  of  the  Trade-Mark  Act 
was  properly  sustained,  since  the  evidence  establishes  that  it  did  not  have 
exclusive  use  of  the  mark  during  the  ten  years  next  preceding  the  passage 
of  that  act 

Mr.  Titian  W.  Johnson  and  Mr.  H.  H.  Boyesen  for  the  appellant. 
Mr.  John  M.  Coit  for  the  appellee. 

EoBB,  J.: 

This  is  an  appeal  from  concurrent  decisions  of  the  Patent  OflSce 
tribunals  sustaining  the  application  of  appellee  for  the  cancelation 
of  the  trade-mark  registration  of  appellant  The  principal  features 
of  the  mark  are  the  words  "Freeman  Milling  Co."  over  the  word 
"  Superlative  "  in  large  type.  Registration  was  under  the  so-called 
ten-years  clause  of  the  Trade-Mark  Act. 

This  mark  was  adopted  in  1876  by  the  copartnership  firm  of  A.  A. 
Freeman  &  Co.,  of  La  Crosse,  Wis.,  flour  manufacturers.  In  1885 
the  firm  were  largely  indebted  to  Chas.  Haight  &  Co.,  of  New  York, 
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the  members  of  this  firm  being  Haight,  A.  D.  Freeman,  and  Henry 
Koper,  the  appellee.  A  mortgage  upon  the  real  estate  of  the  Free- 
man Company  was  given  Haight  &  Co.,  and  from  that  time  on  they 
practically  controlled  the  business  of  the  mortgagors.  In  1890  the 
mill  burned  and  Haight  &  Co.,  who  had  theretofore  handled  much 
of  "  Freeman's  Superlative  Flour,"  procured  it  elsewhere  until  about 
the  fall  of  1892.  A.  A.  Freeman  &  Co.,  composed  of  A.  A.  Freeman 
and  Marcus  Freeman,  appear  to  have  entirely  discontinued  opera- 
tions after  the  fire.  The  Freeman  Milling  Co.,  a  corporation,  was 
organized  at  Superior,  Wis.,  and  rt  is  through  this  company  that 
appellant  claims  to  have  acquired  its  right  to  this  mark.  It  is  con- 
tended that  that  company  purchased  from  (not  through)  A.  A. 
Freeman  the  good-will  and  marks  of  the  firm  of  A.  A.  'Freeman  & 
Co.  It  is  not  contended  that  the  other  member  of  the  firm,  Marcus 
Freeman,  had  anything  to  do  with  the  transfer,  either  directly  or 
indirectly.  The  firm  and  not  an  individual  member  thereof  having 
withdrawn  from  business,  it  is  apparent  that  the  rule  announced  in 
Menendez  v.  Holt,  (C.  D.,  1889,  344;  46  O.  G.,  971;  128  U.  S.,  514,) 
to  the  effect  that  when  a  partner  retires  from  business  acquiescing  in 
the  retention  by  the  other  partners  of  the  old  stand,  the  good-will, 
including  in  some  cases  the  trade-mark,  remains  with  the  firm,  does 
not  here  apply.  It  is  not  necessary,  however,  to  inquire  further  into 
the  origin  of  appellant's  title  to  the  mark,  owing  to  the  view  we  take 
of  the  evidence. 

The  appellee  Koper,  surviving  member  of  Chas.  Haight  &  Co.,. 
claims  title  to  the  mark  by  a  verbal  transfer  to  his  firm  at  about  the 
time  of  the  execution  of  said  mortgage  to  that  firm.  Marcus  Free- 
man, the  surviving  member  of  A.  A.  Freeman  &  Co.,  testified  that 
such  a  transfer  was  made.  We  pass  this  question  for  the  same 
reason  that  we  passed  the  question  of  appellant's  title  to  the  mark. 

The  Examiner  of  Interferences  and  the  Commissioner  have  ruled 
that  when  the  Freeman  Milling  Co.  came  into  existence  in  1892,. 
Koper  asserted  title  to  the  mark,  and  that  in  compliance  with  his 
request  that  company  had  stencils  made  of  the  mark  like  a  copy 
furnished  it  by  Koper  and  thereafter  branded  flour,  in  accordance 
with  his  directions,  for  shipment  to  him.  We  have  carefully  re- 
viewed the  evidence  concerning  the  conflicting  claims  of  these  parties 
and  have  reached  the  conclusion  that  the  evidence  warrants  the  find- 
ings of  the  Patent  Office.  We  think  it  reasonably  certain  that  Koper 
was  handling  this  brand  of  flour  up  to  and  at  the  time  of  the  organi- 
zation of  the  Freeman  Milling  Co.  in  1892,  and  that  he  continued  to 
handle  practically  all  the  flour  so  marked  under  an  undisputed  claim 
of  title  to  the  brand.  No  good  purpose  would  be  subserved  by  a 
review  of  the  evidence,  and  we  therefore  content  ourselves  with  the 
finding  that  appellant  was  not,  under  the  evidence  in  this  case,  the 
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sole  and  exclusive  user,  during  the  ten  years  necessary  to  entitle  it 
to  such  registration,  of  the  mark  whose  registration  it  procured. 

The  decision  of  the  Corrmmsioner  is  therefore  affirmed  and  the 
clerk  will  certifiy  this  opinion  as  by  law  required. 

Affirmed. 


[Court  of  Appeals  of  the  District  of  Columbia.1 

In  re  Barrett  Manufacturino  Company. 

Decided  AprU  S,  1911. 

167  O.  G.,  613;  37  App.  D.  C,  111. 

TBADB-MaBKS — SlHILARPTY — "  GaBBOLINEUM  "  AND  "  GBEO-CaBBOLIH.'* 

Registration  of  tlie  word  "  Creo-Carbolin  "  Held  properly  refused  regis- 
tration, since  It  is  so  similar  to  the  previously  registered  mark  "Carbo- 
lineum  "  for  the  same  class  of  goods  as  to  be  likely  to  cause  confusion  or 
mistake  in  the  mind  of  the  public. 

(For  Commissioner's  decisions  see  C.  D.,  1910,  225;  160  O.  G.,  1272.) 

Mr.  W.  H.  Swenarton  and  Mr.  E.  E.  Mercelea  for  the  appellant. 
Mr.  R.  F.  Whitehead  for  the  Commissioner  of  Patenta 

BoBB,  (/.; 

This  appeal  involves  a  decision  of  the  Commissioner  of  Patents 
refusing  registration  to  the  word  "  Creo-Carbolin  "  upon  the  ground 
that  it  is  so  similar  to  the  registered  mark  "  Carbolineum  "  as  to  be 
likely  to  cause  confusion  or  mistake  in  the  mind  of  the  public. 

yfe  agree  with  the  Com/missioner  that  such  conftision  would  he 
likely  to  result^  and  therefore  sustain  the  decision. 

It  is  conceded  that  the  word  "  Carbolin  "  is  too  similar  to  the  mark 
*'  Carbolineimi  "  to  be  entitled  to  registration.  Applicant  must  there- 
fore depend  solely  upon  the  prefix  "  Creo  "  to  overcome  the  similarity. 
*'  Creo-Carbolin  "  and  "  Carbolineum  "  are  sufficiently  alike  in  appear- 
ance and  sound  as  to  be  taken  for  each  other  by  the  general  public.  In 
Peter  Schoenhofen  Brewing  Co.  v.  The  Maltine  Co.  (C.  D.,  1908,  387; 
134  O.  G.,  1805;  30  App.  D.  C,  340)  "Edelweiss  Maltine''  and 
*"  Maltine  "  were  held  to  be  deceptively  similar.  The  marks  given 
in  the  following  cases  were  also  so  held :  "  Hoff's  "  and  "  Leopold 
Hoff's,"  in  re  Johann  Eoff,  (C.  D.,  1909,  390;  143  O.  G.,  260;  33  App. 
D.  C,  233;)  "ChanceUor  Club''  and  "Club,"  in  re  S.  C.  Herhst, 
(C.  D.,  1908,  383;  134  O.  G.,  1565;  30  App.  D.  C,  297;)  "Benedic- 
tine "  and  "  St.  Benedict,"  A.  Bauer  <&  Co.  v.  La  Societe  Anonym^^ 
etc.,  (C.  D.,  1903,  696;  106  O.  G.,  265;  120  Fed.  Rep.,  74;)  "  Comfort " 
and  "Home  Comfort,"  Gannert  v.  Buppert^  (127  Fed.  Rep.,  962;) 
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"  Keepclean  "  and  "  Sta-Kleen/'  Florence  Mfg.  Co.  v.  Dowd,  (178 
Fed.  Rep.,  73.) 

Hall  and  Ruchel  v.  Ingram,  (C.  D.,  1907,  441;  126  O.  G.,  759;  28 
App.  D.  C.,  454,)  in  which  "  Zodenta  "  was  awarded  registration 
notwithstanding  the  prior  registration  of  "Sozodont,"  is  not  con- 
trolling in  this  case.  There  the  two  words  neither  looked  nor  sounded 
alike.  There  was  also  a  difference  between  the  first  and  last  syllable 
of  each. 

The  clerk  will  certify  this  opinion  as  by  law  required. 

Affirmed. 


[Court  of  Appeals  of  the  District  of  Colambla.l 

United  States  of  America  v.  Antikamnia  Chemical  Compant, 

Bedded  May  29,  1911. 

167  O.  G.,  514;  37  App.  D.  C,  343. 

PuBE  Food  and  Dbuos  Act — ^Misbranding. 

Section  8  of  the  Pure  Food  and  Drags  Act  provides.  In  part,  that  a  drag 
shall  be  considered  misbranded  if  the  package  containing  it  fails  to  bear  a 
statement  as  to  the  quantity  or  proportion  contained  therein  of  any  one  of 
certain  named  substances  or  of  any  derivative  or  preparation  thereof.  Held 
that  the  omission  from  the  label  on  a  package  containing  a  derivative  of  one 
of  these  substances  of  a  statement  that  it  was  in  fact  such  a  derivative  did 
not  constitute  misbranding,  the  trade  name  and  the  proportion  of  the  de- 
rivative being  given. 

Mr.  C.  R.  Wilson  and  Mr.  8.  0.  Peelle  for  the  appellant. 
Mr.  D.  TV.  Baker  for  the  appellee. 

Shepard,  C.  J.: 

This  is  an  appeal  by  the  United  States  from  a  judgment  sustaining 
exceptions  to,  and  dismissing  a  libel. 

The  libel  prayed  the  seizure  and  condemnation  of  one  hundred 
packages  of  a  certain  drug  describing  the  same  as  follows: 

Twenty  packages,  more  or  less,  of  said  drag,  labeled  and  branded  as  follows : 
'* Antikamnia  Tablets.  Ck)ntain  305  grains  of  acetphenetidin,  U.  S.  P.  per  ounce. 
Guaranteed  by  the  Antikamnia  Chemical  Ck>mpany,  under  the  Food  and  Drugs 
Act,  June  30th,  1906,  U.  S.  Serial  Number  10.  The  Antikamnia  Tablets  in  this 
original  ounce  package  contain  no  acetanilid,  antifebrln,  antipyrin,  morphine, 
opium,  codein,  heroin,  cocaine,  alpha  or  beta  eucalne,  arsenic,  strychnine,  chloro- 
form, cannabis  indica,  or  chloral  hydrate.  Antikamnia  Tablets  five  grains.  One 
ounce  Antikamnia  Tablets.  Manufactured  in  the  United  States  of  America  by 
the  Antikamnia  Chemical  Company  St  Louis,  U.  S.  A." 

Also  seventy  other  packages,  more  or  less,  of  said  drug,  labeled  and  branded 
ap  follows:  "Antikamnia  and  Codein  Tablets.  Contain  296  grains  acetphenet- 
idin. U.  S.  P.  per  ounce.  Contain  18  grains  supl.  codein  per  ounce.  Guaranteed 
by  the  Antikamnia  Chemical  Company,  under  the  Food  and  Drugs  Act,  Juno 


Digitized  by  VjOOQ IC 


358      DECISIONS  OF  UNITED  STATES  COUKTS  IN  PATENT  CASES, 

aoth,  1906,  IT.  S.  Serial  No.  10.  The  Antikamnia  and  Codein  Tablets  in  this 
original  ounce  pacl^age  contain  no  acetanilid,  antifebrln,  antypyrin,  morphine, 
opium,  beroln,  cocaine,  alpha  or  l)eta  eucaine,  arsenic,  strychnine,  chlorofomu 
cannabis  indica,  or  chloral  hydrate.  One  ounce  Antilmmnia  and  Codein  Tablets. 
Manufactured  in  the  United  States  of  America  by  the  Antikamnia  Chemical 
Company,  St.  Louis,  U.  S.  A." 

Also  ten  other  packages,  more  or  less  of  said  drug  labeled  and  branded  as 
follows:  "Antikamnia  and  Quinine  Tablets.  Contain  165  grains  acetphenetidin* 
U.  S.  P.  per  ounce.  Guaranteed  by  the  Antikamnia  Chemical  Company,  under 
the  Food  and  Drugs  Act,  June  30th,  1900,  U.  S.  Serial  No.  10.  The  Antikamnia 
and  Quinine  Tablets  in  this  original  ounce  package  contain  no  acetanilid,  antl- 
febrin,  antipyrin,  morphine,  opium,  codein,  heroin,  cocaine,  alpha  or  beta  eucaine, 
arsenic,  strychnine,  chloroform,  cannabis  indica,  or  chloral  hydrate.  One  ounce 
Antikamnia  and  Quinine  Tablets.  Manufactured  in  the  United  States  of 
America  by  the  Antikamnia  Chemical  Company  of  St  Louis,  U.  S.  A." 

The  libel  charges  that  the  packages  of  said  drug  are  subject  to  con- 
demnation as  misbranded  in  violation  of  the  provisions  of  the  Food 
and  Drugs  Act,  approved  June  30th,  1906 : 

Because  each  and  all  of  said  packages  of  drug  contain  a  large  quantity  and 
proportion  of  acetphenetidin,  which  your  libelant  charges  is  a  derivative  of 
acetanilid,  and  that  under  the  provisions  of  the  said  act  of  Congress  and  of  the 
regulations  lawfully  made  thereunder.  It  is  provided  and  required  that  the  label 
on  each  of  said  packages  should  bear  a  statement  that  the  acetphenetidin  con- 
tained therein  is  a  derivative  of  acetanilid;  and  yet  your  libelant  charges  that 
each  and  all  of  said  packages  fall  to  bear  a  statement  in  any  form  that  the 
acetphenetidin  contained  therein,  is  a  derivative  of  acetanilid,  or  that  the  drug 
contains  any  derivative  of  acetanilid. 

Your  libelant  further  charges  that  each  and  all  of  said  packages  of  drug  are 
further  misbranded  in  that  the  labels  thereon  are  false  and  misleading,  for  the 
reason  that  each  and  all  of  the  said  lal>els  bear  the  statement  that  no  acetanilid 
is  contained  therein,  and  that  said  statement  imports  and  signifies  that  there  is 
no  quantity  or  proportion  of  any  derivative  of  acetanilid  contained  In  said  drug. 

Under  the  warrant  ordered  to  issue,  the  marshal  seized  ninety- 
three  packages,  in  all,  bearing  the  labels  aforesaid.  By  leave  of  the 
court,  the  Antikamnia  Chemical  Company,  alleging  itself  to  be  the 
owner  of  the  packages  was  permitted  to  appear  as  party  defendant. 

The  exceptions  on  which  the  libel  was  dismissed  are  substantially: 
that  the  act  does  not  require  that  the  label  on  each  of  said  packages 
shall  have  a  Statement  that  the  acetphenetidin  contained  therein  is 
a  derivative  of  acetanlid,  nor  is  it  necessary  under  said  act  that  a 
derivative  of  any  parent  substance  should  state  that  it  is  a  derivative 
of  such  substance,  provided  the  derivative  itself  is  named  by  its 
proper  name.  That  the  statement  on  the  packages  that  it  contains 
no  acetanilid  is  neither  false  nor  misleading,  but  true,  and  that  the 
libel  while  charging  that  acetphenetidin  is  a  derivative  of  acetanilid 
does  not  charge  that  there  is  any  acetanilid  in  acetphenetidin. 

Section  1  of  the  Food  and  Drugs  Act  makes  it  unlawful  to  manu- 
facture within  any  Territory,  or  the  District  of  Columbia,  an  article 
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of  food  or  drug  which  is  adulterated  or  misbranded,  "within  the 
meaning  of  this  act,"  and  imposes  a  penalty  therefor. 

Section  2  prohibits  the  introduction  into  any  State  or  Territory,  or 
the  District  of  Columbia,  and  the  shipment  from  the  same  to  any 
other  State,  Territory,  etc.,  or  foreign  country,  any  article  of  food 
or  drug,  in  the  original  packages,  adulterated  or  misbranded  within 
the  meaning  of  this  act,  and  the  sale  or  offer  for  sale  in  the  District 
of  Columbia  or  Territories  of  any  such  adulterated  or  misbranded 
foods  or  drugs ;  and  provides  a  penalty  therefor. 

Section  3  provides: 

That  the  Secretary  of  the  Treasury,  the  Secretary  of  Agriculture,  and  the 
Secretary  of  Ck)mmerce  and  Labor  shall  make  uniform  rules  and  regulations 
for  carrying  out  the  provisions  of  this  act,  including;  the  coUectlon  and  exam- 
ination of  specimens  of  foods  and  drugs,  etc. 

Section  4  provides  for  the  examination  of  foods  and  drugs,  and 
the  giving  of  notice  if  found  to  be  adulterated  or  misbranded. 

Section  5  makes  it  the  duty  of  the  district  attorney  to  whom  report 
shall  be  made  of  any  violation  of  the  aat,  to  cause  appropriate  pro- 
ceedings to  be  commenced,  without  delay,  for  the  enforcement  of  the 
penalties  provided  in  the  act. 

Section  6  defines  the  meaning  and  inclusion  of  the  terms  drug  and 
food. 

Section  7  declares  that  for  the  purposes  of  this  act  an  article  shall 
be  deemed  to  be  adulterated : 

In  case  of  drugs:  First:  if  when  a  drug  is  sold  under  or  by  a  name  recog- 
nized In  the  United  States  PharmacopcHa,  or  National  Formulary^  it  differs 
from  the  standard  of  strength,  quality,  or  purity,  as  determined  by  the  test 
laid  down  in  the  United  States  Pharmacopceia,  or  National  Formulary^  official  at 
the  time  of  inyestigation :  Provided  that,  no  drug  defined  in  the  United  States 
PharmacopoBia,  or  National  Formulary,  shall  be  deemed  to  be  adulterated  under 
this  provision  if  the  standard  of  strength,  quality,  or  purity  be  plainly  stated 
upon  the  bottle,  box,  or  other  container  thereof,  although  the  standard  may 
differ  from  that  determined  by  the  test  laid  down  in  the  United  States  Pharma- 
copodia,  or  National  Formulary, 

Second,  if  its  strength  or  purity  fall  below  the  professed  standard,  or  quality 
under  which  It  is  sold.  (Other  portions  of  the  section  relate  to  confectionery 
and  foods.) 

Section  8: 

That  the  term  "misbranded"  as  used  herein,  ghaU  apply  to  all  drugs,  or 
articles  of  food,  or  articles  which  enter  into  the  composition  of  food,  the  pack- 
age or  label  of  which  shall  bear  any  statement,  design,  or  device  regarding  such 
article,  or  the  ingredients  or  substances  contained  therein,  which  shall  be  false 
or  misleading  in  any  particular,  and  to  any  food  or  drug  product  which  is 
falsely  branded  as  to  the  State,  Territory  or  country  in  which  it  is  manufac- 
tured or  produced.  That  for  the  purposes  of  this  act  an  article  shall  also  be 
deemed  to  be  misbranded:  "In  case  of  drugs:  First:  if  it  be  an  imitation  ot 
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or  offered  for  sale,  under  the  name  or  another  article.  Second,  if  the  contents 
of  the  package  as  originally  put  up  shall  have  been  removed  in  whole  or  In 
part,  and  other  contents  shall  have  been  placed  in  such  a  package,  or  if  the 
package  fail  to  bear  a  statement  on  the  label  of  the  quantity  or  proportion  of 
any  alcohol,  morphin,  opium,  cocain,  heroin,  alpha  or  beta  eucaln,  chloroform, 
cannabis  indica,  chloral  hydrate,  or  acetanilld,  or  any  derivative  or  prepara- 
tion of  any  substances  contained  therein.*'  (Remainder  of  section  applies  to 
foods.) 

Section  9  relates  to  guaranties  by  wholesalers,  jobbers,  and  manu- 
facturers. 

Section  10  provides  for  the  seizure  and  condemnation  of  adulter- 
ated, or  misbranded  foods,  drugs,  and  liquors  through  proceedings 
instituted  for  the  purpose,  which  proceedings — 

shall  conform,  as  near  as  may  be,  to  the  proceedings  in  admiralty,  except  that 
either  party  may  demand  trial  by  jury  of  an  issue  of  fact  joined  in  any  such 
case,  and  all  such  proceedings  shaU  be  at  the  suit  of,  and  in  the  name  of  the 
United  States. 

Sections  11,  12,  and  13  have  no  possible  bearing  on  the  questions 
involved. 

Acting  upon  the  recommendation  of  the  commission  of  experts,  the 
Secretaries  of  the  Treasury,  of  Agriculture,  and  of  Commerce  and 
Labor,  respectively,  adopted  certain  rules  and  regulations  for  carry- 
ing out  the  provision  of  the  foregoing  act,  on  October  17th,  1906,  and 
published  the  same. 

Regulation  28  was  amended  to  take  effect  on  April  1,  1910.  This 
states  the  derivatives  of  the  several  drugs  enumerated  in  section  8 
and  names  the  several  preparations  containing  them  respectively. 
Derivatives  of  or  from,  and  preparations  containing  acetanilid,  are 
enumerated  as  follows: 

Acetanilid  (antifebrln,  phenyl acetamid) : 

Derivatives:  Acetphenetidin,  citrophen,  diacetanllid,  lactophenin,  methoxy- 
acetanllid,  methylacetanllid,  paraiodacetanilid,  and  phenacetin. 

Preparations  containing  acetanilid  or  derivatives:  Analgesics,  antineuralgics^ 
antirheumatics,  cachets,  capsules,  cold  remedies,  elixirs,  granular  effervescing 
salts,  headache-i)owders,  mixtures,  pain  remedies,  pills  and  tablets. 

The  regulation  concludes  as  follows : 

In  declaring  the  quality  or  proportion  of  any  of  the  specified  substances  the 
names  by  which  they  are  designated  in  the  act  shall  be  used,  and  in  declaring 
the  quantity  or  proportion  of  the  derivatives  of  any  of  the  specified  substances, 
in  addition  to  the  trade  name  of  the  derivative,  the  name  of  the  specified  sub- 
stance, shall  also  be  stated,  so  as  to  indicate  clearly  that  the  product  is  a  de- 
rivative of  the  particular  specified  substance. 

1.  A  preliminary  contention  on  behalf  of  the  appellants  is,  that 
the  act  being  remedial  and  not  penal,  should  be  liberally  construed. 
This  contention  seems  to  be  of  little  or  no  practical  importance  in  the 
present  case,  as  the  substantial  question  presented  is  one  of  power 
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rather  than  construction.  Without  discussion,  therefore,  it  may  be 
conceded  that  the  act,  while  it  ccmtains  penal  provisions  without 
which  it  could  not  be  enforced,  was  enacted  to  remedy  the  great  mis- 
chief resulting  from  the  unrestricted  sale  of  adulterated  drugs  and 
articles  of  food  and  ought  to  be  given,  where  possible,  a  construction 
that  will  effect  the  general  legislative  intention. 

2.  The  substantial  questions  for  determination  arise  upon  two 
propositions  that  have  been  submitted  in  support  of  the  contention 
of  error  in  the  dismissal  of  the  bill  on  the  exceptions  stated.  The 
first  of  these  is :  that  the  packages  of  the  drug  are  misbranded,  becanse^ 
the  labels  fail  to  recite  that  acetphenetidin  contained  therein  is  a 
derivative  of  acetanilid. 

It  seems  clear  that  this  omission  is  not  in  express  violation  of  the 
requirement  of  section  8  of  the  act,  for  the  reason  that  the  label 
states  the  true  name  of  the  drug — acetphenetidin,  which,  though  not 
one  of  those  specifically  named  in  the  section,  is  a  derivative  of  one 
of  them — acetanilid. 

Now,  while  persons  skilled  in  chemistry  and  pharmacy  would  know 
that  acetphenetidin  is  a  derivative  of  acetanilid,  it  is  certain  that  the 
average  purchaser  and  user  of  drugs  would  not.  For  this  reason,  no 
doubt,  the  commission  of  expert  chemists,  whose  recommendations 
were  adopted  by  the  three  Secretaries,  suggested  the  r^ulation  re- 
quiring the  label  of  a  derivative  of  one  of  the  drugs  specified  in  sec- 
tion 8  to  show  not  only  the  trade  name  of  the  same,  but  also  the  name 
of  the  substance  of  which  it  is  a  derivative.  It  is  well  settled  that 
where  an  act  of  Congress  has  for  its  object  the  raising  of  revenue^ 
the  administration  of  the  affairs  committed  to  an  executive  depart- 
ment, as  of  the  public  lands,  and  the  like,  or  the  execution  of  the 
power  over  commerce,  matters  of  detail  looking  to  the  promulgation 
of  regulations  for  carrying  the  law  into  effect,  as,  for  example  pro- 
viding for  the  proceedings  thereunder,  the  fixing  of  standards,  brands, 
and  labels,  or  the  ascertainment  of  necessary  facts  upon  which  the  law 
may  operate,  may  be  expressly  delegated  to  an  executive  officer.  In 
such  instances  Congress  legislates  on  the  subject  as  far  as  is  reason- 
ably practicable,  and  from  the  recognized  necessities  of  the  case  is 
compelled  to  leave  to  executive  officers  the  duty  of  bringing  about 
the  result  pointed  out  by  the  statute.  ( TJ.  S.  v.  Bailey y  9  Pet.,  238 ; 
U.  S.  V.  Caha,  152  U.  S.,  211;  in  re  Kollock,  165  U.  S.,  526;  Field  v. 
Clark,  143  U.  S.,  470;  Union  Bridge  Co.  v.  U.  8.,  204  U.  S.,  864; 
m.  L.  &  I.  M.  Ry.  Co.  V.  Taylor,  210  U.  S.,  281;  Bong  v.  Campbell 
Art  Co.,  C.  D.,  1909,  530;  144  O.  G.,  277;  214  U.  S.,  236.)  See  also 
CoopersviUe  Cooperative  Creamery  Co.  v.  Lem^on,  (163  Fed.  Rep., 
145;)  Prather  v.  U.  5.,  (9  App.  D.  C,  82;)  KoUock  v.  U.  S.,  (9  App. 
D.  C,  420.) 
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On  the  other  hand,  it  is  equally  well  settled  that  the  power  con- 
ferred to  make  regulations  for  carrying  the  law  into  effect  must  be 
-exercised  within  the  powers  delegated,  that  is  to  say,  confined  to  de- 
tails for  regulating  the  mode  of  proceeding  to  carry  into  effect  the 
law  as  it  has  been  enacted  by  Congress  It  cannot  be  extended  to 
amending,  or  adding  to  the  requirements  of  the  act  itself.  {MerriH  v. 
Jones,  106  U.  S.,  466;  U.  S.  v.  Symonds,  120  U.  S.,  46;  U.  S.  v.  Eaton, 
144  U.  S.,  677;  Williamson  v.  U.  S.,  207  U.  S.,  425.) 

The  decisions  cited  mark  the  general  boundary-line  between  the 
powers  that  may  be  delegated  to  administrative  officers  and  those 
that  may  not  be.  It  remains  to  determine  on  which  side  of  that  line 
the  power  claimed  in  the  present  case  falls. 

It  must  be  borne  in  mind  that  the  Food  and  Drugs  Act  does  not 
<;onfer  upon  executive  officers  the  power  to  prescribe  the  forms  of 
brands  and  labels  upon  drugs,  as  was  done  by  the  Oleomargarine 
Act,  that  was  considered  in  KoUock's  case,  supra^  The  only  power 
-conferred  is  that  in  section  3,  which  provides  that  the  three  Sec- 
retaries named — 

fihall  make  uniform  rules  and  regulations  for  the  carrying  out  of  the  provisions 
of  this  act,  including  the  collection  and  examination  of  specimens  of  foods  and 
■drugs,  etc. 

Section  8  declares  when  an  article  shall  be  deemed  to  be  mis- 
branded  : 

First :  if  it  be  an  imitation  of,  or  offered  for  sale,  under  the  name  of  another 
article.  Second:  if  (among  other  things)  the  package  fail  to  bear  a  statement 
on  the  label  of  the  quantity  or  proportion  of  any  alcohol,  morphin,  opium, 
cocain,  heroin,  alpha  or  beta  eucain,  chloroform,  cannabis  Indica,  chloral 
hydrate,  or  any  deriyatlve  or  preparation  of  any  such  substances  contained 
therein. 

In  so  far  as  the  regulation  designates  the  several  derivatives  of 
the  drugs  enumerated  in  section  8,  and  the  preparations  containing 
the  same,  we  are  of  the  opinion  that  it  is  within  the  power  conferred 
in  section  3  to  make  uniform  rules  and  regulations  for  carrying  out 
the  provisions  of  the  act.  It  was  not  reasonably  practicable  for 
Congress  to  ascertain  and  declare  these  several  derivatives  and  prepa- 
rations, which  might  then  have  existed,  much  less  to  anticipate  those, 
which  might  later  come  into  existence  and  use.  Having  declared  that 
the  quantity  or  proportion  of  the  several  derivatives  of  the  named 
drugs  shall  be  stated  on  the  labels,  the  ascertainment  of  such  deriva- 
tives was  a  matter  of  detail  properly  confided  to  the  executive  officers 
in  carrying  out  the  provisions  of  the  law.  The  regulation  having 
named  acetphenetidin  as  a  derivative  of  acetanilid,  the  manufacturer 
complied  therewith  to  the  extent  of  naming  the  proportion  of  said 
derivative  contained  in  the  antikanmia  tablets,  but  did  not  comply 
with  the  requirement  of  the  same  that  it  should  also  recite  that  it 
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xvas,  in  fact,  a  derivative  of  acetanilid.  The  last  requirement,  was 
in  our  opinion,  an  amendment  of,  or  an  addition  to  the  act  itself, 
:and  therefore  beyond  the  powers  of  the  executive  authority.  Con- 
gress reserved  to  itself  the  statement  of  the  contents  of  the  labels 
Jind  did  not  require  that  when  a  drug  was  a  derivative,  merely  the 
name  of  the  drug  from  whence  derived  should  also  be  recited.  Had 
it  intended  that  this  should  be  done,  it  would  have  so  declared  dis- 
tinctly. In  this  respect  the  case  is  clearly  differentiated  from  in  re 
Kollock^  mpra^  and  comes  within  the  rule  governing  the  second  class 
of  cases  before  recited,  including  IJ.  S,  v.  Eaton  (144  U.  S.,  677-688) 
and  Williamson  v.  U.  S.,  (207  U.  S.,  425-^62.)  In  the  case  last  cited, 
the  question  was  whether  a  false  oath  made  in  final  proof  required 
by  a  regulation  of  the  Commissioner  of  the  Land  Office,  constituted 
perjury.  The  statute  made  certain  requirements  in  regard  to  prelim- 
inary proofs  and  reiterated  some  of  them  in  the  section  relating 
to  final  proofs,  but  omitted  the  one,  which  by  the  regulations  made 
by  the  Commissioner  under  the  power  conferred  by  the  act  to  give 
effect  to  its  provisions,  was  required.  It  was  held  that  the  power  to 
adopt  rules  and  regulations  for  the  enforcement  of  the  act  could  not 
be  construed  to  warrant  one  that  was  in  fact  an  addition  to  the  act. 
Since  the  submission  of  this  case,  the  Supreme  Court  of  the  United 
States  has  rendered  a  decision,  the  opinion  in  which,  delivered  by  Mr. 
Justice  Lamar,  clearly  draws  the  line  between  those  powers  which 
may  be  delegated  by  Congress  to  an  executive  officer,  and  those  which 
may  not.  (U.  S.  v.  Grimaud,  220  U.  S.,  506.)  That  was  an  indict- 
ment for  violating  a  regulation  of  the  Secretary  of  Agriculture  re- 
lating to  the  use  and  occupancy  of  public  forest-reservations.  It  was 
said  that  in  the  nature  of  things  it  was  impracticable  for  Congress  to 
provide  regulations  for  the  various  and  varying  details  of  the  man- 
agement of  the  forest-reservations,  and  that  it  was  within  its  power 
to  authorize  the  Secretary  to  make  such  regulations  as  would  secnire 
the  objects  of  such  reservation,  namely,  to  regulate  the  use  and  occu- 
pancy and  preserve  the  forests  from  destruction.  Having  so  done,  it 
declared  that — ^ 

any  violation  of  the  provisions  of  this  act,  or  such  rales  and  resnlatlons  shaU  be 
punished  as  provided  in  flection  5388,  Revised  Statutes,  as  amended. 

The  violation  of  such  reasonable  rules  and  regulations  is — 

made  a  crime,  not  by  the  Secretary,  but  by  CJongress.    The  statute,  not  the  Sec- 
retary, fixes  the  penalty. 

It  is  this  feature  of  the  act  that  differentiated  the  case  from  Wih 
liaiiison  v.  TJ.  /S.,  supra^  and  other  cases  cited,  which,  in  our  opinion, 
furnish  the  rule  of  determination  for  the  case  at  bar.  Congress  here 
prescribed  what  the  labels  should  contain,  and  confenod  no  power 
upon  the  Secretaries  to  make  a  regulation  adding  anything  thereto. 
2097**— 12 25 
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3.  The  second  proposition  is  this  in  substance:  The  statement  od 
the  label  that  the  drug  "  contains  no  acetanilid,"  is  false  and  mis- 
leading, and  constitutes  misbranding  within  meaning  of  the  act  The 
libel  does  not  expressly  charge  that  acetphenetidin  contains  ace- 
tanilid.  If  it  did,  there  would  be  no  doubt  of  the  soundness  of  the 
proposition,  for  the  exceptions  necessarily  admit  every  fact  plainly- 
alleged.  But  it  contains  no  such  allegation.  It  charges  that  the 
labels  are  false  and  misleading — 

for  the  reasoD  that  each  and  aU  of  said  labels  bear  the  statement  that  no  ace- 
tanilid  is  contained  therein,  and  that  said  statement  imports  and  signifies  that 
there  is  no  quantity  or  proportion  of  any  derivative  of  acetanilld  contained  in 
said  drng. 

It  is  argued  m  support  of  the  proposition  that  acetphenetidin, 
necessarily  contains  some  appreciable  quantity  or  proportion  of  the 
latter  drug;  and  it  is  further  argued  that  this  is  a  matter  of  common 
knowledge  of  which  the  court  may  take  notice  without  proof.  We 
cannot  agree  that  it  is  a  matter  of  common  knowledge  that  a  chemical 
derivative  necessarily  contains,  or  is  of  the  same  nature  as  the  sub- 
stance whence  it  may  be  derived.  It  was  stated  on  the  argument,, 
without  dissent,  that  very  many  well-known  substances,  including 
acetanilid,  are  derivative  of  benzene  or  benzol.  Some  of  these  de- 
rivatives are  nocuous,  others  entirely  harmless.  While,  therefore, 
acetphenetidin  is  a  chemical  derivative  of  acetanilid,  and  may  be  de- 
rived therefrom  in  practice,  it  is  in  a  general  sense  a  derivative  of 
benzene  or  benzol,  and  may,  for  all  that  we  know,  be  derived  there- 
from in  actual  practice  for  commercial  use.  When  one  wishes  to 
ascertain  the  common  meaning  or  signification  of  a  word,  resort  is 
ordinarily  had  to  the  accredited  dictionaries  of  the  language.  Mur^ 
ray^s  English  Dictionary  defines  a  chemical  derivative  thus : 

A  compound  obtained  from  another,  e.  g,  by  partial  replacement 

The  definition  of  the  Standard  Dictionary  is  substantially  the 
same.  In  the  latest  edition  of  Webster^s  International  Dictionary  the 
following  definition  is  given : 

A  substance  so  related  to  another  substance  by  modification  or  partial  sub- 
stitution as  to  be  regarded  as  derived  from  it»  even  when  not  obtainable  from 
it  in  practice. 

These  definitions  do  not  carry  us  very  far.  About  as  far  as  com- 
mon knowledge  goes  is  that  chemical  changes  occur  in  substance 
through  the  subtraction  or  the  addition  of  some  particular  element. 
Sometimes  the  mingling  of  several  substances  having  chemical  affin- 
ities, but  respectively  innocuous,  may  produce  a  deadly  poison.  And 
sometimes  the  subtraction  of  an  element  from  a  poisonous  substance 
may  produce  another  that  is  perfectly  harmless.    The  principles  that 
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direct  these  combinations  and  control  the  transformations  effected 
are  beyond  common  knowledge.  They  can  only  become  known 
through  the  special  study  of  the  science  of  chemistry. 

Whether,  then,  the  addition  or  subtraction  of  elements  through 
which  acetphenetidin  may,  in  theory  or  in  practice  be  derived  from 
acetanilid,  produces  such  a  chemical  change  of  substance  that  it 
may  be  truly  said  to  contain  no  acetanilid;  or  produces  a  substance 
which  still  contains  an  appreciable  quantity  or  proportion  of  the 
same,  presents  a  question  of  fact,  which  in  our  opinion,  must  be 
determined  on  the  evidence  of  witnesses  skilled  in  the  science  of 
chemistry. 

To  authorize  the  introduction  of  evidence  an  issue  must  be  raised 
in  the  pleadings. 

As  before  pointed  out,  the  libel  does  not  charge  that  the  statement 
that  the  preparation  contains  no  acetanilid  is  false,  by  reason  of  the 
fact  that  acetphenetidin  does  contain  acetanilid.  It  carefully  con- 
fines itself  to  the  allegation  that  the  statement  is  false  because  it 
does  not  recite  that  there  is  no  quantity  or  proportion  of  any  deriv- 
ative of  acetanilid  contained  therein.  This  clearly  limits  the  charge 
of  misbranding  to  the  failure  to  state  that  acetphenetidin  is  a  deriv- 
ative of  acetanilid.  This  is  but  another  form  of  the  complaint  that 
the  regulation  has  been  violated.  It  does  not  raise  an  issue  of  fact 
as  to  whether  acetphenetidin  actually  contains  a  perceptible  quantity 
of  acetanilid. 

In  accordance  with  these  conclusions^  the  jvdgment  will  he  affirmed. 

Affirmed^ 


[Coart  of  Appeals  of  the  District  of  Columbta.l 

BRErrENBACH  AND  F.  H.  Strong  Company  v.  Eosenberg.  ' 
Decided  AprU  S,  1911. 
1C7  O.  G.,  763 ;  37  App.  D.  C,  102. 

1.  Tkade-Mabks — How  Acquibed — Extent  of  Use. 

Every  trade  must  have  a  beginning,  and  it  would  be  unreasonable  and 
unjust  to  say  that  it  must  be  general  and  the  article  widely  known  before 
the  trade-mark  in  the  name  affixed  to  it  and  indicating  its  origin  can  be 
acquired.  It  is  enough  if  the  article  with  the  adopted  brand  upon  It  is 
actually  a  vendible  article  In  the  market,  with  the  intent  by  the  proprietor 
to  continue  its  production  and  sale. 

2.  Same — Same — Same. 

Testimony  showing  that  good»  bearing  the  mark  **  Chologen/*  which  had 
been  adopted  by  a  German  manufacturer,  were  on  sale  by  wholesale  and 
retail  druggists  in  Hoboken,  Chicago,  and  Detroit  from  the  time  the  goods 
were  first  introduced  into  this  country  Held  sufficient  to  establish  a  trade- 
mark use,  although  the  sales  were  neither  very  great  nor  very  generaL 
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3.  Same — Similarity — "  Ghologestin  " — "  Cholooen." 

The  mark  " Gboloi^estin  *'  so  closely  reBembles  **Cho\og&i'*  an  to  be 
likely,  where  used  upon  goods  of  the  same  general  description,  to  produce 
confusion  in  trade. 

Mr,  Phillip  Carpenter  for  the  appellant. 
Mr,  C.  P,  Goepel  for  the  appellee. 

SlIBPARD,  C,  J,: 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
canceling  a  trade-mark. 

Breitenbach  obtained  registration  of  Ghologestin  as  a  trade-mark 
for  a  medical  remedy,  April  2,  1907.  On  February  11,  1908,  Rosen- 
berg obtained  registration  of  Chologen,  for  a  medical  preparation. 

On  May  24th,  1907,  F.  H.  Strong  Company,  assignee  of  Breiten- 
bach, filed  an  opposition  to  Rosenberg's  registration,  the  ground 
thereof  being  that  the  marks  Chologestin  and  Chologen  were  applied 
to  goods  of  the  same  descriptive  properties,  and  that  the  latter  so 
nearly  resembled  the  former  as  to  be  likely  to  cause  confusion,  etc. 

Rosenberg  answered  the  same,  allegfng  that  if  it  be  the  fact  that 
the  two  marks  so  nearly  resembled  each  other,  etc.,  he  was  entitled 
to  registration,  nevertheless,  because  he  had  adopted  and  used  Cholo- 
gen as  a  trade-mark  long  prior  to  the  first  use  of  the  other  by  the 
opponent. 

The  opponent,  on  September  17,  1907,  asked  leave  to  withdraw 
its  opposition.  The  Examiner  of  Interferences  denied  the  leave,  fol- 
lowing, by  analog}',  the  practice  in  patent  interference  proceedings, 
and  adjudged  that  Rosenberg  was  entitled  to  registration. 

After  obtaining  registrati(m,  Rosenberg  began  this  proceeding  to 
cancel  the  Breitenbach  registration,  alleging  his  adoption  and  use 
of  the  trade-mark  Chologen  in  the  Ignited  States,  long  prior  to  a  like 
use  of  Chologestin  by  atiy  other  person,  as  well  as  its  continued  use 
to  date.  He  also  alleged  that  Chologestin  so  nearly  resembles  his 
trade-mark  as  to  be  likely  to  cause  confusion  in  trade.  Both  the 
Examiner  of  Interferences,  and  the  Commissioner  on  appeal  to  him, 
found  that  Rosenberg  had  adopted  and  used  his  trade-mark  long 
prior  to  that  of  Breitenbach,  and  that  the  two  so  nearly  resembled 
each  other  as  to  be  likely  to  cause  confusion  in  trade.  Hence  the 
order  for  cancelation  was  entered. 

The  first  contention  of  error  in  the  decision  appealed  from,  is  that 
the  use  of  Chologen  by  Rosenberg  had  not  been  of  sufficient  extent, 
or  of  such  a  character  as  to  create  a  trade-mark  right.  As  to  the 
extent  of  the  use,  the  testimony  shows  that  Rosenberg  manufactured 
his  Chologen  tablets  in  Germany.  They  were  first  introduced  into 
the  United  States  by  Dr.  Aaron  of  Detroit,  in  1903,  who  frequently 
prescribed  them  for  patients.     The  doctor  read  a  paper  before  the 
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Detroit  Academy  of  Medicine,  October  23,  1905,  describing  the  tab- 
lets and  recommending  them.  He  first  bought  ten  packages  of  the 
tablets,  each  box  containing  100  labeled  "  Chologen  Tablets."  The 
tablet  is  what  is  called  an  "  ethical  remedy,"  that  is  one  intended 
to  be  sold  only  on  a  physician's  prescription,  and  not  as  a  "  patent 
medicine."  The  doctor  turned  over  some  of  the  packages  to  a  local 
druggist.  Seltzer,  who  supplied  them  on  his  prescriptions.  Seltzer 
began  ordering  the  tablets  from  a  Chicago  dealer  in  1904,  and  later 
direct  from  Rosenberg.  They  were  then  put  up  in  glass  bottles,  in 
quantity  as  before.  Seltzer  handled  about  eight  hundred  packages 
during  1905,  and  the  same  in  1906;  a  slight  increase  in  1907.  They 
were  sold  on  prescriptions,  and  to  other  druggists.  Ehode,  a  Chicago 
druggist,  ordered  from  Rosenburg  about  six  dozen  packages  in  1903, 
repeating  his  orders  about  nine  months  apart.  He  resold  them  only 
on  physician's  prescriptions.  Since  1906,  he  ordered  the  tablets, 
about  two  dozen  bottles  at  a  time,  from  Lehn  &  Fink  of  New  York, 
and  A.  Bruckner  of  Chicago.  He  commenced  to  sell  some  to  job- 
bers in  1904.  In  all,  he  had  sold  about  three  hundred  packages  on 
prescriptions  and  about  two  hundred  and  fifty  to  the  trade.  Allien 
sold  on  prescription  they  were  a  few  at  a  time,  and  were  taken  from 
the  original  package  and  put  up  in  the  druggist's  own  boxes.  Lehn 
&  Fink,  wholesale  druggists  of  Hoboken,  N.  J.,  purchased  from 
Rosenberg,  under  an  arrangement  including  advertisement,  and  have 
been  selling  small  quantities  to  the  trade  since  1903.  The  bottles 
always  bore  the  label,  "  Chologen  Tablets."  While  the  testimony  is 
uncertain  as  to  the  amount  of  sales,  and  indicates  that  they  were 
neither  very  great,  nor  general,  it  shows  that  the  goods  under  the 
aforesaid  label,  were  on  sale  by  wholesale  and  retail  druggists  in 
Hpboken,  Chicago,  and  Detroit,  from  1903  to  the  time  of  taking  testi- 
mony. The  beginning  of  these  sales  long  outdated  the  use  of  Cholo- 
gestin  by  Breitenbach  or  his  assignee.  We  agree  with  the  Commis- 
sioner that  the  evidence  is  sufficient  to  establish  a  trade-mark  use. 
It  was  affixed  to  the  bottles  containing  the  tablets,  in  good  faith,  and 
a  trade  was  established  in  the  goods  in  three  States,  though  to  a. 
limited  extent. 

Every  trade  must  have  a  beginning,  and  it  would  be  unreasonable 
and  unjust  to  say  that  it  must  be  general,  and  the  article  widely 
known  before  the  trade-mark  in  the  name  affixed  to  it,  and  indicat- 
ing its  origin  can  be  acquired.  The  subject  is  so  ably  discussed,  and 
the  like  conclusion  so  convincingly  stated  in  an  opinion  of  the  Circuit 
Court  of  Appeals  of  the  Seventh  Circuit,  that  we  shall  content  our- 
selves with  the  following  extract  therefrom,  which  we  entirely 
approve : 

It  18, enough,  we  think,  if  the  article  with  the  adopted  brand  npon  it  is 
actually  a  vendible  article  In  the  market,  with  the  intent  by  the  proprietor  to 
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continue  its  production  and  sale.  It  is  not  essential  that  its  use  has  been  long 
continued,  or  that  the  article  should  be  widely  known,  or  should  have  attained 
great  reputation.  The  wrong  done  by  piracy  of  the  trade-marlc  is  the  same 
in  such  case  as  In  that  of  an  article  of  high  and  general  reputation,  and  of 
long-continued  use.  The  difference  Is  but  one  of  degree,  and  in  the  quantam 
of  injury.  A  proprietor  is  entitled  to  protection  from  the  time  of  commencing 
the  user  of  the  trade-mark.  (Malzkaffee  Fahriken  v.  Kneipp  Med,  Co.,  82  Fed. 
Rep.,  321.) 

Apparently  it  was  not  feasible  to  label  each  tablet  separately;  the 
only  practicable  method  was  that  adopted,  namely,  to  affix  the  trade- 
mark to  each  small  bottle  containing  100  of  the  tablets. 

We  also  agree  with  the  conclusion  of  the  Commissioner  that  Cho- 
logestin  so  closely  resembles  Chologen  as  to  be  likely,  when  used  upon 
goods  of  the  same  general  description,  to  produce  confusion  in  trade. 
The  contention  of  the  appellant  that  non-resemblance  between  the 
marks  has  been  conclusively  established  by  the  decision  in  the  oppo- 
sition proceeding  is  untenable.  Rosenberg  did  not  deny  that  there 
was  this  resemblance  between  the  two  marks  in  his  answer.  Evi- 
dently, the  only  question  there  decided  was  priority  of  adoption  and 
use.  If  that  decision  should  have  any  weight  at  all  on  that  point  it 
would  be  against  Breitenbach's  present  contention,  rather  than  in  its 
support. 

The  special  ground  of  his  contention  was,  that  having  registered 
Chologestin,  he  would  be  damaged  by  the  registration  of  Chologen  by 
Rosenberg,  because  of  the  similarity  of  the  two  marks.  Rosenberg 
did  not  deny  this,  but  based  his  right  to  registration,  on  prior  adop- 
tion and  use,  which  fact  he  established  in  that  proceeding  as  well  as 
in  this. 

There  was  no  error  in  the  decision  and  it  will  he  affirmed.  It  is  so 
ordered,  and  that  this  decision  be  certified  to  the  Commissioner  of 
Patents. 

Afflrmed. 


[Court  of  Appeals  of  the  District  of  Colambfa.] 

International  Food  Company  v.  Price  Baking  Powder  Compant. 

Decided  April  5,  1911. 

167  O.  G.,  765;  37  App.  D.  C,  137. 

Trade-Mabks — "  Cream  "  for  Baking-Powdeb— Not  Descriptivk. 

The  word  "Cream,"  as  applied  to  baking-powder.  Held  to  constitute  a 
valid  technical  trade-mark. 

Mr.  A.  C.  Paul  and  Mr.  W.  G.  Henderson  for  the  appellant. 
Mr.  Archibald  Cox  for  the  appellee. 
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Van  Orsdel,  /.; 

This  is  an  opposition  by  the  appellant  ccnnpany  to  the  registration 
of  the  word  "  Cream  "  as  a  trade-mark  for  baking-powder  by  the 
appellee  company.  It  was  held  to  be  entitled  to  registration  by  both 
the  tribunals  of  the  Patent  Office.  From  the  decision  of  the  Com- 
mi&sioner  dismissing  the  opposition  this  appeal  was  taken. 

It  appears  that  appellee  has  used  the  mark  since  1866  in  connection 
witli  "  Dr.  Price's  "  or  "  Price's  Baking  Powder."  It  is  conceded 
that  appellee  was  the  prior  user.  Hence  the  sole  question  here  pre- 
sented is  whether  or  not  the  word  "  Cream  "  is  registrable  as  a  tech- 
nical trade-mark  for  baking-powder.  This  question  has  been  before 
the  courts  and  in  each  instance  it  has  been  held  to  be  a  valid  technical 
trade-mark.  {Price  Baking  Powder  Co.  v.  Fyfe,  45  Fed.  Rep.,  799; 
Albers  Bros.  Milling  Co.  v.  Acme  Mills  Co.^  171  Fed.  Rep.,  989.  See 
also  Paul  on  Trade-Marks^  sec.  64.) 

With  the  conclusions  reached  in  these  cases  and  in  the  opinion  of 
the  Commissioner  of  Patents,  we  find  no  reason  to  disagree. 

The  decision  of  the  Commissioner  is  affirmed^  and  the  clerk  is 
directed  to  certify  these  proceedings  as  by  law  required. 

Afflrm^d. 

Mr.  Chief  Justice  Shepard  dissenting. 


if 


[Court  of  Appeals  of  the  District  of  Colnmbla.1 

Nestle  and  Anglo-Swiss  Condensed  Milk  Company  v.  Walter 
Baker  &  Company,  Limited. 

Decided  ApHl  7,  Wn. 

167  O.  G..  765;  37  App.  D.  C,  14a 

1.  Tbade-Mabks — Opposition  Rights  Limited  bt  Use  oi  Others. 

Where  opposer  was  uot  the  originator  of  the  trade-mark  consisting  of 
a  waitress  in  Quaker  or  Puritan  costume  carrying  a  tray,  Held  that  it . 
has  no  right  to  exclude  every  one  else  from  using  the  representation  of  a 
woman  as  a  trade-mark  upon  goods  similar  to  that  manufactured  by  it 

2.  Same — Same — Similarity. 

A  mark  consisting  of  the  words  *'  Milkmaid  Brand  '*  and  the  repres^ta- 
tion  of  a  milkmaid  In  Swiss  costume  supporting  one  pail^n  her  head  and 
carrying  another  in  her  hand.  Held  not  so  similar  to  a  mark  consisting 
of  the  representation  of  a  waitress  in  Quaker  or  Puritan  costume  carry- 
ing a  tray  supporting  cups  as  to  deceive  purchasers  and  cause  confusion 
in  the  trade. 

Mr.  Jam^es  Hamilton  for  the  appellant. 
Messrs.  Putnam  <&  Putnam  for  the  appellee. 
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KOBB,  /.; 

This  is  an  appeal  from  a  decisioii  of  the  Commissioner  of  Patents 
sustaining  appellee's  opposition  to  the  registration  by  appellant  of  a 
trade-mark  for  "  cocoa  with  milk  and  chocolate  with  milk,"  the 
mark  consisting  of  the  words  ^'  Milkmaid  Brand  "  and  the  representa- 
tion of  a  milkmaid  in  Swiss  costume  supporting  a  pail  on  her  head 
and  carrying  another  pail  in  her  hand.  We  reproduce  the  mark 
below. 

MILKMAID   BRANP 


Appellee's  mark,  registered  July  4th,  1905,  and  applied  to  "cocoa, 
chocolate,  broma,  and  cocoa  preparations,"  consists,  according  to  the 
statement  in  appellee's  application  for  registration, 

of  a  picture  of  a  girl  or  a  woman  taken  from  the  picture  known  as  "La  Belle 
Chocolatlere," 

specifically,  the  representation  of  a  waitress  in  Quaker  or  Puritan 
costume  carrying  a  tray  supporting  cups,  as  shown  below. 


Appellant  has  long  been  an  extensive  manufacturer  of  and  dealer 
in  milk  preparations.  In  1876  it  registered  in  England,  as  a  trade- 
mark for  cocoa  and  milk  and  also  for  chocolate  and  milk,  the  mark 
which  it  here  seeks  to  have  registered,  and  in  1880  it  obtained  in 
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Switzerland  the  registration  of  the  same  mark  for  coffee  and  milk. 
chocolate  and  milk,  and  coeoa  and  milk.  In  the  application  before 
us  applicant  makes  oath  that  it  has  used  its  mark  since  1870. 

Appellee  is  not  the  originator  of  its  mark.  The  identical  mark  was 
registered  by  J.  G.  Worth,  May  28th,  1872,  as  a  trade-mark  for  teas, 
coffees,  and  spices.  A  mark  very  similar  to  appellee's  was  registered 
May  Ist,  1877,  to  Davis,  Sacker  A  Perkins,  as  a  trade-mark  for  coffee. 
The  figure  of  a  woman  in  various  co^umes  has  many  times  been 
registered  as  a  trade-maris  for  similar  goods. 

Both  sides  took  testimony.  It  is  unnecessary  to  review  appellant^s 
evidence  and  we  shall  only  briefly  allude  to  that  of  appellee.  No 
actual  confusion  has  been  shown.  The  nearest  approach  to  it  in  the 
testimony  adduced  by  appellee  is  that  in  some  instances  purchasers, 
would  ask  for  its  goods  as  chocolate  with  the  picture  of  a  girl  on  it^ 
or  chocolate  with  a  girl  on  it ;  but  as  pointed  out  in  the  opinion  of 
the  Examiner  of  Interferences,  whose  decision  was  in  favor  of  ap- 
pellant, 

the  Bse  of  this  exprecNBion  by  these  purchasers  does  not  negative  or  exclude  the 
possihlllty  that  they  had  hi  their  mind  a  definite  conception  or  mental  Im- 
pression of  the  distinctive  and  fanciful  features  of  opposer*s  mark,  such  ns 
would  have  enabled  them  to  easily  recognize  the  mark  of  applicant  as  sub- 
stantially different  therefrom,  nor  that  this  expression  was  not  used  by  some; 
for  instance  by  children  and  foreigners,  merely  because  of  a  lack  of  command 
of  the  English  language,  or  by  others  not  so  handicapped  merely  to  avoid  the 
trouble  and  loss  of  time  involved  in  specifying  in  detail  the  fanciful  and  dis- 
tinctive features  of  this  mark.  *  *  •  That  some  of  the  witnesses  who 
used  this  expression  had  a  very  clear  and  definite  conception  of  these  fanciful 
and  arbitrary  features  appears  from  their  testimony.  Thus,  for  Instance,  the 
witness  Laidy,  a  housewife  who  states  (Q.  9,  X-Q.  15)  that  she  sends  her 
child  to  the  store  "  to  buy  a  package  with  the  full  loigth  woman  on  it  that  has 
a  Quaker  costume,"  is  able  to  give  from  memory  a  very  accurate  description  of 
the  distinctive  features  of  epposer's  mark. 

After  all,  in  a  case  of  this  kind,  an  ocular  inspection  of  the  marks 
constitutes  the  most  satisfactory  evidence.  (Leachen  cfe  Som  Rope 
Co.  V.  Broderick  cfe  Bascom  Rope  Co.,,  ante^  312;  164  O.  G.,  977; 
36  App.  D.  C,  451 ;  Layton  Pure  Food  Co.  v.  Church  cfi  Dwigkt  Co.y 
182  Fed.  Rep.,  24.) 

As  above  noted,  appellee  copied  rather  than  originated  its  mark. 
Indeed,  if  its  contentions  in  'WdlteT  Baker  &  Co.  v.  Harrison  (C.  D., 
1909,  284;  138  O.  G.,  770;  32  App.  D.  C,  272)  and  in  the  present 
case,  should  be  accepted  to  their  full  extent,  it  would  be  a  question 
whether  it  ever  had  any  right  at  all  to  the  mark.  Certain  it  is 
that  not  being  the  originator  of  the  mark  it  has  no  right  to  exclude 
every  one  else  from  using  the  representation  of  a  woman  as  a  trade- 
mark upon  similar  goods,  {Liggett  and  Myers  Tobacco  Co.  v.  Fimery 
C.  D.,  1888,  525;  45  O.  G.,  943;  128  U.  S.,  182,)  conceding  for  the 
purposes  of  this  case  only  that  it  might  have  had  that  right  had  it 
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been  an  originator  instead  of  a  copier.  Assuming,  therefore,  that 
*ach  of  the  parties  to  this  proceeding  has  the  right  to  the  representa- 
tion of  a  woman  as  a  trade-mark,  the  only  question  before  us,  our 
jurisdiction  being  purely  statutory,  is  whether  the  marks  in  issue 
«re  so  nearly  alike  as  to  deceive  purchasers  and  therefore  cause  con- 
fusion in  trade. 

"  Milkmaid  Brand  "  is  a  constituent  part  of  appellee's  mark  and 
we  must  so  consider  it  here.     {Morgan  En/velope  Company  v.  Walton^ 

C.  D.,  1897,  830;  81  O.  G.,  1615;  82  Fed.  Rep.,  469;  FiOey  v. 
Fassett,  44  Mo.,  173;  in  re  Hopkins,  C.  D.,  1907,  549;  128  O.  G.,  890; 
-29  App.  D.  C,  118 ;  Planten  v.  Canton  Co.,  C.  D.,  1909,  408 ;  143  O.  G., 
1113;  33  App.  D.  C,  268.)  It  logically  follows,  therefore,  that  the 
word  "  Milkmaid  "  in  "  Milkmaid  Brand  "  is  the  alternative  of  the 
figure  of  the  milkmaid  beneath ;  in  other  words,  "  Milkmaid  "  and  the 
pictorial  representation  mean  the  same  to  the  public.  The  right  to 
^'mploy  one  necessarily  includes  the  right  to  employ  both.  That  no 
one  would  fail  to  recognize  the  mark  in  its  entirety  as  the  repre- 
sentation of  a  milkmaid  and  hence  associate  the  goods  to  which  it 
^ipplies  as  the  "  Milkmaid  Brand,"  we  think  too  apparent  to  require 
further  discussion. 

Mr.  Justice  Van  Orsdel,  delivering  the  opinion  of  the  court  in 
Walter  Baker  cfe  Co.  v.  Harrison  {supra),  in  commenting  upon  the 
similarity  between  appellee's  mark  and  the  other  mark  there  in- 
volved, said : 

The  style  of  dress  shown  in  each  mark  is  the  same,  hdng  the  style  at  once 
recognized  as  that  of  a  Quaker  lady. 

The  description  is  apt  and  to  our  minds  controlling  on  the  question 
of  similarity  in  the  present  case.  We  are  unable  to  find  that  any 
one  of  average  discernment  would  be  likely  to  take  one  mark  for 
the  other, — to  confuse  the  "Quaker  lady"  with  the  "Swiss  milk- 
maid." It  must  be  borne  in  mind  that  appellant  adopted  its  mark 
in  good  faith  and  without  any  intention  of  simulating  the  mark  of 
appellee.  The  suggestions,  therefore,  in  American  Stove  Co.  v. 
Detroit  Stove  Works  (C.  D.,  1908,  407;  134  O.  G.,  2245;  31  App. 

D.  C,  304)  and  in  Wm.  A.  Rogers,  Ltd.  v.  International  Silver  Go. 
(C.  D.,  1910,  391;  155  O.  "G.,  554;  34  App.  D.  C,  484)  do  not  here 

Appellee  urges  the  applicability  of  the  decision  in  Walter  Baker  <fe 
Co.  V.  Puritan  Food  Co.  (139  Fed.  Eep.,  680)  to  this  case.  It  is 
necessary  only  to  say  that  there  was  much  greater  similarity  between 
the  marks  in  that  case  than  between  the  marks  in  this.  There  the 
mark  of  the  Puritan  Food  Company  was  the  full  length  figure  of  a 
woman  dressed  in  Puritan  costume. 

The  decision  of  the  Commissioner  is  reversed  and  the  clerk  will 
certify  this  opinion  as  by  law  required. 

Reversed. 
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Van  Orsdel,  /.,  dissenting: 

I  am  unable  to  agree  with  the  views  expressed  in  the  opinion  of 
the  majority  of  the  court.  The  question  presented  is,  whether  or  not 
the  marks  are  of  such  similarity  as  to  be  likely  to  create  confusion 
in  trade.  A  large  number  of  witnesses,  consisting  of  aiJpellee's  ad- 
vertising manager,  several  demonstrators  of  the  goods  sold  by  it,  a 
number  of  grocers  who  handled  the  goods,  and  a  number  of  con- 
i^umers,  were  introduced  by  appellee  company.  The  witnesses  were 
c^xamined  as  to  the  likelihood  of  these  two  marks  creating  confusion 
in  trade.  The  evidence  considered  as  a  whole  is  to  the  effect  that  the 
goods  of  the  appellee  company  are  called  for  in  the  trade  as  the 
"chocolate  with  the  woman  on  it,"  the  "chocolate  with  the  girl  on 
it,"  "chocolate  with  a  girl,"  "chocolate  with  a  woman,"  and  similar 
expressions.  This  testimony,  coming  from  a  large  number  of  wit- 
nesses, some  of  whom,  at  least,  must  be  regarded  as  disinterested, 
stands  unimpeached.  While  the  marks  differ  somewhat,  they  both 
represent  the  full-length  figure  of  a  woman;  and,  while  the  style 
of  dress  is  somewhat  different,  I  am  of  opinion,  in  the  light  of  the 
evidence,  that  appellant's  mark  comes  within  the  inhibition  of  the 
statute.  (33  Stat.  L.,  725,  chap.  592;  U.  S.  Comp.  Stat.  Supp.,  1907, 
1010.)  Neither  is  the  probability  of  confusion  reduced  by  the  ap- 
pellant's use  of  the  words  "  Milkmaid  Brand,"  since  the  goods  upon 
which  both  marks  are  used  are  not  only  goods  of  the  same  descriptive 
qualities,  but  are  identically  the  same  quality  of  goods. 

In  Walter  Baker  &  Co.  v.  Puritan  Pure  Food  Co.  (139  Fed.  Rep., 
(580)  the  court,  considering  the  similarity  between  appellee's  mark 
in  the  present  case  and  a  full-length  figure  of  a  woman  dressed  in 
Puritan  costume  standing  beside  a  rock,  said : 

Complainant  contends  that  the  picture  displayed  by  the  defendant  upon  its 
standard  cans  and  packages,  in  connection  with  its  commodity,  though  of 
different  color  and  differentiating  accessories,  is  nevertheless  a  counterfeit  of 
its  previously-adopted  trade-mark.  Evidence  has  been  introduced  to  show  that 
complainant  has  constantly  used  its  trade-mark  or  emblem  since  about  1875, 
und  at  enormous  expense  has  thus  advertised  its  product  in  the  leading  news- 
pai)ers  and  periodicals  published  throughout  the  United  States  and  Canada. 
As  a  natural  result  thereof,  complainant's  appropriation  not  only  attracted  the 
attention  of  the  public  generally,  but  was  the  means  of  identification  of  its 
chocolates  and  cocoa  by  the  consumer.  That  such  chocolate  and  cocoa  is  fre- 
quently purchased  and  designated  by  the  buyer  as  "  the  cocoa  with  the  picture 
of  the  woman  or  girl,"  or  "the  chocolate  with  the  picture  of  the  lady,"  is 
abundantly  established  by  the  evidence.  ♦  •  •  For  the  foregoing  reasons, 
despite  the  differences  in  colors  and  direction  in  which  the  figures  face,  I  have 
reached  the  conclusion  that  defendant's  trade-mark  adopted  and  used  by  it  is 
In  similitude  with  that  of  complafnant;  that  confusion  is  likely  to  arise,  and 
the  goods  of  defendant  be  purchased  in  the  belief  that  they  are  those  of 
complainant. 

The  expressions  by  which  the  appellee's  mark  is  shown  by  the 
testimony  to  be  known  to  the  trade — "  the  cocoa  with  the  picture  of 
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the  lady  on  it,"  or  "the  chocolate  with  the  picture  of  the  lady  on 
it" — would  apply  equally  to  appellant's  mark.  It  is  estimated  by 
the  tribunals  of  the  Patent  Office  that  the  evidence  in  the  record 
discloses  that  twenty  per  cent,  of  the  persons  calling  for  appellee's 
goods  call  for  them  by  one  or  the  other  of  the  above  titles,  and  a 
careful  review  of  the  evidence  convinces  me  that  this  estimate  is 
substantially  correct.  The  rule  stated  by  the  court  in  the  case  of 
WayTie  County  Preserving  Co.  v.  Burt  Olney  Canning  Co,  (C.  D., 
1909,  318;  140  O.  G.,  1003;  32  App.  D.  C,  279)  would  seem  to  apply 
with  equal  force  to  the  present  case.    In  that  case  the  Court  said : 

Just  what  degree  of  resemblance  is  necessary  to  briug  about  coufusiou  io 
trade  is  incapable  of  exact  definition.  About  all  that  can  be  said  is,  that  no 
person  engaged  in  trade  can  adopt  a  trade-mark  so  resembling  that  of  another 
trader,  when  applied  to  the  same  class  of  goods,  as  will  mislead  a  purchaser  in 
buying  with  ordinary  caution.  The  rule  announced  by  the  Supreme  Court  In 
McLe<m  v.  Fleming  (C.  D..  1878,  262;  13  O.  G..  913;  96  U.  8.,  245)  is  as  follows: 
"Two  trade-marks  are  substantially  the  same  in  legal  contemplation,  if  the 
resemblance  Is  such  as  to  deceive  an  ordinary  purchaser  giving  such  attention 
to  the  same  as  such  a  purchaser  usually  gives,  and  to  cause  him  to  purchase 
the  one  supposing  it  to  be  the  other." 

See  also  Gorham  Co.  v.  White,  (2  O.  G.,  592;  14  Wall.,  511.) 
The  opinion  of  the  majority  of  the  court  ignores  largely  the  evi- 
dence upon  which  in  my  judgment  the  case  turns,  and  rests  the 
decision  in  appellant's  favor  upon  a  theory  of  equity  which  has  no 
bearing  upon  this  case.  The  sole  question  for  consideration  is 
whether  the  mark  sought  to  be  registered  by  appellant  is  such  as  to 
cause  confusion  in  trade  with  appellee's  mark.  The  equities  sur- 
rounding appellant's  use  of  the  mark  are  not  to  be  here  considered. 
It  is  not  material  that  appellant  used  this  mark  extensively  in  for- 
eign countries.  Appellee  has  the  prior  right  here,  and,  if  appellant's 
mark  is  such  as  to  create,  confusion  in  trade,  the  opposition  should 
be  sustained. 


[Court  of  Appeals  of  the  District  of  Colambia.] 

In  re  Ellis. 

Decided  May  /,  1911. 

167  O.  G.,  9S1 ;  37  App.  D.  C,  203. 

Patentabujtt — Finis H-R£ifOYEB — Genebic  Expbession. 

Claims  for  a  flulsh-remover  inchidlng  the  expression  "a  liqui<}.  finish* 
solvent  ketontc  derivative  of  a  cyclic  CH,  hydrocarl>on  "  Held  not  objec- 
tionable as  failing  to  define  the  Invention  disclosed  where  it  appears  that 
fifteen  or  twenty  substances  are  named  in  the  specification  as  suitable  in- 
gredients for  a -finish-remover  and  It  does  not  appear  that  there  is  any 
other  term  which  is  accurately  generic  to  those  named. 
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Mr.  Melville  Church  and  Mr,  Harry  Duncan  for  the  appellant. 
Mr.  R.  F.  Whitehead  for  the  Commissioner  of  Patents. 

Van  Orsdel,  /.; 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Pat- 
ents refusing  to  grant  certain  claims  made  by  appellant  in  an  appli- 
cation for  finish-removers.  The  Primary  Examiner  rejected  these 
claims  on  the  grounds,  first,  that  they  were  devoid  of  invention,  and, 
second,  that  to  grant  them  would  allow  appellant  to  cover  composi- 
tions of  matter  to  which  he  was  not  entitled.  On  appeal  the  Board 
of  Examiners-in-Chief  reversed  the  decision  of  the  Primary  Exam- 
iner as  to  the  first  ground  of  rejection,  but  affirmed  it  as  to  the  sec- 
ond.   This  decision  was  affirmed  by  the  Commissioner. 

The  appealed  claims  are  eight  in  number,  the  following,  however, 
being  sufficient  to  illustrate  the  invention  : 

7.  The  flnlsh-remover  comprising  composite  finish-solvent  material  including 
a  liqnld,  finish-solvent,  ketonlc  derivative  of  a  cyclic  CHi  hydrocarbon. 

11.  The  flnish-remover  comprising  composite  finish-solvent  material  includ- 
ing a  liquid,  finish-solvent,  ketonic  derivative  of  a  cyclic  CHs  hydrocarbon  and 
misclble  solvent  material  of  u  generally  penetrating  and  loosening  character. 

The  invention  is  described  by  the  Primary  Examiner  as  follows: 

The  Invention  relates  to  paint-removers.  The  well-known  paint- removers 
contain  solvents  on  the  order  of  benzol,  other  solvents  on  the  order  of  alcohol 
and  stlfTening  material.  The  present  invention  uses  in  addition  to  the  above 
well-known  ingredients  cyclic  CH2  hydrocarbons,  as  hexahydrobenzol,  or  deriva- 
tives of  cyclic  hydrocarbons,  as  adipin  ketone. 

The  Patent  Office  has  confined  appellant  to  claims  specifying  adi- 
pin ketone  as  an  ingredient.  In  his  application,  however,  he  has 
enumerated  many  other  substances  of  the  same  chemical  group,  which 
possess  the  same  properties  as  adipin  ketone,  and  which  may  be  used 
with  equally  satisfactory  results.    The  specification  states: 

Many  of  the  cyclic  CHj  hydrocarbons  and  their  derivatives  are  valuable  as 
finish  solvents  in  removers  such  as  the  cyclic  parafllns  including  cycloheptane 
or  pen ta methylene,  vinyl  trimethylene,  suberane  or  cycloheptane,  hexahydro 
benzenes  or  naphthenes  embracing  hexahydrobenzol,  hexahydrotoluol  and  the 
like.  Many  Immediate  derivatives  of  these  cyclic  paraffins  or  cyclic  hydrocar- 
bons are  also  desirable  finish-solvents,  such,  for  example,  as  acetyltrlmethylene, 
dltera  methylene  ketone,  adipin  ketone  (ketopent  a  methylene,)  methyl  cyclo- 
penteuon,  cyclopeutane  carboxylic  acids,  suberone,  cyclohexonol,  pimelin  ketone, 
hexahydrometatolulc  acid  and  similar  carboxylic  adds  of  the  hydro-aromatic 
group  and  other  oxygenated  or  halogenated  bodies  thereof. 

It  was  held  by  the  Patent  Office  that  to  grant  the  claims  here 
under  consideration  will  extend  the  scope  of  appellant's  invention 
beyond  that  to  which  he  is  entitled,  and  will  permit  him  to  stand  in 
the  path  of  subsequent  inventors  in  the  same  art.  It  was  also  held 
that  to  determine  which  of  the  cyclic  CHj  hydrocarbons  not  men- 
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tioned  in  the  application  are  finish-solvents  will  require  experiment. 
But  the  injustice  to  which  this  ruling  will  lead  is  manifest.  Counsel 
for  appellant  stated  at  bar,  and  it  was  not  controverted,  that  no 
phraseology  other  than  that  of  the  claims  here  in  issue  could  be 
employed  in  broadly  defining  the  invention,  and  that,  if  these  claims 
be  not  allowed,  appellant  will  be  limited  to  a  patent  covering  the 
use  of  adipin  ketone  only.  This  would  furnish  him  little  or  no  pro- 
tection in  the  practice  of  his  invention.  A  competitor  could  use 
with  impunity  any  of  the  numerous  equivalents  specified  by  appel- 
lant, and  not  come  within  the  scope  of  the  patented  claims. 

The  object  of  the  patent  laws  is  to  secure  to  the  inventor  the  full 
rewards  of  his  invention.  He  is  not  limited  to  the  use  of  one  spe- 
cific substance,  but  his  patent  covers  all  known  equivalents.  In 
Robinson  on  Patents  (sees.  257  and  258)  it  is  said: 

As  the  substitution  of  equivalents  works  no  variation  in  the  substance  of  an 
invention,  so  all  equivalents,  whether  actually  known  to  the  inventor  or  not, 
are  covered  by  his  patent.  *  •  •  The  doctrine  of  equivalents  applies  alike 
to  aU  classes  of  inventions,  and  to  all  inventions  of  whatever  class.  Equiva- 
lents in  an  art  or  process  are  such  acts  as,  in  accordance  with  preceding  rules^ 
are  interchangeable  with  those  which  the  inventor  has  himself  employed.  •  «  * 
In  compositions  of  matter,  substances  which  at  the  granting  of  the  patent  w^re 
known  as  capable  of  serving  the  same  purpose  in  the  composition  as  the  in- 
gredients actually  employed  become  thereby  their  chemical  equivalents. 

But  the  specification  and  claims  must  be  broad  enough  to  cover 
them.     (Read  HoUiday  <&  Sons  v.  Skulze-Berge^  78  Fed.  Rep.,  49;^.) 

Neither  do  we  think  that  the  allowance  of  the  claims  in  issue  will 
have  the  effect  attributed  by  the  Patent  OflSce.  The  claims  of  the 
patent  must  be  construed  in  the  light  of  the  specifications  and  draw- 
ings, and  may  be  limited,  but  not  enlarged,  by  them.  {Paper  Bag 
Patent  Case,  C.  D.,  1908,  594;  136  O.  G.,  1297;  210  U.  S.,  405.)  Here 
appellant  has  specified  numerous  substances  which  he  declares  are  not 
only  finish-solvents  themselves,  but  are  similar  to  others  in  the  class 
which  he  seeks  to  cover  by  the  appealed  claims.  They  are  sufficient 
to  convey  to  one  skilled  in  the  art  the  nature  of  the  chemicals  which 
will  accomplish  the  desired  result.  The  range  of  equivalents  depends 
upon  the  nature  and  extent  of  the  invention.  If  the  invention  be 
broad  and  primary,  the  range  of  equivalents  will  be  likewise  broad ; 
if  the  invention  be  but  an  improvement  over  the  prior  art,  the  range 
of  equivalents  will  be  correspondingly  restricted.  {Paper  Bag  Pat- 
ent Case,  supra.) 

But  the  equivalent,  the  use  of  which  is  sought  to  be  embraced  in 
the  patent,  must  be  one  known,  or  which  could  have  been  known 
without  the  exercise  of  inventive  skill,  at  the  time  of  the  patent.  In 
the  case  of  American  Sulphite  Co.  v.  Howland  Falls  Co.  (C.  D.,  1897, 
559;  80  O.  G.,  515;  80  Fed.  Eep.,  395)  the  following  was  quoted  with 
approval  from  Read  HoUiday  <&  Sons  v.  Shulze-Berge,  supra: 
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I  think  tbe  law  must  be  that  where  the  new  ingredient  is  such  as  would 
have  been  known  to  or  employed  by  the  ordinary  skilled  practical  chemist,  or 
is  such  as  would  naturally  have  been  developed  In  the  growth  of  the  art,  and 
the  substitution  thereof  involves  no  alteration  or  new  operation  or  result,  it  1» 
covered  by  the  patent,  provided  the  specifications  and  claims  are  sufficiently 
broad  to  include  it.     (Rob.  on  Pats.,  sec.  257 ;  Walk,  on  Pats.,  sec.  354.) 

And  in  Standard  Paint  Co.  v.  Bird  (176  Fed.  Rep.,  346)  the  same 
rule  was  laid  down  as  follows :    . 

To  infringe  a  patent  of  this  description,  the  alleged  infringer  must  use  the 
ingredients  claimed  to  be  those  used  in  the  process,  or  used  to  form  tbe  product, 
or  a  "  well-known  "  equivalent  therefor.  It  is  not  sufficient  that  tests  or  experi- 
ments have  shown  that  some  substance  not  claimed,  and,  at  the  time  the  patent 
was  applied  for  and  granted,  not  known  to  be  an  equivalent,  had  proved  Just  as 
good  or  just  as  efficient  in  the  combination  as  a  substitute  for  tbe  ingredient 
claimed.  {QUI  v.  Wells,  6  O.  G..  881 ;  22  Wall.,  1 ;  Seymour  v.  Oshome,  11  Wall.,. 
555;  Brown  v.  StiHwelh  57  Fed.  Bep.,  731;  Bawell  v.  Lindsay,  C.  D.,  1885,  210; 
31  O.  G.,  129;  113  U.  S.,  97.) 

The  Patent  OflSce  relies  upon  the  case  of  Incandescent  Lamp  Patent 
(C.  D.,  1895,  675;  73  O.  G.,  1289;  159  U.  S.,  465)  and  Matheson  v. 
Campbell,  (C.  D.,  1897,  390;  79  O.  G.,  686;  78  Fed.  Rep.,  910.)  The 
former  case  is  easily  distinguished  from  the  case  at  bar.  There,  the 
plaintiffs  had  discovered  that  carbonized  paper  could  be  used  as  the 
filament  for  incandescent  lamps.  They  did  not,  however,  confine 
themselves  to  such  material,  but  also  made  claims  to  filaments  of 
carbonized  fibrous  and  textile  material.  It  appeared  that  an  examina- 
tion  of  over  six  thousand  vegetable  growths  showed  that  none  of  them 
could  be  used  for  that  purpose.  It  was  only  after  experiments  lasting 
several  months  that  the  defendant  discovered  a  substitute  in  a  certain 
kind  of  bamboo.  At  the  time  of  plaintiffs'  patent  there  were  no 
known  equivalents  of  their  carbonized-paper  filament,  and  appar- 
ently none  could  have  been  ascertained  without  invention.  The  Court 
in  holding  them  limited  to  a  claim  for  the  material  they  had  de- 
scribed used  the  following  language: 

If  the  patentees  had  discovered  in  fibrous  and  textile  substances  a  quality- 
common  to  them  all,  or  to  them  generally,  as  distinguishing  them  from  other  ^ 
materials,  such  as  minerals,  etc.,  and  such  quality  or  characteristic  adapted 
them  peculiarly  to  incandescent  conductors,  such  claim  might  not  be  too  broad. 

The  case  at  bar  being  an  ex  parte  proceeding  for  the  allowance 
of  certain  claims  contains  no  testimony  to  show  whether  or  not  sub- 
stances of  the  class  called  for  in  appellant's  claims  are  generally 
capable  of  dissolving  finish.  But  as  appellant  has  specified  a  large 
number  of  substances  containing  the  ccnnmon  quality  which  fits  them 
for  use  in  his  invention,  in  the  absence  of  evidence  to  the  contrary, 
we  believe  that  the  doubt  should  be  resolved  in  his  favor. 

Where  there  is  a  serious  doubt  left  in  the  mind  of  this  court  we  believe 
that  that  doubt  should  be  resolved  in  favor  of  the  one  seeking  a  patent,  for 
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If  bis  claim  be  denied  he  bas  nothing  with  which  he  can  go  into  court  and 
attempt  to  enforce  a  lawful  monopoly.  {In  re  SchrauhBiadter,  C.  D.,  1906.  541 ; 
120  O.  G.,  1167;  26  App.  D.  C,  331.) 

The  case  of  Matheson  v.  Campbell^  suprcL^  might  also  be  distin- 
guished on  the  ground  that  the  patentee  had — 
himself  experimented  only  with  three  or  four  bodies  out  of  a  group  of  hundreds. 

But  if  not,  it  has  not  been  followed  by  the  later  decisions.  In 
Fullerton  v.  Anderson^  (166  Fed.  Rep.,  443,)  a  case  closely  analogous 
to  the  one  at  bar,  the  patent  before  the  court  was  for  a  process  for 
bleaching  nuts,  in  which  a  weak  acid  was  specified  as  an  ingredient. 
In  discussing  a  contention  similar  to  that  made  by  the  Patent  Office 
here,  the  Court  said : 

But  it  is  said  that  the  term  "  weak  acid  *'  is  indefinite,  and  that  the  appel- 
lant, which  used  diluted  sulfuric  acid,  was  not  precluded  from  such  use,  since 
sulfuric  acid  is  not  a  weak  acid,  and  no  standard  of  acidity  is  fixed  by  the 
term  "weak  acid."  But  by  specifically  referring  to  the  use  of  vinegar,  ihe 
1)8  ten  tee  has  made  known  the  standard  of  acidity  of  the  acid  which  will  opernte 
successfully  with  the  solution.  He  declares  in  his  specifications  that  he  has 
found  that,  while  many  acids  might  produce  the  result  of  liberating  tb^gns, 
a  safe  acid  for  the  purpose  Is  acetic  acid  or  vinegar.  In  his  claim  be  con- 
fines himself  to  no  8i)ecific  acid.  The  ap|)ellant  has  found  that  by  the  use 
of  diluted  sulfuric  acid  the  bleaching  process  can  be  as  effectual lly  accom- 
plished as  by  the  use  of  vinegar.  But  it  does  not  thereby  avoid  infringement. 
It  uses  a  weak  acid  within  the  terms  of  the  claims.  ♦  ♦  ♦  Obviously  he 
was  not  required  to  experiment  with  all  kinds  of  ncids,  and  to  state  in  his 
specifications  what  acids  would  and  what  would  not  be  suitable  for  the  pnr- 
lK)se,  and  we  think  It  does  not  extend  the  patent  beyond  Its  proiwr  8co|>e  to 
«iy  that  it  covers  the  use  of  any  acid  which,  by  chemical  reaction,  will  releji.se 
the  chlorin  in  the  bleaching  solution.  A  strong  acid  would  en  use  a  violent 
and  sudden  evolution  of  chlorin,  which  would  almost  instantaneously  be 
dissipated.  A  weak  acid  releases  the  chlorin  gradually  and  continuously. 
There  doubtless  are  acids  known  to  chemistry  which  will  not  accomplish  the 
reaction  incident  to  the  release  of  the  chlorin,  but  the  acids  commouly  known. 
such  as  acetic,  sulfuric,  muriatic,  oxalic,  and  nitric  acids,  when  diluted  to 
the  acidity  of  vinegar,  may,  it  is  shown,  be  successfully  used  In  the  process. 

In  the  case  of  Wdsbach  v.  Sunlight^  (C.  D.,  1898,  436;  83  O.  G., 
595 ;  87  Fed.  Rep.,  221,)  where  the  claim  was  drawn  to  cover  "  par- 
affin, or  other  suitable  material,  substantially  as  set  forth,"  the  Court 
said: 

While  collodion  la  not  chemically  an  equivalent  of  a  hydrocarbon  reshi  gum 
and  Is  not  paraffin  or  shellac,  it  i)erforms  the  same  functions  in  the  same  manner 
and  with  the  same  result. 

A  patentee  Is  not  obliged  In  his  8i)ecificatlon  to  state  all  the  known  equiva- 
lents of  the  materials  used  by  him.  It  is  the  patent  as  finally  issued  which  the 
court  is  to  construe  and  upon  which  the  patentee  must  stand.  In*thls  case  the 
patentees  have  claimed  ^  paraflSn  or  other  suitable  material,  substantially  as 
set  forth."  They  have  set  forth  that  "  other  materials  may  be  employed  as  long 
as  they  set  hard  at  ordinary  temperatures  and  burn  away  without  mechanical 
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destruction  to  the  mantle.*'  The  defendant  uses  a  suitable  material  known  at 
the  date  of  the  invention  to  have  all  these  properties  and  cliaracteristics,  and 
has  thereby  appropriated  complainant's  product 

And  in  the  case  of  American  Sulphite  Co.  v.  Rowland  Falls  Co,^ 
supra^  where  a  patent  claiming  cement  as  a  lining  for  digesters  was  in 
issue,  the  Court  said : 

And  we  think,  upon  principle  and  authority,  that  Russell,  having  discovered 
that  cement  material  generally  possesses  the  qualities  required  for  his  concep- 
tion of  a  homogeneous  digester-lining,  should  not  be  limited  to  such  materials 
in  the  class  of  cementitious  mixtures  as  he  had  chemically  and  commercially 
isolated  as  individuals,  but  that  his  claims  and  descriptions  should  be  construed 
as  including  all  cementitious  mixtures  which  ordinary  skilled  practical  chemists 
might  be  expected  to  find  as  answering  the  requirements  of  the  desired  con- 
ditions, or  such  as  would  naturally  develop  in  the  growth  of  the  art  without 
invention. 

We  have  cited  numerous  cases  and  quoted  from  the  decisions  at 
great  length,  for  the  reason  that  the  case  before  us  is  a  highly  tech- 
nical one.  From  a  review  of  the  authorities,  and  the  application  of 
the  rule  so  generally  announced,  we  think  it  is  apparent  that  the 
expression,  "a  liquid,  finish-solvent,  ketonic  derivative  of  a  cyclic 
CH2  hydrocarbon,'*  used  in  the  appealed  claims  means  only  such 
ingredients  as  are  the  common  equivalents  of  those  specified  in  ap- 
pellant's application,  or  which  could  be  ascertained  to  be  such  by  those 
skilled  in  the  art  without  the  exercise  of  invention.  Whether  the 
range  of  equivalents  covered  by  these  claims  be  broad  or  narrow 
depends  upon  the  prior  art,  and  is  a  question  of  construction.  In 
view  of  all  the  facts  of  the  case — the  fact  that  no  other  phraseology 
can  be  employed  to  accord  to  appellant  the  protection  to  which  he  is 
entitled ;  the  fact  that,  from  the  record,  there  is  a  fair  presumption 
that  the  substances  embraced  in  the  class  claimed  are  generally  capa- 
ble of  accomplishing  the  purposes  of  the  invention,  and  the  further 
fact  that  the  claims  must  be  construed  in  the  light  of  the  specification, 
and,  if  necessary,  be  limited  by  it — we  are  of  opinion  that  the  claims 
here  under  consideration  should  be  allowed. 

The  decision  of  the  Cammissioner  of  Patents  is  reversed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 

Bever^ed. 


(Court  of  Appeals  of  the  DlBtrlct  of  Columbia.] 

In  re  Dosselman  and  Neymann. 

Decided  May  i.  1911. 

167  O.  G.,  983;  87  App.  D.  O.,  211. 

Patentability — Composition  of  Matteb — Qenebic  Expressions. 

Where  the  claims  called  for  "ketonic  finish-softening  material,**  "aro- 
matic finish-softening  material,"  etc.,  as  one  element  of  a  composition  of 
matter  and  acetone  was  the  only  substance  of  this  kind  specified  in  the 
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original  disclosure.  Held  that  there  was  no  presumption  that  ketones  gen- 
erally could  be  used  and  that  the  claims  were  properly  rejected  as  broader 
than  the  disclosed  invention,  (citing  the  Incandescent  Lamp  Patent,  C.  D^ 
1895.  675;  73  O.  G.,  1289;  159  U.  S.,  465.) 

Mr.  Melville  Church  and  Mr,  Harry  Duncan  for  the  appellant. 
Mr.  R,  F.  Whitehead  for  the  Commissioner  of  Patents. 

Van  Orsdel,  J.: 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
refusing  to  grant  certain  claims  to  appellants  in  an  application  for 
patent  for  a  composition  for  removing  surface  finishes.  The  follow- 
ing are  illustrative  of  the  claims  involved  in  this  appeal : 

9.  The  substantially  fluent  finish-remover  comprising  substantially  equal  parts 
of  ketonic  finish-softening  material  and  other  misclble  finish-softening  material 
and  incorporated  evaporation-retarding  material  including  paraffin. 

15.  The  substantially  fluent  flnish-remover  substantially  neutral  to  wood 
comprising  composite  finish-softening  material  including  aromatic  finish-soften- 
ing material  and  incorporated  colloidal  thickening  material. 

23.  The  subs' antially  fluent  finish-remover  substantially  neutral  to  wood  con- 
sisting substantially  of  organic  finish-softening  material  and  incorporated  sub- 
stantially solid  thickening  material  thickening  the  remover  to  subs! antially 
semipaste  consistency. 

The  invention  is  described  by  the  Board  of  Examiners-in-Chief  as 
follows : 

The  original  specification  of  this  application  covers  a  composition  for  remov- 
ing paint  or  varnish  consisting  of  benzol,  acetone,  and  paraflln.  It  further 
specifies  that  instead  of  benzol  other  coal-tar  products  and  petroleum  products 
such  as  benzene  or  alcohol  may  be  substituted,  and  that  instead  of  paraffin  any 
wax  mineral  such  as  hydrocarbon,  vegetable  such  as  carnauba  or  animal  such 
as  fatty  acids  or  beeswax.  When  the  composition  is  to  be  made  into  a  semipaste 
coresine  wax  is  added.  No  equivalent  for  acetone  as  an  ingredient  in  the  paint- 
remover  is  referred  to. 

The  claims  under  consideration  were  rejected  by  the  tribunals  of 
the  Patent  OflSce  on  the  ground  that  by  the  use  of  the  terms  "  ketonic 
finish-softening  material,"  "  aromatic  finish-softening  material  "  and 
similar  expressions  appellants  had  attempted  to  broaden  their  claims 
beyond  the  scope  of  their  original  disclosure  and  to  cover  an  in- 
vention which  had  not  been  made  by  them  prior  to  the  filing  of 
their  application.  The  law  relating  to  this  question  was  discussed  at 
length  in  the  case  of  in  re  Ellis^  {ante  374;  167  O.  G.,  981;  37  App. 
D.  C,  203,)  in  which  claims  containing  a  somewhat  similar  term 
were  allowed.  In  that  case  the  applicant  had  enumerated  a  large 
number  of  ingredients  which  could  be  used  interchangeably  in  prac- 
ticing the  invention,  so  that  the  court  felt  justified,  in  the  absence  of 
evidence  to  the  contrary,  in  assuming  that  the  substances  embraced 
within  the  class  called  for  by  the  claims  were  generally  capable  of 
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accomplishing  the  desired  result.  Here,  however,  the  only  ketone 
disclosed  in  the  application  is  acetone.  This  seems  to  have  been  the 
only  substance  appellants  had  in  mind  for  serving  the  purpose  for 
which  it  is  used.  They  confined  themselves  to  this  until  five  years 
after  the  filing  of  their  application,  during  which  time  the  finish- 
removing  art  had  been  extensively  developed,  when  they  presented 
the  present  claims.  There  is  nothing  in  their  application  to  warrant 
the  presumption  that  they  had  discovered  that  ketones  generally 
could  be  used  as  an  ingredient  in  their  composition.  The  case,  there- 
fore, comes  within  the  ruling  of  the  Supreme  Court  in  Incandescent 
Lamp  Patent,  (C.  D.,  1895,  675;  73  O.  G.,  1289;  159  U.  S.,  465,)  and 
the  claims  were  properly  rejected. 

The  decision  of  the  Commissioner  of  Patents  is  affirmed,  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 

Affirmed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Griffith  v.  Braine. 

Decided  March  6,  1911. 

168  O.  G.,  249;  36  App.  D.  0.,  538. 

INTEBFEBENCE — PRIOBFTY — RiGHT  TO  MaKE  CLAIMS. 

Held  that  B.,  the  senior  party,  is  entitled  to  make  the  claims  and  that 
priority  was  properly  awarded  to  him  on  the  record. 

Mr.  W.  R.  Davis  for  the  appellant. 

Mr.  D.  P.  Wolhaupter  and  Mr.  Melville  Church  for  the  appellee. 

Van  Orsdel,  /.; 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
in  an  interference  proceeding  awarding  judgment  of  priority  of  in- 
vention to  appellee,  the  senior  party.  It  appears  from  the  record 
that  the  date  of  conception  alleged  by  appellant  in  his  preliminary 
statement  was  subsequent  to  appellee's  filing  date,  and  appellant  was, 
therefore,  ordered  to  show  cause  why  judgment  should  not  be  ren- 
dered against  him  on  the  record.  In  response  to  this  order,  appel- 
lant filed  a  motion  for  dissolution,  which  motion  was  denied  by  the 
three  tribunals  of  the  Patent  OflSce.  The  issue  comprises  six  counts, 
the  following  being  sufficient,  however,  to  illustrate  the  invention : 

1.  A  rail-Joint  comprising  a  fish-plate  formed  with  a  downwardly  and  in- 
wardly inclined  upper  surface  broader  than  the  adjoining  under  side  of  the 
rail-head,  a  filler-block  interposed  between  the  upper  surface  of  the  fish-plate 
and  the  rail-head,  the  under  surface  of  said  block  being  Inclined  to  correspond 
with  the  upper  surface  of  the  fish-plate,  said  inclined  surface  extending  in- 
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wardly  beyond  the  inner  edge  of  the  fish-plate,  the  upper  and  inner  surface  of 
said  bloclc  fitting  closely  against  tlie  under  side  of  the  rail-head  and  the  web  of 
the  rail  whereby  the  filler-bloclc  can  have  no  inward  movement  and  the  fish-plate 
may  move  inwardly  on  the  flller-bloclc. 

6.  A  rail-joint  comprising  a  fish-plate  formed  with  a  downwardly  and  In- 
wardly inclined  upper  surface  and  a  lower  surface  inclining  outwardly  and 
downwardly  to  adapt  it  to  bear  on  the  upper  surface  of  the  base  of  the  rail,  a 
fillcr-blocl^  interposed  between  the  upper  surface  of  the  fish-plate  and  the  rail- 
head, the  under  surface  of  said  block  engaging  the  upper  surface  of  the  fish- 
plate and  being  correspondingly  inclined  and  extending  inwardly  beyond  the 
inner  edge  of  the  fish-plate,  the  upper  surface  of  said  fiUer-bloclt  fitting  closely 
against  the  under  side  of  the  rail -head  and  the  inner  surface  thereof  engaging 
the  web  of  the  rail,  whereby  the  filler-blocl£  will  be  held  against  inward  move- 
ment and  the  fish-plate  may  be  adjusted  inwardly  on  the  filler-block  and  on  the 
base  of  the  rail  to  talse  up  the  wear. 

The  purpose  of  the  invention  is  set  forth  as  follows  in  appellant's 
specification : 

It  is  well  known  that  in  rail-Joints  of  the  ordinary  construction  the  point  of 
greatest  wear  on  the  fish-plates  or  angle-bars  is  at  the  ends  of  the  rails  directly 
under  the  head  thereof.  The  remainder  of  the  fish-plate  frequently  shows  very 
little  wear  when  it  is  necessary  to  discard  the  fish-plate  because  of  the  excessive 
wear  near  the  ends  of  the  rail.  This  wear  is  occasioned  by  the  hammering  of 
the  car-wheels  as  they  pass  across  the  Joint  in  the  rails.  It  will,  of  course.  t>e 
understood  that  when  the  fish-plates  have  become  worn  the  entire  plate  must 
be  discarded,  notwithstanding  the  fact  that  the  vastly  greater  portion  of  the 
plate  is  in  good  condition  and  is  practically  unworn.  It  is  the  main  object  of 
this  invention  to  provide  wearing-plates  adapted  to  be  fitted  between  the  angle- 
bars  or  fish-plates  and  the  under  sides  of  the  rail-heads,  said  wearing-plates 
protecting  the  fish-plates  and  taking  up  all  the  wear  occasioned  by  the  passing 
of  the  car-wheels.  It  is  also  the  object  of  this  Invention  to  provide  a  pair  of 
wearing-plates  or  filler-blocks  adapted  to  fit  closely  against  the  under  sides  of 
the  rail-heads  and  the  webs  of  the  rails,  the  under  surfaces  of  said  wearing- 
plates  extending  inwardly  beyond  the  inner  surfaces  of  the  contacting  fish- 
plates, whereby  the  fish-plates  may  be  adjusted  Inwardly  on  the  filler-blocks  to 
take  up  wear  while  the  filler-blocks  are  held  rigidly  against  the  rails. 

It  is  contended  by  counsel  for  appellant  that,  in  view  of  the  state 
of  the  art,  the  claims,  which  appeared  originally  in  appellant's  appli- 
cation, should  be  given  such  a  narrow  construction  as  not  to  permit  of 
their  being  read  upon  appellee's  device.  Even  conceding,  for  the 
sake  of  argument,  that  the  issue  in  this  case  should  be  narrowly  con- 
strued, we  are  unable  to  see  wherein  the  subject-matter  of  the  two 
applications  materially  differs.  Counsel  for  appellant  insist  that  in 
appellee's  structure  the  filler-blocks  are  bolted  to  the  webs  of  the  rails, 
and  thus  become  a  part  thereof;  while  in  appellant's  joint  the  filler- 
blocks,  as  they  become  worn,  are  capable  of  vertical  adjustment. 
There  is  nothing  in  appellant's  application  to  warrant  this  contention. 
As  shown  by  the  drawings,  the  bolts  holding  the  fish-plates  in  posi- 
tion pass  through  holes  in  the  filler-blocks.  These  holes  appear  to  be 
only  large  enough  to  accommodate  the  bolts.    Therefore,  the  filler- 
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blocks  are  as  incapable  of  vertical  adjustment  as  they  are  in  appellee's 
device.  There  is  nothing  in  either  the  specification  or  claims  to  jus- 
tify any  other  view.    In  fact  the  statement  is  made  that — 

the  fish-plates  may  be  adjusted  inwardly  on  the  flUer-blooks  to  take  up  wear 
while  the  filler-blocks  are  held  rigidly  against  the  rails. 

A  longitudinal  adjustment  seems  to  be  the  only  one  appellant  had 
in  mind.  For  this  purpose  he  formed  the  filler-blocks  of  greater 
length  than  the  fish-plates,  so  that,  as  the  former  became  worn,  they 
could  be  shifted  longitudinally  until  a  fresh  surface  was  presented 
to  the  point  subject  to  the  greatest  wear. 

The  decision  of  the  Commissioner  of  Patents  is  affirmed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 

Affirmed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Wohst  and  Kilmer. 

Decided  May  24,  1911, 

168  O.  G.,  250;  37  App.  D.  C,  341. 

Patentability — Window- Sash. 

Claims  for  a  wlndow-sash,  Held  properly  rejected  In  view  of  the  prior  art 

Mr.  W.  H.  Singleton  for  the  appellant. 

Mr.  R.  F.  Whitehead  for  the  Commissioner  of  Patents. 

EoBB,  J.: 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
refusing  appellant  eight  claims  for  an  alleged  invention  relating  to 
new  and  useful  improvements  in  window  construction.  One  claim, 
more  specific  in  its  language,  was  allowed. 

Clahns  1,  2,  and  4  are  as  follows: 

1.  A  window-sash  provided  at  its  corners  with  a  detachable  detent  in  com- 
bination with  the  window-frame  having  a  soclcet-block  with  which  this  detent 
engages. 

2.  A  wlndow-sash  having  at  its  lower  comers  vertically-narrow  grooves,  In 
combination  with  detachable  detents  having  plates  adapted  to  these  grooves, 
and  a  window-frame  having  socket-blocks  in  which  the  detents  engage. 

4.  The  combination  of  a  window-sash-cord  detent  consisting  of  a  stock  having 
a  recess,  and  revoluble  plates  having  a  stem  passing  through  the  stock  and 
into  such  recess  and  provided  with  a  button  in  such  recess,  with  a  socket-block 
having  a  recess  adapted  to  said  button. 

Claims  5,  6,  and  8  are  for  an  article  of  manufacture  covering  the 
construction  disclosed  in  the  prior  claims. 

In  appellant's  application  as  amended  he  states  that  his  invention — 

is  designed  more  especially  to  provide  a  construction  so  that  the  window-sash 
may  be  turned  inwardly,  making  it  unnecessary  to  remove  the  storm  windows 
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or  screens  when  the  outside  of  sasb  is  to  be  washed,  and  also  such  that  tbe 
sashes  may  be  readily  removed  from  the  frame  without  liavlnK  to  talce  any- 
thing to  pieces  or  requiring  tools. 

He  then  states: 

The  invention  consists  primarily  in  providing  the  sash  at  Its  comers  with  a 
detachable  detent  and  placing  in  the  window-frame  a  soclcet-block  with  which 
this  detent  engages. 

Unfortunately,  however,  his  claims  are  so  drawn  as  to  read  upon 
the  prior  art.  Each  of  the  three  tribunals  of  the  Patent  Office,  after 
a  careful  examination  of  the  patent  to  Stumpf,  October  13,  1908,  and 
the  patent  to  Zalikowski,  May  18,  1889,  held  those  patents  an  antici- 
pation of  the  novel  features  of  these  claims. 

We  could  add  nothing  to  the  argument  advarwed  by  those  tribunals, 
and  therefore  a'ffirm  the  decision  of  the  Commissioner^  without  preju- 
dice^ however^  to  the  right  of  appellant  to  apply  for  leave  to  am^nd 
his  claims  if  so  advised. 

Affirmed. 

[Court  of  Appeals  of  the  District  of  Columbia.] 

LiNDSTROM  V.  Ames. 

Decided  May  29,  1911. 

168  O.  G.,  250;  37  App.  D.  C,  365. 

1.  iNTEStFERENCB — PRIORITY — CONSTRUCTIVE     REDUCTION     TO     PRACTICE — ^APPLICA- 

TION Altered  After  Execution. 
Where  an  application   was  materially  altered  after  being  signed  and 
sworn  to,  Held  that  it  is  not  a  properly-allowable  application  and  cannot 
be  given  the  effect  of  a  constructive  reduction  to  practice  of  the  Invention 
disclosed  therein. 

2.  Same — Same — Same — Same — Jurisdiction  of  CJourt  of  Appeals. 

**  Ck>unsel  for  appellant  ask  us  to  erase  the  new  matter  and  restore  the 
application  to  the  condition  in  which  appellant  executed  It  But  that  Is 
not  within  the  province  of  this  court.  Our  duty  is  to  pass  upon  an  appli- 
cation as  actually  filed,  and  not  to  reconstruct  or  revise  it  to  suit  the 
exig«icies  of  a  particular  case.  If  the  latter  course  were  adopted  In  this 
Instance,  it  would  establish  a  dangerous  practice  under  which  we  would 
be  called  upon  continually  to  change  and  correct  defective  applications.** 

3.  Same — Same — Same. 

When  the  testimony  showed  that  L.,  the  senior  party,  who  was  the  second 
to  conceive  the  invention,  did  not  actually  reduce  it  to  practice  until  after 
A.  filed  his  application  and  that  his  application  was  materially  altered  after 
being  signed  and  sworn  to,  Held  that  the  filing  of  L.*s  application  did  not 
constitute  a  constructive  reduction  to  practice  of  the  Invention  and  that 
priority  was  properly  awarded  to  A.  {Snider  v.  Bvnnell,  C.  D.,  1902,  460; 
101  O.  G.,  2572;  Davis  \' Oarrett,  C.  D.,  1906,  724;  123  O.  G.,  1991;  28  App. 
D.  0.,  9,  distinguished.) 

{For  Commissioner's  decision  see  ante,  68;  167  O.  Gf.,  2^1,) 
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Mr.  C.  p.  Byrnes  and  Mr,  Alfred  W.  Kiddle  for  LindstronL 
Mr.  C.  C.  Gill  and  Mr,  W,  G.  Henderson  for  Ames. 

Van  Orsdel,  /.; 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
fn  an  interference  proceeding.  The  Examiner  of  Interferences 
awarded  priority  of  invention  to  appellee,  which  decision  was  reversed 
by  the  Board  of  Examiner»-inrChief.  Both  of  these  tribunals  de- 
cided the  question  upon  the  facts  of  the  case.  The  Commissioner, 
however,  reversed  the  Board  of  Examiners»in-Chief,  on  the  ground 
that  appellant's  application  was  defective,  and,  therefore,  did  not 
constitute  a  constructive  reduction  to  practice.  From  this  decision 
the  case  comes  here  on  appeal. 

The  invention  before  us  relatts  to  a  car-door-operating  gear.  The 
issue  is  set  forth  in  six  counts,  of  which  the  following  are  sufficient  to 
illustrate  the  invention  for  the  purposes  of  this  appeal. 

1.  In  a  car  having  an  inclined  floor-section  and  a  downwardly-hanging  dis- 
charge-door at  the  lower  end  thereof,  the  door  mechanism  comprising  the  crank- 
frame  affording  connected  cranlc-arms,  hub  and  shaft  mounted  between  the 
draft-sills,  a  bearing  for  said  shaft,  the  transverse  operating-shaft  extending 
below  said  floor-section  and  connected  with  said  hub,  and  the  connecting-rod 
pivotal  ly  mounted  at  its  upper  end  between  said  crank-arms  and  at  its  lower 
end  pivotally  connected  with  the  lower  edge  of  the  door,  said  crank-frame  and 
rod  when  the  door  is  closed  standing  substantially  In  line  with  each  other  and 
with  said  floor-section;  substantially  as  set  forth. 

6.  In  a  car  having  an  inclined  floor-section  and  a  downwardly-hanging  dis? 
charge-door  at  the  lower  end  thereof,  the  door  mechanism  comprising  the  trans- 
verse operating-shaft  extending  below  said  floor-section  and  having  a  bearing  at 
the  side  of  the  car  and  in  a  hanger  connected  with  one  of  the  draft-sills  and 
possessing  a  polygonal  inner  end,  and  the  crank-frame  between  said  sills  afford- 
ing the  connected  crank-arms,  hub  and  shaft,  said  hub  being  recessed  to  receive 
the  inner  polygonal  end  of  said  operating-shaft,  and  the  shaft  of  said  crank- 
frame  being  mounted  in  a  hanger-bearing  connected  with  the  other  one  of  said 
sills,  combined  with  the  connecting-rod  pivotally  mounted  at  its  upper  end  be- 
tween said  crank-arms  and  at  its  lower  end  pivotally  connected  with  the  lower 
edge  of  the  door,  said  crank-frame  and  rod  when  the  door  is  closed  standing 
substantially  in  line  with  each  other  and  with  said  floor-section^  substantially 
as  set  forth. 

It  was  held  by  the  Commissioner  and  Examiners-in-Chief  that 
appellant  conceived  the  invention  in  issue  in  November,  1904,  and  by 
all  of  the  tribunals  of  the  Patent  Office  that  appellee  conceived  it  as 
early  as  July,  1904.  We  see  no  reason  to  disturb  these  findings. 
Appellant  filed  his  application  on  February  1,  1905.  Appellee  filed 
his  May  1, 1905,  on  which  a  patent  was  inadvertently  issued  December 
12,  1905.  It  will  thus  be  seen  that  appellee,  though  the  first  to  con- 
ceive, was  the  last  to  file  his  application,  which,  however,  antedated 
any  actual  reduction  to  practice  by  appellant  Appellee  has  never 
built  a  device  embodying  his  invention. 
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Appellant's  application  is  assailed  as  a  constructive  reduction  to 
practice  on  the  ground  that  certain  changes  were  made  therein  after 
execution.    Rule  31  of  the  Patent  Office  provides : 

Every  application  signed  or  sworn  to  in  blanlt,  or  without  actual  inspection  by 
the  applicant  of  the  petition  and  specification,  and  every  application  altered  or 
partly  filled  up  after  being  signed  or  sworn  to,  will  be  striclcen  from  the  files. 

This  rule,  we  think,  is  not  intended  to  prevent  an  attorney  from 
making  formal  or  immaterial  changes  in  an  application  once  sworn  to, 
but  it  certainly  precludes  the  insertion  of  new  and  material  matter. 
In  appellant's  application  two  figures  were  added  showing  modifi- 
cations of  the  device,  a  description  of  such  modifications,  and  three 
additional  claims,  and  several  minor  alterations  were  made  in  the 
specification.  These  amendments,  at  least  so  far  as  the  additional 
drawings  and  their  descriptions  are  concerned,  constituted  new  mat- 
ter, and  would,  for  that  reason,  have  been  refused  by  the  Primary 
Examiner,  if  inserted  by  amendment  subsequent  to  the  filing  of  the 
application.  Hence,  they  come  clearly  within  the  rule  of  the  Pat- 
ent Office. 

Counsel  for  appellant  ask  us  to  erase  the  new  matter  and  restore 
the  application  to  the  condition  in  which  appellant  executed  it. 
But  that  is  not  within  the  province  of  this  court.  Our  duty  is  to 
pass  upon  an  application  as  actually  filed,  and  not  to  reconstruct  or 
revise  it  to  suit  the  exigencies  of  a  particular  case.  If  the  latter 
course  were  adopted  in  this  instance,  it  would  establish  a  dangerous 
practice  under  which  we  would  be  called  upon  continually  to  change 
and  correct  defective  applications. 

It  is  also  contended  by  counsel  for  appellant  that  there  is  no  evi- 
dence to  show  that  the  alterations  were  not  made  before  execution. 
Appellant,  however,  wrote  his  counsel  on  January  19,  1905,  the  same 
day  on  which  his  application  papers  were  sworn  to,  suggesting  the 
changes  he  desired  and  concluding  with  the  following : 

These  are  only  suggestions  and  you  may  be  able  to  improve  on  them.  The 
papers  have  been  executed  and  are  herewith  returned.  Kindly  send  me  usual 
copies  of  specifications  and  drawings  when  they  are  i*eady  and  oblige. 

From  this  it  is  clear  that  the  changes  must  have  been  made  after 
execution.  But  we  are  asked  to  assume  that  these  changes  were 
noted  on  the  copy  which  was  sworn  to  and  were  included  in  the  oath. 
There  is  absolutely  nothing  in  the  record  that  would  warrant  this 
assumption.  In  fact,  the  letter  of  January  19th  makes  no  reference 
to  such  annotations,  but  sets  out  the  desired  amendments,  referring 
to  them  as  "suggestions."  Neither  can  we  assume  that  appellant 
swore  to  this  letter. 

It  is  also  contended  by  counsel  for  appellant  that  whether  or  not 
appellant's  application  is  defective  is  not  proper  to  be  considered  in 
this  proceeding,  but  is  purely  an  ex  parte  matter.    They  rely  upon 
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the  case  of  Snider  v.  Bunnell,  (C.  D.,  1902,  460;  101  O.  G.,  2572,) 
where  the  Commissioner  said : 

He  (Snider)  may  be  the  prior  inventor  and  entitled  to  receive  a  patent  upon 
a  formal  application,  even  if  his  present  application  is  informal.  In  other 
words,  the  objection  does  not  go  to  the  merits  of  the  interference  or  of  Snider's 
claim. 

But  in  that  case  no  attempt  was  made  to  rely  upon  the  informal 
application  as  a  reduction  to  practice.  It  may  well  be  that  an 
inventor  could  perfect  his  right  to  a  patent  in  such  a  manner  as  not 
to  lose  it  by  the  filing  of  a  defective  application.  But  that  is  not 
this  case.  Actual  reduction  to  practice  may  be  dispensed  with  only 
by  the  filing  of  a  complete,  allowable  application.  The  application 
here  before  us  is  not  properly  allowable.  No  valid  patent  could  be 
issued  thereon.  Hence,  appellant  has  failed  to  reduce  his  invention 
to  practice  prior  to  appellee's  filing  date.  Appellee,  being  the  first 
to  conceive  and  the  first  to  reduce  to  practice,  is  clearly  entitled  to 
an  award  of  priority,  and  cannot  be  deprived  thereof  by  any  steps 
that  may  now  be  taken  by  appellant. 

The  case  of  Davis  v.  Garrett,  (C.  D.,  1906,  724;  23  O.  G.,  1991; 
28  App.  D.  C,  9,)  also  relied  upon  by  appellant,  is  not  in  point,  since, 
in  that  case,  there  was  proof,  which  was  not  contradicted,  that  the 
application  had  been  sworn  to  subsequent  to  the  alterations,  although 
the  oath  did  not  appear  in  the  record. 

TJie  decision  of  the  Commissioner  of  Patents  is  affirmed,  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 

Affirmed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

CosPEB  V.  Gold  and  Gold.    Cosper  v.  Gold. 

Decided  February  6, 1911. 

168  O.  a.  787 ;  36  App.  D.  C,  302. 

1.  INTEBFEBENCE — APPLICATIONS  OF  MORE  THAN  TWO  PARTIES  INVOLVED. 

Where  more  than  two  parties  file  applications  claiming  substantially  the 
same  patentable  subject-matter,  an  interference  exists  between  each  two 
of  these  applications ;  but  it  is  proper  to  consolidate  them  for  hearing  and 
determination  as  one  case. 

2.  Same— Sam»— Judgment  That  One  of  the  Parties  is  Not  the  First  In- 

ventor— Effect  of. 
Where  hi  an  interference  involving  more  than  two  parties  the  Ck)mmi8- 
sioner  of  Patents  decides  that  one  of  the  parties  is  not  the  first  inventor, 
Held  that  such  decision  is  final  and  appealable  to  the  Ck)urt  of  Appeals  of 
the  District  of  Ck)lumbia. 
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3.  Same — Motion   to   Dissolve — Right  to   Make  the  Claims — Jubisdiction 

OF  the  Commissioner  or  Patents. 
Where  the  Commissioner  of  Patents  affirms  a  decision  dissolving  an 
interference  on  the  ground  that  one  of  the  parties  thereto  has  no  right  to 
malce  the  claims.  Held  that  since  the  question  of  the  right  to  make  the 
claims  Is  ancillary  to  that  of  priority  the  Commissioner  had  Jurisdiction 
to  enter  an  order  that  such  party  is  not  the  first  inventor. 

4.  Same — Right   to   Make  the  Claims — Details   Not   Shown   in   Obigtnal 

Drawing. 

"  We  attach  no  importance  to  the  failure  to  give  a  representation  of  the 
car  in  connection  with  the  foregoing  drawing.  It  is  not  necessary  to  add 
a  drawing  of  that  which  was  well  known  to  every  one  whether  skilled  in  the 
art  or  not.  This  reasonable  doctrine,  well  established  in  the  Patent  Office, 
has  been  repeatedly  sanctioned  by  this  court." 
6.  Same — Same — ^Amendments. 

"  Cosper,  as  is  frequently  the  case  with  inventors,  evidently  thought  his 
Invention  broader  than  it  Is,  and,  as  is  constantly  the  case,  made  amend- 
ments and  changes  to  respond  to  the  objections  founded  on  references  to 
other  patents.  After  many  rejections  and  on  appeal  to  the  Examiners-ln-. 
Chief,  the  novel  feature  of  the  system,  giving  it  patentability  over  the  refer- 
ences, was  found  to  reside  In  this  outside  location  of  the  thermostat.  This 
practice  of  amendment,  upon  suggestion,  so  essential  to  the  beneficial  op- 
eration of  the  patent  system  has  been  given  a  wide  range.  A  reasonable 
limitation  upon  it  is  that  when  new  matter  Is  Introduced  It  cannot  be 
allowed  to  the  destruction  of  an  established  intervening  right" 

Mr,  Charles  Neave  and  Mr,  R.  M.  Pierson  for  the  appellant 
Mr.  0.  R.  Barnett  for  E.  H.  Gold. 

Mr.  A.  C.  Fraser^  Mr.  L.  S.  Bacon^  and  Mr.  J.  H.  Milans  for  E.  E. 
Gold. 

Shepahd,  C.  J.: 

These  are  two  interference  cases  involving  priority  of  invention 
of  an  improved  automatic  steam-heating  system.  No.  648  was  de- 
clared between  applications  of  William  P.  Cosper,  Egbert  H.  Gold, 
and  Edward  E.  Gold  respectively.  No.  649  was  declared  between 
applications  of  William  P.  Cosper  and  Egbert  H.  Gold. 

While  the  issues  of  the  two  cases  are  not  identical,  the  same  ques- 
tion is  involved.  They  have  for  that  reason  been  heard  together  in 
the  Patent  Office  and  in  this  court. 

By  stipulation,  the  records  of  the  two  former  appeals  have  been 
made  a  part  of  this  record.  Those  appeals  were  dismissed  because 
there  had  been  no  final  adjudication  of  the  controversy.  (C.  D., 
1910,  282,  285;  151  O.  G.,  194,  195;  34  App.  D.  C,  194, 198.) 

Cosper's  application  was  filed  April  1,  1901.  Edward  E.  Gold 
filed  July  16th,  1904;  and  Egbert  H.  Gold  filed  February  11,  1905. 
After  repeated  objections  and  amendments  the  claims  of  Cosper,  five 
in  number,  were  rejected  by  the  Primary  Examiner.  His  decision 
was  reversed  January  8th,  1908,  by  the  Examiners-in-Chief,  and  the 
claims  allowed.    In  March.  1908,  the  interferences  were  declared  be- 
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tween  him  and  the  two  Golds  respectively,  on  an  issue  in  three  counts. 
Each  of  the  Golds  filed  motions  to  dissolve,  the  only  ground  of  which 
that  is  important  being  that  Gosper  is  not  entitled  to  make  the  claims 
of  the  issue.  The  Examiner  to  whom  the  motion  was  referred  held 
that  Gosper  was  not  entitled  to  make  the  claims,  and  the  interference 
was  dissolved.  The  decision  was  limited  to  this.  Gosper  appealed 
in  turn  to  the  Examiners-in-Ghief  and  the  Gommissioner,  who 
affirmed  that  decision.  No  award  of  priority  having  been  made  this 
court  dismissed  the  appeals  for  want  of  a  final  adjudication  as  above 
stated. 

On  return  to  the  Patent  Office,  Gosper  in  each  case,  petitioned  the 
Gommissioner  to  reconsider  and  reverse  his  decision  that  Gosper  had 
no  right  to  make  the  claims.  In  the  three-party  case  (No.  648)  he 
prayed  that  his  status  as  a  contestant  in  the  interference  be  restored, 
and  that  the  interference  be  remanded  to  the  Examiner  of  Interfer- 
ences with  instructions  to  render  judgment  of  priority  against  Egbert 
H.  Gold,  and  to  set  times  for  taking  testimony  as  to  priority  be- 
tween petitioner  and  Edward  E.  Gold.  In  the  case  in  which  Egbert 
H.  Gold  was  his  single  opponent  (No.  649)  he  prayed  a  reversal  of 
the  Gommissioner's  decision  on  his  right  to  make  the  claims,  and  that 
the  case  be  referred  to  the  Examiner  of  Interferences  with  instruc- 
tions to  render  judgment  of  priority  against  Egbert  H.  Gold.  The 
ground,  in  each  petition,  for  asking  that  judgment  be  rendered 
against  Egbert  H.  Gold  was  that  as  the  latter,  being  the  junior  party, 
had  failed  in  his  preliminary  statement  to  overcome  petitioner's  filing 
date,  therefore  petitioner  was  entitled  to  judgment  of  priority  on  the 
record. 

The  Gommissioner's  decision  contains  an  elaborate  review  of  the 
question  of  the  right  of  Gosper  to  make  the  claims.  Adhering  to  his 
former  opinion,  he  denied  both  petitions.     He  said  in  conclusion : 

In  view  of  the  holding  of  the  court  In  the  present  case,  however,  it  Is  believed 
that  the  final  action  of  the  Commissioner  in  such  case  should  be  in  the  form  of 
an  award  of  priority,  rather  than  a  dissolution  of  the  interference.  ♦  ♦  • 
In  view  of  the  above  decisions,  it  is  thought  that  the  court  will  entertain  an 
appeal  from  a  final  order  entered  in  this  case  to  the  effect  that  Ck)sper  is  not 
the  prior  inventor  of  the  subject-matter  of  the  Issue.  For  the  reasons  stated 
above,  my  decision  of  June  1,  1909,  wiU  be  modified  as  to  the  order  dissolving 
the  interference  and  in  place  thereof  a  final  order  will  be  entered  holding  that 
in  view  of  the  conclusions  reached  in  said  decision  Cosper  is  not  the  prior 
Inventor  of  the  subject-matter  of  the  issue  of  said  interference. 

The  same  decision  was  made  in  the  second  case,  (No.  649.) 

From  those  decisions  these  appeals  have  been  prosecuted. 

A  preliminary  question  is  presented  by  the  motions  of  the  several 
appellees  to  dismiss  each  appeal  for  want  of  jurisdiction. 

The  grounds  of  the  motions  are:  1.  The  decisions  appealed  from 
are  not  final.     2.  Because  the  appeal  to  the  Gommissioner  was  from 
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a  decision  dissolving  the  interference,  and  he  had  no  jurisdiction  to 
render  any  decision  as  to  priority.  3.  The  decision  that  the  appellant 
was  not  the  prior  inventor  is  not  one  within  the  jurisdiction  of  the 
court  to  review.  4.  The  decision  of  the  Commissioner  in  legal  effect 
affirms  the  decision  dissolving  the  interference  and  is  interlocutory 
only. 

To  determine  what  the  decision  is  from  which  an  appeal  is  prose- 
cuted, the  court  will  look  to  its  substance,  its  necessary  legal  effect 
and  operation,  rather  than  to  its  mere  form.  Moore  v.  Heany^ 
C.  D.,  1909,  488 ;  149  O.  G.,  831 ;  34  App.  D.  C,  81.) 

In  the  two-party  case  (No.  649)  the  necessary  effect  of  the  order 
declaring  that  Cosper  was  not  the  prior  inventor,  was  to  award 
priority  to  his  opponent,  Egbert  H.  Gold.  In  that  case,  if  Cosper 
was  entitled  to  make  the  claims  he  was  entitled  to  an  award  of  priority 
on  the  record.  No  question  of  fact  was  put  in  issue.  Hence,  it  hav- 
ing been  decided  that  he  was  not  entitled  to  make  the  claims,  the 
resulting  decision  that  he  was  not  the  prior  inventor  was  in  substance 
and  effect,  a  decision  that  Egbert  H.  Gold  was  the  prior  inventor. 
In  that  case  the  decision  was  necessarily  final  and  appealable. 

The  three-party  case  presents  a  case  of  greater  difficulty.  Three 
separate  cases  were  involved  in  this  one  proceding.  There  was  a 
case  between  the  applications  of  Cosper  and  Egbert  H.  Gold;  an- 
other between  Cosper  and  Edward  E.  Gold;  and  another  between 
Egbert  H.  Gold  and  Edward  E.  Gold.  These  were  separate  cases 
and  might  have  been  so  conducted;  but  as  the  same  subject-mat- 
ter was  in  controversy  in  each  case,  they  were  properly  consolidated, 
in  accordance  with  the  practice  of  the  Patent  Office,  for  hearing  and 
determination  as  one.  (2  Rob.  on  Pats.,  sec.  612;  Bell  v.  Oray^  C.  D., 
1879,42;15  0.  G.,776.) 

While  the  effect  of  the  decision  in  this  case  that  Cosper  was  not 
the  prior  inventor,  was  an  award  of  priority  against  him  as  to  each 
separate  opponent,  as  in  No.  649,  it  was  not  a  final  decision  of  priority 
in  favor  of  either  opponent  as  against  the  other.  It  was,  neverthe- 
less, a  final  decision  against  Cosper.  He  was  finally  deprived  of  his 
right,  though  it  is  true  that  had  he  acquiesced  in  the  decision,  the 
question  of  priority  would  still  be  open  between  Egbert  H.  and 
Edward  E.  Gold.  As  we  have  seen,  however,  this  is  not  an  equity 
case  involving  conflicting  claims  of  several  parties^  the  decree  in 
which,  to  be  final,  must  make  a  determination  of  the  entire  contro- 
versy. 

Conceding  that  the  decision  was  final  as  to  Cosper,  it  is  contended 
that  it  was  equivalent  to  a  final  rejection  of  his  application  from 
which  alone  he  could  appeal  according  to  the  usual  practice  in  the 
case  of  the  rejection  of  an  application.  {In  re  Fullagar^  C.  D.,  1909, 
270;  138  O.  G.,  259;  32  App.  D.  C,  222.)    That  was  a  case  of  inter- 
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ference  between  Fullagar's  reissue  appHcation  and  the  first  applica- 
tion of  his  opponent.  The  final  decision  in  the  case  was  not  that 
Fullagar  had  no  right  to  make  the  claims,  but  that  his  showing  was 
not  sufficient  to  warrant  the  grant  of  a  reissue  of  his  patent ;  in  other 
words  that  his  application  was  not  allowable.  This  was  the  decision, 
and  there  was  no  award  of  priority  to  his  opponent.  It  was  held  that 
he  could  only  take  an  ex  parte  appeal  in  the  ordinary  way.  In  the 
present  case  there  was  no  question  as  to  the  regularity  of  the  applica- 
tion, but  solely  as  to  the  right  of  Cosper  to  make  the  claims  under 
the  specifications  of  that  application.  Under  the  early  nde  prevail- 
ing in  this  court,  the  right  of  the  parties  to  make  the  claims  of  the 
issue  was  not  a  question  in  the  interference  that  could  be  brought  up 
on  appeal.  That  rule  was  reversed  in  Podlesak  v.  Mclnnemey^ 
(C.  D.,  1906,  558;  120  O.  G.,  2127;  26  App.  D.  C,  399,)  where  it  was 
declared  that  the  court  would — 

take  jurisdiction  of  the  question  of  the  right  to  malce  the  claim  as  an  amcU1ar> 
question  to  be  considered  in  awarding  priority  of  invention. 

As  was  held  in  the  former  appeal,  (C.  D.,  1910,  282;  151  O.  G., 
194;  34  App.  D.  C.,  194,)  the  decision  of  that  question  without  a 
final  award  also  of  priority  is  interlocutory  and,  therefore,  not  ap- 
pealable. The  decision  in  these  cases  goes  further  and  is  substan- 
tially that  Egbert  H.  Gold  and  Edward  E.  Gold,  in  their  respective 
cases,  are  prior  inventors  to  Cosper. 

Assuming  that  such  is  the  effect  of  the  decision  of  the  Commis- 
sioner, it  is  contended  that  he  had  no  jurisdiction,  in  either  case,  to 
render  any  such  decision.  The  proposition  is,  that  nothing  was  before 
him  but  the  motion  to  dissolve  and  he  had  no  power  to  decide  any 
other  question  than  that.  It  is  true  that  this  was  the  sole  ground  of 
the  decision  of  the  tribunals  below,  but  it  does  not  follow  that  it  was 
the  only  question  finally  determinable  in  the  case.  The  declaration 
of  the  interference  raised  the  issue  of  priority  of  invention,  and  the 
question  of  the  right  of  Cosper  to  make  the  claims  was  ancillary 
thereto.  When  decided  adversely  to  Cosper  the  opponent  was  en- 
titled to  the  award  of  priority  as  a  matter  of  course.  It  was  the 
basis  of  the  award  of  priority.  ( Wickers  v.  McKee^  C.  D.,  1907,  587 ; 
129  O.  G.,  869 ;  29  App.  D.  C,  4.)  As  to  the  same  effect  is  the  decision 
dismissing  the  former  appeal.  (C.  D.,  1910,  282;  151  O.  G.,  194; 
34  App.  D.  C,  194.) 

Under  the  practice  established  by  the  decision  in  Podlesak  v.  Mc- 
Innemey  (C.  D.,  1906,  558;  120  O.  G.,  2127;  26  App.  D.  C,  399) 
two  questions  arise  in  every  interference  case  where  the  right  of  one 
party  to  make  the  claims  of  the  issue  is  presented  on  a  motion  to  dis- 
solve on  that  ground — the  right  to  make  the  claims,  and  the  priority 
of  invention.     If  the  first  shall  be  decided  adversely  to  the  claimant, 
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the  formal  award  of  priority  goes  to  his  opponent  as  a  matter  of 
course.  If  decided  in  his  favor,  the  issue  of  priority  in  fact  is  to  be 
determined  also  before  the  decision  becomes  final.  If  held  that  the 
claims  can  be  made,  and  the  question  of  priority  is  determinable  on 
the  record,  it  can  be  awarded  at  the  same  time.  When  the  issue  of 
priority  is  not  determinable  on  the  record,  but  on  testimony,  that  has 
not  been  taken  because  of  the  first  decision  against  the  right  to  make 
the  claims,  the  parties  have  the  right  to  take  that  testimony  before 
final  hearing  on  that  issue.  {Lindmark  v.  de  F errantly  C.  D.,  1910, 
355;  153  O.  G.,  1082;  34  App.  D.  C,  445.)  The  appeal  from  that 
decision,  when  made,  will  bring  up  for  review,  also,  the  decision  of 
the  ancillary  question  of  the  right  to  make  the  claims.  It  is  unfor- 
tunate that  when  the  award  of  priority  rests  solely,  from  first  to  last, 
on  the  preliminary  decision  against  the  right  of  a  party  to  make  the 
claims,  the  reversal  of  that  decision  may  not,  in  the  majority  of 
instances,  put  an  end  to  the  litigation. 

The  difficulty  of  the  situation  arises  out  of  the  change  of  the  prac- 
tice resulting  from  a  decision  in  Podlesak  v.  Mclnnemey^  and  cannot 
be  avoided.  It  is  one  that  constantly  arises  in  proceedings  at  law 
and  in  equity  as  pointed  out  in  Lindmark  v.  de  Ferranti^  supra. 

When  the  decision  is  against  the  right  of  the  party  to  make  the 
claims  and  the  award  of  priority  to  the  opponent  is  on  that  ground 
alone,  the  whole  case  is  brought  up  on  appeal  to  the  Commissioner. 
If  the  decision  is  held  erroneous,  and  the  right  to  priority  is  not  de- 
terminable on  the  record  made  by  the  preliminary  statement  of  the 
other  party,  the  case  goes  back  for  the  taking  of  the  necessary  testi- 
mony on  the  issue  of  fact.  If  the  question  of  priority  is  determinable 
on  the  record,  or  the  necessary  testimony  shall  have  been  taken,  the 
whole  case  is  likewise  before  the  Commissioner  and  thereafter  before 
the  court  on  appeal  and  neither  is  limited  in  its  power  of  review  by 
reason  of  the  fact  that  the  decisions  of  the  tribunals  below  may  have 
all  been  founded  exclusively  on  the  question  of  the  right  to  make  the 
claims. 

The  questions  raised  on  the  motion  to  dismiss  have  been  forcibly 
presented,  and  it  is  not  without  difficulty  that  we  have  arrived  at  the 
conclusion,  that  the  Commissioner  had  jurisdiction  to  render  the  de- 
cision denying  priority  to  Cosper,  and  that  his  decision  is  such  a 
finality  as  to  authorize  this  court  to  take  jurisdiction  of  the  appeal 
therefrom. 

The  first  question  on  the  merits  of  each  appeal  is  the  right  of 
Cosper  to  make  the  claims  of  the  issue  under  the  disclosure  of  his 
original  application.    The  issue  is  defined  as  follows: 

1.  In  a  steam-heating  apparatus,  the  combination  of  an  apartment  to  be 
heated,  a  radiator  therein,  a  steam-inlet  valye  for  said  radiator,  and  a  thenuo- 
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Stat  In  the  line  of  the  radiator-discharge  located  on  the  outside  of  said  apartment 
and  controlled  by  changes  In  outside  temperature  so  as  to  vary  the  normal 
standard  of  regulation  inversely  to  the  changes  in  said  outside  temperature. 

2.  In  a  car-heating  apparatus,  the  combination  with  the  car,  of  a  radiator 
therein,  and  an  automatic  regulator  carried  by  the  car  and  comprising  a  steam- 
Inlet  valve  for  said  radiator,  and  a  thermostat  located  below  the  car  in  the 
path  of  the  radiator-discharge  and  subject  to  the  temperature  of  the  atmosphere 
outside  of  the  car. 

3.  In  a  car-heating  apparatus,  the  combination  with  a  car,  of  a  supply-pipe, 
radiator-pipes,  an  outlet  into  the  air  from  said  radiator-pipes,  and  mechanism 
for  automatically  controlling  the  admission  of  heating  fluid  from  the  supply- 
pipe  to  the  radiator-pipes  consisting  of  an  intermediate  valve  between  said 
pipes,  and  thermostatic  means  exposed  to  the  outer  air  and  to  the  heat  of  the 
discharge  from  the  radiator-pipes  and  controlling  said  intermediate  valve, 
whereby  the  admission  of  heating  fluid  from  the  supply-pipe  to  the  radiator- 
pipes  is  controlled  by  the  temperature  of  the  outer  air  and  that  of  said  heating 
fluid  after  it  has  passed  through  the  radiator-pipes. 

After  frequent  rejections  upon  references,  Gosper's  amended  claims 
were  finally  held  patentable,  notwithstanding,  for  the  reason  that 
his  thermostat  is  claimed  as  located  on  the  outside  of  the  car  or 
apartment  to  be  heated  and  controlled  by  changes  in  the  outside 
temperature.  These  claims  were  allowed  without  any  question  hav- 
ing been  suggested  that  they  were  not  within  the  description  of  the 
specifications  of  his  original  application.  The  question  was  raised 
by  the  opposing  parties  in  the  interference  on  the  motion  to  dissolve, 
and  decided  against  Gosper's  right  by  each  tribunal  of  the  Office  in 
succession;  and  that  conclusion  has  been  reaffirmed  by  the  Gommis- 
sioner  in  the  decision  appealed  from.  These  concurrent  decisions  of 
the  expert  tribunals  carry  a  very,  strong  presumption  of  their  cor- 
rectness. 

Gosper's  application  was  filed  April  1,  1901.  Edward  E.  Gold 
entered  the  Office  July  16,  1904,  and  Egbert  H.  Gold,  with  the  appli- 
cation in  interference  on  February  11,  1905.  It  appears  from  an 
additional  record  brought  up  on  motion,  that  the  latter  filed  an 
earlier  application  for  patent  for  an  improved  automatic  heating 
system,  on  December  14,  1903,  which  was  not  included  in  the  inter- 
ference. The  claims  of  this  application  were  rejected,  and  new  ones 
were  added  from  time  to  time  as  rejections  were  made.  Finally 
on  December  16,  1908,  the  applicant  called  attention  to  the  fact  that 
the  subject-matter  of  certain  amended  claims  had  been  affirmed  on 
the  appeal  of  Gosper  to  the  Examiners-in-Ghief,  and  stated,  that — 
the  applicant  in  order  to  preserve  all  of  his  rights  has  added  by  amendment 
to  the  present  application  the  claims  of  the  several  counts  in  interferences, 
No.  28,667  and  No.  28,668,  which  involve  a  later  application  of  the  applicant 
and  the  application  of  Cosper  above  referred  to. 

The  interferences  referred  to  are  those  under  consideration. 
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In  his  original  application  Cosper  stated  : 

My  invention  relates  to  steam-heating  systems,  particularly  adapted  for  use  In 
railway-cars,  and  the  object  of  my  invention  is  to  produce  an  automatic  con- 
trolling device  for  admitting  steam  into  a  steam-heating  system,  and  for  regu- 
lating the  temperature  of  the  apartments  in  which  the  heating  system  Is  placed. 

This  object,  as  pointed  out,  is  obtained  by  means  of  a  plan  shown 
in  the  accompanying  drawings,  which  consists  of  elevations  partly  in 
section.  As  he  did  not  specifically  state  that  his  thermostat  was 
located  under  or  outside  of  the  car,  his  right  to  make  the  claims,  in 
which  that  feature  is  controlling,  depends  upon  the  disclosure  of  tiiat 
drawing,  for  which  reason  it  is  here  copied : 


There  is  no  representation  of  the  car  body  or  floor  in  this  drawing. 
In  car-heating  by  the  supply  of  steam  from  the  engine,  the  supply- 
pipe,  usually,  and  it  is  believed  invariably  runs  under  and  near  the 
bodies  of  the  cars  composing  the  train.  This  drawing,  illustrating 
such  a  system,  shows  the  supply-pipe  thus  located  and  connected  with 
the  pipes  which  run  along  near  the  floor  inside  the  car  and  supply 
the  radiators.  The  thermostat  is  placed  in  the  discharge-passage 
from  the  radiator,  aiid  is  connected  with  a  steam-admission  valve  in 
the  service-pipe  leading  from  the  main  steam-supply  pipe.  When 
steam  is  first  turned  on  and  flows  through  the  main  pipe,  the  ther- 
mostat is  cold  and  contracted,  and,  the  valve  being  opened,  the  steam 
enters  the  radiator-sections  and  begins  to  heat  them.  The  radiator- 
sections  having  been  cold,  a  large  amount  of  steam  will  condense 
and  flow  from  the  discharge-pipe  as  water.  This  water  will  become 
more  and  more  heated  as  the  heat  of  the  radiators  increases,  and  some 
steam  is  likely  to  escape  with  it  through  the  discharge-pipe.    This 
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will  operate  to  expand  tiie  thermostat  which  will  cause  it  to  move  the 
admission-valve,  to  which  it  is  connected,  so  as  to  shut  off  a  further 
supply  of  steam  to  the  radiators,  until  such  a  time  as  that  the  ther- 
mostat will  begin  to  grow  cold  again.  The  cooling  of  the  thermostat 
is  more  rapid  and  effective  when  exposed  to  tlie  cold  outer  air,  as  it 
would  be  under  the  car-floor. 

In  interpreting  the  drawing  the  well-known  facts  must  be  borne  in 
mind,  that  the  steam-supply  pipe  underlies  the  car;  that  the  service- 
pil  e  penetrates  the  car-floor  to  its  connection  with  the  radiator  sys- 
tem ;  and  that  these  radiators  are  located  near  the  floor. 

The  drawing  representing  these  shows  the  end  of  the  disdiarge- 
pipe  in  which  the  thermostat  is  located,  as  low  and  even  slightly 
lower  than  the  train-supply  pipe.  The  discharge  must  necessarily  be 
situated  lower  than  the  radiator,  or  else  it  will  not  discharge  as  it  is 
intended  to  do.  If  it  were  intended  to  locate  the  discharge  inside  the 
car  there  would  be  a  drain-pipe  connected  with  it  to  carry  the 
escaping  water  and  steam  out  of  the  car;  for  it  would  be  absurd  to 
suppose  that  it  was  intended  to  discharge  it  inside  and  on  the  car- 
floor.  Replying  to  this  argument  founded  on  the  representation  in 
the  drawing,  the  Examiners-in-Chief  said : 

The  ar^ment  is  not  at  all  coneluBive  since  the  drawings  of  patent  applica- 
tions are  not  ordinarily  drawn  to  scale,  and  there  is  no  reason  for  assuming, 
even  if  it  be  taken  for  granted  that  the  thermostat  is  in  such  a  position  as  to 
hang  down  below  the  car-floor,  tliat  a  closure  for  said  thermostat  was  not  in 
contemplation.  Neither  the  car  nor  its  floor  is  shown  in  the  original  drawing 
and  the  thermal  influence  of  the  external  air  ui)on  the  thermostat  is  there- 
fore a  matter  of  speculation. 

The  Commissioner  adopted  this  conclusion,  save  as  to  the  closure 
of  the  thermostat.  We  attach  no  importance  to  the  failure  to  give  a 
representation  of  the  car  in  connection  with  the  foregoing  drawing. 
It  is  not  necessary  to  add  a  drawing  of  that  which  was  well  known 
to  every  one  whether  skilled  in  the  art  or  not.  This  reasonable  doc- 
trine, well  established  in  the  Patent  Office,  has  been  repeatedly  sanc- 
tioned by  this  court.  (Kilbourn  v.  Himer^  C  D.,  1907,  552;  128 
O.  G.,  1689 ;  29  App.  D.  C,  54 ;  Hopkins  v.  Newman,  C.  D.,  1908,  395 ; 
134  O.  G.,  2028;  30  App.  D.  C,  402,  and  cases  cited.) 

Had  a  car-floor  been  shown  above  the  discharge  in  this  drawing, 
as  is  indicated  by  the  compliance  with  the  request  for  an  addition  to 
the  drawing  for  that  purpose  in  the  progress  of  the  applicaticm  to 
allowance,  there  could  have  been  no  doubt  as  to  the  disclosure  of  the 
inventor.  It  is  true  that  in  many  instances,  the  fact  that  a  Patent 
Office  drawing  is  not  usually  drawn  to  a  scale,  might  have  material 
weight  in  determining  a  question  of  this  kind.  But  with  a  general 
knowledge  of  the  art  and  the  uses  to  which  this  system  was  intended 
to  be  practically  applied,  the  inference  is  readily  deducible  that  the 
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thermostat  was  to  be  placed  outside  the  car  at  least.  This  is  strength^ 
ened  by  the  fact  that  if  not  located  outside  the  car  it  must  necessarily 
discharge  water  and  steam  therein.  Considering,  then  the  arrange- 
ment of  the  pipes,  radiators,  connections,  and  traps  as  shown  in  that 
drawing  and  adapted  to  the  well-known  car-body,  we  cannot  escape 
the  conclusion  that  notwithstanding  a  failure  of  the  specifications  to 
particularly  describe  the  location  of  the  thermostat  with  respect  to 
the  car-floor,  that  it  was  in  the  mind  of  the  inventor  it  should  be  out- 
side, or  underneath  the  floor. 

Cosper,  as  is  frequently  the  case  with  inventors,  evidently  thought 
his  ii^vention  broader  than  it  is,  and,  as  is  constantly  the  case,  made 
amendments  and  changes  to  respond  to  the  objections  founded  on 
references  to  other  patents.  After  many  rejections  and  on  appeal  to 
the  Examiners-in-Chief,  the  novel  feature  of  the  system,  giving  it 
patentability  over  the  references,  was  found  to  reside  in  this  outside 
location  of  the  thermostat.  This  practice  of  amendment,  upon  sug- 
gestion, so  essential  to  the  beneficial  operation  of  the  patent  system 
has  been  given  a  wide  range.  A  reasonable  limitation  upon  it  is  that 
when  new  matter  is  introduced  it  cannot  be  allowed  to  the  destruction 
of  an  established  intervening  right.  {Bechman  v.  Wood^  C.  D.,  1899, 
453;  89  O.  G.,  2459;  15  App.  D.  C,  484,  and  cases  cited.)  That 
case  has  been  cited  as  controlling  the  right  of  the  amendments  of 
Cosper  specifically  locating  the  thermostat  on  the  outside  in  obedience 
to  the  suggestions  of  the  OflSce.  It  is  not  applicable.  Having  held 
that  the  drawing  suflSciently  disclosed  the  location  of  the  thermostat 
outside  the  car,  the  amendment  did  not  introduce  entirely  new  matter, 
and  was,  therefore,  permissible  in  case  of  rival  applications,  under  a 
well-established  rule.  (McBerfy  v.  Cook,  C.  D.,  1900,  248;  90  O.  G., 
2295;  16  App.  D.  C,  133;  Furman  v.  Dean,  C.  D.,  1905,  582;  114 
O.  G.,  1552;  24  App.  D.  C,  277;  Luger  v.  Browning,  C.  D.,  1903, 
593;  104  O.  G.,  1123;  21  App.  D.  C,  201.)  As  was  said  in  the  last- 
cited  cases — 

when  new  matter  Is  Introduced  into  an  appUcation,  it  cannot  be  allowe<l  to 
dominate  previous  claims  of  another  applicant;  but  when  matter  has  been 
preyiously  disclosed,  although  not  formally  claimed,  It  is  proper  to  be  included 
in  a  subsequent  formal  claim,  and  may  take  precedence  of  preylous  claims 
advanced  by  another  applicant. 

This  renders  it  unnecessary  to  examine  the  various  dates  of  filing 
and  amendment  of  the  several  applications  in  interference.  For  the 
same  reason  we  will  not  undertake  to  examine  the  record  of  the 
independent  application — filed  December  14,  1903,  of  Egbert  H. 
Gold,  and  brought  up  on  motion  to  amend  the  record  in  case  No. 
649,  to  ascertain  the  date  when  the  claim  was  made  thereunder  cover- 
ing this  material  feature  of  the  present  issue.  The  argument  on  be- 
half of  the  appellee  has  taken  a  wide  range  on  the  question  of  patent- 
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ability,  which  we  do  not  regard  at  this  time  as  a  question  for  our 
consideration. 

In  accordance  with  our  conclusion  that  Cosper  was  entitled  to 
make  the  claims  under  his  original  application,  we  are  constrained 
lo  reverse  the  decision  in  each  case.  As  the  record  shows  that  Gos- 
per's application  was  filed  April  1,  1901,  and  the  preliminary  state- 
ment of  Egbert  H.  Gold  in  each  interference  alleges  his  conception 
of  the  invention  on  June  15,  1903,  more  than  two  years  thereafter, 
had  Gosper's  right  to  make  the  claims  been  afltened  by  the  Gom- 
missioner,  he  would  have  been  entitled  to  an  award  of  priority  upon 
the  record.  We  do  not  find  the  preliminary  statement  of  Edward  E. 
Gold  in  the  record.  If  it  is  such,  as  seems  to  be  conceded,  that  Gosper 
was  not  entitled  to  ask  an  award  of  priority  against  him  on  the 
record,  the  question  of  priority  in  fact  remains  to  be  determined 
between  them  on  testimony  taken  for  the  purpose.  Had  the  Gommis- 
sioner  upheld  the  right  of  Gosper  to  make  the  claims,  all  that  he 
could  have  done,  if  requested,  as  between  him  and  Edward  E.  Gold 
would  have  been  to  remand  the  cause  to  the  Examiner  of  Interfer- 
ences for  further  hearing  on  that  issue,  giving  Edward  E.  Gold, 
as  the  junior  party,  a  reasonable  opportunity  to  move  for  leave  to 
take  the  testimony,  in  default  of  which  Gosper  would  be  entitled  to 
an  award  of  priority  against  him. 

For  the  remans  given  the  decision  in  each  case  will  he  reversed^ 
and  this  decision  will  be  certified  to  the  Gommissioner  of  Patents  as 
required  by  law. 

Reversed^ 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Manly  v.  Williams. 

Decided  May  i,  1911. 

168  O.  a,  1034;  37  App.  D.  C,  194. 

IlfTESFEBENCE — RiGHT  TO  MAKE  THE  CLAIMS — BASIS  FOR  ARGXTMENT  AT  FiNAL 

Hearing. 

Where  a  party  seasonably  brought  a  motion  to  dissolve  the  interference 
on  the  ground  that  his  opponent  had  no  right  to  make  ttie  claims  because  of 
laches  and  estoppel  and  the  existence  of  inter\'ening  rights,  Held  that  this 
was  sufficiently  broad  to  entitle  him  to  argue  at  final  hearing  the  sufficiency 
of  his  opponent's  disclosure  to  support  the  issue. 
Same — Same. 

Appellee's  disclosure  considered  in  the  light  of  the  treatment  of  the  appli- 
cation by  the  Office  and  the  applicant  himself  and  Held  not  to  constitute  a 
basis  for  claims  to  the  invention  in  issue. 

Mr.  Charles  Nea\>e  for  the  appellant. 

Mr.  Arthur  v,  Briesen  and  Mr,  Uans  v,  Briesen  for  the  appellee. 
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Van  Orsdel,  /.; 

Appellant  appeals  from  the  decision  of  the  Commissioner  of  Pat- 
ents awarding  priority  of  invention  to  appellee,  the  senior  party. 
The  issoe  is  concisely  stated  by  the  Examiner  of  Interferences,  as 
follows : 

This  case  is  here  for  final  decision  upon  the  question  of  priority  of  invention. 
Manly  is  the  holder  of  a  patent  for  the  invention  in  issue.  This  patent  issued, 
however,  on  an  application  filed  after  the  filing  of  Williams'  application.  The 
issue  of  Manly *s  patent  was.  therefore  presumably  inadvertent.  Manly  la  his 
preliminary  statement  failed  to  allege  dates  of  invention  prior  to  Williams* 
filing  date.  He  was  therefore  required  to  show  cause  why  judgment  should  not 
be  entered  against  him.  In  response  to  that  order  he  had  the  case  set  down  for 
final  hearing  upon  the  application  records.  He  contends  that  theae  show  that 
Williams  is  estopped  from  asserting  any  claim  to  priority  of  invention  upoa  his 
application  and  that  for  such  reason  Manly  must  l>e  adjudged  the  prior  inventor. 

It  appears  that  shortly  after  the  issue  of  the  patent  to  appellant, 
the  Primary  Examiner  notified  appellee,  in  case  he  desired  an  inter- 
ference, to  make  the  claims  of  the  patent  now  in  issue.  Some  months 
thereafter  appellee  took  action  upon  his  application,  declining,  how- 
ever, to  make  the  claims.  More  than  two  years  after  the  date  when 
the  claims  were  suggested  to  appellee  he  tendered  them,  and  this 
interference  was  declared. 

The  claims  in  issue  are  as  follows : 

1.  In  a  variable-speed  gear,  the  combination  with  a  pump  and  a  motor  having 
a  fluid  connection  between  them,  means  for  collecting  leakage  of  an  aaxiliary 
pump  adapted  to  return  to  the  fluid  connection  such  leakage,  substantially  as 
described. 

2.  In  a  variable-speed  gear,  the  combination  with  a  pump  afld  a  motor  having 
a  fluid  connection  between  them,  of  a  pump  automatically  operating  to  return  to 
the  fluid  connection  any  leakage  therefrom,  substantially  as  described. 

The  principal  point  relied  upon  by  appellant  in  the  Patent  OflSce, 
which  was  sustained  by  the  Examiner  of  Interferences,  but  denied 
by  the  Board  of  Examiners-in-Chief  and  the  Commissioner,  is  that 
appellee's  deliberate  delay  of  more  than  two  years  in  offering  these 
claims  operated  as  an  estoppel,  and  is  sufficient  to  support  a  judgment 
of  priority  in  favor  of  appellant.  An  additional  ground  is  advanced 
by  counsel  for  appellant  in  this  court.  It  is  insisted  that,  inasmuch 
as  appellee  seeks  to  adopt  the  claims  in  issue  and  have  them  relate 
back  to  the  date  of  his  original  application,  before  he  is  entitled  to 
adopt  the  claims,  it  must  clearly  appear  that  the  invention  in  issue 
was  set  forth  in  his  original  application.  It  is  vigorously  argued 
that  this  .does  not  appear  from  the  original  specifications  and  claims 
of  appellee. 

This  appeal,  we  think,  can  be  disposed  of  upon  the  latter  point. 
The  general  invention  common  to  both  parties  relates  to  a  "  variable- 
speed  gear,"  which  is  a  device  by  which  two  shafts  may  be  geared 


Digitized  by  VjOOQ IC 


DECISIONS  OF  UNITED  STATES   COUBTS  IN   PATENT  CASES.      399 

together  so  that  one  will  operate  the  other  in  such  a  manner  that 
both  will  revolve  at  the  fi»me  rate  of  speed.  It  invohes  in  its 
organization  the  use  of  fluid,  preferably  oil,  which  is  openited  upon 
by  a  pump  and  which  in  turn  operates  a  motor,  so  that  the  fluid 
forms  a  connecti(m  between  the  pump  and  the  motor,  the  successful 
operation  of  which  depends  upon  maintaining  at  all  times  a  uniform 
anK>unt  of  fluid  in  the  fluid  connection. 

It  is  conceded  that  considerable  leakage  occurs  in  the  operation. 
It  follows  that,  unless  this  leakage  can  all  be  conserved,  the  original 
supply  must  be  replenished  from  time  to  time.  Oil  will  be  thrown 
out  by  the  rapidly-revolving  shafts  and  the  operation  of  the  ma- 
chinery. To  collect  this  leakage,  appellant  surrounded  the  machine 
with  a  tight  tubular  casing  which  does  not  permit  the  leaking  oil 
to  escape,  but  returns  it  to  the  pump  to  be  again  used  in  the  fluid 
connection.  Appellant  in  his  specifications  in  which  the  claims  in 
controversy  originated,  describing  his  apparatus,  states : 

It  Is  furthermore  evident  that  should  any  leakage  occur  around  the  pistons 
of  the  pump  and  motor  or  their  respective  piston- valves,  such  leakage  will 
finally  settle  to  the  lower  portion  of  the  inclosing  ea sings,  and  I  have  i^rovided 
for  returning  this  fluid  to  the  reservoir,  and  from  this  to  the  fluid  connection. 

Appellee's  device  shows  a  casing  only  about  the  lower  portion  of 
the  machine.  In  the  bottom  of  this  casing  a  reservoir  is  provided 
from  which  the  oil  is  pumped  into  the  fluid  connection.  The  por- 
tion of  the  leakage  caught  by  this  partial  casing  is  returned  to  the 
tank,  but  it  is  clearly  apparent  that  in  this  device  a  large  part  of 
the  leakage  is  lost.  It  was  to  obviate  this  difficulty  that  the  Ex- 
aminer suggested  to  the  appellee  the  claims  in  issue,  which  were 
copied  from  appellant's  original  application. 

An  examination  of  appellee's  claims,  specifications  and  drawings, 
we  think,  discloses  no  conception  by  him  of  the  exact  thing  here  in 
issue.  In  his  original  specifications  he  describes  this  feature  of  his 
invention  as  an — 

apparatus  mounted  upon  a  frame  or  stand  1  which  in  this  case  is  preferably 
in  the  nature  of  an  open  box  having  a  tight  bottom  which  will  catch  and  carry 
oil  or  other  medium  which  may  be  employed  to  charge  the  apparatus.  At  the 
bottom  in  the  center  is  a  sink  75  which  serves  as  a  settling-basin  and  into 
which  the  suction-plug  10  of  the  replenishlng-tank  projects. 

He  further  describes  it  as  follows: 

In  practice  the  piston-chambers  of  the  pump-cylinders,  the  port-channels  and 
the  ports  are  fllled  with  the  circulating  medium,  which  preferably  is  a  lubri- 
cant, and  for  convenience  will  hereafter  be  called  an  "oil."  As  under  certain 
conditions  this  oil  is  driven  around  the  circulatory  track  under  enormous  pres- 
sure, there  is  liable  to  be  some  loss  from  leakage  which  in  a  short  period  of 
operation  would  exhaust  the  apparatus  unlesB  such  waste  be  replenished  as 
fast  as  it  occurs.  For  this  purpose  a  special  pumping  apparatus  is  provided 
which  draws  from  a  supply  of  oil  carried  in  a  well  or  reservoir  75,. beneath 
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the  machine.  The  oil  so  drawn  from  this  reservoir  is  automatically  gaged  to 
accurately  supply  the  depletion  as  it  occurs  so  that  no  more  than  is  requisite 
for  that  purpose  will  be  taken  up  or  injected. 

Again  it  is  described  as  follows : 

On  the  exhaust  side  the  oil  is  returned  by  the  action  of  the  piston  connected 
with  the  driven  mechanism,  but  as  some  degi'ee  of  leakage  of  the  oil  in  trans- 
mission may  exist,  it  is  apparent  that  the  return-current  from  the  exhaust- 
port  will  not  be  sufficient  to  keep  the  pitman-heads  in  close  connection  in 
their  sockets,  as  the  pistons  on  the  receiving  end  of  the  exhaust  side  might 
not  make  a  full  stroke  on  account  of  leakage  <m  that  side  of  the  machine. 
Hence  the  replenishing-pump  is  provided  to  force  oil  into  the  exhaust-port 
so  as  to  keep  the  system  full,  and  also  to  establish  therein  a  pressure  suffi- 
ciently above  the  normal  to  force  the  pistons  of  the  driving  and  driven  aids 
apart  and  thereby  seat  the  terminals  of  the  pitmen  in  their  respective  sockets 
in  the  piston  and  socket-rings. 

In  describing  the  operation  of  the  machine,  appellant  states-. 

To  put  the  machine  in  adjustment  for  operation  the  sink  should  be  supplied 
with  a  sufficiency  of  oil  to  fully  charge  the  system  and  leave  a  reserve  to  draw 
from  to  supply  leakage. 

Paragraph  5  of  his  claims  is  as  follows: 

In  a  fluid-power-transmission  device,  the  combination  with  a  set  of  injecting- 
pumps  and  a  set  of  receiving-pumps,  the  former  adapted  to  be  connected  with 
the  power  to  act  as  drivers,  and  the  latter  with  the  load  or  driven  mechanism 
and  act  as  motors,  of  an  interposed  valve-plate  having  transmission-ports,  means 
connected  with  the  pumps  for  mounting,  rotating,  and  reciprocating  them 
collectively,  and  provisions  connected  with  the  circulatory  channels  for  re- 
plenishing the  waste  of  the  circulating  medium  resulting  from  lealuige  or 
otherwise,  substantially  as  specified. 

In  paragraphs  8,  9, 10  and  11  of  the  original  claims  it  was  referred 
to  as  means  for  replenishing  waste  in  the  circulation. 

In  1902  new  claims  were  inserted  by  appellee,  in  which  it  is  again 
referred  to  as  means  for  "  replenishing  waste  of  the  circulating  me- 
dium resulting  from  leakage  or  otherwise,''  "to  replenish  wasted 
circulation,"  and  "replenishing  in  the  circulation."  In  1904  a  new 
claim  was  inserted  as  follows : 

A  power- transmission  device  of  the  kind  described  •  •  •,  fluid-trans- 
mission conduits  connecting  said  sections,  an  injecting  device  connected  with 
said  transmission-conduits  and  a  source  of  fluid-supply  for  replenishing  waste 
in  the  circulation,  arranged  and  adapted  to  operatf  as  and  for  the  purpose 
specifled. 

This  was  the  condition  of  appellee's  claim?  and  specifications  when 
appellant  came  into  the  field  and  when  the  Primary  Examiner  noti- 
fied appellee  to  make  the  claims  here  in  issue.  It  is  clear  that  if 
appellee  had  not  prior  to  this  disclosed  in  his  claims,  specifications, 
or  drawings  some  conception  of  the  thing  in  issue,  he  would  be 
estopped  to  thereafter  claim  it  Some  months  after  this  notice  was 
given,  appellee  filed  additional  claims,  stating  at  the  same  time  that 
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he  did  not  desire  to  make  the  claims  suggested  at  that  time.  In 
these  additional  claims  he  refers  to  "a  chamber  for  receiving  any 
fluid  which  may  leak  through  the  joint  between  the  barrel  and  the 
valve-plate,"  "a  chamber  for  receiving  any  fluid  which  may  leak 
out  of  the  circulating-space,  and  a  return-channel  leading  from  said 
chamber  to  the  circulating-space,"  "a  chamber  for  receiving  any 
leakage  of  fluid  from  said  confined  spaces,"  "  a  chamber  for  collect- 
ing any  fluid  leaking  out  of  said  confined  space,  and  a  replenishing- 
channd  leading  from  said  chamber  to  the  suction  side  of  said  con- 
fined space,"  "  a  chamber  adapted  to  receive  any  leakage  of  the  oper- 
ating fluid,  and  a  replenishing-channel  leading  from  said  chamber 
to  the  space  containing  the  operating  fluid,"  "  a  chamber  for  receiv- 
ing any  leakage  of  the  operating  fluid,  and  a  replenishing-channel 
for  leading  the  fluid  from  such  chamber  to  the  suction  or  lower- 
pressure  portion  of  the  operating  fluid,"  and  "  a  chamber  for  receiv- 
ing the  leakage  of  the  operating  fluid,  and  a  valved  replenishing- 
channel  leading  from  said  chamber  to  the  suction  portion  of  the 
operating  fluid." 

In  May,  1906,  the  application  was  amended  by  adding  certain 
iidditional  claims  in  which  it  was  described  as  "a  chamber  for  re- 
ceiving any  leakage  from  that  part  of  the  device  which  is  under 
pressure,  a  valved  connection  from  said  receiving-chamber  to  each 
of  the  said  channels,"  and  "  a  chamber  for  receiving  any  fluid  which 
may  leak  from  that  part  of  the  device  which  is  under  pressure,  a 
connection  from  said  chamber  to  the  low-pressure  part  of  the  device." 

In  March,  1907,  appellee  erased  certain  of  the  above  claims  and 
inserted  additional  claims  in  which  he  describes — 

a  fluid-power-transmission  device,  the  combination  with  driving  mechanism 
for  imparting  motion  to  the  fluid,  and  driven  mechanism  adapted  to  be  oper- 
ated by  such  moving  fluid,  of  a  chamber  located  below  the  space  in  which  the 
fluid  circulates  and  arranged  to  receive  any  leakage  from  the  circulating-space, 
and  a  replenishing-channel  for  leading  the  fluid  upward  from  said  chamber 
back  to  the  circulating-space. 

It  will  be  observed  that  when  appellant  entered  the  field,  appellee 
had  apparently  no  conception  of  the  necessity  of  conserving  the 
leakage.  His  idea  was  to  provide  against  leakage  by  replenishing 
the  supply  of  oil  in  the  tank.  It  is  insisted  by  counsel  for  appellee 
that  the  word  "  replenishing  "  is  comprehensive  enough  to  convey  his 
conception  of  means  for  the  collection  of  leakage,  but,  in  the  absence 
of  anything  in  the  context  to  indicate  such  a  meaning,  we  cannot 
attribute  this  intention  to  appellee.  In  fact,  the  claims  and  specifi- 
cations of  appellee,  up  to  the  date  of  appellant's  entry  into  the  field, 
clearly  indicate  the  contrary. 

When  we  consid'^r  appellee's  refusal  for  more  than  two  years  to 
make  the  claims  suggested  and  his  failure  to  embrace  the  idea  in 
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amendments  during  that  period,  it  is  apparent  that  he  had  no  con- 
.ception  whatever  of  the  invention  embraced  in  the  claims  in  issue 
until  after  appellant  entered  the  field.  Even  then  he  was  unable  to 
so  amend  his  claims  as  to  intelligently  express  anything  like  a  clear 
conception  of  the  thing  here  in  issue. 

The  law  is  well  settled  that  amendments  will  only  be  permitted  to 
relate  back  to  the  date  of  the  filing  of  the  original  application  where 
they  can  clearly  be  sustained  on  the  claims  and  specificati<ms  as 
originally  made.  The  law  does  not  permit  such  an  enlargement  of 
the  original  specifications  as  will  interfere  with  other  inventors  who 
have  acquired  intervening  rights. 

Courts  should  regard  with  Jealonsy  and  disfavor  any  attempts  to  enlarge  the 
scope  of  an  application  once  filed,  or  of  a  patent  once  granted,  the  effect  of 
which  would  be  to  enable  the  patentee  to  appropriate  other  inventions  nuide 
prior  to  such  alteration,  or  to  appropriate  that  which  has  in  the  meantime  gene 
into  public  use.  {RaUtoay  Co.  v.  Bayles,  C.  D.,  1879.  349;  15  O.  G.,  243;  9T 
U.  S..  554.) 

The  rule  is  the  same  as  in  reissue  cases  with  respect  to  intervening 
rights.  A  patentee  cannot  in  a  reissue  application  so  broaden  his 
claims  as  to  include  an  invention  made  subsequent  to  the  grant  of  his 
patent.  {Newton  v.  Furst  <&  Co.,  C.  D.,  1887, 145;  38  O.  G.,  104;  119 
U.  S.,  373;  White  v.  Dunhar,  C.  D.,  1884,  85;  26  O.  G.,  353;  119  U.  S., 
47;  Brown  v.  Davis,  C.  D.,  1886,  69;  34  O.  G.,  435;  116  U.  S.,  237; 
MaUr  V.  Brass  Co,,  C.  D.,  1882,  49;  21  O.  G.,  201;  104  U.  S.,  350; 
Topliif  V.  Topliff,  C.  D.,  1892,  402;  59  O.  G.,  1257;  145  U.  S.,  150; 
Powder  Co.  v.  Powder  Works,  C.  D.,  1879,  356;  15  O.  G.,  289;  98 
U.  S.,  126.) 

It  is  urged  by  counsel  for  appellee  that  the  question  that  the  claims 
in  interference  do  not  show  the  same  invention  as  that  shown  by 
appellee  in  his  original  application  was  not  raised  in  the  Patent 
Office,  and,  therefore,  cannot  be  advanced  for  the  first  time  in  this 
court  In  Lacroix  v.  Tyberg  (C.  D.,  1910,  263;  150  O.  G.,  267;  33 
App.  D.  C,  586)  we  said: 

It  is  also  urged  that  the  Commissioner  erred  In  awarding  priority  of  inven 
tion  to  Tyberg  on  count  4  because  the  applications  of  the  respective  parties,, 
so  far  as  this  count  is  concerned,  do  not  show  the  same  invention.  This  question 
•cannot  be  raised  for  the  first  time  at  this  stage  of  the  proceeding.  It  should 
have  been  raised  by  appropriate  motion  before  the  Patent  Office  and  brought 
here  on  appeal. 

This  court  has  also  held  that  it  is  incumbent  upon  a  litigant  to 
raise  this  question  before  the  Primary  Examiner,  as  we  will  not  per- 
mit a  party  to  try  his  case  backward.  {Cutler  v.  Leonard,  C.  D.,. 
1908,  483;  136  O.  G.,  438;  31  App.  D.  C,  297.) 

But  this  strict  rule  cannot  be  here  invoked,  for  the  reason  that 
appellant  seasonably  filed  a  motion  which  we  think  is  broad  enough 
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to  bring  the  issue  before  us.  When  this  case  was  pending  before  the 
Examiner  of  Interferences,  appellant  filed  a  motion  to  dissolve  the 
interference  upon  the  ground  of  laches  and  estoppel,  and  also  upon 
the  express  allegation  that — 

said  WiUiams  has  no  right  to  make  tbe  claims  of  the  issue  because,  at  and  be- 
fore the  date  of  making  said  claime,  intervening  rights  had  accrued. 

Appellant — 

further  moved  that  the  files  and  papers  l>e  transmitted  to  the  Primary  Examiner 
for  determination  of  the  motion  for  dissolution,  and  that  the  interferaice  pro- 
ceedings be  suspended  pending  the  final  determination  thereof. 

This  motion  the  Examiner  of  Interferences  refused  to  transmit  to 
the  Primary  Examiner,  and  an  appeal  was  taken  to  the  Commissioner, 
where  the  ruling  of  the  Examiner  of  Interferences  was  sustained. 
The  matter  was  referred  back  to  the  Examiner,  the  Commissioner 
holding  that  the  motion  could  be  considered  on  final  hearing. 

This  motion,  we-  think,  is  sufficient  to  raise  the  issue,  since  the  ques- 
tion presented  is  not  one  of  fact,  but  one  of  disclosure.  Appellee  in 
his  original  specification  and  the  amendments  thereof  up  to  the  time 
appellant  entered  the  field,  totally  failed  to  make  any  claim  for  means 
for  collecting  leakage.  If  appellant  had  made  any  such  claims  there 
would  be  presented  a  question  of  fact  as  to  its  operation,  but  in  the 
absence  of  any  such  claim,  the  sole  question  here  is  whether  he  can 
now  claim  something  which  was  not  originally  disclosed.  Upon  this 
point  there  can  be  no  room  for  doubt  that  the  motion  to  dissolve  was 
broad  enough  to  permit  appellant  to  contest  appellee's  right  to  make 
the  claims  in  any  or  all  of  the  tribunals  through  which  the  cause  has 
come  by  appeal. 

The  decision  of  the  Commwioner  ?,?  reversed^  and  the  clerk  is 
directed  to  certify  these  proceedings  as  by  law  required. 

Reversed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

EUPING  V.   LOWRY. 

Bedded  May  2h  1911. 

168  O.  G.,  1037;  37  App.  D.  C,  311. 

Interfebengb — ^Priority. 

E}vldence  reviewed  apd  Held  that  priority  was  properly  awarded  to  L. 

Mr.  S.  T.  Fisher^  Mr.  E.  Wilkinson^  Mr.  T.  A.  Witherspoon^  and 
Mr.  F.  P.  Fish  for  the  appellant. 
Mr.  J.  Nota  McGiU  and  Mr.  C.  H.  Duett  for  the  appellee. 
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Shepard,  C.  J.: 

This  is  an  interference  proceeding  involving  priority  of  invention 
of  a  process  for  wood  preservation,  defined  in  the  following  issue: 

The  herein-described  process  of  preserving  wood  consisting  in  saturating  the 
wood  with  creosote-oil  under  pressure  while  entirely  submerged,  then  removing 
all  free  oil,  and  then  immediately  subjecting  the  wood  to  the  action  of  a  vacuum 
to  withdraw  most  of  the  oil  from  the  pores  and  cells  thereof. 

Ruping  filed  application  October  10th,  1904.  Lowry  filed  October 
23d,  1905,  and  obtained  a  patent  September  18th,  1906.  As  the  first 
patent  issued  pending  the  application  of  Ruping,  it  was  rightly  held 
that  the  burden  of  proof  resting  on  Lowry  as  the  junior  party  was  not 
shifted. 

The  three  tribunals  of  the  Office  in  succession  awarded  priority  to 
Lowry.     {Decision  of  the  Commissioner^  ante,  76;  168  O.  G.,  525.) 

The  earliest  date  awarded  Ruping  was  that  of  filing  his  applica- 
tion, but  each  tribunal  found  that  it  made  no  difference  if  his  claim 
of  date  September,  1904,  be  allowed  him. 

The  Examiner  of  Interferences  found  that  Lowry  conceived  the 
invention  long  prior  to  Ruping's  introduction  of  it  into  this  country, 
and  that  he  did  not  derive  his  knowledge  of  it  from  Ruping's  agents. 
That  he  successfully  reduced  it  to  practice  with  an  experimental 
apparatus  in  the  shops  of  the  "  Big  Four  "  Railroad  Company,  at 
Riverside,  Ohio,  in  November,  1903.  That  he  communicated  it  to 
others,  and  in  the  spring  of  1904  began  efforts  to  build  a  plant  at 
Shirley,  Ind.,  for  the  operation  of  the  process,  which  was  prosecuted 
with  diligence,  and  the  process  put  into  commercial  operation  on  the 
completion  of  the  plant.  He  found  that  Lowry's  claim  of  conception 
in  the  spring  of  1902  had  not  been  sufficiently  corroborated. 

The  Examiners-in-Chief  concurred  with  the  Examiner  of  Inter- 
ferences in  all  respects  save  the  reduction  to  practice  at  Riverside 
in  1903. 

On  account  of  Lowry's  earlier,  and  independent  conception,  and 
subsequent  diligence  they  concurred  in  awarding  priority  to  him. 

The  Commissioner  agreed  in  all  respects  with  the  Examiner  of 
Interferences. 

Lowry  died  during  the  taking  of  the  testimony,  and  the  litigation 
has  been  continued  by  his  legal  representatives. 

The  concurring  decisions  in  favor  of  Lowry  impose  a  serious  burden 
upon  Ruping  on  this  final  appeal. 

An  able  and  eai^iest  attack  has  been  made  upon  the  conclusions  of 
the  Commissioner.  The  contention  is  that  the  evidence  on  behalf  of 
Lowry  utterly  fails  to  show  a  conception  of  the  process  by  Lowry, 
much  less  its  reduction  to  practice  at  Riverside  in  1903;  that  Ruping 
conceived  the  same  earlier,  introduced  its  knowledge  into  this  country 
early  in  1904,  and  that  it  was  communicated  by  his  agents  to  Lowr^'. 
It  is  further  contended  that  in  any  view  of  his  clahn  of  conception, 
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Lowry  was  not  following  it  up  with  diligence  at  the  time  of  Euping's 
entry  in  the  field. 

In  the  light  of  these  contentions,  we  have  carefully  examined  and 
considered  the  entire  evidence  presented  in  the  record.  It  has  been 
fully,  fairly,  and  ably  reviewed  in  the  several  decisions  below.  We 
think  it  unnecessary  to  do  more  than  state  our  conclusions.  We  are 
not  convinced  that  there  was  error  in  the  award  of  priority  to  Lowry's 
representatives.  We  agree  with  the  Commissioner  that  the  earliest 
date  to  be  given  to  Ruping  is  that  of  making  his  application,  and 
that  Lowry  had  an  earlier  and  independent  conception  of  the  process 
of  the  issue.  While  we  doubt  that  his  evidence  of  reduction  to  prac- 
tice at  Riverside  in  1903,  is  sufficient,  we  think  that  he  had  a  clear 
conception  of  it  at  the  time  and  communicated  it  to  others  before 
receiving  information  of  Ruping's  disclosures. 

In  considering  the  knowledge  that  Lowry  may  have  had  of  Ruping's 
process,  as  claimed,  we  concur  with  the  Examiner  of  Interferences 
that  some  confusion  is  due  to  the  resemblances  between  the  processes 
disclosed  by  Ruping's  prior  patent  and  that  of  the  issue.  Both 
processes  disclose  what  has  been  called  the  empty-cell  method  as 
contradistinguished  from  the  full-cell  method  that  had  been  prac- 
ticed generally  in  preparing  railway-timbers.  The  initial  step  of 
the  Ruping  patent  was  the  subjection  of  the  wood  to  a  strong  air- 
pressure.  This  step  is  omitted  in  the  Lowry  process.  Another  dif- 
ference is  the  time  of  application  of  the  vacuum  relative  to  the  time 
of  removal  of  the  free  oil,  which  is  expressed  as  follows  in  the  issue : 

•  •  •  Then  removing  all  free  oil,  and  then  immediately  subjecting  the 
wood  to  the  action  of  a  vacuum. 

We  agree  also  that  the  evidence  is  sufficient  to  show  that  Lowry, 
prior  to  the  experiments  with  the  Ruping  process  at  Perth  Amboy  in 
April,  1904,  had  begun  plans  for  the  erection  of  the  Shirley  plant, 
which  were  diligently  followed  by  completion  and  the  practice  of  the 
process  on  a  large  scale. 

For  the  reasons  given^  the  decision-  will  he  affirmed. 

It  is  so  ordered,  and  that  this  decision  be  certified  to  the  Commis- 
sioner of  Patents. 

Affinfned. 

[Court  of  Appeals  of  the  District  of  ColumbU.l 

In  re  Freund  Bros,  and  Company. 

Decided  AprU  S,  191L 

169  O.  a,  206;  37  App.  D.  C.  109. 

Tbad&Mabks — Descriptivb — **  No  Sao  "  fob  Hand-Baos. 

The  words  "No  Sag"  Held  properly  refused  registration  as  a  trade- 
mark for  hand-bags,  since  they  are  descriptlTe  of  the  goods  to  which  they 
are  applied. 
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Mr.  Joseph  Z.  Levy  for  the  appellant. 

Mr,  R.  F.  Whitehead  for  the  C!ommissioner  of  Patenta 

Shepard,  C,  J.: 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
denying  registration  of  the  words  "  No  Sag  "  as  a  trade-mark  ap- 
plied to  hand-bags. 

The  denial  was  founded  on  that  part  of  section  5  of  the  Trade 
Mark  Act  which  prohibits  the  registration  of  a  mark,  which  consists 
merely  in  words  of  devices,  which  are  descriptive  of  the  goods  with 
which  it  is  used,  or  of  the  character  or  quality  of  such  goods.  The 
Examiner  said : 

The  word  "  sag  "  is  defined  as  follows :  "  To  droop,  especially  in  the  middle ; 
settle,  or  sink  through  weakness,  or  lack  of  support  *  *  *  A  bending  or 
drooping."     (Century  Dictionary  et  aL) 

This  mark,  which  is  made  up  of  two  words  **  no  "  and  "  sag  "  as  appUed  to 
a  hand-bag  indicates  that  it  will  not  droop,  settle,  or  sink  between  the  points 
at  which  the  handle  is  attached;  or  it  may  mean  that  other  parts  of  the  ba^ 
will  not  sag  or  bend.  It  is  well  known  that  it  is  desirable  to  have  a  hand-bit;? 
that  will  not  lose  its  shape,  for  if  it  sags  or  bends,  it  has  an  inartistic  and 
old  appearance. 

We  concur  in  the  view  that  the  mark  is  a  combination  of  two  worJs 
that  indicate,  and  are  intended  to  indicate  that  the  bags  will  ii')t 
lose  their  shape  through  sagging,  for  which  reason  they  are  descrip- 
tive of  the  character  or  quality  of  the  goods. 

The  word  is  within  the  rule  laid  down  in  the  following  cases :  In 
re  Central  Consumers  Co.,  (C.  D.,  1909,  329 ;  140  O.  G.,  1211 ;  32  App. 
D.  C,  523,)  denying  registration  to  NexttoBeer,  as  a  trade-mark 
for  non-alcoholic  drinks;  Dennehy  v.  Robertson  (C.  D.,  1909,  323; 
140  O.  G.,  1005;  32  App.  D.  C,  355,)  Mountain  Dew,  for  whisky; 
in  re  New  South  Brewery  and  Ice  Co.,  (C.  D.,  1909,  364;  142  O.  G., 
291;  32  App.  D.  C,  591,)  Crystal,  for  beer;  in  re  Anti-Cori-Zine 
Chemical  Co.,  (C.  D.,  1910,  291;  151  O.  G.,  452;  34  App.  D.  C,  191,) 
Getwell,  for  medicines;  in  re  The  Seamless  Rubier  Co.,  (C.  D.,  1910, 
342;  153  O.  G.,  547;  34  App.  D.  C,  357,)  Kantleek,  for  rubber  goods. 
See  also  Florence  Mfg.  Co.  v.  Dowd,  (178  Fed.  Rep.,  73.) 

The  decision  will  be  affirmed^  and  this  decision  certified  to  the 
Commissioner  of  Patents. 

A'ffirmed. 

[Court  of  Appeals  of  tbe  District  of  Columbia.] 

In  be  Scharf. 

Decided  May  2h  1911. 

ie9  O.  G.,  207;  37  App.  D.  C.  339. 

pATEHTABILrrT — MAGAZINE  FOB  LiNOTTPB-MaCHINES. 

Claims  for  a  magaEine  for  a  linotype-machine  Eeld  not  patentable  tn 
Tlew  of  the  prior  art 
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Mr.  E.  A.  Packard  for  the  appellant. 

Mr.  W.  S.  Ruckman  and  Mr.  William  R.  Ballard  for  the  Com- 
missioner of  Patents. 

RoBB,  /,; 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
refusing  the  following  claims  of  the  appellant : 

16.  In  a  1inot>i)e-ma chine,  the  combination  of  a  mas^zine  in  operatlre  posi- 
tion, a  magazine  directly  above  tlie  same  disconnected  from  the  machine,  and 
means  whereby  the  positions  of  said  magazines  may  be  interchanged. 

17.  In  a  linotype-machine,  the  combination  of  means  to  sustain  a  magazine 
in  operative  position  upon  the  machine,  and  means  to  store  an  idle  magazine 
above  the  operative  position  of  the  magazine  upon  the  machine. 

18.  In  a  linotype-machine,  the  combination  of  means  to  s^tain  a  magazine  in 
oi)erative  position  upon  the  machine,  and  storage  means  for  an  idle  magazine 
directly  above  the  machine,  whereby  the  positions  of  the  operative  magazine  and 
the  idle  magazine  may  be  interchanged  by  the  operator  without  necessitating 
liifj  leaving  the  machine. 

Fifteen  claims  covering  details  of  appellant's  structure  were  al- 
lowed by  the  Patent  OflSce.  The  rejected  claims  are  supposed  to . 
cover  the  particular  arrangement  of  storage  devices  for  magazines 
used  in  the  operation  of  a  linotype-machine.  Claim  16  covers  broadly 
the  idea  of  storing  such  magazines  above  and  disconnected  from  the 
machine.  Claim  17  omits  the  limitation  that  the  storage  must  be  dis- 
connected from  the  machine.  Claim  18  contains  the  additional 
foature  that  the  magazines  may  be  interchanged  by  the  operator 
*'"  without  necessitating  his  leaving  the  machine." 

In  tlie  Dodge  patent  of  October  22,  1895,  the  same  elements  dis- 
closed by  appellant  are  found.  In  the  Kretschmar  patent  of  August 
14.  1906,  the  same  elements  are  disclosed,  but  the  storage  device  is 
located  at  one  side  of  ins:tead  of  above  the  main  franw  of  the  machine. 
But  apart  from  those  references  we  agree  with  the  Patent  Office  that 
there  is  nothing  patentably  novel  in  locating  a  series  of  shelves  above 
the  machine.  No  mechanical  means  are  shown  "  whereby  the  posi- 
tion of  said  magazine  may  be  interchanged.''  All  that  is  shown  is  a 
lever,  the  operation  of  which  lifts  the  forward  end  of  the  magazine 
clear  of  the  assembling-chute;  in  other  words,  it  enables  the  oper- 
ator more  easily  to  grasp  the  magazine.  The  work  of  interchanging 
is  then  manually  done.  Obviously,  therefore,  appellant  is  not  en- 
titled to  a  patent  on  something  not  invented.  The  limitation  in 
claim  18  is  broad  enough  to  cover  the  Klretschmar  construction. 
Grant  that  in  appellant's  device  it  is  unnecessary  for  the  operator  to 
leave  the  front  of  the  machine,  his  claims,  as  drawn,  cover  much  more. 

We  agree  with  the  Patent  Office  tribunals  in  the  rejection  of  those 
claims. 

The  decision  of  the  Commissioner  is  affirmed  and  the  clerk  will 
certify  this  opinion  according  to  law. 

Affirmed, 
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[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Cottrell. 

Decided  May  29,  1911. 

169  O.  G.,  702 ;  37  App.  D.  C,  870. 

PATBNTABILTTT — CXJTTINO    AND    FOLDING    MACHINE   FOB    PBINTING-PKESSES. 

Claims  for  cutting  and  folding  machines  for  printing  presses  Held  prop- 
erly rejected  in  view  of  the  prior  art 

Mr,  George  R.  Hamlin  for  the  appellant. 

Mr.  TF.  S.  Ruckman  for  tiie  Commissioner  of  Patents. 

Shefard,  C.  /./ 

Applicant  applied  for  a  patent  for  improvements  in  cutting  and 
folding  machines  for  printing-presses,  containing  fourteen  claims. 
Claims  9  to  14,  inclusive,  were  allowed,  and  claims  1  to  8,  inclusive, 
rejected.    From  this  rejection  he  has  appealed. 

The  allowed  claims  cover  the  specific  device.  The  rejected  claims 
are  general  and  comprehensive.  Rejected  claims  1,  4  and  8  suffi- 
ciently present  the  question  involved.    They  are  as  follows: 

1.  Means  for  collecting  a  group  of  sheets  cut  and  fed  from  the  main  web.  a 
folding-cylinder  and  means  for  causing  the  cylinder  to  collect  thereon  the  group 
of  sheets  cut  and  fed  from  the  main  web  with  a  previously-printed  insert-sheet 
fed  from  one  source  of  supply  and  a  previously-printed  cover-sheet  fed  from 
another  source  of  supply. 

4.  Means  for  collecting  a  group  of  sheets  cut  and  fed  from  the  main  web* 
folding-cylinders,  means  for  causing  one  of  the  cylinders  to  collect  thereon  the 
group  of  sheets  cut  and  fed  from  the  main  web  with  a  previously-printed  insert- 
sheet  fed  from  one  source  of  supply  and  a  previously-printed  cover-sheet  fed 
from  another  source  of  supply,  and  coacting  folding  devices  arranged  to  fold  the 
sheets  together  and  deliver  them  at  a  predetermined  point. 

8.  Means  for  collecting  a  group  of  sheets  cut  and  fed  from  the  main  web, 
folding-cylinders,  means  for  causing  one  of  the  cylinders  to  successively  collect 
thereon  a  previously-printed  insert-sheet  fed  from  one  source  of  supply,  the  group 
of  sheets  cut  and  fed  from  the  main  web  and  a  previously-printed  cover-sheet 
fed  from  another  source  of  supply,  and  coacting  folding  devices  arranged  to 
fold  the  sheets  together  and  deliver  them  at  a  predetermined  i)oint. 

The  eight  claims  were  rejected  on  the  disclosures  of  patent  to 
Spalckhaver,  No.  679,191,  and  British  patent  to  Allison. 

The  reasons  given  by  the  Commissioner  for  his  final  decision 
(ante^  86;  169  O.  G.,  203)  rejecting  the  claims  are  quite  satisfactory 
to  us,  and  it  would  serve  no  useful  purpose  to  reargue  the  question. 

The  decision  will^  therefore^  he  affirTned;  and  the  clerk  will  certify 
this  decision  to  the  Commissioner  of  Patents  as  the  law  requii*es. 

A-fftrmed. 
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[Court  of  Appeals  of  the  District  of  Columbia.] 

Frost  v.  Chase. 

Decided  May  1,  1911. 

ie9  O.  G.,  945;  37  App.  D.  C,  179. 

1.  INTERFERENOE — ^PRIORITY — RiOHT  TO  MaKE  THE  CLAIMS. 

Application  considered  and  Held  that  C.  Is  entitled  to  make  the  claims  In 
issue  and  that  priority  was  properly  awarded  him. 

2.  Same — Same — Question  of  Intervening  Rights  Not  CJonsidered. 

Held  that  in  an  Interference  involving  a  reissue  application  the  question 
whether  such  intervening  rights  exist  as  will  constitute  a  ground  for  refus- 
ing the  reissue  will  not  be  considered,  (citing  Norling  v.  Hayes,  ante,  347; 
166  0.  G.,  1282.) 

3.  Same — Immaterial  Record  Brought  Upon  Certiorari — Costs. 

Appellee  required  to  reimburse  appellant  for  printing  unnecessary  record 
brought  up  on  a  certiorari  at  the  suggestion  of  the  former. 

Mr.  George  W.  Rea  and  Mr.  E.  E.  Kent  for  the  appellant. 
Mr.  F.  L.  Emery y  Mr.  T.  B.  Booth^  and  Mr.  I.  U.  Townsend  for  the 
appellee. 

RoBB, /.; 

This  is  an  appeal  from  concurrent  decisions  of  the  three  tribunals 
of  the  Patent  Office  awarding  priority  of  invention  to  Chase,  an 
applicant  for  reissue,  as  against  Frost,  the  patentee  and  other  party 
to  the  interference. 

Frost  filed  his  application  May  15th,  1906,  and  a  patent  was  granted 
him  April  2nd,  1907.  Chase  filed  his  original  application  December 
14th,  1904,  receiving  a  patent  thereon  September  4th,  1906.  On  July 
22nd,  1908,  he  filed  an  application  for  reissue,  copying  the  claims  of 
the  Frost  patent,  as  follows : 

1.  In  apparatus  of  the  class  described,  a  holder  for  a  supply  of  elastic  tape; 
a  device  for  rendering  the  tar>e  adhesive,  a  stationary  guide  for  the  tape  set 
between  the  supply  and  said  device,  holding  the  tape  normally  out  of  contact 
therewith. 

2.  In  apparatus  of  the  class  described,  a  holder  for  a  supply  of  tape,  and  a 
moistening  device  for  one  surface  of  the  tape,  In  combination  with  a  layer  of 
elastic  adhesive  material  dried  upon  said  surface  of  the  tape,  whereby  the  tape 
is  rendered  elastic,  and  a  non-yieldjng  guide  leading  the  tape  to  a  position  adja- 
cent to  but  not  in  contact  with  the  moistened  device,  whereby  the  unmoistened 
portion  of  the  tape  automatically  retracts  from  said  device  after  contact 
therewith. 

The  description  of  the  invention  found  in  the  decision  of  the  Com- 
missioner is  so  clear  and  concise  that  we  reproduce  it : 

The  invention  In  issue  relates  to  a  package-sealing  device  in  which  a  strip  of 
gummed  paper  is  fed  from  a  reel  over  a  moistening  device  in  proximity  to  a 
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cutter,  the  purpose  being  to  provide  for  drawing  out,  moistening,  and  cutting 
off  a  suitable  length  of  the  tape  for  binding  a  package,  the  particular  invention 
f>et  forth  in  the  issue  being  directed  to  means  for  maintaining  the  free  end  of 
the  tape  out  of  contact  with  the  moistener  after  the  amount  of  tape  desired  for 
use  has  been  cut  off.  In  the  prior  art,  as  shown  in  the  patent  to  Piper,  JNo. 
700,816,  May  27,  1902,  this  had  been  done  by  means  of  a  pivoted  guide  which 
yielded  to  the  tension  of  the  tape  as  it  was  being  drawn  over  the  moistening- 
rolls  but  which  was  retracted  as  soon  as  the  tape  was  released,  the  tape  being 
thereby  raised  out  of  contact  with  the  moistening-roll.  In  the  Frost  device  the 
yielding  member  is  dispensed  with.  The  tape  is  passed  around  a  pair  of  bars  or 
rollers  which  tend  to  bend  it  abruptly  when  the*tape  is  drawn  tight  but  which 
t?o  hold  it  that  when  released  the  resilience  of  the  stiffened  tape  causes  It  to 
assume  a  curve  of  sufficient  radius  to  remove  it  from  contact  with  the  moistener. 

The  date  of  conception  alleged  by  Frost  in  his  preliminary  state- 
ment was  found  to  be  subsequent  to  the  date  upon  which  Chase's 
onginal  application  was  filed.  Frost  was  therefore  called  upon  to 
trhow  cause  why  judgment  upon  the  record  should  not  be  entered 
against  him.  He  thereupon  filed  a  motion  for  the  dissolution  of  the 
interference,  the  main  grounds  of  his  motion  being  that  Chase  had 
no  right  to  fnake  the  claims,  that  he  had  shown  no  sufficient  excuse 
for  the  reissue  or  the  delay  in  applying  for  it,  and  that  intervening 
rights  had  accrued.  The  Primary  Examiner,  to  whom  the  matter 
was  referred  for  consideration,  sustained  the  motion,  saying  : 

Briefly,  to  sum  up,  Chase  has  shown  no  sufficient  excuse  for  either  the  reissue 
<»r  the  delay  in  applying  for  it,  be  has  not  shown  that  he  ever  conceived  the 
functions  now  claimed,  and  his  invention  is  different  from  that  originally  pre- 
sented. 

A  motion  for  rehearing  was  denied  by  the  Examiner,  whereupon 
an  appeal  was  taken  to  the  Examiners-in-Chief  who,  after  hearing, 
reversed  the  Examiner's  decision.  An  unsuccessful  effort  was  then 
made  to  induce  the  Commissioner,  in  the  exercise  of  his  supervisory 
authority,  to  entertain  an  appeal.  (C.  D.,  1910,  33;  151  O.  G.,  741.) 
The  case  in  due  course  went  to  the  Examiner  of  Interferences  and, 
as  no  testimony  had  been  taken,  he  of  course  adopted  the  opinion 
of  the  Board  of  Examiners-in-Chief  and  awarded  priority  to  Chase, 
whereupon  an  appeal  was  again  taiien  to  that  tribunal  who,  after  a 
second  hearing,  awarded  priority  of  invention  to  Chase.  Upon 
appeal  to  the  Commissioner  the  decision  was  affirmed  and  the  case 
was  then  brought  here. 

It  is  apparent  from  the  description  of  this  invention  that  it  is  an 
extremely  narrow  one.  This  fact  is  material  in  determining  the 
question  whether  Chase  is  entitled,  in  the  light  of  his  original  specifi- 
cation and  drawings,  to  make  the  claims  of  the  issue.  We  will  first 
turn  to  Frost's  application.  It  will  be  noticed  that  in  his  claims  he 
refers  to  an  elastic  tape.    This  term  is  somewhat  misleading,  for  in 
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his  specification  he  describes  this  tape  as  ^^  strips  of  gummed  paper  or 
very  adhesive  fabric."  What  is  meant,  therefore,  is  that  the  gum 
on  the  paper  or,  to  use  the  language  of  the  2nd  claim,  the  "  adhesive 
material  dried  upon  said  surface  of  the  tape,"  renders  the  paper  or 
tape  springy.  The  gummed  strip  is  clearly  not  elastic  in  the  ordinary 
acceptation  of  the  term.  It  will  be  further  noticed  that  the  arrange- 
ment of  the  rods  is  not  described  in  the  claims  nor  is  the  location  of 
the  moistening  device  given.  The  essence  of  the  invention  therefore 
resides  in  the  stationary  guide  and  springy  strip  which  together  dis- 
place the  yielding  member  of  the  prior  art.  It  will  be  seen  that  the 
difference  between  the  structure  described  in  the  claims  of  the  issue 
and  the  structure  of  the  prior  art  is  very  slight.  In  the  prior  art, 
the  yielding  member  or  spring  kept  the  tape  away  from  the  moistener 
when  the  device  was  not  in  use.  In  the  present  invention,  the  loca- 
tion of  certain  rods  acting  upon  the  adhesive  material  as  it  is  drawn 
along  bends  it  so  that  when  released  it  springs  away  from  and  out  of 
contact  with  the  dampener. 

We  will  now  turn  to  the  original  Chase  application,  the  drawings 
of  which  have  undergone  no  change  whatever.  Chase  originally  de- 
scribed his  device  as  consisting  of  a  reel  containing  a  roll  of  gummed 
paper  and  a  moistener  feeding  downward  to  a  moistening-pad,  be- 
neath which  the  ribbon  is  led.  A  plurality  of  rods,  running  between 
which  the  ribbon  passes  to  the  moistening-pad  are  shown  in  his  draw- 
ing but  the  function  of  the  rods  is  not  stated  in  the  specification  as 
originally  filed.  After  a  rejection  of  claim  1  of  his  original  applica- 
tion on  the  patent  to  Mackey,  Chase,  on  January  18th,  1905,  long 
prior  to  Frost's  filing  date  and  also  long  prior  to  his  alleged  date  of 
conception,  filed  an  amendment  containing  the  following  statement: 

The  rod  S  in  so  located  with  relation  to  the  rod  2  and  roller  that  the  gummed 
and  stiffened  strip  is  hent  as  it  travels  betioeen  the  rod  2  and  roller  8  and 
this  bend  serves  to  give  the  strip  a  tendency  to  drop  upon  the  rod  4;  and  fur- 
ther, the  rod  3,  when  the  strip  is  released  after  the  same  has  been  cut  ofif, 
prevents  the  movement  of  the  strip  too  far  to  the  left,  viewing  Figure  2,  and 
the  rod  2  at  the  other  side  of  the  strip  prevents  the  approach  of  the  strip  toward 
the  moistening  device  when  the  strip  is  cut  off.     (Italics  ours.) 

The  following  argument  accompanied  the  amendment : 

It  is  essential  in  the  apparatus  herein  shown  and  described  that  the  strip  of 
paper  Y>e  drawn  between  and  across  rolls  as  the  bending  of  the  strip  by  the  rod 
3  between  the  rod  2  and  roller  8  gives  to  the  gummed  strip  a  tendency  to  resume 
immediately  a  position  in  contact  with  the  rod  4, 

which  was  away  from  and  out  of  contact  with  the  moistener.  At  the 
same  time  the  following  claim  was  presented,  which  was  allowed  and 
became  1  of  the  Chase  patent : 

1.  In  apparatus  of  the  class  described,  a  tanlc,  a  moistening  device  located 
below  said  tank,  a  plurality  of  rods  l>etween  and  over  which  to  draw  a  strip 
2097*— 12 ^28 
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on  its  way  to  be  acted  upon  by  the  moist^iing  device,  means  for  cutting  off  the 
moistened  strip,  and  a  device  to  sustain  the  end  of  the  strip  below  and  out  of 
contact  with  the  moistening  device. 

We  agree  with  the  Examiners-in-Chief  and  the  Commissioner  that 
the  amended  specification  and  claim  were  intended  to  cover  an  ar- 
rangement of  the  rods  by  which,  with  the  aid  of  the  "  gummed  and 
stiffened  strip  ",  that  strip  is  removed  from  contact  with  the  moistener 
when  the  device  is  not  in  use.  There  was  no  attempt  on  the  part  of 
Chase  to  introduce  a  new  element  into  his  original  disclosure.  He 
merely  described  an  apparent  function  of  that  device.  We  rule, 
therefore,  that  his  patent  discloses  the  invention  in  issue. 

There  being  no  concealment  of  the  invention,  the  question  as  to 
whether  Chase  has  been  guilty  of  laches  is  not  pertinent  to  the  issue 
here  involved,  nor  is  the  question  of  intervening  rights  one  that 
Frost  may  raise  in  this  proceeding.  {Norling  v.  Hayes^  ante^  347; 
166  O.  G.,  1282;  37  App.  D.  C,  169.) 

The  appellee  having  suggested  a  diminution  of  the  record  and  prayed 
the  issuance  of  a  writ  of  certiorari  to  supply  the  same,  the  writ  was 
ordered  to  issue  upon  condition,  however,  that  he  deposit  with  the 
clerk  of  this  court  the  estimated  cost  of  printing  the  additional  mat- 
ter that  the  appellant  might  be  reimbursed,  if  upon  final  hearing, 
it  should  appear  that  such  additional  matter  was  inunaterial  to  the 
issue. 

The  matter  then  brought  up  covers  over  forty  pages  of  the  printed 
record  and  includes  (1)  affidavits  not  admissible  in  evidence  and  to 
the  exclusion  of  which  below  no  error  was  assigned,  (2)  the  motion 
for  rehearing  before  the  Primary  Examiner,  the  inclusion  of  which 
in  the  record  being  prohibited  by  Rule  5  of  this  court,  (3)  notice  to 
counsel  for  Frost  concerning  the  operation  of  the  so-called  Chase 
model,  not  at  all  relevant  here,  (4)  Frost's  petition,  including  argu- 
mentative matter  supporting  it,  to  the  Commissioner  to  have  him 
exercise  his  supervisory  authority  and  reverse  the  Board  of  Exam- 
iners-in-Chief  in  overruling  Frost's  motion  for  the  dissolution  of  the 
interference,  the  same  being  unnecessary  as  the  record  already  con- 
tained the  petition  minus  the  supporting  argument,  and  (5)  Chase's 
motion  to  dismiss  the  last-named  petition,  also  unnecessary  as  the 
record  already  showed  that  such  a  motion  was  made. 

The  clerk  will  therefore,  out  of  the  deposit  in  his  hands,  reimburse 
appellant  for  printing  the  above  unnecessary  matter. 

The  decision  of  the  CorwmisdoTier  is  affirmed  and  the  clerk  will  cer- 
tify this  opinion  as  by  law  required. 

Affirmed. 
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[Court  of  Appeals  of  tbe  District  of  Columbia.] 

De  Kando  V.  Armstrong. 

Bedded  May  24,  1911. 

169  O.  G.,  1186;  37  App.  D.  C,  814. 

1.  INTERFEBENOE— Priority — Reduction  to  Practice — Invention  Completed  ih 

A  Foreign  Country. 
Where  K.  completed  the  invention  in  issue  in  a  foreign  country  and 
knowledge  of  such  invention  was  -brought  into  this  country  and  disclosed 
to  others,  Held  that  K.  can  derive  no  benefit  from  the  work  done  in  suck 
foreign  country  and  that  the  disclosure  of  the  invention  to  others  in  thla 
country  is  not  equivalent  to  a  reduction  to  practice  of  the  invention,  but  is 
merely  evidence  of  conception  thereof. 

2.  Same — Same. 

a.  conceived  the  invention  in  issue  in  1902  and  filed  his  application  there- 
for in  1905.  K.  completed  the  invention  in  a  foreign  country  In  1904,  dis- 
closed it  to  others  in  this  country  in  1904,  and  filed  his  application  therefor 
In  1906.    Held  that  priority  was  properly  awarded  to  A. 

Mr.  J.  E.  Bull  for  the  appellant. 

Mr.  A.  G.  Davis  and  Mr.  A.  A.  Buck  for  the  appellee. 

Van  Orsdei^  J.: 

This  is  an  appeal  from  the  Commissioner  of  Patents  awarding 
priority  of  invention  to  appellee,  the  senior  party.  The  invention 
relates  to  the  control  of  induction-motors  used  in  the  movement  of 
railway-cars,  and  is  described  in  the  opinion  of  the  Examiners-in- 
Chief  as  follows : 

The  interference  relates  to  improvement  In  the  control  of  Induction-motors 
when  used  in  the  propulsion  of  railway-cars  In  which  the  wheels  of  the  same 
car,  or  of  different  cars  In  the  same  train,  are  apt  to  differ  in  diameter.  When 
two  like  induction-motors  derive  their  current  from  the  same  source  they 
revolve  at  the  same  angular  speed,  but  where  the  wheels  are  of  different  di- 
ameters and  the  motors  arc  connected  to  the  axles  this  relation  is  impossible. 
The  difference  in  diameter  necessitates  different  angular  velocities.  For  the 
purpose  of  overcoming  this  difllculty  and  properly  distributing  the  load  upon  the 
motors  a  permanent  resistance  is  placed  in  the  secondary  circuit  of  the  motor 
which  is  driven  by  the  wheels  of  larger  diameter  for  the  purpose  of  Increasing 
the  slip  while  giving  the  same  torque  and  thus  equally  distributing  the  load. 

Tlie  issue  is  as  follows: 

1.  In  combination  with  a  vehicle,  a  plurality  of  induction-motors  mechanically 
connected  to  the  driving-wheels  of  said  vehicle,  means  under  the  control  of  the 
motorman  for  controlling  said  motors  simultaneously,  and  means  for  adjusting 
the  relative  torque  of  said  motors. 

2.  In  combination  with  a  vehicle,  a  plurality  of  Induction-motors  mechanically 
connected  to  the  driving-wheels  of  said  vehicle,  means  under  the  control  of  the 
rootonnan  for  controlling  said  motors  simultaneously,  and  means  for  adjusting 
Independently  the  relative  resistances  of  the  secondary  circuits  of  said  motom 


Digitized  by  VjOOQ IC 


414      DBOISIONS  OF  UNITED  STATES  COUBTS  IN  PATENT  CASES. 

3.  In  combinatioa  with  a  vehicle,  a  plwrality  of  indnction-motors  mechanically 
connected  to  the  driving-wheels  of  said  vehicle,  a  controlling-switch  adapted  to 
vary  simultuneously  the  resistances  in  the  secondary  circuits  of  said  motors  to 
control  the  si)eed  of  the  vehicle,  and  meax^  for  adjusting  independently  the 
relative  resistances  in  the  secondary  circuits  of  said  motors  to  vary  the  relative 
■peed-torque  characteristics  of  said  motors. 

4.  In  combination  with  a  vehicle,  a  plurality  of  induction-motors  mechanically 
jeonnected  to  the  driving-wheels  of  said  vehicle,  a  switch  under  the  control  of 

the  motorman  for  controlling  said  motors  simultaneously,  and  independent  ad- 
justable resistances  placed  near  the  several  motors  and  connected  in  their 
secondary  circuits. 

On  June  28,  1905,  appellee  filed  an  application  in  the  Patent  Office 
fbr  a  patent  on  the  invention  in  issue,  which  was  granted  February 
*,  1906.  Appellant's  application  was  filed  July  3,  1906.  With  the 
iling  dates  before  us,  we  will  review  briefly  what  the  respective 
parties  did  prior  to  entry  into  the  Patent  Office.  It  appears  that 
appellant  made  his  invention  abroad,  and  put  it  into  actual  use  prior 
Ac  the  spring  of  1904  on  what  is  known  as  the  Valtellina  railway  in 
Italy.  It  appears  that  in  March,  1904,  one  Waterman  went  to 
Europe  and  met  the  appellant  at  Budapest,  where  the  details  of  ap- 
pellant's invention  were  explained  to  him.  He  also  saw  the  invention 
in  use  on  the  Valtellina  road  in  Italy.  In  addition,  appellant  fur- 
nished Waterman  with  an  elaborate  w  ritten  description  of  the  inven- 
tion. That  document,  together  with  notes  he  had  made.  Waterman 
btougiit  with  him  to  the  United  States,  where  he  arrived  on  May  5, 
1904.  Within  a  few  days  after  his  arrival  he  communicated  his 
information  in  detail  to  one  Stillwell,  a  distinguished  electrician  in 
Kew  York.  .  Waterman  made  a  preliminary  written  report  to  Still- 
well  on  June  7,  1904.  During  the  following  year  Waterman  de- 
acribed  the  invention  to  a  number  of  electrical  engineers,  among 
wtiom  was  one  De  Muralt,  now  professor  of  electrical  engineering 
fin  the  University  of  Michigan.  It  also  appears  that  Waterman 
explained  the  invention  to  the  American  Institute  of  Electrical  Ea- 
gineers  on  June  19,  1905. 

Appellee  testified  that  the  conception  of  this  invention  occurred  to 
iim  in  1894  or  1895,  when  he  was  considering  the  problem  involved 
in  three-phase  induction-motors.  Two  parties  are  named  by  him 
with  whom  this  problem  was  discussed.  One  witness.  Berg,  testifies 
that  between  1893  or  1894  and  1897  he  and  appellee  worked  together 
on  the  designing  of  induction-motors  and  alternating-current  gen- 
erator. It  also  appears  that  about  1897  appellee  prepared  designs 
for  a  control  system  which  was  used  in  what  was  known  as  the  Varese 
railway-line  in  Italy,  and  that  while  the  system  used  in  tl^at  line 
was  not  the  one  of  the  invention,  appellee  discussed  the  present  in- 
vention with  two  witnesses,  Berg  and  St^inmetz,  at  that  time.  Stein- 
metz  testifies  that  Armstrong  disclosed  the  invention  to  him  as  etiirly 
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as  1894  or  1895.  Hiis  disclosure  he  says  embraced  the  idea  ol  a  per- 
manent resistajioe  to  take  care  of  the  problem  ol  unequallj-aixed 
wheels.  The  dates  of  disclosure  fixed  bj  appellee^  witnesses  tvj 
from  1894  to  1901  or  1902.  It  was,  however,  found  by  the  tribunals 
of  the  Patent  Offioe  that  the  matters  disclosed  by  appellee  did  not 
embrace  the  present  inyention,  and  that  the  appdlee  is  not  entitled 
to  a  date  of  conception  prior  to  1902, 

Appellee  in  his  statemoit  alleges  coneeption  and  disclosure  of  the 
invention  in  1895;  that  drawings  were  made  May  8,  1905;  that  no 
model  was  made,  and  that  he  has  never  embodied  the  invention  in  a 
full-sized  machine.  Proof  ol  what  the  appellee  actually  did  has  bettt 
greatly  simplified  by  the  following  statement  of  his  counsel  in  their 
brief: 

We,  of  coiifse,  do  not  make  any  claim  that  Armstrong  was  dlHijently  pro- 
ceeding to  reduce  his  invention  to  practice  ftfom  the  time  when  lie  first  con- 
ceived it  op  to  the  time  when  he  filed  his  application.  We  do  ^ain  tliat  he  has 
definitely  proven  a  date  of  conception  at  least  as  early  as  1902;  that  when  te 
saw  an  opportunity  to  use  bis  inTention  cconmercially  he  wrote  his  attorn^  al>oiit 
it,  and  that  his  attorney  diligently  filed  a  patent  application  for  Armstrong. 

Conception  of  the  invention  was,  we  think,  correctly  accorded  ap- 
pellee by  the  Patent  Office  as  early  as  1902.  From  the  statement  of 
counsel,  his  filing  date  must  be  fixed  as  the  date  of  constructive  re- 
duction to  practice.  Appellee,  therefore,  had  not  reduced  the  inven- 
tion to  practice  at  the  time  of  the  disclosure  of  Waterman.  Thi* 
narrows  the  case  to  a  single  question  of  law :  Was  the  knowledge  pos- 
sessed by  Waterman  and  disclosed  by  him  to  others  skilled  in  the 
art  and  competent  to  understand  it,  with  sufficient  clearnesif  to  enable 
them  to  have  reduced  the  invention  to  practice  equivalent  to  a  reduc- 
tion to  practice  of  the  invention  in  this  country  ?  If  it  was  not,  it  if 
clear  that  appellee  must  prevail. 

Section  4886,  Revised  Statutes,  provides  that  before  an  inventor 
is  entitled  to  a  patent  his  invention  mxtst  not  have  be^i — 

known  or  used  by  others  in  this  country,  before  his  invention  or  discoverj 
thereof,  and  not  patented  or  described  in  any  printed  publication  in  this  or  any 
foreign  country,  before  his  inyention  or  discovery  thereof. 

It  appears  from  this  that  before  an  inventor  is  entitled  to  a  patent 
for  his  invention  four  things  must  not  exist — the  invention  must  not 
be  known  by  others  in  this  country ;  it  must  not  be  in  use  or  have  been 
used  in  this  country ;  it  must  not  have  been  patented  in  this  or  any 
f weign  country ;  it  must  not  have  been  described  in  any  printed  pul>- 
lication  in  this  or  any  foreign  country.  It  must  be  conceded  tl»it  om 
appellee's  filing  date,  his  date  of  reduction  to  practice,  appellant^ 
foreign  invention  was  known  in  this  country.  But  the  date  of  ap- 
pellee's discovery  relates  back  to  his  date  of  conception,  which  waa 
prior  to  Waterman's  disclosure  of  appellant's  inrenticm  here. 
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It  follows  then  that  before  the  knowledge  of  appellant's  inTention 
here  can  constitute  a  bar  to  appellee's  right  to  his  patent,  it  must 
operate  as  a  reduction  to  practice  in  this  country.  Any  knowledge  or 
use  of  the  invention  by  appellant  abroad,  in  the  absence  of  a  patent 
or  description  in  a  printed  publication  prior  to  appellee's  date  of 
invention  or  discovery,  cannot  deprive  appellee  of  his  right  to  a  pat- 
ent. (R.  S.,  sea  4923.)  All  that  appellant  did  abroad  was  a  nullity 
in  so  far  as  it  affected  the  right  of  appellee.  If,  therefore,  appellee's 
right  is  to  be  destroyed,  it  must  be  because  of  the  knowledge  im- 
parted to  Waterman,  which,  however  complete,  amounts  to  nothing 
more  than  proof  of  conception  and  disclosure,  since  all  consideration 
of  what  appellant  did  in  Europe  must  be  eliminated.  The  device 
embodied  in  appellant's  invention  had  not  been  constructed  in  this 
country  at  the  time  appellee  filed  his  application  and  constructively 
reduced  his  invention  to  practice. 

The  knowledge  sufficient  to  defeat  a  patented  invention,  or  the 
right  to  a  patent  for  an  invention  which  has  been  reduced  to  prac- 
tice, must  be  more  than  mere  knowledge  of  a  conception  or  dis- 
closure of  a  conception.  It  has  long  been  held  that  the  representa- 
tion of  the  conception  of  an  idea  by  means  of  drawings  is  not  such 
an  embodiment  into  practical  and  useful  form  as  will  negative  nov- 
elty. It  is  likewise  settled  law  that  an  invention  cannot  be  com- 
pleted by  anything  short  of  a  reduction  to  practice.  (Curt.  Law 
of  Pats.,  sec.  87*;  Automaiic  Weighing  Machine  Co,  v.  Pneumatic 
Scale  Corp.,  C.  D.,  1909,  498;  139  O.  G.,  991;  166  Fed.  Rep.,  288; 
Nelson  v.  Faucette,  C.  D.,  1909,  415;  143  O.  G.,  1348;  33  App. 
D.  C,  217.)  Robinson,  in  his  work  on  patents,  (vol.  1,  par.  227,) 
defines  the  knowledge  sufficient  to  defeat  the  right  to  a  patent,  as 
follows: 

It  is  to  be  remembered,  however,  that  "knowledge**  in  this  sense,  means 
sneh  an  acquaintance  with  the  invention  on  the  part  of  the  pnblic,  as  renders 
it  available  to  them  as  a  practically  operative  means.  If  their  knowledge  is 
derived  from  use  in  this  country,  tlie  use  must  be  of  such  a  kind  as  imparts 
this  information.  If  it  rests  on  any  foreign  or  domestic  patent  or  publication 
these  must  be  sufficient  to  accomplish  the  same  result.  In  neither  of  these 
cases  must  there  be  any  necessity  for  the  exercise  of  additional  inventive 
skill,  since  with  the  employment  of  the  creative  faculties,  in  the  adaptation  of 
any  invention  to  the  public  use,  another  obligation  is  incurred  which  can 
only  be  discharged  by  protecting  that  inventor  in  the  exclusive  use  of  the 
invention.  Thus  we  arrive  at  a  more  perfect  and  exhaustive  definition  of 
this  attribute  of  novelty,  and  see  that  an  invention  is  to  be  regarded  as  new 
whenever  it  has  not  already  been  brought  within  the  practical  knowledge 
•f  the  public  as  an  operative  means  either  through  prior  use  at  home,  or 
through  a  prior  patent  or  a  prior  publication. 

Knowledge  required  by  the  statute  is  more  than  a  mere  mental  con- 
eept.    It  must  be  the  result  of  some  act  that  amounts  to  invention. 

Every  invention  contains  two  elements:  (1)  an  idea  conceived  by  the  in- 
ventor; (2)  an  application  of  that  idea  to  the  production  of  a  practical  result 


Digitized  by  VjOOQ IC 


DECISIONS  OF  UNITED  STATES   COURTS  IN  PATENT  CASES.      417 

Neither  of  these  elements  is  alone  sufficient.  An  unapplied  idea  is  not  nn 
invention.  The  application  of  an  idea,  not  original  with  the  person  who  applies 
it,  is  not  an  invention.  Hence,  the  inventive  act  in  reality  consists  of  two 
acts,  one  mental,  the  conception  of  an  idea ;  the  other  manual,  the  reduction 
of  the  idea  to  practice    (Rob.  on  Pats.,  vol.  1,  par.  77.) 

No  manual  act  which  would  amount  to  a  reduction  of  appellant's 
idea  to  practice  occurred  in  this  country.  Nothing  had  been  done 
by  Waterman  and  his  associates  up  to  the  time  appellee  filed  his 
application  which  amounted  to  a  reduction  to  practice.  The  dis- 
closure of  Waterman  was  that  of  a  foreign  invention,  of  which  we 
can  take  no  cognizance.  Hence,  for  our  purpose,  the  disclosure 
was  nothing  more  than  that  of  a  mental  concept.  The  fact  that 
Waterman  gained  that  concept  from  what  he  saw  and  heard  cannot 
avail  app^ant  to  any  greater  extent  than  if  it  had  originated 
with  him  at  the  date  of  Waterman's  disclosure.  It  is  a  general  rule 
that  an  invention  is  reduced  to  actual  practice  prior  to  the  filing 
date  only  when  a  mechanical  embodiment  of  it  is  made  in  such  form 
as  to  be  capable  of  practical  and  successful  use. 

Reduction  to  practice  must  produce  something  of  practical  use  coupled  with 
a  knowledge,  preferably  by  actual  trial,  that  the  thing  will  work  practically 
for  the  intended  purpose.  The  conception  may  give  rational  hopes  of  future 
flilfilment  of  the  purpose  at  which  it  alms,  but  if  as  a  matter  of  practice  it 
falls  short  of  success,  it  is  not  a  sufficient  reduction  to  practice.  Complete 
invention  amounts  to  demonstration.  (Sherwood  v.  Drewseny  C.  D.  1907,  642; 
130  O.  G.,  657;  29  App.  D.  C,  161.) 

In  the  case  of  Doyle  v.  Spaulding  (C.  D.,  1884,  181;  27  O.  G., 
300;  19  Fed.  Rep.,  744)  a  patent  was  assailed  on  the  ground  that 
before  the  date  of  the  invention  covered  thereby,  certain  persons 
residing  in  this  country  possessed  knowledge  of  such  invention,  hav- 
ing used  it  in  the  city  of  Sheffield,  England,  before  coming  here. 
Answering  this  contention  the  Court  said : 

After  a  careful  consideration  of  the  provisions  of  the  three  sections  of  the 
patent  act  which  bear  upon  the  subject — sections  4886,  4920,  and  4923  of  Re- 
vised Statutes — we  are  of  the  opinion  that  the  use  or  a  knowledge  of  the  use  of 
an  invention  in  a  foreign  country  by  persons  residing  in  this  country  will  not 
defeat  a  patent  which  has  here  been  granted  to  a  hona  fide  patentee,  who  at  the 
time  was  ignorant  of  the  existence  of  the  invention  or  its  use  abroad. 

The  right  of  appellee  to  a  patent  cannot  be  superseded  by  any  act 
of  appellant's  short  of  a  reduction  to  practice  prior  to  appellee's 
filing  date.  Had  his  foreign  invention  been  reduced  to  practice  here 
prior  to  that  date,  appellee's  conceded  lack  of  diligence  would  have 
l>een  sufficient  to  have  entitled  appellant  to  the  award  of  priority, 
but,  inasmuch  as  his  reduction  to  practice  abroad  cannot  be  con- 
sidered, appellee  must  be  regarded  as  the  prior  inventor. 

The  decision  of  the  Commissioner  of  Patents  is  affirmed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 

Affirmed. 
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[Court  of  Appeals  of  tlio  DiBtrtet  of  ColombUu] 

Chambebs  and  King  v.  Frost, 

Decided  May  24,  1911. 
170  O.  O.,  244;  a7  App.  D.  a.  332. 

INTEBFERENCE— PBrOWTY. 

The  evidence  considered  and  priority  JTeW  properly  awarded  F. 

Mr.  John  P.  Croasdale  for  the  appellant. 

Mr.  F.  S.  Lyons  and  Mr.  J.  Nota  McGUl  for  the  appellee. 

Van  Orsewil,  /.; 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
in  an  interference  pix)ceeding  involving  an  invention  for  making  pav- 
ing-brick. The  brick  is  made  with  two  ribs  extending  lengdiwise  on 
one  side.  These  ribs  have  notches  or  depressions  at  given  intervals 
to  the  depth  of  the  surface  of  the  brick.  The  depressions  are  made 
by  the  device  in  issue,  whidi  consists  of  a  ribbed-wheel  roller  so 
adjusted  to  the  machine  that  it  will  it>ll  over  the  brick  as  it  passes 
from  the  machine.    The  counts  of  the  issue  are  a«  frflows : 

1.  In  a  brick-machine,  means  for  forming  a  bar  of  plastic  material  with, 
parallel  ridges  upon  one  side  at  a  distance  apart,  a  ribbed  wheel  Journaled  with 
its  axis  above  and  at  right  angles  to  the  movement  of  said  bar  and  its  ribs 
adapted  to  engage  with  and  indent  said  ridges  even  with  the  top  of  the  bar, 
and  means  for  severing  the  bar  into  lengths  traversely  of  said  ridges. 

2.  In  a  briok-maefaine,  means  for  forming  a  rectangular  block  of  plastic  mate- 
rial having  a  plurality  of  longitudinal  ridges  upon  one  side,  and  means  for 
forming  each  of  said  ridges  into  a  plurality  of  projections  subsequent  to  the 
formation  of  the  ridges. 

The  sole  question  presented  is  one  of  fact.  The  appellants  are 
officially  connected  with  the  Chamber  Brothers  Company,  of  Phila- 
delphia, Pa.,  a  firm  engaged  in  manufacturing  brick-machines. 
Appellee  is  president  of  the  Los  Angeles  Pressed  Brick  Company,  of 
Los  Angeles^  Cal. .  Correspondence  looking  to  the  purchase  of  one  of 
appellators  machines  by  the  Los  Angeles  Company  resulted  in  the 
Qiambers  Company  sending  a  salesman  by  the  name  of  Root  to  Los 
Angeles.     Root  arrived  there  about  March  24, 1907. 

A  brief  review  of  the  evidence  relating  to  what  occurred  between 
Root  and  those  connected  with  the  Los  Angeles  Company  will  be 
sufficient  to  dispose  of  this  interference.  It  appears  that  the  Ix)s 
Angeles  Company  wished  to  procure  a  machine  that  would  make  a 
brick  with  two  ribs  upon  one  side,  each  rib  to  have  a  number  of  de- 
pressions in  it  to  ailow  the  cement  to  flow  to  the  bottom  of  the  brick 
in  laying  it  in  the  pavement  This  controversy  arises  from  the 
alleged  discussions  had  at  this  time  as  to  how  a  device  for  producing 
the  depressions  in  the  ribs  of  the  brick  could  be  made. 
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Appellee  testified  that — 
Is  taking  «p  the  matter  with  Mr.  Boot  that  morning  I  tdd  him  that  two  ribs 
Qonld  be  run  on  the  bricic,  an^  made  a  p^cU-elsetch  of  the  ^  to  produoe  that» 
and  then  told  him  that  a  corrugated  or  cogged  wheel  would  indent  the  beads 
on  the  face  of  the  brick  so  as  to  allow  the  cement  filler  to  pass  to  the  bottom  of 
the  briclc.  I  told  him  I  did  not  know  how  this  toothed  wheel  could  be  fastened 
to  the  machine;  he  said  that  would  be  up  to  their  meohanica]  department. 

Hemick,  another  witness,  testified  that  he  introduced  Boot  to 
appellee  at  the  office  of  the  company  a  few  days  prior  to  April  1, 1907. 
They  discussed  the  kind  of  madiine  they  wanted  and  the  nature  of 
the  difficulties  they  had  with  the  madiine  they  then  had  in  use ;  that 
he,  Root,  and  Larson,  the  superintendent  of  the  company,  went  to 
Santa  Monica,  where  their  machine  was  in  use,  and  that  the  matter 
of  making  the  brick  required  was  discussed  by  them  on  this  trip. 
TJpon  their  return  to  the  office  they  were  joined  by  appellee,  and  the 
four  discussed  the  matter,  going  into  details  of  the  style  of  bri<* 
yequired  and  various  devices  for  doing  the  work.  He  testified  that 
at  this  meeting  appellee  insisted  that  a  scheme  should  be  devised  which 
would  obviate  the  necessity  of  re-pressing  the  brick,  and  exf^ained  to 
Root  the  form  of  a  die  which  would  do  this.  Root  said  that  the 
matter  of  mounting  it  upon  the  machine  would  have  to  be  left  to  the 
Chambers  Company. 

Larson  testified  to  going  with  Root  and  Remick  to  Santa  Monica, 
and  that,  while  there,  and  on  their  return,  they  discussed  the  device 
for  cutting  the  notches  in  the  ribs.  He  states  that  they  discussed  the 
roller  with  which  this  was  to  be  accomplished,  and  discussed  dif- 
ferent ways  of  making  and  operating  the  roller;  that  Root  stated  they 
would  have  no  difficulty  in  putting  on  the  roller  to  do  what  they 
wanted,  but  the  mounting  of  it  should  be  left  to  the  Chambers 
Company. 

Larson  further  states  that  appellee  saw  Root  on  the  day  they  went 
to  Santa  Monica,  because  appellee  was  not  feeling  well  and  requested 
Remkk  and  witness  to  accompany  Root  He  does  not  remember 
whether  appellee  said  anything  about  the  ribbed  roller  while  Root 
was  there,  but,  after  appellee  left,  Root  and  he  talked  about  using 
this  ribbed  roller  to  make  the  indenitations  on  the  ribs  of  the  brick, 
and  that  he  was  sttrprised  when  the  machine  arrived  to  find  that  it 
had  a  wire  cutter  attached  instead  of  the  roller. 

It  appears  that  about  a  year  later,  in  March,  1908,  Root  again 
visited  Los  Angeles,  and  that  appdiee  on  this  occasion  had  an  inter- 
view with  Root  at  which  his  son,  Howard  Frost,  was  present  and 
heard  the  conversation.  Appellee  testifies  that  he  recounted  his  con- 
versation with  Root  of  the  previous  year,  his  describing  the  ^lape 
of  the  die  and  corrugated  wheel  for  making  the  indentations  in  the 
ribs  of  the  brick  and  his  discussion  as  to  the  fastening  of  it  upon  the 
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machine,  which  was  to  be  left  to  the  mechanical  department  of  the 
Chambers  Company.  He  asked  Root  if  h«  remembered  that  c<miv^- 
sation,  to  which  Root  replied  that  he  did.  This  testimony  of  ap- 
pellee is  fully  corroborated  by  the  testimony  of  his  son,  Howard  Frost. 

Root  secured  an  order  from  the  Los  Angeles  Company  for  a  brick- 
machine.  When  the  machine  arrived  it  contained  a  wire  cutter  for 
cutting  out  the  depressions  in  the  ribs  of  the  bricks.  The  machine 
was  tested,  and  the  cutter  failed  to  give  satisfaction.  Appellee  then 
constructed  the  device  in  issue,  whfch  he  contends  he  conceived  and 
disclosed  to  Root  about  April  1,  1907,  and  mounted  it  upon  the  ma*- 
chine.    It  was  tested  and  found  to  work  successfully. 

Appellants  testified,  and  are  corroborated,  that,  when  the  order  for 
the  brick-machine  arrived  at  Philadelphia,  they  at  once  set  about 
devising  a  machine  for  making  the  depressions  in  the  ribs  of  tho 
brick,  and  that,  as  a  result,  they  made  and  tested  a  ribbed  roller, 
which  meets  the  device  in  issue,  and  the  wire  device  for  clipping 
out  sections  of  the  clay  from  the  ribs  of  thef  bricks.  The  latter  de- 
vice was  the  one  put  upon  the  machine  shipped  to  the  Los  Angeles 
Company.  It  is  unnecessary  to  consider  or  review  the  evidence  as 
to  what  occurred  in  Philadelphia,  since  appellee  must  establi^  the 
date  of  conception  and  disclosure  at  the  time  Root  took  the  order  at 
Los  Angeles,  or  fail. 

Root  is  the  sole  witness  produced  by  appellant  to  contradict  the 
testimony  of  appellee  and  his  corroborating  witnesses.  Root  goes  so 
far  as  to  deny  that  he  even  met  appellee  during  his  first  trip  to  Los 
Angeles.  Root's  letter  transmitting  the  order  does  not  appear  in  the 
record,  but  the  correspondence  between  the  two  companies  throws 
some  light  upon  this  case. 

Appellee  wrote  a  letter  August  21, 1907,  to  the  Chambers  Company, 
in  part,  as  follows: 

The  brick-machine  arrived  on  the  28th  of  July,  and  Is  now  running  pretty 
smoothly  after  the  usual  experimenting  and  adjusting.  We  were  not  able  to 
use  your  device  for  cutting  the  lugs  on  the  brick,  but  have  substituted  some- 
thing else  which  we  think  will  be  satisfactory. 

It  will  be  observed  that  appellee  did  not  in  this  letter  disclose  the 
device  substituted  for  the  wire  cutting-machine  sent  by  the  Chambers 
Company.  An  answer  was  sent  to  appellee  under  date  of  August 
27th,  in  which  they  referred  to  the  device  for  cutting  indentations 
on  the  ribs  of  the  bricks,  as  follows : 

We  have  the  device  for  cutting  the  lugs  on  the  brick  running  here  and  we 
thought  it  worked  fairly  well.  We  are  interested  to  ask  for  what  reason  you 
could  not  use  it,  or  what  was  the  objection  to  it 

It  will  be  observed  that  the  Chambers  Company  made  no  reference 
to  a  ribbed  roller  as  an  alternative  for  the  clipping  device  which  had 
failed  to  give  satisfaction. 
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A  long  series  of  correspondence  followed  regarding  certain  changes 
on  the  machine  to  adapt  it  to  handle  the  clay  used  by  the  Los  Angeles 
Company.  The  device  in  issue  was  not  again  referred  to  until  Janu- 
ary 30, 1908,  when  appellee  wrote  to  the  Chambers  Company,  in  part, 
as  follows: 

Whoi  the  machine  camet  the  die  for  mnning  out  the  ridges  was  Just  right, 
but  the  wire  to  cut  pieces  from  the  ridges  was  a  failure,  as  the  pieces  cut  out 
dropped  aU  over  the  face  of  the  brick,  and  when  the  bar  was  swelled  it  would 
cut  into  the  brick  and  at  other  times  it  would  not  cut  out  enough.  We 
abandoned  that  at  once  and  put  on  a  ribbed  wheel  like  a  spur-gear.  This 
worked  successfully  and  produced  a  uniform,  perfect  briclc  ♦  ♦  ♦  I  am 
sending  you  by  express  one  of  our  paving-blocks  to  show  you  how  the  projec- 
tions stand  up  and  what  a  groat  improvement  over  a  re-pressed  brick.  You 
will  see  how  the  cement  filler  can  readily  reach  the  bottom  of  the  brick. 

This  was  the  first  correspondence  in  which  appellee  stated  to  the 
Chambers  Company  the  particular  form  of  device  which  he  had  sub- 
stituted for  the  wire  cutter. 

The  Chambers  Ccwnpany  replied  to  this  letter  under  date  of  Febru- 
ary 13, 1908,  in  substance,  as  follows :  that  Boot  in  his  order  described 
the  sort  of  brick  desired,  but  did  not  communicate  any  method  for 
obtaining  the  result ;  that  a  few  days  after  receiving  the  order  they 
tested  both  the  toothed-wheel  and  the  wire-cutter  method ;  that  the 
brick  made  with  the  toothed  wheel  had  four  indentations  in  each 
rib,  and  are  practically  the  same  as  the  sample  sent  by  appellee, 
closing  the  letter  with  the  following  statement : 

While  Mr.  Root  sent  to  us  your  description  of  the  brick  that  you  wanted, 
we  regard  ourselves  as  the  inventor  of  the  mechanical  devices  for  producing 
the  result,  and  it  was  our  intention  to  patent  both  devices  if  possible.  The 
indenting-cutter  itself  is  already  the  subject  of  patents  and  we  have  applications 
now  in  the  Office  for  further  improvements  upon  the  cutter.  We,  of  course, 
don't  know  just  what  your  patent  claims  are,  but  under  the  circumstances  cited 
above,  our  patent  attorney  advises  us  that  the  law  would  clearly  entitle  »is  to 
patent  the  two  devices  made  by  us  for  producing  the  brick  referred  to.  At  one 
comer  of  this  sheet  we  trace  an  outline  of  the  toothed  wheel  used  by  us.  We 
would  like  very  much  to  hear  from  you  further  in  this  matter  and  if  convenient 
have  a  copy  of  the  claims  allowed  on  your  application. 

It  will  be  observed  that  it  was  not  until  appellee  had  disclc»sed 
what  he  had  substituted  on  the  machine  for  the  clipping  device  that 
the  Chambers  Company  made  any  mention  of  the  device  in  issue. 
Another  significant  fact  is  that  they  had  applied  for  a  patent  for 
the  clipping  device,  but  had  not  for  the  ribbed  wheel.  It  was  not 
until  appellee  has  disclosed  what  he  had  substituted  that  they  sug- 
gested their  intention  to  apply  for  a  patent  for  it. 

All  three  of  the  tribunals  of  the  Patent  Office  agree  that  the  evi- 
dence produced  by  appellee  sustains  the  alleged  conception  and  dis- 
closure to  Root  about  April  1,  1907,  but  the  Examiner  of  Interfer- 
ences held  it  unsufficient  in  point  of  law  to  sustain  appellee's  right  to 
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priority.  On  this  point  the  Examiner  tras  reversed  by  the  Exam- 
iners-in-Cfaief,  whose  decision  was  affirmed  by  the  ConuitisBionier. 
The  Examiner  of  Interferenees  tnmed  his  decision  upon  the  ease  of 
Marder  v.  Dey,  (C.  D.,  1909,  *98;  14a  O.  a,  »64;  32  App.  D.  C, 
593.)  It  was  held  in  that  case  that  the  conception  of  Marder  was  not 
sufficiently  dear  to  convey  an  idea  of  means  to  constitute  ipventicm. 
The  invention  consisted  in  applying  type-writer  ribbons  having  two 
colors  of  ink  to  a  machine  known  as  a  worianan^  time-recorder.  It 
was  held  that  though  such  ribbons  were  in  common  use  on  type- 
writers the  mere  suggestion  that  such  a  ribbon  might  be  applied  to 
the  device  in  i^ue  was  not  sufficiently  clear  to  su{^;est  to  one  skilled 
in  the  art  just  how  ikat  application  could  be  made. 

In  the  present  case  the  device  is  exceedingly  ample,  and,  when  sug- 
gested, its  attadiment  to  the  machine  in  a  manner  to  mahe  L^  sucoess- 
fully  operative  could  be  aocomplished  by  the  application  of  mere 
mechanical  skill.  Whatever  invention  there  is  in  the  means  for  malt- 
ing the  depressions  in  the  manner  descaribed  in  the  ocmnts,  oonsists  in 
the  suggestion  of  means  for  aecompUdiiag  the  result,  and  not  in 
attaching  the  device  to  the  bride-machine^  This  suggestion  the  evi*- 
dence  conduavdy  shows  was  made  by  appellee  to  appellant's  agent 
in  Los  Angeles  about  April  1,  1907,  whidi  entitles  appellee  to  the 
award  of  priority. 

The  clecmon  of  the  Commdsswner  of  Patent  u  affirmsA^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required* 

Affirmed. 


[C<rart  of  AppeAlB  of  tlie  Dtetrlct  of  Cotaabia.] 

Ik  rb  Luisn 

Bedded  May  29,  1911, 

170  O.  G^  247;  37  App.  D.  C^  379. 

Patentability — Reinforced  Concbete  Stbucture, 

Claims  for  a  reinforced  concrete  structure  Held  unpatentable  in  yfew 
of  tbe  prior  art. 

Mr.  A.  M.  Hood  and  Mr.  T.  H.  Drwry  for  ^ihA  appellant 
Mr.  W.  S.  Huckman  for  the  Cammissioner  of  Patents. 

Van  Obsdel,  J. : 

This  is  an  appeal  from  the  decision  of  the  Cc»nmissioner  of  Pattnts 
rejecting  certain  of  applicant's  claims  for  an  invention  for  reinforcing 
concrete  structures.     The  invention  relates  particularly  to  arched 
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structures,  such  as  conduits  and  bridges  It  ooiuists  of  an  iron  rod  or 
bar  so  adjusted  and  embedded  in  the  structure  as  to  pass  through  the 
regions  of  greatest  tension  in  such  manner  as  to  most  efficiently  sustain 
the  stresses  to  which  the  arched  structure  is  subjected.  The  following 
iigure  represents  a  cross-section  of  a  concrete  arch  showing  the  rein- 
forced bar  adjusted  as  described  in  appellant's  specifications  and 
claims : 


Twelve  claims  were  originally  rejected,  the  following  two,  however, 
being  allowed  by  the  Board  of  £xaminers-in-Chief  on  appeal : 

3.  In  an  arcbed  structure  of  concrete,  tlie  combination  with  a  curved  or 
arched  member  and  abutments  to  support  tbe  same,  of  a  series  of  tension  mem- 
bers embedded  in  said  curved  or  arcbed  member,  said  tension  member  foUowing 
closely  the  exterior  of  the  structure  at  the  haunch,  and  passing  near  the  Inner 
face  of  the  abutment. 

4.  In  an  arched  structure  of  concrete,  the  combination  with  a  curved  or  arched 
member  and  abutments  to  support  the  sane,  of  a  series  of  tension  memb^s 
embedded  in  said  curved  or  arched  member,  and  passing  close  to  the  interior 
faces  of  the  abutments. 

The  ten  disallowed  claims  are  sufficiently  illustrated  by  the  fol- 
lowing: 

1.  An  arched  structure  of  concrete  having  inner  and  outer  curved  faces  and 
an  embedded  tension  member  passing  through  a  region  of  tension  adjacent  tbe 
inner  curved  face,  said  member  curving  outwardly  toward  the  load,  and  passing 
thence  across  to  a  region  of  tension  adjacent  the  outer  surface  at  the  haunch, 
thence  back  to  a  region  of  tension  adjacent  the  inner  surface  of  the  structure, 
said  tension  members  being  contraflexured  l)etween  adjacent  regions  of  tension. 

7.  A  structural  member  with  a  longitudinal  tension  member  emliedded  in 
hardened  plastic  material  and  foUowing  closely  a  curved  portion  of  the  inner 
surface  of  the  member  and  passing  near  the  inner  surface  at  a  pluraUty  of 
points  and  near  the  outer  surface  at  an  intermediate  point 

12.  An  arch  or  bridge  supported  on  an  abutment  or  pier  which  is  reinforced 
with  a  metal  tension  member  near  the  extreme  face  of  the  abutment  or  pier, 
and  having  portions  of  said  tenston  member  extending  away  from  that  face  of 
the  abvtmoit  or  pter. 

The  purpose  of  the  invention  is  stated  in  appellant's  substitute 
specification,  as  follows: 

My  Invention  relates  to  improvements  in  concrete,  brick,  or  other  arches, 
vaults,  conduits,  sewers,  etc.,  and  has  for  its  objects  the  provision  of  structures 
of  the  classes  described,  which  shall  be  of  equal  or  greater  strength  than  tlve 
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ones  in  general  use,  but  which  will  be  considerably  lighter  and  require  less 
materia],  that  will  have  sufficient  resistance  to  support  an  unequally-distributed 
load  without  injury,  and  that  can  easily  be  constructed  at  comparatively  smaU 
cost. 

The  nature  of  the  invention  is  concisely  stated  in  the  opinion  of  the 
Commissioner,  as  follows : 

The  applicant's  invention  relates  to  reinforced  concrete  structures  and  as 
shown  in  his  application  is  applied  particularly  to  arched  structures  such  as 
conduits,  bridges,  and  the  like.  In  an  arched  structure  which  is  subject  to 
pressure  from  above,  the  resulting  tendency  to  distort  the  arch  gives  rise  to  a 
tension  at  the  under  surface  of  the  arch  near  the  crown  and  a  compression  at 
the  outer  surface  of  this  same  portion  while  this  relation  of  tension  and  com- 
pression to  the  inner  and  outer  surface  is  reversed  at  the  haunches.  The  inv«i- 
tion  relates  especially  to  the  manner  of  disposing  the  reinforcing-bars  in  such 
a  structure  so  that  they  shall  most  efficiently  sustain  the  stresses  to  which  it 
is  subjected.  Thus  in  Figure  1,  the  reinforcing-bar  passes  close  to  the  under 
surface  of  the  upper  convex  portion  of  the  arch,  then  crosses  to  the  outer  surface 
at  the  haunches  and  inward  again  near  the  base  of  the  arch,  the  idea  being  in 
every  case  to  dispose  the  bar  in  what  applicant  terms  the  tension  regions,  so 
that  it  will  be  subject  to  tension  rather  than  compression  stress. 

It  will  be  observed  that  the  two  claims  allowed  embrace  the  abut- 
ments or  that  portion  of  the  structure  shown  in  the  figure  from  K 
down  to  the  base.  It  was  held  by  the  tribunals  of  the  Patent  Office 
that  the  other  claims  are  anticipated  in  certain  references  shown  in 
the  record.  The  reference  to  an  English  patent  to  one  Koenen  is 
probably  nearer  an  anticipation  of  appellant's  invention  than  any 
shown.  The  only  difference  between  the  device  of  appellant  and 
that  of  Koenen  is  that  appellant  uses  a  continuous  bar  adjusted  so  as 
to  be  embedded  near  the  under  surface  of  the  structure  in  the  curve 
around  the  apex  of  the  arch  and  near  the  outside  surface  of  the  sides 
of  the  structure  at  points  at  right  angles  to  the  apex.  Koenen  uses 
three  bars  of  iron,  one  around  the  curve  of  the  apex  embedded  near 
the  under  surface  of  the  structure  and  the  others  on  either  side  near 
the  outside  surface  of  the  structure.  The  bars  are  so  adjusted  that 
the  upper  ends  of  the  two  side  bars  extend  past  the  ends  of  the  apex 
bar.  It  is  apparent,  and  was  so  held  by  the  experts  of  the  Patent 
Office,  that  the  same  reinforcement  of  the  structure  at  the  points  of 
greatest  tension  would  be  accomplished  by  the  one  device  as  the  other. 
Koenen  shows  the  rods  adjusted  at  the  point  of  greatest  tension,  while 
other  references  show  continuous  rods  not  so  adjusted.  What  appel- 
lant did  was  to  adjust  a  connected  rod  to  reinforce  the  points  of 
greatest  tension  in  an  arched  structure.  The  points  have  been  known 
to  those  skilled  in  the  art  of  engineering  for  ages.  The  idea  of  rein- 
forcement of  such  structures  by  iron  rods  or  bars  is  old.  All,  there- 
fore, that  appellant  did  was  to  put  together  by  the  exercise  of  the 
simplest  mechanical  skill  things  old  in  the  art,  to  perform  functions 
long  known,  in  a  manner  anticipated  in  prior  patents. 
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The  case  of  in  re  Luten,  (C.  D.,  1909, 402;  143  O.  G.,  1110;  32  App. 
D.  C,  599,)  cited  by  appellant,  has  no  bearing  on  this  case,  since,  in 
that  case,  the  sole  question  involved  was  that  of  patentability.  We 
there  expressed  doubt  of  the  patentability  of  the  invention,  but,  inas- 
much as  we  could  not  disturb  the  claims  allowed  by  the  Patent  Office, 
we  granted  the  remaining  claims,  for  the  reason  that,  if  the  claims 
allowed  described  a  patentable  invention,  the  remaining  ones  should, 
for  the  same  reason,  be  allowed.  Here,  we  are  estopped  by  antici- 
pation from  enlarging  the  error  of  the  Patent  Office. 

The  decision  of  the  Commissioner  of  Patents  is  afp/rmed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 

Affirmed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 
TOWNSEND    V.    COPELAND    AND    ROBINSON.      COPELAND    V.    TOWNSEND 

AND  Robinson. 

Decided  May  24,  1911, 

170  O.  G.,  482;  37  App.  D.  C,  326. 

INTEBFEBENCE — PRIORITY. 

Evidence  reTlewed  and  decision  of  the  Ck)mmis8ioner  affirmed. 

Mr.  Melville  Church  and  Mr.  W.  E.  Small  for  Townsend. 
Mr,  Gales  P.  Moore  for  Copeland, 
Mr,  F.  B.  Brock  for  Robinson. 

Robe,  /.; 

These  are  appeals  in  an  interference  proceeding  in  which  priority 
of  invention  as  to  six  of  the  claims  here  involved  was  awarded  Robin- 
son, the  senior  party,  and  priority  as  to  the  other  six  claims  was 
awarded  Copeland.  Townsend  and  Copeland  both  appealed  from  the 
decision  in  favor  of  Robinson,  and  Townsend  alone  from  the  decision 
in  favor  of  Copeland. 

The  invention  is  a  coaster-brake  for  bicycles  and  by  its  mechanism 
the  wheel  is  driven  by  forward-pedaling,  permitted  to  coast  when 
the  pedals  are  stationary,  and  its  motion  retarded  by  back-pedaling; 
in  other  words,  forward-pedaling  drives  the  wheels,  holding  the 
pedals  stationary  permits  coasting,  and  back-pedaling  brings  the 
brake  into  action.  The  following  counts  are  representative  of  the 
twelve : 

1.  In  a  hub-brake,  a  coasting-wheel  hub  provided  on  its  interior  with  a  brak- 
ing-surface, a  stationary  anchoring-plate  supported  at  one  point  by  the  wheel- 
axle  and  arranged  for  connection  with  the  frame  of  the  vehicle  at  a  distance 
from  said  axle,  a  movable  braking  element  held  in  non-rotatable  position  by  said 
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ancborlng-plate,  drlylog  meana^  and  means  actuated  by  reversing  said  drlrlng 
means,  for  forcing  said  movable  braking  element  outwardly  against  said  brak- 
ing-surface of  the  hub  by  pressure  exerted  upon  said  movable  braking  element 
in  the  direction  of  the  forward  rotation  of  said  hub. 

5.  A  coasting-brake  mechanism  comprising  a  stationary  suppoiting-shaft,  a 
wheel-hob  rotatable  thereon  and  having  a  braking-surface,  a  stationary  brake 
menil>er  supported  by  said  shaft  and  engaging  the  frame  of  the  vehicle  at  a 
distance  therefrom,  a  movable  brake  member  secured  in  non-rotatable  position 
by  said  stationary  member,  driving  means,  means  for  connecting  said  hub  and 
said  driving  means  on  forward-pedaling  and  releasing  the  same  for  coasting, 
and  means  for  forcing  said  movable  brake  member  into  braking  contact  with 
said  braking-surface  of  the  hub  on  the  re%'er8e  movement  of  said  driving  means. 

7.  In  a  hub-brake  mechanism,  the  combination  with  a  wheel-hub  provided 
with  a  braking-surface,  of  a  non-rotatable  fixture  supported  by  the  stationary 
wheel-axle  at  one  point  and  provided  with  an  extension  for  engaging  the  vehicle- 
frame  at  a  distance  from  said  axle,  a  spring- released  braking  element  connected 
non-rota tnbly  to  said  fixture  but  having  limited  movement  relatively  thereto, 
driving  means,  and  means  actuated  by  said  driving  means,  on  back-pedaling,  for 
bringing  said  movable  braking  element  into  frlctional  braking  contact  with  said 
braking-surface  of  the  hub. 

10.  The  combination  of  a  stationary  supporting-shaft,  a  driving  and  coasting 
wheel  hub  rotatably  supported  thereon  and  provided  with  a  driver,  and  on  its 
interior  with  a  braking-surface,  means  for  automatically  clutching  together  said 
driver  and  hub  for  driving  and  releasing  the  same  for  coasting,  a  driving  or 
crank  shaft,  a  stationary  fixture  supported  at  one  point  by  said  supporting-shaft 
and  having  an  extension  engaging  the  vehicle-frame  at  a  distance  from  said 
supporting-shaft,  a  non-rotatable  movable  braking  element  held  in  position  by 
said  stationary  fixture,  said  braking  element  co5perating  with  said  braking- 
surface  to  apply  a  brake  thereto,  and  means  for  actuating  said  brake  by  the 
reverse  movement  of  said  driving  or  crank  shaft 

Each  of  the  three  tribunals  of  the  Patent  Office  awarded  priority 
to  Robinson  as  to  counts  1,  2,  5,  6,  11,  and  12.  It  was  stated  at  bar 
by  counsel  for  Copeland  and  Townsend,  who  represent  the  assignee 
of  these  parties,  that  Townsend,  as  between  Copeland  and  Townsend, 
is  entitled  to  priority  as  to  the  counts  awarded  Robinson.  We  will 
first  consider,  therefore,  the  evidence  upon  which  Townsend  seeks  a 
reversal  of  the  award  to  Robinson. 

Robinson's  application  was  filed  October  8, 1897.  This  application 
we  have  no  hesitancy  in  declaring  a  constructive  reduction  to  practice 
of  the  invention  therein  disclosed.  Townsend  filed  October  10,  1898, 
one  year  later  than  Robinson.  It  appears  that  there  was  a  prior 
interference  between  the  three  parties  to  this  interference.  The  exact 
relation  between  that  interference  and  the  present  does  not  fully 
appear.  It  does  appear,  however,  that  the  same '  applications  of 
Townsend  and  Copeland  were  there  involved  and  that  certain  testi- 
mony and  all  the  important  exhibits  upon  which  Townsend  here 
relies  were  there  considered.  The  decision  by  the  Examiner  of 
Interferences  in  the  prior  interference  was  in  favor  of  Robinson,  and 
no  appeal  was  taken  therefrom.  In  the  present  interference  it  ap- 
pears that  Townsend,  in  February,  1897,  designed  and  soon  there- 
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after  constructed  a  coasting  and  braking  device,  an  exhibit  of  which 
is  in  evidence.  His  counsd  now  contends  that  this  device  meets  the 
terms  of  certain  counts  of  the  issue.  We  agree  with  the  Patent  Office 
tribunals  that  it — 

requires  a  stretch  of  the  ordhiary  meaning  of  the  term  "  shaft "  to  apply  it  to 
the  cranlc-hanger — 

of  this  early  device,  and  that — 

it  requires  lilcewise  a  stretch  of  the  language  "  a  coasting- wheel  hub  revolubly 
supported  thereon  *•  to  apply  it  to  the  cone  in  connection  with  the  said  cranlc- 
hanger. 

As  stated  by  the  Examiner  of  Interferences — 
the  devices  disclosed  in  the  applications  involved  in   this  interference  are 
attached  to  the  rear  wheel-hubs  of  bicycles  and  the  aforesaid  claims  are  appli- 
cable to  them  in  the  ordinary  sense  of  the  term  therein  used.    There  is  then  no 
necessity  for  departing  from  the  ordinary  meaning  of  these  terms. 

Without  more,  therefore,  we  rule  that  this  early  device  in  no  way 
anticipated  the  invention  here  in  issue. 

Townsend  testified  that  he  conceived  the  invention  in  issue  and 
disclosed  it  "  in  a  general  way ''  to  a  Mr.  Rockwell,  general  manager 
of  the  company  in  whose  employ  Townsend  then  was,  and  to  certain 
other  people  early  in  September,  1897.  The  testimony  of  Mr.  Hock- 
well  in  the  prior  interference,  which  by  stipulation  is  made  a  part 
of  this,  is  insufficient,  owing  to  its  vagueness,  to  prove  a  disclosure 
of  this  particular  invention  by  Townsend.  In  that  testimony,  which 
was  given  more  than  four  years  after  the  alleged  disclosure,  Mr. 
Rockwell  stated  that  at  the  time  the  disclosure  was  made  a  drawing 
embodying  the  invention  was  then  shown  him ;  that  this  drawing  was 
placed  in  a  safe  and  that  search  for  it,  after  the  declaration  of  the 
interference,  was  unavailing.  After  the  case  was  closed  a  drawing, 
dated  September  10,  1897,  signed  by  Townsend  and  purporting  to  be 
the  drawing  shown  Rockwell,  was  produced  and  the  case  reopened 
for  the  purpose  of  admitting  it  in  evidence.  Mr.  Rockwell  testified 
that  he  last  saw  this  drawing  between  October,  1898,  and  April,  1900, 
and  that  it  was  discovered  while  removing  and  sorting  rubbish  in  the 
office  of  the  company  on  June  20,  1903.  Mr.  Rockwell  admitted  that 
other  persons  had  access  to  the  drawing  prior  to  its  disappearance, 
and  his  identification  of  it,  which  it  will  be  observed  occurred  several 
years  after  its  disappearance,  was  not  of  a  very  convincing  character. 
The  drawing  shown  Rockwell,  according  to  his  testimony,  was  a  mere 
hand  sketch,  while  the  drawing  produced  is  in  ink,  drawn  to  scale, 
and  practically  complete  in  its  details.  A  witness  Neal,  testifying 
in  the  former  interference,  first  stated  that  Townsend  showed  him 
no  drawings  of  his  invention  other  than  some  pencil  sketches  which 
he  made  by  way  of  explanation.  After  the  production  of  this  draw- 
2097'— 12 29 
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ing  of  September  10,  1897,  this  same  witness  testified  that  Townsend 
first  disclosed  the  invention  to  him  by  means  of  this  very  drawing. 
Moreover,  as  carefully  pointed  out  by  the  tribunals  of  the  Patent 
Office— 

ED  examination  of  Exhibit  Models  B  and  C  in  connection  with  the  exhibit 
drawing  and  with  the  testimony  relative  to  these  exhibits  leads  to  the  conclu- 
sion that  Townsend  Exhibit  Drawing  is  in  fact  a  later  drawing  showing  a 
more  compact  and  neater  construction  than  that  embodied  in  Exhibit  B;  tliat 
it  is  the  drawing  from  which  Exhibit  C  was  made,  and  has  no  better  date  than 
the  latter  part  of  February,  1898.  Exhibit  C,  at  least  as  to  general  dimensions, 
appears  to  correspond  exactly  with  the  exhibit  drawing,  which  is  a  drawing 
lo  scale. 

Mr.  Rockwell  was  probably  sincere  in  his  belief  that  this  drawing 
was  the  one  shown  him  in  1897.  The  circumstances  and  the  testi- 
mony concerning  the  drawing,  however,  are  such  as  to  discredit  it. 

The  only  other  evidence  which  it  is  necessary  to  consider  is  the 
testimony  of  one  Goodwin,  a  chemist,  whose  memory  seems  to  have 
improved  with  the  passage  of  time.  Testifying  in  the  early  inter- 
ference, that  is  to  say  about  four  years  after  the  alleged  dis- 
closure to  him,  he  then  admitted  that  he  did  not  understand  the 
mechanical  structune  and  manner  of  operation  of  the  device  which 
Townsend  disclosed  to  him  early  in  September,  1907 ;  in  other  words, 
from  his  testimony  in  that  interference  it  was  apparent  that  the  most 
he  understood  was  the  result  Townsend  sought  to  accomplish.  In 
his  testimony  in  the  present  interference,  eleven  years  after  the  event 
about  which  he  was  testifying,  his  memory  was  much  better  and  he 
described  quite  accurately  the  essential  features  of  the  invention 
which,  he  testified,  was  disclosed  to  him  by  Townsend  eleven  years 
before.  All  this  testimony  has  been  carefully,  and  we  think  accu- 
rately, reviewed  by  the  Patent  Office.  We  do  not  deem  it  necessary 
to  examine  it  further.  Suffice  it  to  say  that  in  our  view  of  the  testi- 
mony Townsend  has  failed  to  prove  conception  of  this  invention 
prior  to  Robinson's  filing  date. 

It  is  contended  in  behalf  of  Townsend  that  the  award  to  Cope- 
land  should  be  reversed  in  his  favor  on  the  ground,  first,  that  Town- 
send  is  entitled  to  make  the  claims  awarded  Copeland,  and,  second, 
that  he  is  the  prior  inventor  of  these  claims.  It  is  unnecessary  to 
consider  the  first  question  for  the  simple  reason  that  even  conceding, 
arguendo^  Townsend's  disclosure  furnished  a  sufficient  basis  for  the 
claims  awarded  Copeland,  there  is  no  testimony  in  behalf  of  Town- 
fcend,  as  we  read  the  record,  which  proves  conception  of  the  invention 
embodied  in  those  counts  prior  to  December  23,  1897,  the  date  to 
which  Copeland  is  entitled. 

The  decision  of  the  Commissioner  is  affmned  and  the  derk  will 
certify  this  opinion  according  to  law. 

Affirmed. 
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[Court  of  Appeals  of  tbe  District  of  ColumbUu] 

In  RE  Habris. 

Decided  May  29,  1911. 
170  O.  G.,  484 ;  87  App.  D.  C,  374. 

1.  Patentability — Method  op  Pbepabing  Beverages — ^Anticipatiow. 

"  That  the  entire  process  of  the  applicant  Is  not  anticipated  in  any  single 
reference  is  unimportant  It  is  sufficient  if  his  several  steps  be  found  in 
.  different  patents.  {In  re  M<md*8  Appeal,  C.  D.,  1900,  298;  91  O.  G.,  1437; 
16  App.  D.  C,  351;  in  re  Droop,  C.  D.,  1908,  323;  133  O.  G.,  517;  30  App. 
D.  C,  334;  in  re  Faber,  C.  D.,  1908,  481;  138  O.  G.,  229;  31  App.  D.  C, 
533.)" 

2.  Same — Same— AGOBseATioN. 

Claims  for  a  method  of  preparing  beverages  which  Include  the  three 
steps  of  preparing,  storing,  and  dispensing  the  beverage  Held  to  be  an  aggre- 
gation of  unrelated  functions  performed  by  appellant's  apparatus. 

Mr.  J.  H.  Griffin  and  Mr.  J.  F.  H.  Motherahead  for  the  appellant 
Mr.  W.  S.  Ruckman  for  the  Commissioner  of  Patents. 

Shepard,  C.  J.: 

Frank  J.  Harris  made  application  for  a  patent  for  an  improved 
method  of  preparing  and  dispensing  beverages,  such  as  tea  and  coffee^ 
The  following  are  the  claims: 

1.  The  method  of  preparing  beverages,  such  as  tea  or  coffee,  which  consists 
in  enveloping  a  charge  of  material  within  a  fabric  casing  com];)osed  of  filtering 
material,  admitting  a  hot  liquid,  under  pressure,  Interiorly  of  said  charge  of 
material  only,  thus  producing  an  infusion  thereof,  maintaining  said  Infusion 
In  a  steaming  condition  by  the  application  of  heat  thereto,  and  storing  said 
Infusion  free  from  contact  with  the  aforesaid  charge  of  material,  and  under 
pressure,  by  the  steam  gaierated  from  such  Infusion. 

2.  The  method  of  preparing  beverages,  such  as  tea  or  coffee,  which  consists 
In  admitting  a  current  of  boiling  liquid  Interiorly  of  a  charge  of  material  only, 
heating  the  resulting  Infusion  to  a  steaming  condition,  and  storing  the  infusion 
thus  produced  under  the  pressure  of  the  steam  evolved  therefrom  and  free 
from  contact  with  such  charge. 

3.  The  method  of  preparing  beverages,  such  as  tea  or  coffee,  which  consists 
In  Incasing  a  charge  of  material  within  a  fibrous  resisting  material.  Introducing 
a  heated  liquid,  while  under  pressure,  directly  to  the  Interior  of  a  charge  of 
material,  and  resisting  the  fiow  of  liquid  from  the  charge  by  the  aforesaid 
Incasing  material,  causing  said  liquid  to  penetrate,  while  under  pressure,  all 
parts  of  the  charge. 

4.  The  method  of  preparing  beverages,  such  as  tea  or  coffee,  which  consists 
In  incasing  a  charge  of  material  within  a  closed  container  composed  of  fibrous 
filtering  material,  Introducing  a  heated  liquid,  while  under  pressure,  directly  to 
the  interior  of  said  charge  of  material;  resisting  the  flow  of  liquid  from  the 
charge  by  the  aforesaid  casing  of  filtering  material,  and  causing  said  liquid  to 
penetrate,  while  under  pressure,  all  parts  of  the  charge;  and  separating  the 
beverage  from  and  storing  It  out  of  contact  with  the  charge. 
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5.  The  method  of  preparing  beverages,  such  as  tea  or  coffee,  which  consists 
in  introducing  a  heated  liquid,  while  under  pressure,  directly  to  the  interior  of 
the  charge  of  material;  resisting  the  flow  of  liquid  from  the  charge,  thereby 
causing  it  to  penetrate  all  parts  of  the  charge,  heating  the  beverage  to  a 
steaming  condition;  storing  the  beverage  under  the  pressure  of  the  steam 
evolved  therefrom,  and  out  of  contact  with  the  charge,  and  dispensing  the 
beverage  under  the  pressure  of  the  steam  and  without  admitting  atmospheric 
air  thereto. 

6.  The  method  of  preparing  beverages,  such  as  tea  or  coffee,  which  consists 
in  introducing  a  heated  liquid,  while  under  pressure,  directly  to  the  interior  of 
the  charge  of  material;  resisting  the  flow  of  liquid  from  the  charge,  thereby 
causing  it  to  penetrate  all  parts  of  the  ckarge;  keeping  the  t>eTerage  in  a 
steaming  condition,  under  pressure  and  free  from  contact  with  the  charge,  and 
dispenskig  the  beverage  without  admitting  air  thereto. 

7.  The  method  of  preparing  and  dispensing  beverages,  such  as  tea  or  coffee, 
which  consists  in  producing  an  infusion  by  admitting  boiling  water  to  a  charge 
of  material,  heating  the  resulting  infusion  to  a  steaming  condition,  storing 
the  infusion  under  the  pressure  of  the  steam  evolved  by  heating  it,  and  dis- 
pensing the  heated  infusion  by  the  pressure  of  the  steam  and  without  admitting 
air  thereto. 

8.  The  method  of  preparing  and  dhspensing  beverages,  such  as  tea  or  coffee, 
which  consists  in  producing  an  infusion  in  a  Steam-tight  vessel,  heating  the 
infusion  to  a  steaming  condition  by  the  application  of  heat  thereto,  maintaining 
the  infusion  under  the  pressure  of  the  steam  evolved  therefrom,  and  difipeosing 
the  infusion  under  the  pressure  of  steam  and  without  admitting  atmospheric 
air  thereto. 

9.  The  method  of  preparing  and  dispensing  beverages,  such  as  tea  or  coffee, 
which  consists  in  producing  an  Infusion  In  a  closed  vessel  by  admitting  t>oiUng 
water  and  steam  to  a  charge  of  material,  displacing  air  from  the  vessel  by  the 
«team  admitted  thereto,  storing  the  infusion  free  from  contact  with  said  charge 
of  material,  heating  the  Infusion  to  a  steaming  condition  by  the  application  of 
heat  thereto,  l^eeping  the  infusion  under  the  pressure  of  the  steam  evolved 
therefrom,  and  dispensing  the  Infusion  under  the  pressure  of  the  steam  and 
•without  admitting  air  thereto. 

10.  The  method  of  preparing  be^-erages,  such  as  tea  or  coffee,  which  consists 
in  enveloping  a  charge  of  material  in  a  ftfbric  container  composed  of  filtering 
material,  placing  the  incased  inaterial  Su  n  steam-tight  chamber,  discharging  a 
current  of  boiling  water  wltliin  the  aforesaid  charge  of  material,  and  resisting 
the  flow  of  liquid  from  the  charge  by  the  fabric  container,  thereby  causing 
the  liquid  to  penetrate  throughout  such  charge  of  material,  the  liquid  being 
supplied  under  such  pressure  as  is  sufficient  to  force  its  way  through  the  charge 
and  the  fabric  container. 

11.  The  method  of  prei>ariug  beverages  which  consists  In  enveloping  a  charge 
of  material  in  a  fabric  container  composed  of  filtering  material,  inclosing  said 
container  within  a  foramlnous  receptacle,  placing  the  Incased  charge  of  material 
in  a  steam-tight  chamber,  supplying  a  current  of  hot  liquid  under  pressure 
within  the  charge  of  material,  resisting  the  flow  of  liquid  from  the  charge^ 
thereby  causing  it  to  penetrate  throughout  eaid  charge  and  storing  the  beverage 
thus  produceil  out  of  contact  with  such  charge. 

12.  The  method  of  preparing  and  dispensing  beverages  which  consists  in 
enveloping  a  charge  of  material  within  a  fabric  casing  composed  of  filtering 
material,  such  casing  being  adapted  to  resist  the  outflow  of  liquid;  placing 
the  Incased  material  within  a  tight  chamber;  admitting  hot  liquid  Interiorly 
of  said  charge  of  material,  thereby  producing  an  infusion  and  causing  the  casing 
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material  to  resist  the  passage  of  the  liquid  or  infusion  and  simultaneously 
clarify  the  liquid,  storing  the  infusion  free  from  contact  with  the  aforesaii;^ 
charge  of  material;  maintaining  the  Infusion  in  a  stea,ming  condition  and 
Iteeplng  it  under  pressure  within  the  tight  chamber,  and  dispensing  the  Infusion 
without  admitting  air  thereto  and  by  the  pressure  of  steam  In  the  aforesaid 
chamber. 

{For  the  decision  of  the  Commissioner  see  ante,  82;  168  O.  O.,  1033.) 

These  claims  were  all  rejected  for  want  of  novelty  in  view  of  the 
prior  art  as  disclosed  in  numerous  patents  referred  to. 

The  general  purposes  of  the  process  as  stated  in  the  specifications 
are :  1.  The  expeditious  preparation  of  the  liquid  extract  without  the 
presence  of  air,  thereby  avoiding  the  extracting  of  undesirable 
products.  2.  The  filtration  of  the  extract  and  its  storage,  under 
pressure  of  its  own  vapor,  out  of  contact  with  the  residuary  solid 
particles  and  the  air.  3.  Dispensing  the  beverage  under  pressure 
of  its  own  vapor,  whereby  it  is  drawn  without  admitting  the  air^ 
and  sputtering  is  avoided. 

The  specifications  also  describe  an  elaborate  apparatus  for  carry- 
ing out  the  process,  for  which  an  application  for  a  patent,  filed  at 
or  about  the  same  time,  had  been  allowed.  A  great  number  of  appaT 
ratus  and  process  patents  for  coffee-making  were  cited  and  analyzed 
in  the  opinion  of  the  tribunals  of  the  Office,  and  found  to  show  antici- 
pation of  the  several  steps  or  features  of  applicant's  procees.  With- 
out consuming  the  space  necessary  to  review  these  numerous  refer- 
ences, we  think  it  sufficient  to  say  that  we  concur  in  the  views 
expressed.  That  the  entire  process  of  the  applicant  is  not  anticipated 
in  any  single  reference  is  unimportant.  It  is  sufficient  if  his  several 
steps  be  found  in  different  patents.  {In  re  Mond^a  Appeal^  C.  D., 
1900,  298;  91  O.  G.,  1437;  16  App.  D.  C,  351;  in  re  Droop,  C.  D., 
1908,  328;  133  O.  G.,  617;  30  App.  D.  C,  334;  in  re  Faher,  C.  D., 
1908,  481 ;  136  O.  G.,  229;  31  App.  D.  C,  531.) 

Having  so  concluded  the  several  tribunals  hold  that  there  is  no 
essential  relation  between  the  successive  operations  of  preparing, 
filtering,  storing,  and  dispensing  the  beverage.  On  this  point  the 
Commissioner  said : 

Claims  3  and  10  of  this  appeal  relate  merely  to  the  method  of  preparing  the 
beverage.  Claims  1,  2,  4,  5,  and  11  relate  to  the  method  of  preparing  and 
storing  the  beverage,  while  claims  6,  7,  8,  9.  and  12  include  the  method  of 
preparing,  storing,  and  also  dispensing  the  beverage. 

There  is  believed  to  be  no  essential  relation  between  the  three  steps  of  pre- 
paring, storing,  and  dispensing  the  beverage,  which  applicant  suceessively 
employs.  Each  step  appears  to  be  complete  in  itself  and  independent  of  tlie 
other.  The  claims  covering  these  successive  steps  are  in  the  nature  of  an 
aggregation  of  unrelated  functions  performed  by  appellant's  apparatus. 

We  agree  with  the  Commissioner  in  the  views  expressed.  Each 
step  of  the  process  is  old  and  as  combined  by  the  applicant  each  acts 
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in  the  old  way.  It  is  argued  that  assuming  each  feature  or  step  of 
the  combination  to  be  old,  the  difference  in  their  action  is  shown  by 
an  improved  and  novel  result.  The  result  is  the  same  as  that  of  other 
processes,  namely  a  beverage — coffee — intended  for  drink.  Assuming 
that  the  beverage  produced  by  applicant's  process  and  apparatus  may 
be  an  article  superior  to  others,  it  would  seem  to  be  nothing  more 
than  the  function  of  the  apparatus,  and  not  the  result  of  the  aggrega- 
tion of  independent  and  unrelated  steps  operated  in  succession. 

We  find  no  error  in  the  decision  and  it  will  he  affirmed.  This  de- 
cision will  be  certified  to  the  Commissioner  of  Patents. 

Affirmed. 


[Court  of  Appeals  of  tiie  District  of  Columbia.] 

McIntyre  v.  PERRr, 

Decided  May  29,  1911. 

170  O.  G.,  927 ;  37  App.  D.  C,  372. 

iNTEETEBElfCE — PbIOBITT. 

Evidence  examined  and  Held  **  sufficient  to  sustain  the  right  of  appeUee, 
the  senior  party,  to  priority." 

Mr.  J.  B.  Hull  and  Mr.  Melville  Churcli  for  the  appellant 
Mr.  A.  S.  Pattison  for  the  appellee. 

Van  Orsdel,/.; 

This  is  an  interference  proceeding  involving  an  invention  for 
vehicle-springs.  The  issue  is  set  forth  in  five  counts.  The  follow- 
ing, however,  sufficiently  illustrate  the  invention : 

1.  The  combination  with  a  vehicle,  of  two  8ui)eri[)08ed  leaf-spring  sections 
clamped  together  upon  the  axle  about  their  middle,  the  ui;>per  section  having  a 
downwardly-curved  scroll  ending  below  the  end  of  the  lower  section,  and 
flexible  connections  between  the  ends  of  the  sections  and  between  said  ^ids  and 
the  vehicle-body. 

4.  A  double  vehicle-spring  comprising  an  upper  and  a  lower  spring  member 
operatively  connected  together  at  their  body  portions  and  each  continuous 
throughout  its  length  and  arranged  in  separative  relation  at  opposite  sides  of 
such  point  of  connection,  the  ends  of  one  member  extending  around  and  sub- 
stantially embracing  the  ends  of  the  other  member,  the  ends  of  the  members 
being  connected  to  permit  a  relative  longitudinal  movement  therebetween. 

Appellee,  the  senior  party,  filed  his  application  June  9,  1904,  and 
appellant  filed  February  25,  1905.  The  evidence  has  been  reviewed 
at  great  length  by  each  of  the  tribunals  of  the  Patent  Office. 

(For  decision  of  the  Commisaioner  see  ante,  104;  ^70  O.  G.,  JOS.) 

In  the  light  of  those  decisions  and  the  briefs  of  counsel,  we  have 
carefully  reviewed  the  contested  issues  of  fact.    The  record  is  very 
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voluminous;  needlessly  long,  we  think,  in  view  of  the  questions  of 
fact  involved. 

Where  the  tribunals  below  concur  on  questions  of  fact,  unless  qttot 
is  clearly  apparent,  we  are  not  disposed  to  disturb  their  conclusions. 
In  the  present  case,  however,  there  is  a  disagreement  between  the 
Examiner  of  Interferences  and  the  other  tribunals.  We  have  ex- 
amined the  evidence  with  especial  care  relative  to  the  points  of  differ- 
ence, and  hold  it  sufficient  to  sustain  the  right  of  appellee,  the  senior 
party,  to  priority.  In  the  absence  of  any  question  of  law,  and  in 
view  of  the  elaborate  opinions  of  the  tribunals  below,  we  do  not  feel 
called  upon  to  review  the  testimony,  which  is  involved  in  much 
conflict  and  confusion. 

The  conclusions  of  tJie  Commissioner  of  Patents  are  fully  sup- 
ported by  the  record^  and  his  decision  isy  therefore^  affirmed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 

Affirmed. 


[Court  of  Appeals  of  the  District  of  Colombia.] 

CUBTIS  V.  LiNDMARK. 

Decided  May  24,  1911. 

171  O.  G.,  484;  87  App.  D.  C,  311. 

1.  INTEBFBBENCE — SENIOR  PaSTT  A  PATENTEE — JUNIOB  PaBTT  ReLYINO  ON  PBIOB 

Appucation — ^DiBCLOSUBE  Thebmin  Must  be  Cleably  Shown. 
Where  C.  reUes  upon  a  prior  application  of  which  he  contends  the  appU- 
cation  in  interference  is  a  division  and  it  appears  that  the  claims  of 
soch  prior  application  were  rejected  hy  all  the  tribunals  of  the  Patent 
Ofllce  and  that  thereafter  and  after  the  issuance  of  L.'s  patent  G.  filed  his 
present  application  with  claims  taken  from  his  patent,  copying  the  draw- 
ings of  the  prior  application,  but  adding  to  the  specification  thereof,  Held 
that  tliere  is  imposed  upon  C.  the  burden  of  showing  very  clearly  that  he 
had  a  conception  of  the  invention  in  issue  and  disclosed  it  in  his  prior 
appUcation. 

2.  Same— Pbiobttt. 

Prior  application  relied  upon  by  C,  the  junior  party,  Held  not  to  dis- 
close the  invention  in  issue  and  that  priority  was  properly  awarded  to  L. 

Mr.  L.  H.  Dyer^  Mr.  R.  N.  Dyer^  Mr.  L.  S.  Bacon^  and  Mr.  J.  H. 
MUans  for  the  appellant. 
Mr.  G.  J.  Harding  and  Mr.  F.  8.  Busser  for  the  appellee. 

BoBB,  /•; 

This  is  an  interference  proceeding  and  involves  a  decision  of  the 
Commissioner  of  Patents  (ante^  115;  171  O.  G.,  215)  awarding 
priority  of  invention  to  Landmark,  the  senior  party,  who  is  also  a 
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patentee.  The  proceeding  originally  involved  three  parties,  but  the 
third  party,  de  Ferranti,  has  taken  no  appeal. 

The  invention  relates  to  steam-turbines  in  which  the  fluid  under- 
goes progressive  expansion  by  the  use  of  devices  for  heating  the  fluid 
prior  to  its  entrance  into  each  of  a  number  of  fluid-motors.  The 
counts  are  as  follows: 

1.  In  conibluation  with  a  plurality  of  elastic-fluid  motors  wherein  said  fluid 
undergoes  progressive  expansions,  means  for  augmenting  the  temperature  of 
said  fluid  prior  to  each  expansion  bj  an  amount  progressively  increasing  from 
the  first  expansion  to  the  last. 

2.  In  combination  with  a  plurality  of  elastic-fluid  motors  disposed  in  series, 
means  for  augmenting  the  temperature  of  said  fluid  prior  to  eitrance  to  each 
motor  by  an  amount  progressively  increasing  from  the  first  admission  to  the 
last. 

3.  In  combination  with  a  plurality  of  elastic-fluid  turbines  in  which  said 
fluid  is  progressively  expanded  disposed  In  series,  means  interposed  between 
successive  turbines  for  augmenting  the  temperature  of  the  workiBg  fluid  by 
amounts  progressively  increasing  from  the  initial  admission  end  of  the  series 
to  the  final  exhaust. 

Lindmark,  the  senior  part}^  filed  an  application  January  16,  1903, 
upon  which  a  patent  containing  the  claims  of  this  issue  was  granted 
November  1,  1904.  Curtis  filed  his  present  application  October  2, 
1905.  He  had  previously,  on  April  9,  1897,  filed  an  application 
of  which  he  contends  the  present  application  is  a  division.  The 
claims  of  the  earlier  application  were  rejected  and  it  was  abandoned 
October  4,  1905,  the  present  application  having  then  been  filed.  Cur- 
tis here  relies  for  conception  on  his  application  ©f  1897,  and  the  record 
contains  the  testimony  of  experts  upon  the  question  whether  the  pres- 
ent invention  was  disclosed  in  that  application.  The  Examiner  of 
Interferences  ruled  that  it  was  not.  The  Board  of  Examiners-in- 
Chief,  two  members  sitting,  while  conceding  that  this  earlier  appli- 
cation disclosed  no  means  which  necessarily  would  result  in  the 
function  here  claimed  and  that  there  was  a  material  difference  be- 
tween the  apparatus  shown  by  Curtis  and  the  apparatus  shown  by 
Lindmark,  nevertheless  ruled  that  both  the  early  Curtis  applicatioa 
and  the  application  of  Lindmark — 

disclose  means  which  with  the  exercise  of  ordinary  engineering  sl^ill  could  be 
made  to  answer  the  terms  of  the  counts,  having  in  view  the  result  desired,  di- 
rectly stilted  by  Lindmark  and  implied  in  the  Curtis  specification. 

The  Commissioner,  after  a  careful  consideration  of  the  case,  adopted 
the  view  of  the  Examiner  of  Interferences. 

We  will  now  consider  the  earlier  application  of  Curtis:  In  that 
application  Curtis  claimed  an  interposition  of  superheaters  between 
stages  of  a  compound  turbine, — nothing  more.  These  claims  the 
Primary  Examiner  promptly  rejected,  the  principal  reference  being 
the  patent  to  Young,  dated  April  9, 1889.    The  Young  patent  showed 
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the  same  interposition  of  superheaters  in  a  compound  engine  instead 
of  in  a  compound  turbine.  The  superheater  between  the  second  and 
third  stages  in  the  Young  structure  is  larger  than  the  superheater 
between  the  first  and  second  stages,  while  in  the  Curtis  structure  they 
are  apparently  of  the  same  size.  Upon  appeal  to  the  Examiners-in- 
Chief  the  decision  of  the  Primary  Examiner  was  affirmed  and  the 
claims  of  the  application  rejected.  An  appeal  was  taken  to  the  Com- 
missioner, who  said : 

The  structure  in  the  Young  patent  is  analogous  to  that  shown  and  described 
by  the  appellant,  the  only  difference  being  that  the  appellant  has  substituted 
steam-turbines  for  the  reciprocating  engine  used  by  Young.  The  appellant's 
prior  patent  shows  that  a  compound  turbine  construction  operated  by  the 
exi)ansion  of  steam  in  successive  stages  is  old.  ♦  ♦  ♦  The  appellant  says 
that  he  has  not  substituted  merely  a  steam-turbine  for  the  steam-engine  shown 
in  the  patents  to  Young  and  Shydecker.  He  insists  that  in  his  new  construction 
he  has  found  it  necessary  to  materially  alter  the  construction  of  his  several 
turbines. 

The  Commissioner  found  that  the  claims  did  not  specify  any  par- 
ticular construction  of  turbine  and  affirmed  the  decision  of  the 
Examiners-in-Chief. 

After  the  patent  was  granted  to  Landmark,  Curtis  filed  his  present 
applicaticMi,  copying  the  drawing  of  his  earlier  application  but 
adding  to  the  specification  of  that  application.  In  this  later  appli- 
cation he  copied  the  claims  of  the  Lindmark  patent.  In  the  first 
place,  the  circumstances  of  the  case  are  such  as  to  impose  upon  Curtis 
the  burden  of  showing  very  clearly  that  he  really  had  a  conception 
of  this  invention  and  disclosed  it  in  the  application  of  1897.  It  is 
perfectly  clear  that  the  drawing  accompanying  the  Curtis  applica- 
tion discloses  nothing  more  than,  if  as  much  as,  the  Young  patent. 
Conceding  that  in  his  earlier  specification  he  suggested  the  problem 
which  Lindmark  has  apparently  solved,  he  is  certainly  not  entitled 
to  our  consideration  to  the  extent  of  the  grant  of  a  patent  imless, 
coupled  with  that  suggestion,  he  disclosed  a  means  for  accomplishing 
the  desired  result.  This  we  do  not  think  he  did.  In  Lindmark's 
construction,  as  pointed  out  by  each  of  the  tribunals  of  the  Patent 
Office,  the  products  of  combustion  first  come  in  contact  with  the  last 
superheater,  where  the  steam  is  ordinarily  of  the  greatest  expansion 
and  of  the  lowest  temperature.  In  the  Young  and  Curtis  construc- 
tion the  principle  is  reversed;  in  other  words,  Lindmark  shows  a 
means  apparently  susceptible  for  augmenting  the  temperature  of  the 
fluid  prior  to  each  expansion  by  an  amount  progressively  increasing 
from  the  first  expansion  to  the  last  He  has  the  most  heat  where, 
most  n^ded,  and  the  least  heat  where  least  needed. 

We  therefore^  without  further  elaboration^  adopt  the  reaaonmg  of 
the  CommfhiaHoner  and  affirm  his  decision.  The  clerk  will  certify 
this  opinion  as  the  law  requires.    Affirmed. 
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[Court  of  Appeals  of  the  District  of  Columbia.] 

DiECKMANN  V,   BrUNB. 

Decided  May  29,  1911. 

171  O.  G..  1258;  87  App.  D.  C. w 

INTERFEBBNOB — PRIOBITT — CONGBALIIENT   OF  THB   iNVEWTIOIf. 

B.  conceived  the  Invention  in  issue  in  1903«  built  a  Biachine  in  accordance 
therewith  which  was  kept  in  a  room  to  which  only  he  and  a  few  employees 
had  access  until  an  application  for  patent  on  the  machine  was  filed  on 
January  31,  1906.  Elbows  made  on  the  machine  were  in  the  meantime 
placed  on  the  market  Held  that  by  concealment  of  the  invention  B.  lost 
his  rights  in  favor  of  D.,  who  conceived  the  invention  of  some  of  the  counts 
of  the  issue  in  18d3  and  that  of  the  others  in  1901  and  filed  his  application 
on  January  18,  1906. 

Mr.  0.  W.  Niles  and  Mr.  George  W.  Rea  for  the  appellant 
Mr.  E.  H.  Bottum  and  Mr.  W.  G.  Henderson  for  the  appellee. 

Shepabd,  G.  J.: 

This  is  an  interference  proceeding  involving  priority  of  invention 
of  an  improvement  in  mechanism  for  forming  sheet-metal  elbows, 
having  circumferential  overlapped  crimps  and  cross-sectional  pattern 
other  than  cylindrical.  The  invention  involved  is  limited  to  a  mecha- 
nism adapted  to  produce  the  above-described  elbows  in  one  operation, 
because  machines  for  producing  corrugated  elbows  of  cylindrical 
cross-section  were  in  use  producing  the  same  commercially.  The  plain 
round  elbows  were  made  by  one  machine  and  corrugated  by  the  other. 
Ferdinand  Dieckmann,  the  father  of  Adolph,  the  appellant,  had  for 
many  years  beae  engaged  in  the  manufacture  of  such  elbows  under 
patents,  and,  in  1902  and  1903,  his  trade  represented  about  75%  of 
the  total  elbow  sales  in  the  United  States. 

Adolph  Dieckmann  filed  his  application  January  18,  1906.  In  his 
preliminary  statement,  he  alleges  conception  of  the  invention  of  the 
issue  February  1,  1892,  disclosure  in  the  same  month,  and  reduction 
to  practice  in  September,  1894. 

Frederick  Brune  filed  January  31,  1906,  and  alleges  omception, 
March  31,  1903,  drawing  and  disclosure  on  the  same  date,  and  reduc- 
tion to  practice  in  July,  1903.  Brune  is  the  manager  of  the  machine- 
shop  and  elbow  department  of  the  Milwaukee  Corrugating  Company, 
by  which  elbows  are  manufactured  with  his  machine. 

The  issue  contains  18  counts,  the  first  eleven  of  which  were  in 
Brune's  application  and  suggested  to  Dieckmann ;  the  last  seven  were 
taken  from  Dieckmann's  application  and  suggested  to  Brune.  It  is 
considered  that  counts  1 — 4 — 1 — 11  and  18  are  fairly  representative, 
and  it  is  unnecessary  to  copy  the  entire  eighteen.  The  aforesaid 
counts  reed  as  follows: 
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L  In  a  machine  for  making  slieet-metal  pipe-elbows  the  combination  of  a 
corrugated  stationary  die,  a  correspondingly  corrugated  swinging  die,  radially- 
movable  bulging  dies,  means  for  projecting  said  bulging  dies  outwardly  between 
the  stationary  and  swinging  dies  when  they  are  separated,  dies  surrounding 
the  stationary  and  swinging  dies  and  fitting  the  corrugations  therein,  the  dies 
surrounding  the  swinging  die  being  movable  radially  toward  and  from  the  same 
and  capable  of  swinging  therewith  toward  and  from  the  stationary  die,  means 
for  moving  the  dies  surrounding  the  swinging  die  radially,  and  means  for 
moving  the  swinging  die  with  the  associated  surrounding  dies  toward  the 
stationary  die  when  the  bulging  dies  are  withdrawn  inward,  substantially  as 
described. 

4.  In  a  machine  for  making  corrugated  elbows  the  combination  of  means 
for  progressively  forming  longitudinal  corrugations  in  a  pipe-section,  means 
for  successively  pressing  transverse  bulges  at  intervals  in  one  side  of  the  cor- 
rugated part  of  the  pipe,  and  means  for  closing  said  bulges  and  curving  the 
pipe  into  elbow  shape  substantially  as  described. 

7.  In  a  machine  for  making  corrugated  elbows  the  combination  of  corrugating 
heads  or  dies  arranged  one  within  the  other;  means  for  feeding  a  pipe-section 
step  by  step  between  said  heads;  a  pivoted  head  movable  toward  and  from  the 
corrugating-heads  and  provided  with  radially-movable  Jaws;  a  clamping-die 
pivoted  to  the  inner  corrugating-head  within  the  opening  of  the  pivoted  head. 
Jaws  and  dies;  radially-movable  bulging  dies,  and  means  for  intermittently 
moving  said  pivoted  head;  connections  for  operating  said  pivoted  head,  Jaws 
and  die,  radially-movable  bulging  dies,  and  means  for  intermittently  moving 
said  bulging  dies  outwardly  between  and  beyond  the  clamping-die  and  inner 
corrugating-head,  substantiaUy  as  described. 

11.  In  a  machine  for  making  corrugated  elbows  the  combination  of  a  mandrel 
terminating  at  its  free  end  in  a  corrugating-die,  a  stationary  head  surrounding 
said  die  and  provided  with  radially-movable  corrugating-dies,  means  for  moving 
the  outer  dies  toward  and  from  the  inner  fixed  die,  means  for  feeding  a  pipe 
on  said  mandrel  step  by  step  between  said  corrugating-dies,  a  wedge-shape# 
clamping-die  pivoted  on  the  thicks  side  to  the  fixed  corrugating-die  and  having 
\tM  curved  face  correspondingly  corrugated,  a  pivoted  head  arranged  to  swing 
toward  and  from  said  stationary  head  and  provided  with  Jaws  movable  radially 
toward  and  from  said  clamping-die  and  having  correspondingly  shaped  faces 
opposite  thereto,  means  for  intermittently  swinging  said  clamping-die  and 
pivoted  head  toward  and  from  the  corrugating-dies,  radially-movable  bulging 
dies  of  gradually  diminishing  thickness  from  the  narrower  toward  the  thicker 
side  of  the  clamping-die,  and  means  for  intermittently  projecting  said  bulging 
dies  between  the  clamping-die  and  fixed  corrugating-die,  the  opposite  ends  of 
the  movable  corrugating-dies  of  the  clamping-Jaws  adjacent  to  the  bulging 
dies  being  beveled  or  inclined  outwardly  toward  the  stationary,  corrugating- 
head,  substantially  as  described. 

18.  In  a  mechanism  of  the  character  indicated,  a  mandrel,  a  crimp-former 
at  the  free  end  of  said  mandrel,  a  series  of  feet  movable  in  a  radial  direction  to 
and  from  said  mandrel  to  clamp  the  blank  thereto,  a  detachable  secondary 
movable  mandrel  located  on  the  opposite  side  of  said  crimp-former,  the  exterior 
of  said  secondary  mandrel  being  the  same  that  is  to  be  imparted  to  the  elbow, 
and  a  series  of  feet  movable  in  a  radial  direction  to  and  from  said  secondary 
mandrel  to  lay  down  the  crimps  and  shape  the  crimped  portion  of  the  elbow 
to  the  pattern  of  said  secondary  mandrel. 

The  tribunals  of  the  Patent  Office  concurred  in  awarding  priority 
to  Brune^  and  Dieckmann  has  appealed  from  the  final  decision  of  the 
Commissioner. 
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Dieckmann  attempted  to  prove  conception  as  alleged,  and  the  con- 
struction of  a  machine,  completed  in  September,  1894,  also  reduction 
to  practice  by  producing  a  few  elbows  thereon  conforming  to  the 
requirement  of  the  issue.  The  machine  was  not  afterward  put  in  use, 
was  dismantled,  and  most  of  its  parts  lost  or  destroyed.  He  also 
introduced  evidence  tending  to  show  the  construction  of  a  machine 
in  1901  upon  which  elbows  of  the  required  kind  were  made.  This 
was  not  put  in  use  beyond  making  a  sample  elbow. 

The  Examiner  of  Interferences  held  that  the  machine  of  1893- 
1894  evidently  did  not  corrugate  the  elbows  as  required  in  the  first 
eleven  counts,  and  that  the  machine  of  1901  was  not  a  success.  He 
accorded  conception  of  the  issue  to  Dieckmann  in  1893  and  1901,  but 
held  that  his  machines  were  abandoned  experiments,  and  not  reduc- 
tions to  practice.  For  reduction  to  practice,  he  limited  him  to  the 
filing  date  of  his  application.  The  Examiners-in-Chief  and  the  Com- 
missioner, in  succession,  substantially  agreed  with  these  conclusions. 
All  concurred  in  holding  that  Brune  conceived  the  invention  of  the 
issue  in  the  spring  of  1903  and  completed  a  machine  in  July,  1903, 
which  was  later  put  in  use  by  the  Milwaukee  Corrugating  Company 
in  the  manufacture  of  elbows.  Brune  made  some  slight  improve- 
ment in  this  machine  to  strengthen  it,  and  later  made  several  other 
machines  of  the  same  kind,  but  adapted  to  make  elbows  of  different 
diameter.    These  contained  no  improvement  in  the  invention. 

We  see  no  reason  to  question  the  conclusions  of  the  Patent  Office 
tribunals  in  respect  of  the  facts  of  conception  by  the  parties  respec- 
tively. Nor  do  we  see  any  occasion  to  differ  with  them  in  respect 
of  the  conclusion  that  Dieckmann's  evidence  is  insufficient  to  show 
reduction  to  practice  in  1894  or  1901,  or  that  his  delay  cannot  be 
excused  by  the  condition  of  his  health,  or  want  of  means  or  oppor- 
tunity, during  the  long  period  that  elapsed  between  his  conception 
and  experiments,  and  the  date  of  filing  his  application. 

Assuming  then  that  Dieckmann  was  the  first  to  conceive  the  inven- 
tion, but  that  Brune  also  conceived  it  in  July,  1903,  and  then  built  a 
machine  which  was  used  in  the  manufacture  of  elbows,  it  become* 
necessary  to  consider  the  evidence  relating  to  Brune's  concealment 
of  the  invention  from  the  public. 

The  Commissioner  says,  in  his  decision : 

It  appears  from  the  testimony  of  Brune  and  Kuebn,  wbo  was  president  of 
the  Milwaukee  Ck>rrugating  Company,  that  these  machines  were  concealed  from 
the  public  practically  up  to  the  time  that  Brune's  application  was  filed. 

We  concur  in  this  conclusion.  The  testimony  of  Brune,  Kuehn, 
and  Heisterkamp  shows  that  the  machines  were  kept  in  a  locked  room. 
No  one  but  the  inventor,  the  oflScers  of  the  company,  and  a  few 
employees  who  operated  the  machine  had  access  to  the  room,  or  were 
permitted  to  see  the  machines. 
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The  company  was  not  a  manufacturer  of  the  machines  for  sale,  but 
a  manufacturer  of  elbows,  and  it  was  not  its  purpose,  as  apparent 
owner  of  the  invention,  or  that  of  the  inventor  to  make  machines  for 
sale  to  the  trade.  The  elbows  manufactured  and  sold  to  the  trade 
did  not  make  the  invention  public  Whether  made  by  one  or  more 
machines,  or  what  the  character  of  the  machine  was  could  only  be  the 
subject  of  conjecture.  That  the  public  may  receive  some  benefit  from 
the  sale  of  the  product  of  a  machine,  is  not  the  benefit  to  the  puMic, 
contemplated  by  the  patent  laws  of  the  United  States.  {Kendall  v. 
Winsor^  21  How.,  322.)  If  an  inventor  can  successfully  conceal  his 
device  or  process  from  the  public,  he  may  prolong  his  monopoly  be- 
yond the  period  secured  by  a  patent.  It  appears,  we  think,  from  the 
evidence  given  on  behalf  of  Brune  that  his  application  for  the  patent 
was  stimulated  by  the  fact  that  another  manufacturer  was  attempting 
to  discover  his  secret,  and  had,  in  part,  succeeded.  It  appears  that 
on  one  occasion  the  key  of  the  machine-room  had  been  left  in  the  office 
of  one  of  the  officers  on  Saturday  night,  and  could  not  be  found  on 
Monday  morning.  This  occurred  some  time  in  1904.  A  new  lock 
was  immediately  put  on  the  door.  The  early  drawings  of  the  ma- 
chine were  destroyed,  as  Kuehn  testified — 

for  fear  some  one  would  get  hold  of  the  drawings,  and  bnild  a  machine  dimUar 
to  it. 

He  added  also : 

We  did  not  want  any  one  employed  by  us  to  see  the  machine  as  we  escpected 
to  have  same  patented  later  on. 

We  find  nothing  else  in  the  evidence  indicating  the  intention  to 
patent  the  machine,  and  the  circumstances  tend  to  negative  such  an 
intention.  Bartle,  an  employee,  who  had  knowledge  of  the  machine, 
testified  that  he  was  approached  by  a  party  in  the  fall  of  1906,  (prob- 
ably should  be  1905,)  who  oflFered  him  $100  to  go  to  Canton,  Ohio, 
and  work  for  the  Berger  Manufacturing  Company  to  see  what  he 
could  do  with  a  machine  it  had  constructed.  This  company,  it 
appears,  was  the  party  seeking  knowledge  of  the  machine  in  1905. 
Heisterkamp,  the  engineer  of  the  Corrugating  Company,  testified  that 
in  November  or  December  of  1905,  a  person  representing  himself  to 
be  the  agent  of  the  Berger  Manufacturing  Company,  of  Canton, 
Ohio,  came  to  his  engine-room  and  offered  him  $50  to  let  the  master 
mechanic  of  the  Berger  company  into  the  room  where  the  machines 
were,  for  ten  minutes  either  day  or  night.  He  said  the  Berger  Co., 
had  a  machine  complete  with  the  exception  of  one  point,  which  inter- 
fered with  making  the  elbow.  This  point  they  wanted  to  see  on 
Brune's  machine.  He  reported  this  occurrence  to  the  secretary  of 
the  company.  President  Kuehn  testified  that  in  December,  1905,  he 
discovered  that  some  one  had  made  a  tracing  of  the  later  drawings  of 
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Brune,  They  must  have  been  taken  from  the  yault  where  they  were 
kept,  by  some  one — 

familiar  around  our  office.  The  originals  were  fonnd  in  the  vault  wh^i  we 
looked  for  them.  This  occurred  in  December,  1905.  When  we  got  wind  of  some 
one  building  machines  like  ours,  we  employed  detectives  and  in  that  mann^' 
obtained  the  set  of  drawings  that  were  copied  from  our  original  drawings. 

He  said  also : 

We  were  informed  that  the  Berger  Manufacturing  Ck>.  of  Canton,  Ohio,  was 
building  machines  like  ours.  It  seems  that  the  Berger  Manufacturing  Company 
built  this  machine  according  to  our  drawings,  but  were  unable  to  finish  same 
and  made  an  attempt  to  see  our  machines  by  the  man  that  built  theirs.  Th^ 
went  so  fiir  as  to  offer  our  engineer  money  to  let  their  mechanic  get  into  our 
factory  and  see  our  machines— our  corrugated-elbow  machines.  They  also 
offered'  George  Bartle,  who  was  operating  the  elbow-machine,  big  money  to 
come  to  Canton  In  their  employ  for  a  few  weeks  to  give  them  all  the  knowledge 
he  had  about  our  elbow-machines. 

The  evidence  shows  that  Dieckmann  had  no  connection  with  any 
scheme  to  obtain  knowledge  of  the  construction  of  Brune's  machine. 
He  only  knew  what  the  trade  knew,  namely  that  the  Milwaukee  Cor- 
rugating Company  was  manufacturing  a  non-cylindrical,  corrugated 
elbow.  Briefly  stated,  the  evidence  establishes  the  following  facts: 
Dieckmann  was  the  first  to  conceive  the  invention  of  the  issue,  but 
failed  to  reduce  it  to  practice  with  the  necessary  diligence.  He  was 
the  first  to  file  an  allowable  application,  which  constituted  construc- 
tive reduction  to  practice,  Brune  conceived  the  invention  in  the 
spring  of  1903,  and  followed  it  up  with  the  construction  and  test  of 
a  machine  in  July,  1903.  He  carefully  concealed  the  machine  from 
that  time  until  the  filing  of  his  application,  not  only  from  the  public, 
but  from  all  of  the  employees  of  the  operating  company,  save  the  few 
necessarily  engaged  in  its  operation.  He  contemplated  securing  the 
benefit  of  his  invention  through  secrecy,  instead  of  through  the  Patent 
OflSce.  Learning  that  the  Berger  Co.  had  surreptitiously  obtained  a 
copy  of  his  drawings,  and  was  attempting  to  corrupt  his  employees 
in  order  to  obtain  an  inspection  of  the  concealed  machine,  and  remove 
a  diflSculty  encountered  in  building  a  machine  from  the  drawings,  and 
fearing  it  would  finally  succeed  in  successfully  copying  his  machine, 
he  filed  his  application  for  a  patent. 

On  these  facts,  the  question  arises :  Did  Dieckmann,  the  first  to  con- 
ceive and  to  make  application,  lose  his  right  to  the  patent  by  reason 
of  his  intervening  delay,  to  Brune,  who  had  a  later,  but  independent 
conception,  reduced  it  privately  to  practice  and  deliberately  concealed 
it  from  the  public  for  about  two  years  and  a  half  ?  As  we  have  had 
occasion  to  say  heretofore : 

The  particular  object  of  the  beneficence  of  the  patent  law  is  the  individual 
who  first  conceives,  and  with  diligence  perfects  an  invention.  And  where  one 
has  completed  the  act  of  invention  his  right  to  reward  in  the  form  of  a  patent 
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becomes  complete  save  in  two  instances  that  may  be  satisfactorily  shown  to 
exist  First,  he  loses  the  right  as  against  the  public  in  general  by  a  public  use 
for  the  statutory  period.  Second,  by  deliberate  concealment  or  suppression  of 
the  knowledge  of  his  invention  he  subordinates  his  claim,  in  accordance  with 
the  general  policy  of  the  law  in  the  promotion  of  the  public  interest,  to  that  of 
another  and  bona  fide  inventor  who  during  the  period  of  inaction  and  conceal- 
ment shall  have  given  the  benefit  of  the  discovery  to  the  public.  Viewed  in  the 
light  of  the  "  true  policy  and  ends  of  the  patent  laws,"  the  latter  is  the  first  to 
invent  and  therefore  entitled  to  a  reward.  (Thomson  v.  Weston,  C.  D.,  1902, 
521;  99  O.  G.,  864;  19  App.  D.  C,  373.) 

The  "  true  policy  and  ends  of  the  patent  laws,"  it  has  been  declared 
by  the  Supreme  C!ourt  of  the  United  States — 

are  disclosed  in  that  article  of  the  Constitution,  the  source  of  all  these  laws, 
viz:  "to  promote  the  progress  of  science  and  the  useful  arts,"  contemplating 
and  necessarily  implying  their  extension  and  increasing  adaptation  to  the  uses 
of  society.  By  correct  induction  from  these  truths,  it  follows  that  the  inventor 
who,  designedly,  and  with  a  view  of  applying  it  indefinitely  and  exclusively  to 
his  own  profit  withholds  his  Invention  from  the  public,  comes  not  within  the 
jK>licy  of  objects  of  the  Constitution,  or  acts  of  Congress.  He  does  not  promote, 
and  if  aided  in  his  design,  would  impede  the  progress  of  science  and  the  useful 
arts ;  and  with  a  very  bad  grace  could  he  appeal  for  favor  or  protection  to  that 
society  which,  if  he  had  not  injured,  he  certainly  had  neither  benefited,  nor  in- 
tended to  benefit  Hence,  if,  during  such  concealment,  an  invention  similar  to 
or  identical  with  his  own  should  be  made  and  patented,  or  brought  into  use 
without  a  patent,  the  latter  could  not  be  inhibited  nor  restricted  upon  proof 
of  its  identity  with  a  machine  previously  invented  and  withheld  and  concealed 
by  the  inventor  from  the  public.  The  rights  and  Interests,  whether  of  the  public 
or  individuals,  can  never  be  made  to  yield  to  schemes  of  selfishness  or  cupidity. 
{Kendall  v.  Winsor,  21  How.,  322.) 

The  principle  of  that  decision  has  been  applied  by  this  court  in 
many  cases  varying  in  their  respective  facts.  {Mason  v.  Hepbuniy 
C.  D.,  1898,  510;  84  O.  G.,  147;  13  App.  D.  C,  86;  Warner  v.  SmitJ^ 
C.  D.,  1898,  517;  84  O.  G.,  311;  13  App.  D.  C,  111;  In  re  Mower, 
C.  D.,  1899,  395;  88  O.  G.,  191;  15  App.  D.  C,  144;  Matthes  v.  Burt, 
C.  D.,  1905,  574 ;  114  O.  G.,  764 ;  24  App.  D.  C,  265 ;  Pliss  v.  McElroy, 
C.  D.,  1907,  537;  128  O.  G.,  458;  29  App.  D.  C,  120;  Gordon  v. 
Wentworth,  C.  D.,  1908,  453;  135  O.  G.,  1125;  31  App.D.  G,  150; 
Howard  v.  Bowes,  C.  D.,  1908,  547;  137  O.  G.,  783;  31  App.  D.  C, 
619.) 

In  Mason  v.  Hephum,  Mason  had  reduced  the  invention  to  practice 
and  concealed  it  for  seven  years,  and  was  held  to  have  lost  his  right 
to  Hepburn  who  obtained  a  patent  some  few  months  before  Mason 
made  application.  In  Warner  v.  Smith,  Warner  who  first  conceived 
the  invention  and  made  a  button,  which  had  it  been  promptly  utilized 
would  have  constituted  reduction  to  practice,  concealed  it  for  three 
years  and  nine  months.  Priority  was  awarded  to  Smith  who  was 
the  last  to  conceive,  but  first  to  apply  for  patent.  He  was  not  a 
patentee,  but  an  applicant  merely.    In  re  appeal  of  Mower,  the 
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applicant  lost  his  ri^t  to  an  opponent,  who  during  the  concealment 
of  his  invention,  conceived  it  and  obtained  a  patent.  In  Matthea  v. 
Burt^  Matthes  made  the  mold  of  the  invention  in  June,  1899,  and 
made  several  dozen  pool-balls  upon  it.  He  then  laid  it  aside  and 
hearing  of  Burt^s  invention  of  a  similar  machine,  applied  for  a  pat- 
ent, February  19,  1902.  He  lost  to  Burt  who  entered  the  Oifice 
about  two  months  earlier.  In  Bliss  v.  McElroy^  Bliss  constructed  and 
tested  his  machine  in  June,  1897,  and  concealed  it.  In  1901  McElroy 
filed  an  application  upon  which  a  patent  issued  in  1903.  Bliss  filed 
thereafter.  Priority  was  awarded  to  McElroy.  In  Gordon  v.  Went- 
worthy  Gordon  suppressed  knowledge  of  his  machine  for  more  than 
two  years,  during  which  period  Wentworth,  to  whom  priority  was 
awarded,  made  the  same  invention  and  applied  for  a  patent.  In 
Howard  v.  Bowes^  the  contest  was  between  applicants.  Howard, 
the  first  to  conceive  and  make  a  device,  secreted  the  invention  for 
more  than  a  y«ar  thereafter,  and  made  application  only  when  in- 
formed of  Bowes's  reduction  to  practice  and  sale  of  the  device. 

Applying  the  principle  governing  the  cases  cited,  to  the  facts  of 
this  case,  we  are  of  the  opinion  that  priority  should  have  been 
awarded  to  Dieckmann  who  was  the  first  to  conceive,  and  notwith- 
standing his  long  inaction,  the  first  to  bring  the  invention  before  the 
public  by  making  application  for  the  patent.  Had  Brune  during 
Dieckmann's  inaction,  brought  the  machines  before  the  public,  or 
fikd  his  application  for  patent,  he  would,  clearly,  have  been  entitled 
to  the  award.  On  the  other  hand,  Dieckmann  had  the  right  to  awake 
from  his  long  slumber,  and  when  he  did  so  and  filed  his  application, 
he  became  entitled  to  the  benefit  of  his  earlier  conception,  save  as 
against  a  bona  fide  inventor,  who  in  the  meantime,  may  have  given 
the  invention  to  the  public.  By  his  careful  concealment  of  the  in- 
vention, for  more  than  two  years  after  making  it,  Brune  would  have 
lost  his  right  to  a  subsequent  inventor,  who  might  have  given  it  to 
the  public  during  the  period  of  concealment.  For  the  same,  if  not  a 
stronger  reason,  he  should  lose  it  to  one  who  first  conceived  it,  and 
resuming  diligence,  gave  it  to  the  public  during  the  same  period.  A 
decision  of  the  Court  of  Appeals  of  the  Seventh  Circuit,  strongly 
relied  on  in  behalf  of  Brune's  contention,  appears  to  us  to  dii^ectly 
support  the  position  of  Dieckmann.  (Int.  Telephone  Mfg.  Co.  v. 
Kellogg  Switch-Board  and  Supply  Co.,  171  Fed.  Rep.,  651-656.) 
The  suit  was  for  an  infringement  of  a  patent  to  one  Dean.  Several 
questions  were  raised  on  behalf  of  the  infringer,  including  the  one 
herein  discussed. 

Dean  conceived  the  invention  in  1895  and  made  a  device,  which  he 
did  not  give  to  the  public  until  he  filed  his  application  in  March, 
1901,  upon  whidi  the  patent  issued  in  November.    McCormick  con- 
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ceived  the  invention  in  September,  1900,  and  made  a  transmitter  in 
the  same  month,  which  embodied  the  invention.  But  he  did  not  put 
it  upon  the  market  until  after  Dean  had  applied  for  a  patent  and 
placed  his  transmitter  upon  the  market  The  court  held  that  Dean 
was  entitled  to  his  patent.  It  was  said  by  Judge  Baker,  who  deliv- 
ered the  opinion  of  an  unanimous  court : 

If  during  Dean's  suspension  of  activities,  McCormick  had  either  patented 
the  device  or  brought  it  into  pubUc  use  without  a  patent,  the  pubUc  would  have 
been  indebted  to  McCk>rmick  for  benefits  conferred,  and  Dean  might  weU  have 
be^  held  estopped  by  his  delay  from  claiming  the  public  grant ;  but  in  our  Judg- 
ment neither  reason  nor  authority  sanctions  an  estoppel  against  the  first  and 
true  inventor,  unless  the  later  comer  has  cut  in  between  and  made  the  public  his 
debtor  by  being  the  first  to  get  to  the  Patent  Office,  or  the  marlcet. 

In  Burson  v.  Vogel  (C.  D.,  1907,  669 ;  131  O.  G.,  942 ;  29  App.  D.  C, 
388)  it  did  not  appear  that  the  first  to  conceive — 

suppressed  or  intended  to  conceal  knowledge  of  his  invention  after  its  reduction 
to  practice. 

It  is,  therefore,  not  an  authority  in  support  of  the  decision  of  the 
Commissioner,  notwithstanding  some  general  expressions  that  may 
seem  to  conflict,  to  some  extent  with  the  decision  now  made  in  regard 
to  the  use  of  the  machine  of  Brune  in  the  factory.  The  facts  of  the 
two  cases  on  this  point  are  quite  different. 

Believing  that  there  was  error  in  the  decision  awarding  priority 
to  Bruney  it  will  he  reversed.  It  is  so  ordered,  and  that  this  decision 
be  certified  to  the  Commissioner  of  Patents  as  the  law  requires. 

Reversed. 


[Court  of  Appeals  of  the  District  of  Coliimbta.1 

United  States,  ex  rel.  Lang,  v.  Moore,  Commissioner  of  Patents. 

Decided  November  6,  J91L 

172  O.  G.,  884;  87  App.  D.  C, . 

1.  Mandamus— Will  Not  Lnc  to  Revkw  Judiodll  Action  of  the  OoMinssioNES 
or  Patents. 

**  Whether  or  not  the  claim  last  rejected  differed  in  substance  from  the 
one  acted  upon  immediately  previous,  so  as  to  constitute  a  new  claim  upon 
which  the  appellant  was  entitled  to  a  reexamination  after  rejection,  was 
a  question  manifestly  for  the  determination  of  the  Patent  Office,  unless 
there  be  such  a  dissimilarity  as  would  show  on  its  face  an  abuse  of  dis- 
cretion. That,  however,  is  not  the  case  here.  The  claims  under  considera- 
tion are  so  nearly  alike  in  their  phraseology  as  to  call  for  the  exercise 
of  the  Judicial  discretion  intrusted  to  the  Commissioner.  It  is  highly  proper 
that  a  question  of  this  nature  should  be  left  to  the  Judgment  of  those 
whose  training  has  rendered  them  peculiarly  fitted  for  its  decision.  Hence, 
it  is  not  within  the  province  of  this  court  to  interfere  by  writ  of  mandamus.'* 

2097^—12 30 
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2.  Same — Same. 

Where  the  original  claims  of  an  application  and  those  presetted  in 
successive  amendments  were  each  time  rejected  on  the  general  groand 
that  they  failed  to  disclose  a  patentable  invention  over  certain  references. 
Held  that  '*  the  question,  whether  or  not  the  difference  in  the  phraseology 
of  the  rejections,  coupled  with  the  fact  that  two  more  references  were 
cited  against  the  claim  of  July  13  than  against  that  of  April  3,  although 
all  had  previously  been  made  of  record,  constituted  *new  references  or 
reasons  for  rejection,*  within  the  meaning  of  the  rules,  was  purely  a  ques- 
tion relating  to  practice,  exclusively  within  the  jurisdiction  of  the  Com- 
missioner. With  his  ruling  thereon  this  court  has  no  power  to  interfere 
In  a  proceeding  like  the  present.  A  writ  of  mandamus  cannot  take  the  place 
of  an  appeal." 

Mr.  W.  H.  C.  Clark  for  the  appellant. 
Mr.  R.  F.  Whitehead  for  the  appellee. 

Van  Orsdel,  /.; 

This  is  an  appeal  from  a  judgment  of  the  Supreme  Court  of  the 
District  of  Columbia  denying  appellant's  petition  for  a  writ  of 
mandamus  directing  the  Commissioner  of  Patents  to  order  a  reex- 
amination of  his  application  for  patent,  (ante^  253;  168  O.  G.,  527.) 

It  appears  from  the  record  that  appellant  filed  an  application  in 
the  Patent  Office  on  November  23,  1908,  setting  forth  his  invention  in 
nine  claims.  These  claims  were  all  rejected  by  the  Primary  Ex- 
aminer, on  the  ground  that  they  defined  nothing  patentable  over  cer- 
tain references,  among  which  were  patents  to  Berry,  Dickinson,  and 
Yates.  On  February  15, 1909,  appellant  filed  an  amendment  striking 
out  the  original  claims  and  inserting  three  others  in  lieu  thereof. 
Claims  1  and  2  were  rejected  on  reference  to  patents  to  Hood  or  to 
Yates,  and  claim  3  on  patents  to  Berry  or  to  Van  Stone.  Appellant 
then,  on  April  3,  1909,  amended  his  application  by  presenting  his 
invention  in  one  new  claim,  which  was  rejected  for  the  following 
reasons : 

The  claim  fails  to  define  anything  patentable  over  the  patent  to  Hood,  of 
Eccord,  and  is  therefore  rejected.  This  pat«it  to  Hood  disclosed  a  structure 
similar  to  applicant's  device  and  having  the  same  action,  with  the  addition  of 
a  separate  radiator,  but  it  would  require  no  invention  to  dispense  with  this 
second  radiator,  that  is,  it  does  not  require  invention  to  dispense  with  certain 
elements  of  a  device  when  there  is  no  new  action  obtained  thereby. 

On  July  13,  1909,  another  claim  was  inserted  in  place  of  that  pre- 
sented in  the  previous  amendment,  which  also  was  rejected,  the  Ex- 
aminer stating: 

The  claim  Is  rejected  on  the  patents  to  Hood,  Dickinson,  and  Yates,  of  record. 
It  is  held  it  would  not  require  Invention  to  form  the  radiator  in  Hood  device 
entirely  separate  from  the  combustion-chamber  in  view  of  Yates  and  Dickinson. 
Nor  would  it  require  invention  to  place  the  fuel -opening  to  the  combustion- 
chamber  in  the  Yates  device  in  Hue  with  the  pr.FFage  L  leading  from  the  com- 
bustion-chamber to  the  radiator  in  view  of  Hood. 
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This  rejection  was  made  final.  Appellant  thereafter  attempted  to 
present  another  amendment,  which  the  Primary  Examiner  refused  to 
enter  upon  the  ground  that  the  case  stood  finally  rejected.  Upon 
petition  to  the  Commissioner  of  Patents  this  decision  was  affirmed. 
The  present  action  was  then  instituted. 

It  is  contended  by  counsel  for  appellant  that  the  claim  presented  in 
the  amendment  of  July  13,  1909,  substantially  differed  from  that  of 
the  April  3  amendment,  and  that,  therefore,  the  Commissioner  failed 
to  perform  a  mere  ministerial  duty  in  not  ordering  a  reexamination 
of  appellant's  application.  Section  4903,  Revised  Statutes,  provides 
as  follows: 

Whenever,  on  examination,  any  claim  for  a  patent  Is  rejected,  the  Commiih 
sioner  shall  notify  the  applicant  thereof,  giving  him  briefly  the  reasons  for  such 
rejection,  together  with  snch  information  and  refer^ces  as  may  be  useful  in 
Judging  of  the  propriety  of  renewing  his  application  or  of  altering  his  specifica- 
tion ;  and  if,  after  receiving  such  notice,  the  applicant  persists  in  his  claim  for 
a  patent,  with  or  without  altering  his  specifications,  the  Gonunissioner  shall 
order  a  reexamination  of  the  case. 

Whether  or  not  the  claim  last  rejected  differed  in  substance  from 
the  one  acted  upon  immediately  previous,  so  as  to  constitute  a  new 
claim  upon  which  the  appellant  was  entitled  to  a  reexamination  after 
rejection,  was  a  questicm  manifestly  for  the  determination  of  the 
Patent  Office,  unless  there  be  such  a  dissimilarity  as  would  show  on 
its  face  an  abuse  of  discretion.  That,  however,  is  not  the  case  here. 
The  claims  under  consideration  are  so  nearly  alike  in  their  phraseol- 
ogy as  to  call  for  the  exercise  of  the  judicial  discretion  intrusted  to 
the  Commissioner.  It  is  highly  proper  that  a  question  of  this  nature 
should  be  left  to  the  judgment  of  those  whose  training  has  rendered 
them  peculiarly  fitted  for  its  decision.  Hence,  it  is  not  within  the 
province  of  this  court  to  interfere  by  writ  of  mandamus. 

But  it  is  contended  by  appellant  that  his  application  was  finally 
rejected,  not  upon  the  ground  that  the  claim  of  July  13  did  not  sub- 
stantially differ  from  that  of  April  3,  but  because  it  presented  no 
patentable  distincton  over  certain  references,  two  of  which  had  not 
been  cited  against  the  earlier  claim.  Section  68  of  the  Rules  of 
Practice  provides: 

The  applicant  has  a  right  to  amend  before  or  after  the  first  rejection  or 
action;  and  he  may  amend  as  often  as  the  E2xaminer  presents  new  references 
or  reasons  for  rejection.  In  so  amending,  the  applicant  must  clearly  point  out 
all  the  patentable  novelty  which  he  thlnl^s  the  case  presents  in  view  of  the  state 
of  the  art  disclosed  by  the  references  cited  or  the  objections  made.  He  must 
also  show  how  the  amendments  avoid  such  references  or  objections. 

It  will,  therefore,  be  seen  that  appellant  was  only  entitled  to  amend 
his  application  as  long  as  the  Examiner  presented  "  new  references 
or  reasons  for  rejection."  Appellant  amended  his  application  three 
times.    Each  time  the  rejection  was  on  the  general  ground  that  the 
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claims  failed  to  disclose  a  patentable  invention  over  certain  refer- 
ences. Against  the  claims  contained  in  the  amendments  of  April  3 
and  July  13  were  cited  only  such  patents  as  had  been  used  as  refer- 
ences in  previous  rejections.  The  question,  whether  or  not  the  dif- 
ference in  the  phraseology  of  the  rejections,  coupled  with  the  fact 
that  two  more  references  were  cited  against  the  claim  of  July  13 
than  against  that  of  April  3,  although  all  had  previously  been  made 
of  record,  constituted  "new  references  or  reasons  tor  rejection,'' 
within  the  meaning  of  the  rules,  was  purely  a  question  relating  to 
practice,  exclusively  within  the  jurisdiction  of  the  Commissioner. 
With  his  ruling  thereon  this  court  has  no  power  to  interfere  in  a 
proceeding  like  the  present  A  writ  of  mandamus  cannot  take  the 
place  of  an  appeal. 

T?ie  judgment  of  the  court  below  is  affirmed  with  costs  and  it  is  so 
ordered. 

Affirmed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Browne  v.  Dyson  and  Land. 

Decided  December  7,  1911, 
173  O.  G.,  866 ;  87  App.  D.  C, . 

iNTKBFEBElf  CE — ReOPEN  INO. 

Where  in  an  interference  involving  applications  of  B.,  D.  and  L.,  Jndg- 
ment  of  priority  was  awarded  to  D.  by  the  Commissioner  and  after  the 
expiration  of  the  time  for  appeal,  neither  B.  nor  L.  having  appealed,  a 
concession  of  priority  by  D.  to  L.  was  filed  and  an  order  entered  setting 
aside  the  decision  so  far  as  these  parties  were  concerned  and  awarding 
priority  to  L.,  Held  that  the  effect  of  the  last  decision  was  to  set  aside  the 
first  decision  and  to  adjudicate  the  right  of  all  parties  and  that  B.  had  a 
right  to  appeal  from  that  decision. 

Mr.  Curtis  B.  Camp  for  the  appellees. 

Mr.  Charles  Neave  and  Mr.  Reeve  Lewis  for  the  appellant. 

Shepard,  C.  J.: 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
in  an  interference  case.  The  appellees  have  moved  to  dismiss  the 
appeal. 

The  history  of  the  proceedings,  so  far  as  important  in  the  consid- 
eration of  the  motion,  is  as  follows : 

Four  several  parties  filed  applications  for  patents  for  a  telephone 
system,  in  the  following  order  of  time:  Sidney  Hand  Browne,  Au- 
gust 29,  1904;  Francis  W.  Dunbar,  November  12,  1904;  Edmund 
Land,  January  30, 1905 ;  Alfred  H.  Dyson,  December  20,  1905. 

On  July  25,  1905,  interference  was  declared  between  Land,  Dun- 
bar, and  Browne  on  thirteen  counts,  and  was  redeclared  on  four 
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counts  September  12,  1905.  In  September  and  October,  1905,  the 
said  parties  filed  their  respective  preliminary  statements;  Land  sub- 
sequently amending  his. 

January  9,  1906,  Dyson  was  made  a  party.  Testimony  was  taken 
between  March  and  December,  1906.  November  28,  1906,  Land 
moved  for  leave  to  amend  his  statement.  This  was  denied  by  the 
Examiner  of  Interferences,  whose  decision  was  affirmed  on  direct 
appeal  by  Land  to  the  Commissioner. 

February  15,  1908,  the  case  was  heard  by  the  Examiner  of  Inter- 
ferences, who  again  denied  Land  leave  to  amend,  and  awarded 
priority  to  Browne.  Land,  Dunbar,  and  Dyson  appealed  to  the 
Examiners-in-Chief,  who,  on  January  17,  1910,  reversed  the  decision 
below  and  awarded  priority  to  Dyson.  Land  and  Browne  appealed 
to  the  Commissioner.  Dunbar  took  no  appeal.  October  8,  1910,  the 
Commissioner  affirmed  the  decision  in  favor  of  Dyson.  Although 
Land  had  introduced  testimony  tending  to  show  an  earlier  date  of 
conception  than  that  alleged  in  his  preliminary  statement,  he  was 
limited  to  that  date;  his  motion  to  amend,  by  setting  up  an  earlier 
date,  having  been  denied. 

Land  gave  notice  of  appeal  from  this  decisi(m,  but  withdrew  the 
notice  and  abandoned  the  appeal.  Browne  took  no  appeal.  The 
time  for  taking  an  appeal  having  expired,  Dyson's  application  was 
ordered  remanded  to  the  Primary  Examiner  for  further  ex  parte 
consideration. 

In  accordance  with  the  practice  of  the  Office,  the  printed  records 
and  exhibits  of  the  unsuccessful  parties  were  returned  to  them.  Land 
and  Dyson  before  their  applications  were  filed  had  assigned  their 
inventions  to  the  Kellogg  Switchboard  and  Supply  Co.  of  Chicago. 
Dunbar  seems  also  to  have  assigned  to  the  same  assignee. 

On  February  23,  1911,  Dyson  and  Land  filed  a  joint  petition  to 
the  Commissioner.  In  this  they  represented  that  the  Commissioner 
had  awarded  priority  to  Dyson  over  Browne  because  the  latter  had 
been  wanting  in  diligence  even  though  his  conception  be  assumed  to 
be  prior  to  Dyson's;  that  Land  could  not  prevail  because  limited  by  • 
his  statement  to  a  date  later  than  that  awarded  to  Dyson;  that 
Browne  took  no  appeal  from  that  decision ;  that  an  appeal  was  noted 
by  Land  in  order  to  protect  the  interest  of  his  assignee  in  the  event 
that  Browne  should  appeal,  but  the  same  was  abandoned  when 
Browne  failed  to  appeal ;  that  the  evidence  of  Land  tending  to  show 
an  earlier  conception  than  that  of  either  Browne  or  Dyson  had  not 
been  considered ;  that  believing  that  Land  had  conceived  and  reduced 
to  practice  before  Browne  or  Dyson,  the  accompanying  concession  of 
priority  is  submitted — 

in  order  that  the  way  may  be  clear  to  award  priority  of  inyention  to  Land 
over  Dyson,  Dyson  liaving  been  awarded  priority  to  Browne. 


Digitized  by  VjOOQ IC 


448      DBCI8ION8  07  UNITED  STATBS  OOUBTS  IN  PATENT  CASB8. 

They  prayed  that  the  interference  be  reopened,  and  that  the  deci- 
sion of  October  8,  1910,  be  set  aside  and  modified  to  the  ei^tent  of 
setting  aside  the  award  of  priority  to  Dyson  as  against  Land,  and 
awarding  priority  to  Land.  The  concession  of  priority  is  in  the 
following  words : 

I,  Alfred  H.  Dyson,  a  party  to  the  above-entitled  interference,  hereby  con- 
cede priority  of  the  invention  involved  in  said  interference  to  the  party  Land. 

Notice  was  given  by  the  Commissioner  to  Land  and  Browne  of  the 
petition  and  of  the  date  set  for  hearing  thereof,  namely,  March  24, 
1911.  Browne  appeared  and  opposed  the  petition.  July  24,  1911, 
the  Commissioner  granted  the  petition  and  vacated  the  former 
decision — 

in  80  far  as  it  relates  to  priority  between  Dyson  and  Land,  and  in  view  of  the 
concession  of  priority  accompanying  this  petition,  it  is  adjudged  that  Land  Is 
the  prior  inventor. 

Within  the  time  prescribed  by  the  rules,  Browne  gave  notice  of 
appeal  to  the  court  of  appeals,  and  in  due  time  perfected  the  same 
by  filing  his  transcript. 

The  motion  to  dismiss  sets  out  the  following  grounds : 

(1)  The  merits  of  the  case  so  far  as  the  party  Browne  is  concerned  were 
finally  determined  by  a  decision  rendered  October  8,  1910,  from  which  no 
appeal  was  tal^en.  Browne  is  therefore  too  late  to  reopen  the  merits  of  the 
case. 

(2)  The  party  Browne  Is  not  a  party  aggrieved  within  the  meaning  of  the 
statute,  but  is  a  stranger  to  the  proceedings  that  resulted  in  the  decision  of 
July  24,  1911,  appealed  from. 

(3)  The  appeal  raises  a  moot  question  so  far  as  the  party  Browne  is  con- 
cerned, because  in  no  event  could  a  patent  issued  to  him  due  to  the  decision  of 
October  8,  1910. 

(4)  The  decision  appealed  from  resulted  from  the  recognition  of  a  concession 
of  priority  from  Dyson  to  Land  in  the  exercise  of  the  supervisory  authority  of 
the  Ck)mmissioner,  and  is  not  an  appealable  order. 

Where  an  interference  has  been  declared  between  more  than  two 
separate  applicants  for  a  patent,  it  is  the  practice  of  the  Patent  Office 
to  include  them  all  in  one  proceeding,  hear  them  together,  and  in 
one  final  decision  award  priority  to  the  one  found  to  be  entitled 
thereto.  The  right  to  the  patent  is  a  species  of  property  the  title  to 
which  is  claimed  exclusively  by  each  party  as  against  all  of  the 
others,  and  the  award  of  priority  to  one  is  a  final  judgment  in  his 
favor  as  against  them.  From  that  decision  each  of  the  unsuccessful 
parties  may  appeal,  if  so  advised. 

The  decision  in  this  case  awarding  priority  to  Dyson  on  October  8, 
1910,  was  such  a  final  decision.  Browne  and  Land  having  failed  to 
appeal,  the  patent  would,  in  due  course,  have  issued  to  Dyson.  But 
instead  of  permitting  that  judgment  to  stand  and  be  executed,  Dyson, 
the  successful  party,  joined  in  a  petition  with  Land  to  have  it  vacated, 
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in  so  far  as  it  awarded  priority  to  Dyson  as  against  Land,  and  to 
have  priority  adjudged  to  Land  on  Dyson's  concession.  There  is  no 
rule  of  the  Patent  OflSce  providing  for  petitions  for  new  trial  or 
reAnew,  but  the  power  to  entertain  such  petitions  and  reopen  the  case 
has  been  exercised  in  the  Office  in  two  former  instances :  Couper  and 
Somers  v.  Bannister^  (C.  D.,  1904,  424;  112  O.  G.,  1480;)  Griffiths  v. 
Taylor^  (91  MS.,  A.  D.  1908.)  In  both  cases  there  were  but  two 
opposing  parties.  The  action  taken  in  the  present  case  is  without 
precedent.  The  power  of  the  Commissioner  to  grant  new  trials  or 
to  vacate  final  judgments,  after  the  time  for  rehearing  provided  for 
in  the  rules  shall  have  expired,  is  not  involved  on  this  motion,  and 
it  will  be  assumed  to  exist. 

Taking  for  granted  the  power  to  grant  a  new  trial  or  rehearing 
upon  petition  with  all  of  the  parties  before  the  tribunal,  the  question 
is  as  to  the  effect  of  the  decision  rendered,  vacating  so  much  of  the 
decision  as  awarded  priority  to  Dyson,  and  upon  his  concession 
awarding  it  to  Land.  Ordinarily,  an  order  by  a  trial  court  granting 
a  new  trial  or  rehearing  as  to  part  of  the  issues,  or  as  to  some  of  the 
parties,  has  the  effect  to  reopen  the  entire  case  to  new  trial  as  to 
all  of  the  issues  and  all  of  the  parties.  It  may  well  be,  however,  that 
where  some  of  the  issues  are  so  distinct  from  the  others  that  they 
may  be  retried  separately  without  complication ;  or  where  the  rights 
and  interests  of  the  parties  are  so  separate  and  distinct  that  issuer 
as  between  them  may  be  separately  retried  without  in  any  manner 
affecting  the  rights  or  interests  of  another  party,  the  order  for  new 
trial  can  be  limited  in  its  effect.  Without  so  deciding,  we  may 
assume  that  the  order  granting  the  new  trial  may  be  limited  in 
its  effect  in  the  exceptional  cases  mentioned.  In  our  opinion,  the 
present  case  does  not  come  within  the  exception.  The  original  de- 
cision was  that  Dyson  was  entitled  to  priority  over  both  Browne 
and  Land.  Whether  Land  was  prior  to  Browne  or  Browne  to 
Land,  was  an  issue  that  it  was  wholly  unnecessary  to  decide 
when  Dyson  was  found  to  be  prior  to  both,  and  it  was  not  de- 
cided. Browne  was  content  to  abide  by  that  decision  and  did  not 
appeal.  It  was  asserted  on  the  argument  that  Browne  did  not  appeal 
because  he  was  satisfied  that  Land,  whose  testimony  had  been  ex- 
cluded because  unwarranted  by  his  pleadings,  was  in  fact  the  prior 
inventor,  and  that  in  an  infringement  suit  by  Dyson,  proof  of  that 
fact  would  invalidate  his  patent.  And  it  was  the  fear  of  such  a  result 
that  prompted  the  assignee  of  Dyson  and  Land  to  concede  priority 
to  Land,  and  move  to  vacate  the  judgment  in  favor  of  Dyson  as 
against  Land  and  award  the  patent  to  the  latter. 

The  motive  of  Browne  is  immaterial.  While  Dyson  may  have  had 
a  perfect  right  to  concede  Land's  priority  over  himself,  he  could  not 
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establish  his  priority  over  Browne  by  such  concession.  The  issue  of 
priority  as  between  Browne  and  Land  had  not  been  decided. 

The  effect  of  the  last  decision  is  to  be  determined  by  its  necessary 
result, — its  substance  rather  than  its  form.  This  result  is  the  same 
as  if  the  former  decision  had  been  set  aside  in  its  entirety,  and  a  new 
decision  rendered  awarding  priority  to  Land  over  Browne  as  w^ll  as 
Dyson.  It  became,  therefore,  the  final  decision  in  the  case,  adjudicat- 
ing the  rights  of  all  the  parties,  from  which  Browne  had  the  right  to 
appeal.  His  appeal  having  been  perfected,  therefore,  within  the  time 
prescribed  by  the  rules,  he  has  the  right  to  have  it  considered  upon 
its  merits. 

The  motion  to  dismiss  must  he  denied^  and  it  is  so  ordered. 


[Court  of  Appeals  of  the  District  of  Columbta.1 

In  be  Meta  Mattulath,  Administratrix  of  Hugo  Mattulath, 

Deceased. 

Decided  October  25,  191U 

173  O.  G..  1082;  37  App.  D.  C.  . 

Suits  in  Fobma  Pauperis — ^Appeals  fbom  DEasioNs  of  the  Commissioner  of 
Patents. 

The  act  of  Congress  of  June  25,  1910,  aUowlng  the  prosecution  or  defense 
of  suits  or  actions  in  the  courts  of  the  United  States  and  appeals  to  the 
circuit  court  of  appeals  and  to  the  SLupreme  Court  of  the  United  States 
in  forma  pauperis  upon  certain  conditions  therein  prescribed  is  not  ap- 
plicable to  appeals  from  the  decisions  of  the  Commissioner  of  Patents  to 
the  Court  of  Appeals  of  the  District  of  Columbia,  since  such  an  appeal 
is  not  in  a  suit  or  action  and  the  Patent  Office  is  not  a  court  of  the  United 
States. 

Mr.  W.  H,  Swenarton  for  the  appellant. 

Shepard,  C.  J,: 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
denying  an  application  for  a  patent  for  an  improvement  in  flying- 
machines,  filed  by  Hugo  Mattulath,  and  prosecuted  after  his  decease 
by  his  administratrix. 

Having  filed  the  transcript  of  the  record  in  this  court,  the  appel- 
lant has  entered  a  motion  for  an  order  permitting  her  to  prosecute 
said  appeal  without  being  required  to  prepay  fees,  or  costs,  or  for 
the  printing  of  the  record.  The  application  is  founded  on  an  act  of 
Congress,  approved  June  25th,  1910,  amending  section  1  of  an  act, 
entitled  "An  act  providing  when  plaintiff  may  sue  as  a  poor  person, 
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and  when  counsel  shall  be  assigned  by  the  court,"  approved  July  20, 
1892.    (27  Stat.,  p.  252.)    The  amended  section  reads  as  follows: 

That  any  citizen  of  the  United  States  entitled  to  commence*  or  defend  any 
suit  or  action,  civil  or  criminal,  in  any  court  of  the  United  States,  may,  apon  the 
order  of  the  court,  commence  and  prosecute  or  defend  to  conclusion  any  suit  or 
action,  or  a  writ  of  error,  or  an  appeal  to  the  circuit  court  of  api>eals,  or  to  the 
Supreme  Court  in  such  suit  or  action,  including  all  appellate  proceedings,  unless 
the  trial  court  shall  certify  in  writing  that  in  the  opinion  of  the  court  such 
appeal  or  writ  of  error  is  not  taken  in  good  faith,  without  b^ng  required  to 
prepay  fees  or  costs  or  for  the  printing  of  the  record  in  the  appellate  court,  or 
give  security  therefor,  before  or  after  bringing  suit  or  action,  or  upon  suing  out 
a  writ  of  error  or  appealing,  upon  filing  in  said  court  a  statement  under  oath 
in  writing  that  because  of  his  poverty  he  is  unable  to  pay  the  costs  of  said  suit 
or  action  or  of  such  writ  of  error  or  appeal,  or  to  give  security  for  the  same^ 
and  that  he  believes  tliat  he  is  entitled  to  the  redress  he  seeks  by  such  suit  or 
action  or  writ  of  error  or  appeal,  and  setting  forth  briefly  the  nature  of  bis 
aUeged  cause  of  action,  or  appeal. 

The  affidavit  conforms  to  the  requirement  of  the  section,  save  that 
it  omits  to  state  that  the  applicant  is  a  citizen  of  the  United  States. 
Assuming  that  she  is  a  citizen  of  the  United  States,  and  that  fact 
may  be  shown  by  an  additional  affidavit,  the  motion  will  be  considered 
as  if  amended  so  as  to  supply  the  omission.  The  Court  of  Appeals 
of  the  District  of  Columbia  is  not  expressly  named  in  the  section 
quoted.  Though  a  court  of  the  United  States,  it  is  not  strictly  speak- 
ing a  circuit  court  of  appeals,  notwithstanding  its  functions  are 
analogous  by  reason  of  its  being  an  intermediate  court  of  appeals 
between  the  District  of  Columbia  courts  of  original  jurisdiction  and 
the  Supreme  Court  of  the  United  States. 

Assuming,  but  without  now  deciding,  that  appellate  proceedings 
in  this  court  are  within  the  comprehension  of  this  section,  we  are  of 
the  opinion  that  it  has  no  application  to  the  appellate  proceedings 
in  this  case.  The  language  of  the  section  limits  its  application  to  suits 
or  actions  commenced  in  any  court  of  the  United  States,  and  extends 
it  to  writs  of  error  and  appeals  "  in  such  suit  or  action."  The  Patent 
Office  is  an  important  executive  department.  In  the  exercise  of  his 
functions,  the  decisions  of  the  Conmiissioner  of  Patents,  in  the  matter 
of  applications  for  patents  and  interferences  between  applicants, 
affect  private  as  well  as  public  interests.  In  such  decisions  he  exer- 
cises a  function  judicial  in  its  nature,  and  for  that  reason  statutes 
authorizing  an  appeal  therefrom  to  the  courts  have  been  held  to  be 
within  the  power  of  Congress.  {Bemardin  v.  Seymour^  C.  D.,  1897, 
428;  79  O.  G.,  1190;  10  App.  D.  C,  294;  U.  S.,  ex  rel  Bemardin^v. 
DueU,  C.  D.,  1899,  287;  86  O.  G.,  995;  172  U.  S.,  576.)  But  the 
Patent  Office  is  not,  and  cannot  be  converted  into  a  court  of  the 
United  States. 

The  former  section  reads  substantially  as  does  this  in  regard  to 
actions  commenced  in  courts  of  the  United  States,  and  it  has  hereto- 
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fore  been  interpreted  by  this  court  as  applying  only  to  suits  or 
actions  commenced  in  such  courts.  {McGrane  v.  McCann^  2  App. 
D.  C.,  221.)  In  that  case  a  motion  to  proceed  in  forma  pauperis  in 
an  appeal  from  a  decision  of  the  probate  court,  was  denied.  In  de- 
livering the  opinion  of  the  court  Chief  Justice  Alvey  said : 

This  proceeding  originated  in  a  probate  court,  and  it  is  a  probate  proceeding, 
and  is  not  a  suit  or  action  commenced  in  a  court  of  the  United  States  within 
the  meaning  of  that  statute.  ♦  ♦  ♦  The  statute  does  not  contemplate  pro- 
ceedings in  a  probate  court ;  nor  does  it  contemplate  proceedings  in  an  appellate 
court 

The  purpose  of  the  amendment  was  to  extend  its  benefits  to  pro- 
ceedings in  appellate  courts.  It  made  no  change  in  its  limitation  to 
suits  or  actions  commenced  in  courts  of  the  United  States  save  to 
extend  it  expressly  to  criminal  actions. 

It  is  not  perceived  how  this  proceeding  can  be  deemed  a  suit  or 
action  any  more  than  a  proceeding  instituted  in  a  probate  court 
may  be  so  considered.  (See  McGrane  v.  McCann^  supra.)  But  if 
regarded  as  a  suit  or  action,  it  was  not  commenced  in  a  court  of  the 
United  States,  and  for  that  reason,  if  for  no  other,  it  is  not  within 
the  operation  of  the  section  of  the  statute  as  amended. 

The  motion  is  denied. 


[U.  S.  Circuit  Court  of  Appeals — Third  Circult.l 

Union  Typewriter  Co.  v.  L.  C.  Smith  &  Bros.  Typewriter  Co.  et  al. 

Decided  September  21,  1910. 
162  O.  G.,  271, 

1.  PATENTABILmr — ^DOUBLK  PaTENTINO. 

Wliere  tbe  claims  of  a  patent  are  narrower  tlian  the  real  inyentlon,  the 
error  or  mistalce  cannot  be  corrected  by  inserting  the  broader  claims  in  a 
subsequent  patent  for  improvements  on  the  first,  but  only  by  a  reissue. 

2.  Same — Same. 

The  Daugherty  patent,  No.  481,477,  for  a  type-writer,  claims  37  and  38 
Held  anticipated  by  Patent  No.  470,990  to  the  same  patentee. 

Mr.  H.  D.  Donnelly  and  Mr.  Clarence  P.  Byrnes  for  the  appellant. 
Mr.  James  A.  Watson  and  Mr.  Livingston  Griff ord  for  the  appellees. 

Before  Lanning,  Circuit  Judge,  and  Bradford  and  McPherson, 
District  Judges. 

Lanning,  Cir.  J.: 

The  following  are  conceded  facts  in  this  case : 

On  May  2,  1890,  James  D.  Daugherty  filed  an  application  for  a 
patent  for  improvements  in  type- writing  machines.  On  June  1, 1891, 
he  voluntarily  canceled  certain  of  the  claims  then  standing  in  the 
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application,  giving  notice  in  his  letter  of  cancelation  that  the  can- 
celed claims  would  be  made  the  subject  of  a  divisional  application 
within  a  few  days.  On  June  9,  1891,  the  divisional  application  was 
filed,  in  which  he  said: 

I  do  not  make  any  claim  in  this  application  to  tlie  pivoted  shifting-frame  car- 
rying the  type-bars,  whereby  either  the  upper  or  lower  case  of  type  are  brought 
to  the  printing-point,  as  this  is  made  the  subject-matter  of  my  pending  applica- 
tion filed  May  2,  1890. 

The  divisional  application  was  allowed  in  Patent  No.  457,258  on 
August  4,  1891.  The  remaining  claims  of  the  application  filed  May 
2,  1890,  appeared  in  Patent  No.  470,990,  which  was  allowed  March 
15, 1892,  and  in  which  claims  a  pivoted  shifting- frame  carrying  type- 
bars  is  an  element.  It  is  to  be  noted,  however,  that  the  two  claims 
37  and  38,  hereinafter  quoted,  were  not  included  in  470,990,  notwith- 
standing Daugherty,  as  early  as  January  21, 1892,  in  an  interference 
proceeding  on  his  application  for  470,990,  had  been  found  by  the 
Patent  Office  to  be  entitled  to  them. 

On  March  8,  1892,  just  a  week  before  patent  470,990  was  allowed, 
Daugherty  filed  an  application  for  another  patent  for  improvements 
in  type-writing  machines,  containing  fifty-three  claims.  It  was 
sworn  to  on  March  4,  1892.    In  it  he  said : 

My  invention  relates  to  type-writing  machines,  and  it  consists  in  certain  im- 
provements in  the  construction  of  the  parts  shown  and  described  in  patents  No. 
457,258,  dated  August  4,  1891,  and  No.  470,990,  dated  March  15,  1892,  both  of 
which  are  granted  to  me. 

How  the  date  of  allowing  patent  470,990,  or  its  number,  came  to 
be  inserted  in  the  application,  doe§  not  appear,  nor  is  it  material. 
The  application  also  contained  the  following  language : 

The  type-bar-shifting  frame,  12.  has  its  Outer  ends  pivoted  between  vertical 
lugs,  which  extend  from  opposite  sides  of  the  base,  A,  and  which  is  shifted  at 
its  inner  end  for  the  purpose  of  bringing  the  proper  character  nt  the  outer  end 
of  the  type-bars,  9,  to  tlie  printing-point,  as  fully  described  and  shown  in  the 
said  patents  [that  is.  in  patents  457,258  and  470,990].  The  type-hars,  9,  each 
carry  several  characters  and  are  of  the  same  construction  substantially  as  that 
shoicn  and  described  in  the  said  patents  [that  is,  patents  457,258  and  470,990.1 
as  are  also  the  key-levers,  14,  neither  of  which  need  therefore  be  more  fully  or 
particularly  referred  to  in  this  application,  as  they  form  no  part  of  the  present 
invention. 

On  April  26, 1892,  more  than  a  month  after  patent  470,990  had  been 
allowed,  Daugherty  eliminated  from  the  application  the  above  itali- 
cized sentence.  On  July  9,  1892,  nearly  three  months  after  patent 
470,990  had  been  allowed,  and  after  the  fifty-three  claims  of  the  ap- 
plication filed  March  8, 1892,  had  been  reduced  by  rejections  and  can- 
celations to  thirty-six  in  number,  Daugherty  eliminated  from  the 
application  the  words,  "as  fully  described  and  shown  in  the  said 
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patents,''  with  which  the  sentence  immediately  preceding  the  itali- 
cized sentence  ends,  and  substituted  therefor  the  following: 

The  frame  differs  radically  from  that  described  in  said  patents,  in  that  a 
shifting  frame  pivoted  between  its  ends  is  not  herein  used  for  carrying  the  type, 
but  the  type  are  carried  by  the  frame,  12,  which  is  pivoted  at  its  ooter  end  in 
this  instance,  and  has  its  inner  free  end  shifted  by  means  of  a  lever,  H,  and 
arm,  J.  as  before  described. 

With  the  amendment  containing  this  last-mentioned  elimination, 
Daugherty  also  added  two  wholly  new  claims.  The  amendment  was 
verified  by  his  supplemental  oath,  because,  as  he  said,  "the  claims 
presented  were  not  originally  in  the  case."  These  two  claims,  being 
37  and  38,  appeared  with  the  other  thirty-six  claims  in  Patent  No. 
481,477,  allowed  August  23,  1892.  They  are  the  claims,  and  the  only 
claims,  now  in  suit.    They  read  as  follows: 

37.  In  a  type-writer,  the  combination,  with  a  series  of  indivldaal  pivoted 
type-bars  carrying  two  or  more  type,  of  a  vertically-shifting  frame  for  sustain- 
ing said  bars  and  suitable  means  for  shifting  said  frame  to  bring  either  of  the 
type  in  proper  position  to  make  an  impression. 

38.  In  a  type- writer,  the  combination,  with  a  series  of  type-bars  provided  with 
two  or  more  type,  of  a  vertically-shifting  frame  for  sustaining  said  type-bars 
concentrically,  a  series  of  Icey-levers  connected  with  said  type-bars,  and  a  series 
of  keys  for  operating  said  levers. 

From  these  conceded  facts  it  will  be  observed : 

1.  That  in  his  divisional  application,  which  ripened  into,  patent 
457,258,  Daugherty  disclaimed  a  pivoted  shifting- frame  carrying 
the  type-bars,  saying  that  such  a  claim  was  the  subject-matter  of  the 
application  which  subsequently  ripened  into  patent  470,990. 

2.  That  in  his  patent  470,990  there  are  claims  which  include  sudi 
a  pivoted  shifting-frame,  though  claims  37  and  88  were  omitted 
therefrom. 

3.  That  when  the  application  for  patent  481,477  was  first  filed  it 
declared  that  the  pivoted  type-bar-shifting  frame  therein  mentioned 
was  fully  described  and  shown  in  patents  457,258  and  470,990,  and 
that  the  type-bars  and  key-levers  therein  mentioned  were  substantially 
of  the  same  construction  as  those  of  said  patents,  and  that  the  type- 
bars  and  key-levers  formed  no  part  of  the  invention  described  in  the 
application  for  patent  481,477. 

4.  That  after  the  application  for  patent  481,477  was  first  filed,  and 
after  patent  470,990  had  been  allowed,  the  application  for  patent 
481,477  was  amended  in  such  manner  as  to  include  what  had  not 
before  been  claimed  therein,  by  changes  in  the  specification  and  by 
adding  claims  37  and  38. 

Daugherty  admits  that  all  the  elements  of  these  two  claims  are 
found  in  patent  470,990.  The  complainant's  counsel,  also^  in  their 
brief,  say: 
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There  can  be  no  doubt  that  these  claims,  taken  in  their  plain  ordinary  mean- 
ing, cover  broadly  the  forms  shown  in  both  Dangherty  patents;  they  embody 
the  broad  combination  disclosed  in  both  these  patents  and  in  def^idants'  ma- 
chine, and  could  properly  be  drawn  in  either. 

With  these  concessions  before  us,  we  think  the  decree  of  the  circuit 
court  should  be  affirmed.  The  combinations  of  the  claims  in  suit 
were  disclosed  in  the  proceedings  for  patent  470,990,  issued  to  the 
same  inventor  nearly  three  months  before  the  claims  in  suit  were 
filed.  We  think  it  was  too  late  then  to  amend  the  specification  in 
the  application  for  patent  481,477  in  such  manner  as  to  open  the  way 
for  adding  claims  87  and  38.  The  application  for  481,477  was  not  a 
divisional  application  of  470,990.  It  was  for  improvements  in  the 
construction  of  certain  parts  of  470,990.  Up  to  July  9,  1892,  refer- 
ence was  made  in  the  application  for  481,477  for  the  construction  and 
mediod  of  operation  of  the  type-bar-shifting  frame  to  patents  457,268 
and  470,990,  where,  it  was  said,  they  were  "  fully  described  and 
shown,"  and  the  type-bars  and  key-levers  were  declared  to  "  form  no 
part  of  the  present  invention."  The  interjection  into  the  application 
for  481,477,  on  July  9,  1892,  of  claims  37  and  38  for  combinations  to 
effect  certain  methods  of  type  action,  was  recognized  by  Daugherty 
as  an  amendment  not  within  the  scope  of  his  application  as  filed  on 
March  8, 1892,  for  otherwise  he  would  not  have  accompanied  it  with 
his  supplemental  oath.  These  claims,  properly  interpreted,  are  not 
foi>- 

Improvements  in  the  constmction  of  the  parts  shown  and  described  in  Patents 
No.  457,258,  dated  August  4,  1891,  and  No.  470,900,  dated  March  15,  1892. 

but  are,  as  both  Daugherty  and  the  counsel  foi*  the  complainant  ad- 
mit, for  combinati(Mis  disclosed  in  patent  470,990.  Indeed,  we  think 
the  circuit  court  has  correctly  concluded — 

that  the  claims  of  the  patent  in  controversy,  upon  any  such  reading  of  them 
as  is  contended  for,  are  inclusive  of  claims  1  and  2  of  No.  470,990. 

See  opinion  of  that  court,  (173  Fed.  Rep.,  288.)  If  the  claims  of 
470,990  were  narrower  than  Daugherty's  real  invention,  or  if  claims 
37  and  38  were  omitted  from  that  patent  by  mistake,  the  error  or 
mistake  should  have  been  corrected  in  a  reissue.  It  cannot  be  cor- 
rected, as  we  understand  the  patent  law,  by  inserting  the  broader 
claims  to  which  he  might  have  been  entitled  on  a  reissue  of  470,990 
in  a  patent  for  improvements  in  the  construction  of  certain  parts 
of  470,990. 

yfe  think  t?ie  decree  of  the  circuit  covrt  shovld  he  affirmed^  with 
costs;  and  it  is  so  ordered. 
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Boss  Mfg.  Co.  v.  Thomas. 

Decided  October  11,  1910. 

162  O.  G.,  1188. 

1.  CJONSTBUCTTION  OF  PATENT — PbOCEEDINOS  IN  PATENT  OmCB. 

"It  is  settled  by  the  repeated  decisions  of  the  Supreme  Court  and  of 
this  court  that,  when  an  Inventor  seeking  a  patent  for  a  broad  claim 
acquiesces  in  a  rejection  of  the  same  by  the  Patent  Office  and  substitutes 
therefor  a  narrower  one,  he  will  not  be  heard  to  insist  that  the  construction 
of  the  claim  allowed  shall  include  that  which  has  been  rejected ;  also,  that 
a  claim  as  allowed  under  such  cii  caiusianees  mmt  b^  cowiliued'  wMi  w^A^ 
erence  to  the  rejected  claims  and  the  prior  state  of  the  art,  and  will  not 
be  so  interpreted  as  to  cover  either  what  was  rejected  by  the  Patent 
Office  or  disclosed  by  prior  devices." 

2.  PATENTABHilTY — INVENTION — SUBSTITUTION   OF   EJQUIVALENTS. 

The  use  in  a  patented  device  of  a  screw  to  fasten  together  two  parts 
instead  of  a  rivet  used  in  prior  devices  for  the  purpose  of  making  them 
more  readily  detachable,  is  but  the  substitution  of  a  well-known  mechanical 
equivalent  and  does  not  amount  to  invention. 

3.  Same — Evidence  of  Invention — Utility  and  Extent  of  Use. 

The  fact  that  a  patented  article  has  gone  into  extensive  or  general  use  is 
evidence  of  its  utility  and  in  doubtful  cases  may  be  considered  as  evidence 
of  invention,  but  is  not  conclusive,  and  where  there  is  no  invention  the 
extent  of  the  use  is  immaterial. 

Mr.  L.  S.  Bacon  and  Mr.  C.  C.  Linthicum^  for  the  appellant 

Mr,  William  Nevarre  Cromwell^  Mr.  G.  E.  Doyle^  and  Mr.  D.  W. 

Highee  {Messrs.  C.  A.  Snow  cfe  Go.  of  counsel)  for  the  appellee. 
Before   Hook   and  Adams,  Circuit  Judges,  and  Beed,  District 

Judge. 

Reed,  Dis.  J.: 

This  suit  was  brought  by  appellant  to  restrain  the  alleged  infringe- 
ment by  defendant  of  claims  1,  2,  and  3  of  Patent  No.  634,923,  issued 
to  Theo.  P.  Walter,  October  17,  1899,  and  claim  9  of  Patent  No. 
810,098,  issued  to  the  same  Theo  P.  Walter,  January  16,  1906,  the 
application  for  which  was  filed  March  28,  1905,  both  for  improve- 
ments in  corn-huskers.  The  defendant  denied  the  infringement, 
alleged  that  both  of  the  patents  were  anticipated  by  prior  patents 
and  devices  set  forth  in  the  answer,  and  were  lacking  in  patentable 
novelty  and  void.  The  circuit  court  dismissed  the  bill,  and  com- 
plainant appeals. 

In  the  specification  of  the  first  patent,  or  Patent  No.  634,923,  the 
patentee  says : 

The  object  of  the  present  invention  is  to  improve  the  construction  of  com- 
huskers,  and  to  provide  a  simple,  inexpensive,  and  efficient  device  adapted  to  fit 
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the  hand  of  the  operator,  and  prevent  the  same  from  being  crippled;  and  a 
further  object  *  *  *  is  to  provide  a  com-huedLer  having  an  adjustable  hook 
adapted  to  be  arranged  in  different  positions  to  suit  the  hand  of  the  operator, 
and  capable  of  being  readily  replaced  when  worn.  The  invention  consists  in 
the  construction  and  novel  combination  and  arrangement  of  parts  hereinafter 
fully  described,  illustrated,  and  pointed  out  in  the  claims  hereto  appended. 

Claim  1  of  this  patent  is  as  follows: 

1.  A  com-husker  provided  in  its  body  portion  with  a  series  of  openings,  in 
combination  with  a  husking-hook  adapted  to  be  fitted  into  any  one  of  said 
openings,  and  retaining  means  for  said  hook. 

2.  A  com-husker  comprising  a  body  portion  provided  with  a  transverse  series 
of  slots  and  an  adjustable  hook  adapted  to  be  arranged  in  any  of  the  slots  and 
provided  at  Its  shank  with  an  arm,  extending  In  the  opposite  direction  from  the 
engaging  portion  of  the  hook  and  secured  to  the  inner  face  of  the  said  body 
portion,  substantially  as  described. 

3.  A  com-husker  comprising  a  body  portion  provided  at  intervals  with  slots, 
and  a  hook  capable  of  adjustment  on  the  body  portion  and  provided  at  Its  shank 
with  an  arm  extending  through  one  of  the  slots  and  detachably  secured  to  the 
inner  face  of  the  body  portion,  substantially  as  described. 

The  patentee  at  first  claimed  as  his  invention  the  adjustability  of 
the  hook  upon  the  plate  or  body  of  the  husker.  This  claim  was 
rejected  by  the  Patent  Office  upon  reference  to  a  number  of  prior 
patents.  The  patentee  acquiesced  in  this  rejection,  canceled  the 
original  claim  1,  slightly  amended  claims  3  and  4,  and  presented  two 
new  claims,  one  of  which  is  claim  1  of  the  patent  as  above  quoted. 
The  other  is  as  follows: 

2.  A  hand  corn-husking  Implement  having  in  combination  therewith  a  husking- 
hook  and  means  whereby  the  position  of  said  hook  may  be  shifted  from  one 
point  of  the  body  of  the  Implement  to  another. 

The  Patent  Office  rejected  this  claim  upon  reference  to  the  patent 
to  Schmeltzer,  No.  146,842,  January  27,  1874,  and  said  that  claim  1 
'*may  possibly  be  allowed  upon  its  specific  construction."  The  pat- 
entee then  amended  his  new  claim  2,  by  inserting  the  word  "sepa- 
rable "  before  the  words  "  husking-hook."  The  claim  as  so  amended 
was  again  rejected  upon  reference  to  the  Brown  patent.  No.  57,283, 
August  21,  1866;  Schmeltzer,  No.  146,842,  January  27,  1874;  Hagen, 
No.  259,683,  June  20, 1882;  Burton,  No.  626,854,  June  13,  1899.  The 
patentee  again  acquiesced  and  presented  claims  2  and  3  of  the  patenl 
as  finally  allowed  and  as  above  set  forth.  It  thus  appears  that  the 
patentee  acquiesced  in  the  repeated  rejection  by  the  Patent  Office  of 
his  original  and  amended  claims  for  an  adjustable  hook  upon  the 
plate  or  body  of  the  husker,  and  accepted  the  narrower  claims  of  the 
patent  which  are  for  the  specific  construction  or  method  of  attach- 
ing the  hook  to  the  body  of  the  plate  as  described.  It  is  settled  by 
the  repeated  decisions  of  the  Supreme  Court  and  of  this  court  that, 
when  an  inventor  seeking  a  patent  for  a  broad  claim  acquiesces  in  a 
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rejection  of  the  same  by  the  Patent  Office  and  substitutes  therefor  a 
narrower  one,  he  will  not  be  heard  to  insist  that  the  construction  of 
the  claim  allowed  shall  include  that  which  has  been  rejected;  also, 
that  a  claim  as  allowed  imder  such  circumstances  must  be  construed 
with  reference  to  the  rejected  claims  and  the  prior  state  of  the  art, 
and  will  not  be  so  interpreted  as  to  cover  either  what  was  rejected 
by  the  Patent  Office  or  disclosed  by  prior  devices.  {Corhin  Cabinet 
Lock  Co.  V.  Eagle  Lock  Co,,  C.  D.,  1893,  612;  65  O.  G.,  1066;  160 
U.  S.,  88;  14  Sup.  Ct,  28;  37  L.  Ed.,  989;  Computing  Scale  Co.  v. 
A'lUomatic  Scale  Co.,  C.  D.,  1907,  687;  127  O.  G.,  849;  204  U.  S.,  609; 
27  Sup.  Ct,  307;  51  L.  Ed.,  645;  National  Hollow  B.  B.  Co.  v.  Inter- 
cha/ngeahle  B.  B.  Co.,  106  Fed.  Rep.,  693;  45  C.  C.  A.,  544;  St.  Louis 
Street  Flushing  Mach.  Co.  v.  American  Street  Flunking  Mack.  Co.^ 
156  Fed.  Eep.,  574;  84  C.  C.  A.,  340.) 

The  patentee  and  the  complainant  as  his  assignee  are,  therefore, 
each  estopped  from  insisting  that  the  patent  as  allowed  covers  the 
broad  claim  for  a  hook  adjustable  upon  the  body  of  the  plate  as  was 
originally  claimed.  Each  of  the  claims  1,  2,  and  3,  therefore,  must 
be  limited  to  the  specific  method  of  attaching  the  hook  to  the  body 
of  the  busker  by  means  of  an  arm  or  shank  fitted  into  an  opening 
or  slot  in  the  plate.  Is  it  a  patentable  novelty  to  so  attach  the 
hook,  or  is  it  shown  by  the  prior  devices?  The  standard  husker,  a 
device  not  patented,  but  which  was  put  in  evidence  by  the  defendant, 
is  conclusively  shown  to  have  been  in  public  use  since  1883,  fifteen 
years  before  the  application  for  this  patent  was  filed.  That  device 
is  the  same  as  that  of  this  patent,  unless  the  method  or  means  of 
attaching  its  hook  to  the  plate  distinguishes  it  from  the  device  of 
the  patent.  In  referring  to  these  two  devices,  the  standard  husker, 
and  the  husker  of  the  patent,  the  complainant's  expert  said : 

So  far  as  the  underlying  spirit  or  idea  involved  in  these  two  devices  is  con- 
cerned, I  believe  it  may  be  properly  said  that  the  difference  between  the  two 
resides  in  the  facts  that  the  standard  husker  is  a  fixed  and  permanent  struc- 
ture while  the  Walter  husker  is  a  detachable  and  adjustable  structure.  Thus 
broadly  considered  it  may  fairly  be  said  that  this  is  the  only  difference. 

In  the  standard  husker  the  hook  is  attached  to  the  plate  by  means 
of  a  rivet,  thus  making  it  what  the  complainant's  expert  calls  "  a 
permanent  structure,"  while  in  the  husker  of  the  patent  an  arm  or 
shank  is  fitted  into  an  opening  or  slot  in  the  body  of  the  plate  and 
held  in  position  by  means  of  a  screw  or  its  equivalent,  whereby  it 
may  be  more  readily  detached  and  replaced,  or  readjusted  when  it  is 
necessary  for  any  reason  to  do  so.  But  we  have  seen  that  the  claim 
for  an  adjustable  hook  was  surrendered  by  the  patentee,  and  for 
it  he  substituted  and  finally  accepted  in  lieu  thereof  the  narrower 
claim  for  the  specific  construction  or  method  of  attaching  the  hook 
to  the  plate  as  described.    But  admitting  that  the  claims  as  finally 
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allowed  are  for  an  adjustable  hook  upon  the  body  of  the  plate  "  to 
meet  the  whim  of  the  user,"  as  urged  in  behalf  of  complainant,  the 
use  of  the  screw  or  its  equivalent  as  a  means  of  attaching  the  hook 
to  the  plate  instead  of  the  rivet,  whereby  the  hook  may  be  the  more 
readily  detached  and  replaced  when  it  may  be  necessary  or  desirable 
to  do  so,  would  readily  suggest  itself  to  any  one  skilled  in  the  art 
of  using  or  constructing  such  devices;  and  the  extension  of  the  lug 
of  the  standard  husker  through  the  plate,  turning  it  in  an  opposite 
direction,  and  attaching  it  by  means  of  the  screw  or  its  equivalent 
instead  of  the  rivet,  does  not  in  our  opinion  arise  to  the  dignity  of 
invention.  {Richards  v.  Chase  Elevator  Co.^  C.  D.,  1895,  392;  71 
O.  G.,  1456;  168  U.  S.,  299;  15  Sup.  Ct,  831;  39  L.  Ed.,  991;  Mast, 
Foo8  (&  Co.  V.  Stover  Mfg.  Co.,  C.  D.,  1900,  286;  91  O.  Q.,  1239;  177 
U.  S.,  485 ;  20  Sup.  Ct,  708 ;  44  L.  Ed.,  866 ;  Boss  v.  Dowden  Mfg.  Co., 
167  Fed.  Rep.,  681 ;  85  C.  C.  A.,  449.) 

It  is  matter  of  common  knowledge  that  the  use  of  the  screw,  the 
nut  and  bolt,  and  the  rivet  as  a  means  of  uniting,  or  attaching  to- 
gether two  or  more  pieces  or  parts  of  material,  were  well  known,  and 
the  mechanical  equivalents  of  each  other,  and  so  used  long  before 
the  first  Walter  patent.  (Peters  v.  Hanson,  C.  D.,  1889,  444;  47 
O.  G.,  946;  129  U.  S.,  541,  661;  9  Sup.  Ct,  393;  32  L.  Ed.,  742.) 

The  complainant  urges  upon  us  the  extensive  use  of  the  husker  of 
the  patent  as  claimed  by  him,  as  evidence  of  the  patentability  of  that 
husker.  In  doubtful  cases  the  fact  that  a  patented  article  has  gone 
into  extensive  or  general  use  is  evidence  of  its  utility;  but  that  is  by 
DO  means  conclusive  of  its  patentability.  When  there  is  no  inven- 
tion, the  extent  of  the  use  is  a  matter  of  no  importance.  {McClain 
V.  Ortmayer,  C.  D.,  1891,  632;  57  O.  G.,  1129;  141  U.  S.,  419; 
12  Sup.  Ct,  76;  35  L.  Ed.,  800;  Adams  v.  Bellaire  Stamping  Co., 
C.  D.,  1891,  546;  57  O.  G.,  1280;  141  U.  S.,  539;  12  Sup.  Ct.,  66; 
35  L.  Ed.,  849;  Duer  v.  CorMn  Cabinet  Lock  Co.,  C.  D.,  1893,  334; 
63  O.  G.,  1060;  149  U.  S.,  216,  224;  13  Sup.  Ct,  850;  37  L.  Ed.,  707.) 

The  conclusion  therefore  is  that  the  first  Walter  patent,  or  Patent 
No.  634,923,  is  lacking  in  patentable  novelty  and  void. 

Claim  9  of  the  second  patent  in  suit,  or  Patent  No.  810,098,  the 
application  for  which  wav<^  filed  March  28,  1905,  is  as  follows : 

In  a  com-huBker,  the  combination  with  a  base  member  having  an  opening,  of 
a  hask-engaglng  member  comprising  a  body  portion  that  rests  against  the  base 
member,  said  husk-engaging  member  having  a  longltadlnally-dlsposed  offset 
retalnlng-lug  that  projects  beyond  one  end  of  the  body  portion  and  Is  movable 
through  the  opmilng  Into  and  out  of  engagement  with  the  opposite  side  of  the 
base  member  to  that  against  which  the  body  portion  rests,  and  having  at  Its 
other  end  an  outstanding  hook  that  extends  toward  the  end  having  the  lug,  and 
a  holding  device  connecting  the  base  member  and  the  body  portion  between  the 
retalnlng-lug  and  the  hook. 
2097''— 12 31 
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The  distinguishing  feature  of  this  claim,  as  illustrated  by  the 
drawings  of  the  patent,  is  a  hook  in  combination  with  the  plate  or 
body  of  the  busker,  in  which  plate  is  a  series  of  openings  or  perfora- 
tions so  arranged  in  relation  to  each  other  as  to  permit  of  the  posi- 
tioning of  the  hook  upon  the  plate  at  different  angles  to  the  palm  of 
the  hand  upon  which  the  busker  is  to  be  used.  If  this  combination 
of  the  perforations,  the  plate,  and  the  husking-hook  has  in  it  any  ele- 
ment of  patentability,  it  is  clearly  shown  in  the  prior  buskers  of 
Kees,  Clark,  and  Rate,  each  of  which  the  evidence  shows  beyond  any 
doubt  was  in  public  use  more  than  two  years  prior  to  the  filing  of 
the  application  for  this  patent 

It  follows  that  the  bill  was  rightly  dismissed  as  to  both  patents. 

The  decree  of  the  circuit  court  is  therefore  affirmed. 


Note. — ^The  following  is  the  opinion  of  Smith  McPherson,  Dis- 
trict Judge,  in  the  court  below : 

Smith  McPherson,  Dis.  J.: 

This  case  is  by  a  bill  in  equity  to  enjoin  the  alleged  infringement 
of  two  certain  Letters  Patent,  No.  634,923,  dated  October  17,  1899, 
and  No.  810,098,  dated  January  16,  1906,  the  subject  of  which  is 
**  com-huskers,"  and  for  an  accounting.  The  patentee  was  T.  P. 
Walter,  and  complainant  is  the  owner  thereof,  under  which  it  manu- 
factures the  buskers  at  Kewanee,  111.,  and  sells  the  same.  Defendant 
is  likewise  a  patentee  for  com-huskers,  and  manufactures  the  same 
at  Shenandoah,  Iowa,  and  sells  the  same.  The  device  of  each  is 
useful,  and  commercially  is  valuable. 

The  evidence  shows,  and  without  this  it  is  a  matter  of  common 
knowledge,  and  the  courts  will  judicially  notice  the  fact,  that  corn- 
husking  devices  for  use  on  the  hand  of  a  man  have  been  in  general  use 
for  a  great  many  years.  A  piece  of  metal,  bone,  or  hardwood  four  to 
six  inches  in  length,  with  the  outward  end  pointed,  and  the  piece 
strapped  to  the  second  finger,  for  a  great  many  years  was,  and  still 
is,  in  general  use.  A  third  of  a  century  and  more  ago  a  seroimitten 
of  leather  came  into  use.  This  had  a  metal  plate  for  the  palm  of  the 
hand,  on  which  was  a  metal  point,  some  of  these  points  straight, 
and  some  of  them  hooked.  This  partial  mitten  was  strapped  to 
the  hand.  With  such  devices  the  operator  could  tear  open  the  husk 
of  the  corn,  and  then  he  would  break  the  butt  of  the  ear  from  the 
husk.  By  any  of  the  devices  he  could  husk  more  corn,  and  save 
his  fingers  from  wear,  lacerations,  and  bruises.  It  is  claimed  that 
one  operator  would  want  the  point  near  the  center  of  his  hand, 
another  at  the  base  of  the  thumb,  another  at  the  ball  of  the  thumb, 
and  another  on  the  side  near  the  small  finger.    Again,  it  is  claimed 
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that  the  same  operator  part  of  the  time  would  want  the  point  at 
one  place,  and  part  of  the  time  at  another.  As  this  point  was 
riveted  to  the  metal  plate,  two  or  more  operators  could  not  con- 
veniently nor  desirably  use  the  same  device,  and  the  operator  who 
desired  to  change  the  point  from  one  part  of  the  hand  to  another 
was  compelled  to  have  two  or  more  devices.  But,  instead  of  having 
two  or  more  devices,  why  not  one  device,  with  this  point  easily  and 
readily  adjustable  and  changeable  from  one  part  of  the  hand  to 
another  part?  This  occurred  to  many.  Theretofore  it  had  been 
secured  by  rivets.  To  make  the  change,  the  rivet  must  be  driven 
out,  new  holes  punched,  and  a  new  rivet  put  in.  This  required  a 
blacksmith  or  other  mechanic,  and  it  took  time.  Then  the  thought 
occurred,  instead  of  having  one  hole  or  slot  in  the  plate,  why  not 
several,  and  instead  of  using  a  rivet,  why  not  use  a  screw,  to  be  taken 
out  and  reinserted  with  a  jackknife  or  screwdriver? 

This  thought  was  carried  into  experiment,  and  of  course  succeeded. 
Is  this  invention,  because  of  greater  utility  than  the  wooden  "  shuck- 
ing-peg,"  or  the  plate  with  a  fixed  point  for  tearing  open  the  husk; 
or  is  it  the  work  of  a  skilled  mechanic  without  the  exercise  of  inven- 
tive genius?  That  it  is  new  and  useful  is  true.  Such,  of  course, 
is  not  the  only  test.  It  is  a  mere  improvement  of  that  which  was 
long  in  use.  By  making  holes  or  slots  in  the  palm  of  the  hand  plate 
to  the  mitten,  a  screw  instead  of  a  rivet,  the  shucking-peg  can  be 
pointed  at  different  angles,  and  worn  at  different  points.  Changing 
from  a  rivet  to  a  screw  or  bolt  with  a  nut  at  one  end  is  not  invention, 
and  it  is  placing  the  mechanics  of  the  country  on  a  low  plane  to  caU 
it  invention.  The  argument  of  counsel  is  that  it  is  new,  and  the 
mechanic  had  not  brought  it  into  being.  That  argument  is  of  some 
weight,  although  it  is  made  in  all  cases  as  the  last  resort,  when  seek- 
ing to  sustain  patents  for  improvements. 

For  a  pioneer  patent,  not  only  is  there  a  presumption  in  favor 
of  its  regularity  and  validity,  but  full  recognition  is  given  to  its 
monopolistic  features,  and  the  broadest  and  most  liberal  construc- 
tion decreed  as  to  its  claims.  All  thoughtful  persons  unite  in  in- 
dorsing these  things.  Much  of  our  advance  in  the  arts  and  sciences 
has  been  by  reason  of  such  a  policy,  and  it  can  fairly  be  said  that 
the  uniform  holdings  of  the  national  appellate  courts  in  "  pioneer  " 
patent  cases  is  greatly  to  the  credit  of  our  country.  But  it  does  not 
and  it  should  i;:iot  follow,  by  reason  of  the  presumption  in  favor 
of  the  validity  of  a  patent,  that  patents  for  every  mere  improve- 
ment should  be  sustained,  and  oblige  the  public  to  pay  tribute  for 
monopolies  which  have  but  little  or  no  merit  as  inventions.  They 
have  no  consideration  to  support  them.  Such  improvements  are  not 
covered  by  the  constitutional  provision.  There  is  no  valid  contract 
to  sustain  such  a  monopoly.    It  is  egotism  and  vanity  to  madness 
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for  such  patentees  to  make  claim  to  have  a  standing  in  the  field  of 
the  arts  and  sciences  as  inventors,  and  that  such  standing  must  be 
indorsed  by  the  courts.  To  reverse  the  motion  by  the  addition  of 
a  cog-wheel,  or  the  crossing  of  a  belt,  is  the  work  of  a  skilled  work- 
man. To  change  the  position,  or  give  another  direction  to  a  part 
of  the  mechanism  by  means  of  a  screw  or  bolt,  instead  of  a  nail  or 
rivet,  is  observed  every  day  in  every  vocation,  from  the  compass  in 
the  hand  of  the  carpenter,  the  transom  over  the  door,  or  the  changing 
of  many  appliances  of  every-day  use.  There  is  no  invention  in  such 
appliances.  Such  an  improved  com-husker  was  certain  to  follow, 
by  the  common  work  of  the  average  mechanic. 

The  late  Circuit  Judge  William  K.  Townsend,  a  most  profound 
patent-law  jurist,  has  well  stated  at  page  396  of  Two  Centuries 
Growth  of  American  Law: 

Accordingly,  it  is  now  settled  that  the  production  of  improvements  reasonably 
certain  to  have  been  adopted  in  the  development  of  a  new  branch  of  industry 
opened  up  by  invention  does  not  entitle  the  producer  to  a  monopoly.  The  Pat^it 
OflBce,  however,  has  generally  issued  a  patent  to  any  one  who  produced  a  device 
not  before  known,  unless  it  was  considered  reasonably  clear  tliat  such  device 
did  not  involve  invention.  Therefore,  in  finding  a  remedy  for  the  evils  above 
stated,  the  courts  have  held  invalid  a  large  perc^itage  of  litigated  patents. 
This  doctrine  of  the  necessity  of  patentable  invention  as  well  as  novelty  has 
changed  the  whole  f^ce  of  patent  litigation.  The  question  is  no  longer,  "  la 
it  new?"  alone;  but  "Is  it  such  as  would  have  occurred  to  a  skilled  mechanic 
without  the  exercise  of  inventive  genius?*'  The  changes  in  the  law  on  this 
subject  make  the  history  of  patent  law  in  the  United  States. 

Although  the  foregoing  is  an  excerpt  from  one  of  a  series  of  lec- 
tures by  the  faculty  of  the  Yale  Law  School,  and  not  from  an 
authoritative  decision  by  an  appellate  court,  yet  it  can  be  stated  to  be 
the  practice,  and  likewise  the  holdings  of  courts  which  do  speak  with 
authority. 

The  views  of  this  court  are  that  both  of  the  patents  in  suit,  as 
well  as  the  patent  of  the  defendant  urged  as  a  defense,  are  invalid 
by  reason  of  the  lack  of  invention.  The  case  of  National  Hollow 
Brake  Beam,  Company  v.  Interchangeable  Company  (8th  circuit, 
106  Fed.  Kep.,  707 ;  45  C.  C.  A.,  544)  is  relied  on  by  the  complainant. 
But  that  case  is  not  in  point  The  patent  in  that  case  was  for  an 
improvement,  and  was  not  a  pioneer.  But  there  was  a  universal  d^ 
mand  for  the  improvement.  For  the  com-husker  there  is  but  a 
limited  demand.  For  a  suitable  car  brake-beam  there  was  a  demand 
by  the  master  mechanics  of  the  entire  country.  Repeated  efforts  were 
made  to  solve  the  proposition,  all  resulting  in  failures  until  the  pat- 
entee solved  it. 

2.  It  would  be  idle  to  claim  that  a  metal  husking-point  attached 
to  the  under  part  of  the  hand  by  straps  and  plates  is  patentable,  and 
such  claim  is  not  made  by  complainant;  but  it  is  contended  that,  be- 
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cause  such  metal  point  is  readily  changed  and  readily  adjusted,  such 
device  is  patentable.  A  great  many  metal-point  corn-huskers  have 
been  covered  by  patents,  many  of  them,  however,  not  adjustable 
points,  and  are  only  of  value  as  to  the  history  and  state  of  the  art 
Some  of  them  are  the  Brown  patent,  57,283,  issued  in  1866 ;  the  Hind- 
man,  61,428,  issued  in  1867;  the  Hazen,  259,683;  the  Ludwig,  348,528; 
the  Decker,  357,523;  and  there  are  others.  But  there  were  adjustable- 
point  buskers  issued  prior  to  complainant's,  one  or  two  of  which  were 
overlooked  without  doubt  by  the  Patent  Office  when  complainant's 
patents  were  issued.  The  Rife  patent,  608,476,  issued  May  24,  1898, 
is  an  adjustable  one,  although  not  perfectly  so.  The  Schmeltzer, 
146,842,  issued  in  1874,  is  an  adjustable  and  changeable  point.  By 
reason  of  such  patents,  complainant's  contention  is  without  merit. 

3.  The  husking-point  of  complainant's  is  adjustable  and  changeable 
by  reason  of  slots;  defendant's  by  reason  of  holes.  If  complainant 
has  valid  patents,  such  patents  not  being  pioneer,  but  for  a  mere  con- 
venience or  improvement,  they  must  be  given  validity  by  the  most 
rigid  construction  only;  and  the  fact  that  the  complainant  adjusts 
the  heel  to  its  point,  as  well  as  the  center,  by  means  of  slots,  while  the 
defendant  does  the  same  thing  by  means  of  perforations,  or  holes, 
does  not  make  a  case  of  infringement,  by  reason  of  supposed  equiva- 
lents. {Ro88  V.  Dowden^  8th  circuit,  157  Fed.  Kep.,  681 ;  85  C.  C.  A., 
449.) 

There  wUl  he  a  decree  for  the  defendant. 


[U.  S.  Circuit  Court  of  Appeals — Seventh  Circuit  1 

General  Electric  Co.  v.  Duncan  Electric  Mfg.  Co. 

Decided  October  4,  1910. 

164  O.  G..  508. 

PATEWTABn.ITT — ^BlNDINO-POBT   FOR   ELECTBIC   MeTEBS. 

The  King  patent.  No.  789,433,  for  a  binding-post  or  drcntt-termlnal,  par- 
ticularly adapted  for  use  in  electric  meters,  is  void  for  lack  of  patentable* 
invention  in  view  of  the  prior  art,  supplemented  by  the  disclaimer  filed  by  the 
patentee. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  district 
of  Indiana. 

STATEMENT  OF  THE  CASE. 

The  appellant,  General  Electric  Company,  as  owner  of  Letters  Pat- 
ent No.  789,433,  sues  the  appellee  for  alleged  infringement  thereof, 
and  this  appeal  is  from  a  decree  dismissing  its  bill  for  want  of  equity. 
The  patent  was  granted  to  King  (assignor)  May  9, 1905,  on  applica- 
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tion  filed  October  10, 1902,  for  "  improvements  in  binding-posts,''  and 
the  specification  states,  as  the  object  of  the  invention — 

the  production  of  a  simple  and  efficient  binding-post  which  is  insulated  from  its 
support,  and  is  especially  adapted  for  use  in  connection  with  ^ectric  meters. 

It  contains  six  claims  as  allowed,  and  claims  1  and  6  are  alleged  to 
be  infringed,  reading  as  follows: 

1.  In  combination,  a  casing  provided  with  an  opening,  an  insulating-bushing 
fitted  to  the  opening,  the  interior  of  said  bushing  being  threaded,  a  metal  binding- 
post  In  the  interior  of  said  casing  threaded  into  said  bushing,  a  washer  of 
insulating  material  surrounding  the  inner  end  of  said  bushing,  and  a  nut 
threaded  on  said  binding-post  for  securing  said  washer  and  said  bushing  to  said 
casing. 

6.  In  combination,  a  meter-casing  having  an  aperture  formed  in  it  an  insu- 
lating-bushing passing  through  said  opening  and  provided  with  a  flange  engaging 
the  outer  surface  of  the  casing  at  the  edge  of  said  aperture,  a  binding-posrt 
inside  the  meter-casing,  means  located  within  the  casing  for  securing  the 
binding-post  and  bushing  to  each  other  and  to  the  casing,  a  conductor  passing 
through  the  bushing,  and  means  located  within  the  casing  for  securing  the 
conductor  to  the  binding-post. 

On  May  9,  1905,  the  appellant  (as  assignee)  filed  in  the  Patent 
Office  its  disclaimer  as  follows: 

To  that  part  of  the  claim  in  said  specification  which  is  in  the  foUowing 
words,  to  wit: 

*'  5.  The  combination,  of  a  casing,  a  binding-post  having  a  longitudinal  bore, 
a  bustling  mounted  in  an  opening  in  said  casing  and  receiving  said  binding-post 
and  a  clamping  device  located  within  the  casing  for  securing  to  the  binding-post 
a  conductor  passing  into  the  bore  of  said  post  from  without  the  casing." 

The  drawing  of  the  patent  and  descriptive  matter  contained  in  the 
specification  are  as  follows: 


ri|J.3    Fi^.4.  Fl^.5. 


n  r  r  ^^^' 


Each  binding-post  consists  of  a  substantially  cylindrical  body,  having  one  end, 
4,  reduced  in  diameter  and  threaded.  An  axial  opening  or  recess,  5,  is  formed 
in  this  end  of  the  binding-post.  Threaded  transverse  openings,  6,  are  formed  in 
the  body  portion  of  the  binding-post  leading  into  the  recess,  5,  into  which  set- 
screws  may  be  inserted  in  order  to  secure  an  external  conductor  in  the  binding- 
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post  A  transverse  opening,  7,  is  formed  in  the  unthreaded  end  of  the 
binding-post,  2,  wliich  receives  the  conductor  leading  to  the  current-coils  of  the 
meter  mechanism.  At  right  angles  to  this  opening,  7,  a  threaded  opening,  8,  is 
formed,  into  which  a  set-screw  holding  the  meter-terminal  in  position  Is 
threaded.    ♦    ♦    ♦ 

The  major  portions  of  the  binding-post  are  located  on  the  interior  of  the 
meter-casing.  The  threaded  end  may,  however,  project  through  the  tapered 
opening,  9,  in  the  wall  of  the  casing.  A  tapered  tubular  insulating-plug,  10, 
into  which  the  binding-post  is  secured,  is  fitted  into  this  opening,  9,  and  insulates 
the  binding-post  proper  from  the  casing.  The  insulating-bushing,  10,  may  be 
circular  in  cross-section,  or  may  be  given  any  other  desired  configuration,  and  is 
Interiorly  threaded  to  receive  the  threaded  end  of  the  binding-post.  The  taper 
of  the  opening  and  the  bushing  is  such  as  to  prevent  more  than  a  partial 
^itrance  of  the  bushing.  A  washer,  11,  also  made  out  of  insulating  material, 
surrounds  the  inner  end  of  the  insulating-bushing,  10.  A  nut,  12,  which  may  be 
made  of  metal,  is  threaded  on  the  binding-post  and  abuts  against  the  end 
of  the  washer,  11,  which  extends  into  the  casing  farther  than  does  the 
bushing,  10.     ♦     ♦     ♦ 

By  the  construction  shown  the  binding-post  is  secured  In  a  position  in  which 
there  is  almost  no  opportunity  for  dust  to  pass  from  the  outside  of  the  casing 
Into  the  Interior,  and  in  which  the  connections  between  the  meter  mechanism 
and  the  circuits  cannot  be  readily  altered. 

Other  facts  deemed  material  are  stated  in  the  opinion. 
Mr.  P,  G.  Dyrenforth^  Mr.  Richard  N.  Dyer^  and  Mr.  John  Robert 
Taylor  for  the  appellant. 
Mr.  Robert  H.  Parkinson  for  the  appellee. 
Before  Grosscup,  Baker,  and  Seaman,  Circuit  Judges. 

Seaman,  Cir.  J.  (after  stating  the  facts  as  above :) 

The  patent  in  suit,  No.  789,433,  is  for  an  improvement  in  so-called 
"  binding-posts  "  or  circuit-terminals,  particularly  adapted  for  use  in 
electric  meters.  The  post  consists  of  several  parts  which  are  assem- 
bled for  use  in  the  meter,  fitted  into  an  opening  in  the  meter-casing, 
and  screwed  together  for  receiving  and  connecting  wires  in  an  electric 
circuit,  and  novelty  is  neither  disclosed  nor  claimed  in  means  or  func- 
tion, unless  a  new  and  patentable  combination  appears  of  the  several 
elements,  each  well  known  in  the  art,  constituting  the  binding-post. 
Its  function  as  described,  for  a  circuit-terminal,  was  fundamental  in 
the  structure  of  electric  meters  and  analogous  provisions  for  electrical 
connection,  and  exemplifications  in  the  art  are  needless.  In  the  light 
of  the  prior  art,  supplemented  by  the  appellant's  disclaimer,  (filed 
October  20, 1906,)  we  believe  both  claims  in  suit  to  be  without  patent- 
able novelty  in  the  combination  set  forth. 

The  history  of  the  application  for  this  patent — shown  by  the  "  File 
Wrapper  and  Contents"  in  evidence — is  instructive.  It  was  filed 
October  10, 1902,  with  three  original  claims,  which  were  rejected  De- 
cember 9,  1902,  on  reference  to  prior  patents,  Nos.  498,407,  371,161 
and  668,300.    Amendments  were  made  and  two  more  claims  inserted 
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December  8, 1903,  and  all  daims  rejected  February  9, 1904,  on  refer- 
ence to  prior  patents,  Nos.  498,407  and  503,427.  Claim  6  was  then 
added,  and  on  reconsideration  all  claims  were  allowed  and  patent 
issued.  Neither  of  the  patents  hereinafter  mentioned  is  included  in 
these  references,  and  counsel  for  the  applicant  contended  for  this  dis- 
tinction in  means  and  purpose  over  the  prior  art  as  cited : 

The  construction  shown  by  applicant  is  intended  for  use  in  electric  meters,  the 
object  of  the  invention  being  to  provide  a  suitable  binding-post  arranged  so  that 
a  conductor  passing  through  an  aperture  formed  in  the  meter-casing  may  be 
secured  to  the  binding-post  by  means  accessible  only  from  the  interior  of  the 
casing,  the  object  being,  of  course,  to  prevent  tampering  with  the  meter  connec- 
tions by  unauthorized  persons.  In  order  to  obtain  the  results  desired  the  appli- 
cant designed  the  construction  shown  in  the  drawings.  This  construction  is 
simple  and  reliable,  and  has  been  used  on  many  thousand  meters. 

It  may  justly  be  inferred,  therefore,  that  the  ultimate  allowance 
was  predicated  on  the  view  thus  stated  and  the  further  contention, 
that  "  clear  and  distinct  patentable  differences  over  the  prior  art  ^ 
arise  in  the  patentee's  device. 

Whether  means  and  function  so  referred  to  are  included  in  the 
above-mentioned  disclaimer,  as  appellee  contends,  needs  no  determina- 
tion in  our  view  of  the  effect  of  other  prior  devices  of  the  art,  in  evi- 
dence, namely,  Scheeffer's  patent,  No.  622,639,  for  "  electric  meter,*' 
April  4,  1899,  and  Badeau's  patent,  No.  661,063,  for  "  insulated  con- 
tact or  terminal  for  electric  circuits,''  June  5,  1900.  The  Scheeffer 
patent  (owned  by  the  appellee)  shows  an  "  insulated  leading-in  plug" 
(so  called)  "  situated  in  the  meter-casing  to  receive  the  line  conduc- 
tors," which  is  substantially  identical  with  the  King  binding-post,  in 
structure,  location,  and  functions,  differing  only  in  the  means  of  at- 
tachment for  (a)  the  bushing  to  the  casing-aperture  and  (6)  the  hol- 
low post  to  the  bushing — each  by  "  a  tight  fit,"  instead  of  the  nut-and- 
screw  attachment  of  the  King  patent — while  screws  are  alike  inserted 
within  the  casing  to  hold  bushing  and  post  together.  This  device,  as 
described  in  the  patent,  makes  "  a  closure  for  the  meter  that  is  prac- 
tically hermetic,"  and  all  means  for  securing  the  conductor  to  the  post 
are  located  within  the  casing — alike  with  the  King  device  inaccessible 
from  without.  In  the  Badeau  patent  a  binding-post  is  exhibited, 
"  particularly  designed  for  service  in  connection  with  switch- 
boards"— an  analogous  use — ^with  its  post  in  the  combination,  not 
only  substantially  identical  with  King's  post,  but  having  like  screw 
attachments  for  insulating  bushing,  nut,  insulating-washer,  and  hol- 
low post.  Thus  the  combination  of  King  is  plainly  anticipated  by 
Badeau  for  like  purpose,  and  we  believe  no  invention  was  involved  in 
the  King  adaptation,  even  if  it  be  assumed  that  his  combination  were 
otherwise  patentable  in  the  light  of  Scheeffer's  disclosures. 

We  are  of  opinion^  therefore^  that  the  appellant^8  hiU  was  rightly 
dismissed  for  want  of  equity^  and  the  decree  appealed  from  is  affirm^. 
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Generaii  Electric  Co.  v.  Winona  Interurban  Ry.  Co.  et  oil. 

Decided  October  4,  1910. 

164  O.  G.,  509. 

Patentabilitt — Eleotkio-Cubbent  Transfobmeb. 

The  Kurda  patent.  No.  600,228,  for  a  polyphase-current  transformer, 
Held  to  disclose  patentable  invention,  since  it  embodies  means  for  economic 
improvement  over  iwlyphase  transformers  of  the  prior  art  which  Is  of  un- 
doubted utility,  although  not  a  great  advance  in  the  art. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  dis- 
trict of  Indiana. 

STATEMENT  OF  THE  CASE. 

The  General  Electric  Company  appeals  from  a  decree  dismissing 
for  want  of  equity  its  bill  charging  the  appellees  with  infringement 
of  Letters  Patent  No.  600^28.  owned  by  the  appellant-complainant. 
The  patent  was  issued  March  8,  1898,  to  Schuckert  &  Co.,  as  assignee 
of  the  alleged  inventor,  Carl  Kurda,  for  a  "  polyphase-current  trans- 
former," and  the  specifications  state: 

Up  to  the  present  transformers  for  polyphase  currents  with  conmion  mag- 
netic circuits  have  been  built  in  which  several  electromagnets  are  arranged 
side  by  side  between  the  base-plate  and  an  iron  cover.  It  is  obvious  that  this 
arrangement  can  only  be  used  with  transformers  of  the  core  type.  It  Is,  how- 
ever, well  known  that  up  to  a  certain  size  for  single-phase  currents  trans- 
formers of  the  ironclad  type  are  to  be  preferred.  For  poljrphase  currents  the 
latter  type  has  not  yet  been  used. 

The  object  of  the  present  invention  Is  to  produce  ironclad  transformers  for 
polyphase  systems. 

Six  drawings  accompany  the  specifications,  with  Figure  1  men- 
tioned as  "  a  plan  of  a  transformer  of  the  new  type  destined  for  two- 
phase  currents,"  Fig.  3  as  showing  "a  similar  apparatus  for  three 
phases,"  and  Fig.  6  as  illustrating  '•  the  magnetic  conditions  of  the 
different  circuits  for  a  special  case."    Figs.  1  and  3  are  as  follows : 


*^f^' 


jfy.s. 


The  claims  of  the  patent,  both  alleged  to  be  infringed,  are : 

1.  A  transformer  for  polyphase  alternating  currents  consisting  of  two  or 
more  sets  of  induclng-coils  of  different  phase  placed  one  upon  another  in  corn- 
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binatioD  with  laminated  sheet-indoctiye  material  surrounding  said  sets  of  In- 
ducing-coils  and  separating  tliem  from  eacli  other,  substantially  as  described. 

2.  A  transformer  for  three-phase  alternating  currents  consisting  of  three  sets 
of  induclng-coils  of  different  phase  placed  one  upon  another,  in  combination 
with  laminated  sheet-iron  surrounding  said  inducing-colls  and  separating  them 
the  one  from  the  other,  the  electrical  connection  for  the  inner  set  being  made  in 
an  opposite  sense  to  that  of  the  outer  sets,  substantially  as  described. 

The  fact  appears  and  is  undisputed  that  the  transformer  made  by 
the  appellee  AUis-Chalmers  Company  and  used  by  the  other  ap- 
pellee is  within  both  of  these  claims,  and  their  validity,  in  view  of  the 
prior  art,  is  the  only  issue  upon  this  appeal.  While  the  Allis-Chal- 
mers  Company  filed  a  plea  to  the  jurisdiction  of  the  court  and  issue 
was  taken  thereupon,  no  testimony  was  offered,  so  that  the  case  pro- 
ceeded to  final  hearing  with  such  issue  undetermined,  leaving  the 
Winona  Interurban  Railway  Company  nominally  the  sole  defendant 
But  the  AUis-Chalmers  Company  entered  an  admission  of  record  that 
it  was  the  manufacturer  of  the  apparatus  "  charged  to  be  an  infringe- 
ment "  and — 
controls  and  directs  the  defense  of  this  suit  and  is  paying  the  expenses  thereof. 

Other  material  facts  are  stated  in  the  opinion. 

Mr.  Edward  Rector  and  Mr.  L.  F.  H.  Betts  for  the  appellant 

Mr.  Thoinaa  F,  Sheridan  and  Mr.  Clifton  V.  Edwards  for  tlie 
appellees. 

Before  Baker,  Seaman,  and  Kohlsaat,  Circuit  Judges. 

Seaman,  Cir, «/.,  (after  stating  the  facts  as  above:) 

The  Kurda  patent,  No.  600,228,  for  a  "  polyphase-current  trans- 
former," was  granted  March  8, 1898,  and  purchased  by  the  appellant. 
General  Electric  Company,  January  4,  1902 ;  and  these  further  facts 
are  uncontroverted :  utility  of  the  device  as  a  unitary  transformer  of 
more  than  one  alternating  current  in  an  electric  system;  extensive 
manufacture  by  the  appellant  of  the  patent  transformers,  with  a 
profitable  branch  of  business  in  their  use  by  the  trade;  and  invasion 
of  the  prima  facie  right  of  monopoly  under  the  patent,  by  the  defend- 
ants as  charged  in  its  bill.  The  sole  defense  tendered  by  the  testi- 
mony, as  frankly  stated  in  the  argument  on  behalf  of  the  appellee, 
"  is  that  the  patent  in  suit  is  invalid  in  view  of  the  prior  art " — in 
substance  for  want  of  patentable  invention — and  the  technical  diffi- 
culties involved  in  the  special  subject-matter  of  "  polyphase  currents  " 
tend  to  increase  the  usual  difficulty  arising  under  that  issue.  While 
the  patent  specifications  refer  to  prior  transformers  for  polyphase 
currents  as  of  another  type,  using  a  group  of  single-phase  transform- 
ers of  the  "  core  type  "  placed  side  by  side,  and  that  none  were  of  the 
"  ironclad  type  "  adopted  for  the  patent  device,  the  evidence  shows 


Digitized  by  VjOOQ IC 


DECISIONS  OP  UNITED  STATES  COXHITS  IN  PATENT  CASES.      469 

prior  patents  for  transformers  approximating  so  closely  the  means 
and  function  of  this  improvement  that  the  margin  is  narrow  for 
distinction  therein  between  invention  and  exercise  of  the  skill  of  an 
electrical  engineer. 

The  patent  transformer  deals  with  the  complicated  problem  of 
utilizing  two  or  more  alternating  electric  currents,  as  distinguished 
from  a  direct  current,  to  transform  the  changing  values  of  such  cur- 
rents into  the  desired  electric  energy.  It  is  of  the  ironclad  or  shell 
type,  as  distinguished  from  the  core  type,  and  economizes  material 
and  space  through  its  unitary  structure.  The  specifications  describe 
the  invention  as  consisting — 

In  arranging  the  electromagnets  one  above  the  other  Instead  of  placing  them 
side  by  side,  as  heretofore,  thus  giving  the  electric  magnets  a  common  vertical 
axis. 

In  the  prior  Dobrowolsky  patent.  No.  422,746,  granted  March  4, 
1890,  for  a  transformer  for  poljrphase  currents,  the  structure  is  alike 
unitary,  with  the  three  cores  (A,  B,  and  C)  shown  in  the  patent 
drawings  as  placed  radially,  although  other  embodiments  are  in  evi- 
dence arranging  them  directly  "  side  by  side ;"  and  the  appellant 
contends,  in  substance,  for  distinction  therefrom :  that — 

the  transformer  of  the  Kurda  patait  in  suit  Is  a  specific  improvement  in  unitary 
polyphase  transformers  embodying  the  Dobrowolsky  principle,  characterized  by 
having  "  common  magnetic  circuits ;" 

that  the  Kurda  electromagnets  (primary  and  secondary  coils)  placed 
"  one  above  the  other,"  and — 

moimted  upon  a  common  core  or  axis,  are  surrounded  and  separated  by  iron 
pieces, 

thus  obtaining  the  common  magnetic  circuit;  that  such  combination 
is  novel  and  "  the  gist  of  Kurda's  invention,  as  covered  by  claim  1 ;  " 
and  that  further  invention  appears  in  reversing  the  middle  set  of 
coils,  covered  by  claim  2,  whereby  "marked  economies  are  obtained," 
as  conceded  by  the  appellees'  expert. 

The  above-mentioned  Dobrowolsky  patent  was  considered  and  up- 
held by  this  court,  in  an  infringement  suit  brought  by  the  present 
appellant,  as  owner  thereof,  {Kuhl/man  Electric  Co,  v.  General  Elec- 
tric Co,^  147  Fed.  Rep.,  709;  78  C.  C.  A.,  97,)  and  the  opinion  in  that 
case  furnishes  sufficient  description  and  definition  of  the  patent;  and 
in  reference  to  the  appellees'  contention  here,  not  only  of  complete  an- 
ticipation of  Kurda  by  Dobrowolsky,  but  that,  such  prior  patent 
having  expired  in  the  hands  of  this  appellant,  it — 
now  seelcs  to  again  obtain  monopoly  of  polyphase  transformers  by  means  of  the 
Kurda  patent, 

we  remark  that,  monopoly  in  production  and  use  being  the  legitimate 
purpose  of  the  grant,  the  sole  test  of  right  thereto  is  the  validity  and 
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scope  of  the  patent.  It  plainly  appears  that  Kurda  sucoeeded  in  his 
quest  for  economy  in  material  and  form  over  prior  devices,  for  a  com- 
mercial transformer,  and,  if  his  product  discloses  inventicwi  to  that 
end,  the  purchaser  is  entitled  to  the  protection  sought  in  exclusive  use. 
In  the  argument  to  defeat  the  patent  various  propositions  are  urged, 
with  reference  to  the  prior  art,  which  may  be  summarized  as  follows: 
{a)  that  Kurda's  transformer  differs  from  Dobrowolsky's  only  "  in 
form  of  mechanical  construction,"  with — 

no  different  function  and  operation  and  secures  no  new  or  different  result, 

and — 

no  advantages  over  the  use  of  three  single-phase  transformers  not  previously 
obtained  by  Dobrowolsky; 

(6)  that  after  Dobrowolsky — 

the  particular  form  of  other  polyphase  transformers  became  merely  a  matter  of 
design  and  not  of  invention; 

(c)  that  Kurda's  transformer — 

is  merely  a  natural  union  of  single-phase  shell-tjrpe  transformers  in  view  of 
polyphase  transformers  such  as  Dobrowolsky ; 

(d)  that  claim  1  of  the  patent — 

is  anticipated  in  every  respect  by  the  earlier  Hutln  and  Leblanc  patent, 

and  as  well  by  other  patents;  and  (e)  that  "claim  2  involves  no 
invention  over  the  prior  art."  We  believe,  however,  that  solution  of 
the  issue  rests  upon  the  inquiry  above  stated  of  patentable  invention, 
as  a  commercial  improvement  over  Dobrowolsky,  in  the  light  of  the 
prior  art;  and  tiiat  such  inquiry  does  not  involve  reconsideration  of 
the  issue  settled  in  KufUman  Electric  Co.  v.  General  Electric  Go., 
supra^  that  the  "  union  of  single-phase  shell-type  transformers  "  in 
a  unitary  transformer  for  polyphase  currents  was  invention  in 
Dobrowolsky's  transformer,  and  not  therefore  an  obvious  expedient. 
Until  means  were  devised  to  obtain  common  magnetic  circuits  in  a 
unitary  structure,  such  union  of  single-phase  transformers  was  neces- 
sarily inoperative.  The  question,  therefore,  is  this:  Are  Kurda's 
means  to  that  end,  for  economic  improvement,  as  stated  in  either  or 
both  claims,  differentiated  from  Dobrowolsky's  transformer,  plus  the 
prior  art,  so  that  invention  is  disclosed  therein? 

Claim  1  of  the  patent  is  for  a  unitary  transformer — 
consisting  of  two  or  more  sets  of  induction-coils  of  different  phase  placed  one 
upon  another,  in  combination  with  laminated  sheet-inductive  material  surroimd- 
ing  said  sets  of  induction-coils  and  separating  them  from  each  other ; 

and  claim  2  is  alike,  with  this  additional  element: 

the  electrical  connection  for  the  inner  set  being  made  in  an  opposite  sense  to 
that  of  the  outer  sets — 

in  other  words,  reversal  of  the  middle  coil.  Thus  the  Kurda  com- 
bination of  claim  1  obtained  the  needful  common  magnetic  circuit,  by 
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vertical  arrangement  of  the  several  sets  of  coils  on  a  single  core,  to- 
gether with  provision  of  the  "  E-shaped  flat  iron  pieces  "  to  surround 
and  separate  the  coils — distinctively  a  unitary  single  core,  embraced 
in  iron,  or  "  ironclad  " — ^while  that  of  Dobrowolsky  has  several  cores, 
with  provision  for  the  common  circuit,  by  joining  the  several  cores  at 
their  inner  ends  by  a  (so-called)  pooling-basin,  with  connection  of 
their  outer  ends  "by  means  of  the  bars  E."  The  advantages  over 
Dobrowolsky  appear  in  compactness,  saving  of  material,  and  (we 
believe  as  well)  in  convenience  of  handling  and  installation.  It  is 
contended,  however,  that  these  departures  of  Kurda  were  plainly 
within  the  teachings  of  the  prior  art,  and  the  only  other  reference 
tending  to  support  that  view  which  impresses  us  to  require  mention 
is  the  German  patent  (No.  78,825)  issued  to  Hutin  &  Leblanc,  Jan- 
uary 12,  1895,  Two  of  the  drawings  of  this  patent  are  cited  as 
showing — 

three  shell-type  single-phase  transformers  united  end  to  end  and  utilized  as  a 
polyphase  transformer, 

alleged  to  be  identical  with  Kurda's  claim  1,  although  not  showing 
the  reversing  of  the  middle  coil  provided  in  claim  2.  On  the  face  of 
these  drawings  the  analogy  is  close,  but  we  believe  neither  specifica- 
tions nor  drawings  to  be  directed  to  the  Kurda  purpose  of  a  unitary 
apparatus — 

to  transform  an  alternating  current  of  one  potential  into  an  alternating  current 
of  another  potential, 

and  that  disclosure  to  that  end  is  not  an  inevitable  presumption  there- 
from. The  sole  purpose  referred  to  was  changing  "  an  alternating 
current  into  a  direct  current,"  for  which,  as  specified, 

the  apparatus  must  have  three  separate  transformers  whose  primary  circuits 
must  each  be  fed  from  one  of  the  three-phase  currents : 

and,  although  they  "  are  mounted  on  the  same  framework,"  it  is  con- 
ceded that  they  are  not  "  placed  one  upon  another "  on  a  common 
core.  No  suggestion  appears  of  the  common  magnetic  circuit,  on 
which  Kurda's  operation  depends;  and  it  is  questionable  under  the 
testimony,  to  say  the  least,  whether  the  butt-joints  shown  between 
these  separate  transformers  of  Hutin-Leblanc  would  permit  arrange- 
ment for  such  ccmunon  circuit.  The  cogent  fact,  however,  is  undis- 
puted that  manufacturers  of  these  supplies  were  constantly  seeking, 
through  skilled  engineers,  economies  in  material  and  form  of  unitary 
transformers  which  were  thus  obtained  by  Kurda's  combination,  and 
we  believe  it  to  be  fairly  attributable  to  invention,  rather  than  an 
envious  expedient  of  the  engineer;  that  without  great  advance  in 
the  art  his  new  ccmibination  is  entitled  to  protection  within  its  nar- 
row scope,  and  claim  1  may  justly  be  upheld  accordingly. 

Claim  2  provides  the  additional  element  of  reversing  the  middle 
coil,  with  undisputed  advantages  not  shown  in  prior  polyphase  trans- 
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formers;  and  it  plainly  appears  that  this  economy  is  due  to  reversal 
of  both  primary  and  secondary  coils  of  the  middle  set.  As  such  pro- 
vision is  not  disclosed  by  either  of  the  patents  cited  as  anticipations — 
Steinmetz  Nos.  533,248  and  561,735;  Dobrowolsky  No.  455,683— the 
sole  test  of  validity  is  whether  invention  was  involved  in  thus  revers- 
ing both  for  the  benefit  sought.  We  believe  no  clear  suggestion 
thereof  appears  in  the  evidence  of  prior  art,  and  that  the  device  of 
this  claim  is  well  within  the  doctrine  of  invention. 

We  are  of  opinion,  therefore,  that  the  charge  of  infringement  is 
established  by  the  evidence,  and  that  the  decree  of  the  circuit  court, 
dismissing  the  bill  for  want  of  equity,  is  erroneous. 

The  decree  is  reversed^  accordingly^  and  the  cause  remanded^  with 
direction  to  enter  a  decree  in  conformity  with  the  foregoing  opinion. 


[V.  S.  circuit  Court  of  Appeals — Third  Circuit.] 

Greenwald  Bros.,  Inc.,  v.  Enochs  et  al. 

DexMed  November  28,  1910. 

164  O.  a,  976. 

PATENTABILrnr^SKIRT. 

The  Feuchtwanger  patent,  No.  662,714,  for  a  skirt  consisting  of  tbree  parts, 
the  lower  part  being  of  non-elastic  material,  the  hip  portion  of  a  material  hav- 
ing some  elasticity,  and  the  waistband  of  stUl  more  elastic  material.  Held  to 
disclose  patentable  novelty  and  invention. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the 
Eastern  District  of  Pennsylvania. 

Messrs.  Fraley  <&  Paul  for  the  appellant. 

Mr.  Stanley  Folz  {Mr.  Horace  Pettit  of  counsel)  for  the  appellees. 

Before  Buffington  and  Lanning,  Circuit  Judges,  and  Cross,  Dis- 
trict Judge. 

Buffington,  Cir.  J.: 

In  the  court  below  Greenwald  Bros.,  Incorporated,  owners  by 
mesne  assignments  of  Patent  No.  662,714,  granted  November  ,27, 1900, 
to  Henry  J.  Feuchtwanger,  for  a  skirt,  filed  a  bill  against  William  S. 
Enochs  and  others,  charging  infringement  thereof.  After  proof 
and  hearing  the  court  below,  in  an  opinion  reported  at  180  Fed.  Rep., 
478,  held  the  patent  was  invalid.  From  a  decree  dismissing  the  bill, 
the  complainant  appealed  to  this  court. 

In  his  specification  the  patentee  says : 

My  invention  relates  to  improvement  in  skirts;  and  the  object  of  the  same  is 
to  produce  an  underslsLirt  which  will  fit  neatly  over  the  hips  withoat  wrinkling 
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and  be  secured  snugly  about  the  waist  To  accomplish  this  object  I  construct 
my  skirt  of  three  parts,  each  of  a  different  kind  of  material.  The  first  part  or 
lower  skirt  portion  is  of  non-elastic  material,  the  second  or  hip  portion  is  of 
material  with  a  medium  modulus  of  elasticity,  and  the  third  portion  or  waist- 
band is  of  material  having  a  large  modulus  of  elasticity.    *    *    * 

The  numeral  1  designates  the  skirt  portion  of  my  garment,  which  is  made  of 
non-fiexible  material  and  uniformly  tapered  from  the  bottom  up,  as  is  usual. 
This  skirt  is  secured  to  a  hip  portion,  2,  made  of  elastic  material,  such  as  Jersey 
or  other  kind  of  goods  of  moderate  elasticity.  This  portion  is  wider  at  the 
bottom  than  at  the  top,  and  is  designed  to  fit  smoothly  and  snugly  the  hips. 
With  this  end  in  view  the  sides,  3,  may  be  slightly  rounded ;  but  in  general  the 
elasticity  of  the  material  is  sufficient  to  insure  a  perfect  fit    ♦    ♦.    ♦ 

The  third  portion  of  my  skirt  la  the  waistband,  5,  which  Is  constructed  of 
some  material  having  a  large  modulus  of  elasticity,  such  as  silk  elastic  ribbon. 
This  band  is  cut  to  correspond  with  the  opening  in  the  hip  member,  2,  the  ends 
being  united  by  a  clasp  or  fastener,  6,  of  any  suitable  kind ;  but  it  may  be  made 
Integral,  as  hi  the  modified  form  shown  in  Fig.  2.  This  band  fits  tightly  the 
waist 

Upon  it  two  daims  were  granted,  the  first  of  which  alone  is 
involved,  viz. : 

In  a  skirt,  the  combination,  substantially  as  described,  of  a  hip  portion  of 
elastic  material,  a  skirt  portion  secured  to  the  bottom  edge  of  said  hip  portion, 
and  a  band  of  greater  elasticity  than  said  hip  portion,  said  band  being  secured 
to  said  hip  portion  at  a  point  near  the  upper  edge  thereof. 

Proof  was  taken  by  the  complainant,  but  none  by  the  respondents, 
although  by  their  answer  they  had  specified  by  name  and  place  sixty 
prior  uses  of  Feuchtwanger's  device,  and  in  addition  cited  seventy 
patents  as  anticipations.  In  the  absence  of  proof  on  the  respondents' 
part,  the  case  is  therefore  before  us  as  if  on  demurrer.  It  is  not  free 
from  difficulty,  but  after  full  and  careful  consideration  we  have 
reached  the  conclusion  the  patent  should  be  sustained  and  the 
respondents  held  to  infringe. 

In  the  first  place,  we  have  the  prima  fades  of  the  patent,  manu- 
facture thereunder,  and  an  absence  of  challenge  of  its  validity  for 
nine  years  after  its  issue.  Secondly,  the  device,  so  far  as  we  are 
shown,  is  novel,  and  in  that  regard  the  absence  of  testimony  to  sub- 
stantiate any  of  the  prior  uses  set  up  in  the  answer  suggests  that  on 
closer  investigation  no  pertinent  prior  use  could  be  established  or 
patent  shown  to  anticipate.  Thirdly,  the  device  in  its  sphere  is 
useful,  and  its  commercial  value  is  ^own  by  its  infringement  and 
this  suit. 

This  leaves  its  patentability  to  be  considered.  That  question  the 
court  below  disposed  of  as  follows: 

The  patent  should  l>e  declared  void  for  want  of  patentable  novelty.  To  my 
mind  this  is  so  clear  that  it  is  not  esisy  to  give  the  reasons  for  it  I  am  well 
aware  that  patentable  novelty  is  a  subject  upon  which  minds  may  readily 
differ,  but  it  seems  to  me  that  a  brief  inspection  must  produce  the  conviction 
that  the  patentee  displayed  no  more  than  the  skill  of  the  dressmaker's  calling. 
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In  my  opinion  the  so^alled  combination  is  a  mere  aggregation  of  old  elonaits. 
If  there  is  anything  novel  about  the  invention,  it  consists  in  the  **  hip  portion ;  ** 
but  even  that  seems  to  be  an  obvious  device.  It  can  hardly  be  said  to  require 
invention  to  take  advantage  of  the  well-known  fact  that  elastic  material  will 
cling  closely  to  the  lines  of  the  figure. 

In  this  conclusion  we  cannot  join.  In  the  eyes  of  the  patent  law, 
the  real  device  in  this  case  is  not  the  skill  of  the  dressmaker  in  making 
the  skirt  after  she  is  once  told  how,  but  in  the  original  thought  that 
discovered  and  originated  the  device  without  being  told.  For,  as 
was  said  of  invention  in  Hohba  v.  Beach^  (C.  D.,  1901,  311;  94  O.  G., 
2357;  180  U.  S.,  383;  21  Sup.  Ct.  409;  45  L.  Ed.,  586,)  it  consists— 

rather  in  the  idea  that  such  change  could  be  made,  than  in  the  making  of  the 
necessary  alterations. 

Nor  can  we  agree  that  Feuchtwanger's  skirt  was  a  mere  aggrega- 
tion. In  the  first  place,  the  use  of  an  elastic  hip-section  in  an  under- 
skirt was  new,  and  the  union  of  the  three  elements — viz.,  the  lower 
skirt  of  non-elastic  material,  which  gave  the  skirt  its  distinctive  char- 
acter as  a  silk  or  other  garment;  the  intermediate,  moderately-ex- 
pansible portion,  which,  in  the  words  of  the  specification,  "  will  fit 
neatly  over  the  hips  without  wrinkling;  "  and  the  third,  in  the  waist- 
band of  greater  elasticity,  whereby  the  intermediate  section  can  "  be 
secured  snugly  about  the  waist " — all  unitedly  combine  and  cooper- 
ate in  producing,  and  in  the  after  use  of,  the  garment  in  question. 

Moreover,  it  must  not  be  overlooked  that  the  improvement  was 
made  in  a  long-developed  art,  in  which  there  was  meager  sphere  for 
invention.  Where  a  field  is  barren,  a  marked  improvement  in  product 
evidences  corresponding  originality  in  making  such  improvement 
While  jersey  had  been  used  in  jackets  and  sweaters^  it  did  not  occur 
to  any  one  before  Feuchtwanger  to  use  it,  or  any  expansible  material, 
as  a  section  of  a  skirt.  And  it  is  clear  that  such  use  makes  the  com- 
bination of  value,  for  thereby  a  ready-made  skirt  may  be  manufac- 
tured in  large  quantities  over  a  single  pattern,  and  yet  their  expansi- 
ble capacity  makes  them  not  only  in  a  manner  self-fitting,  but  adapts 
each  skirt  to  fit  women  of  different  waist  and  hip  measure.  This 
avoids  the  expense  of  special  making  of  skirts  for  individual  pur- 
chasers, reduces  cost  by  making  in  quantities  from  a  single  pattern, 
and  enables  a  merchant  to  supply  different-sized  customers  from  a 
small  stock. 

Moreover,  it  must  not  be  overlooked  that  the  claim  el^nent  of  "  a 
waistband  of  greater  elasticity  than  said  hip  portion  ''  exerts  a  mate- 
rial function,  in  that  its  greater  elasticity  not  only  serves  to  keep  the 
garment  in  place  when  worn,  but  when  not  worn  its  contraction  draws 
to  a  non-stretched  condition  the  intermediate  portion  which  had  been 
stretched  in  wearing.  This  prolongs  the  elasticity  of  the  latter.  On 
the  whole,  this  device  seems  to  us  a  distinct  improvement  in  its  sphere, 
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and  has  provided  for  women  serviceable,  well-fitting,  ready-made 
skirts. 

That  infringement  is  shown  is  clear.  The  respondents'  skirt  has 
all  three  elements  of  the  claim;  but  it  is  contended  it  does  not  in- 
fringe, because  the  intermediate  section  of  their  skirt  is  longer  than 
the  patent  drawings  seem  to  show.  But  such  difference  is  immate- 
rial.   No  such  limitation  is  carried  into  the  claim. 

In  accordanoe  with  these  views^  the  decree  below  is  reversed^  and 
the  case  remanded^  with  instructions  to  decree  the  patent  valid  amd  its 
first  claim  infringed. 


[XT.  8.  Circuit  Coart  of  Appeals — Seventh  Clreolt] 

General  EiiBCTRic  Co.  v.  Duncan  Electric  Mtg.  Co.  et  cd. 

Decided  October  4, 1910. 

165  O.  a,  248. 

Patents  (S328) — ^Anticipation — ^Electuo  Meteb. 

The  Hood  patent,  No.  561,711,  for  an  electric  meter.  Is  rold  for  anticipa- 
tion in  the  prior  art 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  dis- 
trict of  Indiana. 

STATEMENT  OF  THE  CASE, 

The  appeal  is  frcmi  a  final  decree  in  the  court  below,  dismissing 
appellant's  bill  for  the  infringement  of  Letters  Patent  No.  561,711, 
issued  June  9th,  1896,  to  Ralph  O.  Hood,  for  an  electric  meter,  and 
assigned  to  appellant  September  11, 1897. 

The  bill  was  based  on  the  fourth  claim  of  the  patent,  as  follows: 

4.  An  electric  meter  having  different  clrcnlts  comprising  In  Its  constractlon 
an  electric  motor  and  Its  armature  and  an  adjustable  artificial  resistance  In- 
serted iBto  that  part  of  the  meter-circuits  in  which  a  current  Is  to  be  obtained, 
which  by  its  dynamic  action  on  the  armature  of  the  electric  motor  may  give 
sufficient  energy  to  almost  start  and  counterbalance  the  friction  of  said  motor. 

Electric  meters  are  so  well  known  that  there  is  no  occasion  to  repro- 
duce them  diagrammatically  in  this  opinion,  and  the  alleged  inven- 
tion at  issue  has  no  relation  to  electric  meters  except  to  the  extent  that 
it  is  intended  to  eliminate  or  compensate  for  errors  due  to  variations 
of  friction  of  the  moving  part  of  the  meter,  caused  by  conditions  of 
service  and  length  of  use.  Other  Letters  Patent  cited  are  the  fol- 
lowing: No.  316,092,  E.  Weston,  April  21,  1885;  No.  414,595,  O.  B. 
Shallenberger,  November  5, 1889;  No.  435,958,  M.  J.  Wightman,  Sep- 
tember 9,  1890;  No.  440,627,  S.  Z.  De  Ferranti,  November  18,  1890; 
2097^—12 32 
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No.  448,894,  E.  Thomscm,  March  24,  1891;  No.  491,560,  G.  Hummel, 
February  14,  1893;  No.  521,684,  E.  Thwnson,  June  19,  1894;  No. 
621,685,  E.  Thomson,  June  19, 1894;  No.  604,465,  T.  Duncan,  May  24, 
1898;  No.  752,048,  T.  Duncan,  February  16,  1904;  No.  225,  Sydney 
Pitt,  1887;  No.  701,  Sebastian  Ziani  De  Ferranti,  1887;  No.  4,225, 
George  Hookham,  1887;  No.  1,480,  Alberton  and  Philpott,  1889;  No. 
3,096,  Sebastian  Ziani  De  Ferranti;  No.  9,061,  De  Ferranti  and 
Wri^t,  1890;  No.  21,766,  Schuckert  and  Wacker,  1891. 

Mr.  Edward  Rector^  Mr,  Drury  W.  Cooper^  and  Mr.  Charles  Mar- 
tindale  for  the  appellant. 
Mr.  Robert  H,  Parkinson  for  the  appellees. 

Before  Grobscup,  Baker,  and  Seaman,  Circuit  Judges. 

Grosscup?  Cir,  /.,  (after  stating  the  facts  as  above :) 

The  appellant's  patent  puts  into  a  cross  electrical  circuit,  material 
that  constitutes  resistance;  and  attaches  to  this  material,  which  is  in 
circular  form,  a  finger,  movable  around  the  same,  whereby  the  dis- 
tance between  the  ends  of  one  wire  and  the  beginning  of  another  may 
be  either  shortened  or  lengthened,  thereby  increasing  or  diminishing 
the  quantmn  of  resistance  material,  which,  in  turn,  diminishes  or  in- 
creases the  electric  flow.  The  purpose  of  this,  is  to  put  the  meter, 
as  an  entirety,  in  such  a  state  of  delicate  balance  or  suspense  that  the 
friction,  incident  to  a  change  ivom  standstill  to  motion,  is  overcome, 
in  order  that  the  current,  flowing  through  the  main  wire  and  feeding 
the  light  or  other  consumer's  purpose,  will  not  be  diminished  or  other- 
wise affected  by  the  initial  overcoming  of  the  friction.  The  operation, 
in  this  respect,  is  sufficiently  illustrated  by  Figure  2  of  the  patent 
(an  error  therein  being  eliminated),  which  is  as  follows:  the  arm  q 


being  capable  of  resting,  at  different  distances,  upon  the  circular 
post  r,  from  the  end  which  is  connected  with  the  binding-post,  thereby 
adjusting  the  distance  and,  as  a  result,  the  amount  of  interposed 
resistance. 

The  device  of  appellees  accomplishes  the  same  purpose;  but  instead 
of  using  the  exact  adjustable  resistance  mechanism  indicated,  there 
is  interposed  in  the  meter-wire  a  series  of  "  turns,"  thrown  in  or  cut 
out  (either  individually  or  in  such  number  as  is  desired),  by  means 
pf  a  movable  finger,  whereby,  bjr  an  increase  or  diminution  of  th^ 
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"  turns  "  in  the  circuit,  the  flow  of  electricity  is  resultingly  dimin- 
ished or  increased.  The  appellees'  device  is  illustrated  in  the  follow- 
ing diagram : 


This  is  said  by  appellant  to  be  the  electrical  equivalent  of  its 
method. 

Assuming  that  it  is,  the  question  then  arises  whether  appellant's 
patent  is  not  thereby  anticipated  by  the  prior  art;  for,  if  a  finger, 
throwing  in  or  out  of  circuit  a  given  number  of  "  turns,"  is  electri- 
cally the  equivalent  of  a  finger  increasing  or  diminishing  the  amount 
of  resistance  material,  as  in  appellant's  patent,  the  presence  in  the 
prior  art  of  such  "  turns,"  and  fingers  to  adjust  them,  would  be  an 
anticipation  of  appellant's  conception.  Two  patents,  in  this  con- 
nection, are  important,  viz;  the  De  Ferranti  patent,  issued  in  1890, 
following  a  previous  patent  to  the  same  patentee  in  1887,  and  the 
Shallenberger  patent,  issued  in  1889.  The  Italian  patent  employs 
"  turns,"  just  as  appellees  employ  them,  to  increase  or  diminish  the 
flow  of  electricity,  the  result  being,  as  stated  in  the  patent,  that  De 
Ferranti  was  thus  "  better  able  to  adjust  the  meter  to  at  all  times 
indicate  correctly  whether  much  or  little  current  is  passing."  True, 
as  urged  by  appellant,  this  language  is  somewhat  obscure;  but  it  is 
cleared  up  in  that  respect  by  interpretations  put  upon  it  by  electrical 
engineers  in  this  country  prior  to  appellant's  patent.  The  Electrician 
(London,)  in  1891,  speaking  of  the  De  Ferranti  meter,  said : 

To  overcome  the  initial  friction  an  auxiliary  shunt-coil  is  proTided,  as  is 
shown  in  the  figure  over  the  letter  N.  A  resistance  placed  at  the  bottom  of  the 
ease  is  in  series  with  thi&  If  the  shunt-current  were  strong  enough,  the  meter 
would;  of  course,  slowly  revolve,  but  it  is  arranged  so  as  to  be  Just  too  weak 
to  do  this.  A  very  small  current  through  the  main  coils  will  therefore  start 
the  meter,  whose  readings  are  then  proportioned  to  the  current 
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And  in  the  Transactions  of  the  American  Institute  of  Electrical 
Engineers^  Vol.  X,  1893,  is  a  paper  by  Caryl  D.  Haskins  on  "  Elec- 
trical recording  meters''  in  which  (referring  evidently  to  tiie  De 
Ferranti  meter)  is  the  following  statement: 

Friction  is  balanced  in  thi^  meter  quite  successfully  by  the  introduction  of  a 
fine  coil  of  high  resistance  around  the  fi^d.  This  coil  is  "  in  shunt  across  the 
line/*  like  a  lamp,  and  serves  to  intensifly  the  field  on  the  lower  reading,  while 
on  the  higher  ones  it  bears  too  small  a  proportion  to  the  total  field  to  exert 
any  appreciable  influence.  This  coil  can  be  nicely  adjusted  to  balance  friction, 
but  varying  an  outside  resistance. 

Indeed,  these  papers,  in  themselves,  constitute  prior  publication, 
not  only  of  a  consciousness  among  electrical  engineers,  prior  to  ap- 
pellant's patent,  of  the  need  of  something  to  overcome  the  initial 
friction ;  but  also  of  the  method  therefor  by  means  of  an  adjustable 
coil.  The  need  was  already  discovered;  the  problem  already  pre- 
sented; and  the  problem,  to  the  extent  already  named,  was  solved. 
The  only  thing  between  this  way  of  solving  the  problem  and  appel- 
lant's way,  was  by  means  of  adjustment  by  a  finger  instead  of  adjust- 
ment at  the  shunt. 

Now,  this  adjustment  by  finger  is  just  what  Shallenberger  points 
out  in  his  Patent  No.  414,595,  November  5,  1889.  True,  it  relates  to 
the  variation  of  electrical  currents  generally,  not  necessarily  for  a 
meter;  but  with  ttiis  disclosed,  the  mere  application  of  this  method 
of  adjustment  to  the  meter-wire  is  something  that  falls,  we  think, 
not  within  the  field  of  electrical  invention,  but  within  the  field,  rather, 
of  electrical  engineering;  for  it  will  not  do  to  say  that  the  transfer 
of  such  a  well-known  device  from  a  general  field  to  a  special  use  is, 
in  itself,  invention;  and  there  is  nothing  in  this  record  that  gives  to 
this  transfer  the  character  of  invention  other  than  what  is  disclosed 
in  the  mere  fact  of  the  transfer  itself.  The  patent,  in  our  judgment, 
is  void. 

The  decree  appealed  from  is  affirmed. 


fU.  S.  Circuit  Court  of  Appeals — ^Thlrd  Clrciiit.l 

Columbia  Wagon  Co.  v,  Eagub  Wagon  Works. 

DecM^eii,  November  28,  1910, 

165  O.  G.,  476. 

PATKNTABn:.ITT— DUMP-WAOeif. 

The  Van  Wagenen  patent,  No.  699,262,  tor  a  dnmp-wagon,  claim  4  Held 
not  anticipated,  valid,  and  infringed. 

Appeal  from  the  Circuit  Court  of  the  United  States  ior  the  East- 
ern District  of  Pennsylvania, 
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Mr.  Hector  T.  Fenton  for  the  appellant. 

Mr.  Arthur  E.  Parsons^  Mr.  William  F.  Holly  and  Mr.  Frederic  G. 
Bodell  for  the  appellee. 

Before  Buffington  and  Lanninq,  Circuit  Judges,  and  Cbqss,  Dis- 
trict Judge. 

Lanning,  Cir.  J.: 

Admittedly  the  patent  in  suit  describes  a  very  useful  device.  It  is 
the  Van  Wagenen  patent,  No.  699,262,  for  new  and  useful  improve- 
ments in  dumping- wagons.  The  material  question  is :  Does  it  disclose 
any  patentable  novelty  over  the  prior  Lawrence  patent,  No.  645,816, 
for  a  dumping-car? 

The  elements  of  the  combination  in  claim  4  of  the  patent  in  suit, 
which  is  the  only  claim  in  controversy,  are  (1)  movable  bottom  sec- 
tions hinged  to  the  side  walls  of  the  wagon  (which  shows  that  the 
movable  sections  run  longitudinally  of  the  wagon) ;  (2)  a  rotary 
drum  at  one  end  of  the  movable  sections  (which  shows  that  the  drum 
is  either  at  the  front  or  the  rear  of  the  wagon,  and  not  on  one  of  its 
sides) ;  (3)  a  rocking  member  at  the  other  end  (which  also  shows  that 
it  is  at  one  end  of  the  wagon,  and  not  on  either  of  its  sides) ;  (4)  a 
cable  or  chain  connected  to  the  drum,  and  also  to  the  rocking  member 
at  opposite  sides  of  the  rocking  member's  pivot,  the  intermediate  por- 
tion of  the  cable  being  connected  to  the  hottom  sections  (which  shows 
that  the  cable  or  chain  runs  longitudinally  of  the  sections  and  the 
wagon-body,  and  not  transversely  across  them) ;  and  (5)  means  for 
rotating  the  drum.  In  the  prior  Lawrence  patent  the  chain  in  claim  1 
extends  transversely  across  the  dumping-doors,  and  in  each  of  its 
other  claims  transversely  across  the  dumping-docM^  and  car-body.  It 
is  plain,  therefore,  that  the  combination  of  the  patent  in  suit  is  not  the 
combination  of  the  Lawrence  patent. 

But  are  the  differences  such  as  to  involve  invention  in  the  patent  in 
suit?  We  think  they  are.  When  the  chain  of  the  Lawrence  dump- 
ing-car is  loosened,  the  doors  drop  and  hang  down  transversely 
across  the  car-body,  and  the  contents  of  the  car  drop  between  the 
doors  upon  and  below  the  cable  or  chain.  When  the  chain  of  the 
Van  Wagenen  wagon  is  loosened,  the  doors  drop  and  hang  down 
longitudinally  of  the  wagon-body,  and,  as  the  chain  is  fastened  to 
the  doors,  and  swings  with  the  doors  out  of  the  way  of  the  falling 
contents  of  the  wagon,  the  contents  fall  between  the  doors  in  such 
manner  that  the  wagon  may  be  moved  on  without  disturbance  of  the 
unloaded  contents  by  hanging  doors  or  chain.  In  dumping-wagons 
it  is  a  great  convenience  to  have  the  do(M^  hinged  to  the  side  of  the 
wagon-body,  and  to  have  the  chain  out  of  the  way  of  the  falling 
contents.  To  have  the  doors  so  hinged  that,  when  the  chain  is 
loosened,  they  hang  transversely  across  the  car-body,  with  the  chain 
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directly  in  the  pathway  of  the  falling  contents,  as  in  the  Lawrence 
patent,  doubtless  does  well  for  a  car  unloading  its  contents  on  a 
trestle;  but  such  a  device  for  a  dumping- wagon  is  far  inferior  to 
the  Van  Wagenen  device.  We  think  the  c(»nbination  described  in 
the  Lawrence  patent  is  not  an  anticipation  of  the  Van  Wagenen 
combination,  and  that  the  case  is  not  one  of  double  use. 

As  to  the  defense  of  non-infringement,  it  is  sufficient  to  say  that 
it  is  not  relied  on  by  the  appellant.  It  is  clear  to  us  that,  if  the 
claim  in  ccwitroversy  is  valid,  the  defendant  infringes  it.  We  think 
it  is  valid. 

Canaequently  the  decree  of  the  circuit  court;  entered  in  conformity 
with  its  opinion  in  181  Fed.  Rep.^  H8^  is  affirmed^  with  costs. 


[U.  S.  circuit  Court  of  Appeals— Third  Circuit  1 

Alus-Chalmers  Co.  v.  Westinghouse  Electric  &  Mfg.  Co. 

Bedded  February  6, 1911. 

166  O.  a,  751. 

Patentabiutt — Electric  Railway-Motob. 

The  Schmid  patent.  No.  600,977,  for  an  electric  railway-motor,  while  not 
of  a  fundamental  character,  covens  an  improvement  of  utility  in  the  art 
and  discloses  patentable  invention. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  Dis- 
trict of  New  Jersey. 

Mr.  Thomas  F.  Sheridan^  Mr.  Clifton  F.  Edwards,  and  Mr.  Law- 
rence K.  Soger  for  the  appellant. 

Mr.  W.  K.  Richardson  and  Mr.  H.  F.  Lyman  for  the  appellee. 

Before  Gray,  Buffington,  and  Lanning,  Circuit  Judges. 

Gray,  Cir.  J.: 

This  is  an  appeal  from  the  decree  of  the  court  below  in  a  suit  in 
which  the  appellee  was  the  complainant  and  the  appellant  the  de- 
fendant. The  bill  of  complaint  asseiled  the  ownerdiip  of  the  com- 
plainant in  two  patents,  granted  respectively  for  claimed  improve- 
ments in  electric  railway-motors.  The  first  of  these  Letters  Patent 
is  No.  609,977,  granted  August  30,  1898,  to  the  complainant,  as  as- 
signee of  A.  Schmid,  and  the  second  is  No.  546,560,  granted  Septem- 
ber 17, 1895,  to  S.  H.  Short  The  bill  of  complaint  charged  infringe- 
ment by  the  defendant  of  both  these  patents,  and  the  answer  denied 
infringement  and  alleged  invalidity  of  the  patents  in  suit.  In  its 
decree,  the  circuit  court  ordered  that  the  bill  be  dianissed  as  to  Pat- 
ent No.  546,560,  granted  to  Short,  and  from  that  portion  of  the 
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decree  no  appeal  has  been  taken.    As  to  claims  1,  2,  3,  4,  and  6  of  the 
Schmid  patent,  No.  609,977,  the  court  decreed  the  same  to  be  valid 
and  infringed  by  the  apparatus  made  by  the  defendant 
In  his  specifications,  the  patentee  states. 

AnoUier  object  of  my  invention  is  to  supply  a  novel  form  of  separable  field- 
magnet  admitting  of  complete  protection  and  inclosure  of  tbe  armature  and  at 
the  same  time  of  ready  access  to  the  interior  parts  of  the  field-magnet  itself. 

Another  object  of  my  invention  is  the  provision  of  a  form  of  motor  wherein 
the  field-magnets  may  be  readily  inspected  and  repaired  without  the  removal  of 
the  armature  from  the  motor  and  car,  either  side  of  the  separable  field-magnet 
being  thus  capable  of  inspection  and  repair. 

By  the  use  of  my  invention,  I  ajn  further  able  to  dispense  with  all  frame- 
work, except  that  necessary  for  the  carrying  of  the  reduction-gears,  to  cheapen 
the  construction,  and  to  gain  certain  other  advantages  more  fuUy  set  out 
hereinafter. 

Of  the  eight  claims  of  this  patent,  those  in  issue  are  as  follows: 

1.  In  a  railway-motor,  the  combination  with  an  armature,  of  a  field-magnet 
constructed  in  two  sections,  the  upper  section  being  supported  by  the  car- truck 
and  the  lower  section  being  hinged  to  and  supported  by  the  upper  section  and 
adapted  to  swing  downward,  substantially  as  and  for  the  purpose  set  forth. 

2.  In  a  railway-motor,  the  combination  with  an  armature,  of  a  field-magnet 
constructed  in  two  sections,  the  upper  section  being  spring-supported  on  the 
car-truck  and  the  lower  section  being  hinged  to  and  supported  by  the  ui^)er 
section  and  adapted  to  swing  downward,  substantially  as  and  for  the  purpose 
set  forth, 

3.  In  an  electric  car,  a  motor  having  a  horizontally-divided  field-magnet, 
one  member  of  which  is  sleeved  at  one  end  upon  an  axle  of  the  car,  the  other 
member  being  hinged  to  the  first-named  member  at  one  end  and  removably 
fastened  thereto  at  its  other  end  independently  of  the  axle-bearing,  substan- 
tially as  described. 

4.  An  electric  motor,  having  a  horizontally-divided  field-magnet,  the  upper 
portion  of  which  is  provided  with  an  axle-bearing  at  one  end  and  the  lower 
portion  of  which  is  hinged  to  said  upper  portion,  independaitly  of  said  axle- 
bearing,  whereby  it  may  be  swung  downwardly  without  disturbing  said  bearing. 

V  «       •  *  *  «  «  « 

6.  In  a  motor  for  electric  cars,  the  combination  with  the  armature,  of  a 
field-magnet  comprising  an  upper  section  supported  by  the  car-truck  and  a  lower 
section  hinged  to  said  upper  section,  and  means  whereby  the  armature  may 
be  supported  by  either  section  when  the  lower  section  is  swung  downward, 
substantially  as  described. 

Much  testimony  was  introduced  by  the  defendant,  in  support  of  his 
contention  that  this  patent  is  invalid,  by  reason  of  anticipation  and 
for  want  of  patentable  invention,  in  view  of  the  prior  art,  and  coun- 
sel for  the  defendant  have  supported  this  contention  with  much 
ingenuity  and  ability.  The  clear  and  satisfactory  discussion  of  this 
and  other  defenses  by  the  learned  judge  of  the  court  below,  renders 
it  unnecessary  to  support  by  a  separate  opinion  the  conclusions 
reached  by  that  court,  (180  Fed.  Rep.,  751,)  with  which,  after  a  care- 
ful consideration  of  the  record  and  arguments,  we  agree. 
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We  content  ourselves  with  saying,  as  to  the  question  of  patentable 
novelty,  that  the  patent  in  suit,  though  by  no  means  fundamental 
or  basic  in  its  character,  sets  forth  and  describes  in  the  claims  re- 
ferred to  and  the  accompanying  specifications,  a  form  of  electric 
railway-motor  that  has  approved  itself  as  a  new  and  useful  improve- 
ment in  the  art.  A  number  of  the  elements  of  this  combination  are 
undoubtedly  old,  but,  by  reason  of  its  compact  unitary  structure 
and  easy  accessibility  for  purposes  of  inspection  and  repair,  and 
other  advantages,  it  has  achieved  a  result  which  entitled  it  to  be 
characterized  as  an  advance  in  the  art  for  which  patentable  invention 
is  properly  claimed. 

Agreeing  with  the  court  below^  that  this  patent  has  been  infringed^ 
the  interlocutory  decree  appealed  from  is  hereby  affirmed. 


Note. — ^The  decision  of  the  circuit  court  reads  as  follows: 
Cross,  Dis.  J.: 

The  record  contains  two  patents  for  consideration,  both  of  which 
are  alleged  to  have  been  infringed  by  the  defendant.  The  defendant 
asserts  the  invalidity  of  both  patents,  but,  if  valid,  denies  that  it 
has  infringed  them.  The  first  to  be  considered  is  No.  609,977,  issued 
August  30,  1898,  to  Albert  Schmid,  assignor  to  the  Westinghouse 
Electric  &  Manufacturing  Company,  for  an  electric  railway-motor. 
The  inventor  sets  forth  the  objects  of  his  invention  in  the  following 
language: 

Another  object  of  my  invention  is  to  supply  a  novel  form  of  separable  field- 
magnet  admitting  of  complete  protection  and  Inclosure  of  the  armature  and  at 
the  same  time  of  ready  access  to  the  interior  parts  of  the  field-magnet  itself. 

Another  object  of  my  invention  is  the  provision  of  a  form  of  motor  wherein 
the  field-magnets  may  be  reudily  inspected  and  repaired  without  the  removal  of 
the  armature  from  the  motor  and  car,  either  side  of  the  separable  field-magnet 
being  thus  capable  of  inspection  and  repair. 

By  the  use  of  my  invention,  I  am  further  able  to  dispense  with  all  fnme- 
work,  except  that  necessary  for  the  carrying  of  the  reduction-gears,  to  cheapoi 
the  construction,  and  to  gain  certain  other  advantages  more  fully  set  out 
hereinafter. 

The  patent  contains  eight  claims,  but  five  of  which  are  in  issue, 
namely,  Nos.  1,  2,  3, 4,  and  6.    They  are  as  follows: 

1.  In  a  railway-motor,  the  combination  with  an  armature,  of  a  field-magnet 
constructed  in  two  sections,  the  upper  section  being  supported  by  the  car-truck 
and  the  lower  section  being  hinged  to  and  supported  by  the  upper  section  and 
adapted  to  swing  downward,  substantially  as  and  for  the  purpose  set  forth. 

2.  In  a  railway-motor,  the  combination  with  an  armature,  of  a  field-magnet 
constructed  in  two  sections,  the  upper  section  being  spring-supported  on  the 
car-truck  and  the  lower  section  being  hinged  to  and  supiwrted  by  the  upper 
section  and  adapted  to  swing  downward,  substantially  as  and  for  the  purpose 
set  forth. 
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8.  In  an  electric  car,  a  motor  having  a  liorizontally-divided  field-magnet, 
one  monber  of  wliicli  is  sleeved  at  one  end  upon  an  axle  of  the  car,  the  other 
member  being  hinged  to  the  first-named  member  at  one  end  and  removably 
fastened  thereto  at  its  other  end  independently  of  the  axle-bearing,  substan- 
tially as  described. 

4.  An  electric  motor,  having  a  horizontally-divided  field-magnet,  the  upper 
portion  of  which  is  provided  with  an  axle-bearing  at  one  end  and  the  lower 
portion  of  which  is  hinged  to  said  upper  portion,  independently  of  said  axle- 
bearing,  whereby  it  may  be  swung  downwardly  without  disturbing  said  bearing. 
♦  ♦♦•♦♦♦ 

6.  In  a  motor  for  electric  cars,  the  combination  with  the  armature,  of  a 
field-magnet  comprising  an  upper  section  supported  by  the  car-truck  and  a  lower 
section  hinged  to  said  upper  section,  and  means  whereby  the  armature  may 
be  supported  by  either  section  when  the  lower  section  is  swung  downward, 
substantially  as  described. 

The  several  claims,  although  expressed  in  somewhat  technical  lan- 
guage, are  easily  comprehended.  A  motor  of  the  character  in  ques- 
tion necessarily  consists  of  a  field-magnet  and  an  armature.  The 
electro  field-magnet  is  stationary,  having  its  poles  surrounded  by 
coils  of  copper  wire,  within  which  poles  a  cylindrical-shaped  arma- 
ture is  revolved.  The  armature  carries  a  series  of  conductors  on  its 
circumference,  and,  as  these  conductors  are  energized  by  the  electric 
current,  each  conductor  in  succession  is  attracted  or  repelled  by  the 
poles  of  the  magnet,  whereby  the  armature  is  caused  to  rotate,  and 
such  rotation  communicated  through  gearing  to  the  axle  of  the  car. 
Motors  used  in  the  propulsion  of  street-cars  manifestly  require  fre- 
quent inspection,  and  one  of  the  main  objects  of  this  patent  was  to 
permit  the  making  of  a  thorough  and  yet  comparatively  expeditious 
and  inexpensive  inspection  of  the  magnet,  the  poles  and  coils,  and 
armature,  without  disconnecting  them,  as  a  whole  or  in  part;  and, 
furthermore,  if  such  inspection  revealed  the  necessity  of  the  removal 
of  the  parts,  which  are  large  and  cumbersome,  that  such  removal 
could  be  accomplished  without  tearing  up  the  floor  of  the  car  or 
utterly  dismantling  or  removing  the  motor.  In  order  to  effect  these 
objecte,  the  patent  shows  the  motor-casing  in  halves  as  it  were  and 
hinged  together.  The  precise  method  of  construction  and  operation, 
however,  can  best  be  shown  by  adopting  in  part  the  language  of  the 
specifications : 

As  will  be  readily  seen  from  the  drawings,  my  motor  is  provided  with  a  field- 
magnet  which  entirely  incloses  the  armature  and  the  two  parts  whereof  are 
hinged  together  at  the  back,  or  at  that  portion  removed  from  the  axle  when 
suspended.  The  two  parts  of  the  field-magnet  are  shown  at  1  and  2  and  the 
hinge  is  shown  at  3.  This  hinge  is  shown  as  depending  from  two  strong  lugs 
on  the  back  of  the  upper  field-magnet ;  but  ft  is  clear  that  any  one  skilled  in  the 
art  may  devise  various  forms  of  hinge  adapted  to  this  purpose. 

The  forward  &id  of  the  field-magnet  is  sleeved  at  4  upon  the  axle,  the  upper 
or  bearing  half  of  the  axle  box  or  bearing  4,  being  cast  in  one  piece  with  the 
upper  portion  of  the  field-magnet  and  the  lower  half  being  fastened  thereto  by 
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means  of  bolts,  18,  as  shown,  or  by  any  other  suitable  means  which  will  not  be 
disturbed  by  or  interfere  with  the  independent  movem^it  of  the  fl^d-magnet 
section  2  on  its  hinges. 

The  fleld-magnets  are  provided  with  four  poles  (marlced  5  in  the  drawings  I,) 
which  are  placed  at  an  angle  of  about  forty-five  degrees  to  the  horizon  when  the 
motors  are  in  place.  Each  of  these  poles  is  appropriately  wound,  the  windings 
in  one  lialf  of  the  field  magnet  being  connected  with  those  in  the  other  half  by 
means  of  a  connection  6  sufficioitly  l<mg  to  permit  of  the  free  opeiing  of  the 
motor. 

The  two  halves  of  the  field-magnet  are  recessed  at  7  and  8,  as  shown,  for  the 
I'urpose  of  receiving  the  bearings  of  the  armature,  one  of  these  bearings  being 
shown  at  9.  When  the  field-magnet  is  closed  and  the  motor  is  in  operative  con- 
dition, the  bearings,  9,  are  secured  to  both  halves  of  said  field-magnet,  the  bolts, 
10,  serving  to  fasten  them  to  the  upper  half  and  the  bolts,  U,  to  the  lower  half 
by  means  of  proper  threaded  openings  in  the  bearings,  as  shown  in  Figure  2.  It 
is  evident  from  this  form  of  construction  that  upon  opening  the  field-magnet,  as 
illustrated  in  Fig.  2,  the  bearings,  9,  may  be  made  to  follow  either  the  low^ 
half  or  the  upper  half  of  the  magnet  or  casing.  If  when  the  lower  half  is 
dropped,  as  shown,  the  bolts,  10,  are  unfastened,  the  bearings  will  follow  the 
lower  half  and  the  poles  and  coils  in  the  upper  half  of  the  field-magnet  are  open 
to  inspection,  as  illustrated  in  Fig.  2.  If,  however,  the  lower  bolts,  11,  are 
loosened  when  the  field-magnet  is  opened,  the  armature  will  remain  with  the 
upper  half  of  the  field-magnet  and  the  lower  poles  and  coils  will  be  exposed. 
Thus  the  whole  field-magnet  may  be  got  at  without  removing  the  armature  from 
the  car,  and  thus  a  great  saving  of  time  and  trouble  in  repairs  is  attained. 

In  addition  to  the  facility  of  inspection,  and  removal  of  the  parts 
of  the  motor  thus  afforded,  the  patentee  claims  that  he  is  thereby 
enabled  to  dispense  with  all  framework,  except  sucli  as  is  neces- 
sary for  carrying  die  reduction-gears,  thereby  among  other  advan- 
tages lessening  the  cost  of  construction.  It  should  be  noted,  also, 
that  the  upper  half  of  the  field-magnet  frame  of  his  construction 
becomes  the  fixed  or  permanent  half  of  the  structure,  and  that  the 
under  half  of  the  field-magnet  hinged  to  it  is  entirely  independent 
of  the  axle-bearing  and  capable  of  being  lowered  at  will  without  in 
any  wise  disturbing  the  upper  half.  Fig.  2  shows  how,  upon  open- 
ing the  field-magnet,  the  armature  may  as  desired  be  kept  attached 
either  to  the  lower  or  upper  half  of  the  magnet.  That  is  to  say,  if 
one  bolt  is  removed,  then  the  lower  half  may  be  dropped  upon  the 
hinge,  and  the  armature  lowered  with  that  half,  whereupon  the  upper 
poles  and  the  coils  of  wire  encircling  them  will  be  open  for  inspec- 
tion. If,  however,  another  bolt  is  removed,  di«n  when  the  field- 
magnet  is  opened  upon  its  hinge,  the  armature  will  remain  in  the 
upper  half  of  the  field-magnet,  and  the  lower  poles  and  coils  of  wire 
will  be  exposed  to  view ;  so  that,  according  as  one  bolt  or  another  is 
removed,  the  armature,  when  the  field-magnet  is  opened,  will  be  found 
either  in  the  upper  or  lower  half  as  desired,  and  the  poles  and  coils 
of  wire  of  the  other  half  open  to  observation.  Moreover,  this  opera- 
tion can  be  conveniently  carried  out  without  removing  or  dismantling 
the  motor  simply  by  running  the  car  over  a  pit,  such  as  is  commonly 


Digitized  by  VjOOQ IC 


DECISIONS  OP  UNITED  STATES  COURTS  IN  PATENT  CASES.      485 

found  between  car-tracks  in  the  car  yards  or  bams  of  trolley  com- 
panies. The  fea«tures  of  the  patent  which  are  claimed  by  the  counsel 
of  the  complainant  to  be  fundamental  are  concisely  stated  by  them 
as  follows: 

(1)  That  In  bis  motor  the  field-ma^et  is  made  to  inclose  and  protect  the 
armatnre  and  itself  to  constitute  the  support  for  the  armature-bearings ; 

(2)  That  the  two  halves  of  the  field-magnet  are  hinged  together,  the  upper 
half  being  the  base  or  foundation  of  the  whole  and  supporting  the  lower  half, 
which  may  be  swung  downwardly  from  it  on  the  hinge ; 

(3)  That  the  lower  half  is  independent  of  the  axle-bearings  upon  which  the 
upper  half  is  sleeved  and  its  dropping  does  not  disturb  the  axle-bearings ;  and 

(4)  That  means  are  provided  whereby  the  armature  may  be  supported  by 
either  the  upper  or  the  lower  section,  as  may  be  desired,  when  the  lower  section 
is  swung  down. 

And  to  show  what  can  readily  be  accomplished  in  the  way  of  in- 
spection and  removal  of  parts  in  dealing  with  the  motor  of  the  patent 
in  suit,  I  quote,  at  the  risk  of  repetition,  a  single  passage  from  the 
testimony  of  one  of  the  complainant's  experts : 

A  car  equipped  with  the  Schmid  motor  of  the  patent  in  suit  can  be  merely 
rolled  over  a  pit,  and  then  a  man  in  the  pit  can  inspect  or  remove  the  lower 
field-magnet  coils  by  merely  dropping  one  edge  of  the  lower  shell,  leaving  the 
armature  suspended  in  the  upper  shell.  With  no  further  manipulation,  he  can 
inspect  the  armature  by  rotating  it  to  bring  the  different  sides  into  view  from 
underneath.  By  merely  dropping  down  the  lower  half  together  with  the  arma- 
ture, the  field-coils  of  the  upper  shell  can  be  inspected  and  removed  without  the 
need  of  lifting  out  the  heavy  armature.  As  to  the  armature  itself,  it  can  be 
lowered  part  way  together  with  the  lower  half  of  the  field-magnet  when  it  will 
come  into  a  position  where  it  can  be  easily  and  conveniently  rolled  out  of  its 
bearings  in  the  lower  shell  and  carried  away.  These  operations  can  take  place 
\*^thout  the  necessity  of  removing  any  of  the  dirty  and  heavy  parts  through 
the  inside  of  the  car. 

The  evidence  shows  the  great  utility  of  the  patent  in  that  from 
eighty  to  ninety  per  cent,  of  the  motors  constructed  by  the  complain- 
ant company  since  1894,  approximately  from  30,000  to  35,000,  have 
been  of  this  type.  It  is  true  that  the  evidence  shows  that  some  modi- 
fications thereof  have  been  made,  but  the  substantial  features  of  the 
patent  have  been  followed  during  that  period  by  the  complainant  in 
the  construction  of  by  far  the  larger  part  of  its  electric  motors  of 
less  than  seventy-five-horse  power.  The  patent  in  question  un- 
doubtedly made  a  very  considerable  advance  in  the  art.  In  entering 
upon  an  examination  of  the  prior  art,  it  may  be  said  that  of  the 
numerous  patents  cited  as  anticipations  of  the  one  under  consideration 
many  are  so  obviously  dissimilar  that  particular  reference  thereto 
seems  unnecessary.  Such  only  of  them  therefore  as  seem  reasonably 
pertinent  will  be  discussed.  A  prior  patent  to  Schmid,  No.  442,459, 
of  1890,  for  a  double  reduction-motor,  is  no  longer  in  use.  It  was  of 
the  open  bipolar  double  reduction-gear  form  of  motor,  and  not  of  the 
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closed  type  with  single  reduction-gearing.  Its  magnet  was  of  the 
horseshoe  style  and  essentially  different  from  the  two-part  field- 
magnet  of  the  patent  in  suit  Its  upper  section  was  not  supported 
by  the  car-truck,  nor  was  its  lower  hinged  to  and  supported  by  the 
upper  section,  nor  was  there  any  means  provided  whereby  the  arma- 
ture might  be  supported  by  either  section  when  the  lower  section  was 
swung  downward.  It  had  its  foundation  in  a  heavy  rectangular 
frame  surrounding  the  motor.  The  armature  could  be  inspected  but 
not  removed  from  above,  although  from  below  it  could  both  be 
inspected  and  removed,  but  to  remove  one  of  the  field-magnets  it  was 
necessary  to  take  the  structure  apart,  an  operation  which  consumed 
much  time  and  labor.  It  is  impossible  to  see  how  this  patent  can  be 
considered  as  anticipating  the  construction  of  the  patent  in  suit. 

Still  another  patent  to  Schmid,  No.  498,577,  of  1893,  is  cited.  The 
fundamental  structure  of  this  motor  likewise  consists  of  a  heavy 
rectangular  framework  outside  of  the  motor  wherein  are  provided 
bearings  for  the  armature  and  also  for  the  car-axle.  This  framework, 
and  not  the  car-axle,  supported  the  motor,  and  constituted  one  of  the 
heavy  and  expensive  appendages  with  which  the  patent  in  suit  sought 
to  dispense.  The  lower  branch  of  the  field-magnet,  moreover,  is  not 
hinged  to  the  upper  half,  as  in  the  patent  in  suit,  but  to  an  outside 
framework,  which  framework  is  supported  on  the  car-truck.  The 
upper  field-magnet  coils  were  accessible  from  the  top  by  raising  the 
upper  half  of  the  field-magnet  shell,  and  the  lower  field-magnet  coils 
were  accessible  from  below,  but  the  armature  had  to  be  dealt  with 
separately  and  was  only  removable  from  underneath.  Access  to  the 
motor,  when  in  place,  could  only  be  had  from  above  by  means  of  a 
trap-door  in  the  car-floor.  In  the  Bassett  patent.  No.  457,102,  of 
1891,  the  upper  part  of  the  motor  is  rectangular  in  form  and  the 
lower  semicircular.  The  motor-casting  was  divided  longitudinally 
through  the  center.  The  two  parts  of  the  frame  were  hinged  together, 
but  the  upper  half  could  only  be  swung  upwardly,  and,  unless  the 
car-body  were  first  removed,  the  motor  could  only  be  gotten  at 
through  a  trap-door  in  the  floor  of  the  car.  The  motor  was  accessible 
from  above,  but  not  from  below.  Furthermore,  it  was  the  lower  half 
of  the  motor  which  was  supported  on  the  truck,  while  the  upper  half 
was  supported  by  the  lower.  It  does  not  appear,  certainly  not  clearly, 
that  the  lower  section  was  hinged  to  and  supported  by  the  upper  and 
adapted  to  swing  downwardly  as  claimed  by  defendant's  expert 
Bassett,  the  patentee,  was  a  witness  for  the  defendant,  and  testified : 

That  the  motor  was  suspended  from  the  bottom  half  of  the  fleld-frame.  The 
motor  was  therefore  arranged  to  raise  the  upper  half  of  the  field-frame  through 
the  trap  in  the  car  or  to  swing  it  up  on  the  hinges.  The  armature  could  then  be 
lifted  out  if  desired. 

It  appears,  moreover,  that  the  lower  section  was  not  only  not  sup- 
ported from  the  upper  section  and  adapted  to  swing  downwardly, 
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but,  if  it  were,  there  is  apparently  no  meiEins  provided  for  holding 
the  armature  in  the  upper  half  while  it  was  being  done,  nor,  again, 
does  either  half  of  the  frame  appear  to  be  independent  of  the  axle- 
bearings,  as  in  the  patent  in  suit. 

The  Blackwell  patent,  No.  470,817,  of  1892,  is  radically  diflferent 
from  the  patent  under  consideration.  It  does  not  have  a  field-magnet 
constructed  in  two  sections  within  the  terms  of  the  patent  in  suit.  The 
armature  is  not  supported  from  the  upper  but  from  the  lower  pole- 
piece,  and,  when  that  is  removed,  the  armature  drops  with  it.  Fur- 
thermore, it  has  no  hinge  or  swing  movement,  but,  if  opened  for 
inspection  or  repair,  the  lower  pole-piece  would  have  to  be  blocked 
up  from  beneath.  It  does  not,  and  cannot  without  reconstruction, 
perform  the  function  of  the  Schmid  patent. 

In  the  Mailloux  patent.  No.  457,357,  of  1891,  the  motor  is  sup- 
ported in  a  manner  essentially  different  from  that  of  the  patent  in 
suit.  It  has  no  hinge  or  hinge  movement,  and  is  therefore  incapable 
of  performing  the  swinging  downward  movement  of  that  patent. 
There  is  no  provision  for  retaining  the  armature  in  the  upper  sec- 
tion when  the  lower  is  removed.  Moreover,  the  field-magnet  is  not 
composed  of  two  parts.  The  complainant's  expert  says  that  of  all 
the  motors  examined  by  him  he  finds  this  the  most  inaccessible  and 
difficult  to  handle,  and  that  it  would  be  practically  impossible  to  get 
out  the  upper  field-coils  without  a  thorough  dismantling  of  the 
structure. 

The  Bassett  patent.  No.  527,927,  of  1894,  is  claimed  by  the  com- 
plainant to  be  too  late  to  be  relevant  in  this  case,  but,  waiving  that, 
it  is  also  essentially  unlike  the  Schmid  patent.  The  motor  is  sup- 
ported by  the  lower  half  of  the  frame,  and  it  is  this  which  constitutes 
the  foundation  of  the  motor,  while  the  upper  half  is  the  movable  part. 
The  motor  is  approached  from  above;  that  is,  through  the  platform 
of  the  car,  and  not  from  below.  No  means  is  shown  whereby,  even 
if  the  lower  half-frame  of  the  motor  were  capabale  of  being  swung 
downwardly,  the  armature  could  be  supported  in  the  upper  half. 

The  Angell  patent.  No.  486,176,  of  1892,  is  for  a  journal-box  in- 
tended to  be  used  generally  for  shaftings.  It  provides  no  means  for 
upholding  the  armature  in  the  upper  half  of  the  journal,  nor  does  it 
show  a  motor  with  a  two-part  field-magnet,  the  upper  part  of  which 
is  supported  by  the  truck  of  the  car  and  the  lower  part  supported 
by,  and  hinged  to,  the  upper  part 

As  already  intimated,  many  other  patents  have  been  cited  as  antici- 
pating one  or  another  of  the  claims  of  the  patent  in  suit.  They  are, 
however,  all  clearly  and  readily  distinguishable  from  it,  nothwith- 
standing  which  they  serve  to  show  that  the  problem  which  Schmid 
overcame  had  long  been  recognized,  and  its  solution  attempted  by 
workers  in  the  art    None  of  them,  however,  accomplished  it,  cer- 
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tainly  not  in  the  simple  and  eflfective  way  in  which  it  was  aocxmi- 
plished  by  Schmid. 

Another  patent,  No.  546,560,  issued  to  Sidney  H.  Short  September 
17, 1895,  for  an  electric  locomotive,  should,  before  leaving  this  brami 
of  the  case,  be  specifically  mentioned.  This  is  the  seccmd  of  the  two 
patents  in  suit,  and  is  claimed  by  the  defendant  to  fully  anticipate 
the  Schmid  patent.  The  complainant,  while  not  admitting  this,  in- 
sists that  it  is  immaterial  because  Schmidts  invention  was  made  some 
time  before  April  23,  1894,  the  date  of  the  filing  of  the  application 
for  the  Short  patent.  The  Schmid  patent  was  applied  for  May  10, 
1894,  and  was  issued,  as  already  appears,  August  30,  1898.  Hence 
it  will  be  seen  that  the  Short  patent  has  priority  over  Schmid,  both 
in  date  of  application  and  issue.  Upon  the  proposition  that  Schmid 
made  his  invention  prior  to  the  filing  of  the  Short  application,  the 
burden  of  proof  is  upon  the  complainant,  and  the  proposition  itself 
must  be  established  by  clear  and  convincing  testimony.  Tiuning  to 
the  evidence  supporting  it,  it  will  be  found  to  consist  in  the  testi- 
mony of  several  witnesses  an^  in  reference  to,  and  extracts  from,  the 
books  of  the  ccmiplainant,  and  other  memoranda  and  documents. 
The  proofs  upon  the  point  are  of  a  character  which  cannot  be  intel- 
ligently abbreviated  or  summarized;  hence  nothing  of  that  nature 
will  be  attempted.  It  is  deemed  sufficient  to  say  that  they  are  in 
kind  and  amount  such  as  cannot  be  disregarded,  and,  in  the  absence 
of  serious  contradiction,  must  be  considered  as  satisfactorily  estab- 
lishing the  point  to  which  they  were  directed,  and  this,  notwith- 
standing the  fact  that  Schmid  himself  was  not  called  as  a  witness. 
This  omission  was  criticized  by  defendant's  counsel,  but  hardly  with 
justice,  since  it  appears  that  he  has  resided  in  France  since  1897. 
In  my  judgment  the  evidence  upon  this  point  establishes  that  Schmid 
made  his  invention  some  time  in  the  spring  of  1892,  and  that  a  motor 
substantially  embodying  it  was  shipped  from  the  complainant's  fac- 
tory on  June  1st  of  that  year. 

I  think  upon  the  whole  case  that  the  Schmid  patent  is  valid.  It 
shows  both  utility  and  invention,  and  was  not  anticipated.  Coming, 
then,  to  the  question  of  infringement,  I  do  not  understand  either  from 
the  brief  or  oral  argument  of  defendant  that  this  is  denied.  Nor  was 
it  denied  by  the  defendant's  expert.  The  defendant's  motor  has  a 
field-magnet  constructed  in  two  sections  and  divided  hcMizontally 
like  the  complainant's,  the  upper  section  of  which  is  sleeved  upon  the 
axle  at  one  end  and  supported  by  the  car-truck ;  while  the  lower  sec- 
tion is  supported  by  the  upper  and  hinged  to  it  at  one  end,  and  re- 
movably fastened  thereto  at  the  other  independently  of  the  axle- 
bearing  in  such  a  manner  that  it  may  swing  downwardly.  Further- 
more, the  motor  is  provided  with  means  whereby  the  armature  may, 
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at  will,  be  supported  in  either  section  when  the  lower  section  is 
swung  downwardly.  The  pole-coils  and  armature  are  of  the  same 
type,  and,  in  general,  the  motor  is  in  all  respects  substantially  like 
that  covered  by  the  claims  in  issue  of  the  Schmid  patent  in  suit.  It 
seems  unnecessary  as  this  feature  of  the  case  is  presented  to  discuss 
the  matter  in  any  greater  detail  than  has  already  been  done. 

The  only  question  remaining  for  consideration  is  whether  the  de- 
fendant is  responsible  for  the  infringement,  inasmuch  as  the  infring- 
ing motor  was  one  of  several  manufactured  by  the  Bullock  Electric 
Manufacturing  C!ompany,  which  were  installed  on  the  cars  of  the 
Toledo,  Port  Clinton  &  Lakeside  Railway  Company  in  Ohio  in  1904. 
It  appears  from  the  proofs,  however,  that  the  defendant  in  its  own 
name,  and  by  an  advertisement  paid  for  by  it,  advertised  the  infring- 
ing motor.  There  is  also  evidence  showing  that  the  motors  manu- 
factured by  the  Bullock  Company,  and  supplied  to  the  above-men- 
tioned railroad  company,  were  installed  by  men  who  worked  under 
the  direction  of  an  engineer  of  the  defendant  company,  and  that  pay- 
ment for  the  equipment  was  made  to  the  defendant.  Again,  it  ap- 
pears that  the  defendant  has  acquired  the  plant  of  the  Bullock  Com- 
pany, and  has  since  then  paid  all  of  the  large  bills  of  that  company. 
There  is  additional  evidence  which  might  be  referred  to  were  it  nec- 
essary to  establish  the  responsibility  of  the  defendant  for  the  acts  of 
the  Bullock  Company.  As  to  the  claims  in  issue  of  the  Schmid  pat- 
ent, the  complainant  is  entitled  to  a  decree. 

There  remains  for  consideration  the  Short  patent,  already  referred 
to.  It  contains  19  claims,  of  which  three  only,  namely,  7,  8,  and  15, 
are  relied  on.    They  are  as  follows: 

7.  The  combination  with  a  motor-casing  constructed  with  end  trunnions,  said 
casing  and  trunnions  being  divided  or  formed  in  detachable  sections,  of  a  hook 
formed  in  one  section  of  the  casing,  a  perforated  lug  on  the  other  section,  and 
an  eyebolt  for  connecting  together  such  sections  and  forming  a  hinged  Joint 
between  them,  substantially  as  set  forth. 

8.  The  combination  with  a  two-part  motor-casing,  one  part  having  an  up- 
turned  hook  cast  on  one  side  and  perforated  lugs  on  the  opposite  ends,  the  other 
parts  having  perforated  lugs  cast  on  its  ends,  and  on  one  side,  of  an  eyebolt 
for  connecting  the  adjac^it  parts  of  the  casing,  and  bolts  for  securing  their  ends, 
substantially  as  set  forth. 

15.  The  combination  with  the  divided  motor-casing  having  divided  trunnions 
formed  on  its  opposite  ends,  of  journal-bearings  encirclng  the  journals  on  the 
armature-shaft,  and  means  for  detachably  securing  the  journal-bearings  to  the 
upper  sections  of  the  divided  trunnions,  substantially  as  set  forth. 

The  claims  involved  deal  chiefly  with  the  particular  form  of  hinge 
and  the  particular  means  provided  for  supporting  the  armature  in 
the  upper  section  of  the  field-magnet  when  the  lower  section  is 
dropped.  So  far  as  the  form  of  hinge  is  concerned.  Short  simply 
adopted  and  use^  aii  old  form  of  hinge  which  after  all  was  little 
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more  than  a  hook  and  eye.    Schmid  in  the  patent  already  considered, 
after  speaking  of  his  particular  form  of  hinge,  says : 

Bat  it  is  clear  that  any  one  skilled  in  the  art  may  deyise  yarlous  forms  of 
hinge  adapted  to  this  purpose. 

The  main  feature  of  this  hinge  is  in  its  mechanical  form.  Its  func- 
tion is  purely  mechanical.  I  fail  to  see  that  it  is  adopted  and  used  in 
a  way  that  involves  anything  in  the  nature  of  invention.  As  to  the 
trunnions  and  perforated  lugs  specifically  mentioned  in  the  claims 
in  issue,  and  relied  upon  to  show  invention,  it  is  unnecessary  to  pass 
upon  them,  notwithstanding  their  validity  is  seriously  attacked ;  for 
the  reason  that  the  defendant's  device  does  not  have  these  elements 
or  any  equivalent  thereof.  The  claims  in  question  have  not  therefore 
been  infringed.  My  views  accord  with  those  of  the  defendant's  ex- 
pert on  this  portion  of  the  case.  The  defendant's  structure  does  not 
show  any  trunnions  or  their  equivalent,  having  the  function  of  the 
trunnions  of  the  Short  patent,  and  the  same  may  be  said  of  the  per- 
forated lugs.    The  defendant's  device  has  no  lugs. 

As  to  this  patent^  the  hUl  will  he  disnUssed.  The  costs  wiU  he 
divided  hetween  the  parties. 


IV.  8.  Circuit  Court  of  Appeals — Third  Clreait.] 

Langan  V.  Warben  Axe  &  Tool  Co. 

Decided  February  2,  1911. 

166  O.  a,  986. 

1.  PATEIfTABIOTT — ObAB-HOOK. 

The  Langan  patent,  No.  595,181,  for  a  grab-hook.  Held  inyalld,  since  the 
invention  described  is  a  specific  form  of  hook,  whereas  the  claim  is  for  a 
combination  of  a  pair  of  grab-hooks  and  a  draft  device  and  there  is  no 
new  coaction  or  coi5peration  of  the  elements  of  the  combination. 

2.  Same — Combih ation  Claims — Cannot  be  Construed  as  a  Claim  fob  One  of 

THE  Blemsnts. 
Where  the  claim  of  a  patent  is  for  a  combination  of  a  pair  of  gral>-hook8 
and  a  draft  device  and  it  appeared  from  the  specification  that  the  invention, 
if  any,  consists  in  the  specific  form  of  hoolL,  Held  that  the  cUim  cannot 
be  construed  as  covering  the  hook  alone. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  West- 
em  District  of  Pennsylvania. 

Mr.  WfUiam  N.  CromweU  {Mr.  0.  A.  Snow  and  Mr.  G.  E.  Doyle 
of  counsel)  for  the  appellant. 

Messrs.  C.  W.  Stone  <&  Son  and  Mr.  James  Hamilton  for  the 
appellee. 

Before  Gray,  Buffington,  and  Lannino,  Circuit  Judges. 
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Lanning,  Cir.  J.: 

The  patent  in  suit  is  No.  595,181,  issued  to  David  H.  Langan  on 
December  7,  1897,  for  alleged  new  and  useful  improvements  in  grab- 
hooks  employed  in  skidding  logs.  The  specification,  after  stating 
the  manner  of  making  such  hooks  in  the  prior  art  and  their  alleged 
defects,  declares: 

One  of  the  prime  features  of  my  invention  is  to  so  construct  the  liook  as  to 
obviate  undue  wear  and  destruction  of  the  mauls  and  to  thereby  increase  the 
period  of  their  utility  from  a  lialf-day  to  a  month,  more  or  less;  secondly,  to 
so  construct  the  tooth  of  the  hook  as  to  adapt  it  to  be  more  readily  driven  in 
the  side  of  the  log  to  be  skidded ;  thirdly,  to  increase  the  strength  of  the  hook 
at  the  point  at  which  the  greatest  strain  occurs,  to  wit,  the  angle ;  and,  fourthly, 
to  so  form  the  hook  as  to  facilitate  its  withdrawal  from  its  engagement  with 
the  log  by  means  of  the  usually-employed  pike-lever.  With  these  various  ob- 
jects in  view  my  invention  consists  in  the  particular  and  peculiar  form  of 
hook  herein  described  and  pointed  out  in  the  claim. 

The  specification  then  describes  the  construction  and  form  of  the 
hook,  states  that  in  use  a  pair  of  the  hooks  is  connected  by  interven- 
ing links  or  chains  to  the  usual  draft  appliance,  and  then  sets  forth 
the  alleged  advantages  of  the  hooks. 

It  will  be  observed  that  in  this  specification,  which,  except  as  to 
one  or  two  verbal  corrections,  is  in  the  same  form  as  when  the  appli- 
cation was  first  filed  in  the  Patent  Office,  there  is  no  suggestion 
that  any  part  of  the  patentee's  invention  resides  in  a  combination  of 
the  grab-hooks  and  the  draft  appliance.  The  connection  between 
the  gi*ab-hooks  and  the  draft  appliance  by  means  of  links  or  chains  is 
mentioned,  but  such  connection  was  as  old  as  grab-hooks  themselves, 
and  the  patentee  expressly  states  that  his  invention  consists,  not  in 
any  such  combination,  but — 

in  the  particular  and  peculiar  form  of  hook  herein  described  and  pointed  out 
in  the  claim. 

In  the  specification  as  it  originally  existed  the  word  "  claim,"  just 
quoted,  was  "claims,"  and  to  the  specification  were  annexed  six 
claims,  each  of  which  referred  merely  to  the  construction  and  form 
of  an  "improved  grab-hook."  The  first  five  of  these  claims  were 
rejected  in  the  Patent  Office,  and  the  sixth  claim  was  criticized  as  in- 
complete. Thereupon  the  patentee  canceled  all  the  claims  and  in- 
serted a  new  claim,  which  was  subsequently  allowed,  and  is  the  only 
claim  of  the  patent,  and  the  one  now  in  suit.    It  is  as  follows : 

The  combination  with  the  pair  of  grab-hooks,  each  consisting  of  a  shank 
having  an  eye  at  its  front  end  and  at  its  rear  end  having  a  projecting  perfo- 
rated ear,  immediately  in  front  of  which  latter  is  located  an  angularly-disposed 
driving-tooth,  said  shank  being  widened  above  its  tooth  for  the  purpose  of 
producing  an  increased  impact-surface,  of  a  draft  device  connected  with  the 
eyes  at  the  front  ends  of  the  shanks,  substantially  as  specified. 

The  circuit  court  found  the  patent  void  and  decreed  that  the  bill 
be  dismissed.     (See  opinion,  181  Fed.  Rep.,  143.)     In  that  opinion  we 
2097**— 12 33 
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concur.  Not  only  is  the  claim  for  a  combination  foreign  to  what  is 
set  forth  in  the  specificaticm,  but  there  is  no  new  coaction  or  coop- 
eration of  the  elements  of  the  combination.  The  grab-hooks  and 
draft  appliance  of  the  patent,  in  combination,  coact  as  grab-hooks 
and  draft  appliances  have  always  done.  The  grab-hook  of  the  patent, 
by  reascm  of  its  peculiar  construction  and  form,  is  very  probably  an 
improvement  of  no  little  utility.  But  the  patentee  cannot,  merely 
because  of  that  fact,  have  a  patent  for  a  combination  which  shall 
have,  as  one  of  its  elements,  a  pair  of  such  grab-hooks.  He  did  not 
invent  the  combination.  He  invented,  if  he  invented  anything,  an 
improved  grab-hook.  Indeed,  this  is  conceded  by  the  patentee's 
counsel,  and  he  argues  that  because  the  Patent  Examiner,  when  the 
original  claims  were  before  him,  said — 

claim  6  is  incomplete  without  the  links,  and  the  eye  in  the  end  of  the  shank 
is  useless  without  the  other  elements, 

the  claim  as  it  now  stands  should  be  construed  as  one  describing,  as 
the  real  invention,  a  specific  form  of  grab-hook.  Manifestly,  we 
cannot  so  construe  it.  The  claim  is  for  a  combination  of  grab-hooks, 
of  a  peculiar  form,  and  a  draft  device.  We  are  not  at  liberty  to 
distort  its  plain  language.  It  may  be,  as  the  patentee's  counsel  de- 
clares, that  the  criticisms  of  the  Examiner  led  to  the  present  form 
of  the  claim.  But  if  the  Examiner's  criticisms  were  unsound,  the 
patentee  could  have  had  them  reviewed  by  an  appropriate  appeal. 
This  is  not  a  case  where  there  was  a  mere  change  of  phraseology  to 
suit  the  views  of  an  Examiner.  The  structure  of  the  claim  was 
remodeled  in  a  fundamental  respect.  It  was  changed  from  a  claim 
for  an  improved  grab-hook  to  a  claim  for  a  combination  of  an  im- 
proved grab-hook  and  a  draft  device.  We  are  therefore  compelled 
to  read  the  claim  as  one  for  a  combination,  and  not  for  an  improved 
grab-hook.  So  read,  it  is  clear  that  there  is  no  error  in  the  decree 
of  the  circuit  court. 
Tfie  decree  is  affirmed^  with  costs. 


fU.  8.  Circuit  Court  of  Appeals — Third  Circuit.] 

Penn  Electrical  &  Mfg.  C!o.  v.  Conboy. 

Decided  February  4, 191U 

167  O.  Gm  243. 

Reissug — Statutobt  OnoimDB. 

Where  a  patent  for  a  process  was  adjudged  invalid  for  lack  of  patentable 
invention  in  that  the  process  was  not  new,  but  the  claim  was  merely  for  the 
fniiclion  of  a  machine  to  do  whal  had  previously  been  done  by  hand,  the 
case  was  not  one  of  insufficiency,  overstating,  inadvertence,  accident,  or 
mistalce,  which  would  entitle  the  patentee,  under  the  provisions  of  section 
4916,  Revised  Statutes,  to  a  reissue,  with  a  claim  to  the  machine. 
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Appeal  from  the  Circuit  Court  of  the  United  States  for  the  West- 
em  District  of  Pennsylvania. 

Mr.  Jos,  M.  Neshit  and  Mr.  Edward  Rector  for  the  appellant. 
Mr,  Bayard  H.  Christy  and  Mr.  Paid  Synnestvedt  for  the  appellee. 

Before  Gsat,  Buffinoton,  and  Lannino,  Circuit  Judges. 

BuFFiNGTON,  Cir.  J.: 

In  the  court  below  a  decree  was  entered  in  favor  of  the  complain- 
ant, John  M.  Conroy.  adjudging  the  respondent  had  infringed  Re- 
issue Patent  No.  12,789,  granted  May  5,  1908,  to  said  Conroy  for 
ornamenting  glass.  The  opinion  of  the  lower  court  is  reported  at  173 
Fed.  Rep.,  2&9,  overruling  a  demurrer,  and  at  181  Fed.  Rep.,  697,  on 
final  hearing. 

The  case  was  before  us  on  a  former  appeal.  In  that  case  the  lower 
court  had  held  and  decreed  Conroy's  Patent  No.  723,139  was  invalid 
as  not  involving  patentability.  The  opinion  of  the  lower  court  in 
that  case  is  reported  at  155  Fed.  Rep.,  421,  and  that  of  this  court 
affirming  such  decree  at  159  Fed.  Rep.,  943;  87  C.  C.  A.,  149.  After 
the  decision  of  this  court  Conroy  applied  for  and  obtained  a  reissue, 
No.  12,789,  of  his  Patent  No.  723,139.  The  present  case  involves  the 
validity  of  that  reissue. 

The  case  being  here  on  substantially  the  same  state  of  facts  as  in 
the  former  appeal,  all  questions  of  law  determined  on  the  first  appeal 
become  the  law  of  the  case  for  courts  and  parties  on  the  second. 
{Columbia  Chemical  Co.  v.  Duif,  184  Fed.  Rep.,  876.)  What,  then, 
was  the  decision  in  the  former  case?  In  that  case  the  court  below  had 
before  it  process  patent  No.  723,139,  for  ornamenting  glass,  granted  to 
John  M.  Conroy  March  17, 1903.  That  patent  referred  to  die  clipping 
and  scaUoping  of  the  edges  of  plate-glass  for  small  mirrors,  which 
previous  to  Conroy's  invention  had  been  done  by  hand.  From  the 
opinion  in  that  court  reported  at  155  Fed.  Rep.,  421,  it  will  be  seen  that 
one  of  the  workmen  in  Conroy's  factory  suggested  to  him  the  idea  that 
such  hand-clipping  could  be  done  by  machinery,  whereupon  Conroy, 
after  examining  the  hand  process,  went  into  his  office,  and  in  half 
an  hour  called  the  workmen  in  and  explained  a  machine  which  he 
had  meanwhile  evolved.  Conroy  then  applied  for  a  single  patent  to 
cover  both  process  and  machine.  On  suggestion  of  the  Office  the 
machine  claims  were  withdrawn  and  made  the  subject  of  a  later  ap- 
plication on  which  Patent  No.  731,667  was  issued  to  him.  The 
original  application  was  then  prosecuted  for  the  process  and  resulted 
in  the  issue  of  Patent  No.  723,139.  The  validity  of  the  latter  patent 
was  challenged  in  the  court  below  in  the  former  case  on  the  ground 
that  the  method  claimed  did  not  involve  patentability.  This  defense 
of  non-patentability  the  court  below  sustained,  holding  that  the 
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patentee  was  simply  attempting  to  claim  and  patent  the  mere  func- 
tion of  his  patented  machine,  and  that  under  Risdon  Locomotive 
Works  V.  Medart  (C.  D.,  1895,  330;  71  O.  G.,  751;  158  U.  S.,  68;  15 
Sup.  Ct.,  745 ;  39  L.  Ed.,  899)  he  could  not  do  so.  In  that  regard  that 
Court  said: 

Now  applying  this  principle  to  the  case  in  hand,  it  is  very  clear  that,  in  view 
of  the  prior  existence  of  chipped  glass,  and  that  the  advance  Ck>nroy  made  was 
to  devise  a  machine  to  make  it,  it  is  clear  that,  while  such  machine  is  patentable, 
the  function  of  that  machine,  namely,  making  machine-chipped  glass,  is  not.  To 
do  so  would  thwart  the  object  of  the  patent  law,  which  is  to  promote,  not  retard, 
invttitions.  To  use  a  homely  illustration :  Beef  was  chipped  by  hand.  But  no 
one  would  contend  that  when  the  first  machine  for  chipping  beef  was  made  the 
inventor  thereof  could  secure  a  patent  for  the  process  embodied  in  the  machine 
To  do  this  would  be  to  bar  the  way  to  every  inventor  who  might  devise  some 
other  machine  for  producing  the  conunon  article  of  chiiq[)ed  beef.  Such  a  con- 
struction of  the  patent  laws  would  make  them  retard  progress.  Upon  con- 
sideration we  are  clear  that  Patent  No.  723,139  is  void  as  simply  being  for  the 
function  of  a  machine  devised  to  manufacture  an  old  product 

Subsequently  it  entered  its  decree  as  follows: 

6.  The  court  being  of  the  opinion  that  Letters  Patent  of  the  United  States 
No.  723,139,  granted  March  17,  1903,  to  John  M.  CJonroy,  complainant  herein, 
for  a  certain  new  and  useful  improvement  in  ornamenting  glass,  do  not  dis- 
close a  patentable  invention  within  the  meaning  of  the  law,  an  injunction  and 
accounting  in  respect  of  said  last-named  Letters  Patent  are  denied. 

From  such  decree  the  former  appeal  was  taken  to  this  court.  In 
its  opinion  this  court  considered  the  further  questicm  whether  Ccm- 
roy's  alleged  method  was  new,  saying: 

If  the  complainant  (Oonroy)  simply  gave  to  the  art  a  better  implement  for 
proceeding  by  an  old  method,  his  patent  is  void. 

The  opinion  then  proceeds  to  show  that  there  was  no  difference 
between  the  method  of  chipping  by  hand  and  that  of  Conroy  by 
machine,  concluding: 

In  both  cases  blows  are  struck,  and  struck  at  successive  points  closely  adja- 
cent to  the  edge  of  the  article,  which  remove  the  edge  and  a  portion  of  the 
opposite  side  of  the  glass,  and  the  pieces  removed  are  approximately  uniform 
in  size  and  sliape.    Thus  we  have  substantial  id^itity  of  operation  in  both  cases. 

And  after  further  reasoning  its  conclusion  was : 

We  think  the  court  below  was  right  in  holding  the  patent  invalid. 

In  accordance  with  that  view  this  court  issued  its  mandate  affirm- 
ing, in  quoted  language,  the  decree  of  the  court  below  as  quoted 
above.  By  these  proceedings  it  will  thus  be  seen  that  the  question 
whether  Conroy's  process  disclosed  a  patentable  invention  was  the 
issue  litigated  between  him  and  the  Penn  Electrical  Company,  that  it 
was  decided  adversely  to  Conroy  and  by  the  decree  entered  in  the 
lower  court,  which  was  subsequently  affirmed  in  this,  that  question 
became  res  adjudieata  as  between  the  parties  to  the  suit. 
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After  the  decision  in  the  other  case,  Conroy  applied  for  and  was 
granted  Reissue  Patent  No.  12,789,  upon  his  process  patent  No. 
723,139,  and  therein  was  granted  a  claim,  not  for  his  process,  but  for 
a  machine;  said  claim  being: 

A  machine  for  clipping  the  edges  of  glass  articles,  comprising  in  combination 
a  rest  or  support  for  said  article  and  a  carrier  movable  relative  to  said  support 
and  provided  with  projecting  means  arranged  to  strike  the  said  glass  an  angular 
glancing  blow  at  a  point  adjacent  its  edge  and  in  a  direction  away  from  the  edge, 
substantially  as  described. 

The  specification  was  based  on  the  identical  figures  and  specification 
found  in  process  patent  No.  723,139,  with  the  addition  of  this  to  the 
specification : 

While  I  have  shown  with  some  particularity  preferred  forms  of  apparatus  for 
carrying  out  my  improved  method,  no  claims  are  made  herein  to  such  specific 
and  preferred  forms  of  apparatus,  as  such  specific  or  particular  form  of  appa- 
ratus embodying  a  series  or  plurality  of  pins  arranged  to  operate  successively  is 
claimed  specifically  in  patent  issued  to  me  August  11,  1903,  No.  735,949,  and 
another  specific  or  particular  form  embodying  a  supporting-table  for  the  glass 
and  means  for  shifting  the  table  step  by  step  is  specifically  claimed  in  another 
patoit  issued  to  me  June  23,  1903,  No.  731,667. 

The  court  below  overruled  a  demurrer  to  this  reissue  in  an  opinion 
reported  at  173  Fed.  Rep.,  299,  and  on  final  hearing,  in  an  opinion 
reported  at  181  Fed.  Rep.,  697,  found  the  patent  valid  and  the  ma- 
chine claim  infringed.  From  such  decree  the  Penn  Electrical  C!om- 
pany  appealed.  After  argument  and  due  consideration,  we  are  of 
opinion  this  decree  was  erroneous  because  the  reissue  was  invalid. 

The  right  to  a  reissue  of  this  patent  must  be  found  in  Revised 
Statutes  4916,  (U.  S.  Comp.  St.,  1901,  p.  3393,)  which  provides, 
inter  alia: 

Whenever  any  patent  is  inoperative  or  invalid,  by  reason  of  a  defective  or 
insufificient  specification,  or  by  reason  of  the  patentee  claiming  as  his  own  inven- 
tion or  discovery  more  tlian  he  had  a  right  to  claim  as  new,  if  the  error  has 
arisen  by  inadvertence,  accident,  or  mistake,  and  without  any  fraudulent  or 
deceptive  intention,  the  Commissioner  shall,  on  the  surrender  of  such  patent  and 
the  payment  of  the  duty  required  by  law,  cause  a  new  patent  for  the  same  Inven- 
tion, and  in  accordance  with  the  corrected  specification,  to  be  issued  to  the 
patentee,  etc. 

Now  it  will  be  observed  that  the  facts  of  this  case  do  not  fall  within 
these  provisions.  Patent  No.  723,139  was  not  inoperative  or  invalid 
by  reason  of  a  defective  or  insufficient  specification.  On  the  contrary, 
the  specification  was  complete  and  sufficient.  In  accordance  with 
Revised  Statutes  4888,  (U.  S.  Comp.  St.,  1901,  p.  3383,)  it  contained, 
a  written  description  of  ♦  ♦  ♦  the  manner  and  process  of  ♦  •  ♦  using  it, 
in  such  full,  clear,  concise,  and  exact  terms  as  to  enable  any  person  skilled  in 
the  art    ♦    ♦    ♦    to  use  the  same ; 
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and,  indeed,  no  change  was  made  in  that  regard  in  the  specificaticm 
when  it  was  used  for  the  reissue.  Nor  was  the  vice  of  Patent  No. 
723,139  that  he  therein  claimed — 

as  his  own  invention  or  discovery  more  than  he  had  a  right  to  (daim  as  new. 

for  he  unquestionably  did  discover  the  machine  process  shown  in  his 
machine  and  embodied  in  the  claims  of  No.  723,189.  The  vice  of  that 
patent  was  twofold :  First,  that  conceding  such  machine  process  was 
new  it  did  not,  in  the  terms  of  the  decrees  made  in  the  original  case 
by  the  lower  and  the  upper  courts,  "  disclose  a  patentable  invention 
within  the  meaning  of  the  law ;  "  and,  secondly,  as  held  by  the  upper 
court,  such  machine  process  was  not  new  because  it  was  the  same  proc- 
ess that  was  known  and  used  in  the  hand  art.  It  was  not  a  case  of 
insufficiency,  overstating,  inadvertence,  accident,  or  mistake  of  the 
original  patent,  but  one  of  adjudicated  invalidity  for  lack  of  patent- 
able invention.  And  adjudged  lack  of  patentability  is  not  made  by 
the  statute  a  ground  for  reissue. 

It  is  sought,  however,  to  bring  the  case  within  the  reissue  statute 
as  one  where  the  vice  of  the  patent  was  because  its  claims  were  too 
broad,  and  to  support  this  view  our  attention  is  called  to  a  sentence 
in  this  court's  opinion : 

The  claims  of  the  method  patent  include  the  hand  operation,  as  weU  as  the 
machine  operation. 

But  when  these  words  are  read  in  the  light  of  the  context,  and 
that  the  question  then  being  considered  was  that  the  machine  process 
was  invalid,  not  because  Conroy  had  not  discovered  it  as  a  machine 
process,  but  because  such  machine  process  was  simply  the  old  process 
theretofore  worked  by  hand,  and  because  the  process  whether  used 
in  hand  or  machine  was  old,  it  did  not,  as  the  decree  held, 
disclose  a  patentable  Invention  within  the  meaning  of  the  patent  law, 

it  will  be  seen  the  language  has  not  the  significance  now  con- 
tended for.  And  that  the  process,  whether  by  hand  or  machine,  was 
the  same,  was,  the  opinion  contended,  indicated  by  the  fact  that  the 
process  described  in  the  claim  made  by  Conroy  on  his  machine- 
process  invention  might  also  aptly  describe  the  process  that  had  been 
used  in  ihe  old  hand  art,  and  this  was  advanced  as  a  reason,  not  to 
show  that  his  claim  was  invalid  because  it  was  too  broad,  but  that 
no  such  claim,  either  broad  or  narrow,  could  be  made  because  the 
process  therein  described  was  old  and  non-patentable.  Read  in  con- 
nection with  the  context,  and  bearing  in  mind  the  patent  was  de- 
creed invalid  because  it  did — 

not  disclose  a  patentable  invention  within  the  meaning  of  the  law, 

it  will  be  seen  the  words  in  question  cannot  have  the  effect  of  bring- 
ing the  case  within  the  terms  of  the  reissue  statute.    The  case  there- 
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fore  not  falling  within  the  terms  of  the  reissue  statute,  the  reissue 
was  made  without  authority  of  law  and  must  be  held  void. 

This  view  renders  it  unnecessary  for  us  to  discuss  the  other  and 
grave  question  involved  affecting  tiie  validity  of  this  reissue  in  view 
of  the  Office  proceedings  on  machine  patent  No.  781,677. 

The  decree  of  the  court  below  is  therefore  reversed,  with  costs  and 
with  directions  to  the  circuit  court  to  enter  a  decree  in  favo7'  of  tht 
respondent  adjudging  Heissue  PaterU  No.  12^789  invalid^  and  dismiss- 
ing the  bill  of  complaint. 


[U.  S.  Circuit  Court  of  Appeals — Seventh  Circolt.1 

SiEBER  &  Tbussell  Mfg.  C!o.  V.  Chicago  Bindeb  &  File  Co. 

Decided  January  10,  1911. 
167  O.  G..  763. 

Patkntawlitt — ^Loose-Leaf  Bindeb. 

The  substitution,  in  a  loose-leaf  binder,  for  the  lock  previously  used 
therein  of  a  lock  that  previously  existed  in  l)ox-fa8tenings  Held  not  to 
amount  to  invention.  **  In  the  new  binder,  there  is  an  old  combination  con- 
siderably improved  and  a  better  result ;  but  an  old  operation  by  old  means/* 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the 
Northern  District  of  Illinois. 

STATEMENT  OF  THE  CASE. 

The  appeal  is  from  a  decree  dismissing  the  bill  for  want  of  equity. 
(177  Fed.  Rep.,  439.)  The  bill  was  to  restrain  the  infringement  of 
Letters  Patent  No.  806,702,  issued  December  5th,  1905,  for  a  new  and 
useful  improvement  in  loose-leaf  binders.  The  claims  sued  upon 
are  as  follows: 

1.  In  a  binder,  in  combination,  a  pair  of  side  plates  having  end  flanges  and 
being  pivotally  united;  a  spring-stud  carried  by  a  flange  of  one  of  the  plates 
and  adapted  to  enter  a  T-slot  in  the  adjacent  flange  of  the  other  plate,  such 
stud  having  its  body  enlarged  at  its  base  to  a  greater  diameter  than  the  throat 
of  the  slot 

2.  In  a  binder,  in  combination,  a  pair  of  angle-plates  hinged  together  and 
having  end  flanges  of  such  width  that  they  overlap  when  the  binder  is  closed, 
one  of  such  aid  flanges  having  a  T-slot  entering  from  its  front  end;  and  a 
spring-stud  having  its  body  enlarged  at  its  base  to  a  greater  diameter  than  the 
throat  of  the  slot,  such  enlargement  being  beveled. 

Other  patents  cited  are  the  following:  No.  226,174,  A.  Kaufman, 
Apr.  6,  1880;  No.  335,822,  G.  B.  Lehy,  Feb.  9,  1886;  No.  638,726,  F. 
Korsmeier,  Dec.  12,  1899;  No.  652,439,  F.  X.  Mudd,  June  26,  1900; 
No.  736,338,  E.  T.  A.  Akass,  Aug.  18, 1903;  No.  746,052,  J.  J.  Dutfy, 
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Dec.  8, 1903;  No.  794,827,  A.  C.  Wiechers,  July  18, 1905;  No.  819,275, 
W.  N.  Hall,  May  1,  1906. 

Complainant's  patent,  and  the  Duffy  patent.  No.  746,052,  men- 
tioned in  the  opinion,  are  illustrated  in  the  following  diagrams : 

Diagram  of  complainanfs  patent. 


Diagram  of  Duffy  patent. 


The  facts  are  stated  in  the  opinion. 

Mr.  CJiarles  B.  GiUson  for  the  appellant. 

Mr.  John  U.  Lee  for  the  appellee. 

Before  Grosscup,  Baker,  and  Seaman,  Circuit  Judges. 

Grosscup,  Circuit  Judge,-  delivered  the  opinion. 

The  prior  art  in  loose-leaf  binders  is  shown  in  the  Duffy  patent. 
It  shows  a  binder  comprising  curved  binder-plates,  pivotally  con- 
nected together,  and  having  end  flanges  adapted  to  slide  past  each 
other  with  a  shearing  action,  one  of  the  end  flanges  being  equipped 
with  a  leaf-spring  carrying  a  beveled  locking-stud,  adapted  to 
register  with  a  perforation  in  the  companion  end  flange — ^the  leaf- 
spring  being  equipped  with  a  push-button,  adapted  to  force  the 
spring  inwardly  and  withdraw  the  locking-stud  from  locking  en- 
gagement.   The  locking  is  automatic. 

The  complainant's  patent  differs  from  this  in  nothing  except  that 
in  complainant's  patent  the  latching  device  is  through  a  T-shaped 
slot,  the  locMng-stud  having  a  beveled  surface,  automatically  lock- 
ing the  moment  that  the  stud  gets  to  the  enlarged  opening  of  the 
slot.  What  the  patentee  did,  in  the  patent  in  suit,  was  to  simply 
change  the  stud  from  its  place  on  one  of  the  flanges  to  its  present 
place,  together  with  the  T-shaped  slot,  essential  to  the  working  of 
such  a  stud. 
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Possibly  there  might  have  been  invention  in  this  change  from  one 
locking  device  to  another,  were  the  supplanting  locking  device  itself 
new  in  th^  art  But  it  is  not  new  in  the  art.  It  appears,  pieci&ely  as 
the  patent  in  suit  adopts  it,  in  the  Lehy  patent  in  the  ait  of  box- 
fasteners.  The  patent  in  suit,  therefore,  has  made  no  advance  upon 
the  previous  art  of  loose-leaf  binders,  except  to  substitute,  for  the 
lock  previously  existing  in  those  binders,  a  lock  that  previously 
existed  in  box- fastenings.  In  our  judgment,  this  transposition  is 
not  patentable  invention.  As  stated  in  the  opinion  of  the  court 
below, 

it  is  like  putting  the  ordinary  door-lock  into  a  new  place,  or  using  a  lock- 
buckle  on  a  saddle-girth  or  stirrup-strap,  and  claiming  for  the  result  a  patent- 
able combination.  In  the  new  binder,  there  is  an  old  combination  considerably 
improved,  and  a  better  result;  but  an  old  operation  by  old  means. 

T?ie  decree  of  the  circuit  court  is  affirmed. 


lU.  S.  Circuit  Court  of  Appeals — Seventh  Clrcuit.l 

General  Elbcteic  Co.  v.  Winona  Intebuhsan  Ry.  Co. 

Decided  April  11, 1911. 

170  O.  G.,  705. 

Patentability — ^Rbgulation  or  Electric  Cubsents. 

The  Steinmetz  patent.  No.  594,144,  for  an  improvement  in  regulation  of 
alternating-current  systems,  is  void  for  lack  of  patentable  invention  in  view 
of  the  prior  art. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  District 
of  Indiana. 

STATEMENT  OP  THE  CASE. 

The  appeal  is  from  a  decree  dismissing  the  bill  for  want  of  equity. 
The  bill  was  to  restrain  infringement  of  Letters  Patent  No.  594,144, 
issued  November  28,  1897,  to  Charles  P.  Steinmetz,  assignor  to  ap- 
pellant, for  an  improvement  in  regulation  of  alternating-current 
systems. 

The  claims  of  the  patent  sued  upon  are  as  follows: 

1.  The  combination  in  an  alternating-current  system,  of  a  source  of  out-of- 
phase  waves  of  current  or  electromotive  force  between  the  feeding-mains  and 
a  working  snbcircnit  or  branch  of  the  system,  and  a  phase-modifier  in  such 
subcircuit 

2.  The  combination  in  an  alternating-current  system,  of  a  regulable  phase- 
modifier  In  a  subcircuit  or  branch  of  the  system,  and  a  localizer  restricting  the 
influence  of  the  phase-modifier  from  otlier  portions  of  the  system,  as  set  forth. 
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3.  Tbe  combination  in  an  alteraatlng-current  system,  of  a  {dutse-modifier  in  a 
working  subcircuit  or  branch  of  tbe  system,  and  an  inductance  localizing  the 
action  of  such  phase-modifier,  as  set  forth. 

5.  The  combination  in  an  alternating-current  system,  of  a  source  of  out-of- 
phase  waves  of  curr^it  or  electromotive  force  between  the  mains  and  a  sub- 
circuit  of  the  system,  with  an  electrodynamic  phase-modifier  comprising  a  con- 
ductor movable  relatively  to  a  magnetic  field,  and  means  for  regulating  the 
phase-modifier,  as  set  forth. 

6.  The  combination  in  an  alternating-current  system,  of  an  inductance  for 
localizing  a  subcircuit  or  portion  of  such  system,  and  an  electrodynamic  phase- 
modifier  comprising  a  conductor  movable  relatively  to  a  magnetic  field  for  modi- 
fying the  relation  of  current  and  electromotive  force  in  such  regulated  portion 
of  the  system  and  means  for  regulating  the  phase-modifier  so  as  to  cause  the 
current  to  lead  or  lag,  as  set  forth. 

7.  The  combination  in  an  altemathig-current  i^ystem,  of  an  electrodynamic 
phase-modifier  of  the  synchronous  type  regulable  for  modifying  the  phase  rela- 
tion as  desired  in  a  subcircuit  or  portion  of  the  system,  and  an  inductance  serv- 
ing as  a  localizer  for  restricting  the  infiuence  of  the  phase-modifier,  as  set  forth. 

12.  The  combination  in  an  alternating-current  system,  of  an  artificial  induc- 
tance, a  phase-modifier  and  means  for  regulating  the  phase-modifier  so  as  to 
cause  the  current  to  lag  or  lead  as  desired. 

18.  The  method  of  regulating  an  alternating-current  distribution  system  which 
consists  in  modif^ng  the  phase  relation  between  curr^it  and  electromotive  force 
in  a  subcircuit  or  portion  of  such  system  requiring  regulation,  and  localizing 
the  influence  of  such  phase  modification  from  other  portions  of  the  system,  as 
set  forth. 

22.  The  method  of  localizing  a  subcircuit  supplied  from  alternating  meana, 
which  consists  in  adjusting  the  relative  value  of  the  self-induction  and  of  dis- 
placement of  phase  of  electromotive  force  and  current  in  such  portions  to  give 
the  desired  relation  between  the  subcircuit  and  the  maina 

The  drawing  in  the  patent  is  as  follows: 


In  the  application  for  the  patent,  the  prior  art  is  referred  to  as 
follows : 

In  other  applications  for  Letters  Patent  I  have  shown  that  the  phase  relation 
between  current  and  electromotive  force  in  an  alternating-current  circuit  may 
be  modified  by  electrodynamic  phase-modifiers  resembling  in  general  construc- 
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tJon  the  syncliroDous  machines  now  used  for  motors  and  other  purposes  by 
properly  regulating  the  field  strength  of  tlie  phase-modifier  or  otherwise.  I 
have  also  shown  that  in  Uiis  manner  the  evil  effects  of  self-induction  in  an 
alternating  circuit  may  be  overcome  or  compensated  and  that  constant  potential 
or  constant  current  may  be  maintained  in  the  regulated  circuit,  together  with 
other  desired  ends. 

The  present  invention  relates  to  the  same  subject  of  phase  modification,  and 
the  phase-modifiers  previously  described  are  made  a  part  of  the  invention  in 
certain  new  combinationa 

Other  patents  cited  are  the  following:  No.  372,330,  E.  W.  Rice,  Jr., 
November  1,  1887;  No.  383,662,  O.  B.  Shallenberger,  May  29,  1888; 
No.  392,370,  Sellon  &  Mordey,  November  6,  1888;  No.  608,638,  E.  W. 
Rice,  Jr.,  November  1,  1887;  No.  383,662,  J.  F.  Kelly,  November  14, 
1893;  No.  543,907,  C.  P.  Steinmetz,  August  6,  1895;  No.  548,511,  P. 
Boucherot,  October  22, 1895;  No.  582,131,  B.  G.  Lamme,  May  4, 1897; 
No.  832,852,  W.  MacN.  Fairfax,  October  9,  1906. 

Further  facts  are  stated  in  the  opinion. 

Mr.  Parker  W.  Page  and  Mr.  Thomas  B.  Kerr  for  the  appellant. 

Mr.  C.  F.  Edwards^  Mr.  Thomas  T.  Edwards^  and  Mr.  Thomas  F. 
Sheridan  for  the  appellee 

Before  Grosscup  and  Kohlsaat,  Circuit  Judges,  and  Carpenter, 
District  Judge. 

Grosscup,  Cir.  /.,  after  stating  the  facts  as  above,  delivered  the 

opinion. 

The  general  nature  and  purpose  of  the  Steinmetz  invention,  from 
the  point  of  view  of  the  appellant,  is  stated  in  the  brief  of  the  appel- 
lant as  follows: 

The  invention  of  the  patent  in  suit  is  an  improvement  in  systems  for  the  dis- 
tribution of  alternating  currents  of  electricity  from  a  central  power-station  over 
a  main  line  or  circuit  running  therefrom  to  a  number  of  independent  subcir- 
cults,  the  object  being  to  so  organize  the  system  that  each  of  the  subcircuits. 
whatever  its  individual  requirements,  will  at  all  times  in  the  operation  of  the 
system,  experience  the  proper  electric  pressure  or  potential  and  receive  the 
proper  current  for  the  operation  of  the  translating  devices  connected  with  it, 
without  reference  to  or  disturbance  of  the  conditions  on  either  the  main  line  or 
any  of  the  other  subclrcults. 

In  order  to  make  this  matter  perfectly  clear,  assume  that  in  the  city  of  In- 
dianapolis there  is  installed  a  large  central  generating-statlon  or  power-house 
at  which  Is  developed  alternating  current  for  the  operatfon  of  electric  lights, 
motors  or  other  translating  devices  in  a  number  of  outlying  and  isolated  towns. 
A  main-line  transmission-circuit  runs  from  the  central  station  to  such  towns, 
and  current  is  delivered  to  it  at  high  tension  or  pressure.  4t  each  town  a  por- 
tion of  this  current  is  tapped  or  drawn  off  from  the  transmission-line,  lowered 
in  pressure  by  means  of  static  transformers,  and  fed  into  the  local  or  subcircuit 
mains  extending  through  the  town.  It  is  evident  that  one  of  such  subclrcults 
may  habitually  carry  a  heavier  load,  that  is  to  say,  may  supply  more  lamps  or 
motors  than  the  others,  or  that  at  given  times  one  of  such  subclrcults  may  be 
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called  upon  to  nm  more  or  less  lamps  or  motors  tiian  another,  and  that,  in 
general,  the  character  and  the  amoont  of  the  load  on  each  subcircuit  will  be 
constantly  varied. 

The  greater  the  load  on  any  given  circuit,  the  greater  the  amount  of  current 
that  must  be  delivered  to  that  circuit  to  perform  the  work,  but  the  conditiixis 
and  amount  of  load  on  a  circuit  result  in  a  variation  of  the  pressure  or  poten- 
tial that  causes  the  current  to  flow  therein,  Just  as  the  pressure  in  the  branch 
water-pipes  of  a  building  is  varied  in  each,  according  to  the  number  of  faucets 
opened  or  closed  at  different  points  in  the  building  at  the  same  time.  There- 
fore, if  with  a  given  normal  main-line  pressure  or  potential,  the  number  of 
translating  devices  on  a  subcircuit  be  increased  or  reduced,  the  potential  on 
that  subcircuit  varies  accordingly,  tending  to  produce  a  greater  flow  of  current 
than  required  when  the  load  is  light,  and  a  lesser  proportionate  flow  wli^i  it 
is  heavy. 

Manifestly,  from  the  above  considerations,  if  a  heavy  load  be  suddenly  thrown 
on  one  of  the  subcircuits  of  a  system  of  distribution,  such  as  that  under  presoit 
consideration,  it  would  not  be  practicable  to  adjust  the  generator  or  generators 
at  the  central  power-station  to  raise  the  potential  on  the  transmission-line  to 
meet  the  demands  for  higher  pressure  in  that  particular  subcircuit  which  such 
increased  load  imposes,  for  the  adjoining  or  some  other  subcircuit  of  the  system 
may  at  tliat  moment  be  carrying  an  abnormally-light  load  and  call  for  a  lower 
potential.  Thus,  any  variation  of  the  main-line  potential  might  throw  the 
whole  system  out  of  balance,  and  it  would  do  so  unless  it  should  so  possibly 
happen  that  the  requirements  of  all  the  subcircuits  as  to  potential  and  curr«it 
were  at  all  times  precisely  the  same.  Again,  it  may  happen  that  conditions 
arise  in  one  or  more  of  the  subcircuits  that  tend  to  vat^  the  pressure  or  poten- 
tial on  that  circuit,  while  the  best  conditions  of  operation  require  a  constant 
pressure,  or  finally,  the  main-line  pressure  may  vary,  while  it  is  desirable  to 
maintain  a  constant  pressure  in  the  several  subcircuits  or  pressures  varying  in 
a  manner  different  from  that  which  the  main-line  pressure  undergoes. 

It  is,  therefore,  essential  to  the  proper  operation  of  such  a  system  that  the 
regulation  of  each  of  the  several  subcircuits  should  not  only  be  independent  of 
that  of  the  main  line,  hut  also  of  every  other  auhcircuit,  from  which  it  follows 
that  the  introduction  into  one  or  more  of  the  subcircuits  of  such  a  distribution 
system,  of  a  device,  the  sole  function  of  which  is  that  of  regulation  of  potential, 
would  not  only  fall  far  short  of  solving  the  problem  with  which  the  patent  in 
suit  deals,  but  might  defeat  the  very  purpose  of  the  patent,  for  whatever  effe<*r 
such  a  device  produced  in  a  subcircuit  would  be  felt  throughout  the  whole  3ys- 
tem.  If,  in  other  words,  a  device  introduced  into  any  one  of  the  subcircuits. 
should  operate  to  raise  or  lower  the  potential  in  that  portion  of  the  system,  it 
would  raise  or  lower  it  all  the  way  back  to  the  generator,  and  thus  affect  all 
the  other  subcircuits,  for  all  being  dependent  parts  of  one  system,  they  become 
in  effect  a  unit,  and  what  affects  a  part  affects  the  whole. 

This  explanation  will  suffice  to  illustrate  the  well-established  proposition  in 
electrical  engineering  that  in  any  system  of  distribution  including  a  main  sup- 
ply-circuit and  two  or  more  independent  subcircuits,  the  regulation  of  current 
and  potential  in  each  subcircuit  may  be  effected  independently  and  in  such 
manner  as  not  appreciably  to  influence  the  conditions  in  respect  to  these  factors 
in  either  the  main  circuit  or  in  any  of  the  other  subcircuits,  or  to  put  it  other- 
wise, so  that  the  main-circuit  potential  may  be  maintained  uniform  or  may  be 
varied,  but  each  subcircuit  will  take  care  of  itself  and  its  potential  varied, 
maintained  uniform,  or  in  general,  regulated  in  any  desired  manner. 

It  would  be  possible  to  accomplish  this  result  by  means  well  known  in  the 
art  and  which,  at  the  date  of  the  patent  in  suit,  would  have  at  once  suggested 
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tbemselves  to  an  electrical  engineer.  For  example,  instead  of  simply  drawing 
off  current  from  the  main  line  and  delivering  it  directly  or  through  static  trans- 
formers to  the  subcircuits,  the  current  taken  from  the  line  at  any  given  point, 
mi^t  be  used  to  operate  a  motor,  and  this  in  turn  used  to  drive  an  independent 
generator,  feeding  current  Into  the  subcircuit,  and  this  latter  generator,  by 
ordinary  and  well-known  means,  might  be  regulated  to  give  in  the  local  or  sub- 
circuit  any  current  or  potential  that  might  be  required.  This  plan,  however, 
involves  the  use  of  two  separate  machines  in  addition  to  the  static  transformer 
for  each  subcircuit,  namely,  a  motor,  and  a  generator,  which  obviously  adds 
enormously  to  the  complication  and  expense  of  the  system. 

What  Dr.  Steinmetz  undertook  to  do  and  accomplish  by  the  invention  of  the 
patent  in  suit,  was  to  produce  a  practical  means  of  distributing  current  from  a 
transmission  line  directly  over  any  number  of  subcircuits,  and,  while  securing  in 
each  of  the  subcircuits  any  desired  regulation  of  the  potential  or  current  therein 
according  to  need,  to  restrict  or  limit  the  effects  of  such  regulation  to  the  sub- 
circuit  where  it  occurs,  and  thus  to  make  the  working  conditions  in  each  of  the 
subcircuits  independent  of  those  in  the  main  or  transmission  line. 

He  accomplished  this  by  using  in  each  subcircuit  two  instrumentalities  in 
combination  of  cooperative  relation,  one  of  which  he  designates  in  the  patent  in 
suit  as  a  "dynamic  phase-modifier"  and  the  other  as  a  ''localizer."  Neither 
of  these  devices  was  in  itself  new,  but  though  known  in  the  art  prior  to  the  date 
of  the  patent  in  suit,  the  two  had  never  been  associated  as  Steinmetz  discovered 
they  could  be,  nor  used  for  any  such  purpose  as  he  applied  them.  As  a  full 
appreciation  of  the  invention  as  a  whole  requires  a  clear  understanding  of  the 
nature  of  these  devices,  we  devote  &^ce  at  this  point  to  a  somewhat  detailed 
explanation  thereof,  and  to  definitions  pf  terms  used  in  the  patent  considering 
them. 

Appellant's  dynamic  "phase-modifier,"  just  as  it  appears  in  the 
patent,  is  foimd  in  the  prior  art,  performing  the  same  function  as 
in  the  patent.  The  "localizer"  appears  also  in  the  prior  art  as  a 
self-induction  coil,  being  used,  as  here,  to  produce  synchronism 
between  the  current  and  the  electromotive  force.  And  the  relation 
of  these  two  agencies  to  each  other,  reciprocally  acting  upon  each 
other  to  produce  synchronism,  was  known  in  the  prior  art. 

With  these  facts  in  mind,  counsel  for  appellant,  at  the  oral  argu- 
ment, in  reply  to  an  inquiry  from  the  court,  stated  that  were  these 
two  agencies  to  be  used  in  a  single  circuit — that  is  to  say,  were  the 
relation  of  subcircuits  to  the  main  line  to  be  eliminated — such  use 
would  not  be  covered  by  this  patent.  Indeed,  there  would  be  no 
occasion  for  such  use  in  a  single  circuit,  for  the  function  of  the 
dynamic  phase-modifier  could  be  performed  by  the  generator. 

Counsel  for  appellant  also  stated,  in  answer  to  an  inquiry  from  the 
court,  that  were  the  self-induction  coil  "  I,"  in  the  Steinmetz  patent, 
(the  "localizer,")  to  be  omitted,  the  dynamic  phase-modifier  would 
remain  operative,  with  the  effect,  however,  that  its  automatic  action, 
in  bringing  about  synchronism  within  the  subcircuits,  might  be  re- 
flected back  into  the  main  circuit,  and  thereby  disturb  conditions 
that  ought  not  to  be  disturbed.  The  alleged  new  thing,  therefore, 
that  makes  the  Steinmetz  combination  patentable  invention,  if  it 
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be  patentable  invention  at  all,  is  the  interposition  of  this  self -induc- 
tion coil,  for  this  purpose,  into  the  subcircuit  Is  that,  in  view  of  the 
prior  art,  patentable  invention  ? 

We  are  of  the  opinion  that  it  is  not.  The  concept,  as  a  mere  con- 
cept, of  bringing  about  synchronism  in  the  subcircuits,  does  not  seem  to 
us,  in  view  of  what  electrical  inventors  and  engineers  were  then  think- 
ing and  doing,  to  have  been  invention.  *  Not  every  advance  is  inven- 
tion. Coming,  as  successive  advances  do,  in  the  evolution  of  electrical 
uses,  many  such  advances  disclose  nothing  beyond  good  electrical 
engineering.  To  bring  sjmchronism  in  the  subcircuits,  when  the 
subcircuits  had  come,  must  have  been  within  the  thought  of  every 
electrical  engineer;  and  to  bring  it  about,  independently  of  the  main 
circuit,  could  not  have  escaped  the  thought  of  mere  engineei-s.  The 
concept  present,  Steinmetz  had  at  hand,  in  the  prior  art,  everything 
necessary  to  the  concept  except  a  means  of  cutting  oflf  the  reflection 
back.  And  the  self-induction  coil,  as  such  means,  appears  to  us,  in 
view  of  the  prior  art,  so  obvious  a  means  that  its  selection  is  not  in- 
vention. That  the  use  of  the  dynamic  phase-modifier  might,  unless 
something  was  interposed,  reflect  back  upon  the  main  line,  must  have 
been  in  the  thought  of  electrical  engineers;  and  to  cut  it  oflf  by  the 
interposition  of  the  well-known  self-induction  coil,  was  almost  as 
obvious  as  the  interposition  of  resistance-coils,  where  resistance-coils 
are  needed.  To  pronounce  each  adaptation  of  this  kind  patentable 
invention,  would  be  to  so  encumber  the  electrical  field  with  monopoly, 
that  mere  engineers  would  have  no  room  to  give  to  the  art  the  benefit 
of  their  knowledge. 

The  decree  appealed  from  is  affirmed. 


IV.  8.  circuit  Court  of  Appeals — Berenth  drcnttl 

MONBTWEIGHT  ScALE   Co.  V.  ToLEDO  COMPUTING  SCALB  Co, 

Decided  January  5,  191L 

170  O.  G.,  928. 

1.  Reissue — Validitt. 

Authority  to  grant  reissue  patents  is  derived  exclusively  from  Revised 
Statutes,  section  4916,  (U.  S.  Comp.  St.,  1901,  p.  3393,)  and  the  CJommls- 
sioner  goes  beyond  his  Jurisdiction  if  he  grants  a  reissue  for  an  invention 
other  than  the  one  disclosed  and  described  in  the  original  patent,  which  by 
reason  of  inadvertence,  accident,  or  mistake,  is  inoperative,  to  secure  the 
monopoly  it  shows  on  its  face  was  intended  to  l)e  secured. 
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2.  Same— INADYSITEITGB. 

The  inadvertence  of  the  solidtora  of  an  applicant  for  a  patent  is  his  inad- 
vertence, and,  on  the  other  hand,  their  erroneous  Judgment  in  submitting  to 
the  rejection  of  claims  is  his  erroneous  Judgment,  and  he  is  estopped  from 
presenting  any  of  such  rejected  claims  in  an  application  for  a  reissue. 
8.  Same — Same. 

Where  none  of  the  original  claims  presented  by  an  applicant  for  a  patent 
was  adequate  to  cover  the  invention  disclosed  by  the  specification  and 
drawings,  acquiescence  in  the  rejection  of  such  claims  is  not  an  abandon- 
ment of  the  invention  as  an  entirety,  and  the  failure  of  his  solicitors  to 
submit  adequate  claims  is  an  inadvertence  which  may  entitle  the  applicant 
to  a  reissue. 

Appeal  from  the  Circuit  Court  of  the  United  jStates  for  the  East- 
em  Division  of  the  Northern  District  of  Illinois. 

STATEMENT  OF  THE  CASE. 

Appellee  obtained  against  appellant  a  decree  for  an  injunction  and 
an  accounting,  by  reason  of  infringement  of  Reissue  Patent  No. 
12,137,  July  28,  1903,  to  De  Vilbiss,  appellee's  assignor,  on  an  im- 
proved computing-scale.    (178  Fed.  Rep.,  557.) 

Assignments  of  error  allege  invalidity  of  the  reissue,  want  of  inven- 
tion, aggregatioB,  and  non-infringement.  Fig.  2  of  the  drawings  is 
given  in  178  Fed.  Rep.,  on  page  565.  The  original  Patent  No. 
649,915,  May  22, 1900,  drawings  omitted,  reads  as  follows  : 

This  invention  relates  to  scales,  and  more  especially  to  that  class  thereof 
known  as  "  price-scales,*'  which  employ  a  pendulum  and  are  adapted  to  compute 
the  tx)tal  selling  price ;  and  the  object  of  the  same  is  to  effect  improvements  in 
devices  of  tills  character,  more  especially  improvements  over  my  former  patent, 
dated  March  14,  1S&9,  and  numbered  621,297. 

To  this  end  the  invention  consists  in  the  details  of  construction  hereinafter 
more  fnlly  set  forth  and  claimed  and  as  shown  in  the  accompanying  drawings, 
In  which — 

Figure  1  is  a  side  elevation  of  this  scale  complete.  Fig.  2  is  a  similar  view 
with  the  front  plate  of  the  casing  removed,  and  hence  showing  a  section.  Fig.  8 
is  a  vertical  section  on  the  line  3  3  of  Fig.  2. 

Referring  to  the  drawings  by  reference-letters,  A  designates  the  scale-beam, 
fulcrumed  at  a  in  the  usual  manner,  as  on  a  kiiif^-edge,  and  C  is  a  second  pivot 
or  knife-edge  which  in  the  present  instance  supports  the  standard,  M,  of  the 
platform  or  table,  R,  although  it  will  be  clear  that  by  a  slight  change  the  well- 
known  pan  could  be  substituted  for  the  table  without  departing  from  the 
spirit  of  my  invention.    Nothing  new  is  claimed  for  this  much  of  the  device. 

The  letter  A'  designates  an  auxiliary  or  tare  beam  connected  and  moving  in 
nnison  with  the  main  scale-beam  A,  and  on  this  auxiliary  beam  is  mounted  a 
weight,  a',  adapted  to  be  moved  to  counterbalance  or  offset  the  weight  of  the 
crock  or  receptacle  for  containing  the  matter  being  weighed.  Said  auxiliary 
beam  preferably  extends  past  the  fulcrum,  a,  and  is  made  as  long  as  convenient 
in  order  to  give  as  large  a  space  as  possible  for  each  unit  of  weight,  and  to 
this  end  it  is  marked  with  graduations,  as  shown. 

The  letter  E,  Fig.  3,  designates  bearings  of  any  suitable  character  fast 
within  the  housing  B.    D'  are  knife-edges  or  pivots  for  said  bearings,  and  D  is 
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a  pendulum  mounted  thereon  and  hanging  nonnally  vertical  within  said  hous- 
ing, its  body  carrying  a  weight,  J,  of  any  Icind  and  being  adapted  to  swing  out- 
ward through  a  slot,  S,  properly  located  in  the  side  of  the  housing,  as  shown. 
Around  said  knife-edges,  D',  is  a  disk,  D",  rigid  with  the  pendulum  and  having 
therein  at  one  side  of  and  normally  above  the  center  a  knife-edge  or  pivot,  N, 
from  which  a  link  or  connection,  F,  leads  to  the  inner  end  of  the  beam  A,  as 
bhown,  and  from  the  diametrically  opposite  side  of  this  disk  projects  a  screw, 
N',  carrying  an  adjustable  counterpoise- weight,  n',  to  offset  the  weight  of  the 
link,  F,  by  reason  of  the  fact  that  it  stands  always  opposite  the  knife-edge,  N, 
and  hence  increases  and  decreases  in  leverage  as  the  link  increases  and 
decreases. 

The  letter  Z  designates  an  upright  cylinder  containing  mercury,  oil,  or  other 
fluid  agent  sufficiently  dense  to  impede  movement  therethrough,  and  Z'  is  a 
piston-rod  led  from  any  part,  such  as  the  scale-beam.  A,  and  having  a  piston, 
Z",  necessarily  moving  in  the  fluid  agent  within  said  cylinder,  by  which  means 
vibrations  of  the  scale-beam,  and  hence  of  Its  connected  parts,  is  impeded  or 
prevented. 

H  is  a  hand  or  index  of  any  suitable  light  material  and  which  Is  rigidly 
secured  to  the  disk,  D",  in  a  position  to  stand  normally  oblique  to  a  vertical, 
such  hand  preferably  having  in  Its  body  a  series  of  openings,  H',  inscribed 
herein  opposite  thereto  with  the  numerals  "6,"  "5,"  "4,"  "3,"  etc.,  although 
it  will  be  clear  that  a  hand  inscribed  in  any  proper  manner  and  cooperating 
with  the  contiguous  parts  will  answer  equally  well.  It  will  be  obvious  that 
the  marked  portion  of  the  hand  moves  through  the  arc  of  a  circle,  and  In  the 
present  instance  I  provide  a  graduated  table,  L,  supported  by  the  framework 
of  the  machine  adjacent  said  portion  of  the  hand  and  properly  marked  with 
several  lines  of  flgures  to  indicate  the  total  cost  of  the  article  being  weighed ; 
this  cost  being  the  product  of  the  number  of  units,  U  (pounds,)  indicated  also 
on  the  table,  multiplied  by  the  price  per  pound,  as  here  indicated  on  the  hand 
or  index.  It  will  be  obvious  that  fractions  of  a  pound  or  fractions  of  a  cent 
per  pound  can  be  indicated  in  the  same  way,  as  well  as  the  totals  thereof.  In 
order  to  counterbalance  the  weight  of  the  hand,  H,  I  provide  a  screw,  h\  pro- 
jecting radially  from  the  disk,  D",  diametrically  opposite  the  index  and  car- 
rying a  counterpoise-weight,  /i".  It  will  be  clear  that  these  weights  n'  and 
h"  gain  and  lose  in  leverage  reciprocally  with  the  link  and  index  and,  if 
necessary,  may  be  adjusted  to  more  accurately  counterbalance  the  same. 

The  operation  of  this  improved  scale  is  as  follows :  The  machine  being  prop- 
erly set  up  and  adjusted,  let  us  suppose  that  a  one-pound  crock  is  placed  on  the 
table,  R,  in  which  it  is  desired  to  weigh  three  pounds  of  lard  at  six  cents  per 
pound.  The  seller  flrst  adjusts  the  counterbalance-weight,  a',  to  "1"  on  the 
tare-beam,  A',  or  to  any  point  where  it  will  offset  the  weight  of  the  crock ;  the 
proper  point  being  indicated  by  the  balance  of  the  scale,  at  which  time  the 
index,  H,  will  stand  as  seen  in  Fig.  1.  The  lard  is  then  placed  in  the  crock, 
the  table,  R,  and  beam.  A,  descend,  and  through  the  link,  F,  the  disk,  D",  is 
turned  on  its  center  T>\  thereby  causing  the  index,  H,  to  move  over  the  table, 
L,  until  "3**  in  the  units-line  U  is  reached.  Meanwhile  the  piston,  Z",  in  the 
cylinder,  Z,  descends  within  the  fluid  and  prevents  undesirable  vibrations  of  the 
index.  Opposite  the  uppermost  opening,  H',  here  shown  in  the  index,  is  marked 
the  flgure  "6,"  indicating  that  price  per  pound,  and  my  table  is  so  arranged 
that  when  the  index  stands  to  indicate  "3"  units  the  operator  may  read 
through  this  opening  the  product  of  three  times  six*  or  eighteen,  which  is  the 
total  cost  of  the  merchandise  being  sold. 


Digitized  by  VjOOQ IC 


DECISIONS  OF  UNITED  STATES  COURTS  IN  PATENT  OASES.      507 

What  I  claim  as  new  ii — 

1.  In  a  scale,  the  combination  with  the  central  pivot,  a  disk  mounted  thereon 
and  having  a  pendulum  hanging  normally  vertical  and  an  index  standing- nor- 
mally oblique,  a  link-pivot  connected  with  this  disk  and  standing  normally 
above  said  central  pivot,  a  screw  projecting  from  the  disk  opposite  the  link- 
pivot,  and  a  counterbalancing-weight  adjustable  on  this  screw ;  of  a  table  with 
which  the  index  coacts,  a  l>eam  mounted  on  a  fulcrum,  a  pan  or  platform,  and 
a  link  connecting  said  beam  with  the  link-pivot,  all  substantially  as  and  for 
the  purpose  set  forth. 

2.  In  a  scale,  the  combination  with  the  housing  having  bearings,  a  disk  having 
a  central  pivot  mounted  therein,  a  pmidulnra  hanging  normally  vertical  from 
the  disk,  an  index  standing  normally  oblique  to  this  pendulum,  a  link-pivot 
connected  to  the  disk  and  normally  above  its  central  pivot,  screws  projecting 
from  the  disk,  and  counterbalancing-weights  adjustable  on  such  screws;  of 
a  beam  mounted  on  a  fulcrum,  a  pan  or  platform,  and  a  link  connecting  the 
beam  with  the  link-pivot,  all  substantially  as  described. 

Application  for  reissue,  filed  November  16,  1901,  was  based  on  the 
inadequacy  of  the  original  patent  (apparent  on  the  face  thereof) 
to  secure  the  invention  described  and  disclosed  in  the  patent,  and  on 
the  inadvertence  of  the  attorney  (apparent  on  the  face  of  the  patent 
and  the  proceedings  to  obtain  it)  in  failing  to  present  for  allowance 
any  claim  that  would  cover  the  invention  described  and  disclosed  as 
the  patentee's  invention  in  the  drawings  and  specification. 

Between  the  granting  of  the  original  and  the  application  for  re- 
issue, no  intervening  rights  of  any  sort  accrued. 

The  specification  of  the  reissue  was  written  afresh;  but  we  agree 
with  the  circuit  court  and  with  appellant  that  this  rewriting  was 
unnecessary,  that  no  new  matter  was  introduced  into  the  specification, 
and  that  the  reissue  claims  may  as  well  be  read  upon  the  original 
specification. 

Claim  8  of  the  reissue  is  as  follows: 

In  a  computing-scale,  the  combination  of  a  price-computing  table,  L,  pro- 
vided with  graduations  and  numbers  indicating  the  values  of  different  quanti- 
ties of  commodities  at  different  prices  per  pound,  the  disk  or  hub,  D",  provided 
with  the  knife-edge  tnumions,  D%  projecting  from  its  front  and  rear  sides  and 
resting  in  supporting-bearings,  E,  the  index-hand,  H,  rigidly  secured  at  its 
lower  ead  to  the  disk,  D",  and  at  its  upper  end  codperating  with  the  table,  L, 
and  provided  with  a  series  of  numbers  indicating  prices  per  pound,  the  verti- 
cally-depending weighted  pendulum,  D,  rigidly  secured  at  its  upper  end  to  the 
disk,  D",  the  link-pivot,  N,  carried  by  the  disk,  D",  and  normally  standing  at 
a  point  above  the  pivotal  axis  of  the  latter,  means  carried  by  the  disk.  D", 
for  counterbalancing  the  weight  of  the  index-hand,  H,  and  link-pivot,  N,  the 
Bcale-beam,  A,  fulcrumed  near  its  outer  end  upon  a  suitable  support  at  a,  and 
connected  at  its  inner  end  with  the  link-pivot,  N,  by  the  link,  F,  the  platform, 
R,  mounted  on  the  beam,  A,  between  the  fulcrum,  a,  and  the  link,  F,  the  tare- 
beam,  A',  mounted  on  the  scale-beam.  A,  the  poise,  a',  mounted  on  said  tare- 
beam,  the  dash-pot,  Z,  and  the  piston,  Z",  moving  therein,  and  having  the 
upper  end  of  its  rod,  Z',  connected  to  the  scale-beam  adjacent  the  link,  F ;  sub- 
stantiaUy  as  and  for  the  purpose  set  forth. 
20W— 12 84 
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Other  reissue  claims  are  for  combinations  of  smaller  numbers  of 
the  same  elements,  sufficient  to  cover  an  effective  computing-scale  of 
the  particular  type  pictured  'and  described  in  the  specification,  but 
without  the  dash-pot  and  the  tare-beam  or  without  one  or  the  other. 

Mr.  Thomas  F.  Sheridan  and  Mr.  Border  Bouman  for  the  appellant 

Mr.  Edward  Rector  for  the  appellee. 

Before  Grosscup,  Baker,  and  Seaman,  Circuit  Judges. 
Baker,  Cir.  /.,  (after  stating  the  facts  as  above:) 

Authority  to  grant  reissues  is  now  derived  exclusively  from  the 
statute.  (R.  S.,  §  4916;  U.  S.  Comp.  St.,  1901,  p.  3393.)  And  the 
Commissioner  goes  beyond  his  jurisdiction  if  he  grants  a  reissue  for 
an  invention  (though  conceded  to  be  the  invention  of  the  applicant) 
which  is  not  the  same  invention  that  was  disclosed  and  described  as 
the  applicant's  invention  (not  merely  that  lurked  in  the  drawings 
or  description  of  the  machine  as  a  machine)  in  the  original  patenti 
which,  by  reason  of  inadvertence,  accident,  or  mistake,  is  inoperative 
to  secure  the  monopoly  it  shows  on  its  face  was  intended  to  be  secured. 
{McDowell  V.  Ideal  Concrete  Machinery  Co.^  herewiUi  decided,  187 
Fed.  B«p.,  814.) 

In  this  case  the  applicant  originally  said : 

I  have  invented  certain  new  and  useful  improvements  in  scales;  and  my 
preferred  manner  of  carrying  out  the  invaition  is  set  forth  in  the  following 
full,  clear,  and  exact  description,  terminating  with  claims  particularly  specify- 
ing the  novelty.  ♦  ♦  ♦  To  this  end  the  invention  consists  in  the  detafls  of 
construction  hereinafter  more  fully  set  forth  and  claimed  and  as  shown  in  the 
accompanying  dravirings. 

Then  is  given  a  description,  following  the  reference-letters  of  the 
drawings,  from  which  any  one  skilled  in  the  art  could  make  and  use 
the  improved  computing-scale.  Claim  8  of  the  reissue,  by  the  same 
reference-letters,  simply  covers  the  same  improved  scale. 

A  proposal  had  been  made  to  tender  claims  for  allowance  that 
would  be  adequate  to  secure  a  monopoly  of  the  invention  disclosed 
and  described  in  the  specification  as  the  invention  of  the  applicant 
The  two  claims  allowed  do  not  fulfil  the  promise.  They  are  only  for 
combinations  of  less  than  the  total  number  of  elements  in  the  com- 
plete scale  and  are  expressed  in  general  terms.  The  original  patent 
on  its  face  was  therefore  inoperative  to  protect  "  the  details  of  con- 
struction "  which  the  specification  had  particularly  pointed  out  and 
which  individualized  the  machine  that  appellee  was  manufacturing 
thereunder. 

'  Did  this  inoperativeness  arise  from  inadvertence,  accident,  or  mis- 
take? Twenty-seven  other  claims  were  presented  for  allowance  dur- 
ing the  prosecution  of  the  original  application,  and  the  file-wrapper 
shows  that  the  solicitors  acquiesced  in  their  rejection.    The  inad- 
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vertence  of  his  solicitors  was  the  applicant's  inadvertence,  and  might 
therefore  be  availed  of  by  him,  if  it  existed.  On  the  other  hand,  his 
solicitors'  erroneous  judgment  in  submitting  to  the  rejections  is  his 
erroneous  judgment,  and  he  would  be  estopped  from  presenting  any 
of  the  rejected  claims  in  an  application  for  a  reissue.  (Yale  Lock 
Mfg.  Co.  V.  Berkshire  Nat.  Bank,  135  U.  S.,  342;  10  Sup.  Ct,  884; 
34  L.  Ed.,  168;  Corbin  Cabinet  Lock  Co.  v.  Eagle  Lock  Co.,  C.  D., 
1893,  612;  65  O.  G.,  1066;  150  U.  S.,  38;  14  Sup.  Ct,  28;  37  L.  Ed., 
989.) 

We  have  examined  each  of  the  twenty-seven  rejected  claims  and 
have  failed  to  find  one  that  would  be  adequate  to  secure  a  monopoly 
of  the  De  Vilbiss  computing-scale,  that  would  cover  "  the  details  of 
construction"  in  which  the  invention  as  an  entirety  resided.  We 
think  appellant  has  put  the  best  foot  forward  in  selecting  for  com- 
parison with  claim  8  of  the  reissue  the  following  rejected  claim : 

3.  In  a  computing-scale,  the  combination  with  the  beam  mounted  on  a  fulcrum, 
the  pan  or  platform,  and  a  link;  of  the  housing  having  a  table  provided  with 
a  single  row  of  weight  units  and  several  rows  of  price-totals,  a  normally  ver- 
tical pendulum  and  normally  oblique  index  hung  on  a  common  central  pivot, 
the  index  having  several  prlce-per-pound  figures  coacting  with  the  price-total 
rows  on  the  table,  a  link-pivot  rigid  with  and  normally  above  said  central  pivot 
and  with  which  said  link  is  connected,  and  means  for  counterbalancing  the 
link-pivot  and  link  and  the  Index,  as  and  for  the  purpose  set  forth. 

It  will  be  observed  that  this  rejected  claim  does  not  include  even  in 
general  terms  either  the  dash-pot  or  the  tare-beam  of  the  improved 
scale,  while  the  elements  that  are  common  to  the  two  are  described  in 
broad  terms  of  construction  and  location  in  the  rejected  claim  and  in 
specific  terms,  limited  to  the  construction  and  location  particularly 
illustrated  and  described,  in  the  reissue  claim.  And  of  course  the 
acquiescence  in  the  rejection  of  a  combination  of  elements  in  general 
terms  is  not  an  abandonment  of  a  combination  of  the  same  elements 
limited  to  specific  construction  and  location,  for  in  the  specific  con- 
struction and  location  may  reside  invention. 

After  the  twenty-seven  claims  were  rejected,  the  solicitors  re- 
sponded : 

In  view  of  the  vicissitudes  which  have  attended  the  prosecution  of  this  case 
and  of  the  repeated  statements  that  claims  4  and  5  are  considered  allowable, 
claims  1,  2,  and  3  (all  that  then  remained  of  the  twenty-seven)  are  erased  in 
order  to  put  the  case  in  condition  for  immediate  allowance. 

This  was  an  abandonment  of  the  subject-matter  of  each  of  the  re- 
jected claims,  but  not  of  the  invention  as  an  entirety,  for  no  claim 
corresponding  to  the  specific  details  of  that  invention  was  ever  pre- 
sented in  the  original  proceedings.  The  original  patent  and  the  file- 
wrapper  and  contents  were  on  their  face  sufficient  proof  that,  if  a 
claim  adequate  to  cover  the  improved  scale  was  ever  drawn,  it  had 
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been  omitted,  by  accident  in  copying  or  otherwise,  from  presentation 
to  the  Patent  Office.  The  original  specification  alone  on  its  face  was 
sufficient  proof  that,  if  a  claim  adequate  to  cover  the  improved  scale 
was  never  drawn,  the  failure  came  from  the  lack  of  an  attentive  com- 
parison of  the  submitted  claims  with  the  invention  particularly 
pointed  out  in  the  specification.  This  was  inadvertence,  "  lack  of 
heedfulness  or  attentiveness,"  irrespective  of  the  real  competence  or 
incompetence  of  the  solicitors. 

Was  this  inadvertence  excusable?  After  the  solicitors  delivered 
the  patent  to  their  client,  they  could  not  be  expected  to  give  the 
matter  any  further  attention.  De  Vilbiss  was  a  layman  and  may 
be  supposed  to  have  been  inexpert  in  construing  patents.  He  may 
have  rested  on  the  assumption  that  his  solicitors  had  procured  a  fuUy 
operative  patent.  How  far  such  a  reliance  may  go  generally  is  not 
necessary  to  be  determined  in  this  instance.  Here  the  situation  is 
the  same  as  if  De  Vilbiss  had  applied  for  the  reissue  the  very  hour 
the  patent  issued,  for  no  intervening  rights  of  any  sort  accrued. 

Respecting  the  other  reissue  claims,  it  is  sufficient  to  say  that,  while 
the  original  specification  was  notice  of  what  the  invention  as  an  en- 
tirety was,  the  allowed  claims  were  notice  that  the  invention  also 
covered  combinations  of  less  than  all  the  parts;  that  none  of  the 
reissue  claims  corresponds  with  the  subject-matter  of  any  abandoned 
claim ;  and  that  no  reissue  claim  is  broader  than  the  allowed  claims. 

Concerning  the  defenses  of  want  of  invention,  aggregation,  and 
non-infringement,  we  approve  and  adopt  the  opinion  of  the  circuit 
court. 

The  decree  is  affirmed. 


lU.  S.  circuit  Court  of  Appeals — Seventh  Circuit] 

Sheffield  Car  Co.  v,  Buda  Foundry  &  Mfg.  Co, 

Decided  AprU  11, 1911. 

170  O.  G.,  930. 

PATENTABILmr — RaH^WAT   MoTOR- VELOCIPEDE. 

The  Hovey  patent.  No.  876,058,  for  a  railway  motor-velocipede,  discloses 
nothing  more  than  the  adaptation  of  an  old  motor  to  an  old  vehicle  in  an 
old  way,  requiring  no  more  than  mechanical  skill,  and  is  void  for  lack  of 
patentable  invention. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  East- 
em  Division  of  the  Northern  District  of  Illinois. 

statement  of  the  case. 

The  appeal  is  frwn  a  decree  dismissing  the  bill  for  want  of  equity. 
The  bill  was  to  restrain  infringement  of  Letters  Patent  No.  876,058, 
issued  January  7,  1908,  for  a  railway  motor-velodpede.    Claims  14, 
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16, 18,  20,  23,  24,  30,  32,  35,  36,  38,  39,  and  41,  the  ones  sued  upon,  are 
as  follows: 

14.  In  a  structure  of  the  class  described,  the  combination  of  the  frame,  com- 
prising side  rails  connected  by  cross-pieces;  a  pair  of  traction-wheels  arranged 
between  the  side  rails  of  said  frame  at  th^  front  and  rear  ends  thereof ;  a 
cranlc-shaft  arranged  transversely  of  said  frame  in  front  of  the  rear  traction- 
wheel  ;  driving  connections  for  said  crank-shaft  to  the  axle  for  said  rear  trac- 
tion-wheel; means  for  connecting  or  disconnecting  said  driving  connections;  a 
bifurcated  hand-lever  arranged  between  the  said  side  rails  of  said  frame;  a 
pitman  connecting  said  hand-lever  to  said  crank-shaft;  an  operator's  seat  ar- 
ranged at  the  rear  of  said  hand-lever;  foot-rests;  supporting-links  for  said 
foot-rests;  links  whereby  said  foot-rests  may  be  detachably  connected  to  said 
pitman ;  an  engine  arranged  between  the  side  rails  of  said  frame  at  the  rear  of 
the  front  traction-wheel  and  in  front  of  the  said  seat;  driving  connections  for 
said  engine  to  tlie  forward  traction-wheel ;  and  means  for  connecting  or  discon- 
necting said  driving  connections,  for  the  purpose  specified. 

16.  In  a  structure  of  the  class  described,  the  combination  of  the  frame,  com- 
prising side  rails  connected  by  cross-pieces ;  a  pair  of  traction-wheels  arranged 
between  the  side  rails  of  said  frame  at  the  front  and  rear  ends  thereof;  a 
crank-shaft  arranged  transversely  of  said  frame  in  front  of  the  rear  traction- 
wheel  ;  driving  connections  for  said  crank-shaft  to  the  axle  for  said  rear  trac- 
tion-wheel; means  for  connecting  or  disconnecting  said  driving  connections;  a 
bifurcated  hand-lever  arranged  between  the  said  side  rails  of  said  frame;  a 
pitman  connecting  said  hand-lever  to  said  crank-shaft;  an  operator's  seat  ar- 
ranged at  the  rear  of  said  hand-lever;  an  engine  arranged  between  the  side 
rails  of  said  frame  at  the  rear  of  the  front  traction-wheel  and  in  front  of  the 
said  seat;  driving  connections  for  said  engine  to  the  forward  traction-wheel; 
and  means  for  connecting  or  disconnecting  said  driving  connections,  for  the 
purpose  specified. 

18.  In  a  structure  of  the  class  described,  the  combination  of  the  frame  com- 
prising side  rails  connected  by  cross-pieces ;  a  pair  of  traction- wheels  arranged 
between  the  side  rails  of  said  frame  at  the  front  and  rear  ends  thereof;  a 
crank-shaft  arranged  transversely  of  said  frame  in  front  of  the  rear  traction- 
wheel  ;  driving  connections  for  said  crank-shaft  to  the  axle  for  said  rear  trac- 
tion-wheel; means  for  connecting  or  disconnecting  said  driving  connections;  a 
hand-lever  arranged  between  the  said  side  rails  of  said  frame;  a  pitman  con- 
necting said  hand-lever  to  said  crank-shaft ;  an  operator's  seat  arranged  at  the 
rear  of  said  hand-lever;  foot-rests;  supportlng-linjks  for  said  foot-rests;  links 
whereby  said  foot-rests  may  be  detachably  connected  to  said  pitman ;  an  engine 
arranged  between  the  side  rails  of  said  frame  at  the  rear  of  the  front  traction- 
wheel  and  in  front  of  the  said  seat;  driving  connections  for  said  engine  to  the 
forward  traction- wheel ;  and  means  for  connecting  or  disconnecting  said  driving 
connections,  for  the  purpose  specified. 

20.  In  a  structure  of  the  class  described,  the  combination  of  the  frame,  com- 
prising side  rails  connected  by  cross-pieces;  a  pair  of  traction- wheels  arranged 
between  the  side  rails  of  said  frame  at  the  front  and  rear  ends  thereof;  a 
crank-shaft  arranged  transversely  of  said  frame  In  front  of  the  rear  traction- 
wheel  ;  driving  connections  for  said  crank-shaft  to  the  axle  for  said  rear  trac- 
tion-wheel ;  means  for  connecting  or  disconnecting  said  driving  connections ;  a 
hand-lever  arranged  between  said  side  rails  of  said  frame ;  a  pitman  connecting 
said  hand-lever  to  said  crank-shaft ;  an  operator's  seat  arranged  at  the  rear  of 
said  hand-lever;  an  engine  arranged  between  the  side  rails  of  said  frame  at  the 
rear  of  the  front  traction-wheel  and  in  front  of  the  said  seat;  driving  connec- 
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tions  for  said  engine  to  tbe  forward  traction-wheel ;  and  means  for  connecting 
or  disconnecting  said  driving  connections,  for  the  purpose  specified. 

23.  In  a  structure  of  the  class  described,  the  combination  of  the  frame,  com- 
prising side  rails  connected  by  cross-pieces;  a  pair  of  traction-wheels  arranged 
between  the  side  rails  of  said  frame  at  the  front  and  rear  ends  thereof;  a 
bifurcated  hand-lever;  driving  connections  for  said  hand-lever  to  the  rear  axle; 
an  operator's  seat  arranged  at  the  rear  of  said  hand-lever ;  an  engine  arranged 
between  the  side  rails  of  said  frame  at  the  rear  of  the  front  traction-wheel  and 
in  front  ot  the  said  hand-lever,  said  hand-lever  being  adapted  to  straddle  said 
engine  in  operation;  a  belt-rim  on  the  side  of  said  forward  traction-wheel;  a 
belt-pulley  on  the  crank-shaft  of  said  engine;  a  driving-belt;  a  belt-tightener 
for  said  driving-belt;  and  an  operating-lever  for  said  tightener,  for  the  purpoee 
specified. 

24.  In  a  structure  of  the  class  described,  the  combination  of  the  frame,  com- 
prising side  rails  connected  by  cross-pieces;  a  pair  of  traction- wheel b  arranged 
between  the  side  rails  of  said  frame  at  the  front  and  rear  ends  thereof;  a  hand- 
lever;  driving  connections  for  said  hand-lever  to  the  rear  axle;  an  operator's 
seat  arranged  at  the  rear  of  said  hand-lever;  an  engine  arranged  between  the 
side  rails  of  said  frame  at  the  rear  of  the  front  traction-wheel  and  in  front  of 
the  said  hand-lever;  a  belt-rim  on  the  side  of  said  forward  traction-wheel;  a 
belt-pulley  on  the  crank-shaft  of  said  engine;  a  driving-belt;  a  belt-tightener 
for  said  driving-belt;  and  an  operating-lever  for  said  tightener,  for  the  purpose 
specified. 

30.  In  a  structure  of  the  class  described,  the  combination  of  the  frame,  com- 
prising side  rails  connected  by  cross-pieces;  a  pair  of  traction-wheels  arranged 
between  the  side  rails  of  said  frame  at  the  front  and  rear  ends  thereof;  a  hand- 
lever;  driving  connections  for  said  hand-lever  to  the  rear  axle;  an  operator's 
seat  arranged  at  the  rear  of  said  hand-lever;  an  engine  arranged  between  the 
side  rails  of  said  frame  at  the  rear  of  the  front  traction- wheel  and  in  front  of 
the  said  hand-lever ;  driving  connections  for  said  engine  to  the  forward  traction- 
wheel;  means  for  connecting  or  disconnecting  said  driving  connections;  and  a 
third  wheel  detachably  connected  to  said  frame,  for  the  purpose  specified. 

32.  In  a  structure  of  tbe  class  described,  the  combination  of  the  frame,  com- 
prising side  rails  connected  by  cross-pieces;  a  pair  of  traction-wheels  arranged 
between  the  side  rails  of  said  frame  at  the  front  and  rear  ends  thereof;  a  haud- 
lever;  driving  connections  for  said  hand-lever  to  the  rear  axle;  an  operator's 
seat  arranged  at  the  rear  of  said  hand-lever;  an  engine  arranged  between  the 
side  rails  of  said  frame  at  the  rear  of  the  front  tract  Ion- wheel  and  in  front  of 
the  said  hand-lever,  said  hand-lever  being  adapted  to  straddle  said  engine  in 
operation ;  driving  connections  for  said  engine  to  the  forward  traction -wheel ; 
and  means  for  connecting  or  disconnecting  said  driving  connections,  for  the  pur- 
pose specified. 

35.  In  a  structure  of  the  class  described,  the  combination  of  the  frame,  com- 
prising side  rails  connected  by  cross-pieces;  a  pair  of  traction-wheels  arranged 
between  the  side  rails  of  said  frame  at  the  front  and  rear  ends  thereof;  an  op- 
erator's seat;  an  engine  arranged  between  the  side  rails  of  said  frame  at  the 
rear  of  the  front  traction-wheel  and  in  front  of  the  said  operator's  seat;  a  belt- 
rlm  on  the  side  of  said  forward  traction-wheel ;  a  belt-pulley  on  the  crank-shaft 
of  said  engine;  a  driving-belt;  a  belt-tightener  for  said  driving-belt;  an  operat- 
ing-lever for  said  tightener;  and  a  third  wheel  detachably  connected  to  said 
frame,  for  the  purpose  specified. 

36.  In  a  structure  of  the  class  described,  the  combination  of  the  frame,  com- 
prising side  rails  connected  by  cross-pieces;  a  pair  of  traction-wheels  arranged 
between  the  side  rails  of  said  frame  at  the  front  and  rear  ends  thereof;  an  op- 
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erator's  seat;  an  engine  arranged  between  the  side  rails  of  said  frame  at  the 
rear  of  the  front  traction-wheel  and  in  front  of  the  said  operator's  seat ;  a  belt- 
rim  on  the  side  of  said  forward  traction-wheel ;  a  belt-pulley  on  the  crank-shaft 
of  said  engine;  a  driving-belt;  a  belt-tightaier  for  said  driving-belt;  and  an 
operating-lever  for  said  tightener,  for  the  purpose  specified. 

38.  In  a  structure  of  the  class  described,  the  combination  with  a  frame,  of 
traction-wheels  and  motor,  a  hand-power  driving  mechanism,  and  a  foot-power 
driving  mechanism,  arranged  and  connected  so  that  the  car  may  be  propelled 
either  by  the  motor  hand-power  or  foot-power,  or  any  combination  thereof,  as 
desired. 

39.  In  a  structure  of  the  class  described,  the  combination  of  a  frame;  trac- 
tion-wheels; an  engine;  driving  connections  therefor  to  one  of  said  traction- 
wheels;  a  hand-lever;  driving  connections  therefor  to  one  of  the  traction- 
wheels;  and  means  for  connecting  or  disconnecting  said  driving  connections  for 
said  hand-lever  and  engine. 

41.  In  a  structure  of  the  class  described,  the  combination  of  a  frame;  trac- 
tion-wheels; an  engine;  driving  connections  for  said  engine  to  one  of  said 
traction-wheels;  a  hand-lever;  driving  connections  therefor  to  one  of  said 
traction-wheels ;  plvotally-supported  foot-rests;  detachable  connections  therefor 
to  said  hand-lever;  and  means  for  connecting  or  disconnecting  said  driving 
connections. 

Other  patents  cited  are  the  following:  No.  876,058,  W.  S.  Hovey, 
January  7,  1908;  No.  270,320,  E.  B.  Linsley,  January  9,  1883;  No. 
599,912,  J.  McGeorge,  March  1,  1898;  No.  620,586,  J.  Henderson, 
March  7, 1899;  No.  673,123,  J.  Henderson,  April  30,1901 ;  No.  678,963, 
G.  W.  Manson,  July  23,  1901;  No.  710,048,  S.  H.  Ellis,  September 
30,  1902;  No.  738,559,  J.  W.  Meijer,  September  8,  1903;  No.  914,347, 
W.  S.  Hovey,  March  2,  1909;  No.  914,348;  W.  S.  Hovey,  March  2, 
1909;  No.  914,845,  M.  L.  Jenkins,  March  9, 1909. 

The  facts  are  stated  in  the  opinion. 

Mr.  Fred  L.  Chappell  and  Mr.  Otis  A,  Earl  for  the  appellant. 
Mr.  Paul  Syrmestvedt  for  the  appellee. 

Before  Grosscup,  Baker,  and  Seaman,  Circuit  Judges. 

Grosscup,  Cir.  /.,  delivered  the  opinion. 

The  combination  claimed  started  with  a  railway  motor- velocipede, 
(old,)  in  which  was  combined  propulsion  by  hand  and  propulsion  by 
feet.  Nothing  in  the  patent  in  suit  introduces  any  novelty  in  the 
velocipede  in  these  respects. 

The  gasolene-engine  introduced  by  the  patent  in  suit  is  a  standard 
gasolene-engine,  and  the  application  of  the  power  of  the  engine  to  the 
wheel  of  the  car  is  the  same  as  in  a  previous  velocipede  (Ellis  patent 
No.  710,048,)  devised  and  intended  to  be  used  upon  a  railroad-track. 
In  this  velocipede  the  application  of  power  was  to  the  front  wheel, 
driving  it  from  the  motor  by  means  of  a  belt  connecting  with  a  belt- 
tightener,  containing  means  also  (practically  the  same  means  as  in 
the  patent  in  suit)  wherdby  the  foot  driving  or  the  engine  driving 
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means  might,  either  one  or  the  other,  be  disconnected,  so  that  when 
one  was  in  use  the  other  was  out  of  use. 

True,  the  Ellis  invention  was  not  built  sufficiently  strong  to  answer 
the  purposes  of  a  hand-car  for  section-men,  and  did  not  contain  the 
means  of  propulsion  by  hand  used  in  the  old  hand-car,  so  that  in  one 
sense  it  may  be  said  that  Hovey  brought  about  a  vehicle  that  before 
that  time  had  not  been,  in  that  exact  form,  in  existence,  to  wit,  a  rail- 
road hand-car  adapted  to  the  use  of  section-men,  combining  means  for 
propulsion  by  gasolene-engine,  in  connection  with  propulsion  by  hand 
and  propulsion  by  feet,  and  adaptable  to  the  use  of  all  these  means 
at  the  same  time,  or  separately,  as  the  driver  might  wish ;  but  after  all 
is  said,  there  was  nothing  more  than  the  adaptation  of  an  old  motor 
(a  gasolene-engine)  to  an  old  vehicle  (the  hand-car)  in  an  old  way, 
(the  Ellis  velocipede,)  with  such  readjustments  (clearly  the  work 
of  an  intelligent  mechanic)  as  the  application  of  the  motor  to  this 
kind  of  velocipede  made  necessary.  We  see  nothing  in  this  that 
constitutes  patentable  invention.  Hovey's  work,  informed  as  he  was 
by  the  previous  art,  was  mechanical  adaptation.  Once  the  combina- 
tion of  the  gasolene-motor  to  the  old  velocipede  was  accomplished, 
there  must  be  an  end  somewhere  to  what  is  patentable  invention  in 
the  mere  readjustments  or  readaptations  of  this  concept.  In  our 
judgment  that  end  was  reached  before  Hovey  began. 

The  decree  appealed  from  wUl  he  affirmed. 


[U.  S.  circuit  Court  of  Appeals — Seventh  Clrciiltl 

McDowell  v.  Ideal  Concrete  Mach.  Co. 

Decided  January  5,  1911. 

171  O.  G.,  1002. 

1.  Reissue — ^Authority  to  Grant — "  Specification  "  Defined. 

In  Revised  Statutes,  section  4916,  (U.  S.  CJomp.  St,  1901,  p.  3393,) 
authorizing  the  issuance  of  a  reissue  patent  where  the  original  is  inopera- 
tive or  invalid  **  by  reason  of  a  defective  or  insufficient  specification,**  the 
word  "specification,"  by  settled  construction,  may  include  the  claims  as 
well  as  the  technical  specifications  preceding  them. 

2.  Same — Same. 

The  Ck)mmissioner  of  Patents  is  without  Jurisdiction  to  gn^tmt  a  reissue 
in  lieu  of  an  original  patent,  unaltered  save  by  the  addition  of  enlarging 
claims,  and  where  the  original  described  and  illustrated  by  its  drawings 
an  operative  machine  which  was  fully  covered  and  protected  by  its  claims. 

3.  Same — Validitt — Machine  fob  Making  Concrete  Blocks. 

The  Borst  and  Groscop  Reissue  Patent  No.  12,598,  (original  No.  735,938,) 
for  a  machine  for  manufacturing  hollow  concrete  blocks,  is  void  for  lack 
of  Jurisdiction  in  the  Commissioner  to  grant  the  reissue,  the  original  not 
being  inoperative  or  invalid. 
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Appeal  from  the  Circuit  Court  of  the  United  States  for  the  Dis- 
trict of  Indiana. 

STATEMENT   OF  THE   CASE. 

Reissue  Patent  No.  12,598,  December  18,  1906,  to  Borst  and  Gros- 
cop,  owned  by  appellee,  was  held  by  the  circuit  court  to  be  valid 
and  infringed. 

The  original  patent.  No.  735,938,  August  11,  1903,  reads  as  fol- 
lows, drawings  omitted : 

Our  present  invention  relates  to  improvements  in  machines  for  manuftictnring 
hollow  concrete  building-blocks. 

The  principal  object  of  our  invention  is  to  provide  a  cheap,  simple,  and 
efficient  machine  for  molding  hollow  concrete  building-blocks  so  constructed 
and  arranged  that  the  design  or  configuration  of  the  front  face  or  either  end 
thereof  can  readily  and  conveniently  be  changed  or  modified  at  pleasure  by  the 
substitution  of  a  single  plate. 

Our  invention  consists  of  a  pivotally-monnted  mold  formed  of  hinged  sec- 
tions, a  pair  of  lK)rizontally-movable  cores  or  plungers  for  forming  the  hollow 
Interior  of  the  blocks,  an  upright  supporting-frame  on  which  the  molds  and 
movable  cores  are  mounted,  and  means  for  moving  the  said  cores  into  and 
out  of  the  mold. 

The  principal  novel  feature  of  our  invention  resides  in  the  construction  of 
the  mold  and  the  arrangement  of  the  movable  cores  by  which  the  blocks  are 
formed  with  their  face  downward,  and  the  configuration  thereof  can  be  con- 
veniently changed  at  pleasure. 

Similar  reference  numerals  in  the  accompanying  drawings  indicate  like  parts 
throughout  the  several  views,  in  which: 

Figure  1  is  a  view  of  our  invention  in  vertical  section  taken  on  the  line  a?  a? 
of  Fig.  2,  and  showing  In  dotted  outline  the  pivotal  mold  thrown  back  into 
position  for  removing  the  completed  block  therefrom.  Fig.  2  is  a  plan  view  of 
the  machine  with  the  movable  cores  withdrawn  from  the  mold,  and  also  shown 
in  dotted  outline  in  position  in  the  mold,  the  operating-lever  being  broken 
away  in  part.  Fig.  8  is  an  end  of  the  machine  with  the  supporting-frame 
broken  away,  showing  the  cores  in  position  in  the  mold  and  the  manner  of 
securing  the  hinged  sections  together.  Fig.  4  is  a  perspective  view  of  our 
invention  with  the  hinged  sections  of  the  mold  thrown  open,  the  cores  with- 
drawn, and  a  completed  building-block  in  position  thereon  ready  for  removal 
and  the  supporting-frame  omitted. 

The  support  for  the  operating  mechanism  consists  of  an  upright  frame,  prefer- 
ably of  metal  and  having  four  legs,  1,  a  rigid  top,  2,  and  a  pair  of  rigid 
rearwardly-extended  horizontal  arms,  3,  in  parallel  relation,  having  their  outer 
ends  upturned  and  rigidly  connected  by  a  cross  piece  or  bar,  4,  laterally  aper- 
tured  at  5  for  the  guide-rods,  of  the  movable  cores,  hereinafter  descril>ed.  The 
top,  2,  has  a  bracket,  6,  on  its  front  face  approximately  midway  of  its  ends. 
Figs.  1  and  2,  to  support  the  mold  when  thrown  forward. 

The  mold  consists  of  a  bottom  plate,  7,  hinged  to  a  side  plate,  8,  having  upon 
its  upper  face  a  plurality  of  transverse  strips,  9  (Figs.  2  and  4),  upon  which  Is 
loosely  arranged  a  plate  10,  and  to  the  front  edge  of  which  ^are  hinged  a  pair 
of  plates  11  (Fig.  4),  which  are  provided  upon  their  rear  edge  with  a  latch  12, 
and  a  plate  13,  hinged  at  Its  lower  edge  to  the  said  top  2,  having  upon  its  outer 
face  near  Its  opposite  ends  a  proper  catch,  14,  to  form  a  holding  engagement  with 
the  said  latch,  12,  and  provided  with  forwardly-projecting  lugs,  15,  adapted  to 
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overlap  and  engage  the  adjacent  edge  of  the  end  plates,  11,  when  the  mold  li 
closed.  The  plate,  13,  has  a  pair  of  lateral  openhigs,  16,  adapted  to  snngiy 
admit  the  longitudinally  and  horizontally  movable  cores,  17,  in  the  manner  abont 
to  be  described,  and  is  also  provided  upon  its  inner  face  with  a  plnrality  of 
recesses,  18.  The  end  plates,  11,  have  upon  their  inner  face  a  raised  portion,  19, 
to  form  a  recess,  20,  at  each  end  of  the  blocks,  although  for  molding  comer- 
blocks  an  end  plate,  11,  is  employed  in  which  the  raised  portion  19  is  omitted. 
To  the  lower  edge  of  the  end  plates,  11,  and  near  their  rear  end  is  fixed  a  metal 
lug,  21,  adapted  to  fit  within  a  corresponding  recess,  22,  in  the  lower  f^ce  of 
the  bottom  plate,  7,  thereby  securing  these  plates  in  a  holding  engagement  until 
the  end  plates,  11,  are  disengaged  by  opening  them  outwardly,  as  shown  in 
Fig.  4. 

At  suitable  points  on  the  supporting-frame  are  rigidly  fixed  the  pendant  ^ids 
of  the  cross-bar,  23,  provided  upon  its  upper  edge  with  proper  recesses,  24,  to 
loosely  receive,  support,  and  guide  the  cores,  17.  These  cores,  two  in  numbtf 
and  identical  in  construction,  are  mounted  in  the  said  recesses,  24,  have  upon 
their  rear  end  a  fixed  guiding-stem,  25,  loosely  mounted  in  the  said  lateral  o^ea- 
ings  in  the  cross-bar,  4,  and  are  provided  upon  their  forward  end  with  a  short 
stem  or  projecting  lug,  26,  adapted  to  enter  the  registering  openings,  27  and  28, 
in  the  adjacent  plates,  8  and  10,  respectively,  when  the  cores  are  in  position 
within  the  mold. 

At  any  suitable  points  upon  the  rear  legs,  1,  of  the  supporting  frame  are  pro- 
vided apertured  lugs,  29,  in  which  is  rotatably  mounted  the  horizontal  shaft,  30, 
having  upon  one  extended  end  thereof  a  fixed  upwardly-extended  hand-lever, 
31,  of  proper  form  and  dimensions. 

At  suitable  points  on  the  shaft,  30,  are  rigidly  fixed  the  lower  ends  of  the 
actuating-levers,  32,  which  are  pivotally  connected  to  the  rear  end  of  the 
respective  cores,  17,  by  means  of  a  short  link,  33  (Fig.  1). 

The  operation  and  manner  of  employing  our  invention  thus  described  are 
briefly  stated  as  follows :  The  mold  is  first  firmly  closed  and  secured  by  means 
of  the  latches,  12,  and  lugs,  21,  the  cores,  17,  being  withdrawn,  as  shown  in 
Figs.  1  and  2.  The  operator  now  fills  the  mold  up  to  the  bottom  of  the  open- 
ings, 16,  in  the  side  plate,  13,  with  the  desired  material  to  form  the  front  face 
of  the  block,  which  is  generally  made  with  finer  and  more  expensive  material, 
and  which  may  be  colored,  if  desired.  While  forming  this  portion  of  the  block, 
the  openings,  16,  may  be  closed  in  any  proper  manner,  as  by  a  thin  metal  plate 
suspended  by  a  fiange  from  the  upper  edge  of  the  side,  13,  or  otherwise,  after 
which  it  is  removed,  and  the  cores,  17,  are  moved  forward  simultaneously  into 
their  position  within  the  mold,  as  described,  by  a  forward  movement  of  the 
hand-lever,  3L  When  the  cores  are  in  this  position  within  the  mold,  their  rear 
ends  are  firmly  supported  by  the  cross-bar,  23,  and  their  forward  ends  are 
supported  by  the  respective  pins  or  lugs,  26,  which  rest  within  the  openings, 
27  and  28.  The  operator  now  fills  up  the  mold  with  cement,  preferably  of 
coarser  grade  than  that  which  was  first  placed  therein,  to  form  the  front  face 
of  the  block,  as  above  described,  packs  it  down  in  a  proper  manner,  and  then 
removes  all  surplus  cement  by  scraping  it  off  even  with  the  top  edge  of  the 
mold.  To  remove  the  completed  block  thus  formed  from  our  improved  ma- 
chine, the  operator  first  withdraws  the  cores,  17,  from  the  mold  into  the  position 
shown  in  Fig.  1,  thmi  disengages  the  latches,  12,  and  then  tips  block  34  forward 
with  the  remaining  portion  of  the  mold,  as  shown  in  dotted  lines  in  Fig.  1  and 
in  full  lines  in  Fig.  4,  being  supported  in  such  position  by  the  bracket,  6,  after 
which  the  ends,  11,  are  thrown  back  on  their  hhiges  and  the  bottom  plate,  7,  is 
tilted  rearward  on  its  hinges.    This  leaves  the  completed  block  84  resting  upon 
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its  bottom  face  upon  the  removable  plate,  10,  which  in  practice  is  removed  with 
the  block  to  its  place  of  deposit  The  block,  ^,  thus  formed  has  the  openings, 
35,  for  the  well-known  ventilating  and  sanitary  purposes  for  which  hollow  build- 
ing-blocks are  designed,  has  the  end  recesses,  20,  which  will  of  course  register 
with  the  corresponding  end  recess  of  the  next  adjacent  block  when  laid  up  in 
a  wall,  and  has  a  series  of  small  lugs  or  beads,  36,  upon  its  upper  face  to  permit 
a  proper  layer  of  mortar  between  the  blocks  in  the  wall  and  also  to  aid  in 
protecting  the  comers  of  the  blocks  in  handling  and  laying  them  into  a  wall. 

When  it  is  desired  to  form  comer-blocks  with  our  machine,  a  hinged  plate, 
11,  having  plane  inner  face  instead  of  the  one  shown,  is  substituted. 

Having  thus  described  our  invention  and  the  manner  of  operating  the  same, 
what  we  desire  to  secure  by  Letters  Patent  is : 

1.  A  hollow-building-block  machine  consisting  of  a  supporting-frame  having  a 
table  for  the  hinged  mold,  and  rearwardly-ex tended  arms  for  the  core-guides; 
a  mold  consisting  of  a  rear  side  plate  hinged  to  the  rear  edge  of  said  table  and 
having  a  pair  of  lateral  core-openings,  a  forward  side  plate  hinged  to  the  for- 
ward edge  of  said  table,  having  a  bottom  plate  hinged  to  its  lower  edge,  and 
having  end  plates  hinged  to  its  opposite  ends,  as  shown,  and  a  removable  plate 
arranged  adjacent  to  the  inner  face  of  the  said  forward  side  plate;  a  pair  of 
movable  cores  adapted  to  enter  the  mold  through  the  said  lateral  openings 
therein ;  and  means  for  moving  said  cores  into  and  out  of  the  mold. 

2.  In  an  apparatus  of  the  class  described,  a  supporting-frame  having  a  table 
upon  its  front  edge  and  extended  arms  upon  its  rear  edge  for  the  core-guides ;  a 
knockdown  mold  whose  opposite  sides  are  hinged  to  the  said  table,  and  whose 
outer  side  has  bottom  and  end  sections  hinged  to  its  lower  edge  and  aids 
respectively;  means  for  securing  these  hinged  sections  together;  a  plurality  of 
movable  cores  adapted  to  be  adjusted  into  and  out  of  the  mold  through  suitable 
openings  in  the  said  rear  side  plate ;  and  means  for  operating  the  said  cores. 

3.  In  a  hollow-building-block  machine  a  knockdown  mold  formed  of  hinged 
sections  and  consisting  of  a  rear  side  plate  hinged  to  a  fixed  base  or  support 
and  provided  with  lateral  openings  for  the  horizontally-movable  cores;  a  front 
side  plate  or  section  hinged  at  Its  lower  edge  to  the  said  base;  a  base-plate 
hinged  to  the  lower  edge  of  said  front  side  plate,  end  plates  or  sections  hinged 
to  the  said  front  side  plate,  a  removable  plate  arranged  adjacent  to  the  inner 
face  of  the  said  front  side  plate ;  and  means  for  rigidly  securing  the  said  hinged 
sections  together,  as  described. 

On  March  29, 1905,  nineteen  and  one-half  months  after  the  issuance 
of  the  patent,  Borst  and  Groscop,  on  behalf  of  appellee,  applied  for 
the  reissue.  Before  so  applying,  appellee  had  become  aware  that 
other  machines  for  making  concrete  blocks  were  on  the  market  and 
could  not  be  suppressed  under  its  original  patent. 

The  drawings,  description,  and  first  three  claims  of  the  reissue  are 
in  the  very  lines,  words,  and  figures  of  the  original.  Eleven  new 
claims  were  added. 

Admitting  that  appellant  did  not  infringe  the  original,  appellee 
based  its  prima  fade  case  on  new  claims  5,  6,  7,  and  12.  During  the 
taking  of  rebuttal,  appellee's  counsel  stated  on  the  record  that  at  the 
hearing  claim  12  would  not  be  relied  on.  The  above-cited  new  claims 
are  the  following: 

6.  In  a  building-block  machine,  the  combination  of  a  frame,  a  longitudinally- 
movable  core  carried  thereby ;  and  a  mold  supported  by  said  frame  comprising  a 
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rear  side  plate  provided  with  an  aperture  for  the  core,  a  front  side  plate  hinged 
to  said  frame,  end  plates,  and  a  base-plate  hinged  to  the  front  side  plate,  said 
end  plates,  front  side  plate  and  base-plate  adapted  to  be  swung  forward  as  a 
unit  until  arrested  by  the  frame. 

6.  In  a  building-block  machine,  the  combination  of  a  frame,  a  ]<mgitudinally- 
movable  core  carried  thereby,  a  mold  supported  by  said  frame  comprising  a  back 
plate  provided  with  an  aperture  for  the  core,  end  plates,  a  front  side  plate  and  a 
bottom  plate,  said  bottom  plate  adapted  to  be  swung  up  to  vertical  position  and 
said  front  side  plate  to  horizontal  position  to  carry  the  molded  bloclc  to  dis- 
charging position. 

7.  In  a  building-block  machine,  the  combinatton  of  a  pivotally-mounted  mold 
formed  of  hinged  sections,  a  horizontally-movable  core  for  forming  the  hollow 
interior  of  the  blocks,  a  supporting-frame  on  which  the  mold  and  core  are 
mounted,  and  means  for  moving  said  core  into  and  out  of  the  mold,  part  of 
said  mold  being  adapted  to  swing  forward  to  discharge  the  molded  block. 

12.  In  a  building-block  machine,  the  combination  of  a  frame,  a  mold-l>ox  com- 
posed of  a  front  section,  a  removable  carrier-plate  adjacent  thereto  and  normally 
forming  one  of  the  side  walls  of  the  mold,  a  bottom  connected  to  the  front  sec- 
tion, a  rear  section,  and  hinged  end  sections;  the  front  section  lieing  adapted 
to  turn  with  the  carrier-plate  to  horizontal  position  and  the  bottom  section  being 
simultaneously  carried  to  an  upright  position. 

The  affidavits  of  the  inventors  in\'oked  the  jurisdiction  of  the 
Commissioner  to  js:rant  a  reissue,  in  these  words: 

That  deponent  verily  believes  that  tlie  Letters  Patent  referred  to  in  the  fore- 
going petition  and  specification  and  herewith  surr^idered  are  inoperative  for 
the  reason  that  the  specification  thereof  is  defective,  and  that  such  defect  con- 
sists particularly  in  the  original  patent  being  inoperative  to  fully  protect  the 
invention  set  forth  in  the  description  and  shown  in  the  drawings ;  and  deponent 
further  says  that  the  errors  which  render  such  patent  so  inoperative  arose  from 
inadvertence  and  mistake,  and  without  any  fraudulent  or  deceptive  intention 
on  the  part  of  deponent ;  that  the  following  is  a  true  8i)ecification  of  the  errors 
which  it  is  claimed  constitute  such  inadvertence  and  mistake  relied  upon.  The 
claims  forming  part  of  the  letters  Patent  referred  to  are  too  limited  in  their 
scope,  being  unnecessarily  restricted  by  limiting  phrases;  that  such  errors  so 
particularly  specified  occurred  as  follows:  The  fourth  claim  originally  filed  was 
incorrectly  drawn.  A  new  claim  was  then  substituted  and  was  rejected  on  the 
prior  art.  Canceling  this  claim  without  presenting  new  claims  covering  the 
invention  fully  was  an  Inadvertence  and  mistake,  the  inventors  relying  upon 
their  then  attorneys  in  charge  of  the  original  application  who  have  since 
admitted  that  they  did  not  recognize  the  scope  of  the  invention. 

What  the  new  fourth  claim  was,  which  was  drafted  in  proper  form, 
substituted  for  the  incorrectly-drawn  original  fourth  claim,  and  re- 
jected on  the  prior  art,  and  the  rejection  of  which  was  acquiesced  in, 
does  not  appear  from  this  record. 

Some  of  the  differences  between  appellant's  machine  and  appellee's 
machine,  and  their  respective  modes  of  operation,  may  be  summarized 
thus:  Appellant's  mold  is  seated  directly  upon  a  frame,  doing  away 
with  appellee's  "  rigid  top  2."  Mounted  rigidly  upon  the  rear  part 
of  appellant's  frame  is  a  vertical  plate  which  forms  the  rear  wall  of 
the  mold,  while  the  rear  wall  of  appellee's  mold  is  "hinged  at  its 
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lower  edge  to  said  top  2."  Appellant's  rigid  rear  wall  constitutes 
the  support,  by  means  of  hinges,  of  the  two  end  walls  of  the  mold, 
while  appellee's  front  wall,  which  is  itself  hinged  to  top  2,  constitutes 
the  support,  by  means  of  hinges,  of  the  two  end  walls  of  the  mold. 
These  molds,  when  ready  to  be  filled,  have  five  walls,  namely,  the 
bottom  and  four  sides.  Appellant's  rear  wall  carries  the  end  walls 
and  is  rigidly  attached  to  the  frame ;  the  bottom  and  front  walls  are 
rigidly,  but  adjustably,  attached  to  each  other  at  right  angles,  and 
together,  as  an  integral,  are  pivotally  mounted  upon  the  frame.  But 
appellee's  front  wall  is  hinged  to  the  table-top,  and  the  bottom  wall 
is  hinged  to  the  lower  edge  of  the  front  wall ;  and  motion  of  the  front 
wall  can  be  imparted  to  the  bottom  wall  only  while  the  end  walls, 
attached  to  the  front  walls  and  in  closed  position,  lift  up  the  bottom 
wall  by  means  of  lugs.  In  operation,  after  the  molds  are  filled  and 
the  cores  withdrawn,  appellant  swings  back  the  end  walls  upon  their 
hinges  affixed  to  the  rigid  rear  wall,  (thus  dividing  the  mold  into  two 
parts,  one  part  comprising  three  walls  mounted  on  the  frame  and  the 
other  part  consisting  of  the  remaining  two  walls  as  an  integral, 
pivotally  mounted  on  the  frame,)  then  turns  the  pivoted  integral 
forward  through  an  arc  of  90  degrees,  and  finally  pushes  the  bottom 
wall  (now  standing  upright)  back  from  the  molded  block  by  means  of 
its  sliding  connection  with  the  front  wall,  (now  lying  horizontally 
upon  the  frame,)  thus  freeing  the  block  by  three  movements;  while 
appellee  swings  back  the  rear  wall  upon  its  hinges,  then  turns  the 
remaining  four  walls  forward,  then  swings  down  the  end  walls,  and 
finally  swings  down  the  bottom  wall  (now  standing  upright,)  thus 
freeing  the  block  by  four  movements.  In  appellee's  machine  each  of 
the  five  walls  is  separately  hinged;  in  appellant's,  only  the  two  end 
walls  are  separately  hinged.  In  appellee's  machine,  the  block  remains 
four-fifths  locked  in  the  mold  during  the  turning  movement;  in  ap- 
pellant's, the  block  has  been  three-fifths  freed  from  the  mold  before 
the  turning  movement  is  begun. 

The  defenses,  made  the  bases  of  the  assignments  of  error,  are  that 
the  reissue  claims  in  suit  are  an  unwarranted  expansion  of  the  original 
patent,  are  invalid  in  view  of  the  prior  art,  and  are  not  infringed  by 
appellant's  machine. 

Requisites  of  original  applications  for  patents  are  stated  in  section 
4888,  Revised  Statutes,  (U.  S.  Comp.  St.,  1901,  p.  3383:) 

Before  any  Inventor  or  discoverer  shall  receive  a  pat^it  for  his  invention  or 
discovery,  he  shall  make  application  therefor,  in  writing,  to  the  Oommissioner 
of  Patents,  and  shall  file  in  the  Patent  Office  a  written  description  of  the  same 
and  of  the  manner  and  process  of  making,  constructing,  compounding,  and 
using  it,  in  such  full,  clear,  concise,  and  ^cact  terms  as  to  enable  any  person 
skilled  in  the  art  or  science  to  which  it  appertains,  or  with  which  it  is  most 
nearly  connected,  to  make,  construct,  compound,  and  use  the  same;  and  in  case 
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of  a  machine,  he  shall  explain  the  prlncii^e  thereof,  and  the  best  mode  In  which 
he  has  contemplated  applying  that  principle,  so  as  to  distinguish  it  from  other 
inventions;  and  he  shall  particularly  point  out  and  distinctly  claim  the  part, 
improvement,  or  combination  which  he  claims  as  his  invention  or  discovery. 
The  specification  and  claim  shall  be  signed  by  the  inventor  and  attested  by  two 
witnesses. 

Conditions  governing  reissues  are  found  in  section  4916,  (U.  S. 
Comp.  St.,  1901,  p.  3393:) 

Whenever  any  patent  is  inoperative  or  invalid,  by  reason  of  a  defective  or  In- 
sufficient specification,  or  by  reason  of  the  patentee  claiming  as  his  own  inven- 
tion or  discovery  more  than  he  had  a  right  to  claim  as  new,  If  the  error  has 
arisen  by  Inadvertence,  accident,  or  mistake,  and  without  any  fraudulent  or 
deceptive  intention,  the  Ck)mmissioner  sliall,  on  the  surrender  of  such  patent 
and  the  payment  of  the  duty  required  by  law,  cause  a  new  patent  for  the  same 
invention,  and  in  accordance  with  the  corrected  specification,  to  be  issued  to  the 
patentee,  or.  In  the  case  of  his  death  or  of  an  assignment  of  the  whole  or  any 
undivided  part  of  the  original  patent,  then  to  his  executors,  administrators,  or 
assigns,  for  the  unexpired  part  of  the  term  of  the  original  patent  Such  sur- 
render shall  tal^e  effect  upon  the  issue  of  the  amended  patent  The  Oommis- 
sioner  may,  in  his  discretion,  cause  several  patents  to  be  issued  for  distinct 
and  separate  parts  of  the  thing  patented,  upon  demand  of  the  applicant  and 
upon  payment  of  the  required  fee  for  a  reissue  for  each  of  such  reissued  Letters 
Patent  The  specifications  and  claim  in  every  such  case  shall  be  subject  to 
revision  and  restriction  in  the  same  manner  as  original  applications  are. 
Every  patent  so  reissued,  together  with  the  corrected  specification,  shall  have 
the  same  elTect  and  operation  in  law,  on  the  trial  of  all  actions  for  causes 
thereafter  arising,  as  if  the  same  had  been  originally  filed  In  such  corrected 
form ;  but  no  new  matter  shall  be  introduced  into  the  specification,  nor  In  case 
of  a  machine  patent  shall  the  model  or  drawings  be  amended,  except  each  by 
the  other;  but  when  there  is  neither  model  nor  drawing,  amendments  may  be 
made  upon  proof  satisfactory  to  the  Commissioner  that  such  new  matter  or 
amendment  was  a  part  of  the  original  Invention,  and  was  omitted  from  the 
specification  by  inadvertence,  accident,  or  mistake,  as  aforesaid. 

*Vr.  Rtcssell  Wiles  and  Mr.  Philip  C.  Dyrenforth  for  the  appellant. 

Mr,  Robert  S.  Taylor  for  the  appellee. 

Before  Grosscup,  Baker,  and  Seaman,  Circuit  Judges^ 
Baker,  Cir.  e/.,  (after  stating  the  facts  as  above:) 

In  General  Electric  Co.  v.  Richmond  St.  Ry.  Co.  (178  Fed.  Rep., 
84;  102  C.  C.  A.,  138)  this  Court  said : 

Without  the  existence  of  one  or  the  other  of  two  conditions  precedent,  the 
Commissioner  of  Patents  is  not  authorized  to  grant  a  reissue.  Either  the  orig- 
inal specification  must  be  defective  or  insufilcient,  or  the  original  claims  must 
embrace  more  than  the  patentee  had  a  right  to  claim  as  new.  But  neither  con- 
dition is  available  unless  the  error  arose  from  inadvertence,  accident,  or  mis- 
take, and  without  any  fraudulent  or  deceptive  intention. 

In  the  present  case  the  mistake,  if  any,  did  not  inhere  in  the  draw- 
ings or  in  the  specification,  (apart  from  the  claims,)  nor  did  the 
patentees  claim  more  than  they  were  entitled  to  claim  as  new.  So  if 
the  word  "  specification  "  in  the  second  sentence  of  the  above  quota- 
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tion  is  to  be  limited  to  that  part  of  the  patent  which  precedes  the 
formal  claims,  this  case  would  be  at  an  end.  In  the  Richmond  Case^ 
however,  the  Commissioner's  jurisdiction  to  grant  a  reissue  was  in- 
voked on  the  grounds  that  the  original  specification  did  not  describe 
with  sufficient  definiteness  or  accuracy  the  action  of  the  magnetic 
arc-extinguishing  device,  and  that  the  term  "  arc-deflector,"  as  used 
in  the  specification  and  in  claims  10,  11,  12,  and  13,  was  uncertain 
and  ambiguous;  and  it  was  therefore  unnecessary  to  state  the  con- 
struction given  to  the  word  "specification,"  which  appears  in  the 
opinion  in  exactly  the  same  context  as  in  the  statute. 

(1,  2)  By  settled  interpretation  the  word  "specification"  in  the 
first  sentence  of  section  4916,  Bevised  Statutes,  (U.  S.  C!omp.  St., 
1901,  p.  3393,)  may  cover  the  entire  original  patent.  The  inquiry, 
therefore,  is  what  are  the  conditions  under  which  a  reissue  may  law- 
fully be  granted  in  lieu  of  an  original  patent  unaltered  save  by  the 
addition  of  enlarging  claims? 

One  condition  is  that,  on  surrender  of  the  original  patent,  a  new 
patent  "  for  the  same  invention  "  shall  be  issued.  Other  conditions, 
emphasizing  the  one  just  stated,  are  that  "  no  new  matter  shall  be 
introduced  into  the  specification  ";  and,  the  original  and  reissue  here 
being  for  a  machine,  and  no  model  being  filed,  that  "  the  drawings 
shall  not  be  amended." 

For  example  if,  in  a  patent  for  improvements  in  an  old  art,  the 
drawings  fully  exhibit  a  complete  and  operative  machine  made  up 
of  twenty  elements;  the  specification  (apart  from  the  claims)  clearly 
explains  the  machine,  its  working  principle  and  the  best  mode  in 
which  the  patentee  has  contemplated  applying  that  principle,  and 
also  particularly  points  out  that  the  patentee's  contribution  to  the 
art  consists  {a)  of  the  combination,  in  the  machine,  of  elements  1,  2, 
3,  and  5,  (6)  of  elements  2,  3,  4,  and  6,  {c)  of  elements  6,  6,  7,  and  9, 
and  {d)  of  elements  6,  7,  8,  and  10  (all  in  accordance  with  section 
4888  [U.  S.  Omp.  St.,  1901,  p.  3383] ) ;  and  the  claims  distinctly 
cover  (a),  (&),  and  {c) — ^then  there  would  be  a  basis  for  an  appli- 
cation for  a  reissue  by  showing,  say,  that  claim  {d)  had  been  drafted 
but  had  been  inadvertently  omitted  by  a  copyist.  Conversely,  if 
claims  (a),  (6),  (<?),  and  {d)  were  in  the  original  and  by  mistake 
some  part  of  the  description  of  the  machine  had  been  omitted,  or 
there  had  been  a  failure  in  the  statement  of  invention  to  include  (rf), 
there  would  be  grounds  for  a  reissue.  In  the  first  example  the  patent 
(partly  operative)  would  be  inoperative  to  protect  a  part  of  the 
invention,  described,  but  not  claimed ;  in  the  second,  claimed,  but  not 
explained  and  described.  In  both,  there  would  be  a  defective  or 
insufficient  patent  which  was  inoperative  to  secure  fully  to  the  in- 
ventor a  monopoly  of  the  subject-matter  disclosed  in  the  patent  as 
his  invention  or  inventions. 
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Continuing  the  illustration  suppose  that  the  (Hnginal  patent,  after 
describing  the  machine  as  aforesaid,  and  particularly  pointing  out 
that  the  invention  or  inventions  consisted  in  (a),  (6),  (<?),  and  (d), 
had  distinctly  claimed  (a),  (6),  (<?),  and  (d).  In  what  respect  is 
the  patent  inoperative  or  invalid?  True  the  drawings  and  descrip- 
tion showed  a  machine  of  twenty  elements.  But  any  one  on  reading 
the  patent  would  have  the  right  to  believe  and  to  act  on  the  belief, 
80  far  as  the  owner  of  the  patent  is  concerned,  that  elements  11  to 
20,  and  every  combination  thereof,  were  open  to  free  use,  and  that 
elements  1  to  10  were  open,  and  also  every  combination  of  than 
except  (a),  (6),  (<?),  and  (d).  Now,  if  the  truth  was  that  the  in- 
ventor in  constructing  the  machine  had  made  new  and  useful  com- 
binations among  elements  11  to  20  and  also  broader  inventions  than 
those  described  and  claimed  among  elements  1  to  10,  it  would  seem 
that  from  his  point  of  view  they  were  all  one  and  the  same  invention 
or  group  of  inventions.  But  if  enlargement  is  to  come,  not  from  evi- 
dence contained  in  the  original  patent,  (or  in  the  proceedings  to 
obtain  it,)  but  from  what  the  inventor  subsequently  says  (truthfully 
or  untruthfully)  was  in  his  mind  prior  to  filing  the  original  applica- 
tion, a  region  of  danger,  of  temptation  to  fraud  and  deception,  would 
be  opened  wide  which  Congress  has  commanded  should  be  kept 
closed.  For  the  reissue  must  be  limited  to  the  same  inventicm  that 
the  inoperative  patent  discloses  as  the  invention. 

Reissued  Letters  Patent  must,  by  the  express  words  of  the  section  authoriz- 
ing the  same,  be  for  the  same  invention,  and  consequently  where  it  appears 
on  a  comparison  of  the  two  instruments,  as  matter  of  law,  tliat  the  reissoed 
patent  is  not  for  the  same  invention  as  that  embraced  and  secured  (attempted 
to  be  secured?)  in  the  original  patent,  the  reissued  patent  is  invalid,  as  tint 
state  of  facts  shows  that  the  Ck>mmi8sioner,  in  granting  the  new  patent,  ex- 
ceeded his  jurisdiction.    (Seymour  v.  Oahome,  11  Wall.,  516,  544;  20  L.  Ed.,  33.) 

Invalid  and  inoperative  patents  may  be  surrendered  ind  reissued  for  the 
same  invention,  but  Ck)ngre88  never  intended  that  a  patent  which  was  valid 
and  operative  should  be  reissued  merely  to  afford  the  patentee  an  opportmiity 
to  expand  the  exclusive  privileges  which  it  secures,  to  enable  him  to  suppress 
subsequent  improvements  which  do  not  conflict  with  the  invention  described  in 
the  surrendered  patent.  (Oill  v.  Wells,  6  0.  G.,  881;  22  WaU.,  1,  19 ;  22  K  Ed, 
6d9.) 

The  original  patent  was  not  inoperative  nor  invalid  from  any  defective  or 
insufllclent  specification.  The  description  given  of  the  process  claimed  was,  as 
stated  by  the  patentee,  full,  clear,  and  exact,  and  the  claim  covered  the  speci- 
fications; the  one  corresponded  with  the  other.  ♦  ♦  ♦  The  evident  object 
of  the  patentee  in  seeking  a  reissue  was  not  to  correct  any  defects  in  specifi- 
cation or  claim,  but  to  change  both,  and  thus  obtain,  in  fact,  a  patent  for  a 
different  invention.  {Russell  v.  Dodge,  C.  D.,  1877, 162;  11  O.  G.,  151;  08  U.  S. 
400;  23  L.  Ed.,  973.) 

The  legislature  was  willing  to  concede  to  the  patentee  the  right  to  amend  his 
specification  so  as  fully  to  describe  and  claim  the  very  invention  attempted  to 
be  secured  by  his  original  patent,  and  which  was  not  fully  secured  thereby, 
in  consequence  of  inadvertence,  accident,  or  mistake;  but  was  not  willing  to 
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give  him  the  right  to  patch  up  his  patent  by  the  addition  of  other  inventions, 
which,  though  they  might  be  his,  had  not  been  applied  for  by  him,  or,  if  applied 
for,  had  been  abandoned  or  waived. 

And  at  this  point  the  Supreme  Court  tells  such  an  inventor  how 
he  may  properly  invoke  the  Commissioner's  jurisdiction: 

For  such  Inventions,  he  Is  required  to  make  a  new  application,  subject  to 
such  right  as  the  public  and  other  inventors  may  have  acquired  In  the  meantime. 
iOiant  Powder  Co,  v.  California  Powder  Works,  0.  D.,  1879,  356;  15  O.  G.,  289; 
98  U.  S..  126;  25  L.  Ed.,  77.) 

In  considering  an  argument,  based  on  certain  general  statements 
in  Seymour  v.  Osborne,  that  whatever  was  suggested  or  indicated  in 
the  original  specification,  drawings,  or  model,  was  to  be  considered  a 
part  of  the  invention,  even  though  not  stated  to  be,  or  described  as, 
a  part  of  the  invention  the  Supreme  Court  said : 

In  these  extracts  from  the  opinion  it  is  seen  that  the  Court  adheres  strictly 
to  the  view  that  under  the  statute  the  Commissioner  has  no  Jurisdiction  to 
grant  a  reissued  patent  for  an  invention  substantlaUy  different  from  that 
embodied  in  the  original  patent,  and  that  a  reissue  granted  not  In  accordance 
with  that  rule  Is  void.  In  what  is  there  said  about  redescriblng  the  Invention, 
and  about  including  In  the  new  description  and  new  claims  what  was  sug- 
gested or  Indicated  in  the  orignlal  specification,  drawings,  or  Patent  Office  model, 
it  is  clearly  to  be  understood,  from  the  entire  language,  that  the  things  so  to  be 
Included  are  only  the  things  which  properly  belonged  to  the  inv^itlon  as  em- 
bodied In  the  original  patent;  that  what  that  Invention  was  is  to  be  ascer- 
tained by  consulting  the  original  patent;  and  that,  while  the  new  description 
may  properly  contain  things  which  are  Indicated  in  the  original  specification, 
drawings,  or  Patent  Office  model,  (though  not  sufficiently  described  In  the 
original  specification,)  It  does  not  follow  that  what  was  Indicated  in  the  orig- 
inal specification,  drawings,  or  Patent  Office  model  is  to  be  considered  as  a 
part  of  the  invention,  unless  the  Court  can  see  from  a  comparison  of  the  two 
patents  that  the  original  patent  embodied  as  the  Invention  to  be  secured  by 
it  what  the  claims  of  the  reissue  are  Intended  to  cover.  (Parker  d  Whipple  Co, 
V.  Yale  Clock  Co,,  C.  D.,  1887,  584;  41  O.  G.,  811;  123  U.  S.,  87;  8  Sup.  Ct,  38; 
31  L.  Ed.,  100.) 

There  Is  no  evidence  of  an  attempt  to  secure  by  the  original  patent  the  lnv«i- 
tions  covered  by  the  first  eight  claims  of  the  reissue,  and  those  Inventions  must 
be  regarded  as  having  been  abandoned  or  waived,  so  far  as  the  reissue  in  ques- 
tion is  concerned,  subject,  however,  to  the  right  to  have  made  a  new  application 
for  a  patent  to  cover  them ;  in  other  words,  those  eight  claims  are  not  for  the 
same  Invention  which  was  originally  patented.  Parker  d  Whipple  Co,  v.  Yale 
Clock  Co,,  C.  D.,  1887,  584;  41  O.  G.,  811;  123  U.  S..  87;  8  Sup.  Ct.  38;  31 
L.  Ed.,  100.) 

In  the  present  case,  the  original  patent  was  not  Inoperative  or  invalid  by 
reason  of  a  defective  or  Insufficient  description  of  the  invention,  for  the  text  of 
the  specification  of  the  reissue,  aside  from  the  claims,  is  substantially  the  same 
as  that  of  the  original.  Nor  was  the  application  for  the  reissue  made  because 
TirreU  In  the  original  had  claimed  as  his  invention  more  than  he  had  a  right  to 
claim  as  new,  for  his  oath  declares  that  the  defect  consists  in  the  "  omission  of 
claims."  The  object  of  the  reissue  was  to  prevent  the  patent  from  being  con- 
fined to  the  apparatus  illustrated  in  the  drawings  and  described  iu  the  si>ecifi- 
2097**— 12 35 
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cation  of  tiie  original,  and  to  enable  it  to  cover  apparatus  coyered  by  patent! 
issued  subsequently  to  the  original.  {Electric  Qas  Co,  v.  Boston  Electric  Oo^ 
C.  D.,  1891,  353;  65  O.  G.,  429;  139  U.  S.  481;  11  Sup.  Ct.  686;  35  L.  Bd.,  250.) 

It  was  held  by  the  circuit  court  that,  while  claim  1  of  the  reissue  was  not 
embraced  in  the  original,  the  matter  claimed  by  that  claim  was  so  embraced; 
that  the  language  of  the  original  specification  clearly  described  the  closed-breast 
furnace;  that  a  furnace  built  in  accordance  with  the  language  of  the  original 
would  be  necessarily  closed-breasted ;  that  the  other  element  of  dalm  1  of  the 
reissue  **  where  the  slag  is  discharged  through  an  opening  or  op^iings  cooled 
by  water,'*  was  no  less  clearly  described  in  the  original;  that  the  drawings 
originally  filed  showed  the  same;  that  claim  1  of  the  reissue  might,  therefore, 
have  be^i  embraced  in  the  patent  as  first  issued,  or  introduced  into  the  reissue 
without  changing  the  specification ;  that  the  change  made  by  the  reissue  simply 
expressed  the  same  thing  in  different  terms;  that  claim  1  of  the  reissue  was, 
therefore,  not  an  ^ilargement  of  the  invention;  that  such  additional  claim, 
omitted  through  inadvertence,  accident,  or  mistake,  might  be  secured  by  means 
of  a  reissue,  if  applied  for  within  a  reasonable  time;  that  in  this  case  the 
application  was  made  a  littie  after  the  expiration  of  one  year;  and  that  the 
question  whether  the  omission  occurred  through  inadvertence,  accident,  or 
mistake  was  a  question  for  the  Ck>mmissioner  of  Patents.    *    *    * 

But  the  material  point  is  the  extension  of  the  invention  claimed,  by  the  addi- 
tion of  claim  1  of  the  reissue  the  words  in  which,  "  substantially  as  set  fc^th," 
refer  to  the  new  matter  in  the  reissue,  that  the  slag  is  discharged  '*  through  aa 
opening  cooled  with  water  in  such  a  manner  that  the  tymp,  or  forehearth,  and 
the  wall  stone  can  be  dii^)en8ed  with." 

The  intention  manifestiy  was  to  construe  the  first  claim  so  as  to  cover  any 
kind  of  blast-furnace,  with  a  closed  breast,  having  a  slag-discharge  opening 
cooled  in  any  manner  or  to  any  extent  by  water.  There  is  nothing  in  the  orig- 
inal specification  which  indicates  that  any  such  claim  was  intended  to  be  made 
in  the  original  patent  On  the  contrary,  the  whole  purport  of  that  specification 
shows  that  it  was  intended  to  claim  only  a  slag-discharge  piece  or  cinder-block 
constructed  and  attached  in  a  specific  manner.    *    *    * 

We  are  of  opinion  that  the  present  reissue  is  invalid,  so  far  as  the  first  claim 
of  it  is  concerned,  because  it  is  not  for  the  same  invention  as  the  original  patent 
(Freeman  v.  Aamus,  C.  D.,  1892,  415;  59  O.  G.,  1432;  145  U.  S.,  226;  12  Sup. 
C5t,  939;  36  L.  Ed.,  685.) 

(3)  Boyle's  original  patent  for  an  improvement  in  flushing  appa- 
ratus for  water-closets  was  granted  January  1,  1884.  Application 
for  reissue  was  filed  January  2,  1885.  Boyle's  affidavit  stated  that 
the  original  was  inoperative  because — 

the  principal  claims  are  defective  or  insufficient  in  that  they  are,  or  appear  to 
be,  limited  to  combinations  embodying  the  "  flushing-chamber  F  '*  as  an  essential 
element,  whereas  that  chamber  is  not  essential  to  his  invention  in  its  generic 
features ; 
that  the  original  specification  stated  that  his  invention  introduced— 

a  new  principle  for  operating  double-trapped  or  siphon  wat^-closets,  namely, 
that  of  producing  the  requisite  vacuum  by  causing  the  falling  flushing-water  to 
act  as  an  injector  and  draw  air  along  with  it 

that  in  his  early  experiments  he  had  devised  forms  in  which  "  flush- 
ing-chamber F  "  had  no  part  in  the  operation ;  that  in  describing  his 
invention  to  his  attorney,  he  did  not  describe  the  first  constnictions 
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devised  by  him,  but  only  the  preferred  constructions;  that  in  Novem- 
ber, 1884,  he  noticed  a  patent  to  Hanson — 

showing  Boyle^s  said  invention  in  a  form  almost  identical  with  one  of  the 
said  constructions  originally  invented  by  Boyle; 

that  thereupon  he  consulted  his  attorney,  who  advised  him  of  the 
defect  or  insuflBciency  of  his  original  patent ;  that,  prior  to  being  so 
advised,  he  had  no  suspicion  that  his  patent  was  defective  or  insuffi- 
cient; and  that  he  thereupon  instructed  his  attorney  to  prepare  an 
application  for  reissue. 

The  opinion  of  the  circuit  court,  in  speaking  of  the  contention  that  the 
original  patent  was  inoperative  to  protect  the  invention  intended  to  be  covered 
by  it,  said  that  such  patent  certainly  protected  the  flushing  apparatus  that  was 
claimed  as  a  whole  in  the  first  claim,  and  carefully  described  in  the  specifica- 
tion; that  it  protected  also  all  the  combinations  which  were  claimed  in  its 
several  claims;  that  it  was  not  necessary  to  change  the  specification  or  draw- 
ings to  secure  fully  the  apparatus  claimed  in  the  several  claims  of  the  original 
patent;  that  that  was  the  identical  apparatus  which  Boyle  intended  to  manu- 
facture; that,  therefore,  it  could  not  be  said  that  the  original  patent  was 
** inoperative  or  invalid"  in  the  sense  that  Boyle  could  not  hold  what  he 
claimed,  and  intended  to  manufacture,  because  his  original  specification  was 
either  defective  or  insuflScient;  that  what  Boyle  meant  by  asserting  that  the 
original  patent  was  inoperative  was  only  that  a  particular  combination  of 
parts  might  have  been  claimed  originally  that  was  not  claimed,  and  that  his 
original  patent  was  inoperative  to  protect  such  particular  combination,  be- 
cause no  right  to  the  protection  of  it  had  been  asserted.    •    •    • 

We  are  unanimously  of  opinion  that  these  views  of  the  circuit  court  are  sound. 
*  •  •  The  defendant  had  no  fiushing  chamber  in  any  flushing  apparatus 
made  by  it,  and  such  flushing  chamber  was  an  essential  elemait  in  the  specifi- 
cation and  drawings  of  the  original  patent,  and  was  one  of  the  necessary  ele- 
ments In  each  of  the  six  claims  of  the  original  patent,  as  made.  (Huher  v. 
Nelson  Mfg,  Co.,  C.  D.,  1893.  277;  63  O.  G.,  311;  148  U.  S.,  270;  13  Sup.  Ct, 
603;  37  L.  Ed.,  447.) 

Turning  now  to  the  original  patent  in  question,  the  first  thing 
noted  is  the  admission  that  machines  for  manufacturing  concrete 
blocks  are  old.  "  The  principal  object  of  our  invention  "  is  to  pro- 
vide a  simple  and  cheap  machine  in  which  the  face  design  can  be 
changed  by  the  substitution  of  a  single  plate.  "  The  principal  novel 
feature  of  our  invention  "  resides  in  constructing  the  mold  and  cores 
so  that  the  block  is  formed  face  downward. 

Our  invention  consists  of  a  plvotally-mounted  mold  formed  of  hinged  sec- 
tions, a  pair  of  horizontally-movable  cores  or  plungers  for  forming  the  hollow 
interior  of  the  blocks,  an  upright  supporting-frame  on  which  the  molds  and 
movable  cores  are  mounted,  and  means  for  moving  said  cores  into  and  out  of 
the  mold. 

"Our  invention"  is  then  particularly  described,  and  next  the 
operation  of  "  our  invention  "  is  given,  the  machine  and  its  mode  of 
operation  being  as  shown  in  the  statement  of  the  case.  On  this  dis- 
closure and  declaration  of  invention  were  based  three  claims  which 
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fully  protected  the  machine  as  portrayed  in  the  drawings,  as  de- 
scribed in  the  specificaticm,  as  intended  to  be  manufactured  by  the 
patentees,  and  substantially  as  manufactured  by  their  assignee. 

More  nearly  than  the  others,  claim  6  of  the  reissue  can  be  read 
upon  appellant's  machine,  the  construction  and  operati(Mi  of  which 
have  been  given  in  the  statement.  By  its  wording  claim  6  covers 
every  combination  of  frame,  longitudinally-movable  core,  and  five- 
plate  mold,  in  which  the — 

bottom  plate  is  adapted  to  be  swung  up  to  vertical  position  and  tbe  front  plate 
to  horizontal  position  to  carry  the  molded  block  to  discharging  position. 

Whereabouts  in  the  original  patent  is  there  any  disclosure  that 
appellant's  machine,  or  its  mechanical  equivalent,  was  the  invention 
of  Borst  and  Groscop?  Not  in  the  original' claims,  for  if  appellant's 
machine  were  the  mechanical  equivalent  of  the  claimed  machine,  it 
would  not  have  been  necessary  to  apply  for  a  reissue  in  order  to 
maintain  an  injunction  suit.  Not  in  the  original  drawings,  for  they 
picture  accurately  appellee's  machine  and  nothing  else.  (To  enable 
the  drawings  to  disclose  appellant's  machine  or  its  mechanical  equiv- 
alent, it  would  be  necessary  to  violate  the  command  that  "  the  draw- 
ings shall  not  be  amended.")  Not  in  the  original  description  of  the 
construction  and  mode  of  operation,  for  it  describes  accurately  the 
construction  and  mode  of  operation  of  appellee's  machine  and  noth- 
ing else.  (To  enable  the  specification  to  point  out  the  construction 
and  mode  of  operation  of  appellant's  machine  or  its  mechanical 
equivalent  as  being  the  invention  of  Borst  and  Groscop,  as  being 
something  beyond  the  mere  mechanical  equivalent  of  the  machine 
which  they  had  already  particularly  pointed  out  and  distinctly 
claimed,  it  would  be  necessary  to  violate  the  command  that  "  no  new 
matter  shall  be  introduced  into  the  specification.")  Nowhere  is 
found  any  suggestion  that  the  rear  wall,  with  end  walls  hinged 
thereto,  may  be  rigidly  affixed  to  the  frame,  and  that  the  bottom  and 
front  walls  may  be  rigidly  affixed  to  each  other  and  mounted  upon  a 
single  pivot.  No  intimation  that  the  block  may  be  carried  to  dis- 
charging position  three-fifths  free  of  the  mold,  instead  of  four-fifths 
locked  in  the  mold.  Not  even  an  obscure  hint  that  other  forms  of 
concrete-block  machines  (beyond  mere  mechanical  equivalents  of  the 
form  particularly  pointed  out  and  distinctly  claimed)  had  ever  been 
devised  or  even  thought  of  by  Borst  and  Groscop,  unless  such  a  hint 
is  lurking  in  their  statement  that  "  our  invention  consists  of  a  pivot- 
ally-mounted  mold  formed  of  hinged  sections,"  with  cores  and  sup- 
porting-frame. Appellee's  mold  is  formed  of  hinged  sections,  each 
of  the  five  separately  movable  upon  its  hinge.  Only  two  of  appel- 
lant's sections  are  separately  movable.  Appellee's  mold,  as  an  en- 
tirety, is  not  "  pivotally  mounted,"  but  the  description  points  out 
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that  all  of  the  walls,  except  the  rear  one,  move  forward  as  a  unit, 
and  so  the  general  statement  is  essentially  true  when  applied  to 
appellee's  machine.  There  is  no  teaching  that  during  the  movement 
of  the  moist  and  plastic  block  the  end  plates  are  not  necessary.  The 
general  statement  should  be  read  as  a  part  of  the  entire  document, 
and,  so  read,  it  applies  to  appellee's  machine  and  nothing  else.  If 
appellant's  machine  were  covered  by  a  patent,  it  would  be  a  pretty 
reckless  expert  who  would  cite  Borst  and  Groscop's  aforesaid  general 
statement  of  invention  as  an  anticipatory  disclosure  of  appellant's 
invention. 

In  the  Freeman  Case^  supra^  the  drawings  and  specification  of  the 
original  patent  showed  and  described  the  features  embodied  in  the 
reissue  claim.  But  they  were  shown  and  described  as  parts  of  a 
blast-furnace,  not  as  parts  of  the  patentee's  invention  of  improve- 
ments in  blast-furnaces.  And  because  neither  statement  nor  claim 
of  invention  (either  perfectly  or  defectively  made)  pointed  out  the 
added  features,  the  reissue  was  declared  void.  Here,  appellee  is  in  a 
weaker  position,  for  neither  drawings  nor  specification  showed  appel- 
lant's machine  or  its  mechanical  equivalent. 

In  the  Huher  Caae^  supra^  the  inventor,  before  applying  for  his 
patent,  made  a  device  like  the  one  which  the  defendant  subsequently 
adopted.  And  in  his  original  specifications  he  stated  that  his  inven- 
tion introduced — 

a  new  principle  for  operating  doable-trapped  or  siphon  water-closets,  namely, 
that  of  producing  the  reqaislte  vacunm  by  causing  the  falling  flushing-water 
to  act  as  an  injector  and  draw  air  along  with  it 

The  inventor's  first  form  of  device,  his  patented  form,  and  the 
defendant's  form,  equally  employed  the  "  new  principle."  But  be- 
cause the  inventor,  in  his  original  patent,  showed  no  way  of  employ- 
ing the  "  new  principle  "  except  by  the  use  of  a  combination  in  which 
a  flushing-chamber  was  an  essential  element,  the  enlarged  claims  of 
the  reissue  were  struck  down.  Here,  appellee  is  still  weaker.  There 
is  no  claim  that  Borst  and  Groscop,  before  applying  for  their  f^atent, 
ever  in  fact  made  a  machine  of  the  form  and  mode  of  operation  of 
appellant's  machine.  And  their  original  specification  did  not  contain 
even  a  general  statement  of  "  a  new  principle  for  operating  "  concrete- 
block  machines  which  was  common  to  the  two. 

We  hold  that  the  original  patent  was  not  inoperative  or  invalid; 
that  the  reissue  claims  in  suit  were  not  for  the  same  invention  that 
was  meant  to  be,  and  was,  in  fact,  secured  by  the  original  patent ;  and 
that  the  Commissioner  was  therefore  without  jurisdiction  to  grant 
the  reissue. 

The  decree  is  reversed^  with  the  direction  to  dismiss  the  hill  JM* 
want  of  equity. 
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•   Ashley  v.  Samuel  C.  Tatum  Co. 
Decided  June  6,  1911. 
172  O.  G.,  262;  189  Fed.  Rep.,  367. 

Patentabilitt — Inkstand. 

The  Ashley  patent,  No.  829J52.  for  an  Inkstand  which  is  made  of  glass, 
having  a  square  or  angular  base  and  a  substantially  flat  top,  with  a  circular 
reservoir  therein,  the  glass  being  turned  in  to  form  a  dome-shaped  cover  to 
the  reservoir,  leaving  an  opening  In  the  center,  Held  void  for  lack  of  Inven- 
tion In  view  of  the  prior  art. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  South- 
ern District  of  New  York. 

Messrs.  Wood  c&  Wood  for  the  appellant. 

Mr.  A.  T.  Scharps  and  Mr.  Frank  M.  Ashley  for  the  appellee. 

Before  Lacombe,  Ward,  and  Notes,  Circuit  Judges. 

Lacombe,  Cir.  J.: 

The  patent  is  No.  829,752,  issued  to  complainant  January  12,  1906 ; 
the  design  patent  was  issued  August  8, 1905.  The  specification  of  No. 
829,752  states  that  the  invention  relates  particularly  to  that  type  of 
inkstands  which  is  pressed  in  iron  molds  and  has  a  base  portion  of  a 
different  form  from  the  ink-well  therein,  and  particularly  to  a  square 
inkstand  having  a  circular  well  formed  therein  and  made  of  pressed 
^lass. 

The  square  glass  Inkstands  made  of  pressed  glass  are  generally  formed  by 
an  Iron  mold  and  a  round  plunger  is  forced  Into  the  mold  when  the  glass  Is  In  a 
molten  state,  and  as  the  glass  sets  or  crystallizes  the  plunger  is  withdrawn  and 
the  glass  turned  out  of  the  mold,  leaving  a  base  square  in  cross-section  and  a 
circular  opening  usually  beginning  flush  with  the  surface  of  the  square,  as  indi- 
cated by  line  a?  a?  on  Figure  1  of  the  drawings. 

The  drawings  are  here  reproduced : 


jn^.1. 


r^  i 


The  specifications  proceed : 

Therefore  when  the  bases  are  used  for  the  automatic  type  of  Inkstand  which 
use  floats  of  hard  rubber  and  are  of  a  much  smaller  diameter  than  the  open- 
ing of  the  well  proper  it  is  necessary  to  use  an  extra  top  disk  of  hard  rubber  as 
n  cover  for  the  reservoir  and  to  support  the  float  and  other  parts  of  the  auto- 
iiiatic  combination.     By  my  Invention  I  obviate  the  necessity  of  using  this 
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extra  disk  cover  and  have  conceived  a  method  of  construction,  as  well  as  a  new 
construction,  which  makes  a  far  better,  cheaper,  and  handsomer  and  more  dur- 
able stand  of  this  form  than  has  heretofore  been  constructed. 

The  object  of  my  invention  is  to  provide  an  inkstand-base  of  square  or  irreg- 
ular cross-section  having  a  circular  reservoir  and  a  turned-in  glass  top  or  cover 
for  the  reservoir  formed  integral  with  the  base  and  turned  in  toward  the  center 
of  the  stand  at  a  point  directly  above  the  square  of  the  base. 

Referring  to  the  drawings  the  patentee  states  that — 

Fig.  1  is  a  vertical  sectional  view  showing  the  shape  of  the  glass  as  It  comes 
from  the  mold,  and  Fig.  2  is  a  vertical  sectional  view  showing  the  stand  with 
the  top  turned  in.  A  indicates  the  square  base,  B  the  top  ring  as  It  is  first 
formed,  and  G  shows  the  stand  after  the  ring  B  has  been  turned  in  while  in  a 
molten  condition. 

The  claims  are  as  follows : 

1.  An  inkstand  made  in  a  single  piece  having  a  body  angular  hi  crosa-section 
and  provided  with  a  substantially  flat  top,  a  circular  reservoir  therein,  and  a 
tumed-in  portion  directly  above  the  top  forming  a  low  dome,  substantially  as 
shown  and  described. 

2.  An  inkstand  having  a  reservoir-body  with  thickened  walls  and  a  dome- 
shaped  cover  therefor  made  integral  therewith  and  of  less  diameter  than  the 
body  and  havUig  its  wall  of  less  thickness  than  the  body  portion. 

3.  An  Uikstand  having  a  reservoir-body  with  thickened  walls  and  a  cover 
therefor  made  integral  therewith  and  of  less  diameter  than  the  body  and  hav- 
ing its  wall  of  less  thickness  than  the  body  portion  and  formed  above  the  body 
portion  and  provided  with  an  opening,  substantially  as  described. 

The  patentee  was  not  the  first  to  turn  in  the  projecting  ring  formed 
on  the  top  of  a  molded-glass  inkstand  so  that  it  would  partially  cover 
the  reservoir  and  would  reach  in  far  enough  to  support  an  automatic 
float.  We  understand  that  he  undertakes  to  diflferentiate  the  prior 
art  by  the  suggestion  that — 

the  tumed-in  portion  of  the  earlier  stands  was  at  a  considerable  distance  above 
the  thickened  cylindrical  waUs. 

We  cannot  find  in  the  lower  dome  of  his  patent  combined  with  a 
square  base  any  useful  function,  although  the  appearance  of  the 
completed  structure  may  be  more  artistic  and  attractive;  but  that 
element  would  be  the  subject  of  a  design  patent. 

From  the  account  which  he  gives  of  his  invention  it  appears  that 
when  he  first  ordered  an  inkstand  of  the  glassmakers  they  insisted 
that  it  could  not  be  done.  The  process  is  first  to  form  the  base  with 
an  upstanding  ring ;  then  after  it  has  cooled  the  ring  portion  is  heated 
to  a  degree  which  will  permit  the  ring  to  be  spun  inward  toward 
the  center;  the  glass  being  in  a  sufficiently-heated  condition  at  its  top 
end  to  permit  the  spinning  of  this  collar  inward,  while  maintaining 
the  body  portion  in  a  comparatively  cooler  condition,  so  that  in 
holding  the  same,  the  holding  implement  will  not  deform  the  body 
portion.  This  method  was  in  use  for  spinning-in  the  high  collars  of 
the  prior  art   The  glassmakers  insisted  that  it  could  not  be  employed 
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with  Ashley's  short-necked  collar  because  the  heated  portion  of 
the  collar  was  so  close  to  the  square  top  of  the  square  base  that  the 
dome  portion  would  crack  loose  from  the  base  portion  in  cooling. 
The  glassmakers  turned  out  to  be  correct,  for  this  very  thing 
happened  in  the  first  attempts  to  make  these  stands.  The  patentee 
thereupon  devised  a  plan  to  meet  this  difficulty.  He  had  the  molds 
altered  so  as  to  form  a  fillet  at  the  base  of  the  collar  where  it  joined 
the  top  of  the  reservoir.  He  also  supplemented  the  old  process,  after 
the  top  had  been  turned  in,  by — 

immediately  thereafter  placing  the  entire  stand  in  an  annealing-oven  and 
reheating  the  same  to  a  red  heat  to  remove  the  stresses  set  up  in  the  pressing 
operation,  and  allowing  the  stand  to  gradually  cool,  so  that  the  lower  portion 
would  become  cold  about  as  fast,  quickly  as  the  cover  portion. 

These  modifications  of  the  old  process  remedied  the  difficulty  and 
made  it  possible  to  construct  inkstands  having  the  square  base  and 
low  dome  of  the  patent  without  cracking.  It  may  be  that  the  patentee 
invented  a  novel  and  useful  process  for  making  glass  inkstands,  but 
his  specification  did  not  disclose  it  to  the  world,  and  his  claims  can- 
not thereby  be  sustained.    Indeed  the  specification  states  that — 

those  sicilled  in  the  art  will  have  no  difficulty  in  making  the  stand  from  the 
drawings. 

He  explains  this  by  stating  that  before  he  filed  his  application  he 
had  imparted  to  the  molders  who  were  making  stands  for  him  all 
the  necessary  steps  of  his  improved  process. 

We  are  satisfied  that  the  inkstand  itself  as  a  completed  structure 
exhibits  no  invention,  and  for  that  reason  the  patent  is  invalid. 

Decree  reversed  and  cause  remanded^  with  instructions  to  dismiss 
tfie  biU. 


[Supreme  Court  of  the  United  State0.1 

Standard  Paint  Company  v.  Trinidad  Asphalt  Manufacturing 

Company. 

Bedded  AprU  10,  1911. 

165  O.  a,  971 ;  220  U.  S.,  446. 

1.  Teavb-Mabkb — Suit  to  Restrain  Infringement  and  Unfair  Competitiok— 
Jurisdiction  of  Supreme  Court. 
Where  in  a  suit  between  cltlsens  of  different  States  infringement  of  a 
registered  trade-marlt  is  alleged  and  also  unfair  competition  in  trade.  Held 
that  the  Supreme  Ck)urt  has  jurisdiction  to  reylew  a  decision  of  the  circuit 
court  of  appeals  holding  the  mark  invalid  and  the  defendant  not  guilty 
of  unfair  competition. 
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2.  Same — ^Definition  of. 

The  term  "trade-mark"  has  been  In  use  from  a  very  early  date,  and, 
generally  speaking,  it  means  a  distinctive  mark  of  authenticity  through 
which  the  products  of  particular  manufacturers  or  the  yendible  commo- 
dities of  particular  merchants  may  be  distinguished  from  those  of  others. 

3.  Same — Descriptive  Mabk — Not  Susceptible  of  Exclusive  Appbopeiation. 

The  settled  rule  is  that  no  one  can  appropriate  as  a  trade-mark  a  generic 
name  or  one  descriptive  of  an  article  of  trade,  Its  qualities,  ingredients,  or 
characteristics,  or  any  sign,  word,  or  symbol  which  form  the  nature  of 
the  fact  it  is  used  to  signify  others  may  employ  with  equal  truth.  . 

4.  Same — Same — Misspelling. 

A  mark  which  is  descriptive  of  the  goods  upon  which  it  is  used  does 
not  lose  such  quality  and  become  arbitrary  by  being  misspelled.  Bad 
orthography  has  not  yet  become  so  rare  or  so  easily  detected  as  to  make 
a  word  the  arbitrary  sign  of  something  else  than  its  conventional  meaning. 

6.  Same — Same — Same — "Rubeboid"  fob  Felt  Roofing. 

The  word  "  Ruberoid "  Held  to  be  a  mere  misspelling  of  "  rubberoid  *• 
and  not  to  constitute  a  valid  trade-mark  for  a  flexible  roofing  material. 

6.  Same — Unfaib  Competition. 

Plaintiff  used  the  word  "  Ruberoid  "  as  a  trade-mark  for  flexible  roofing. 
Defendant  used  the  word  ''Rubbero"  as  a  trade-mark  for  similar  goods; 
but  there  was  no  imitation  of  plalntifTs  labels  in  their  arrangement,  color, 
or  general  appearance.  Held  that  defendant  was  not  guilty  of  unfair, 
competition. 

Appeal  from  the  United  States  Circuit  Court  of  Appeals  for  the 
Eighth  Circuit 

Mr.  F.  N.  Judson  and  Mr.  Jno,  F.  Green  for  the  appellant. 
Mr.  W.  B.  Homer  for  the  appellee. 

Mr.  Justice  McKenna  delivered  the  opinion  of  the  Court 
The  Standard  Paint  Company,  which  we  shall  call  the  Paint  Com- 
pany, is  a  West  Virginia  corporation  and  a  citizen  of  that  State, 
brought  this  suit  against  the  Trinidad  Asphalt  Manufacturing  Com- 
pany, herein  referred  to  as  the  Asphalt  Company,  a  Missouri  corpo- 
ration, having  its  principal  office  in  the  city  of  St  Louis,  Missouri, 
in  the  Circuit  Court  of  the  United  States  in  and  for  the  Eastern 
Division  of  the  Eastern  Judicial  District  of  Missouri,  to  restrain  the 
infringement  of  a  duly-registered  trade-mark  for  the  word  "  Ruber- 
oid "  to  designate  a  certain  kind  of  roofing  materials  for  covering 
houses  and  other  buildings.  The  Paint  Company  alleges  in  its  bill 
that  it  has  used  the  trade-mark  for  more  than  twelve  years,  and  has 
advertised  the  roofing  very  extensively  imder  the  name  "  Buberoid  " 
roofing,  and  have  built  up  a  large  and  valuable  trade  therein  in  all 
parts  of  the  United  States  and  in  foreign  countries. 

The  roofing  is  manufactured  in  three  diflferent  thicknesses,  respec- 
tively called  one,  two,  and  three  ply,  and  is  then  made  up  into  rolls, 
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the  strips  in  each  roll  being  about  three  feet  in  width  and  about 
seventy  feet  long.  The  rolls  are  covered  with  paper  wrappers,  on 
which  are  printed,  in  large  type,  the  words  "Ruberoid  Roofing," 
and  inclosed  in  the  rolls  are  directions  for  handling  and  laying  the 
same  and  the  name  of  the  Paint  Company  as  manufacturer.  The 
roofing  contains  no  rubber. 

The  Asphalt  Company  also  makes  a  roofing,  not,  however,  of  the 
same  material  as  that  of  the  Paint  Company,  but  of  the  same  thick- 
ness as  the  latter,  and  cut  in  the  similar  widths  and  lengths,  and  sells 
it  under  the  name  of  "  Rubbero  "  roofing. 

Two  contentions  are  made  by  the  Paint  Company:  (1)  That  its 
trade-mark  is  a  valid  one  and  has  been  infringed  by  the  Asphalt 
Company.  (2)  That  the  latter  has  been  guilty  of  unfair  compe- 
tition. The  court  of  appeals  decided  adversely  to  both  contentions. 
(163  Fed.  Rep.,  977.)  Of  the  first  contention  the  court  said  it  was 
clear  that  the  Paint  Company — 
sought  to  appropriate  the  exclusive  use  of  the  term  rubberoid, 

and  that  its  rights  were  to  be  adjudged  accordingly,  and  that  as  the 
latter,  being  a  common  descriptive  word,  could  not  be  appropriated 
as  a  trade-mark,  the  one  selected  by  the  Paint  Company  could  not 
be  appropriated.    The  Court  said: 

A  public  right  in  rubberoid  and  a  private  monopoly  of  rubberold  cannot 
coexist 

The  Court  expressed  the  determined  and  settled  rule  to  be — 

that  no  one  can  appropriate  as  a  trade-mark  a  generic  name  or  one  descriptive 
o^  an  article  of  trade,  its  qualities,  ingredients,  or  characteristics,  or  any  sign, 
word,  or  symbol  which  from  the  nature  of  the  fact  it  is  used  to  signify  others 
may  employ  with  equal  truth. 

For  this  cases  were  cited  and  many  illustrations  were  given  which 
we  need  not  repeat.  The  definition  of  a  trade-mark  has  been  given 
by  this  Court  and  the  extent  of  its  use  described.  It  was  said  by 
the  Chief  Justice^  speaking  for  the  Court,  that — 

the  term  trade-mark  has  been  in  use  from  a  very  early  date,  and,  generally 
speaking,  means  a  distinctive  mark  of  authenticity,  through  which  the  prod- 
ucts of  particular  manufacturers  or  the  vendible  commodities  of  particular 
merchants  may  be  distinguished  from  those  of  others.  It  may  consist  in  any 
i^mbol  or  in  any  form  of  words,  but  as  its  office  is  to  point  out  distinctively 
the  origin  or  ownership  of  the  articles  to  which  it  is  affixed,  it  follows  that  no 
sign  or  form  of  words  can  be  appropriated  as  a  valid  trade-mark,  which  from 
the  nature  of  the  fact  conveyed  by  its  primary  meaning,  others  may  ^nploy 
with  equal  truth,  and  with  equal  right,  for  the  same  purpose.  {Elgin  yational 
watch  Co.  V.  Illinois  Watch  Co.,  C.  D.,  1901,  273;  94  O.  G.,  756;  179  U.  S., 
665.) 

There  is  no  doubt,  therefore,  of  the  rule.  There  is  something  more 
of  precision  given  to  it  in  Canai  Company  v.  Clark,  (10.  G.,  279; 
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13  Wall.,  311,  323,)  where  it  is  said  that  the  essence  of  the  wrong 
for  the  violation  of  a  trade-mark — 

consisted  in  the  sale  of  the  goods  of  one  manufacturer  or  vendor  as  those  of 
another;  and  that  it  is  only  when  this  false  representation  is  directly  or  indi- 
rectly made  that  the  party  who  appeals  to  a  court  of  equity  can  iiave  relief. 

A  trade-mark,  it  was  hence  concluded — 

must  therefore  be  distinctive  in  its  original  signification,  pointing  to  the  origin 
of  the  article,  or  it  must  become  such  by  association. 

But  two  qualifying  rules  were  expressed,  as  follows : 

No  one  can  claim  protection  for  the  exclusive  use  of  a  trade-mark  or  trade 
name  which  would  practically  give  him  a  monopoly  in  the  sale  of  any  goods 
tlian  those  produced  or  made  by  himself.  If  he  could  the  public  would  be 
injured  rather  than  protected,  for  competition  would  be  destroyed.  Nor  can  a 
given  name,  or  a  name  merely  descriptive  of  an  article  of  trade,  of  its  qualities, 
ingredirats,  or  characteristics,  be  employed  as  a  trade-mark  and  the  exclusive 
use  of  it  entitled  to  protection. 

.And,  citing  Amoskeag  Manufacturing  Company  v.  Spear ^  (2  Sand- 
ford's  Supreme  Court,  599,)  it  was  further  said  there  can  be- 
no  right  to  the  exclusive  use  of  any  words,  letters,  figures  or  symbols  wliich 
have  no  relation  to  the  origin  or  ownership  of  the  goods,  but  are  only  meant  to 
indicate  their  names  or  qualities. 

Does  the  trade-mark  of  the  Paint  Company  come  within  the  broad 
rule  or  within  the  qualifying  ones?  In  other  words,  does  it  have 
relation  to  the  origin  or  ownership  of  the  roofing  or  is  it  merely 
descriptive  of  the  roofing?  It  is  conceded  that  there  is  no  rubber 
used  in  the  preparation  of  the  roofing.  It  is  put  forth  as  being  in 
the  "  nature  of  soft,  flexible  rubber."  It  is  described  in  the  certifi- 
cate of  registration  as  follows : 

The  class  of  merchandise  to  which  this  trade-mark  is  appropriated  is  solid 
substance  in  the  nature  of  soft,  flexible  rubber  in  the  form  of  flexible  rooflng, 
flooring,  siding,  sheathing,  etc.,  and  the  particular  class  of  goods  upon  which 
the  said  trade-mark  is  used  is  solid  substance  in  the  nature  of  flexible  rubber. 

And  it  is  said  that  the  "  trade-mark  consists  in  the  arbitrary  word 
*  Ruberoid.' "  Rubberoid  is  defined  in  the  Century  Dictionary  as  a 
trade  name  for  an  imitation  of  hard  rubber.  It  is  a  compound  of 
the  word  "  rubber  "  and  the  suffix  "  oid,"  and  "  oid  "  is  defined  in  the 
same  dictionary  as  meaning — 

having  the  form  or  resemblance  of  the  thing  indicated,  "  like,"  as  in  anthropoid^ 
like  man;  crystalloid,  like  crystal;  hydroid,  like  water,  etc.  It  is  much  used 
as  an  English  formative,  chiefly  in  scientiflc  words. 

Rubberoid,  therefore,  is  a  descriptive  word,  meaning  like  rubber, 
but  the  Paint  Company  insists  "Ruberoid"  is  suggestive  merely, 
not  descriptive — 

because  there  is  in  fact  no  rubber  used  in  its  composition,  and  its  only  resem- 
blance to  rubber  is  in  respect  to  its  flexibility  and  its  being  waterproot 
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But  this  contention  makes  likeness  and  resemblance  the  same  as 
identity.  If  the  roofing  of  the  Paint  Company  was  identical  with 
rubber  it  would  be  rubber  and  not  as  it  is  represented  to  be,  as  we 
have  seen,  "  in  the  nature  of  soft,  flexible  rubber."  It  may  rightly  be 
called  rubberoid,  and  so  may  be  roofing  made  by  others  than  the 
Paint  Company  having  the  same  rubber-like  qualities,  flexibility 
and  not  pervious  to  water.  The  word,  therefore,  is  descriptive,  not 
indicative  of  the  origin  or  the  ownership  of  the  goods ;  and,  being  of 
that  quality,  we  cannot  admit  that  it  loses  such  quality  and  becomes 
arbitrary  by  being  misspelled.  Bad  orthography  has  not  yet  be- 
come so  rare  or  so  easily  detected  as  to  make  a  word  the  arbitrary 
sign  of  something  else  than  its  conventional  meaning,  as  diflferent,  to 
bring  the  example  to  the  present  case,  as  the  character  of  an  article 
is  from  its  origin  or  ownership. 

We  content  ourselves  with  applying  the  principle  of  the  cases  which 
we  have  cited  and  will  not  review  the  many  cases  in  which  it  has  been 
considered  determinative  or  otherwise.  These  cases  are  collected  in 
the  opinion  of  the  circuit  court  of  appeals  and  need  not  be  repeated. 

The  second  contention  of  the  Paint  Company  is  that  the  Asphalt 
Company  has  been  guilty  of  unfair  trade  and  competiticm.  The  lat- 
ter company  urges  that  we  are  without  jurisdiction  to  consider  the 
contention  and  cites  Leachen  Rope  Co.  v.  Broderick  Go,^  (201  U.  S., 
166,)  in  which  a  claim  to  a  trade-mark  for  a  distinctively-colored 
streak  applied  to  or  woven  in  a  wire  rope  was  declared  invalid.  Tlie 
bill,  in  addition  to  the  infringement  of  the  trade-mark,  alleged  unfair 
competition.  The  defendant  in  the  case  demurred  on  the  ground 
that  the  trade-mark  set  up  in  the  bill  was  not  a  lawful  and  valid 
trade-mark.  The  demurrer  was  sustained  and  the  bill  dismissed  and 
the  decree  of  the  circuit  court  was  affirmed  by  the  circuit  court  of 
appeals.  The  case  was  appealed  to  this  Court  and  we  affirmed  the 
decree  holding  that  the  trade-mark  was  invalid.  Excluding  a  right 
to  take  jurisdiction  because  the  bill  set  forth  unfair  competition, 
we  said: 

Nor  caii  we  take  jurisdiction  of  the  case  as  one  wherein  the  defendant  bad 
made  use  of  the  plaintifTs  device  for  the  purpose  of  defrauding  the  plaintiff 
and  palming  off  his  goods  upon  the  public  as  those  of  the  plaintiff's  manufac- 
ture. Our  jurisdiction  depends  wholly  upon  the  question  whether  plaintiff  has 
a  registered  trade-mark  valid  under  the  act  of  Ck>ngres&    ♦    ♦    ♦ 

The  parties  in  that  case  were  citizens  of  the  same  State,  and  the 
jurisdiction  of  the  circuit  court  depended  entirely  upon  the  trade- 
mark statute.  In  the  case  at  bar  there  is  diversity  of  citizenship  as  a 
ground  of  jurisdiction  as  well  as  the  assertion  of  a  valid  trade-mark. 
It  is  therefore  contended  that  Leschen  Rope  Co.  v.  Broderick  is  not 
applicable,  because,  as  there  was  no  valid  trade-mark  under  the 
Federal  statute,  it  necessarily  followed  that  the  circuit  court  was 
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wholly  without  jurisdiction  to  try  the  case  in  the  first  instance,  the 
parties  being  citizens  of  the  same  State;  and,  as  the  circuit  court  was 
without  jurisdiction  to  try  the  issue  of  unfair  trade,  the  circuit  court 
of  appeals  was  also  without  jurisdiction,  and  that  this  Court,  on 
appeal,  could  not  decide  that  issue.  In  the  case  at  bar,  however,  it  is 
urged  there  is  a  diversity  of  citizenship  as  well  as  the  assertion  of  a 
right  under  the  Federal  statute,  and  that  the  circuit  court  and  the  cir- 
cuit court  of  appeals  both  had  jurisdiction  on  that  ground  as  well  as 
on  the  other,  and  the  cjfse,  therefore,  it  is  contended,  falls  under 
Henningen  v.  United  States  Fidelity  and  Guaranty  Go,^  (208  U.  S., 
404,)  Northern  Pac.  Ry.  Co.  v.  Loderherg^  (188  U.  S.,  526,)  Penn. 
Mui/ual  Life  Ins.  Co.  v.  Austin^  (168  U.  S.,  685,)  Northern  Pac.  Ry. 
Co.  V.  Arnato,  (144  U.  S.,  465,)  Warner  v.  Searle  c&  Eereth  Co.,  (191 
U.  S.,  195,)  Elgin  Watch  Co.  v.  Illinois  Watch  Co.,  (C.  D.,  1901,  273; 
94  O.  G.,  755;  179  U.  S.,  6P5.) 

Passing  the  last  two  cases  for  the  moment,  we  may  say  of  the 
others  that  while  there  was  diversity  of  citizenship,  and  that  would 
have  given  jurisdiction  to  the  circuit  court  independently  of  any 
Federal  question,  statutory  or  constitutional,  a  consideration  of  a 
statute  or  the  Constitution  of  the  United  States  entered  into  the 
merits.  Such  is  not  the  condition  in  the  case  at  bar  as  to  the  issue  of 
unfair  trade.  The  asserted  trade-mark  as  such  is  not  an  element. 
The  issue  is  made  independently  of  it,  and  under  the  assumption  of 
its  invalidity.  If  the  trade-mark  were  valid,  the  issue  of  unfair 
trade  would  be  unnecessary  to  decide.  Such  an  issue  between  citi- 
zens of  different  States,  even  if  there  were  no  technical  trade-mark,  a 
circuit  court  would  have  jurisdiction  to  try,  and  the  circuit  court  of 
appeals  would  have  jurisdiction  to  review,  but  the  judgment  of  the 
latter  court  would  be  final. 

Warner  v.  Searle  c&  Hereth  Co.  and  Elgin  Watch  Co.  y.  Illinois 
Watch  Co.  require  special  notice.  In  the  latter  case  there  was  not 
diversity  of  citizenship,  but  there  was  the  assertion  of  a  trade-mark  in 
the  word  "  Elgin."  The  circuit  court  sustained  it ;  the  circuit  court 
of  appeals  held  it  invalid  and  reversed  the  decree  of  the  circuit  court 
and  ordered  a  dismissal  of  the  bill.  This  Court  affirmed  the  action 
of  the  circuit  court  of  appeals.  It  was  held  that  the  word  was  geo- 
graphically descriptive  and  not  subject  to  be  registered  as  a  trade- 
mark. It  was  contended,  however,  that  the  word  had  acquired  a 
secondary  signification,  and  should  not  therefore  be  considered  as 
merely  a  geographical  name.  It  was  conceded,  in  answer  to  the  con- 
tention, that  words  could  acquire  a  secondary  signification,  and  their 
use  in  that  sense  be  protected.  But  the  concession  and  the  discussion 
were  for  no  other  purpose  than  to  bring  out  clearly,  in  opposition  to 
the  contention  based  on  the  secondary  signification  of  a  word,  that  it 
could  be,  though  a  generic  and  descriptive  name,  '' lawfully  with- 
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drawn  from  common  use''  by  being  registered  as  a  trade-mark. 
And  the  Court  was  careful  to  observe  that  the  question  considered 
was  not — 

whether  this  record  makes  out  a  case  of  false  representation,  or  perfldioos  deal- 
ing, or  unfair  competition,  but  whether  appellant  had  the  exclusive  right  to  use 
the  word  **  Elgin  "  as  against  all  the  world. 

The  question  was  asked,  "Was  it  a  lawful  registered  trade-mark?" 
If  so,  the  answer  was : 

Then  the  circuit  court  had  jurisdiction  under  the  statute  to  award  rdlef 
for  infringement,  but  if  It  were  not  a  lawfully  registered  trade-mark,  then  the 
circuit  court  of  appeals  correctly  held  that  Jurisdiction  could  not  be  maintainel 

The  case  may  be  said  to  be  only  of  negative  value.  Unfair  trade, 
we  have  seen,  was  referred  to,  and  it  was  discussed  also  by  the  cir- 
cuit court  of  appeals,  but  it  put  it  aside  as  an  element  of  decision, 
because  the  court  was,  as  it  said,  "  without  jurisdiction  to  grant  re- 
lief," as  the  right  of  the  Elgin  Watch  Company  arose  under  the  act 
of  Congress,  and  was  limited  by  the  act  to  recovery  of  damages  for 
the  wrongful  use  of  a  trade-mark,  or  to  a  remedy  according  to  the 
course  of  equity — 

to  enjoin  the  wrongful  use  of  said  trade-mark  used  in  foreign  commerce  or 
commerce  with  the  Indian  tribes. 

The  remedy  in  equity  for  fraud,  it  was  said,  existed  before  the 
statute  and  was  not  given  by  it,  and  that  the  Federal  court  would 
^ave  no  jurisdiction  of  it  except  between  citizens  of  different  States. 
(94  Fed.,  667.) 

Warner  v.  Searle  cfe  Hereth  Company  was  a  suit  between  citizens 
of  different  States.  The  bill  alleged  the  infringement  of  a  trade- 
mark for  the  word  "  Pancreopepsine."  Unfair  competition  was  also 
alleged.  The  circuit  court  found  that  there  was  no  proof  of  the 
latter,  but  held  that  the  complainant  had  a  valid  trade-mark  and 
enjoined  the  defendant  from  its  use.  The  circuit  court  of  appeals 
concurred  in  the  finding  as  to  unfair  competition,  but  decided  against 
the  validity  of  the  trade-mark  and  reversed  the  decree  of  the  circuit 
cour{  and  ordered  the  bill  to  be  dismissed.  We  affirmed  the  decree 
of  the  circuit  court  of  appeals  and  said  that  the  courts  of  the  United 
States  cannot  take  cognizance  of  an  action  on  the  case  or  a  suit  in 
equity  between  citizens  of  the  same  State — 

unless  the  trade-mark  in  controversy  is  used  on  goods  intended  to  be  trans- 
ported to  a  foreign  country,  or  in  lawful  commercial  intercourse  with  an  Indian 
tribe. 

But  we  also  said  that — 

where  diverse  citizenship  exists,  and  the  statutory  amount  is  In  controversy, 
the  courts  of  the  United  States  have  Jurisdiction,  but  where  those  conditions 
do  not  exist.  Jurisdiction  can  only  be  maintained  where  there  is  interference 
with  commerce  with  foreign  nations  or  Indian  tribes.    ^    ^    # 
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It  was  held,  besides,  that  as  diverse  citizenship  existed  the  circuit 
court  had  jurisdiction,  and  in  answer  to  the  contention  that  as  juris- 
diction depended  entirely  on  diversity  of  citizenship  the  decree  of  tim 
Circuit  Court  of  Appeals  was  final,  this  was  said : 

We  think,  however,  that  as  Infringement  of  a  trade-mark  registered  under 
the  act  was  charged,  the  averments  of  the  bill,  though  quite  defective,  were 
sufficient  to  Invoke  the  Jurisdiction  also  on  the  ground  that  the  case  arose  under 
the  law  of  the  United  States,  and  will  not,  therefore,  dismiss  the  bill. 

No  notice  was  given  to  the  charge  of  unfair  competition,  and  yet, 
if  the  contention  of  the  Paint  Company  in  the  case  at  bar  be  sound, 
we  should  have  decided  that  question  because  it  was  decided  in  the 
courts  below,  for,  we  have  seen,  it  is  the  contention  of  the  Paint  Com- 
pany in  this  case  that  the  lower  courts  having  jurisdiction  to  decide 
the  question  of  unfair  competition,  this  Court  also  has  jurisdiction. 
But,  as  we  have  seen  in  Warner  v.  Searle  cfe  Hereth  Co.^  we  did  not 
pass  on  the  question  of  unfair  competition,  though  the  same  con- 
ditions of  jurisdiction  existed  which  exist  in  this  case,  TFom^r  v. 
Searle  cfe  Hereth  Co.  has  in  it,  therefore,  an  element  of  uncertainty, 
but  the  statute  must  be  considered.  It  makes  the  judgment  of  the 
Circuit  Court  of  Appeals — 

finnl  in  all  cases  in  which  the  jurisdiction  [the  Jurisdiction  of  the  circuit  court 
Is  meant]  is  dependent  entirely  upon  the  opposite  parties  to  the  suit  or  contro- 
versy being  aliens  and  citizens  of  the  United  States  or  citizens  of  different 
States ;  also  In  all  cases  arising  under  the  patent  laws,  under  the  revenue  laws, 
and  under  criminal  laws,  and  In  admiralty  laws. 

In  all  other  cases  there  is  a  right  of  review  by  this  Court  if  there 
is  the  statutory  amount  involved.  The  case  at  bar  is  within  the  let- 
ter of  the  statute.  The  opposite  parties  to  the  suit  are  citizens  of 
different  States,  and  while  this  diversity  of  citizenship  was  not  nec- 
essary to  give  the  circuit  court  jurisdiction  of  the  case  in  so  far  as 
it  involved  the  validity  of  the  trade-mark,  it  was  necessary  to  give 
the  court  jurisdiction  of  the  issue  of  unfair  competition.  If  the 
latter  had  stood  alone  its  decision  would  have  been  final  in  the  court 
of  appeals,  and  this  Court  woiJd  have  had  no  jurisdiction  to  review 
its  decision,  and  there  is  some  objection  on  principle,  notwithstanding 
the  union  of  the  charge  of  unfair  competition  with  the  claim  of  a- 
trade-mark,  to  our  taking  jurisdiction,  but  such,  we  think,  is  the 
effect  of  the  statute.  {McFadden  v.  United  States^  213  U.  S.,  288; 
Sprechels  Sugar  Refining  Co.  v.  McClain^  192  U.  S.,  397.) 

We  come,  therefore,  to  a  consideration  of  the  question  of  unfair 
competition.  The  circuit  court  of  appeals  decided  the  question 
against  the  Paint  Company.  The  views  of  the  circuit  court  may  be 
open  to  dispute.  The  majority  of  the  court  of  appeals  was  of  opin- 
ion that,  aside  from  the  use  of  the  word  '^Bubbero,''  there  was  no 
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imitation  by  the  Asphalt  Company  of  the  Paint  Company's  roofing, 
indeed  that  the — 

arrangement,  oolor,  design,  or  general  appearance  of  the  wrappers  and  markings 
on  the  packages — 

were  in  such — 

marked  contrast  as  to  repel  all  suggestion  of  design  on  the  part  of  the  former 
to  misrepresent  the  origin  or  ownership  of  its  product 

The  Circuit  Court  expressed  itself  as  follows : 

It  is  true  that  there  is  no  limitation  in  the  arrangement,  color,  or  general  ap- 
pearance of  the  labels,  as  such,  aside  from  the  similarity  of  the  names,  bat  I 
think  the  use  of  names  so  similar  on  rolls  of  similar  size  and  shape  l>oth  con- 
taining roofing  material  is  calculated,  whether  intentionally  or  unintentionally, 
to  confuse  and  deceive  the  public 

Circuit  Judge  Sanborn,  dissenting  from  the  opinion  and  judgmeni 
of  the  court  of  appeals,  was  of  the  opinion  that  the  circuit  court 
found  that  the  Asphalt  Company  was  guilty  of  unfair  competition; 
and  he  concurred  in  the  finding,  thus  giving  the  weight  of  his  judg- 
ment to  its  support. 

We  think  the  evidence  supports  the  conclusion  of  the  circuit  court 
of  appeals.  The  only  imitation  by  the  Asphalt  Company  of  the  roof- 
ing of  the  Paint  Company  is  that  which  exists  in  the  use  of  the  word 
"Rubbero,"  and  this  only  by  its  asserted  resemblance  to  the  word 
"  Ruberoid."  To  preclude  its  use  because  of  such  resemblance  would  be 
to  give  to  the  word  "Ruberoid"  the  full  effect  of  a  trade-mait,  while 
denying  its  validity  as  such.  It  is  true  that  the  manufacturer  of  par- 
ticular goods  is  entitled  to  protection  of  the  reputation  they  have  ac- 
quired against  unfair  dealing,  whether  there  be  a  technical  trade-mark 
or  not,  but  the  essence  of  such  a  wrong  consists  in  the  sale  of  the  goods 
of  one  manufacturer  or  vendor  for  those  of  another.  {Elgin  Na- 
tional Watch  Co.  V.  Illinois  Watch  Co.^  supra.)  Such  a  wrong  is 
not  established  against  the  Asphalt  Company.  It  does  not  use  the 
word  "Rubbero"  in  such  a  way  as  to  amount  to  a  fraud  on  the 
public 

Decree  affirmed. 

Mr.  Justice  Hughes  concurs  in  the  result 


[Supreme  Court  of  the  United  States.] 

Diamond  Rubber  Co.  of  New  York  v.  Consoudated  Rubber  Tibe 
Co.  AND  Rubber  Tire  Wheel  Co. 

Decided  AprU  10,  1911. 

166  O.  G.,  251;  220  U.  S.,  42S. 

1.    PATENTABILmr — RUBBER-TlRED  WHEEI.S. 

The  Grant  patent,  No.  554,675,  for  a  rubber-tired  wheel,  Held  not  antici- 
pated, vaUd,  and  infringed. 
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2.  Decision  Geantino  Injunction — Limitation  of  Injunction. 

A  decree  enjoining  infringement  of  a  patent  may  properly  provide  that 
it  shall  not  apply  to  a  sale  by  defendant  of  articles  made  by  the  defendant 
in  another  suit  brought  by  complainant  in  another  circuit  in  which  the 
patent  was  adjudged  void;  but  the  proviso  will  not  be  extended  to  cover 
other  articles  made  in  the  latter  circuit  where  the  question  of  such  right 
is  not  directly  Involved  under  the  evidence. 

On  WRIT  of  certiorari  to  the  United  States  Circuit  Court  of  Ap- 
peals for  the  Second  Circuit. 

Mr.  Charles  K.  Offield  for  the  petitioner. 

Mr,  Frederick  P.  Fiah^  Mr.  J.  L.  Stackpole,  and  Mr.  0.  W.  Staple- 
ton  for  the  respondent. 

Mr.  Justice  McICbnna  delivered  the  opinion  of  the  Court 

Writ  of  certiorari  to  review  a  decree  of  the  Circuit  Court  of 
Appeals  of  the  Second  Circuit  sustaining  a  patent  for  an  improve- 
ment in  rubber  tires  issued  to  Arthur  W.  Grant,  February  18,  1896. 
The  patent,  and  those  which  it  is  contended  anticipate  it,  have 
received  tnU  exposition  in  the  opinion  of  that  court.  (157  Fed.  Rep., 
677,  and  162  Fed.  Rep.,  892,  affirming  147  Fed.  Rep.,  739.)  It  and 
they  were  aico  passed  upon  and  the  patent  sustained  in  Rubber  Tire 
Wheel  Co.  v.  Columbia  Pneumatic  Wagon  Wheel  Co.,  (91  Fed.  Rep., 
978)  and  in  Consolidated  Rubber  Tire  Co.  v.  Finlay  Rubber  Tire 
Co.,  (116  Fed.  Rep.,  629;)  Consolidated  Rubber  Tire  Co.  v.  Firestone 
Tire  and  Rubber  Co.,  (151  Fed.  Rep.,  237.)  See  also  Rubber  Tire 
Wheel  Co.  V.  Milwaukee  Rubber  Works  (142  Fed.  Rep.,  531)  and  the 
same  case,  (154  Fed.  Rep.,  358.)  It  was  held  invalid  in  Goodyear 
Tire  cfe  Rubber  Co.  et  al.  v.  Rubber  Tire  Wheel  Co.,  (C.  C.  App. 
Sixth  Circuit,  116  Fed.  Rep.,  363,)  reversing  the  circuit  court.  Judge 
Wing  presiding.  It  was  also  declared  invalid  in  Rubber  Tire  Wheel 
Co.  V.  Victor  Rubber  Tire  Co.,  (123  Fed.  Rep.,  85,  following  116 
Fed.  Rep.,  363,  supra.) 

A  further  display  of  the  patent  and  of  its  alleged  anticipating 
devices  would  seem  to  be  unnecessary,  and  that  we  might  immediately 
take  up  a  review  of  the  divergent  decisions.  There  is  controversy 
as  to  whether  they  are  divergent  and  irreconcilable  in  fundamental 
conceptions  of  the  patent  as  well  as  in  result. 

We  may  say  at  the  outset  of  this  asserted  conflict  between  the  cases 
that  the  Court  of  Appeals  of  the  Second  Circuit  considered  that 
there  was  no  antagonism  between  its  decision  and  that  of  the  Court 
of  Appeals  of  the  Sixth  Circuit.  It  proceeded,  as  it  in  effect  said, 
upon — 

new  facts  and  features  which  have  been  added  to  or  developed  from  the  record? 
in  the  earlier  cases. 

2097*'— 12- — 36 
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However,  scwnething  more  is  required  of  us  than  the  reconciliation 
of  other  cases,  some  consideration  of  the  patent  and  the  state  of  the 
art  prior  to  it. 

The  patent  was  issued  to  Arthur  W.  Grant,  February  18,  1896, 
and  he  declares  in  the  specification  he  has  invented — 
certain  new  and  useful  improvements  in  mbber-tire  wheels  ♦  ♦  •  designed 
for  use  on  ordinary  velilcles,  such  as  wagons,  buggies,  and  carriages,  •  ♦  ♦ 
and  consist  in  the  construction  of  parts  hereinafter  described  and  set  forth 
in  the  claim. 

The  claims  are  as  follows : 

1.  A  vehicle-wheel  having  a  metallic  rim  with  angularly-propelling  flanges 
to  form  a  channel  or  groove  with  tapered  or  inclined  sides,  a  rubber  tire,  the 
inner  portion  of  which  is  adapted  to  fit  in  said  groove  or  channel  and  the 
outer  portion  having  sides  at  an  angle  to  the  inner  portion,  the  angle  or  comer 
between  the  outer  and  inner  portions  being  located  within  the  outer  periphery 
of  the  flanges,  and  independent  retaining-wires  passing  entirely  through  the 
inner  portions  of  said  tire  and  also  within  the  outer  peripheries  of  the  flanges, 
substantially  as  described. 

2.  A  vehicle-wheel  having  a  metallic  rim  with  outwardly-projecting  flanges  at 
an  angle  to  the  plane  of  said  wheel  so  as  to  form  a  channel  or  groove  having 
tapered  or  inclined  sides,  a  rubber  tire,  the  inner  portion  of  which  is  adapted 
to  flt  in  said  tapered  groove  or  channel,  and  the  outer  or  exposed  portions 
formed  at  an  angle  thereto,  the  angle  or  comer  between  the  said  portions  being 
placed  within  the  outer  periphery  of  said  flanges,  openings  extending  entirely 
through  the  unexposed  portion  of  said  tire,  and  independent  retaining-wires  in 
said  openings,  and  a  reinforclng-strip  of  fibrous  material  placed  at  the  bottom 
of  said  tire  and  wholly  within  said  flanges,  substantially  as  specified. 

It  will  be  observed  that  the  tire  is  composed  of  three  elements: 
first,  the  channel  or  groove  with  tapered  or  inclined  sides;  second, 
the  rubber  tire  adapted  to  fit  into  the  channel  or  groove,  and  shaped 
as  described;  third,  the  fastening  device,  that  is,  the  independent 
retaining-wires  located  as  indicated. 

The  shape  and  relation  of  the  parts  are  illustrated  in  the  follow- 
ing figures  taken  from  the  patent : 
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These  figures  explain  themselves,  but  we  copy  the  following  from 
the  specifications: 

In  the  accompanying  drawings,  Figure  1  Is  a  side  elevation  of  a  wheel  em- 
bodjing  my  Invention.  Fig.  2  Is  a  sectional  elevation  of  the  wheel-rlm,  shown 
partly  In  perspective.  Fig.  3  Is  a  partial  longitudinal  section  through  the  tire, 
showing  the  openings  for  the  retalnlng-wlres.  Fig.  4  Is  a  transverse  sectional 
view  of  the  rubber  tire  In  detail. 

It  is  conceded  that  the  claims  are  narrow,  counsel  saying  that  they 
are — 

limited  closely  to  the  specific  construction  of  the  Grant  tire  as  It  Is  actually 
shown  and  described  In  the  patent 

And  a  right  to  equivalents  is  disclaimed.  Indeed,  a  certain  merit 
is  made  of  this  as  exhibiting  at  once  the  simplicity  and  perfection  of 
the  invention  and  the  tribute  paid  to  its  excellence  by  respondent  by 
exactly  imitating  it,  instead  of  attempting  to  evade  it  It  is  pointed 
out  that  the  coaction  of  the  parts  is  so  dependent  upon  their  shape 
and  relation  that  any  alteration  destroys  their  cooperation  and  the 
utility  of  the  tire.  There  is  strength  in  the  contention,  as  we  shall 
presently  see. 

Anticipating  somewhat,  we  may  say  that  the  tire  has  utility  is 
not  disputed ;  to  what  its  utility  is  to  be  attributed  is  in  controversy. 
The  respondents,  the  Tire  Company,  contend  that  the  tire  is  at  once 
firm  and  mobile  in  its  channel,  "  creeps  "  (moves  slowly  around  the 
edge  of  the  rim,)  and  will  yield  laterally,  and  thus  the  lateral  blows 
against  it  will  be  cushioned.  It  is  further  contended  that  if  the  tire 
be  "  tipped  from  its  seat  in  the  channel  by  a  side  blow  "  it "  automati- 
cally restores  itself  to  normal  position  when  the  side  pressure  is  re- 
leased." In  other  words,  and  in  the  language  of  one  of  the  expert 
witnesses,  the  tire  has  the  capacity  to  rise  and  fall  and  reseat  itself 
under  lateral  strain,  that  is,  to  rise  slightly  from  the  rim  on  one  side, 
independently  of  the  other,  when  subjected  to  very  great  strain,  and 
immediately  reseat  itself  when  such  strain  is  removed.  "  It  must  be 
borne  in  mind,"  counsel  say,  "  that  the  Grant  tire  is  not  cemented  into 
the  channel.  This  is  an  essential  and  important  point.  Any  tire  that 
is  cemented  in  its  channel  is  rigid  and  cannot  '  creep '  or  yield  to 
lateral  blows.  It  is,  therefore,  easily  and  quickly  destroyed.  The 
absence  of  cement  in  the  Grant  tire  is  a  vital  characteristic."  And, 
further,  that  Grant,  "  by  omitting  the  cement  and  by  permitting  the 
tire  to  tip,  to  creep,  and  to  move  in  its  channel,  obtained  a  radically 
new  and  useful  result."  And  it  is  insisted  that  this  results  because 
the  tire  is  a  new  and  patentable  combination  of  parts  coacting  in 
the  manner  of  a  true  combination  to  produce  a  new  and  useful  re- 
sult, and  is  not  an  aggregation  of  old  elements  or  parts  each  perform- 
ing its  own  function  and  nothing  more.  These  propositions  are  com- 
bated by  the  Rubber  Company,  and  it  is  insisted  that  the  testimony 
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is  "conclusive  and  uncontradicted  that  the  Grant  tire,  clamped  to 
the  tire  or  rim  by  the  straining  tension  of  the  two  wires,"  has  not 
the  capacity  attributed  to  it,  "  and  never  could  have."  And  it  is  said 
that  "  it  is  manifest  that  this  question  can  be  easily  determined  as  a 
question  of  fact,"  and  that  the  testimony  "  proves  such  asserted  move- 
ment a  myth  and  a  fallacy."  And,  it  is  urged,  that  such  capacity  in 
the  tire  is  not  recited  in  the  specificatiojis  of  the  patent,  and  was 
unknown  to  Grant. 

This  tipping  capacity  is  made  the  pivot  of  the  controversy.  It 
was  as  to  that  that  the  courts  of  appeals  of  the  sixth  and  second  cir- 
cuits disagreed  either  upon  the  diflference  of  the  testimony  in  the  cases, 
or  more  deeply,  on  principle.  The  controversy  and  Grant's  alleged 
ignorance  of  the  tipping  characteristic  of  the  tire  really  present  some 
anomaly.  The  tire  has  utility,  a  utility  that  has  secured  an  almost 
universal  acceptance  and  employment  of  it,  as  will  subsequently 
appear.  It  was  certainly  not  an  exact  repetition  of  the  prior  art.  It 
attained  an  end  not  attained  by  anything  in  the  prior  art,  and  has 
been  accepted  as  the  termination  of  the  struggle  for  a  completely  suc- 
cessful tire.  It  possesses  such  amount  of  change  from  the  prior  art 
as  to  have  received  the  approval  of  the  Patent  Office,  and  is  entitled 
to  the  presumption  of  invention  which  attaches  to  a  patent.  Its 
simplicity  should  not  blind  us  as  to  its  character.  Many  things,  and 
the  patent  law  abounds  in  illustrations,  seem  obvious  after  they  have 
l)een  done,  and,  "  in  the  light  of  the  accomplished  result,"  it  is  often 
a  matter  of  wonder  how  they  so  long  "  eluded  the  search  of  the  dis- 
coverer and  set  at  defiance  the  speculations  of  inventive  genius." 
{Pearl  v.  Ocean  Mills  et  ah,  C.  D.,  1877, 133 ;  11  O.  G.,  2 ;  2  Bann.  &  A., 
469;  Fed.  Cas.,  10,876.)  Knowledge  after  the  event  is  always 
easy,  and  problems  once  solved  present  no  difficulties,  indeed,  may  be 
represented  as  never  having  had  any,  and  expert  witnesses  may  be 
brought  forward  to  show  that  the  new  thing  which  seemed  to  have 
eluded  the  search  of  the  world  was  always  ready  at  hand  and  easy  to 
be  seen  by  a  merely  skilful  attention.  But  the  law  has  other  tests  of 
the  invention  than  subtle  conjectures  of  what  might  have  been  seen 
and  yet  was  not.  It  regards  a  change  as  evidence  of  novelty,  the 
acceptance  and  utility  of  change  as  a  further  evidence,  even  as  demon- 
stration. And  it  recognizes  degrees  of  change,  dividing  inventions 
into  primary  and  secondary,  and  as  they  are,  one  or  the  other,  gives 
a  proportionate  dominion  to  its  patent  grant.  In  other  words,  the  in- 
vention may  be  broadly  new,  subjecting  all  that  comes  after  it  to 
tribute,  {Railway  Co.  v.  Sayles,  C.  D.,  1879,  349;  15  O.  G.,  243;  97 
U.  S.,  554;)  it  may  be  the  successor,  in  a  sense,  of  all  that  went 
before,  a  step  only  in  the  march  of  improvement,  and  limited,  there- 
fore, to  its  precise  form  and  elements,  as  the  patent  in  suit  is  conceded 
to  be.    In  its  narrow  and  humble  form  it  may  not  excite  our  wonder 
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as  may  the  broader  or  pretentious  form,  but  it  has  as  firm  a  right  to 
protection.  Nor  does  it  detract  from  its  merit  that  it  is  the  result  of 
experiment,  and  not  the  instant  and  perfect  product  of  inventive 
power.  A  patentee  may  be  baldly  empirical,  seeing  nothing  beyond 
his  experiments  and  the  result ;  yet  if  he  has  added  a  new  and  valu- 
able article  to  the  world's  utilities  he  is  entitled  to  the  rank  and  pro- 
tection of  an  inventor.  And  how  can  it  take  from  his  merit  that  he 
may  not  know  all  of  the  forces  which  he  has  brought  into  operation  ? 
It  is  certainly  not  necessary  that  he  understand  or  be  able  to  state  the 
scientific  principles  underlying  his  invention,  and  it  is  immaterial 
whether  he  can  stand  a  successful  examination  as  to  the  speculative 
ideas  involved.  {Andrews  v.  Cross^  8  Fed.  Eep.,  269 ;  Eames  v.  A^r 
drewa,  C.  D.,  1887,  378;  39  O.  G.,  1319;  122  U.  S.,  40;  St.  Louis 
Stamping  Co.  v.  Quinby,  C.  D.,  1879, 502 ;  15  O.  G.,  135 ;  Dixon-Woods 
Co.  V.  Pfeifer^  55  Fed.  Rep.,  390 ;  Cleveland  Foundry  Co.  v.  Detroit 
Vapor  Stove  Co.,  C.  C.  A.  Sixth  Circuit,  131  Fed.  Rep.,  853;  Van 
Epps  V.  United  Box  Co.,  C.  C.  A.  Se(iond  Circuit,  143  Fed.  Rep.,  869; 
Westmoreland  Specialty  Co.  v.  Hogan,  C.  C.  A.  Third  Circuit,  167 
Fed.  Rep.,  327.)  He  must,  indeed,  make  such  disclosure  and  descrip- 
tion of  his  invention  that  it  may  be  put  into  practice.  In  this  he  must 
be  clear.  He  must  not  put  forth  a  puzzle  for  invention  or  experiment 
to  solve  but  the  description  is  sufficient  if  those  skilled  in  the  art  can 
understand  it.  This  satisfies  the  law,  which  only  requires  as  a  condi- 
tion of  its  protection  that  the  world  be  given  something  new  and  that 
the  world  be  taught  how  to  use  it.  It  is  no  concern  of  the  world 
whether  the  principle  upon  which  the  new  construction  acts  be 
obvious  or  obscure,  so  that  it  inheres  in  this  construction. 

This  discussion  may  be  broader  than  the  contention  of  the  Rubber 
Company  requires;  indeed,  may  imply  a  misunderstanding  of  it. 
The  contention  may  only  mean  that  Grant  did  not  discern  the  man- 
ner of  the  operation  of  the  elements  which  he  combined,  and  there- 
fore did  not  really  invent  anything,  only  assembled  old  elements, 
changing  their  relations  somewhat  and  retaining  their  essential 
character  and  effect.  We  should  be  slow  to  infer  such  ignorance.  It 
is  difficult  to  suppose  that  the  contriver  of  a  successful  device  did  not 
understand  how  it  operated;  that  he  saw  nothing  in  it  and  com- 
mitted it  to  the  world  without  seeing  anything  in  it,  but  a  composition 
of  wood,  rubber,  and  iron  in  certain  relations  without  understanding 
or  attempting  to  discover  the  law  and  principle  of  its  organization 
and  efficiency.  Grant's  situation  demanded  caution  and  knowledge. 
He  was  confronted  by  what  has  been  termed  a  "  crowded  "  prior  art ; 
he  might  expect  to  encounter  litigation,  and,  even  before  litigation, 
he  would  have  to  satisfy  the  Patent  Office  of  the  novelty  and  utility 
of  his  device,  and  it  is  hard  to  believe  that  he  did  not  know  the  co- 
operating law  of  the  elements  which  he  had  combined  and  only  un- 
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consciously  made  use  of  it.  We  find  the  contention  difficult  to  handle. 
When  a  person  produces  a  useful  instrument,  to  say  that  he  did  not 
know  what  he  was  about  is  at  least  confusing.  To  take  from  him 
the  advantage  of  it  upon  nice  speculation  as  to  whether  it  was  an 
ignorant  guess  or  confident  knowledge  and  adaptation,  might  do  him 
great  injustice.    His  success  is  his  title  to  consideration. 

In  our  decision  thus  far  we  have  assumed  that  the  Grant  tire  is 
an  invention,  but  as  that  is  disputed  we  must  examine  its  right  to 
such  distinction.  The  Rubber  Company  denies  invention  to  it,  and, 
considering  that  its  pretension  to  such  quality  depends  upon  the 
possession  of  tipping  power  (including  in  this  reseating  power,) 
contests  the  existence  of  such  power;  and,  even  granting  its  exist- 
ence, it  is  yet  contended  that  anticipation  may  be  demonstrated.  In 
other  words,  it  is  insisted  that  if  tipping  power  exist  in  the  Grant 
patent  it  existed  in  prior  patents,  and  that — 

the  old  art  was  crowded  with  numerous  prototypes  and  predecessors  of  Uiis 
Grant  tire,  with  every  thought  and  suggestion  of  novelty  and  utility  that  can 
be  found  in  drawings  and  specifications  of  the  Grant  patent,  or  in  the  idealized 
contritions  as  to  the  patent  by  the  visions  and  dreams  of  the  experts  and 
counsel  for  the  patent. 

Two  patents  are  selected  to  sustain  the  contention,  out  of  what  are 
said  to  be  a  large  number  of  United  States  and  foreign  patents,  with  • 
the  conmient  that — 

if  they  do  not  show  anticipation  none  of  the  others  will  show  it,  and  if  they 
do  anticipate  the  Grant  patent,  it  is  entir^y  inunaterial^  whether  the  others 
do  or  not 

They  are  both  English  patents  issued  to  Frank  Stanley  Wil- 
loughby.  We  copy  from  the  Rubber  Company's  brief  the  figures 
of  the  Patent  5,924. 


The  following  is  the  explanation  given  by  counsel  of  the  figures: 

The  drawings  of  the  Willoughby  patent  of  March  26,  1892,  No.  5,924,  as  to 

the  flanged  channel,  show  the  flanges  in  three  different  positions  as  to  the 

solid  rubber  tire.    Fig.  8  shows  the  flange  at  right  angles  of  the  rim ;  Fig.  8* 
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shows  the  flanges  somewhat  Inwardly  Inclined  with  the  two  retalnlng-wlree, 
and  Fig.  7*  shows  the  flanges  vertical  with  two  retalnlng-wlres,  the  retaining- 
wires  In  Fig.  8*  helng  below  the  outer  periphery  of  the  flanges,  and  the  two 
retalnlng-wlres  of  Fig.  7*  being  centrally  located,  as  to  their  openings,  with 
the  periphery  of  the  flanges.  In  Fig.  6,  however,  which  Is  a  pneumatic  tire  (a 
tire  when  highly  Inflated  is -as  solid  as  a  rubber  tire)  the  flanges  are  out- 
wardly flaring  and  the  two  retaining- wires  are  substantially  below  the  periphery 
of  the  flanges. 

There  are  resemblances  and  differences  in  the  figures  to  those  of 
the  Grant  patent  and  we  have  let  the  Rubber  Company  set  forth  the 
resemblances.  The  differences  are  substantial.  To  represent  them 
we  cannot  do  better  than  to  quote  the  description  given  of  them  by 
Judge  Thomas,  (91  Fed.  Rep.,  988,)  as  follows: 

The  Wllloughby  patent.  No.  5,924,  Fig.  8*,  shows  in  combhiation  wire  con- 
nections, also  described  in  the  specification,  very  similar,  save  In  location,  to 
those  used  by  Qrant,  and  the  figure  shows  also  a  very  slight  angle  located 
slightly  within  the  flanges.  The  rim,  however.  Is  of  the  dinger  variety;  that 
Is,  the  flanges  incline  Inwardly,  and  bind  the  rubber  on  each  side.  Such  a  tire 
thwarts  the  lateral  play  otherwise  permitted  to  the  rubber  by  the  wires,  and, 
although  almost  Imperceptible  angles  appear,  made  by  the  sides  of  the  rubber, 
they  are  not  sufficient  to  give  the  Immunity  resulting  from  a  well-defined  angle 
whose  vertex  Is  within  the  fiarlng  rim.  Figs.  5*  and  5°  show  rims  shaped  like 
the  segment  of  a  circle.  In  which  are  seated  spherical  rubbers  held  In  place  by 
a  single  wire.  The  rim  is  described  in  the  specifications  as  U  or  V  shaped.  A 
V-shnped  rim  must  have  flaring  flanges,  but  the  rim  is  quite  unlike  that 
employed  by  Grant,  and  In  the  entire  absence  of  the  angle  the  functions  attrib- 
uted to  the  Grant  tire  seem  to  be  absent  Indeed,  the  freedom  of  action  per- 
mitted by  the  wire  In  the  rim  used  by  Grant  seems  to  be  denied  the  tire, 
for  the  reason  that  the  rubber  Is  confined  by  the  V-shaped  channeL 

The  Wllloughby  patent.  No.  18,030,  shows  wire  connection,  flaring  flanges  and 
angle,  (see  Figs.  26,  30,  31,)  and  in  mere  coincidence  of  parts  seems  to  be  the 
nearest  approach  to  the  Grant  tire.  But  look  at  these  figures,  and  all  possible 
conception  of  coincidence  of  function  is  dissipated  at  once.  There  is  the  flaring 
rim,  in  which  is  seated  a  rubber  upon  which  is  placed  a  steel  outer  tire,  through 
which  pass  the  openings  and  wires.  The  angle  is  far  without  the  upper  edges 
of  the  rim,  and  It  appears  that  neither  function  ascribed  to  the  Grant  tire  Is 
obtained. 

Wllloughby  Patent  No.  18,030,  has  no  relevancy  whatever.  It  is 
true  it  has  flanges  upon  the  rim,  flaring  and  at  right  angles,  and  it  is 
illustrated  by  figures  showing  what  may  be  called  retaining-wires, 
to  quote  from  the  brief  of  counsel — 

above  the  periphery  of  the  flanges,  another  substantially  on  a  line  with  the 
periphery  of  the  flanges,  and  three  of  the  figures  showing  the  retalnlng-wlres 
substantially  below  the  periphery  of  the  respective  flanges. 

It  is  manifest  that  the  relation  of  the  retaining-wires  to  the  periph- 
ery of  the  flanges  is  absolutely  unimportant  in  the  tire.  Wllloughby, 
describing  his  invention,  says: 

The  object  of  my  present  invention  Is  as  In  my  previous  one  to  provide  a 
metallic  outer  tire  or  armor  to  rubber  which  Is  of  Itself  flexible. 
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The  retaining-wires  hold  the  metallic  exterior  to  the  rubber  bed- 
The  utility  of  the  Grant  patent,  therefore,  was  not  attained  in  the 
Willoughby  patent.  The  Rubber  Company's  conduct  is  confirmation 
of  this.  It  uses  the  Grant  tire,  as  we  shall  presently  see,  not  the  Wil- 
loughby tires.  Let  it  be  granted  that  they  afforded  suggestions  to 
Grant,  and  that  he  has  gone  but  one  step  beyond  them.  It  is  conceded, 
as  we  have  said,  that  his  invention  is  a  narrow  one — a  step  beyond 
the  prior  art — built  upon  it,  it  may  be,  and  only  an  improvement 
upon  it.  Its  legal  evasion  may  be  the  easier,  {Railway  Co.  v.  Sayles^ 
snpra^)  and  hence  we  see  the  strength  of  the  concession  to  its  ad- 
vance beyond  the  prior  art  and  of  its  novelty  and  utility  by  the  Rub- 
ber Company's  imitation  of  it.  The  prior  art  was  open  to  the  Rub- 
ber Company.  That  "  art  was  crowded,"  it  says,  "  with  numerous 
prototypes  and  predecessors"  of  the  Grant  tire,  and  they,  it  is  in- 
sisted, possessed  all  of  the  qualities  which  the  dreams  of  experts 
attributed  to  the  Grant  tire.  And  yet  the  Rubber  Company  uses  the 
Grant  tire.  It  gives  the  tribute  of  its  praise  to  the  prior  art;  it  gives 
the  Grant  tire  the  tribute  of  its  imitation  as  others  have  done.  And 
yet  the  narrowness  of  the  claims  seemed  to  make  legal  evasion  easy. 
Why,  then,  was  there  not  evasion  by  a  variation  of  the  details  of  the 
patented  arrangement?  Business  interests  urged  to  it  as  much  as  to 
infringement.  We  can  find  no  answer  except  that  given  by  the  Tire 
Company : 

The  patented  organization  must  be  one  that  is  essential.  Its  use  in  the  precise 
form  described  and  shown  in  the  patent  must  be  inevitably  necessary. 

That  the  tire  is  an  invention  is  fortified  by  all  of  the  presumptions, 
the  presumption  of  the  patent  by  that  arising  from  the  utility  of  the 
tire.  And  we  have  said  that  the  utility  of  a  device  may  be  attested 
by  the  litigation  over  it,  as  litigation  "shows  and  measures  the 
existence  of  the  public  demand  for  its  use."  '{Eames  v.  Andrews^ 
supra,)  We  have  shown  the  litigation  to  which  the  Grant  tire  has 
been  subjected. 

We  have  taken  for  granted  in  our  discussion  that  the  Grant  tire 
immediately  established  and  has  ever  since  maintained  its  supremacy 
over  all  other  rubber  tires  and  has  been  commercially  successful  while 
they  have  been  failures.  The  assumption  is  justified  by  the  conces- 
sion of  counsel.  They  do  not  deny  the  fact,  but  attribute  it  to  "  three 
subsequent  discoveries  and  conditions  "  since  the  Grant  patent,  these 
being — 

(1)  that  the  tire  can  be  held  in  place  and  fixed  upon  its  base  by  straining  the 
wires  to  a  clamping-point;  (2)  the  production,  by  mechanical  means,  cheaply 
and  expeditiously  as  a  commercial  product,  of  the  channel-rim  in  straight 
lengths  to  be  applied  to  the  wheel;  and  (3)  the  improvement  of  the  rubber 
itself;  the  demand  of  the  public  for  a  solid  rubber  tire,  and  the  wealth  of  the 
complainant,  advertising  in  the  market,  and  pushing  and  exploiting  the  tire. 


Digitized  by  VjOOQ IC 


DECISIONS  OF  UNITED  STATES  COURTS  IN  PATENT  CASES.      547 

The  first  ground  is  a  somewhat  distant  assertion  that  the  tire  does 
not  involve  invention,  but  as  to  that  we  have  sufficiently  expressed 
opinion.  The  second  ground  is  an  inversion  of  cause  and  effect,  and 
there  is  an  obvious  answer  to  the  third  ground.  Without  suitable 
rubber,  there  could  have  been  no  rubber  tires,  and  the  desire  for  them 
necessarily  induced  their  manufacture,  and  Grant  exercised  inven- 
tion to  produce  an  efficient  one.  We  can  understand  that  some  adver- 
tising was  necessary  to  bring  it  into  notice,  and  give  it  a  certain  use, 
but  the  extensive  use  which  it  attained,  and  more  certainly  the  exchi- 
sive  use  which  it  attained,  could  only  have  been  the  result  of  its  essen- 
tial excellence,  indeed,  its  pronounced  superiority  over  all  other  forms. 
Here,  again,  in  our  discussion  a  comparison  is  suggested  between  it 
and  other  tires,  and  the  inquiry  occurs  why  capital  has  selected  it  to 
invest  in  and  advertise  and  not  one  of  the  tires  of  the  prior  art  if  it 
be  not  better  than  they  ?  But  the  effect  of  advertising  is  mere  specu- 
lation; to  the  utility  and  use  of  an  article  the  law  assigns  a  definite 
presumption  of  its  character,  as  we  have  seen,  and  which  we  are 
impelled  by  the  facts  of  this  record  to  follow. 

To  what  quality  the  utility  of  the  tire  may  be  due  will  bear  further 
consideration,  if  for  no  other  reason  than  the  earnest  contentions 
of  counsel.  Aside  from  those  contentions  and  the  ability  by  which 
they  are  supported,  we  might  point  to  what  it  does  as  a  demonstra- 
tion of  its  difference  from  all  that  preceded  it,  that  there  is  something 
in  it,  attribute  or  force,  which  did  not  exist  before — something  which 
is  the  law  of  its  organization  and  function,  and  raises  it  above  a  mere 
aggregation  of  elements  to  a  patentable  combination.  And  we  may 
say  in  passing  the  elements  of  a  combination  may  be  all  old.  In 
making  a  combination  the  inventor  has  the  whole  field  of  mechanics 
to  draw  from.  {Leeds  <&  Catlin  v.  Victor  Talking  Machine  Co.^  C.  D., 
1909,  536;  144  O.  G.,  1089;  213  U.  S.,  at  page  318.) 

The  Tire  Company  gives  a  definition  of  the  "  something  "  as  tip- 
ping and  reseating  power.  The  Rubber  Company  earnestly  denies 
the  existence  of  the  power,  and,  as  we  have  seen,  the  courts  of  appeals 
of  the  sixth  and  second  circuits  divided  in  opinion  on  its  existence. 
We  think  such  power  is  possessed  by  the  tire.  This  is  shown  by  the 
evidence,  and  was  shown  at  the  oral  argument.  And  it  is  the  result 
of  something  more  than  each  element  acting  separately.  It  is  not  the 
result  alone  of  the  iron  channel  with  diverging  sides,  nor  alone  of 
the  retaining-bands  or  the  rubber.  They  each  have  uses  and  perform 
them  to  an  end  different  from  the  effect  of  either,  and  they  must  have 
been  designed  to  such  end,  contrived  to  exactly  produce  it.  There 
can  be  no  other  deduction  from  their  careful  relation.  The  adapta- 
tion of  the  rubber  to  the  flaring  channel,  the  shape  of  that  permitting 
lateral  movement  and  compression,  the  retaining-band,  holding  and 
yielding,  placed  in  such  precise  adjustment  and  correlation  with  the 
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other  parts,  producing  a  tire  that  '^  when  compressed  and  bent  side- 
wise  shall  not  escape  from  the  channel  and  shall  not  be  cut  on  the 
flange  of  the  channel,"  and  yet  shall  "  be  mobile  in  the  channel."  We 
agree  with  the  court  of  appeals  that — 

this  was  not  the  result  of  chance  or  the  haphazard  selection  of  parts;  his 
(Grant's)  success  could  only  have  been  achieved  by  a  careful  study  of  the  scien- 
tific and  mechanical  problems  necessary  to  overcome  the  defects  which  rendered 
the  then-existing  tires  ineffective  and  useless. 

This  conclusion  is  not  shaken  by  the  testimony  and  argument 
urged  against  it. 

The  contention  of  non-infringement  is  very  hesitatingly  advanced, 
suggested  rather  than  urged.  It  is  conceded  that  infringement 
existed  in  the  prior  litigations,  but  it  is  said  that  if  under  the  closer 
analysis  of  the  Grant  patent — 

as  here  pres^ited,  and  as  considered  as  contended  for,  if  to  be  'x>nflned  to  exact 
angles  and  relations  of  angles  and  precise  configuration  of  parts — 

the  Rubber  Company's  device  does  not  infringe.  And  this  is  at- 
tempted to  be  supported  by  the  testimony  of  a  witness  who  found, 
he  said,  in  the  Rubber  Company's  tire  "  the  three  fundamental  me- 
chanical elements  "  of  the  Grant  patent  in  suit  which,  he  interjected, 
were  borrowed  by  Grant,  "both  individually  and  in  combination, 
from  the  prior  art  long  antedating  his  alleged  invention,"  and  then 
proceeded  to  declare  a  difference  between  the  "  angles  and  relations 
of  angles  and  precise  configuration  of  parts,"  to  use  counsel's  lan- 
guage, of  the  two  tires  and  briefly  summarizing  his  conclusion,  said 
that  he  did  not — 

find  the  aUeged  invention,  combinations,  and  devices  of  either  of  the  claims  of 
the  Qrant  patent  in  suit -embodied  in  or  contained  in  either  of  the  exhibits  intro- 
duced in  evidence  professing  to  represent  the  defendant's  tire. 

We  are  unable  to  concur  in  the  conclusion.  The  exhibits  demon- 
strate the  contrary.  And  we  are  fortified  in  this  by  the  conduct  of 
the  Rubber  Company  in  the  circuit  court.  The  defense  of  non- 
infringement was  not  there  seriously  urged.  After  consideration 
to  what  extent  the  case,  as  presented,  differed  from  the  prior  litiga- 
tion. Judge  Holt  said : 

Of  course,  if  your  defense  was  that  this  defendant  does  not  infringe;  tliat 
would  be  an  entirely  different  question,  but  the  only  question  argued  here  is  as 
to  the  validity  of  the  patent 

In  the  opinion  of  the  court  of  appeals  non-infringement  received 
no  attention,  presumably  because  that  defense  was  not  pressed  upon  it. 

The  final  contention  of  the  Rubber  Company  is  that  the  Grant  pat- 
ent having  been  declar^  invalid  by  the  Circuit  Court  of  Appeals 
of  the  Sixth  Circuit  and  by  the  Circuit  Court  for  the  District  of 
Indiana  in  the  Seventh  Circuit,  the  Rubber  Company  should  not 
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have  been  enjoined  from  the  handling  or  sale  of  tires  manufactured 
in  the  sixth  and  seventh  circuits,  and  cites  Kessler  v.  Eldred^  (C.  D., 
1907,  696;  128  a  G.,  1690;  206  U.  S.,  285.) 

The  court  of  appeals  practically  reserved  the  question.  It  modified 
the  decree  of  the  circuit  court  so  far  as  it  prevented  the  handling, 
using,  or  selling  tires  and  rims  authorized  by  any  judicial  decree, 
recognizing,  as  it  said,  the  applicability  of  Kessler  v.  Eldred.  But 
it  further  said : 

Whether  It  should  be  given  a  broader  interpretation  is  a  question  upon  which 
we  express  no  opinion,  deeming  it  more  prudent  to  wait  until  the  facts  are  fully 
developed. 

There  is  no  occasion  for  attempting  at  this  time  to  anticipate  the  future  for 
a  contingency  which  may  not  arise.  ♦  ♦  ♦  To  provide  in  a  decree  that  a 
defendant  is  not  enjoined  from  making,  using,  and  selling  devices  which  do  not 
infringe  or  which  have  been  licensed,  seems  unnecessary.  The  doctrine  of 
Eldred  and  Kessler,  if  carried  to  the  extent  contended  for  by  the  defendant,  will 
introduce  radical  and  far-reaching  limitations  upon  the  rights  of  patentees. 
These  questions  may  not  arise  in  the  case  at  bar,  but  if  they  should,  the  court 
should  have  the  facts,  and  all  the  facts,  before  attempting  to  decide  them. 

We  concur  in  these  remarks. 
Decree  afjirmed. 

Mr.  Justice  Day  and  Mr.  Justice  Lubton  took  no  part  in  the 
decision. 


[Supreme  Court  of  the  United  States.] 

Jacobs  v.  Beecham, 

Decided  May  15,  1911. 

168  O.  G.,  252;  221  U.  S.,  263. 

1.  Trade-Mabks — Unfair  Competition — Buboen  of  Proof. 

The  burden  rests  upon  defendant  when  sued  for  an  unfair  use  of  the 
plaintiffs  trade  name  to  Justify  his  use  of  it 

2.  Same — Same— Proprietary  Medicines — Secret  Formula. 

Using  the  name  of  a  manufacturer  of  pills  under  a  secret  formula  upon 
pills  made  by  a  competitor  is  not  saved  from  being  unfair  because  it  is 
accompanied  by  a  statement  that  the  latter  makes  the  pills,  even  if  it  be 
conceded  that  he  is  using  the  other's  formula. 

3.  Same — Same — Fraud  on  the  Public — ^Use  of  the  Word  "  Patent." 

The  use  of  the  word  "patent"  to  indicate  a  medicine  made  by  a  secret 
formula  when  the  medicine  is  in  fact  not  patented  is  not  such  fraud  as 
defeats  the  right  of  the  manufacturer  to  relief  in  equity  against  unfair 
competition. 

4.  Same — Same — Same — Misstatements  as  to  Place  of  Business. 

The  continued  use  of  circulars  and  labels  which  suggest  the  foreign 
origin  of  a  product  after  its  manufacture  had  been  begun  in  this  country 
and  the  use  of  the  name  of  the  original  proprietor  for  some  time  after  the 
business  had  been  transferred  to  his  son  are  not  such  fraud  as  defeats  the 
right  of  a  manufacturer  to  relief  in  equity  against  unfair  competition. 
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Mr,  George  Frederick  Hurd^  Mr.  Cornelius  W.  Wickerskam^  (bj 
special  leave,)  Mr.  Max  J.  Kohler^  Mr.  Moses  Weill,  and  Mr.  Isaac 
Weill  for  the  appellant. 

Mr.  John  L.  Wilkie  and  Mr.  Charles  W.  Gould  for  the  appellee. 

Mr.  Justice  Holmes  delivered  the  opinion  of  the  Court. 

This  is  a  bill  by  the  owner  of  a  proprietary  or  patent  medicine,  so 
called,  made  according  to  a  secret  formula  and  known  as  Beecham's 
Pills,  to  restrain  the  defendant  from  using  the  same  name  on  pills 
made  by  him,  and  trying  to  appropriate  the  plaintiff's  good-wilL 
The  plaintiff  had  a  decree  in  the  circuit  court  enjoining  the  defendant 
from  using  the  word  Beecham  in  connection  with  pills  prepared  or 
sold  by  him,  which  decree  was  affirmed  by  the  circuit  court  of  appeals. 
(159  Fed.  Rep.,  129;  86  C.  C.  A.,  623.). 

The  present  appeal  is  based  on  two  or  three  different  grounds. 
The  first  of  these  is  that  any  one  who  honestly  can  discover  the 
formula  has  a  right  to  use  it,  to  tell  the  public  that  he  is  using  it,  and 
for  that  purpose  to  employ  the  only  words  by  which  the  formula  can 
be  identified  to  the  public  mind.  As  to  the  defendant's  having  dis- 
covered the  formula,  it  is  said  that  if  he  makes  a  different  or  inferior 
article  the  burden  is  on  the  plaintiff  to  prove  the  fact  As  to  the 
method  adopted  by  the  defendant  to  advertise  his  wares,  which,  apart 
from  other  imitations,  consists  in  simply  marking  them  Beecham's 
Pills,  it  is  said  that  the  proper  name  cannot  constitute  a  trade-mark 
and  has  become  the  generic  designation  of  the  thing.  The  defend- 
ant's use  of  the  name  is  said  to  be  saved  from  being  unfair  by  the 
statement  underneath  that  he  made  the  pills. 

Corruptio  opidmi  pessima.  Sound  general  propositions  thus  are 
turned  to  the  support  of  a  conclusion  that  manifestly  should  not  be 
reached.  We  will  follow  and  answer  the  argument  in  the  order  in 
which  we  have  stated  it.  If,  in  a  technical  sense,  the  burden  of 
proof  is  on  the  plaintiff  to  prove  that  the  defendant's  pills  are  not 
made  by  his  formula,  there  is  at  least  a  prima  fa/iie  presumption  of 
difference,  just  as  in  the  case  of  slander  there  is  a  presumption  that 
slanderous  words  are  false.  A  different  rule  would  prevent  the 
owner  of  a  secret  process  from  protecting  it  except  by  giving  up  his 
secret.  Again,  when  the  defendant  has  to  justify  using  the  plain- 
tiff's trade  name,  the  burden  is  on  him.  Finally,  as  the  case  presents 
what  is  a  fraud  on  its  face,  it  is  more  likely  that  the  defendant  is  a 
modern  advertiser  than  that  he  has  discovered  the  hidden  formula 
of  the  plaintiff's  success. 

As  to  the  defendant's  method  of  advertising,  he  does  not  simply 
say  that  he  has  the  Beecham  formula,  as  in  Saalehner  v.  Wagner. 
(216  U.  S.,  375,)  but  he  says  that  he  makes  Beecham's  pills.  The 
only  sense  in  which  Beecham's  Pills  can  be  said  to  have  become  a 


Digitized  by  VjOOQ IC 


DECISIONS  OF  UNITED  STATES  COURTS  IN  PATENT  CASES.      551 

designation  of  the  article  is  that  Beecham,  so  far  as  appears,  is  the 
only  man  who  has  made  it  But  there  is  nothing  generic  in  the 
designation.  It  is  in  the  highest  degree  individual  and  means  the 
producer  as  much  as  the  product.  It  has  not  left  the  originator,  to 
travel  with  the  goods,  as  in  Chadwick  v.  Covelly  (151  Mass.,  190, 195,) 
or  come  to  express  character  rather  than  source,  as  it  is  admitted 
sometimes  may  be  the  case.  (HohapfeVs  Composition  Co.  v.  Rakt- 
jerCs  American  Composition  Co,^  183  U.  S.,  1;  Goodyear^s  India 
Rubber  Glove  Manuf.  Co.  v.  Goodyear  Rubber  Co.^  C.  D.,  1889,  257; 
46  O.  G.,  122;  128  U.  S.,  698;  Thomson  v.  Winchester,  19  Pick.,  214, 
210.)  To  call  pills  Beecham's  pills  is  to  call  them  the  plaintiff's 
pills.  The  statement  that  the  defendant  makes  them  does  not  save 
the  fraud.  That  is  not  what  the  public  would  notice  or  is  intended 
to  notice,  and,  if  it  did,  its  natural  interpretation  would  be  that  the 
defendant  had  bought  the  original  business  out  and  was  carrying 
it  on.  It  would  be  unfair,  even  if  we  could  assume,  as  we  cannot, 
that  the  defendant  uses  the  plaintiff's  formula  for  his  pills.  {Mc 
Lean  v.  Fleming,  C.  D.,  1878,  262;  13  O.  G.,  913;  96  U.  S.,  245; 
MilUngton  v.  Fox,  3  My.  &  Cr.,  338,  352;  GUman  v.  Hunnewell,  122 
Mass.,  139,  148.) 

The  other  grounds  of  appeal  are  charges  that  the  plaintiff's  boxes 
have  upon  them  false  statements  such  as  to  exclude  them  from  equi- 
table relief.  The  one  most  pressed  is  that  certain  of  the  boxes  carry 
the  words  Beecham's  Patent  Pills,  and  that  the  pills  are  not  pat- 
ented. The  answer  is  that  the  word  does  not  convey  the  notion 
that  they  are.  To  signify  that,  the  proper  word  is  "  patented  "  rather 
than  "  patent,"  and  it  commonly  is  used  separately,  not  prefixed  to 
a  noun.  On  the  other  hand,  the  use  of  the  word  patent  to  indicate 
medicines  made  by  secret  formulas  is  widespread  and  well  known. 
It  is  mentioned  in  the  dictionaries,  and  it  occurs  in  the  plaintiff's 
circulars.  We  think  it  clear  that  there  is  no  danger  that  any  one 
would  be  defrauded  by  the  form  of  the  label  on  the  plaintiff's  box, 
and  that  it  would  be  wrong  to  press  TlolzapfeVs  Composition  Co,  v. 
Rahtjen^s  American  Composition  Co,  (183  U.  S.,  1)  so  far  as  to  cover 
this  case. 

It  is  objected  further  that  the  plaintiff's  boxes  are  labeled  "  Beech- 
am's Patent  Pills,  price  25  cents,  sold  by  the  Proprietor,  St.  Helen's, 
Lancashire,  England,"  or  "  Beecham's  Patent  Pills,  St.  Helen's,  Lan- 
cashire," or  "Beecham's  Pills,  Saint  Helen's,"  and  that  a  circular 
contains  the  statement  that — 

the  pills  accompanying  this  pamphlet  are  specially  packed  for  U.  S.  America, 
being  covered  with  a  quickly  soluble  pleasant  coating,  etc. 

The  statement  in  the  circular  is  true  in  a  literal  sense,  but  suggests 
the  belief  that  the  pills  were  made  in  England  whereas  in  fact  they 
now  are  made  in  New  York.    The  labels  may  be  said  to  convey  a 
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similar  suggestion  in  a  fainter  form.  With  this  may  be  mentioned 
the  remaining  object  of  cavil,  that  some  of  the  boxes  still  bear  the 
name  of  Thomas  Beecham,  although  Thomas  Beecham  transferred 
his  interest  to  the  plaintiff,  his  son,  in  1895.  Both  of  these  matters 
are  small  survivals  from  a  time  when  they  were  literally  true  and 
are  far  too  irisignifitant  when  taken  with  the  total  character  of  the 
plaintiff's  advertising  to  leave  him  a  defenseless  prey  to  the  world. 
The  facts  are  that  the  business  was  started  by  Thomas  Beecham,  in 
England,  that  he  made  the  pills  there  and  got  a  considerable  cust<Hn 
in  America,  that  he  took  the  plaintiff  mto  partnership,  continuing 
the  business  under  the  old  name,  and  that  in  1895  he  retired,  turn- 
ing over  his  interest  to  his  son.  The  son  went  on  under  the  same 
name  for  a  time,  but  his  boxes  now  bear  his  own  name  as  proprietor, 
and  his  circulars  show  that  he  is  his  father's  successor.  About  1890 
they  began  to  make  the  pills  in  New  York  as  well  as  in  England,  but, 
as  has  been  seen,  not  every  phrase  in  the  advertisements  was  nicely 
readjusted  to  the  change.  That  is  all  there  is  in  the  whole  subject 
of  complaint.  There  is  not  the  slightest  ground  for  charging  the 
plaintiff  with  an  attempt  to  defraud  the  public  by  these  statements, 
or  any  reason  why  the  judgment  below  should  not  be  affirmed,  unless 
it  be  in  a  motion  of  the  plaintiff  to  dismiss.  This  was  met  by  the 
fact  that  the  bill  seemingly  relied  upon  the  registration  of  the  words 
Beecham's  Pills  as  a  trade-mark  under  the  act  of  Congress  as  one 
ground  for  the  jurisdiction  of  the  circuit  court.  {Warner  v.  Searle 
<&  Hereth  Co.,  191  U.  S.,  195,  205,  206;  Standard  Paint  Co.  v.  Trifd- 
dad  Asphalt  Manuf.  Co.,  ante,  530;  165  O.  G.,  971;  220  U-  S.,  446.) 
Decree  afflrmed. 


[Sapreme  Court  of  the  United  States.] 

Pere  Alfredo  Luis  Baglin,  Superior  General  or  the  Order  of 
Carthusian  Monks,  for  himself  and  all  of  the  other  ^wi^niERa 
of  said  order,  v.  CJusenier  Company. 

Decided  May  29,  1911. 
160  O.  G.,  449;  221  U.  S.,  680. 

1.  Tbade-Mabks — "  Chartreuse  "  Nor  Geographical. 

The  word  "  Chartreuse  "  as  applied  to  a  liqueur  or  cordial  held  not  geo- 
graphical and  to  constitute  a  valid  trade-mark. 

2.  Same — ^Abandonment. 

The  loss  of  the  right  of  property  in  trade-marks  upon  the  ground  of  aban- 
donment is  not  to  be  viewed  as  a  penalty  either  for  non-user  or  for  the 
creation  and  use  of  new  devices.  There  must  be  found  an  intent  to  aban- 
don, or  the  property  is  not  lost;  and  while,  of  course,  as  in  other  eases, 
Intent  may  be  inferred  when  the  facts  are  shown,  yet  the  facts  must  be 
adequate  to  support  the  finding. 
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8.  Same — Same. 

The  Order  of  CarUiuslan  Monks,  which  for  many  years  had  made  at  I^a 
Grand  Chartreuse,  in  France,  and  sold  a  liqueur  under  the  name  *' Char- 
treuse," was  expelled  from  France  by  the  Government,  and  possession  of 
their  property  in  BYance  was  taken  by  a  liquidator  of  the  French  court. 
They  established  a  factory  in  Spain  and  continued  to  manufacture  a  liqueur 
in  accordance  with  the  original  formula.  They  used  on  their  labels  the 
•  words  "P6res  Chartreux"  and  the  words  "Liqueur  Fabrlqu^  k  Tarra- 
gone  par  le  Pdres  Chartreux."  They  made  vigorous  efforts  in  this  and 
other  countries  to  prevent  the  use  of  the  old  marks  by  the  liquidator. 
Held  that  these  facts  do  not  establish  an  abandonment  by  the  monks  of 
their  rights  in  the  trade-mark  "  Chartreuse." 
4.  Same — Infringement — Injunction. 

For  many  years  the  Order  of  Carthusian  Monks,  established  at  La 
Grande  Chartreuse,  in  France,  made  and  sold  a  liqueur  under  'the  name 
"Chartreuse,"  claimed  to  have  been  made  by  a  secret  process.  Such 
liqueur  has  long  been  sold  and  has  become  well  known  under  such  name 
in  the  United  States,  where  the  name  is  registered  as  a  trade-mark.  The 
order  having  been  expelled  from  France  by  the  Government,  a  liquidator 
was  appointed  who  took  possession  of  their  property,  including  their 
liqueur  factory.  Such  liquidator,  although  havicg  no  knowledge  of  the 
secret  formula,  commenced  the  manufacture  of  a  similar  liqueur,  which  he 
sold  under  the  name  '*  Chartreuse,"  using  the  same  bottles  and  labels  as 
had  been  used  by  the  monks.  In  the  meantime  the  monks  established  a 
factory  in  Spain  and  continued  to  manufacture  the  liqueur  in  accordance 
with  the  original  formula,  using,  however,  a  different  label  and  style  of 
package.  Held  that  the  action  of  the  French  Govemment  and  court  did 
not  affect  the  trade-mark  rights  of  the  Carthusian  monks  in  the  United 
States;  that  such  rights  were  not  dependent  on  the  place  or  country  in 
which  their  business  was  conducted;  that  the  receiver  did  not  succeed  to 
such  rights,  but  became  their  competitor,  and  that  they  were  entitled  to 
an  injunction  restraining  the  sale  of  his  products  in  this  country  in  compe- 
tition with  their  own  under  their  trade-mark  and  dress  and  as  the  original 
and  genuine  Chartreuse. 

Appeal  from  and  on  writs  of  certiorari  to  the  United  States  Cir- 
cuit Court  of  Appeals  for  the  Second  Circuit. 

Mr.  Philip  Mauro^  Mr.  C.  A.  L.  Massie^  and  Mr.  Ralph  L.  Scott 
for  the  appellants. 

Mr.  Adolph  L.  Pincoffs  and  Mr.  Roger  Foster  for  the  appellee. 

Mr.  Justice  Hughes  delivered  the  opinion  of  the  Court. 

Pere  Baglin,  superior  general  of  the  Ord^  of  Carthusian  Monks, 
for  himself  and  the  other  members  of  the  order,  brought  this  bill  in 
equity  against  the  Cusenier  Company,  a  New  York  corporation,  to 
restrain  the  infringement  of  trade-marks  and  unfair  competition. 

The  complainant  had  a  decree  in  the  circuit  court,  and  this  was 
modified  in  certain  particulars,  to  which  we  dhall  presently  refer,  by 
the  circuit  court  of  appeals.  The  complainant  then  appealed  to  this 
Court,  and  motion  was  made  to  dismiss  the  appeal,  it  being  urged 
that  the  decree  below  was  not  final.    Complainant  then  petitioned 
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for  a  writ  of  certiorari,  and  this  writ  and  a  cross-writ  asked  for  by 
the  respondent  were  granted. 

The  facts,  so  far  as  we  deem  it  necessary  to  state  them,  are  as  fol- 
lows: For  several  hundred  years  prior  to  1903 — save  for  a  con-para- 
tively  brief  period  following  the  French  Revolution — the  Order  of 
Carthusian  Monks  occupied  the  monastery  of  the  Grande  Chartreuse, 
near  Voiron,  in  the  Department  of  Isere,  in  France.  This  was  their 
mother  house.  There,  by  a  secret  process,  they  made  the  liqueur  or 
cordial  which,  at  first  sold  locally,  became  upward  of  fifty  years  ago 
the  subject  of  an  extensive  trade  and  is  known  throughout  the  world 
as  "  Chartreuse."  The  monks  originally  manufactured  the  liqueur  at 
the  monastery  itself  and  later  at  Fourvoirie,  close  by.  It  was  mar- 
keted, here  and  abroad,  in  bottles  of  distinctive  shape,  to  which  were 
attached  labels  bearing  the  inscription,  "Liqueur  Fabriquee  a  la 
Gde.  Chartreuse,"  with  a  facsimile  of  the  signature  of  L.  Gamier,  a 
former  procureur  of  the  order,  and  its  insignia,  a  globe,  cross,  and 
seven  stars;  and  these  symbols  with  "  Gde.  Chartreuse"  underneath 
were  also  ground  into  the  glass.  In  1876,  the  then  procureur  reg- 
istered two  trade-marks  in  the  Patent  Office,  and  these  were  rereg- 
istered in  1884,  under  the  act  of  1881.  In  the  accompanying  state- 
ment the  one  was  said  to  consist  "  of  the  word  '  Chartreuse,'  accom- 
panied by  a  facsimile  of  the  signature  of  L.  Gamier,"  and  the  other 
"  of  the  word-symbol '  Chartreuse ; '  "  and  the  combinations  in  which 
these  were  used  were  described. 

In  the  year  1903,  having  been  refused  authorization  under  the 
French  law  of  July  1,  1901,  known  as  the  Associations  Act,  the 
congregation  of  the  Chartreux  was  held  to  be  dissolved  by  operation 
of  law  and  possession  was  taken  of  their  properties  in  France  by 
a  "sequestrating  administrator  and  liquidator"  appointed  by  the 
French  court.  Forcibly  removed  from  their  former  establishment, 
and  taking  their  secret  with  them,  the  monks  set  up  a  factory  at 
Tarragona,  in  Spain,  and  there  according  to  their  ancient  process 
they  have  continued  the  manufacture  of  the  liqueur,  importing  from 
France  such  herbs  as  were  needed  for  the  purpose. 

The  French  liquidator,  Henri  Lecouturier,  employing  a  skilled  dis- 
tiller and  chemical  assistants,  undertook  by  experimentation  to  make 
at  Fourvoirie  a  liqueur  either  identical  with  or  resembling  as  closely 
as  possible  the  famous  "  Chartreuse ;  "  and,  having  succeeded  in  this 
effort  to  his  satisfaction,  he  placed  his  product  upon  the  market  under 
the  old  name.  His  agent  in  this  country  under  date  of  October  25, 
1904,  issued  a  circular  containing  the  following  announcement: 

I  take  pleasure  in  informing  you  that  I  have  been  ai^>ointed  sole  agent  for 
the  United  States  and  Canada  for  the  Grande  Chartreuse  Liqueur.  Within  a 
few  days  I  shall  receive  a  shipment  and  therefore  will  be  able  to  execute  ordera 
As  there  is  a  very  extensive  demand  for  this  cordial,  I  shall  not  be  able  to  fiU 
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large  orders  In  full,  but  I  trust  that,  within  a  few  weeks,  I  will  have  sufQcient 
stock  on  hand  to  enable  me  to  satisfy  the  demand  through  the  Cusenier  Com- 
pany, whom  I  have  appointed  my  distributing  agents. 

Nothing  has  been  changed  in  the  putting  up  of  the  products  of  the  Qrande 
Chartreuse,  which  bear  the  same  labels  as  heretofore,  the  only  guarantee  of 
authenticity  and  of  origin  of  the  Chartreuse  made  at  the  monastery. 

The  liquidator's  cordial  was  shipped  to  this  country,  and  sold  here, 
in  bottles  of  precisely  the  same  description  and  with  the  same  marks 
and  symbols  which  had  been  used  by  the  monks;  if  there  was  any 
difference  it  is  frankly  stated  to  have  been  unintentional. 

Meanwhile  the  monks,  debarred  by  the  proceedings  in  France  from 
the  use  of  their  old  marks  and  sjonbols  in  that  country,  devised  a  new 
designation  for  their  liqueur,  in  which  prominence  was  given  to  the 
words  "  Pferes  Chartreux."  The  new  label  bore  the  inscription 
"  Liqueur  Fabriqu^e  k  Tarragone  par  les  Pferes  Chartreux;  "  and  this 
was  accompanied  by  the  statement  that — 

this  liqueur  is  the  only  one  identically  the  same  as  that  made  at  the  monastery 
of  the  Grande  Chartreuse  in  France,  previous  to  the  expulsion  of  the  monks, 
who  have  kept  intact  the  secret  of  its  manufacture. 

To  negative  the  claim  of  abandonment  they  made  a  small  shipment 
to  this  country  under  the  old  labels.  And,  both  here  and  in  other 
countries,  the  monks  have  sought  by  legal  proceedings  to  prevent 
the  use  of  the  word  "  Chartreuse  "  as  a  designation  of  the  liqueur 
made  at  Fourvoirie  since  their  expulsion,  and  the  use  or  imitation 
by  the  liquidator  or  by  those  claiming  under  him  of  the  marks  which 
the  monks  had  associated  with  their  product  and  the  simulating  in 
any  way  of  the  dress  or  packages  in  which  it  had  been  sold. 

For  this  purpose,  this  suit  was  brought  against  the  defendant,  who 
was  then  representing  the  liquidator  in  this  country.  Pending  it, 
the  liquidator  sold  the  property  he  had  acquired  and  the  business 
he  had  been  conducting  in  that  capacity  to  a  company  known  as  the 
*'Cotopagnie  Fermiere  de  la  Grande  Chartreuse,"  which  has  con- 
tinued the  manufacture  of  liqueur  at  Fourvoirie  and  also  its  sale  in 
this  country  through  the  defendant  as  its  representative. 

On  final  hearing  the  circuit  court  adjudged — 

that  the  word-symbol  **  Chartreuse,"  as  applied  to  liqueur  or  cordial, 

and  that — 

the  said  word-symbol  "  Chartreuse  "  accompanied  by  the  facsimile-signature  of 
L.  Gamier, 

as  set  forth  in  the  certificates  of  registry  in  the  Patent  Office, 

constitute  good  and  valid  trade-marks,  and  in  this  country  have  been  and  now 
are  the  sole  and  exclusive  property  of  said  complainants,  the  Carthusian  Monks 
or  Fathers  (Pdres  Chartreux) ;  and  that  in  this  country  the  said  complainants 
still  have  the  right,  and  the  exclusive  right,  to  use  the  said  marks,  or  any  of 
them,  upon  liqueurs  or  cordials  manufactured  by  the  complainants. 
2097'— 12 37 
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It  was  further  adjudged  that  the  defendant  had  been  guilty  of  in- 
fringement of  these  trade-marks  and  of  unfair  competition,  and  the 
decree  also  contained  a  perpetual  injunction. 

The  circuit  court  of  appeals  affirmed  the  decree  with  modifications 
which  affect  only  the  paragraph  containing  the  injunction.  This 
paragraph  as  amended  reads  as  follows  (the  words  inserted  by  the 
court  of  appeals  being  italicized) : 

It  is  further  adjudged,  ordered  and  decreed  that  defendant,  its  associates, 
successors,  assigns,  officers,  servants,  clerks,  agents,  and  worlunen,  and  each 
of  them  be,  and  they  liereby  are  perpetually  enjoined  from  using  in  this  coun- 
try or  in  any  possession  thereof,  in  connection  with  any  liqueur  or  cordial  not 
manufactured  by  complainants,  the  trade-mark  "  Chartreuse,"  or  of  any  color- 
able imitation  thereof  unless  so  used  as  clearly  to  distinguish  such  liqueur  or 
cordial  from  the  liqueur  or  cordial  manufactured  by  the  complainants — or  the 
facsimile-signature  of  L.  Gamier,  or  any  colorable  imitation  thereof— or  any 
of  the  trade-marks  above  referred  to,  or  any  colorable  imitation  thereof;  and 
they  and  each  of  them  are  likewise  perpetually  enjoined  from  importing  or 
putting  out  or  selling  or  offering  for  sale,  directly  or  indirectly,  within  this 
country,  any  liqueur  or  cordial  not  manufactured  by  complainants.  In  any 
dress  or  package  like  or  simulating  in  any  material  respects  the  dress  or  pack- 
age heretofore  used  by  complainants — ^and  in  particular  from  making  use  of 
any  [bottle  or]  label  or  [package]  symbol  like  or  substantially  similar  to  those 
appearing  on  "  Complainants*  Ebchibit,  Defendant's  Liqueur,"  being  the  bottle 
now  on  file  as  an  exhibit  in  this  court — and  from  in  anywise  attempting  to 
make  use  of  the  good-will  and  reputation  of  complainants  in  putting  out  in 
this  country  any  liqueur  or  cordial  not  made  by  complainants. 

The  defendant  contends  that  the  circuit  court  was  without  juris- 
diction. This  objection  must  fail,  as  it  sufficiently  appears  from  the 
record  that  the  controversy  was  between  foreign  subjects  and  a  New 
York  corporation.  And  there  was  also  an  assertion  by  the  bill  of  a 
right  under  the  Federal  statute,  by  virtue  of  the  registration  of  the 
trade-marks.  {Warner  v.  Searle  c6  Eereth  Company^  C.  D.,  1903, 
684;  107  O.  G.,  1974;  191  U.  S.,  195;  Standard  Paint  Company  v. 
Trinidad  Asphalt  Company^  ante^  530;  165  O.  G.,  971;  220  U.  S., 
446;  Jacobs  v.  Beecham^  ante^  549;  168  O.  G.,  252;  221  U.  S.,  263.) 

On  the  merits,  the  questions  presented  are  (1)  what  rights,  with  re- 
spect to  the  designations  and  marks  involved,  were  enjoyed  by  the  Car- 
thusian monks  prior  to  their  expulsion  from  the  French  monastery; 
(2)  what  effect  upon  their  rights  had  (a)  the  liquidation  proceedings  in 
France,  and  (&)  the  conduct  of  the  monks  in  relation  to  the  trade  in 
the  liqueur  which  they  subsequently  made  in  Spain ;  and,  in  the  light 
of  the  conclusions  upon  these  points,  (3)  to  what  remedy,  if  any,  are 
the  monks  entitled  ? 

It  is  insisted  that  the  judgment  is  erroneous  in  determining  that 
"the  word-symbol  Chartreuse"  constituted  a  valid  trade-mark.  It 
is  argued  that  "  Chartreuse  "  is  a  regional  name ;  that  the  character- 
istic qualities  of  the  liqueur  were  due  to  certain  local  advantages  by 
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reason  of  the  herbs  found  and  cultivated  within  the  district  described ; 
that  even  as  used  in  connection  with  the  monks'  liqueur  it  was  still 
a  description  of  place ;  and  hence,  that  at  most,  so  far  as  this  word  is 
concerned,  the  question  could  be  one  only  of  unfair  competition. 

The  validity  of  this  argument  cannot  be  admitted  upon  the  facts 
which  we  deem  to  be  established  and  controlling.  It  is  undoubtedly 
true  that  names  which  are  merely  geographical  cannot  be  the  subject 
of  exclusive  appropriation  as  trade-marks. 

Tbelr  nature  is  such  that  they  cannot  point  to  the  origin  (personal  origin) 
or  ownership  of  the  articles  of  trade  to  which  they  may  be  applied.  They 
point  only  at  the  place  of  production,  not  to  the  iu*oducer,  and  could  they  be 
appropriated  exclusively,  the  appropriation  would  result  In  mischievous  monopo- 
lies. (Canal  Company  v.  Clark,  1  O.  G.,  279 ;  13  WaU.,  324.  See,  also,  Columbia 
Mill  Company  v.  Aloom,  C.  D.,  1893,  672;  65  O.  G.,  1916;  150  U.  S.,  460;  Elffin 
National  Watch  Company  v.  Illinoia  Watch  Company,  O.  D.,  1901,  273 ;  94  O.  G., 
755;  179  U.  8.,  665.) 

This  familiar  principle,  however,  is  not  applicable  here.  It  is  not 
necessary  for  us  to  determine  the  origin  of  the  name  of  the  order  and 
its  chief  monastery.  If  it  be  assumed  that  the  monks  took  their 
name  from  the  region  in  France  in  which  they  settled  in  the  eleventh 
century,  it  still  remains  true  that  it  became  peculiarly  their  designa- 
tion. And  the  word  "  Chartreuse  "  as  applied  to  the  liqueur  which 
for  generations  they  made  and  sold  cannot  be  regarded  in  a  proper 
sense  as  a  geographical  name.  It  had  exclusive  reference  to  the  fact 
that  it  was  the  liqueur  made  by  the  Carthusian  monks  at  their 
monastery.  So  far  as  it  embraced  the  notion  of  place,  the  description 
was  not  of  a  district,  but  of  the  monastery  of  the  order — the  abode 
of  the  monks — and  the  term  in  its  entirety  pointed  to  production  by 
the  monks. 

It  cannot  be  supposed  that  if,  during  the  occupation  by  the  monks 
of  the  monastery  of  La  Grande  Chartreuse,  another  had  established 
a  factory  at  Fourvoirie  and  there  manufactured  a  liqueur,  he  could 
have  affixed  to  it  the  name  "  Chartreuse  "  or  "  Grande  Chartreuse  " 
or  "  Gde.  Chartreuse  "  on  the  ground  that  these  were  place  names  or 
descriptive  of  advantages  pertaining  to  the  locality.  It  could  not 
fail  to  be  recognized  at  once  that  these  were  the  distinctive  designa- 
tions of  the  liqueur  made  by  the  monks  and  not  geographical  descrip- 
tions available  to  any  one  who  might  make  cordial  in  a  given  section 
of  country.  The  same  would  have  been  true  if  the  monks  had  volun- 
tarily removed  and  continued  their  manufacture  elsewhere.  As  was 
forcibly  said  by  the  Lord  Chief  Justice  in  the  court  of  appeal  in 
Rey  V.  Lecovturier,  (1908,  2  ch.,  726:) 

To  test  this  question,  let  us  suppose  that  the  monks  had  moved  their  manufac- 
ture to  another  monastery  or  another  building  in  France  and  had  sold  the 
fabric  of  the  distillery  and  left  the  district  of  La  Grande  Chartreuse,  but  had 
continued  to  make  the  liqueur  la  the  same  way ;  could  it  be  contended  that  any 
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one  who  bought  as  old  bricks  and  mortar  the  distillery  at  Fourvoirie  could 
immediately  call  any  liqueur  made  there  by  the  name  of  Chartreuse,  and  put  it 
on  the  English  market  under  that  name?     It  Is  to  me  quite  unarguable. 

The  claim  of  the  monks  to  an  exclusive  right  in  this  designation  as 
applied  to  the  liqueur  has  been  frequently  the  subject  of  litigation  and 
has  repeatedly  been  sustained.  In  1872,  La  Cour  de  Cassation  in  Le 
Pere  Louis  Gamier  v.  Pcml  Gamier^  (17  Annale%^  259,)  held  that — 

the  word  Chartreuse,  applied  as  a  denomination  to  the  liqueur  made  by  the 
religious  community  of  which  P^re  Gamier  Is  the  representative,  is  hot  an 
abbreviation  and  the  equivalent  of  a  designation  more  complete;  for  It  at 
once  indicates  the  name  of  the  fabricants  (the  Chartreux) ;  the  name  or  comr 
mercial  firm  of  manufacture,  which  Is  no  other  than  the  community  of  these 
same  Chartreux,  and  finally  the  place  of  manufacture,  that  Is  to  say  the  monas- 
tery of  La  Grande  Chartreuse. 

It  was  concluded  that  the  designation  was  the  exclusive  property  of 
the  monks.     Mr.  Browne,  after  quoting  the  above  passage,  adds ; 

The  single  word  (Chartreuse)  contains  a  long  history  of  strife.  It  has 
repeatedly  been  held  to  be  a  perfect  trade-mark,  for  the  reasons  just  cited. 
(Browne  on  Trade-Marks,  sec.  582;  sees.  407-410.  See  also  17  Annates,  241, 
249;  Hey  v.  Lecouturier,  supra,  726;  Qrezier  v.  Oirard,  and  others.  United 
States  Circuit  Court,  Southern  District  of  New  York,  1876,  not  reported;  A. 
Bauer  d  Co,  v.  Order  of  Carthusian  Monks,  C.  D.,  1903,  706;  106  O.  G.,  545; 
a  20  Fed.  Rep.,  78.)  .  . 

We  find  no  error,  therefore,  in  this  determination  of  the  judgment. 
The  registered  trade-marks  were  valid.  In  the  statements  for  r^s- 
tration,  the  symbols  actually  used  in  combination  were  set  forth. 
Take,  for  example,  the  mark  in  the  glass  of  the  bottle,  consisting  of 
"  Gde.  Chartreuse  "  under  the  globe,  cross,  and  seven  stars.  This  un- 
doubtedly is  a  valid  mark.  And  the  same  is  true  of  the  other  marks, 
shown  on  the  labels  attached  to  the  bottles,  which  included  the  ecclesi- 
astical symbols  and  the  facsimile  of  the  signature  of  L.  Gamier.  It 
follows  that  up  to  the  time  of  their  expulsion  from  the  monastery,  the 
monks  were  entitled  to  protection  against  infringement  of  these 
marks,  which  were  their  exclusive  property,  as  well  as  against  unfair 
competition. 

The  next  inquiry  is  with  respect  to  the  effect  of  the  liquidation  pro- 
ceedings lYi  France.  Upon  the  application  of  the  procureur  of  the 
Republic,  the  French  court  proceeded  to  the  judicial  liquidation  of 
the  properties  in  France  held  by  the  non-authorized  congregation  of 
the  Chartreux,  and  it  was  of  these  properties  that  a  liquidator  was 
appointed.  It  does  not  appear  that  the  court  assumed  jurisdiction  of 
the  trade-marks  registered  on  behalf  of  the  monks  in  other  countries. 
On  the  contrary,  it  appears  to  have  been  held  that  the  question  of  the 
ownership  of  such  trade-marks  was  not  involved  in  its  determination. 
After  a  successful  contest  of  the  liquidator  with  the  Abbe  Rey,  in 
which  a  judgment  was  pronounced  to  the  effect  that  the  latter  was  an 
interposed  person  or  passive  trustee  under  a  deed  of  transfer  found  to 
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be  simulated,  and  that  the  properties  claimed  by  him  personally  were 
in  fact  those  of  the  congregation  and  subject  to  the  liquidation,  the 
liquidator  sought  by  way  of  interpretation  of  this  judgment  to  obtain 
a  declaration  that  the  assets  of  the  liquidation  comprised  the  trade- 
marks registered  in  other  countries.  On  refusing  the  application 
(March  27,  1906,)  the  court  of  appeals  of  Grenoble  used  the  follow- 
ing language, — showing  that  the  question  had  not  been  determined  in 
the  previous  decision,  and  also  directing  attention  to  the  character  of 
the  law  under  which  the  liquidation  was  held  as  "  a  law  of  exception 
and  police: " 

The  claim  of  the  receiver  to  the  property  of  the  trade-marks  registered  in  the 
foreign  countries,  raises  the  question  whether  the  law  of  July  first,  nineteen 
hundred  and  one,  which  is  a  law  of  exception  and  police,  controls  or  not,  beyond 
the  territory  of  the  Republic,  the  properties  of  the  dissolved  congregations,  and 
whether  the  trade-marks  registered  in  foreign  lands  are  an  accessory  of  the 
commercial  holding  of  Fourvoirie,  thus  coming  under  this  title  into  the  liquida- 
tion, or  whether  they  constitute  a  distinct  and  independent  property  from  this 
commercial  holding; 

The  question  has  not  been  debated  between  the  parties,  and  the  court  would 
not  have  failed,  if  it  had  been  submitted  to  it,  to  treat  upon  it  in  the  counts  of 
its  decision,  in  order  to  solve  it  in  its  disposition ; 

The  silence  in  this  respect,  exclusive  of  any  debate  on  this  point,  does  not 
allow  of  admitting,  as  being  implicitly  contained  in  the  decree,  in  an  ambiguous 
or  equivocal  form,  the  decision  of  which  Lecouturier  claims  the  benefit,  and  as 
the  interpretation  which  he  solicits  from  the  court  would  have  as  effect  to 
extend  beyond  what  was  its  sole  object,  the  matter  judged  by  the  decree  of  July 
nineteenth  last; 

Such  an  application  must  be  rejected  as  not  receivable,  and  it  is  left  to 
Lecouturier  to  have  recourse  to  such  means  as  may  be  deemed  proper. 

Hence  defendant's  contention  is  not  that  the  French  judgments, 
under  which  its  principal  claims — 

expressly  and  directly  settled  the  status  of  the  marks  abroad,  but  that  the  said 
judgments  were  effective  to  vest  in  the  defendant  [liquidator]  tiie  business  and 
good-will  inseparably  connected  both  in  France  and  in  this  country  with  the 
place  «nd  mode  of  fabrication  and,  therefore,  gave  him  the  right,  in  virtue  of 
the  principles  of  oyr  law,  to  use  the  trade-mark  connected  therewith. 

Now  what  was  the  case  with  respect  to  the  business  to  which  the 
trade-marks  in  this  country  related?  That  business  consisted  of  the 
manufacture  by  the  monks,  according  to  their  secret  process  of  a 
liqueur  of  which  the  marks  and  symbols  were  the  trade  designation. 
They  took  their  secret  with  them  to  Spain  and  continued  the  manu- 
facture of  the  liqueur.  The  monks*  secret  was  not  the  subject  of 
seizure  by  the  liquidator  and  did  not  pass  to  him.  It  is  not  pretended 
that  he  or  his  vendee  have  manufactured  the  liqueur  at  Fourvoirie 
under  a  formula  or  recipe  derived  from  the  monks,  but  it  is  main- 
tained that  a  formula  believed  to  be  essentially  similar  has  been 
arrived  at  by  experimentation,  in  accordance  with  which  the  liqui- 
dator and  the  French  company  have  been  making  their  liqueur.    We 
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are  not  concerned  with  their  authority  under  the  French  law  to  con- 
duct this  business,  but  it  is  not  the  business  to  which  the  trade-marks 
in  this  country  relate.  That  business  is  being  conducted  according  to 
the  ancient  process  by  the  monks  themselves.  The  French  law  can- 
not be  conceived  to  have  any  extra-territorial  effect  to  detach  the 
trade-marks  in  this  country  from  the  product  of  the  monks,  which 
they  are  still  manufacturing. 

The  matter  was  put  thus  by  Lord  Macnaghten  in  the  House  of 
Lords,  in  Lecoutwner  v.  Rey^  (1910,  A.  C,  265:) 

To  me  it  seems  perfectly  plain  that  it  must  be  beyond  the  power  of  any  for- 
eign court  or  any  foreign  legislature  to  prevent  the  monks  from  availing  them- 
selves in  England  of  the  benefit  of  the  reputation  which  the  liqueurs  of  their 
manufacture  have  acquired  here  or  to  extend  or  communicate  the  benefit  of  that 
reputation  to  any  rival  or  competitor  in  the  English  market  But  it  is  cotainly 
satisfactory  to  learn  from  the  evidence  of  experts  in  Froieh  law,  that  the  law 
of  associations  is  a  penal  law — a  law  of  poUce  and  order — and  is  not  considered 
to  have  any  extra-territorial  effect  It  is  also  satisfactory  to  find  that  these 
legal  experts  confirm  the  conclusion  which  any  lawyer  would  draw  from  a 
perusal  of  the  French  Judgments  in  evidence  in  this  case,  that  the  sale  by  the 
liquidator  of  the  property  bought  by  the  appeUant  company  has  not  carried 
with  it  the  English  trade-marks,  or  established  the  claim  of  the  appellant 
company  to  represent  their  manufacture  as  the  manufacture  of  the  monks  of 
La  Grande  Chartreuse,  which  most  certainly  it  is  not 

And  Lord  Justice  Buckley  said  in  the  court  of  appeal  {Rey  v. 
Lecouturier^  1908,  2  ch.,  733)  : 

Of  course  in  this  country  a  trade-mark  can  only  be  enjoyed  in  connection  with 
a  business,  but  I  think  Uiat  the  monks  are  carrying  on  a  business  in  con- 
nection with  which  they  can  ^oy  any  trade-marks  to  which  they  may  be 
entitled,  and  the  labels  which  were  put  upon  the  register,  and  in  respect  of 
which  the  defendant  Lecouturier  has  had  his  own  name  placed  upon  the  register. 
Are  those  trade-marks  the  property  of  the  plaintiffs?  In  my  opinion  they 
clearly  are. 

If  through  his  experiments  the  liquidator  had  not  succeeded  in 
making  a  liqueur  which  resembled  that  of  the  monks,  he  would  have 
had  no  business  to  transact  so  far  as  the  liqueur  was  concerned  and  the 
transfer  by  operation  of  law  would  not  have  availed  to  give  him  one. 
But  the  property  in  the  trade-marks  in  this  country  did  not  depend 
upon  the  success  of  the  endeavors  of  the  liquidator's  experts.  The 
monks  were  enabled  to  continue  their  business  because  they  still  had 
the  process,  and  continuing  it  they  enjoyed  all  the  rights  pertaining 
to  it,  save  to  the  extent  to  which,  by  force  bf  the  local  law,  they  were 
deprived  of  that  enjoyment  in  France. 

Failing  to  establish  that  the  monks  were  divested  of  their  exclu- 
sive rights  in  this  country  by  the  legal  proceedings  in  France,  it  is 
insisted  that  these  have  been  lost  by  abandonment.  This  defense  is 
based  both  upon  non-user  of  the  old  marks  and  labels  and  upon  the 
efforts  made  by  the  monks,  since  their  expulsion  from  France,  to  asso- 
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ciate  their  liqueur  with  a  new  designation — as  the  "  Liqueur  des  Pferes 
Chartreux"  or  '"Liqueur  Fabriqu^e  k  Tarragone  par  les  Pferes 
Chartreux." 

But  the  loss  of  the  right  of  property  in  trade-marks  upon  the 
ground  of  abandonment  is  not  to  be  viewed  as  a  penalty  either  for 
non-user  or  for  the  creation  and  use  of  new  devices.  There  must  be 
found  an  intent  to  abandon,  or  the  property  is  not  lost;  and  while,  of 
course,  as  in  other  cases,  intent  may  be  inferred  when  the  facts  are 
shown,  yet  the  facts  must  be  adequate  to  support  the  finding. 

To  establish  the  defense  of  abandonment  it  is  necessary  to  show  not  only  acts 
Indicating  a  practical  abandonment,  but  an  actual  intent  to  abandon.  Acts 
which  unexplained  would  be  sufficient  to  establish  an  abandonment  may  be 
answered  by  showing  that  there  never  was  an  intention  to  give  up  and  relin- 
quish the  right  claimed.  (Saxlehner  v.  Eisner  d  Mendelson  Company,  C.  D., 
1900,  362;  93  O.  G.,  940;  179  U.  S.,  19.) 

And  this  Court  in  referring  in  Singer  Mfg.  Co.  v.  June  Mfg.  Go.^ 
(C.  D.,  1896,  687;  175  O.  G.,  1703;  163  U.  S.,  186,)  to  the  loss  of  the 
right  of  property  in  a  name  "  like  the  right  to  an  arbitrary  mark  " 
by  dedication  or  abandonment,  quoted  with  approval  the  definition 
of  De  Maragy,  in  his  International  Dictionary  of  Industrial  Property 
as  follows: 

Abandonment  in  industrial  property  is  an  act  by  which  the  public  domain 
originally  enters  or  reenters  into  the  possession  of  the  thing,  (conunercial  name, 
mark  or  sign,)  by  the  will  of  the  legitimate  owner.  The  essential  condition  to 
constitute  a1)andonment  is,  that  the  one  ha\ing  a  right  should  consent  to  the 
dispossession.  Outside  of  this  there  can  be  no  dedication  of  the  right,  because 
there  cannot  be  abandonment  in  the  Judicial  sense  of  the  word. 

What  basis  is  there  in  this  case  for  a  finding  of  intent  to  abandon 
the  old  marks?  It  is  to  be  remembered  that  they  were  of  a  personal 
character,  involving  the  adaptation  of  the  name  and  the  use  of  the 
ecclesiastical  symbols  of  the  order.  It  is  pointed  out  that,  to  show 
that  there  was  no  intention  to  abandon,  a  shipment  was  made  to  this 
country  from  Tarragona,  of  the  monks'  liqueur,  under  the  old  marks. 
But  it  is  not  necessary  to  rest  on  that.  The  attitude  of  the  monks 
in  their  efforts  here  and  in  other  countries  to  prevent  the  use  of  the 
old  marks  shows  clearly  that  there  has  been  no  intention  to  abandon. 
It  was  natural  enough  that  the  monks,  unable  to  use  their  former 
marks  in  France,  should  desire  to  bring  into  use  a  designation  which 
could  be  available  there  as  well  as  in  other  countries.  But  this  is  far 
from  indicating  the  slightest  disposition  to  surrender  to  the  world  the 
right  to  denominate  liqueurs  by  the  ancient  name  and  symbols  taken 
from  their  own  order.  As  soon  as  the  liquidator,  as  the  result  of  his 
experiments,  annoimced  that  he  was  prepared  to  put  upon  the  mar- 
ket "the  Grande  Chartreuse  Liqueur"  under  the  same  labels  as 
theretofore, — ^"the  only  guarantee  of  authenticity  and  of  origin  of 
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the  Chartreuse  made  at  the  monastery,"— the  monks  promptly  as- 
serted their  rights. 

The  liquidator  was  not  moved  to  the  use  of  the  marks  in  question 
by  any  consideration  of  abandonment  on  the  part  of  the  monks,  but 
by  virtue  of  their  exclusion  from  their  former  abode  and  of  the 
rights  of  succession  which  he  claimed  under  the  French  law.  The 
main  issue  between  the  parties  has  been  one  of  title,  "  each  claiming 
a  right  to  the  disputed  marks  to  the  exclusion  of  the  other."  The 
respective  parties,  and  those  representing  them,  have  been  in  con- 
stant litigation  in  France  and  elsewhere  since  the  liquidator  was 
appointed,  and  reviewing  the  facts  in  this  case  we  find  no  possible 
ground  upon  which  it  can  be  said  that  the  monks  have  abandoned 
the  rights  they  possessed. 

We  come  then  to  the  question  of  remedy. 

In  view  of  the  acts  of  the  defendant,  with  respect  to  the  marks, 
labels,  and  bottles  shown  to  have  been  used  in  connection  with  the 
liqueur  made  at  Fourvoirie  after  the  removal  of  the  monks,  the  decree 
adjudging  it  guilty  of  infringement  and  unfair  competition  was 
plainly  right.  We  are  also  of  the  opinion  that  the  provisions  of  the 
injunction  against  infringement  and  simulation,  set  forth  in  the 
decree  of  the  circuit  ci)urt,  were  proper. 

In  dealing,  however,  with  the  question  of  unfair  trade,  it  is  to  be 
remembered  that  the  liquidator,  and  the  French  company  to  whom  he 
sold,  lawfully  conducted  the  manufacturing  business  at  Fourvoirie, 
and,  of  course,  were  entitled  respectively  to  sell  their  product  here. 
They  were  entitled  to  state  that  they  made  it  and  the  place  and  cir- 
cumstances of  its  manufacture.  In  short,  they  were  not  debarred 
from  making  a  statement  of  the  facts,  including  the  appointment  of 
the  liquidator  and  the  French  company's  succession  by  virtue  of  his 
sale,  provided  it  were  made  fairly  and  were  not  couched  in  language, 
or  arranged  in  a  manner,  which  would  be  misleading  and  would  show 
an  endeavor  to  trade  upon  the  repute  of  the  monks'  cordial.  It  is  also 
to  be  noted  that  the  words  "  Grande  Chartreuse  "  form  a  part  of  the 
name  of  the  French  company  which  it,  and  the  defendant  as  its 
representative,  had  a  right  to  use  in  lawful  trade.  But  neither  it 
nor  the  defendant,  was  entitled  to  use  the  word  "  Chartreuse " 
as  the  name  or  designation  of  the  liqueur  it  manufactured,  and  in  any 
other  use  of  that  word,  or  in  any  reference  to  the  monks,  in  its  state- 
ment of  the  facts  it  was  bound  by  suitable  and  definite  specification 
to  make  clear  the  distinction  between  its  product  and  the  liqueur 
made  by  the  monks. 

These  considerations,  undoubtedly,  led  the  court  below  to  modify 
the  decree  by  inserting  the  words — 

unless  so  used  as  clearly  to  distinguish  such  liqueur  or  cordial  from  the  llquear 
or  cordial  manufactured  by  the  complainants. 
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But  this  insertion  was  made  in  connection  with  that  portion  of  the 
injunction  which  related  to  the  trade-mark,  and  this,  we  think,  was 
error.  It  amounted,  by  reason  of  the  juxtaposition  with  what  pre- 
ceded, to  a  permission  to  the  defendant  to  use  the  trade-mark  "  Char- 
treuse "  or  that  word  as  the  name  or  description  of  its  liqueur,  pro- 
vided it  were  distinguished  from  the  liqueur  of  the  monks.  This  was 
inconsistent  with  the  decree  as  to  the  ownership  of  the  trade-mark. 

The  modification,  in  this  form,  should  therefore  be  struck  out,  but 
more  completely  to  adapt  the  remedy  to  the  conditions  disclosed, 
there  should  be  inserted  in  the  fourth  paragraph  of  the  decree — in 
that  portion  which  contains  the  injunction  against  unfair  trade — a 
provision  restraining  the  use  of  the  word  "  Chartreuse ''  in  connection 
with  the  sales  of  liqueur  not  made  by  the  monks,  as  the  name  of  or 
as  descriptive  of  the  liqueur,  or  without  clearly  distinguishing  it  from 
the  monks'  product 

The  decree  will  be  amended  accordingly,  as  shown  in  the  margin.^ 

After  the  decision  by  the  court  below,  application  was  made  by 
the  complainants  for  an  injunction  against  the  use  by  the  defendant, 
in  connection  with  its  liqueur,  of  the  words  "  PJsres  Chartreux."  The 
injunction  was  not  granted,  but,  the  parties  having  been  heard,  the 
court  adjudged  the  defendant  in  contempt  and  imposed  a  fine.  The 
order  was  reversed  by  the  circuit  court  of  appeals,  and  the  complain- 
ants have  applied  for  a  Avrit  of  certiorari,  which  is  granted. 

In  the  opinion  of  the  circuit  court  of  appeals  upon  the  appeal  from 
the  decree  on  the  main  issue,  there  were  set  forth  two  forms  of  labels 
which,  it  was  suggested,  might  properly  be  used  by  the  defendant, 
printed  in  any  language.  In  the  contempt  proceeding  it  was  shown 
that  the  defendant  followed  closely  one  of  these  forms,  but  used  in 
place  of  the  words  "  Carthusian  Monks,"  as  these  there  appeared,  the 
description  "Pferes  Chartreux." 

In  view  of  the  language  of  its  opinion,  and  the  permission  it  im- 
plied, it  is  dear  that  the  court  rightly  held  that  the  defendant  should 

14.  It  is  further  adjudged,  ordered  and  decreed  that  defendant,  Its  associates,  syc- 
cessors,  assigns,  officers,  servants,  clerics,  agents  and  workmen  and  each  of  them  be  and 
they  hereby  are  perpetually  enjoined  from  using  in  this  country  or  in  any  possession 
thereof,  in  connection  with  any  liqueur  or  cordial  not  manufactured  by  complaiaants, 
the  trade-mark  *'  Chartreuse  "  or  any  colorable  imitation  thereof — or  the  facsimile-signa- 
ture of  L.  Gamier  or  any  colorable  imitation  thereof — or  any  of  the  trade-marks  above 
referred  to  or  any  colorable  imitation  thereof;  and  they  and  each  of  them  are  likewise 
perpetually  enjoined  from  importing  or  putting  out  or  selling  or  offering  for  sale,  directly 
or  indirectly  within  this  country  or  in  any  poaaeaaion  thereof,  any  liqueur  or  cordial  not 
manufactured  by  complainants  in  any  dress  or  package  like  or  simulating  in  any  material 
respects  the  dress  or  package  heretofore  used  by  complainants — and  in  particular  from 
making  use  of  any  label  or  symbol  like  or  substantially  similar  to  those  appearing  on 
*'  Complainants'  Exhibit  Defendant's  Liqueur,"  being  the  bottle  now  on  file  as  an  exhibit 
In  this  Court — and  from  luing  the  word  "  CJiarireuae  "  in  connection  tcith  the  importing, 
putting  out,  or  aale  of  auoh  Uqueur  or  cordial,  aa  the  name  of  or  aa  deacriptive  of  auch 
liqueur  or  cordial,  or  toithout  clearly  diatinguiahing  auch  liqueur  or  cordial  from  the 
liqueur  or  cordial  manufactured  Ity  tf^e  complainanta — and  from  in  any  wise  attempting 
to  make  use  of  the  good-will  and  reputation  of  complainanta  In  putting  out  in  this 
country  any  liqueur  or  cordial  not  made  by  complainants. 
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not  be  fined  for  contempt.  But,  in  saying  this,  we  do  not  wish  to  be 
understood  as  approving  the  suggested  forms  of  labels,  for  they  seem 
to  us  objectionable  in  view  of  the  arrangement  of  the  inscription  and 
the  special  prominence  given  to  the  words  "  Grande  Chartreuse,"  Nor 
does  the  making  of  a  fair  and  adequate  statement  as  to  the  liqneor 
of  the  defendant,  its  origin  and  manufacture,  require  the  use  of  the 
words  "  Pferes  Chartreux,"  and  we  are  unable  to  escape  the  conclusion 
that  such  use,  in  the  manner  shown,  was  to  serve  the  purpose  of  simu- 
lation, and  to  draw  to  the  defendant's  liqueur  the  reputation  of  that 
of  the  monks,  contrary  to  the  provisions  of  the  decree. 

For  the  reasons  we  have  stated,  the  order  of  the  court  below  in  the 
contempt  proceeding  is  affirmed^  but  without  prejudice  to  any  future 
application. 

The  decree  is  reversed  and  the  cause  is  remanded  with  directions  to 
enter  a  decree  in  favor  of  the  complainants^  amending  the  decree 
entered  in  the  circuit  court  in  accordance  with  this  opinion;  and  the 
ordsr  in  the  contempt  proceeding  is  affirmed  without  prejudice  to  any 
future  application. 

r Supreme  Court  of  the  United  States.] 

The  United  States  v.  Johnson. 

Decided  May  29,  1911. 

169  O.  G.,  702;  221  U.  S.,  488. 

Statutes — Constbuction — Food  and  Dbuos  Act — Misbraitdino. 

Held  that  a  medicinal  preparation  cannot  be  said  to  be  misbranded  within 
the  meaning  of  section  2  of  the  Food  and  Drugs  Act  (34  Stat,  768)  merely 
because  of  a  false  and  misleading  statement  in  the  label  as  to  its  corative 
effect 

In  errob  to  the  District  Court  of  the  United  States  for  the  Western 
District  of  Missouri. 

Solicitor-General  Lehmann^  Mr.  Winfred  T.  Denison^  Mr.  George 
P.  McCabe^  and  Mr.  Loring  C.  Christie  for  the  plaintiff  in  error. 
.    Mr.  James  H.  Harkless^  Mr.  Clifford  Histed^  and  Mr.  Charles  S. 
Crysler  for  the  defendant  in  error. 

Mr.  Justice  Holmes  delivered  the  opinion  of  the  Court. 

This  is  an  indictment  for  delivering  for  shipment  from  Missouri  to 
Washington,  D.  C,  packages  and  bottles  of  medicine  bearing  labels 
that  stated  or  implied  that  the  contents  were  effective  in  curing  can- 
cer, the  defendant  well  knowing  that  such  representations  were  false. 
On  motion  of  the  defendant  the  district  judge  quashed  the  indict- 
ment, (177  Fed.  Rep.,  313,)  and  the  United  States  brought  this  writ 
of  error  under  the  act  of  March  2, 1907,  (c.  2664,  34  Stat,  1246.) 
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The  question  is  whether  the  articles  were  misbranded  within  the 
meaning  of  section  2  of  the  Food  and  Drugs  Act  of  June  30,  1906, 
(c.  3915,  34  Stat.,  768,)  making  the  delivery  of  misbranded  drugs  for 
shipment  to  any  other  State  or  Territory  or  the  District  of  Columbia 
a  punishable  offense.  By  section  6  the  term  drug  includes  any  sub- 
stance or  mixture  intended  to  be  used  for  the  cure,  mitigation,  or 
prevention  of  disease.    By  section  8  the  term  misbranded — 

shall  apply  to  all  drugs,  or  articles  of  food,  ♦  ♦  ♦  the  package  or  label  of 
which  shall  bear  any  statement,  design,  or  device  regarding  such  article,  or  the 
ingredients  or  substances  contained  therein,  which  shall  be  false  or  misleading 
in  any  particular,  and  to  any  food  or  drug  product  which  is  falsely  branded  as 
to  the  State,  Territory,  or  country  in  which  it  is  manufactured  or  produced. 
*  *  *  An  article  shall  also  be  deemed  to  be  misbranded :  In  case  of  drugs : 
First.  If  it  be  an  imitation  of  or  offered  for  sale  under  the  name  of  another 
article.  Second.  [In  case  of  a  substitution  of  contents,]  or  If  the  package  fail 
to  bear  a  statemait  on  the  label  of  the  quantity  or  proportion  of  any  alcohol, 
morphin,  opium,  cocaine,  heroin,  alpha  or  beta  eucain,  chloroform,  cannabis 
indica,  chloral  hydrate,  or  acetanilid,  or  any  derivative  or  preparation  of  any 
such  substances  contained  therein. 

It  is  a  postulate,  as  the  case  comes  before  us,  that  in  a  certain  sense 
the  statement  on  the  label  was  false,  or,  at  least,  misleading.  What 
we  have  to  decide  is  whether  such  misleading  statements  are  aimed  at 
and  hit  by  the  words  of  the  act.  It  seems  to  us  that  the  words  used 
convey  to  an  ear  trained  to  the  usages  of  English  speech  a  different 
aim ;  and  although  the  meaning  of  a  sentence  is  to  be  felt  rather  than 
to  be  proved,  generally  and  here  the  impression  may  be  strengthened 
by  argument,  as  we  shall  try  to  show. 

We  lay  on  one  side  as  quite  unfounded  the  argument  that  the  words 
"statement  which  shall  be  misleading  in  any  particular"  as  used  in 
the  statute  do  not  apply  to  drugs  at  all — that  the  statements  referred 
to  are  those  "regarding  such  article,"  and  that  "article"  means 
article  of  food,  mentioned  by  the  side  of  drugs  at  the  beginning  of 
the  section.  It  is  enough  to  say  that  the  beginning  of  the  sentence 
makes  such  a  reading  impossible,  and  that  article  expressly  includes 
drugs  a  few  lines  further  on  in  what  we  have  quoted,  not  to  speak 
of  the  reason  of  the  thing.  But  we  are  of  opinion  that  the  phrase  is 
aimed  not  at  all  possible  false  statements,  but  only  at  such  as  deter- 
mine the  identity  of  the  article,  possibly  including  its  strength,  qual- 
ity, and  purity,  dealt  with  in  section  7.  In  support  of  our  interpreta- 
tion the  first  thing  to  be  noticed  is  the  second  branch  of  the  sentence: 
"  Or  the  ingredients  or  substances  contained  therein."  One  may  say 
with  some  confidence  that  in  idiomatic  English  this  half,  at  least,  is 
confined  to  identity,  and  means  a  false  statement  as  to  what  the 
ingredients  are.  Logically  it  might  mean  more,  but  idiomatically  it 
does  not  But  if  the  false  statement  referred  to  is  a  misstatement  of 
identity  as  applied  to  a  part  of  its  objects,  idiom  and  logic  unite  in 
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giving  it  the  same  limit  when  applied  to  the  other  branch,  the  article, 
whether  simple  or  one  that  the  ingredients  compose.  Again,  it  is  to 
be  noticed  that  the  cases  of  misbranding,  specifically  mentioned  and 
following  the  general  words  that  we  have  construed,  are  all  cases 
analogous  to  the  statement  of  identity  and  not  at  all  to  inflated  or 
false  commendation  of  wares.  The  first  is  a  false  statement  as  to  the 
country  where  the  article  is  manufactured  or  produced;  a  matter 
quite  unnecessary  to  specify  if  the  preceding  words  had  a  universal 
scope,  yet  added  as  not  being  within  them.  The  next  case  is  that  of 
imitation  and  taking  the  name  of  another  article,  of  which  the  same 
may  be  said,  and  so  of  the  next,  a  substitution  of  contents.  The  last 
is  breach  of  an  affirmative  requirement  to  disclose  tlie  proportion  of 
alcohol  and  certain  other  noxious  ingredients  in  the  package — again 
a  matter  of  plain  past  history  concerning  the  nature  and  amount  of 
the  poisons  employed,  not  an  estimate  or  prophecy  concerning  their 
effect.  In  further  confirmation,  it  should  be  noticed  that  although 
the  indictment  alleges  a  wilful  fraud,  the  shipment  is  punished  by 
the  statute  if  the  article  is  misbranded,  and  that  the  article  may  be 
misbranded  without  any  conscious  fraud  at  all.  It  was  natural 
enough  to  throw  this  risk  on  shippers  with  regard  to  the  identity  of 
their  wares,  but  a  very  different  and  unlikely  step  to  make  them 
answerable  for  mistaken  praise.  It  should  be  noticed  still  further 
that  by  section  4  the  determination  whether  an  article  is  misbranded 
is  left  to  the  Bureau  of  Chemistry  of  the  Department  of  Agriculture, 
which  is  most  natural  if  the  question  concerns  ingredients  and  kind, 
but  hardly  so  as  to  medical  effects. 

To  avoid  misunderstanding  we  should  add  that,  for  the  purposes 
of  this  case,  at  least,  we  assume  that  a  label  might  be  of  such  a  na- 
ture as  to  import  a  statement  concerning  identity,  within  the  statute, 
although  in  form  only  a  commendation  of  the  supposed  drug.  It  may 
be  that  a  label  in  such  form  would  exclude  certain  substances  so 
plainly  to  all  common  understanding  as  to  amount  to  an  implied  state- 
ment of  what  the  contents  of  the  package  were  not;  and  it  may  be 
that  such  a  negation  might  fall  within  the  prohibitions  of  the  act.  It 
may  be,  we  express  no  opinion  upon  that  matter,  that  if  the  present 
indictment  had  alleged  that  the  contents  of  the  bottles  were  water, 
the  label  so  distinctly  implied  that  they  were  other  than  water,  as  to 
be  a  false  statement  of  fact  concerning  their  nature  and  kind.  But 
such  a  statement  as  to  contents,  undescribed  and  unknown,  is  shown 
to  be  false  only  in  its  commendatory  and  prophetic  aspect,  and  as 
such  is  not  within  the  act. 

In  view  of  what  we  have  said  by  way  of  simple  interpretation  we 
think  it  unnecessary  to  go  into  considerations  of  wider  scope.  We 
shall  say  nothing  as  to  the  limits  of  constitutional  power,  and  but  a 
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word  as  to  what  Congress  was  likely  to  attempt.  It  was  much  more 
likely  to  regulate  commerce  in  food  and  drugs  with  reference  to  plain 
matter  of  fact,  so  that  food  and  drugs  should  be  what  they  professed 
to  be,  when  the  kind  was  stated,  than  to  distort  the  uses  of  its  con- 
stitutional power  to  establishing  criteria  in  regions  where  opinions 
are  far  apart.  (See  School  of  Magnetic  Healing  v.  Mc Annuity^  187 
U.  S.,  94.)  As  we  have  said  above,  the  reference  of  the  question  of 
misbranding  to  the  Bureau  of  Chemistry  for  determination  confirms 
what  would  have  been  our  expectation  and  what  is  our  understand- 
ing of  the  words  immediately  in  point. 
Judgment  affii^med. 


Mr.  Justice  Hughes  dissenting : 

I  am  unable  to  concur  in  the  judgment  in  this  case,  for  the  follow- 
ing reasons : 

The  defendant  was  charged  with  delivering  for  shipment  in  inter- 
state commerce  certain  packages  and  bottles  of  drugs  alleged  to  have 
been  misbranded  in  violation  of  the  Food  and  Drugs  Act  of  June  30, 
1906,  (c.  3915,  34  Stat.,  768.) 

The  articles  were  labeled  respectively  "  Cancerine  Tablets,"  "Anti- 
septic Tablets,"  "  Blood  Purifier,"  "  Special  No.  4,"  "  Cancerine  No. 
17,"  and  "  Cancerine  No.  1," — the  whole  constituting  what  was 
termed  in  substance  "Dr.  Johnson's  Mild  Combination  Treatment 
for  Cancer."  There  were  several  counts  in  the  indictment  with  respect 
to  the  diflFerent  articles.  The  labels  contained  the  words  "  Guaranteed 
under  the  Pure  Food  and  Drugs  Act,  June  30,  1906 ; "  and  some  of 
the  further  statements  were  as  follows: 

Blood  Purifier.  This  Is  an  effective  tonic  and  alterative.  It  enters  the  circu- 
lation at  once,  utterly  destroying  and  removing  Impurities  from  the  blood  and 
entire  system.  Acts  on  the  bowels,  kidneys,  and  skin,  eliminating  poisons 
from  the  system,  and  when  taken  In  connection  with  the  Mild  Combination  Treat- 
ment gives  splendid  results  In  the  treatment  of  cancer  and  other  malignant  dis- 
eases. I  always  advise  that  the  Blood  Purifier  be  continued  some  little  time 
after  the  cancer  has  been  killed  and  removed  and  the  sore  healed. 

Special  No.  4.  *  *  *  It  has  a  strong  stimulative  and  absorptive  power; 
will  remove  swelling,  arrest  development,  restore  circulation,  and  remove  pain. 
Is  Indicated  In  all  cases  of  malignancy  where  there  Is  a  tendency  of  the  disease 
to  spread,  and  where  there  Is  considerable  hardness  surrounding  the  sore.  Ap- 
plied thoroughly  to  a  lump  or  to  an  enlarged  gland  will  cause  it  to  soften,  be- 
come smaller,  and  be  absorbed. 

Cancerine  No.  1.  *  *  *  Tendency  Is  to  convert  the  sore  from  an  unhealthy 
to  a  healthy  condition  and  promote  healing.  Also  It  destroys  and  removes  dead 
and  unhealthy  tissue. 

In  each  case  the  indictment  alleged  that  the  article  was  "  wholly 
worthless,"  as  the  defendant  well  knew. 
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In  quashing  the  indictment  the  district  court  construed  the  statute. 
The  substance  of  the  decision  is  found  in  the  following  words  of  the 
opinion : 

Having  regard  to  the  intendment  of  the  whole  act,  which  is  to  protect  the  poh- 
lic  health  against  adulterated,  poisonous,  and  deleterious  food,  drugs,  etc,  the 
labeling  or  branding  of  the  bottle  or  container,  as  to  the  quantity  or  composi- 
tion of  "  the  ingredients  or  substances  contained  therein  which  shall  be  false 
or  misleading  "  by  no  possible  construction  can  be  extended  to  an  inquiry  as  to 
whether  or  not  the  prescription  be  efficacious  or  worthless  to  effect  the  remedy 
claimed  for  it.  And  the  question  on  this  writ  of  error  is  whether  or  not  this 
construction  is  correct    (United  States  v.  Keitel,  211  U.  S.,  370.) 

What  then  is  the  true  meaning  of  the  statute  ? 
Section  8  provides : 

Sec.  8.  That  the  term  "  misbranded,"  as  used  herein,  shall  apply  to  all  drags, 
or  articles  of  food,  or  articles  which  enter  into  the  composition  of  food,  the 
package  or  label  of  which  shall  bear  any  statement,  design,  or  device  regarding 
such  article,  or  the  ingredients  or  substances  contained  therein,  which  shall  be 
false  or  misleading  in  any  particular,  and  to  any  food  or  drug  product  which  is 
falsely  branded  as  to  the  State,  Territory,  or  country  in  which  it  Is  mnnu- 
factured  or  produced. 

The  words  "  such  article  "  in  this  section,  as  is  shown  by  the  im- 
mediate context,  refer  to  "  drugs  "  as  well  as  to  "  food." 
"  Drugs  "  are  thus  defined  in  section  6 : 

Skc.  6.  That  the  term  "  drug,*'  as  used  in  this  act,  shall  include  all  medicines 
and  preparations  recognized  in  the  United  States  Pharmacopasia  or  'National 
Formulary  for  internal  or  external  use,  and  any  substance  or  mixture  of  sub- 
stances intended  to  be  used  for  the  cure,  mitigation,  or  prevention  of  disease 
of  either  man  or  other  animals. 

Articles,  then,  intended  to  be  used  for  curative  purposes,  such  as 
those  described  in  the  indictment,  are  within  the  statute,  though  they 
are  not  recognized  in  the  United  States  Pharmacopoeia  G€  the  National 
Formulary.  And  the  offense  of  misbranding  is  committed  if  the 
package  or  label  of  such  an  article  bears  any  statement  regarding  it 
"  which  shall  be  false  or  misleading  in  any  particular." 

But  it  is  said  that  these  words  refer  only  to  false  statements  which 
fix  the  identity  of  the  article.  According  to  the  construction  placed 
upon  the  statute  by  the  court  below  in  quashing  the  indictment,  if 
one  puts  upon  the  market,  in  interstate  commerce,  tablets  of  inert 
matter  or  a  liquid  wholly  worthless  for  a'ny  curative  purpose  as  he 
well  knows,  with  the  label  "  Cancer  Cure  "  or  "  Remedy  for  Epilepsy," 
he  is  not  guilty  of  an  offense,  for  in  the  sense  attributed  by  that 
construction  to  the  words  of  the  statute  he  has  not  made  a  statement 
regarding  the  article  which  is  false  or  misleading  in  any  particular. 

I  fail  to  find  a  sufficient  warrant  for  this  limitation,  and  on  the 
contrary,  it  seems  to  me  to  be  opposed  to  the  intent  of  Congress  and 
to  deprive  the  act  of  a  very  salutary  effect. 
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It  is  strongly  stated  that  the  clause  in  section  8, — "  or  the  ingredi- 
ents or  substances  contained  therein," — ^has  reference  to  identity  and 
that  this  controls  the  interpretation  of  the  entire  provision.  This, 
in  my  judgment,  is  to  ascribe  an  altogether  undue  weight  to  the 
wording  of  the  clause  and  to  overlook  the  context.  The  clause,  it  will 
be  observed,  is  disjunctive.  If  Congress  had  intended  to  restrict  the 
offense  to  misstatements  as  to  identity,  it  could  easily  have  said  so. 
But  it  did  not  say  so.  To  a  draftsman  with  such  a  purpose  the  lan- 
guage used  would  not  naturally  occur.  Indeed,  as  will  presently  be 
shown,  Congress  refused,  with  the  question  up,  so  to  limit  the  statute. 

Let  us  look  at  the  context.  In  the  very  next  sentence,  the  section 
provides  (referring  to  drugs)  that  an  article  shall  "  also  "  be  deemed 
to  be  misbranded  if  it  be  "  an  imitation  of  or  offered  for  sale  under 
the  name  of  another  article,"  or  in  case  of  substitution  of  contents  or 
of  failure  to  disclose  the  quantity  or  proportion  of  certain  specified 
ingredients,  if  present,  such  as  alcohol,  morphin,  opium,  cocaine,  etc. 

It  is  a  matter  of  common  knowledge  that  the  "  substances "  or 
"  mixtures  of  substances  "  which  are  embraced  in  the  act,  although 
not  recognized  by  the  United  States  Phamiacapceia  or  National  For- 
miliary^  are  sold  under  trade  names  without  any  disclosure  of  con- 
stituents, save  to  the  extent  necessary  to  meet  the  specific  requirements 
of  the  statute.  Are  the  provisions  of  the  section  to  which  we  have 
referred,  introduced  by  the  word  "  aZ«<?,"  and  the  one  relating  to  the 
place  of  manufacture,  the  only  provisions  as  to  descriptive  statements 
which  are  intended  to  apply  to  these  medicinal  preparations?  Was 
it  supposed  that  with  respect  to  this  large  class  of  compositions, 
nothing  being  said  as  to  ingredients  except  as  specifically  required, 
there  could  be,  within  the  meaning  of  the  act,  no  false  or  misleading 
statement  in  any  particular?  If  false  and  misleading  statements 
regarding  such  articles  were  put  upon  their  labels,  was  it  not  the  in- 
tent of  Congress  to  reach  them?  And  was  it  not  for  this  very  pur- 
pose that  the  general  language  of  section  8  was  used? 

The  legislative  history  of  the  section  would  seem  to  negative  the 
contention  that  Congress  intended  to  limit  the  provision  to  statements 
as  to  identity.  The  provision  in  question  as  to  misbranding,  as  it 
stood  in  the  original  bill'  in  the  Senate  (then  section  9)  was  as  fol- 
lows: 

If  the  package  containing  it,  or  Its  label,  shall  bear  any  statement  regarding 
the  Ingredients  or  the  substances  contained  therein,  which  statement  shall  be 
false  or  misleading  in  any  particular. 

The  question  arose  upon  this  language  whether  or  not  it  should  be 
taken  as  limited  strictly  to  statements  with  respect  to  identity.  It 
was  insisted  that  the  words  had  a  broader  range  and  the  effort  was 
made  to  procure  an  amendment  which  should  be  so  specific  as  to 
afford  no  basis  for  th^  conclusion  that  any  thing  but  false  statements 
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as  to  identity  or  constituents  was  intended.  An  amendment  was 
then  adopted  in  the  Senate  making  the  provision  read : 

any  statement  as  to  the  constituent  ingredients,  or  the  substances  contained 
therein,  which  statement  shall  be  false  or  misleading  in  any  particular. 

With  this  amendment  the  bill  was  passed  by  the  Senate  and  went 
to  the  House.  There  the  provision  was  changed  by  striking  out  the 
word  "  constituent "  and  inserting  the  word  "  regarding,"  so  that  it 
should  read: 

any  statement  regarding  the  ingredients  or  substances  contained  in  such  article, 
which  statement  shall  be  false  or  misleading  in  any  particular. 

Finally,  it  appears,  that  in  conference  the  bill  was  amended  by  in- 
serting the  words  "  design^  or  device^'^^  and  also  the  words  "  stick  arti- 
cle^ or;  "  and  thus  the  section  became  a  part  of  the  law  in  its  present 
form — containing  the  words: 

any  statement,  design,  or  device  regarding  such  article,  or  the  ingredients  or 
substances  contained  therein  which  shall  be  false  or  misleading  in  any  par- 
ticular. 

It  is  difficult  to  suppose  that,  with  the  question  distinctly  raised, 
Congress  would  have  rejected  the  provision  of  the  Senate  bill  and 
broadened  the  language  in  the  manner  stated  if  it  had  been  intended 
to  confine  the  prohibition  to  false  statements  as  to  identity.  Beading 
the  act  with  the  sole  purpose  of  giving  effect  to  the  intent  of  Congress, 
I  cannot  escape  the  conclusion  that  it  was  designed  to  cover  false  and 
misleading  statements  of  fact  on  the  packages  or  labels  of  articles 
intended  for  curative  purposes,  although  the  statements  relate  to 
curative  properties. 

It  is,  of  course,  true,  that  when  Congress  used  the  words  "  false 
or  misleading  statement"  it  referred  to  a  well-defined  category  in 
the  law  and  must  be  taken  to  have  intended  statements  of  fact  and 
not  mere  expressions  of  opinion. 

The  argument  is  that  the  curative  properties  of  articles  purveyed 
as  medicinal  preparations  are  matters  of  opinion,  and  the  contrariety 
of  views  among  medical  practitioners,  and  the  conflict  between  the 
schools  of  medicine,  are  impressively  described.  But,  granting  the 
wide  domain  of  opinion,  and  allowing  the  broadest  range  to  the  con- 
flict of  medical  views,  there  still  remains  a  field  in  which  statements 
as  to  curative  properties  are  downright  falsehoods  and  in  no  sense 
expressions  of  judgment.    This  field  I  believe  this  statute  covers. 

The  construction  which  the  district  court  has  placed  upon  this 
statute  is  that  it  cannot  be  extended  to  any  case  where  the  substance 
labeled  as  a  cure,  with  a  description  of  curative  properties,  is  "  wholly 
worthless  "  and  is  known  by  the  defendant  to  be  such.  That  is  the 
charge  of  the  indictment. 

The  question  then  is  whether,  if  an  article  is  shipped  in  inter- 
state commerce,  bearing  on  its  label  a  representation  that  it  is  a  cure 


Digitized  by  VjOOQ IC 


DECISIONS  OF  UNITED  STATES  00XJBT8  IN  PATENT  CASES.      571 

for  a  given  disease,  when  on  a  showing  of  the  facts  there  would  be  a 
unanimous  agreement  that  it  was  absolutely  worthless  and  an  out- 
and-out  cheat,  the  act  of  Congress  can  be  said  to  apply  to  it  To 
my  mind  the  answer  appears  clear.  One  or  two  hypothetical  illus- 
trations have  been  given  above.  Others  may  readily  be  suggested. 
The  records  of  actual  prosecutions,  to  which  I  am  about  to  refer, 
shows  the  operation  the  statute  has  had  and  I  know  of  no  reason 
why  this  should  be  denied  to  it  in  the  future. 

Our  attention  has  been  called  to  the  construction  which  was  imme- 
diately placed  upon  the  enactment  by  the  officers  charged  with  its 
enforcement  in  the  Department  of  Justice  and  the  Department  of 
Agriculture.  It  is  true  that  the  statute  is  a  recent  one,  and,  of  course, 
the  question  is  one  for  judicial  decision.  But  it  is  not  amiss  to  note 
that  the  natural  meaning  of  the  words  used  in  the  statute,  reflected 
in  the  refusal  of  Congress  to  adopt  a  narrower  provision,  was  the 
meaning  promptly  attributed  to  it  in  the  proceedings  that  were 
taken  to  enforce  the  law.  And  this  appears  to  have  been  acquiesced 
in  by  the  defendants  in  many  prosecutions  in  which  the  defendants 
pleaded  guilty.  We  have  been  referred  to  the  records  of  the  De- 
partment of  Agriculture  showing  nearly  thirty  cases  in  which  either 
goods  had  been  seized  and  no  defense  made,  or  pleas  of  guilty  had 
been  entered.    Among  these  are  found  such  cases  as  the  following: 

No.  29.  Hancock's  Liquid  Sulphur,  falsely  represented,  among  other  things, 
to  be  **  Nature's  Greatest  Germicide.  •  ♦  ♦  ♦  The  Great  Cure  for  *  ♦  ♦ 
Diphtheria."    Investigation  begun  November  22,  1907.    Plea  of  guUty. 

No.  180.  Gowan's  Pneumonia  Cure,  falsely  represented,  among  other  things, 
that  it  '*  Supplies  an  easily  absorbed  food  for  the  lungs  that  quickly  effects  a 
permanent  cure."  Investigation  begun  November  22,  1907.  Criminal  informa- 
tion.   Plea  of  guilty. 

No.  181.  "  Byelin,"  falsely  represented,  among  other  things,  that  it  "  Repairs 
and  Rejuvenates  the  Bye  and  Sight."  Investigation  begun  February  13,  1908 
Plea  of  guilty. 

No.  261.  •*  Sure  Thing  Tonic,"  falsely  represented,  among  other  things,  to  be 
"  Sure  Thing  Tonic.  ♦  ♦  *  Restores  Nerve  Energy.  Renews  Vital  Force." 
Investigation  begun  June  3,  1909.    Pleaded  guilty. 

No.  424.  "  Tuckahoe  Llthla  Water,"  falsely  represented,  among  other  things, 
to  be  "  a  sure  solvent  for  calculi,  either  of  the  kidneys  or  liver,  especially  indi- 
cated in  all  diseases  due  to  uric  diathesis,  such  as  gout,  rheumatism,  gravel 
stone.  Incipient  diabetes,  Brlght's  disease,  inflamed  bladder,  eczema,  stomach, 
nerTOUS,  and  malarial  disorders."  Investigation  begun  July  9,  1908.  Plea  of 
guilty. 

No.  427.  "Cancerine,"  falsely  represented,  among  other  things,  to  be  **A 
remarkably  curative  extract  which  if  faithfully  adhered  to  will  entirely  eradi- 
cate cancerous  poison  from  the  system.  *  *  *  A  speclflc  cure  for  cancer  In 
all  Its  forms."  Investigation  begun  about  April  12,  1909.  Criminal  informa- 
tion.   Plea  of  guilty. 

I  find  nothing  in  the  language  of  the  statute  which  requires  the 
conclusion  that  these  persons  who  have  confessed  their  guilt  in  mak< 
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ing  false  and  misleading  statements  on  their  labels  should  be  privi- 
leged to  conduct  their  interstate  traffic  in  their  so-called  medicines, 
admittedly  worthless,  because  Congress  did  not  intend  to  reach  them. 

Nor  does  it  seem  to  me  that  any  serious  question  arises  in  this  case 
as  to  the  power  of  Congress,  I  take  it  to  be  conceded  that  misbrand- 
ing may  cover  statements  as  to  strength,  quality,  and  purity.  But  so 
long  as  the  statement  is  not  as  to  matter  of  opinion,  but  consists  of  a 
false  representation  of  fact — in  labeling  the  article  as  a  cure  when  it 
is  nothing  of  the  sort  from  any  point  of  view,  but  wholly  worthless — 
there  woiild  appear  to  be  no  basis  for  a  constitutional  distinction. 
It  is  none  the  less  descriptive — and  falsely  descriptive — of  the  article. 
Why  should  not  worthless  stuff,  purveyed  under  false  labels  as  cures, 
be  made  contraband  of  interstate  commerce — as  well  as  lottery 
tickets?     (Chixmpion  v.  Ame8^  188  U.  S.,  331.) 

I  entirely  agree  tiiat  in  any  case  brought  under  the  act  for  mis- 
branding,—by  a  false  or  misleading  statement  as  to  curative  prop- 
erties of  an  article, — it  would  be  the  duty  of  the  Court  to  direct  an 
acquittal  when  it  appeared  that  the  statement  concerned  a  matter  of 
opinion.  Conviction  would  stand  only  where  it  had  been  shown  that, 
apart  from  any  question  of  opinion,  the  so-called  remedy  was  abso- 
lutely worthless  and  hence  the  label  demonstrably  false;  but  in  such 
case  it  seems  to  me  to  be  fully  authorized  by  the  statute. 

Accordingly,  I  reach  the  conclusion  that  the  court  below  erred  in 
the  construction  that  it  gave  the  statute,  and  hence  in  quashing  the 
indictment,  and  that  the  judgment  should  be  reversed. 

I  am  authorized  to  say  that  Mr.  Justice  Harlan  and  Mr.  Justice 
Day  concur  in  this  dissent. 


[Supreme  Coort  of  the  United  States.] 

The  American  LrrnoGRAPHic  Company  v.  Werokmeister. 

Decided  May  29,  1911. 

169  O.  a,  1187;  221  U.  S.,  603. 

CJOPTRIOHT— iNFBIlfOEMKNT  OF  PAINTING — PENALTIES. 

The  infringing  copies  of  a  copyrighted  painting  need  not  be  found  in 
the  infringer's  possession  in  order  to  render  him  liable  for  the  penalty  of 
t&i  dollars  imposed  by  United  States  Revised  Statutes,  (sec.  4965,)  United 
States  Ck>mpUed  Statutes,  1901,  (p.  3414,)  "for  any  copy  of  the  same  in 
his  possession,  or  by  him  sold  or  exposed  for  sale.*' 

WiTNESSBS — SUBPCENA  DuCES  TECUM. 

The  authority  to  issue  subpoenas  duces  tecum  was  comprehended  in 
the  power  conferred  upon  the  Federal  courts  by  the  act  of  September  24, 
1789,  (1  Stat  at  L.,  81,  chap.  20,  sec.  14;  U.  S.  Rev.  Stat,  sec.  716;  U.  S, 
Comp.  Stat,  1901,  p.  580,)  to  issue  all  writs  not  specially  provided  for  by 
statute  which  may  be  necessary  for  the  exercise  of  their  respective  Juris- 
dictions and  agreeable  to  the  practice  and  usages  of  law. 
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8.  Same — Same — Books  or  Party. 

Compulsory  production  of  the  books  of  a  corporate  defendant  under  a 
8ubp(Bnn  duces  tecum^  served  upon  an  officer  of  the  corporation  in  an 
action  to  recover  the  penalties  prescribed  by  United  States  Revised  Statutes, 
(sec.  4065,)  United  States  Compiled  Statutes,  1901,  (p.  3414,)  for  printing 
and  selling  copies  of  a  copyrighted  painting,  did  not,  after  the  change  of 
the  rule  as  to  the  incompetency  of  parties  as  witnesses  made  by  section 
858,  violate  any  of  the  rights  of  the  corporation  under  section  724,  providing 
for  the  production  on  notice  and  motion  of  a  party*s  books  and  papers^ 
since  this  section  cannot  be  regarded  as  providing  an  exclusive  procedure. 

4.  Same — Self-Cbimination — Statutory  Immunity. 

Entries  in  the  books  of  a  party  produced  in  obedience  to  a  subpoena 
ducen  tecum  were  not  rendered  inadmissible  on  the  trial  by  United  States 
Revised  Statutes,  (sec.  860,)  United  States  Compiled  Statutes,  1901,  (p.  661,) 
providing  tliat  no  discovery  or  evidence  obtained  from  a  party  or  witness 
by  means  of  a  Judicial  proceeding  shall  be  given  in  evidence  or  used  against 
him  in  a  criminal  case  or  in  a  proceeding  to  enforce  a  penalty  or  forfeiture, 
since  these  provisions  manifestly  refer  to  a  case  where  in  some  prior 
Judicial  proceeding  a  discovery  had  been  made  or  testimony  liad  been  given 
and  the  evidence  so  obtained  was  sought  to  be  used. 

Mr.  William  A.  Jenner  for  the  plaintiff  in  error. 
Mr.  Antonio  Krautk  for  the  defendant  in  error. 

Mr.  Justice  Hughes  delivered  the  opinion  of  the  Court. 

This  is  a  writ  of  error  to  review  a  judgment  of  the  circuit  court  of 
appeals  affirming  a  judgment  upon  a  verdict  in  favor  of  Emil  Werck- 
meister,  plaintiff  below.  The  action  was  brought  under  section  4965 
of  the  United  States  Revised  Statutes  to  recover  penalties  for  the 
infringement  of  a  copyright.  The  subject  of  the  copyright  was  the 
painting  "  Chqrus,"  and  the  penalties  demanded  were  for  copies 
printed  and  sold  by  the  Lithographic  Company. 

It  is  contended  that  the  recovery  was  unauthorized  by  the  statute, 
for  the  reason  that  the  copies  were  not  found  in  the  defendant's 
possession.    Section  4965,  so  far  as  material,  provides : 

Sec.  4965.  If  any  person,  after  the  recording  of  the  title  of  any  map,  chart, 
drnniatlc  or  musical  composition,  print,  cut,  engraving  or  photograph,  or  cbromo, 
or  of  the  description  of  any  painting,  drawing,  statue,  •  •  ♦  giiali  •  •  • 
engrave,  etch,  work,  copy,  print,  publish  ♦  ♦  ♦  or  import,  either  in  whole 
or  in  part,  *  *  *  or,  knowing  the  same  to  be  so  printed,  published  ♦  •  • 
or  imported,  shall  sell  or  expose  to  sale  any  copy  of  such  map  or  other  article, 
as  aforesaid,  he  shall  forfeit  to  the  proprietor  all  the  plates  on  which  the  same 
sliall  be  copied,  and  every  sheet  thereof,  either  copied  or  printed,  and  shall 
further  forfeit  one  dollar  for  every  sheet  of  the  same  found  in  his  possession, 
either  printing,  printed,  copied,  published,  imported,  or  exposed  for  sale;  and 
in  case  of  a  painting,  statue,  or  statuary,  he  shall  forfeit  ten  dollars  for  every 
copy  of  the  same  in  liis  possession,  or  by  him  sold  or  exposed  for  sale. 

The  contention  is — 

that  the  penalty  attaches  in  the  case  of  a  painting  only  under  the  same  con- 
ditions as  in  the  case  of  a  primi;  tliat  the  intent  of  the  statute  is  to  differentiate 
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a  painting  from  a  print  only  in  respect  to  the  amomit  of  the  penalty,  one  dollar 
In  case  of  a  print,  and  ten  dollars  in  case  of  a  painting ;  and  that,  in  both  cases, 
a  finding  in  possession  of  the  defendant  is  a  condition  precedent  to  the  recovery 
of  the  penalty. 

It  is  further  urged  that  only  one  action  can  be  maintained  for  for- 
feiture of  the  copies  and  for  the  penalties,  and  that  the  action  lies 
only  against  the  person  in  whose  possession  the  copies  are  found,  and 
that  the  penalties  are  to  be  computed  upon  the  number  so  found. 

The  argument  fails  to  give  effect  to  the  express  provision  of  the 
statute.    Its  words  are : 

He  shall  forfeit  ten  dollars  for  every  copy  of  the  same  in  his  possession,  or 
by  him  sold  or  exposed  for  sale. 

No  process  of  construction  can  override  this  explicit  language.  Tlie 
prescribed  forfeiture  is  not  only  for  every  copy  found  "in  his  pos- 
session," but,  in  the  alternative,  for  every  copy  "  by  him  sold."  We 
need  not  search  for  the  reason  for  the  distinction  between  maps, 
charts,  photographs,  prints,  etc.,  on  the  one  hand,  and  paintings, 
statues,  and  statuary  on  the  other.  The  character  of  the  latter  sug- 
gests the  basis;  but  the  distinction  is  plainly  made,  and  it  must  be 
given  effect. 

With  respect  to  prints,  photographs,  etc.,  the  money  penalty  for 
the  acts  defined  is — 

one  dollar  for  every  sheet  of  the  same  found  in  his  possession,  either  printing, 
printed,  copied,  published.  Imported,  or  exposed  for  sale. 

The  words  "  found  in  his  possession  "  limit  the  entire  clause.  And 
no  penalty  can  be  recovered  in  such  case  except  for  sheets  found  in 
the  possession  of  the  defendant  (Bolles  v.  Outing  Company^  175 
U.  S.,  262.) 

The  cases  of  American  Tobacco  Company  v.  Werckm^ister  (C.  D., 
1908,  571;  133  O.  G.,  1433;  207  U.  S.,  284)  and  Werckmeister  v. 
American  Tobacco  Company  (C.  D.,  1908,  582;  133  O.  G.,  2179;  207 
U.  S.,  375)  related  to  the  same  copyrighted  painting  that  is  involved 
here.  In  the  first  case  there  was  a  recovery  in  an  action  in  the  nature 
of  replevin  of  1196  sheets  containing  copies.  The  second  action  was 
brought  to  recover  the  money  penalties  for  the  sheets  seized  in  the 
former  action.  The  question  was  whether  there  could  be  two  actions 
against  the  same  party ;  one  for  the  seizure  of  the  sheets  forfeited  and 
another  for  the  penalties,  and  it  was  held — 

that  the  statute  contemplated  but  a  single  action  in  which  the  defendant  should 
be  brought  into  court,  the  plates  and  sheets  seized  and  adjudicated  to  the  owner 
of  the  copyright,  and  the  penalty,  provided  for  by  the  statute,  recovered.  (See 
HUls  d  Company  v.  Hoover,  220  U.  S.,  334.) 

These  decisions  did  not  involve  the  determination  that  an  action 
could  not  be  brought  to  enforce  the  forfeiture  prescribed  by  the 
statute  in  a  case  of  the  sale  of  copies  of  a  copyrighted  painting  where 
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there  was  no  finding  in  possession,  and  hence  no  proceeding  to  forfeit 
copies  so  found.  Here,  there  is  no  attempt  to  recover  in  a  second 
action  penalties  which  should  have  been  embraced  in  a  former  action ; 
and  the  recovery  is  based  simply  upon  the  forfeiture  incurred  by  sales 
of  the  prohibited  copies. 

Assimiing  that  the  action  for  the  penalties  would  lie,  it  is  further 
contended  by  the  defendant  company  that  its  rights  under  sections 
724  and  860  of  the  Revised  Statutes  were  violated  by  the  compulsory 
production  of  its  books  and  the  reception  in  evidence  of  entries  show- 
ing sales  of  infringing  copies. 

Without  attempting  to  state  in  detail  the  proceedings  which  cul- 
minated in  the  introduction  of  the  book-entries  in  evidence,  it  is 
sufficient  to  say  that  after  a  review  of  the  course  of  the  trial,  and  of 
the  directions  and  rulings  of  the  court  during  its  progress,  we  are 
satisfied  that  the  enforced  production  of  the  books  cannot  properly 
be  said  to  rest  upon  an  order  made  under  section  724,  but  that  in  fact 
they  were  produced  under  a  subpoena  duces  tecum  ^rved  upon  the 
company's  officer. 

But,  it  is  urged,  that  the  books  were  those  of  a  party  to  the  action, 
and  hence  that  the  limitations  of  section  724  must  be  deemed  control- 
ling; that  in  actions  at  law  this  section  excludes  all  other  modes  of 
compelling  production  of  books  or  writings  by  the  adversary  party. 

Under  section  14  of  the  Judiciary  Act  of  1789  (U.  S.  R.  S.,  sec. 
716)  power  was  conferred  upon  the  Federal  courts  to  issue  all  writs 
not  specially  provided  for  by  statute,  which  may  be  necessary  for 
the  exercise  of  their  respective  jurisdictions  and  agreeable  to  the 
practice  and  usages  of  law.  This  comprehended  the  authority  to 
issue  subpoenas  duces  tecum^  for — 

the  right  to  resort  to  means  competent  to  compel  the  production  of  written,  as 
well  as  oral,  testimony,  seems  essential  to  the  very  existence  and  constitution  of 
a  court  of  common  law.    (Amey  v.  Longt  9  East,  484.) 

Section  724,  which  was  originally  section  15  of  the  Judiciary  Act 
of  1789,  was  to  meet  the  difficulty  arising  out  of  the  rules  relating 
to  parties  at  common  law  and  to  provide,  by  motion,  a  substitute 
quoad  hoc  for  a  bill  of  discovery  in  aid  of  a  legal  action.  (Carpenter 
V.  Winn,  221  U.  S.,  553.) 

But  by  the  act  of  July  2,  1864,  (ch.  210,  sec  3;  13  Stat,  351,)  it 
was  provided  that  there  should  be — 

no  exclusion  of  any  witness  on  account  of  color,  nor  In  civil  actions  because  he 
is  a  party  to,  or  interested  in,  the  issue  tried. 

This  provision  was  continued  in  section  858  of  the  Revised  Statutes. 

The  purpose  of  the  act  in  making  the  parties  competent  was,  except  as  to 
those  named  in  the  proviso,  to  put  them  upon  a  footing  of  equality  with  other 
witnesses,  all  to  be  admissible  to  testify  for  themselves  and  compellable  to 
testify  for  the  others.    (Tewas  v.  OhUea,  21  Wall..  488,  492.) 
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Section  858  was  amended  by  the  act  of  June  29,  1906,  (ch.  3608; 
34  Stat.,  618,)  which  refers  the  competency  of  witnesses  in  the  courts 
of  the  United  States  to  the  laws  of  the  State  or  Territory  in  which 
the  court  is  held. 

It  was  not  the  purpose  of  section  724  to  interpose  an  obstacle  to 
the  exercise  of  the  general  power  of  the  court  with  respect  to  the 
issuance  of  subpoenas  duces  tecum^  and  that  was  not  its  effect.  The 
barrier,  in  the  case  of  parties,  existed  independently  of  the  provisions 
of  the  section  and  by  these,  it  was  sought  to  mitigate  the  resulting 
inconvenience.  When,  however,  the  rule  as  to  parties  was  changed 
it  followed  that  the  obstacle  was  removed  and  by  virtue  of  the  gen- 
eral authority  of  the  court  subpoenas  dttces  tecum  may  run  to  parties 
as  well  as  to  others, — cleaving  those  who  are  subpoenaed  to  attack 
the  process  if  of  improper  scope  or  lacking  in  definiteness,  or  to  assert 
against  its  compulsion  whatever  privileges  they  may  enjoy.  (See 
Merchants^  National  Bank  v.  State  National  Bank^  3  Cliff.,  203; 
NeUon  v.  TJnitM  States^  201  U.  S.,  92.) 

We  conclude,  therefore,  that  no  question  arises  under  section  724, 
which  cannot  be  regarded  as  providing  an  exclusive  procedure.  The 
subpoena  was  valid;  and  the  books  called  for  were  produced.  The 
inquiry,  then,  is  as  to  the  admissibility  of  the  entries. 

It  is  insisted  that  the  evidence  was  inadmissible  under  section  860 
of  the  Revised  Statutes.  This  ground,  although  it  had  been  relied 
upon  earlier  in  the  trial,  was  not  included  in  the  objection — ^as  it 
was  formally  stated  at  length — ^when  the  books  were  finally  pro- 
duced and  the  entries  offered.  But,  apart  inym.  this,  the  statute  did 
not  afford  a  suflBcient  basis  for  objection. 

Section  860 — since  repealed  by  the  act  of  May  7,  1910,  (ch.  216; 
86  Stat.,  352) — was  a  reenactment  of  section  1  of  the  act  of  February 
25, 1868,  (ch.  13;  15  Stat,  37,)  and  provided: 

Sec.  860.  No  pleading  of  a  party,  nor  any  discovery  or  evidence  obtained 
from  a  party  or  witness  by  means  of  a  Judicial  proceeding  in  this  or  any  foreign 
country,  shall  be  given  in  evidence,  or  in  any  manner  used  against  him  or  bin 
property  or  estate,  in  any  court  of  the  United  States,  in  any  criminal  proceed- 
ing, or  for  the  enforcement  of  any  i)enalty  or  forfeiture:  Provided,  That  this 
section  shall  not  exempt  any  party  or  witness  from  prosecution  and  punish 
ment  for  perjury  committed  in  discovering  or  testifying  as  aforesaid. 

This  language  is  inapposite  here,  for  it  manifestly  refers  to  a  ca5?e 
where,  in  some  prior  judicial  proceeding,  discovery  had  been  made 
or  testimony  had  been  given  and  the  evidence  so  obtained  was  sought 
to  be  used.  The  object  of  the  statute  is  suflBciently  plain.  It  was 
intended  to  give  immunity  as  to  subsequent  proceedings  to  the  one 
making  discovery  or  testifying.  But  it  was  held  to  be  inadequate, 
because  it  was  not  coextensive  with  the  constitutional  privilege. 
(Caunselman  v.  Hitchcock,  142  U.  S.,  547,  564;  Brown  v.  Walker j 
161  U.  S.,  594.) 
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In  the  present  case,  the  question,  therefore,  must  be  whether  under 
the  Fourth  and  Fifth  Amendments  of  the  Constitution  of  the  United 
States  the  defendant  company,  as  it  contends,  was  entitled  to  object 
to  the  admission  in  evidence  of  the  entries  from  its  books.  As  to 
this,  we  need  only  refer  to  the  recent  decisions  of  this  Court.  {Hale 
V.  Henkel,  201  U.  S.,  43 ;  Nelson  v.  United  States^  supra;  Hammond 
Packing  Company  v.  Arkansas^  212  U.  S.,  348;  Wilson  v.  United 
States,  221  U.  S.,  361. 

We  have  examined  the  errors  assigned  with  respect  to  other  rulings 
on  questions  of  evidence  and  the  refusal  of  the  court  to  direct  a  ver- 
dict for  the  defendant^  and  we  find  no  ground  for  a  reversal  of  the 
judgment. 

A'fjirmed^ 
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[Decisions  of  the  Supreme  Court  of  the  District  of  Columbia  are  Indicated  by  the  letter  (•) ; 
United  States  Circuit  Courts  by  the  letter  («)  ;  Court  of  Appeals  of  the  District  of  Co- 
lumbia by  a  star  (*)  ;  United  States  Circuit  Court  of  Appeals  by  the  letter  (*) ;  and 
Supreme  Court  of  the  United  States  by  two  stars  (**).] 

ABANDONMENT  OF  APPLICATIONS.     See  Prosecution  of  Application,  18,  23, 
24 ;  8uit8  under  Section  4915,  Revised  Statutes,  1. 

1.  Pbosecutionb  of  Amplications — ^Non-Rksponbive  Action. — On  August  3, 

1909,  applicant  was  required  to  revise  his  specification  and  claims.  On 
May  13,  1910,  an  amendment  was  filed  canceling  the  original  specifica- 
tion and  claims  and  substituting  a  new  specification.    On  May  28, 

1910,  the  applicant  was  Informed  that  the  new  specification  contained 
no  claims  and  that  action  on  the  merits  of  the  case  was  deferred. 
Held  that  the  year  in  which  applicant  could  take  action  ran  from 
August  3, 1909,  and  that  an  amendment  containing  new  claims  not  hav- 
ing been  filed  till  October  21,  1910,  the  application  was  abandoned  in 
the  absence  of  a  showing  establishing  that  the  delay  was  unavoidable 
within  the  meaning  of  section  4894  of  the  Revised  Statutes.  Esd  parte 
Kehrfiahn,  7. 

2.  Responsive  Action. — ^The  Examiner  after  some  prosecution  of  an  appli- 

cation cited  for  the  first  time  a  Swedish  patent  and  rejected  certain 
claims  thereon  without  specifically  applying  it  to  the  claims.  At  the 
end  of  the  year  from  this  action  applicant  presented  an  amendment 
canceling  the  rejected  claims  and  substituting  five  new  claims,  stating 
that  the  Swedish  patent  had  been  translated  and  that  the  new  claims 
were  believed  to  clearly  distinguish  therefrom.  Held  that  the  appli- 
cation is  not  abandoned.  {Ew  parte  Copeland,  G.  D.,  1909,  239;  149 
O.  G.,  309,  distinguished.)     Ex  parte  Watters,  21. 

8.  Appeal  from  Decision  of  Commissioner — Jurisdiction  of  Court  of 
Appeals  of  District  of  Columbia. — Where  the  Commissioner  decided 
that  an  amendment  filed  within  the  time  fixed  by  the  statute  was  not 
responsive  and  entered  an  order  holding  the  application  abandoned, 
Held  that  such  order  **  is  within  the  purview  of  the  statutes  providing 
for  appeals  from  the  Commissioners  decisions."     (♦)  In  re  Selden,  306. 

4.  Same — Same. — ^Where  action  was  taken  by  the  applicant  within  the  time 
fixed  by  the  statute,  but  it  was  decided  by  the  Commissioner  that  such 
action  was  not  fully  responsive  to  the  last  Office  action,  Held  that  "  the 
facts  being  admitted,  the  question  of  abandonment  became  one  of  law 
and  Is  not  governed  by  the  same  rule  applicable  to  cases  where  It  Is 
sought  to  review  the  exercise  of  discretion  on  the  part  of  the  Com- 
missioner."    (♦)   Id, 

6.  Same. — On  an  appeal  from  a  decision  of  the  Examlners-in-Chlef  holding 
claims  unpatentable  twenty-one  new  claims  were  presented  for  the 
consideration  of  the  Commissioner,  who  held  that  these  claims  might 
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be  admitted  if  amended  in  accordance  with  certain  suggestions  made  in 
his  decision  affirming  the  decision  of  the  Examiners-in-Chief  as  to  all 
but  three  of  the  appealed  claims.  Subsequently  amendments  were  sub- 
mitted containing  such  claims  and  eleven  others,  which  amendments 
were  considered  by  the  Primary  Examiner.  After  several  actions  by 
the  Office  and  the  applicant  the  Commissioner  Altered  an  order  holding 
the  application  abandoned  on  the  ground  that  applicant  had  not  com- 
plied with  the  decision  of  the  Commissioner  within  the  time  allowed 
by  section  4894,  Revised  Statutes.  Held  that  the  terms  of  the  decision 
permitting  the  reopening  of  the  case  having  been  complied  with  and  the 
amendment  having  been  entered  and  considered,  applicant  '*  cannot  be 
said  to  have  failed  to  prosecute  the  application  within  the  meaning  of 
the  statute  merely  because  he  added  claims  not  expressly  authorized  by 
the  Commissioner."  (*)  Id, 
6.  Application — Pbosecution. — The  ftict  that  the  attorney  of  record  did 
not  receive  instructions  from  the  agent  of  the  applicant,  who  resides 
abroad,  in  time  to  amend  the  application  within  one  year  from  the 
date  of  the  last  Office  action  Held  insufficient  to  show  that  the  delay 
was  unavoidable  within  the  meaning  of  section  4894,  Revised  Statutes, 
in  the  absence  of  any  showing  that  instructions  were  necessary  or  tbat 
any  request  for  such  instructions  was  made  by  tlie  attorney  of  record. 
Ex  parte  Bohn,  90. 

ABANDONMENT  OF  INVENTION.     See  Reissue,  8. 

ABANDONMENT  OF  TRADE-MARK.     See  Trade-Marks,  46,  67,  68. 

ACCESS  TO  PENDING  APPLICATIONS. 

Not  Granted  to  Opposing  Pabty  to  Intebtebence  Tebminated  bt  Dis- 
claimer.— Where  one  of  the  parties  to  an  interference  files  a  disclaimer 
to  the  subject-matter  thereof  and  Judgment  is  rendered  against  him, 
Held  that  permission  to  inspect  his  application  will  not  be  granted 
to  the  opposing  party  in  such  interference.    In  re  Hick,  191. 

ACTION  BY  THE  EXAMINER.  See  Abandonment  of  Applications,  2,  6; 
Amendments,  2,  3,  4;  Complaints;  Designs;  Division  of  ApplicatUmt, 
2;  Examinations  of  Applications;  Fees;  Labels,  1;  Petition  to  the 
Commissioner  of  Patents;  Prosecution  of  Applications,  2,  3,  4,  6,  8,  9, 
13,  14,  15,  16,  17,  22 ;  Reopening  of  Rejected  Applications. 

ACQUIESCENCE.  See  Construction  of  Specifications  and  Patents,  1;  Re- 
issue, 8. 

AFFIDAVITS.     See  Prosecution  of  Applications,  12 ;  Rejection  of  Claims. 

AGENT.     See  Abandonment  of  Applications,  6. 

AGGREGATION.  See  Construction  of  Claims,  11;  Patentability,  3,  9;  Prose- 
cvtion  of  Applications,  1. 

ALLEGATIONS.  See  Divisional  Applications;  Motion  to  Dissolve  Interfer- 
ence, 2;  Oath,  1;  Suits  Under  Section  4915,  Revised  Statutes,  2;  Trade- 
Marks,  13,  14,  37. 

ALTERNATIVENESS.    See  Construction  of  Claims,  1,  2. 

AMENDMENT  OF  TRADE-MARK  STATUTES.    See  Trade-Marks,  70. 

AMENDMENTS.  See  Abandimment  of  Applications;  Applications,  2;  Attor- 
neys, 2;  Divisional  Applications;  Examination  of  Applications,  2; 
Grant  of  Patents,  2;  Mandamus,  3;  Motion  to  Dissolve  Interference,^', 
Prosecution  of  Applications,  1.  3,  4,  7,  11,  12,  15,  18,  20,  21,  22,  23,  24; 
Refundment  of  Fees;  Reopening  of  Decided  Cases, 
1.  Interference — Right  to  Make  Claims. — "  Cosper,  as  is  frequently  the 
case  with  inventors,  evidently  thought  his  invention  broader  than 
it  is,  and,  as  is  constantly  the  case,  made  amendments  and  changn 
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to  respond  to  the  objections  founded  on  references  to  other  patents. 
After  many  rejections  and  on  appeal  to  the  Examlners-ln-Chief  the 
novel  feature  of  the  system,  giving  it  patentability  oveF  the  references, 
was  found  to  reside  in  this  outside  location  of  the  thermostat.  This 
practice  of  amendm^it,  upon  suggestion,  so  essoitlal  to  the  beneficial 
operation  of  the  patent  system  has  been  given  a  wide  range.  A  rea- 
sonable limitation  upon  it  is  that  when  new  matter  is  introduced  it 
cannot  be  allowed  to  the  destruction  of  an  established  intervening 
right."  (•)  Cosper  v.  Oold  and  Go\d.  Cosper  v.  Gold,  387. 
2.  Application — Piled  Dukino  Interference. — ^Where  an  amendment  to 
an  application  in  interference  is  filed  which  purports  to  put  the  appli- 
cation in  condition  for  another  interference,  the  Primary  Examiner 
should  give  the  amendment  consideration  sufficient  to  determine 
whether  the  application  is,  in  fact,  made  ready  for  the  additional 
interference.  Ex  parte  Neidich,  198. 
8.  Same — Same — Case  in  Condition  for  Additional  Interference. — ^Where 
the  Examiner  finds  that  an  amendm^it  proposed  for  an  application 
in  interference  puts  the  application  in  condition  for  another  inter- 
ference and  the  additional  interference  is  otherwise  ready  for  declara- 
tion, he  should  request  authority  to  enter  the  proposed  amendment 
and  to  declare  the  additional  interference  without  waiting  for  the 
termination  of  the  pending  interference.  Id. 
4,  Same — Same — Case  not  in  Condition  for  Additional  Interference. — 
Where  the  ESxaminer  finds  that  a  proposed  amendment  to  an  applica- 
tion in  interference  purporting  to  put  the  application  in  condition  for 
another  interference  does  not,  in  fact,  put  the  application  in  condition 
for  the  proposed  interference,  or  that  it  disturbs  the  condition  of  the 
application  with  respect  to  the  pending  interference,  or  that  for  any 
other  reason  the  proposed  amendment  should  not  be  received  and  the 
proposed  interference  declared,  he  should  refuse  to  enter  said  amend- 
ment or  to  further  consider  the  same  prior  to  the  determinntion  of 
the  pending  interference.    Id, 

ANCILLIARY  invention.     See  Employer  and  Employee,  1,  3. 

ANCILLARY  QUESTION.     See  Motion  to  Dissolve  Interference,  8. 

ANTICIPATION.  See  Particular  Patents,  3,  5,  6, 13;  Patentabiiity,  2,  8;  Trade- 
Marks,  11,  12,  28,  36. 

APPEAL.  See  Certiorari;  Interference,  22;  Labels,  1 ;  Limit  of  Appeal;  Manda- 
mus, 3 ;  Prosecution  of  Applications,  6,  10 ;  Suits  in  Forma  Pauperis. 

APPEAL  FEES.     See  Fees;  Labels,  1. 

APPEAL  FROM  THE  COMMISSIONER  OF  PATENTS.  See  Abandonment  of 
Applications,  3,  4.  5;  Suits  in  Fonna  Pauperis. 

APPEAL  FROM  THE  EXAMINERS-IN-CHIEF.  See  Abandonment  of  Applica- 
tions,  5;  Motion  to  Dissolve  Interference,  1,  5. 

APPEAL  FROM  FAVORABLE  DECISION.  See  Interference,  6;  Motion  to 
Dissolve  Interference,  8. 

APPEAL  TO  THE  COMMISSIONER  OF  PATENTS.    See  Fees. 

APPEAL  TO  THE  COURT  OF  APPEALS  OF  THE  DISTRICT  OF  COLUM- 
BIA.  See  Certiorari,  3,  4;  Interference,  14;  Prosecution  of  Applica- 
tions, 5;  Reissue,  3;  Suits  in  Forma  Pauperis;  Trade-Marks,  76. 

APPEAL  TO  THE  EXAMINERS-IN-CHIEF.  See  Amendments,  1;  Motion  to 
Dissolve  Interference,  1 ;  Prosecution  of  Applications,  16. 
Appeal — Question  Rei.ating  to  Merits. — Whether  claims  are  drawn  to 
incomplete  and  inoperative  combinations  and  whether  the  references 
are  pertinent  are  questions  relating  to  the  merits  and  are  reviewable 
in  the  first  instance  by  the  Examlners-in-Chief.    Ex  parte  Leon,  35. 
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APPEAL  TO  THE  SUPREME  COURT  OB'  THE  UNITED  STATES.  See 
iiuits  in  Forma  Paup€ri9, 

APPLICANT  AND  PATENTEE.     See  Interference,  18. 

APPLICANT  AND  REGISTRANT.     See  Trade-Mark,  10,  34,  83. 

APPLICATIONS.  See  Abandonment  of  Applications;  Access  to  Pending  Appli- 
cations; Am^endments;  Attorneys;  Claims;  Construction  of  Claims;  De- 
signs; Divisional  Applications;  Division  of  Applications;  Drawings; 
Examination  of  Applications;  Fraud;  Cfrani  of  Patents;  Interference, 
1,  2,  13 ;  Joint  and  Sole  Applications;  Jurisdiction  of  the  Commissioner 
of  Patents;  Jurisdiction  of  the  Court  of  Appeals  of  the  District  of 
Columbia;  Oath;  Petition  to  the  Commissioner  of  Patents;  Priority  of 
Invention;  Prosecutioti  of  Applications;  Reduction  to  Practice,  5,  6, 
7,  8;  Refundment  of  Fees;  Reissue;  Suits  Under  Section  4915,  Revised 
Statutes,  1 ;  Title  of  Invention;  Trade-Marks. 

1.  Not  a  Constbuctitb  Reduction  to  Pbaotiok. — For  an  inyentor  to  be 

entitled  to  the  l^al  effect  of  the  filing  of  an  allowable  application  in 
the  Patent  Office  he  must  proceed  in  the  manner  contemplated  by  law. 
To  knowingly  remove  and  destroy  an  original  written  description  once 
filed  in  the  Patent  Office  deprives  that  application  of  whatever  legal 
effect  the  application  papers  once  filed  in  accordance  with  the  provi- 
sions of  section  4888  of  the  Revised  Statutes  may  have  had  so  far  as  a 
constructive  reduction  to  practice  is  concerned.    In  re  Heany,  138. 

2.  Amendment  Not  Permitted. — ^The  restoration  of  an  application  to  its 

original  condition  where  it  has  been  mutilated  and  changed  by  fraudu- 
lent and  deceptive  intention  on  the  part  of  the  applicant  cannot  be 
permitted.    Id, 

3.  Claim  Not  a  Basis  fob  Restoration. — ^Where  the  entire  original  specifi- 

cation of  H.*s  application  was  removed,  except  two  claims  and  a  part 
of  a  third,  Held  that  a  daim  alone  disconnected  from  its  specification 
is  a  most  uncertain  thing  and  cannot  constitute  a  just  criterion  for  a 
specification  or  written  description  and  cannot,  therefore,  be  rightly 
used  as  a  foundation  upon  which  a  specification  can  be  erected,  even 
if  it  had  t>een  established  that  the  removal  of  the  original  specification 
had  been  made  without  H.'s  knowledge  and  consent  or  if  the  question 
of  his  complicity  was  res  ad  judicata  by  reason  of  the  decision  in  the 
criminal  case.    Id. 

ARGUMENT.  See  Examination  of  Applications,  1,  2 ;  Motion  to  Dissolve  Inter- 
ference, 4 ;  Prosecution  of  Applications,  1,  2,  3,  6. 

ASSIGNEES.     See  Assignment;  Interference,  10. 

ASSIGNMENT.    See  Suits  Under  Section  J^915,  Revised  Statutes,  2. 

1.  By  Tbustee  in  Bankbuptcy — Recording — Issuance  op  Patent. — An  as- 

signment purporting  to  be  by  the  trustee  in  bankruptcy  of  the  appli- 
cant will  be  recorded;  but  the  patent  will  not  be  issued  in  accordance 
with  the  request  contained  therein.    Em  parte  Eyton,  121. 

2.  Issuance  or  Patent. — If  an  assignment  be  of  record,  transferring  the 

entire  right,  title,  and  interest  without  any  qualifications  or  reserva- 
tions, and  said  instrument  contains  a  request  to  issue  the  patent  to  an 
assignee,  such  action  will  be  taken  by  the  Office,  even  if  licaises  be  also 
of  record.    In  re  Hubert,  185. 

3.  Same.— A  patent  will  not  be  issued  in  accordance  with  the  request  con- 

tained in  an  alleged  assignment  which  is  made  subject  to  an  exclusive 
license.    Id. 


Digitized  by  VjOOQ IC 


DIGEST  OF  DECISIONS.  683 

4.  Same. — V.  made  an  alleged  assignment  to  H.  subject  to  an  exclusiye 
license  and  requested  that  the  patent  issue  to  H.  Subsequently  H.  ac- 
quired this  license.  Held  that  as  H.  was  not  the  assignee  of  the  entire 
interest  or  an  undivided  part  thereof  the  patent  would  not  be  issued 
in  accordance  with  the  request  Id. 
ATTORNEYS.  See  Abandonment  of  Applications,  6;  Fraud,  1;  Refundment 
of  Fees;  Reissue,  7,  8;  Trade-Marks,  82. 

1.  Responsibility  of  the  Attobney  of  Recobd. — ^When  one  who  is  regis- 

tered to  practice  before  the  Patent  Ofloice  accepts  the  appointment  as 
attorney  from  a  foreign  applicant,  the  entire  responsibility  for  the 
prosecution  of  the  case  rests  upon  the  attorney  so  appointed,  and  he 
cannot  shift  that  responsibility  to  the  foreign  correspondent,  who,  so 
far  as  shown  by  the  record,  is  not  concerned  with  the  application. 
Ex  parte  Bohn,  90. 

2.  Application — Pbosecxttion — Principal  and  Associate. — While  an  attor- 

ney who  has  ai^)ointed  an  associate  has  the  right  to  presoit  amend- 
ments over  his  own  signature,  the  practice  adopted  by  the  principal 
attorney  in  this  case  of  authorizing  his  associate  to  amend  and  also 
amending  the  application  himself  is  not  conducive  to  expeditious  prose- 
cution and  open  to  serious  objection.    Ex  parte  Eggan,  213. 

AUTHORITY  OF  THE  COMMISSIONER  OF  PATENTS.  See  Jurisdiction  of 
the  Commissioner  of  Patents;  Reissue,  6,  9,  10;  Renewal  of  Forfeited 
Applications, 

AUTHORITY  OF  EXECUTOR  OR  ADMINISTRATOR.     See  LaheU,  2. 

BANKRUPTCY.     See  Assignment,  1. 

BAR  TO  REGISTRATION.     See  Trade-Marks,  88.  44. 

BILL  IN  EQUITY.    See  Suits  Under  Section  4915,  Revised  Statutes. 

BURDEN  OF  PROOF.     See  Interference,  18;  Trade-Marks,  69. 

CANCELATION  OF  CLAIMS.  See  Abandonment  of  Applications,  1, 2 ;  Division 
of  Applications,  3 ;  Prosecution  of  Applications,  9,  15,  16,  23. 

CANCELATION  OF  MARK.     See  Trade-Marks,  S. 

CANCELATION  OF  TRADE-MARK  REGISTRATION.     See  Trade-Marks,  48. 

CERTIORARI.     See  Costs, 

1.  Common-Law  Writ  of  Certiobabi — ^When   IssuEn. — "In  the  case  of 

in  re  Tampa  Suburban  R,  R,  Co,  (168  U.  S.,  583)  the  general  rule 
governing  the  issuance  of  the  writ  is  stated  to  be  that  the  *  writ  will 
be  granted  or  d^iied,  in  the  sound  discretion  of  the  Court,  on  special 
cause  or  ground  shown ;  and  will  be  refused  where  there  is  a  plain  and 
equally  adequate  remedy  by  appeal  or  otherwise,'*^  (♦)  Billings,  Act- 
ing Commissioner  of  Patents,  v.  Field,  285. 

2.  Same — Same. — ^The  writ  is  sometimes  issued  to  test  the  question  of 

jurisdiction,  notwithstanding  a  remedy  by  appeal  or  writ  of  error 
exists,  when  the  tribunal  whose  action  is  sought  to  be  reviewed  has 
proceeded  without  Jurisdiction  and  that  f^ct  appears  upon  the  record ; 
but  the  writ  will  not  be  issued  if  there  is  another  adequate  remedy 
available,  nor  will  It  be  issued  unless  to  accomplish  substantial  Jus- 
tice.    i*)Id, 

3.  Same — Same — Jubisdiction  op  the  Coubt  of  Appeals  op  the  Distbict 

OF  Columbia. — By  the  act  creating  the  Court  of  Appeals  of  the  Dis- 
trict of  Columbia  (27  Stat,  434)  it  was  given  jurisdiction  to  ''affirm, 
reverse  or  modify,"  on  appeal,  any  final  order,  judgment,  or  decree 
of  the  supreme  court  of  the  District,  and  this  provision  clothes  it 
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with  authority  to  inquire  whether  the  trial  court  has  exercised  its 
discretion  in  accordance  with  established  rules  and  precedents  govern- 
ing  the  exercise  of  such  discretion.  (*)  Id. 
4.  Same — Same— Same. — ^*The  statute  has  conferred  Jurisdiction  upon 
this  court  to  hear  and,  determine  appeals  from  the  Patent  Office.  The 
only  excuse,  therefore,  for  invoicing  this  common-law  remedy  is  that 
relief  by  appeal  will  be  less  efficient.  We  are  fully  convinced  that  an 
appeal  will  afford  fully  as  fspeeAy  and  adequate  redress  as  will  be  ac- 
complished by  certiorari.  If  proceedings  in  the  Patent  Office  are  to 
be  interrupted  by  certiorari  when  there  is  an  equally  adequate  remedy 
by  appeal,  it  is  clear  that  an  additional  tribunal  not  contemplated  by 
the  statute,  namely  the  supreme  court  of  the  District,  will  be  inter- 
posed between  the  tribunals  of  the  Patent  Office  and  this  court  In 
other  words,  instead  of  appeals  coming  direct  to  this  court  an  ag- 
grieved person,  by  resorting  to  the  writ  of  certiorari,  will  be  enabled 
to  prolong  the  contest  by  first  taking  the  case  to  the  supreme  court." 
i*)Id. 

CHANGE  OF  APPLICATION  AFTER  EXECUTION.  See  Reduction  to  Prac- 
tice, 5,  6,  7,  8. 

CLAIMS.  See  Abandonment  of  Applications,  1,  2,  5;  Amendments,  1;  Ap- 
peal to  the  Ewaminers-in-Chief ;  Applications,  3;  Construction  of 
Claims;  Construction  of  Specifications  and  Patents,  1;  Division  of 
Applications;  Examination  of  Applications,  1,  2;  Orant  of  Patents; 
Interference,  2,  6,  7,  8,  13,  16,  17,  18,  21;  Mandamus;  Motion  to  Dis- 
solve Interference,  1,  2,  3,  4,  5,  8,  9 ;  Patentability;  Priority  of  Inven- 
tion, 2,  7, 10 ;  Prosecution  of  Applications,  1,  3,  4,  5,  6,  8,  9, 13,  15, 16,  17, 
19,  20,  21,  23;  Public  Use  and  Sale;  Reissue,  1,  2,  7,  8,  10;  Rejection  of 
Claims;  Reopening  of  Rejected  Applications;  Title  of  Invention. 

1.  Pbolixitt.    a  claim  may  be  so  prolix  as  not  to  comply  with  the  re- 

quirements of  the  statute  that  an  applicant  "  shall  particularly  point 
out  and  distinctly  claim  the  particular  improvement  or  combination 
which  he  claims  as  his  invention  or  discovery."    Ex  parte  lagan,  10. 

2.  Same. — Claims  should  not  be  allowed  merely  because  they  represent  a 

multitude  of  elements  all  of  which  do  not  appear  in  one  or  two  or 
even  more  references.    Id. 

3.  Statement  of  Function  Therein.    It  is  well  settled  that  where  a  claim 

distinctly  specifies  a  certain  structure  which  is  adapted  to  perform  a 
particular  function  there  is  no  objection  to  setting  that  function  out 
in  the  claim.    Ex  parte  Hoge,  247. 

4.  Function  Not  Supported  by  Elements  Stated. — It  is  also  well  settled 

that  where  a  claim  does  not  include  sufficient  mechanical  elements  to 
effect  the  function  stated  it  should  be  rejected  on  the  ground  that  it 
does  not  comply  with  section  4888  of  the  Revised  Statutes.    Id. 

COLOR  OF  PACKAGE.     See  Trade-Marks,  72,  7a 

COMBINATION.  See  Appeal  to  the  Examiners-in-Chief ;  Construction  of 
Claims,  7;  Construction  of  Specifications  and  Patents,  2;  Particular 
Patents,  10;  Patentability,  4. 

COMMERCIAL  SUCCESS.     See  Reduction  to  Practice,  2. 

B^riDBNCE  OF  Invention — ^Utility  and  Extent  of  Use. — The  fact  that  a 
patented  article  has  gone  into  extensive  or  general  use  is  evidence  of 
its  utility  and  in  doubtful  cases  may  be  considered  as  evidence  of 
invention,  but  is  not  conclusive,  and  where  there  is  no  invention  the 
extent  of  the  use  is  immaterial.     (')  Boss  Mfg.  Co,  v.  Thomas,  456. 
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COMMISSIONER  OF  PATENTS.  See  Abandonment  of  Applications,  3,  4,  5; 
Feet;  Orant  of  Patents,  1,  2;  Interference,  8,  14,  22;  Jurisdiction  of 
the  Commissioner  of  Patents;  Mandam^ts;  Motion  to  Diasolve  Inter- 
ference, 3,  9;  Particular  Patents,  2;  Petition  to  the  Commissioner  of 
Patents;  Priority  of  Invention,  13;  Reissue,  2,  6,  10;  Renewal  of  For- 
feited Applications;  Suits  in  Forma  Pauperis;  Trade-Marks,  6,  70. 

COMMON  LAW.    See  Certiorari, 

COMPLAINTS. 

IMPBOPEB  Pbaotiok. — The  impropriety  of  filing  a  petition  from  the  action 
of  the  E2xaminer  and  at  the  same  time  filing  a  complaint  against  the 
Examiner  based  upon  the  same  state  of  facts  is  obvious,  and  such  a 
practice  cannot  be  too  severely  condemned.    Ex  parte  Eggan,  213. 

COMPOSITION  OF  MATTER.     See  Construction  of  Claims,  4,  9. 

CONCEALMENT  OF  INVENTION. 

INTEBFEBBNOB — PuoBiTY. — B.  couceived  the  invention  in  Issue  in  1903, 
built  a  machine  in  accordance  therewith  which  was  kept  in  a  room 
to  which  only  he  and  a  few  employees  had  access  until  an  application 
for  patent  on  the  machine  was  filed  on  January  31,  1906.  Elbows 
made  on  the  machine  were  in  the  meantime  placed  on  the  market 
Held  that  by  concealment  of  the  invention  B.  lost  his  rights  in  favor 
of  D.,  who  conceived  the  invention  of  some  of  the  counts  of  the  Issue 
in  1883  and  that  of  the  oth^s  in  1901  and  filed  his  application  on 
January  18,  1906.     (♦)  Diechmnnn  v.  Brune,  436. 

CONCEPTION  OF  INVENTION.  See  Concealment  of  Invention;  Employer 
and  Employee,  1.  2;  Interference,  18,  19;  Priority  of  Invention,  2, 
3,  4,  6, 11, 14,  18 ;  Reduction  to  Practice,  6,  8,  9 ;  Testimony,  1. 

CONCESSION  OF  PRIORITY.    See  Interference,  22, 

CONSPIRACY.    See  Applications,  3 ;  Divisional  Applications;  Fraud. 

CONSTRUCTION  OF  CliAIMS.  See  Construction  of  Specifications  and  Pat- 
ents, 1 ;  Interference,  17,  21 ;  Patentability, 

1,  Claims — ^Altbbnative. — ^The   phrase   "brake   or   locking  device"   Held 

either  alternative  or  so  inapt  to  define  the  desired  construction  as  to 
be  objectionable  on  the  ground  of  indefinlteness.    Ex  parte  Leon,  35. 

2.  Same — Same. — The  words  "  button  or  hand  wheel,"  referring  to  a  mem- 

ber shaped  to  resemble  the  head  of  a  hat-pin  and  used  for  revolving 
certain  parts  of  a  hat-fkstener.  Held  to  be  unobjectionable  on  the 
ground  of  alternativeness,  since  they  refer  to  the  same  element,  (citing 
Phillips  V.  Sensenich,  C.  D.,  1908,  14;  132  O.  G.,  677.)     Id. 

8.  Patentability — System  or  Storing  Power. — Claims  for  "system  of 
storing  power"  consisting  of  storage-tanks  so  located  as  to  have  a 
"high  gravity-potential  difference"  with  means  for  employing  natural 
forces  to  pump  water  from  the  lower  to  the  upper  reservoir  and  means 
to  generate  electrical  power  by  readmitting  the  water  to  the  lower 
reservoir  Held  to  state  nothing  requiring  invention  in  view  of  the  prior 
art.     {*)  In  re  Fessenden,  304. 

4.  Same — Composition  foe  Coating  Food  Products — ^New  Matter. — A  claim 
for  a  composition  comprising  gelatin,  glycerin,  and  bone-meal  Held 
properly  refused  on  the  ground  that  it  was  not  disclosed  in  the  appli- 
cation as  filed,  which  descril>ed  the  composition  as  consisting  of  gelatin, 
glycerin,  and  an  oxygenated  solution.     {*)  In  re  Mraz,  316. 

6.  Same — ^"Sheet-Metal  Can  Coated  wfth  Flexible  Lacquer." — Claims 
for  a  sheet-metal  can  covered  with  a  flexible  lacquer  or  enamel  Held 
properly  rejected'  in  view  of  a  prior  patent  showing  a  sheet-metal  can 
coated  on  the  Inside  with  an  aluminum  lining.    {*)Inre  Russell,  322. 
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6.  Same — Same — Substitution  or  Material. — Where  a  prior  patent  shows 

a  tin  can  coated  on  the  inside  with  almninum  and  it  is  stated  in  such 
patent  that  the  tin  coating  on  the  inside  may  he  omitted.  Held  that 
"  there  is  no  invention  in  sahstitnting  appellant's  enameled  coating  for 
the  tin  coating  on  the  outside  of  the  can.'*     {*)  Id. 

7.  Combination.— Where  the  claim  of  a  patent  is  for  a  combination  of  a 

pair  of  grab-hooks  and  a  draft  device  and  it  ai^)eared  from  the  speci- 
fication that  the  invention,  if  any,  consists  in  the  specific  form  of  hook. 
Held  that  the  claim  cannot  be  construed  as  covering  the  hook  alone. 
(*)  Lanffon  v.  Warren  Ame  rf  Tool  Co,,  490. 

8.  Patentability — Finish-Remove — Geneeic   Bxpbession. — Olalms  for  a 

finish-remover  including  the  expression  "a  liquid,  finish-solvent, 
ketonic  derivative  of  a  cyclic  CHs  hydrocarbon  "  Held  not  objectionable 
as  failing  to  define  the  invention  disclosed  where  it  appears  that  fifteen 
or  twenty  substances  are  named  in  the  specification  as  suitable  ingredi- 
ents for  a  finish-remover  and  it  does  not  appear  that  there  is  any  other 
term  which  is  accurately  generic  to  those  named.     (**)  In  re  Ellis,  374. 

9.  Same — Composition    of    Matter — Genebic    Expressions. — Where    the 

claims  called  for  ''  ketonic  finish-softening  material/*  "  aromatic  finish- 
softening  material,"  etc.,  as  one  element  of  a  composition  of  matt^ 
and  acetone  was  the  only  substance  of  this  kind  q>ecified  in  the  original 
disclosure,  Held  that  there  was  no  presumption  that  ketones  generally 
could  be  used  and  that  the  claims  were  properly  rejected  as  broader 
than  the  disclosed  invention,  (citing  the  Incandescent  Lamp  Patent, 
C.  D.,  1895,  676;  76  O.  G.,  1289;  159  U.  S.,  466.)  (♦)  In  re  Dosselman 
and  Neymann,  879. 

10.  Same — ^Window- Sash. — Claims  for  a  window-sash  Held  properly  rejected 

in  view  of  the  prior  art     {*)  In  re  Worst  and  KUmer,  883. 

11.  Same — Method  of  Preparing  Beverages — Aqgrboation. — Claims  for  a 

method  of  preparing  beverages  which  include  the  three  steps  of  pre- 
paring, storing,  and  dispensing  the  beverage  Held  to  cover  mere  aggre- 
gations, since  each  of  these  steps  is  complete  in  itself  and  independent 
of  the  other.    Em  parte  Harris,  82. 

12.  Same — Cutting  and  Folding  Machine  for  Printing-Presses — Suffi- 

oiENCT  OF  Reference. — Where  claims  are  drawn  broadly  to  means  for 
collecting  and  folding  sheets  in  a  certain  manner.  Held  that  these 
claims  were  properly  rejected  in  view  of  a  prior  pat^t  which  discloses 
diagrammatically  means  adapted  to  perform  the  functions  set  forth  iu 
the  claim&    Em  parte  CottreU,  86. 

13.  Same — Magazine  for  Linotype-Machines. — Claims  for  a  magazine  for  a 

linotype-machine  Held  not  patentable  in  view  of  the  prior  art  {*)  In 
re  Scharf,  406. 

14.  Same — Cutting  and  Folding  Maohine  for  Printino-Presses. — Claims 

for  cutting  and  folding  machines  for  printing-presses  Held  properly 
rejected  hi  view  of  the  prior  art     {*)  In  re  CottrelU  408. 

15.  Same— Reinforced  Concrete  Structure. — Claims  for  a  reinforced  con- 

crete structure  Held  unpatentable  in  view  of  the  prior  art  {*)  In  re 
Luten,  ^22. 

16.  Interference — Issue. — ^Where  the  claims  in  issue  sipecity  means  for 

progressively  augmenting  the  temperature  of  the  working  fiuid  in  an 
elastic-fiuid  turbine,  which,  in  the  light  of  the  specification  from  which 
they  are  taken,  means  that  the  rise  of  temperatures  in  each  successive 
superheater  is  greater  than  that  in  the  preceding  superheater.  Held 
that  this  invention   is  not  disclosed   in  an  application  which  does 
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not  explicitly  disclose  the  snccessive  aogmentatlon  of  temperature, 
althongh  an  expert  might  hy  picking  out  certain  statements  therein 
and  designing  a  turbine  to  operate  in  accordance  therewith  produce  a 
small  augmentation  of  temperature  in  the  successive  superheaters. 
Curtis  V.  de  Ferranti  v.  lAndmark,  115. 

17.  Patentability — Underfeed   Stoker. — Claims   for  an   underfeed   stolcer 

Held  unpatentable  in  view  of  the  prior  art    Ew  parte  Murray^  184. 

18.  Same — Snap-Hook. — ^A  claim  for  a  snap-hook,  Held  patentable  over  the 

prior  art  for  the  reason  that  although  the  elements  are  old  they  are  so 
brought  together  in  a  practical  device  as  to  co5perate  one  with  another 
to  produce  a  new  and  useful  result.    Ex  parte  Armstrong,  413. 

19.  Same — Rubber-Covered  Roll. — Claims  for  a   rubber-covered  roll  Held 

patentable  over  the  prior  art,  since  not  only  is  a  new  and  useful  result 
acquired  by  the  structure  covered  thereby,  but  the  exercise  of  the  inven- 
tive faculty  was  required  to  obtain  the  same.    EiP  parte  Bumham,  189. 

20.  Same*— PackIge-Binder  for  Letters  and  the  Like. — Claims  for  a  pack- 

age-binder for  letters  and  the  like  Held  patentable  over  the  prior  art 
for  the  reason  that  while  the  differences  over  the  prior  art  are  slight 
the  production  of  the  device  covered  by  these  claims  involved  the  exer- 
cise of  the  inventive  faculties.    Ex  parte  Millsaps,  215. 

CONSTRUCTION  OF  RULES.  See  Interference,  3,  5,  6,  7,  9,  12;  Motion  to 
Dissolve  Interference,  7,  9 ;  Oath,  1,  2 ;  Prosecution  of  Applications,  11. 
21,  23;  Reopening  of  Decided  Cases, 

CONSTRUCTION  OF  SPECIFICATIONS  AND  PATENTS.  See  Particular 
Patents;  Patentability,  1;  Priority  of  Invention,  5. 

1.  Proceedings  in  Patent  Office. — "  It  is  settled  by  the  repeated  decisions 

of  the  Supreme  Court  and  of  this  court  that,  when  an  inventor  seeking 
a  patent  for  a  broad  claim  acquiesces  In  a  rejection  of  the  same  by 
the  Patent  Office  and  substitutes  therefor  a  narrower  one,  he  will  not 
be  heard  to  insist  that  the  construction  of  the  claim  allowed  shall 
include  that  which  has  been  rejected;  also,  that  a  claim  as  allowed 
under  such  circumstances  must  be  construed  with  reference  to  the 
rejected  claims  and  the  prior  state  of  the  art,  knd  will  not  be  so  Inter- 
preted as  to  cover  either  what  was  rejected  by  the  Patent  Office 
or  disclosed  by  prior  devices."     (*)Boss  Mfg,  Co,  v.  Thomas,  466. 

2.  Patentability — Loose-Leaf  Binders. — The  substitution.  In  a  loose-leaf 

binder,  for  the  lock  previously  used  therein  of  a  lock  that  previously 
existed  in  box-fastenings.  Held  not  to  amount  to  Invention.  "  In  the 
new  binder,  there  Is  an  old  combination  considerably  Improved  and  a 
better  result;  but  an  old  operation  by  old  means."  (*)8i€her  d 
Trussell  Mfg.  Co,  v.  Chicago  Binder  d  File  Co.,  497. 
CONSTRUCTION  OF  STATUTES.  See  Abandonment  of  Applications,  1,  3,  4. 
5,  6;  Applications,  1;  Certiorari,  3,  4;  Claims,  1,  4;  Copyright;  Reissue, 
4,  6,  9;  Renewal  of  Forfeited  Applications;  Suits  in  Forma  Pauperis; 
Suits  under  Section  4915  Revised  Statutes;  Title  of  Invention,  2. 
1.  Pure  Food  and  Drugs  Act — Misbranding. — Section  8  of  the  Pure  Food 
and  Drugs  Act  provides,  in  part,  that  a  drug  shall  he  considered  mis- 
branded  If  the  package  containing  it  f^ils  to  bear  a  statement  as  to 
the  quantity  or  proportion  contained  therein  of  any  one  of  certain 
named  substances  or  of  any  derivative  or  preparation  thereof.  Held 
that  the  omission  from  the  lal)el  on  a  package  containing:  a  derivative 
of  one  of  these  substances  of  a  statement  that  it  was  In  fact  such  a 
clerlvatlve  did  not  constitute  misbranding,  the  trade  name  and  the 
2097**— 12 39 
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proportion  of  the  deriyatiye  being  given.  (*)  United  States  of  Atnerica 
T.  Antikammia  Chemical  Company,  357. 

2.  Sami — Same. — Held  that  a  medicinal  preparation  cannot  be  said  to  be 
miabranded  within  the  meaning  of  section  2  of  the  Food  and  Drugs 
Act  (84  Stat,  768)  merely  because  of  a  false  and  misleading  statement 
in  the  label  as  to  its  curatiye  effect  {**)Th€  United  States  y. 
Johnson,  564. 

a  Witnesses— Subpoena  Duces  Tecum.— The  authority  to  Issne^ubpoenas 
duces  tecum  was  comprehended  in  the  power  conferred  upon  the 
Federal  courts  by  the  act  of  September  24,  X789,  (1  Stat  at  U,  81, 
chap.  20,  sec.  14;  U.  S.  Rev.  Stat,  sec.  716;  U.  S.  Ck)mp.  Stat,  1901, 
p.  580,)  to  issue  all  writs  not  specially  provided  for  by  statute  which 
may  be  necessary  for  the  exercise  of  their  respective  jurisdictions  and 
agreeable  to  the  practice  and  usages  of  law.  {**)Th€  American  Litho- 
graphic Company  v.  Werckmeister,  572. 

4.  Same — Same — Books  of  Pabtt. — Ck>mpulsory  production  of  the  books 

of  a  corporate  defendant  under  a  subpoena  duces  tecum,  served  upon  an 
officer  of  the  corporation  in  an  action  to  recover  the  penalties  pre- 
scribed by  United  SUtes  Revised  Statutes,  (sec.  4965,)  United  States 
Compiled  Statutes,  1901,  (p.  3414,)  for  printing  and  selling  copies  of  a 
copyrighted  painting,  did  not  after  the  change  of  the  rule  as  to  the 
incompetency  of  parties  as  witnesses  made  by  section  858,  violate 
any  of  the  rights  of  the  corporation  under  section  724,  providing  for 
the  production  on  notice  and  motion  of  a  party^s  books  and  papers, 
since  this  section  cannot  be  regarded  as  providing  an  exclusive 
procedure.     (••)/<!. 

5.  Same — Self-Crimination — Statutory  Immunity. — Entries  in  the  books 

of  a  party  produced  in  obedience  to  a  subpcena  duces  tecum  were  not 
rendered  inadmissible  on  the  trial  by  United  States  Revised  Statutes, 
(sec.  860,)  United  States  Compiled  Statutes,  1901,  (p.  661,)  providing 
that  no  discovery  or  evidence  obtained  from  a  party  or  witness  by 
means  f>f  a  judicial  proceeding  shall  be  given  in  evidence  or  used 
against  him  in  a  criminal  case  or  in  a  proceeding  to  enforce  a  penalty 
or  forfeiture,  since  these  provisions  manifestly  refer  to  a  case  where 
in  some  prior  judicial  proceeding  a  discovery  had  been  made  or  testi- 
mony had  been  given  and  the  evidence  so  obtained  was  sought  to  be 
used.     {**)Id. 

CONSTRUCTION  OF  TRADE-MARK  STATUTES.    See  Trade-Marks,  85,  91. 

COPYRIGHT.     See  Construction  of  Statutes,  3,  4,  5 ;  Trade-Marks,  26. 

1.  Matter  Subject  to— Lioht-Prisms. — An  optical  prism  device,  pressed  to 

shape  in  plastic  glass,  for  modifying  light-rays  in  a  scientific  or  techni- 
cal character.  Held  not  of  the  class  intended  to  be  covered  by  section  5, 
subparagraph  (1)  of  the  Copyright  Act  of  March  4,  1909,  providing  for 
the  protection  of  ''drawings  or  plastic  works  of  a  scientific  or  technical 
character,**  the  word  "scientific**  referring  to  the  use  for  which  the 
article  is  designed  rather  than  to  the  manner  of  its  productioiL 
(o)  Brock  V.  national  Electrical  Supply  Company,  251. 

2.  Infringement   of   Painting — Penalties. — ^The   infringing  copies  of  a 

copyrighted  painting  need  not  be  found  in  the  infringer's  possession  in 
order  to  render  him  liable  for  the  penalty  of  t&x  dollars  imposed  by 
United  States  Revised  Statutes,  (sec.  4965,)  United  States  Compiled 
Statutes,  1901,  (p.  3414,)  "  for  any  copy  of  the  same  in  his  possession, 
or  by  him  sold  or  exposed  for  sale.**  {**)  The  American  Lithographic 
Company  v.  Werckmeister,  572, 
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CX)RPORATIONS.    See  ConsirucMon  of  Statutes,  4;  Trade-Marks,  82,  88. 

COSTS. 

Immaterial  Recobd  Bbouoht  Upon  Cebtiorabi. — ^Appellee  required  to  reim- 
burse appellant  for  printing  unnecessary  record  brought  up  on  a  cer- 
tiorari at  the  suggestion  of  the  former.    {*) Frost  v.  Chase,  409. 

COURT  OF  APPEALS  OF  THE  DISTRICT  OF  COLUMBIA.  See  Grant  of 
Patents,  1 ;  Trade-Marks,  76. 

CRIMINAL  PROSECUTION.    See  Applications,  3;  Fraud,  L 

DAMAGES.    See  Trade-Marks,  13,  83. 

DATE  OF  FILING  APPLICATION.     See  PrioHty  of  Invention,  2,  6.  U,  14. 

DECEPTIVE  MARK.    See  Trade-Marks,  33,  34. 

DECISION  OF  THE  CIRCUIT  COURT  OF  APPEALS.    See  Trade-Marks,  37. 

DECISIONS  OF  THE  COMMISSIONER  OF  PATENTS.  See  Abandonment  of 
Applications,  3,  4,  5;  Interference,  14,  22;  Priority  of  Invention,  13; 
Reissue,  2. 

DECISIONS  OF  THE  COURT  OF  APPEALS  OF  THE  DISTRICT  OF  COLUM- 
BIA.   See  Suits  Under  Section  4915,  Revised  Statutes,  2,  3. 

DECISIONS  OF  THE  EXAMINERS-IN-CHIBF.  See  Motion  to  Dissolve  Inter- 
ference, 1 ;  Prosecution  of  Applications,  9 ;  Reopening  of  Decided  Cases, 

DECLARATION  OF  INTERFERENCE.  See  Amendments,  3,  4;  Motion  to  Dis- 
solve Interference,  2. 

DELAY.     See  Abandonment  of  Applications,  1,  6. 

DELAY  IN  BRINGING  MOTIONS.  See  Interference,  8;  Motion  to  Dissolve 
Interference,  1. 

DELAY  IN  FILING  APPLICATIONS.  See  Interference,  1;  Prosecution  of 
Applications,  4. 

DELAY  IN  FILING  MOTION.    See  Interference,  12. 

DELAY  IN  FILING  NEW  OATH.    See  Oath,  3. 

DELAY  IN  ISSUING  PATENT.  See  Suits  Under  Section  4915,  Revised  Stat- 
utes, 3. 

DELAY  IN  PROSECUTING  APPLICATION.  See  Abandonment  of  Applica- 
tions, 6;  Prosecution  of  Applications,  4,  17,  18,  20,  21;  Suits  under  Sec- 
tion 4915,  Revised  Statutes,  1,  2. 

DESlTJFriON  OF  GOODS.     See  Tradrj-Marks,  2,  11,  12,  15,  16,  17,  18,  76. 

DESCRIPTIVE  TERMS.  See  Trade-Marks,  5,  9,  21,  39,  40,  41,  63,  63,  64,  65, 
71,  74,  80.  81,  86,  87,  88,  89.  90. 

DESIGNS. 

Afpligation — Drawing. — When  in  an  application  for  a  design  patent  for  a 
glass  shade  the  edges  or  prisms  which  form  the  upper  surface  of  the 
shade  are  not  merely  surface  ornamentation,  Held  that  the  Examiner 
properly  required  that  a  view  of  the  article  as  seen  from  the  side  be 
added  to  the  drawing,  which  contained  only  a  top  and  a  bottom  plan 
view.    Ex  parte  Mygatt,  186. 

DILIGENCE.  See  Interference,  1,  19;  Priority  of  Invention,  4,  6,  18;  Prosecu- 
tion of  Applications,  17 ;  Reissue,  1. 

DISCLAIMER.  See  Access  to  Pending  Applications;  Particular  Patents,  8; 
Trade-Marks,  19. 

DISCLOSURE  OF  INVENTION.  See  Construction  of  Claims,  4.  8,  9,  12,  16; 
Drawings,  3 ;  Interference,  2,  1% ;  Mandamus,  3 ;  Motion  to  Amend  Pre- 
liminary Statement;  Motion  to  Dissolve  Interference,  2,  4,  5;  Priority 
of  Invention,  2,  5,  6,  11,  10,  17;  Reduction  to  Practice,  9;  Reissue,  8; 
Testimony,  1. 

DISCRETION  OF  THE  COMMISSIONER  OF  PATENTS.  See  Abandonment 
of  Applications,  4 ;  Mandamus. 
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DISCRETION    OF    THE    TRIBUNALS    OF    THE    PATENT    OFFICE.     See 
Interference,  7. 

DIVISIONAL  APPLICATIONS.     See  Interference,  18. 

Fraud — Comflicity  of  Appucant.— Where  with  the  connivance  of  an  appli- 
cant his  application  was  fraudulently  altered  and  thereafter  an  appli- 
cation was  filed  containing  the  matter  fraudulently  placed  in  the  prior 
application  and  containing  a  statement  that  it  was  a  division  of  such 
prior  application.  Held  that  the  alleged  divisional  application  is  so 
permeated  with  fraud  that  it  cannot  be  amended  by  omitting  therefrom 
the  reference  to  the  prior  application  and  that  no  valid  patent  could 
be  granted  thereon.    In  re  Heany,  188. 

DIVISION  OF  APPLICATIONS.     See  Prosecution  of  Applications,  8. 

1.  Application — Pbosecution. — ^Division  between  claims  to  different  spedes 

of  a  generic  invention  Held  properly  required,  (citing  ex  parte  Eagle, 
C.  D.,  1870,  137.)     Em  parte  Weston,  2ia 

2.  Same — Same— Question  Settled  Befobe  Examination  on  Patentabil- 

ity.— ^The  Office  cannot  undertake  to  examine  into  the  patentability 
of  more  than  one  invention  in  a  single  application,  and  where  division 
is  required  on  the  ground  that  the  case  presents  a  plurality  of  inv^i- 
tions  the  Examiner  rightly  deferred  an  examination  on  the  patentabil- 
ity of  the  claims  until  the  question  of  division  was  settled,  (citing  eo? 
parte  Snyder,  C.  D.,  1904,  242;  110  O.  O.,  2236;  em  parte  Grain,  C.  D^ 
1907,  18;  126  O.  G.,  758.)  Id. 
8.  Requirement  fob  Election. — ^Where  an  application  as  filed  disclosed 
several  inventions,  only  some  of  which  were  claimed,  and  in  response 
to  a  requirement  for  division  the  claims  to  all  but  one  of  such  inven- 
tions were  canceled.  Held  that  this  action  constituted  an  election  and 
that  thereafter  applicant  was  entitled  to  prosecute  neither  claims  to  the 
subject-matter  for  which  claims  had  been  canceled  nor  claims  for  the 
subject-matter  not  originally  claimed.  Ex  parte  Moorhead,  242. 
DRAWINGS.  See  Designs;  Examination  of  Applications,  2;  Interference,  15, 
18 ;  Priority  of  Invention,  6 ;  Redwition  to  Practice,  4 ;  Reissue,  8,  10 ; 
Trade-Marks,  19,  56. 

1.  Should  Clearly  Disclose  Invention. — ^A  requirement  for  a  correction 

of  a  drawing  Held  proper,  since  it  is  very  desirable  that  the  drawings 
be  so  clearly  and  artistically  executed  as  to  facilitate  a  ready  under- 
standing of  the  invention.    Ex  parte  Oood,  43. 

2.  Interference — Priority — Testimony. — Testimony  as  to  the  making  of 

drawings  Held  insufficient '  to  establish  that  they  were  made  at  the 
dates  claimed,  since  it  did  not  appear  that  they  had  remained  in  the 
possession  of  the  witnesses  since  the  time  they  were  said  to  have  been 
shown  to  them  and  since  the  witnesses  were  unable  to  absolutely 
identify  the  drawings  as  being  in  the  same  condition  as  at  that  time. 
Miller  V.  Blackburn,  194. 

ELEMENTS.    See  Claims,  2,  4;  Construction  of  Claims,  2,  18;  Patentability,  4. 

EMPLOYER  AND  EMPLOYEE. 

1.  Interference — Priority. — The  principle  is  well  settled  that  if  one  em- 
ployed to  carry  out  an  invention  by  another  of  a  machine,  manufacture, 
or  composition  of  matter  makes  valuable  discoveries  ancillary  to  the 
plan  and  preconceived  design  of  the  employer  such  discoveries  inure 
to  the  benefit  of  the  employer,  and  the  principle  applies  to  the  case  of 
principal  and  assistant  aigaged  in  the  work  of  a  common  employer. 
(♦)  Ladoff  V.  Dempster;  Dempster  v.  Ladoff,  333. 
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2.  Bji^m — Same. — D.  was  employed  to  improye  upon  the  magnetite  electrode 

of  S.  He  made  several  different  combinations  of  material,  one  of  which 
contained  three  to  twelve  per  cent,  of  titanium  oxid.  L.  was  employed 
to  assist  D.  and  mixed,  fired,  and  tested  the  pencils  according  to  his 
directions,  but  was  not  called  upon  to  advise  or  assist  him  in  any  other 
way.  While  doing  the  work  L.  conceived  the  idea  of  an  entire  or 
substantially  entire  reduction  of  the  oxids  to  iron.  Held  that  this  did 
not  inure  to  the  benefit  of  D.,  since  it  was  not  a  mere  mechanical  im- 
provement of  the  thing  L.  was  employed  to  perfect     (*)  Id. 

3.  Same — Same. — M.  organized  a  company  for  the  purpose  of  manufactur- 

ing a  gasolene-truck  in  which  was  to  be  used  a  transmission  device  de- 
signed by  M.  B.  was  employed  by  M.  as  a  draftsman  and  while  so 
employed  improved  the  transmission  device  used  by  M.  Held  that  the 
relation  of  employer  and  employee  in  the  sense  in  which  that  term  is 
used  in  the  patent  law  did  not  exist  between  M.  and  B.,  since  B.  was 
not  employed  to  assist  M.  in  any  capacity  except  that  of  draftsman 
and  since  the  transmission  device  designed  by  M.  was  notoriously  old, 
and  therefore  the  invention  of  B.  was  not  ancillary  to  an  invention 
made  by  M.     Miller  v.  Blackburn,  194. 

EQUIVALENTS.  See  Interference,  8;  Invention;  Motion  to  Dissolve  Inter- 
ference, 4,  5;  Reissue,  7. 

ESTOPPEL.  See  Interference,  8;  Motion  to  Dissolve  Interference,  4;  Re- 
issue, 7. 

EVIDENCE.  See  Commercial  Success;  Construction  of  Statutes,  5 ;  Fraud,  2 ; 
Grant  of  Patents,  2;  Motion  to  Amend  Preliminary  Statement;  Priority 
of  Invention,  4,  9,  12,  13,  14,  15. 

EXAMINATION  OP  APPLICATIONS.  See  Abandonment  of  Applications,  2; 
Division  of  Applications,  2 ;  Prosecution  of  Applications,  2. 

1.  Rejection — Withdrawal  of  One  of  Two  Corbelative  Refebenoes — 

Final  Rejection  Not  Pbematubb. — Where  the  Examiner  rejects  a 
claim  as  not  patentable  over  either  of  two  references  and  in  response 
to  an  argument  repeats  the  rejection,  relying  upon  only  one  of  these 
references,  Held  that  it  was  proper  to  make  this  rejection  final.  Ess 
parte  Gentry,  6. 

2.  Prosecution — Final  Rejection. — In  the  first  Office  action  the  drawing 

and  specification  were  criticised  in  certain  respects  and  the  claims 
rejected.  Within  a  month  thereafter  applicant  filed  an  amendment 
directing  the  correction  of  the  formal  errors  and  stated  that  he  de- 
sired to  submit  within  a  reasonable  time  an  argument  with  respect  to 
.  the  references  and  further  amendment  The  Eixaminer  finally  rejected 
the  claims  and  refused  to  admit  an  amendment  filed  thereafter.  Held 
that  the  final  rejection  was  premature  and  that  the  proper  response  to 
applicant's  first  action,  if  any  was  necessary,  would  have  been  a  letter 
stating  that  It  was  incomplete.  Ex  parte  Barber,  75. 
8.  Same — Formal  Objections. — ^All  formal  objections  should,  if  possible, 
be  made  in  the  first  Ofilce  letter;  but  the  Examiner  is  not  precluded 
from  making  such  objections  during  the  subsequent  prosecution  of  the 
case.    Ex  parte  Fritsch,  239. 

EXAMINER  OF  INTERFERENCES.     See  Interference,  12;  Trade-Marks,  75. 

EXAMINER  OF  TRADE-MARKS.     See  Labels,  1 ;  Trade-Marks,  25. 

BXAMINERS-IN-CHIEF.  See  Appeal  to  the  Examiners-in-Chief ;  Fees;  Motion 
to  Dissolve  Interference,  1 ;  Reopening  of  Decided  Cases;  Reopening  of 
Rejected  Applications. 

EXECUTOR  OR  ADMINISTRATOR,    See  Labels,  2. 
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EX  PARTE  MATTER.    See  Motion  to  Dissolve  Interference,  1*        « 

EXPIRATION  OF  PATENT.     See  Trade-Marks,  14. 

FEDERAL  COURTS.    See  Construction  of  Statutes,  3. 

FEES.    See  Refundment  of  Fees. 

Rktubn — Not  Paid  bt  Mistake. — G.  moved  to  dissolve  the  interfereDoe  on 
the  ground  that  the  issue  is  not  patentable,  and  K.  moved  to  dissolve 
on  the  ground  that  G.  had  no  right  to  make  the  claim.  The  Primary 
Examiner  granted  both  motions,  and  his  decisions  were  affirmed  by  the 
Examiners-in-Chief.  C.  appealed  to  the  Commissioner  from  the  dedsioo 
holding  that  he  had  no  right  to  malse  the  claim,  which  was  dismissed 
as  raising  a  moot  question,  as  K.  did  not  appeal  from  the  decision 
holding  the  issue  unpatentable.  Held  tliat  C.'s  appeal  fee  was  not  paid 
by  mistalse  and  that  he  was  not  entitled  to  liave  it  returned.  Curtis  v. 
Kleinert,  a 

FINAL  HEARING.  See  Interference,  3,  6,  7,  U ;  Motion  to  Dissolve  Interfer- 
ence, 4;  Trade-Marks,  34. 

FINAL  REJECTION  OF  CLAIMS.  See  Examination  of  Applications,  1.  2; 
Interference,  18;  Mandamus;  Pfxtsecution  of  Applications,  8,  4,  10,  11, 
12,  14,  17,  19,  21,  23. 

FIRST  AND  ORIGINAL  INVENTOR.  See  Interference,  14 ;  Motion  to  DUsf^ve 
Interference,  3;  Priority  of  Invention,  7,  8,  9;  Testimony,  1. 

FOREIGN  APPLICATIONS.  See  Abandonment  of  Applications,  6;  Attorneys, 
1 ;  Priority  of  Invention,  16 ;  Refundment  of  Fees. 

FOREIGN  INVENTION.  See  Priority  of  Invention,  6,  10;  Reduction  to  Prae- 
tice,  9. 

FOREIGN  LANGUAGE.     See  Trade-Marks,  68,  64,  88,  87. 

FOREIGN  PATENTS.    See  Rejection  of  Claims. 

FORFEITED  APPLICATIONS.     See  Renewal  of  ForfeUed  Applications. 

FORMER  DECISIONS  CITED.  See  CertoraH,  2;  Construction  of  Claims,  2, 
9;  Division  of  Applications,  1,  2;  Interference,  11;  Patentability,  4.  8: 
Prose§fition  of  Applications,  5 ;  Reduction  to  Practice,  4 ;  Reissne,  1.  3. 
5;  Testimony,  1;  Title  to  Invention,  1;  Trade-Marks,  13,  47,  57,  63.  76. 

FORMER  DECISION  CONSTRUED.     See  Reissue,  3;  Trade-Marks,  34. 

FORMER  DECISIONS  DISTINGUISHED.  See  Abandonment  of  Applications, 
2;  Reduction  to  Practice,  6,  8;  Trade-Marks,  17,  46. 

FRAUD.  See  Applications;  Divisional  Applications;  Orant  of  Patents,  2,  8; 
Jurisdiction  of  the  Commissioner  of  Patents;  Trade-Marks,  61,  62. 

1.  Criminal  Pboceeding — Res  Adjudicata. — ^Where  in  a  criminal  proceed- 

ing against  an  applicant,  his  attorney,  and  another  for  conspiracy  in 
the  matter  of  the  alteration  of  certain  applications  the  applicant  was 
acquitted,  Held  that  the  question  of  the  complicity  of  the  applicant  in 
such  alteration  is  not  res  adjudicata  in  a  proceeding  to  determine 
whether  valid  patents  can  be  issued  on  such  applications.  In  re 
Heany,  13S. 

2.  Applicant  Pbivt  Thereto. — ^The  evidence  considered  and  Held  to  es- 

tablish that  H.  was  not  only  party  to  the  frauds  concerning  certain  of 
his  applications,  but  an  active  participant  therein,  and  that  the  whole 
proceeding  involving  these  applications  is  so  permeated  with  falsehood 
and  fraud  on  his  part  that  no  valid  patent  can  be  granted  on  any  of 
these  applications.    Id. 

FRAUDULENT  USB  OF  THE  WORD  "  PATENTED"  ON  UNPATENTED 
ARTICLES.     See  Trade-Marks,  61. 

FUNCTION.     See  Claims,  3,  4,  12;  Patentability,  9;  Reissue,  4. 

(GEOGRAPHICAL  TERMS.     See  Trade-Marks,  3,  27,  66,  91. 
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GENERIC  AND  SPECIFIC  CLAIMS.     See  Division  of  ApplicatiOM,  1. 
GOODS  OF  SAME  DESCRIFXIVE  PROPERTIES.     See  Trade-Marks,  1.  2. 

11,  12,  25,  29,  30.  31,  36.  42,  57,  58,  84.  85,  »3. 
GOVERNMENT  GUARANTY.     See  Trade-Marks,  26. 
GRANT   OF  PATENTS.     See  Assignment;  Divisional  Af^pUoations ;   Fraud; 

Jurisdiction  of  the  Commissioner  of  Patents;  Particular  Patents,  2; 

Reduction  to  Practice,  5;  Reissue,  6,  9,  10;  8uits  under  Section  i915. 

Revised  Statutes,  3. 

1.  Application — Claims — Rejection — ^Basis  Thereof.— The  r^uaal  of  the 

Commissioner  or  of  the  Court  of  Appeals  of  the  District  of  Colambia 
to  grant  patents  Is  always  based  upon  the  t&ct  that  in  the  opinion  of 
these  tribunals  the  patents,  if  granted,  would  be  Invalid.  All  the 
reason  relied  upon  by  the  Commissioner  or  the  court  in  their  decisions 
refusing  to  grant  patents  to  applicants,  either  in  est  parte  or  interfer- 
ence cases,  may  be  pleaded  in  court  against  the  validity  of  patent& 
In  re  Heany,  138. 

2.  Same — Fraud — Duty   of   Commissioneb   to   Refuse   Patents. — If  the 

Commissioner  should  find  from  evidence  duly  taken  in  accordance  with 
the  law  that  an  application  or  applications  are  so  permeated  with 
fraud  as  to  Justify  the  opinion  that  any  patent  or  patents  granted  on 
thc«e  applications,  whether  amended  or  not,  would  be  annulled  or 
set  aside  by  a  court  of  equity  on  petition  of  the  United  States  through 
the  Attorney-General,  on  the  ground  that  the  patent  was  obtained 
through  fraud,  then  it  would  be  the  duty  of  the  Commissioner,  under 
the  law,  to  refuse,  upon  that  ground,  to  grant  such  a  patent.  Id. 
8.  Same — ^Refusal  to  Grant  Patent — ^Not  a  Punishment  foe  Fraud. — 
The  refusal  to  grant  a  patent  on  the  ground  that  fraud  was  committed 
by  the  applicant  in  the  application  for  such  patent  is  not  a  punishment 
for  committing  the  fraud.     Id, 

HEARING.     See  Interference,  3,  4,  13. 

INADVERTENCE  OR  MISTAKE.     See  Reissue,  4,  6,  7,  8. 

INDEFINITENESS.     See  Construction  of  Claims,  1,  16 ;  Trade-Marks,  17,  18. 

INFRINGEMENT.     See  CopyHght,  2;  Injunction;  Particular  Patents,  5,  13; 
Reissue,  2;  Trade-Marks,  22,  37,  69. 

INJUNCTION.     See  Trade-Marks,  69. 

Decision  Granting — Limitation  of  Injunction. — ^A  decree  enjoining  in- 
fringement of  a  patent  may  properly  provide  that  it  shall  not  apply 
to  a  sale  by  defendant  of  articles  made  by  the  defendant  in  another 
suit  brought  by  complainant  in  another  circuit  in  which  the  patait 
was  adjudged  void ;  but  the  proviso  will  not  be  extended  to  cover  other 
articles  made  in  the  latter  circuit  where  the  question  of  such  right 
is  not  directly  involved  under  the  evidence.  (**)  Diamond  Rubber 
Co.  of  New  York  v.  Consolidated  Rubber  Tire  Co.  and  Rubber  Tire 
Wheel  Co.,  538. 

INTERFERENCE.  See  Access  to  Pending  Applications;  Amendments;  Con- 
cealment of  Invention;  Construction  of  Claims,  16;  Drawings,  2; 
Employer  and  Employee;  Jurisdiction  of  the  Court  of  Appeals  of  the 
District  of  Columbia;  Limit  of  Appeal;  Motion  to  Amend  Preliminary 
Statement;  Motion  to  Dissolve  Interference;  Oath;  Priority  of  Inven- 
tion; Pul>lic  Use  and  Sale;  Reduction  to  Practice;  Reissue,  3;  Suits 
under  Section  4915,  Revised  Statutes;  Testimony;  Trade-Marks,  1,  2,  3, 
10,  32,  33.  34,  44,  45,  76,  76. 
1.  Priority — Diligence. — ^R.  placed  the  control  of  an  invention  made  by 
him  in  the  bands  of  L.,  the  manager  of  a  company,  for  the  use  of  that 
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company,  and  he  had  an  application  prepared  which  waB  executed  by 
R.  and  returned.  This  application  was  mislaid  during  the  moving  of 
the  company's  office  and  was  not  discovered  and  filed  until  two  months 
after  H/s  application  was  filed.  Neither  party  actually  reduced  the 
invention  to  practice,  and  it  appeared  that  R.'s  application  could  have 
been  r^roduced  from  the  attorney's  carbon  copy.  Held  that  R.  was 
lacking  in  diligence  and  priority  of  invention  properly  awarded  to  H. 
(•)  Robischunff  v.  Handiges,  272. 

2.  Same — Right  to  Make  the  Claim. — Held  that  M.,  the  senior  party,  has 

no  right  to  make  the  claim  in  issue,  since  the  Invention  covered  thereby 
Is  not  fully  and  clearly  disclosed  in  his  application.  (*)  Slingluff  and 
Heichert  v.  Maynard,  280. 

3.  Non-Patentabilitt  of  Issue  to  All  Pasties — Cannot  be  Raised  Undei 

Rule  ISO. — ^A  party  has  no  right  under  the  provisions  of  Rule  190  to 
urge  at  final  hearing  the  non-patentability  of  the  issue.  Perry  d  Hun- 
toon  V.  Busae,  24. 

4.  Motion  to  Dissolve — Hearing  Thebeon  Superseded  bt  Notice  fob  Ad- 

dition OF  Parties. — Where,  after  giving  notice  of  a  hearing  on  a  mo- 
tion to  dissolve  an  interference,  the  Primary  Examiner  acquired 
jurisdiction  of  the  case  for  the  purpose  of  adding  new  parties.  Held 
that  the  notice  that  the  case  had  be^i  transmitted  to  the  Primary 
£2xaminer  for  this  purpose  superseded  the  hearing  and  that  the  hearing 
on  the  motion  should  have  been  postponed  until  it  had  been  determined 
whether  such  new  imrtles  would  be  added  and  whether  any  further 
motions  would  be  brought  In  view  thereof.  WhUelato  v.  Eckhardt  v. 
Koch,  26. 

5.  Motion  Undeb  Rule  109 — No  Appeal  fbom  a  Favobable  Decision. — No 

appeal  lies  from  a  decision  granting  a  motion  to  add  counts  undw 
Rule  109  whether  rendered  by  the  Primary  Examiner  or  the  ESxaminers- 
in-Chief.    Leonard  v.  Pardee,  32. 

6.  Same — Rule  130. — Where  a  party  to  an  interference  opposes  the  grant- 

ing of  a  motion  to  amend  under  Rule  109  on  the  ground  that  the  moving 
party  has  no  right  to  make  the  proposed  claims,  Held  that  under  the 
provisions  of  Rule  130  he  can  urge  this  at  final  hearing.    Id. 

7.  Same. — Rule  130  provides  that  a  party  may  urge  at  final  hearing  the 

non-patentability  of  a  claim  to  his  opponent  only  if  he  has  presented 
a  motion  to  dissolve  the  interference  upon  that  ground  or  shows  good 
reason  why  such  motion  was  not  presented  and  prosecuted.  Held  that 
••  the  determination  of  the  question  whether  or  not  such  reason  exists 
in  a  given  case  rests  largely  In  the  discretion  of  the  tribunals  of  the 
Patent  Office  and  unless  there  has  been  a  gross  abuse  of  discretion 
this  court  will  not  Interfere."     (•)  BroadweU  v.  Long,  300. 

8.  Priority — Right  to  Make  Claims — Question  Raised  fob  First  Time 

After  Testimony  is  Taken. — ^After  all  the  testimony  had  been  taken 
BroadweU  filed  a  motion  to  dissolve  the  Interference,  on  the  ground 
that  Long  had  no  right  to  make  the  claims,  and  a  motion  for  permis- 
sion to  take  testimony  to  show  that  the  Long  device  is  inoperative. 
Transmission  of  the  motion  to  dissolve  the  Interference  was  refused 
and  the  motion  to  reopen  denied,  on  the  ground  that  the  showing  made 
as  to  fftilure  to  bring  the  motions  within  the  proper  time  was  insuffi- 
cient Held  **  the  Commissioner  has  ruled,  and  we  think  properly,  that 
the  reasons  assigned  for  the  delay  were  not  sufflci^it  to  warrant  the 
reopening  of  the  case.    •    •    •    We  conclude,  therefore,  on  this  branch 
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of  the  case,  that  Broadwell  is  here  estopped  to  question  Long's  right 
to  make  these  claims."  (*)  Id. 
9.  Motion  to  Amend  Undkb  Rxti^b  109 — Delay  in  Bbinging.— W.  moved  to 
dissolve  the  interference,  and  G.  moved,  under  the  provisions  of  Rule 
109,  to  amend  the  issue.  W.'s  motion  was  granted,  and  the  interference 
was  redeclared  as  to  certain  of  the  claims  presented  by  G.  Thereupon 
W.  brought  a  motion  to  add  further  counts  to  the  issue.  Held  that  in 
view  of  the  record  of  the  case  this  motion  should  have  been  trans- 
mitted.   Walker  and  Walker  v.  OUchrist,  41. 

10.  Prior  Interference  Involving  Assignee  of  One  of  the  Parties — ^Mo- 

tion TO  Dissolve — ^Transmission. — ^Where  an  interference  was  declared 
between  the  application  of  the  winning  party  to  a  prior  interference 
and  an  application  owned  by  the  assignee  of  the  losing  party  thereto, 
Held  that  a  motion  to  dissolve  on  grounds  which  were  or  might  have 
been  raised  in  the  prior  interference  was  properly  refused  transmis- 
sion.   Kelly  V.  Dempster,  47. 

11.  Alleged  Statutory  Bar — Suspension. — It  is  the  well-established  prac- 

tice of  the  Office  not  to  suspend  action  in  an  interference  proceeding 
where  testimony  has  been  taken  and  the  case  is  ready  for  final  hearing 
in  order  to  institute  a  public-use  proceeding.  (DoUe  v.  Henry ,  C.  D., 
1905.  429;  118  O.  G.,  2249;  Wert  v.  Borst  and  Groscop,  O.  D..  1906, 
198;  122  O.  G.,  2062.)     Brenizer  v.  Robinson,  66. 

12.  Motion  to  Amend — ^Filed  After  Dissolution  of  Interference. — A  mo- 

tion to  amend  the  issue  of  an  interference  under  Rule  109  filed  after 
the  decision  of  the  Primary  Examiner  dissolving  the  interference  had 
become  final  Held  properly  dismissed  by  the  Examiner  of  Interferences. 
Davis  V.  Zellers,  73. 
IS.  Applications  of  More  Than  Two  Parties  Involved. — Where  more  than 
two  parties  file  applications  claiming  substantially  the  same  patentable 
subject-matter,  an  interference  exists  betweoi  each  two  of  these  appli- 
cations ;  but  it  is  proper  to  consolidate  them  for  hearing  and  determina- 
tion as  one  case.     (*)  Cosper  v.  Qold  and  Gold.    Cosper  v.  Ooldy  387. 

14.  Judgment  That  One  of  the  Parties  is  Not  the  First  Inventor — 

Effect  of. — Where  in  an  interference  Involving  more  than  two  parties 
the  Commissioner  of  Patents  decides  that  one  of  the  parties  Is  not  the 
first  inventor,  Held  that  such  decision  is  final  and  appealable  to  the 
Court  of  Appeals  of  the  District  of  Columbia.     (*)  Id, 

15.  Right  to  Make  the  Claims — ^Details  Not  Shown  in  Original  Draw- 

ing.— "We  attach  no  importance  to  the  failure  to  give  a  representa- 
tion of  the  car  in  connection  with  the  foregoing  drawing.  It  is  not 
necessary  to  add  a  drawing  of  that  which  was  well  known  to  every  one 
whether  skilled  in  the  art  or  not  This  reasonable  doctrine,  well  estab- 
lished in  the  Patent  Office,  has  been  repeatedly  sanctioned  by  this 
court"     (*)  Id. 

16.  Claims  Allowed  Successful  Partt. — Where  two  applications  each  of 

which  disclosed  several  species  of  the  invention  were  involved  in  an 
interference  on  a  broad  claim,  Heid  that  the  successful  party  to  such 
interference  may  after  the  termination  be  allowed  a  claim  limited  to 
one  of  the  specific  forms.    Ex  parte  Van  Yorx,  97. 

17.  Issue — Construction. — Where  the  claims  corresponding  to  the  issue 

were  taken  from  the  patent  to  L.,  Held  that  If  their  meaning  is  at  all 
uncertain  they  must  be  construed  in  the  light  of  the  specification  of 
that  patent  and  the  proceedings  leading  to  the  grant  of  such  claima 
Curtis  V.  de  Ferranti  y.  Lindmark,  115. 
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18.  Senior  Pabtt  a  Patentee — Junior  Pabty  Rkltiho  on  Pbiob  Applica- 

tion— Discrx)8UBE  Therein  Must  be  Clbaelt  Shown. — Wbere  G.  relies 
upon  a  prior  application  of  which  be  contends  the  application  in  inter- 
ference is  a  division  and  It  appears  that  the  claims  of  soch  prior 
application  were  rejected  by  all  the  tribnnals  of  the  Patent  Office  and 
that  thereafter  and  after  the  Issuance  of  LuB  patent  C.  filed  his  pres- 
ent application  with  claims  taken  from  his  patent,  copying  the  draw- 
ings of  the  prior  application,  bat  adding  to  the  specification  thereof. 
Held  that  there  is  imposed  upon  C.  the  burden  of  showing  very  clearly 
that  he  had  a  conception  of  the  invention  in  issue  and  disclosed  it  in 
his  prior  application.     {*)  CurtU  v.  lAndmark,  488. 

19.  Priority — Diligence. — Evidence  considered  and  Held  to  establish  that 

R.,  who  was  the  first  to  conceive  the  invention  in  issue,  but  the  last 
to  reduce  it  to  practice,  was  reasonably  diligent  in  reducing  the  same 
to  practice  from  the  time  of  his  conception  and  that  priority  was 
properly  awarded  him.    Rowe  v.  Brinkmonn,  209. 

20.  Testimony — ^To    Show    Non-Patentabiutt    or   the    Issue   Not    Per- 

mitted.—It  is  the  well-settled  practice  of  the  Ofllce  that  a  party  will 
not  be  permitted  to  talce  testimony  on  the  question  of  tiie  patentability 
of  the  issue.  This  Is  for  the  evident  reason  that  the  question  of  patoit- 
ability  is  entirely  irrelevant  to  the  question  of  priority.  Vom  KeUer 
V.  Hayden  v.  Kruh  v.  Jackson,  217. 

21.  Same — ^To  Show  Scope  of  Issue  Not  Pkrmtttbd. — ^The  question  of  the 

scope  of  the  issue  is  one  to  be  determined  by  the  tribunals  of  tlie  Ofllce 
under  the  well-settled  practice  of  giving  claims  in  issue  the  broadest 
construction  they  will  support,  and  testimony  upon  this  question  wUl 
not  be  permitted.    Id. 

22.  Reopening. — Where  in  an  interference  involving  applications  of  B.,  D., 

and  L.  Judgment  of  priority  was  awarded  to  D.  by  the  Oommissiontf 
and  after  the  expiration  of  the  time  for  appeal,  neither  B.  nor  L. 
having  appealed,  a  concession  of  priority  by  D.  to  L.  was  filed  and 
an  order  entered  setting  aside  the  decision  so  far  as  these  parties 
were  concerned  and  awarding  priority  to  L.,  Held  that  the  effect  of 
the  last  decision  was  to  set  aside  the  first  decisi<m  and  to  adjudicate 
the  right  of  all  parties  and  that  B.  had  a  right  to  appeal  from  that 
decision.    Browne  v.  Dyson  and  Land,  446. 

INTERVENING  RIGHTS.  See  Amendments,  1;  Motion  to  Dissolve  Interfere 
ence,  4;  Reissue,  1,  2,  8,  5. 

INVENTION.  See  Amendments,  1;  Commercial  Success;  Constrw^ion  of 
Claims,  3,  6,  7,  9, 16,  19,  20;  Construction  of  Bpeciflcations  of  Patents,  2; 
Drauyings,  1 ;  Employer  and  Employee,  2 ;  Particular  Patents,  1,  4,  7,  8, 
9,  10,  11,  12 ;  PatentaWity ;  Prosecution  of  AppUoations,  15. 
Patentability — Substitution  of  Equivalents.— The  use  in  a  patented 
device  of  a  screw  to  fasten  together  two  parts  instead  of  a  rivet  used 
in  prior  devices  for  the  purpose  of  making  them  more  readily  detach- 
able is  but  the  substitution  of  a  well-known  mechanical  equivalent  and 
does  not  amount  to  invention.     (*)  Boss  Mfg,  Co.  v.  Thomas,  456. 

JOINT  AND  SOLE  APPLICATIONS. 

Application— Joint  Cannot  be  Ghanqed  to  Sole. — ^A  Joint  application 
cannot  be  changed  to  a  sole  application  in  the  name  of  one  of  the 
Joint  applicants.    Ex  parte  WeU  and  Grant,  249. 

JURISDICTION.     See  Certiorari,  2. 

JURISDICTION  OF  THE  COMMISSIONER  OF  PATENTS.  See  Cfrant  of 
Patents,  2;  Mandamus;  Motion  to  Dissolve  Interference,  8,  4,  5;  Par- 
ticular Patents,  2 ;  Reissue,  6,  10. 
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Afpucation — Fbaudulently  Altered — ^Jubisdiotion  of  Ck>MMi88T0NEB  to 
Investigate. — ^The  Jurisdiction  of  the  Gommissioner  to  investigate  the 
question  whether  certain  applications  for  patent  were  fraudulently 
changed  and  modified  is  acquired  by  virture  of  the  general  supervisory 
authority  of  the  Commissioner  of  Patents  over  affairs  in  the  Patent 
Office,  its  records  and  papers,  and  which  empowers  him  to  grant  valid 
patents  upon  legally-effective  applications  therefor  or  else  to  refuse  to 
grant  patents  upon  applications  therefor  which  are  shown  to  have  no 
foundation  in  law  and  which  patents.  If  granted,  would,  in  his  opinion, 
be  nnll  and  void.    In  re  Heany,  138. 

JURISDICTION  OP  THE  COURT  OF  APPEALS  OF  THE  DISTRICT  OF 
COLUMBIA.  See  Abandonment  of  Applications,  8;  Certiorari,  3,  4, 
Reissue,  3. 
INTBBFERENCE — PRIORITY— REDUCTION  TO  Practicb.— "  Couusel  for  appellant 
ask  us  to  erase  the  new  matter  and  restore  the  application  to  the  con- 
dition in  which  appellant  executed  it.  But  that  is  not  within  the  prov- 
ince of  this  court.  Our  duty  is  to  pass  upon  an  application  as  actually 
filed,  and  not  to  reconstruct  or  revise  it  to  suit  the  exigencies  of  a 
particular  case.  If  the  latter  course  were  adopted  in  this  instance,  it 
would  establish  a  dangerous  practice  under  which  we  would  be  called 
upon  continually  to  change  and  correct  defective  applicationa'* 
(♦)  Llndstrom  v.  Ames,  384. 

JURISDICTION  OF  THE  EXAMINER.     See  Interference,  4. 

JURISDICTION  OF  EXAMINER  OF  TRADE-MARKS.     See  Trade-Marks,  32. 

JURISDICTION  OF  THE  FEDERAL  COURTS.     See  Trade-Marks,  22. 

JURISDICTION  OF  THE  SUPREME  COURT  OF  THE  DISTRICT  OF 
COLUMBIA.     See  Certiorari,  3,  4 ;  Mandamus,  1. 

JURISDICTION  OF  THE  SUPREME  COURT  OF  THE  UNITED  STATES. 
See  Trade-Marks,  37. 

LABELS.     See  Construction  of  statutes,  1,  2 ;  Trade-Marks,  2,  16,  42. 

1.  Trade-Marks — Refusai.    to    Register    Babbd    on    Alleged    Misstate- 

ment^— No  Review  on  Petition. — The  action  of  the  Examiner  of 
Trade-Marks  refusing  to  register  a  mark  on  the  ground  that  the  labels 
show  a  misbranding  will  not  be  reviewed  on  petition,  but  only  as  n 
regular  appeal,  accompanied  by  the  fee  required  by  law.  Eof  parte 
Zinn,  103. 

2.  Registration — Proof  of  Authority  of  Executor  or  Administrator. — 

Where  a  label  is  sought  to  be  registered  by  the  executor  or  adminis- 
trator of  the  estate  of  the  owner  of  the  label,  proof  of  the  authority  of 
such  executor  or  administrator  should  be  filed  for  record  in  the  Office, 
as  required  by  Order  No.  1,838,  with  reference  to  patents.  E^r  parte 
Yankauer,  Yankauer,  and  Yankauer,  109. 

LACHES.  See  Motion  to  Dissolve  Interference,  4;  Suits  under  Section  4915, 
Revised  Statutes,  1,  2. 

LEADING  QUESTIONS.     Sea  Testimony,  4. 

LICENSE.    See  Assignment,  2,  3,  4. 

LIMIT  OF  APPEAL.     See  Interference,  22 ;  Trade-Marks,  32. 

1.  Appeal  Filed  After  Expiration  of — When  Entertained. — ^An  appeal 

filed  after  the  expiration  of  the  limit  of  appeal  will  be  entertained 
only  under  very  unusual  and  extraordinary  circumstances.  McKenzie 
V.  McTammany  v.  Oarreit,  227. 

2.  Same — Same. — The  showing  made  in  support  of  a  motion  to  extend  the 

limit  of  appeal  Held  to  present  no  circumstances  of  such  an  unusual 
and  extraordinary  nature  as  would  Justify  granting  the  extension.    Id, 
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LIMIT  OF  TIME.  See  Ahandonment  of  Applications,  8,  4,  5,  6;  Interference, 
8,  12,  22 ;  Motion  to  Dissolve  Interference,  7 ;  Oath,  2,  3 ;  Renewal  of 
Forfeited  Applications, 

LIMITATION  OF  CLAIMS.  See  Interference,  16;  Prosecution  of  Applica- 
tions, 6. 

LIMITATION  OF  INJUNCTION.    See  Injunction. 

MACHINE.     See  Concealment  of  Invention;  Reissue,  4 ;  Trade-Marks,  14. 

MACHINE  AND  PRODUCT.    See  PatentabUitw,  0. 

MANDAMUS. 

1.  Will  Not  Lib  to  Review  Judicial  Action  of  Commissioneb  or  Pat- 

ents.— Where  a  claim  was  finally  rejected  which  was  not  identical  with 
the  claim  previously  presented,  but  which  the  Commls^oner  decided 
did  not  differ  in  matters  of  substance  therefrom,  Held  that  in  so 
doing  the  Commissioner  was  exercising  his  Judgment  within  the  dis- 
cretion and  authority  given  to  him  and  that  the  Supreme  Court  of 
the  District  of  Columbia  cannot  compel  him  to  reverse  such  Judg- 
ment, if  erroneous,  by  issuing  a  writ  of  mandamus.  («)  United  States, 
ew  rel.  Lang,  v.  Moore,  Commissioner  of  Patents,  253. 

2.  Same. — "  Whether  or  not  the  claim  last  rejected  differed  in  substance 

from  the  one  acted  upon  immediately  previous,  so  as  to  constitute  a 
new  claim  upon  which  the  appellant  was  entitled  to  a  reexamination 
after  rejection,  was  a  question  manifestly  for  the  determination  of 
the  Patent  Office,  unless  there  be  such  a  dissimilarity  as  would  show 
on  Its  f^ce  an  abuse  of  discretion.  That,  however,  is  not  the  case 
here.  The  claims  under  consideration  are  so  nearly  alike  in  their 
phraseology  as  to  call  for  the  exercise  of  the  Judicial  discretion  in- 
trusted to  the  Commissioner.  It  is  highly  proper  that  a  question  of 
this  nature  should  be  left  to  the  Judgment  of  those  whose  training  has 
rendered  them  peculiarly  fitted  for  its  decision.  Hence,  It  is  not  within 
the  province  of  this  court  to  interfere  by  writ  of  mandamus." 
(•)  United  States,  ew  rel.  Lang,  v.  Moore,  Commissioner  of  Patents,  443. 
8.  Same. — Where  the  original  claims  of  an  application  and  those  pre- 
sented in  successive  amendments  were  each  time  rejected  on  the  gen- 
eral ground  that  they  failed  to  disclose  a  patentable  Invention  over 
certain  references,  Held  that  **  the  question,  whether  or  not  the  differ- 
ence in  the  phraseology  of  the  rejections,  coupled  with  the  fact  that 
two  more  references  were  cited  against  the  claim  of  July  13  than 
against  that  of  April  8,  although  all  had  previously  been  made  of 
record,  constituted  *new  references  or  reasons  for  rejection,'  within 
the  meaning  of  the  rules,  was  purely  a  question  relating  to  practice, 
exclusively  within  the  Jurisdiction  of  the  Commissioner.  With  his 
ruling  thereon  this  court  has  no  power  to  interfere  in  a  proceeding 
like  the  present.  A  writ  of  mandamus  cannot  take  the  place  of  an 
appeal."     (•)  /d. 

MARKING  UNPATENTED  ARTICLES  "PATENTED."  See  Trade-Marks, 
61,  62. 

MECHANICAL  SKILL.    See  Employer  and  Employee,  2;  Particular  Patents,  7. 

MERITS  OF  THE  CASE.  See  Abandonment  of  Applications,  1;  Appeal  to  the 
Examiners-in-Chief ;  Prosecution  of  Applications,  11. 

MISBRANDING  OF  GOODS.    See  Constf^uction  of  Statutes,  1,  2;  Labels,  1. 

MISREPRESENTATION.    See  Trade-Marks,  61,  62. 

MISTAKE.  See  Fees;  Prosecution  of  Applications,  IS;  Refundment  of  Fees; 
Reissue,  1« 
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MOIVOPOLY.    See  Reissue,  0. 

MOOT  QUESTION.    See  Fees. 

MOTION  TO  AMEND  APPLICATION.    See  Interference,  5,  6,  8,  9.  12. 

MOTION  TO  AMEND  PRELIMINARY  STATEMENT. 

INTBBFBBENOE — PBELIMIlfABT     STATEMENT. — Wbere     frOID     the     ShOWing     tO 

amend  a  preliminary  statement  brought  by  the  s^iior  party  after  the 
Junior  parties  had  taken  their  testimony-in-chief  it  appeared  tliat  at 
the  time  the  preliminary  statement  was  executed  there  was  doubt  as  to 
its  correctness,  but  that  no  thorough  search  was  made  to  discover 
evidence  of  an  earlier  disclosure,  Held  that  the  motion  to  amend  was 
properly  denied.  WhitaU  v.  QUlespie  v.  Bltno,  131. 
MOTION  TO  DISSOLVE  INTERFERENCE.  See  Fees;  Interference,  4,  7,  8,  9, 
10;  Oath,  1 ;  Public  Use  and  Sale;  Trade-Marks,  2,  3,  82,  83,  76,  76. 

1.  Recommendation   by    EIxaminebs-in-Ohief — Practice. — On   appeal   the 

Examiners-in-Chief  affirmed  the  decision  of  the  Primary  Examiner 
granting  a  motion  to  dissolve  on  the  ground  that  0.  had  no  right  to 
make  the  claims  corresponding  t«  the  counts  of  the  issue  and  annexed 
to  their  decision  a  recommendation  that  W.  had  no  right  to  make  them. 
C.  took  no  appeal,  and  W.  appealed  from  the  decision  in  so  far  as  it 
contained  a  recommendation  that  W.*s  claim  be  rejected.  Held  that 
the  decision  dissolving  the  interference  on  the  ground  that  C.  had  no 
right  to  make  the  claims  having  become  llnal  further  consideration  of 
W.*s  right  to  make  these  claims  must  be  had  in  the  ex  parte  prosecu- 
tion of  his  application.    Woodhridge  v.  Conrad,  49. 

2.  Transmission. — Where  a  motion  to  dissolve  alleged  informality  in  the 

declaration  of  the  interference  based  on  the  allegation  that  certain 
additions  to  the  disclosure  of  the  opposing  party  were  unwarranted, 
Held  that  the  motion  was  properly  refused  transmission  as  to  this 
ground,  since  the  allegation  relates  to  the  right  to  make  the  claims. 
Lasher  v.  Barratt,  64. 

8.  Right  to  Make  the  Claims — Jurisdiction  of  the  Commissioner  of 
Patents. — Where  the  Commissioner  of  Patents  affirms  a  decision  dis- 
solving an  interference  on  the  ground  that  one  of  the  parties  thereto 
has  no  right  to  make  the  claims,  H^d  that  since  the  question  of  the 
right  to  make  the  claims  is  ancillary  to  that  of  priority  the  Commis- 
sioner had  Jurisdiction  to  enter  an  order  that  such  party  is  not  the 
first  inventor.    (•)  Cosper  v.  Oold  and  Gold,    Cosper  v.  Oold,  387. 

4.  Same — Basis  fob  Argument  at  Final  Hearing. — Where  a  party  season- 
ably brought  a  motion  to  dissolve  the  interference  on  the  ground  that 
his  opponent  had  no  right  to  make  the  claims  because  of  laches  and 
estoppel  and  the  existence  of  intervening  rights,  Held  that  this  was 
sufficiently  broad  to  entitle  him  to  argue  at  final  hearing  the  sufficiency 
of  his  opponent's  disclosure  to  support  the  issue.  (*)  Manly  v.  Wil- 
liams, 397. 

6.  Same — Same. — ^Appellee's  disclosure  considered  in  the  light  of  the  treat- 
ment of  the  application  by  the  Office  and  the  applicant  himself  and 
Held  not  to  constitute  a  basis  for  claims  to  the  invention  in  issue. 
(♦)  Id. 

6.  Appeal. — No  appeal  lies  from  a  decision  of  the  Primary  Examiner  deny- 
ing a  motion  to  dissolve  an  interference  on  the  ground  that  the  issue 
is  unpatentable  and  that  the  counts  thereof  have  different  meanings  in 
the  cases  of  different  parties.    Bwift  v.  Crawford  v.  Baltzer,  114. 
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7.  Tbansmissioh. — A  motion  to  dissolve  brought  by  the  Junior  party  after 

the  expiration  of  his  time  for  taking  testimony  Held  properly  refused 
transmission  in  the  absence  of  satisfactory  reasons  why  soch  motion 
was  not  brought  within  the  time  aliowed  by  Rule  122.  Ries  v.  OouU  v. 
Pomeroy,  128. 

8.  Right  to  Makc  Claims — Favorable  Decision — Nor  Ah»f.a l a in.r..-— No 

appeal  will  be  permitted  from  a  decision  affirming  an  applicant's  right 
to  make  the  claima    Samuelson  v.  Flanders,  134. 

9.  Same — Same^Authortty  of  Commissioneb  Not  Exebcised  to  Review.— 

The  supervisory  authority  of  the  Commissioner  will  not  be  exercised 
to  review  a  decision  of  the  Primary  Eixaminer  denying  a  motion  to  dis- 
solve, based  on  the  ground  that  certain  amendments  to  the  application 
of  the  opposing  party  involved  new  matter,  since  this  involves  the 
right  to  make  the  claims,  and  the  moving  party  lias  an  adequate  remedy 
under  the  provisions  of  Rule  130.    Id. 

MOTION  TO  EXTEND  LIMIT  OF  APPEAL.     See  Limit  of  Appeal,  2. 

MUTILATION  OF  THE  RECORDS.     See  Applications. 

NAME  OF  APPLICANT.     See  Trademarks,  1,  70,  71. 

NAME  OF  INDIVIDUAL.     See  Trade-Marks,  46,  47. 

NEW  CLAIMS.  See  Abandonment  of  Applications,  2,  5;  Mandamus,  2,  3; 
Prosecution  of  Applications,  4,  9,  23. 

NEW  MATTER.  See  Amendments,  1 ;  Construction  of  Claims,  4 ;  Jurisdiction 
of  the  Court  of  Appeals  of  the  District  of  Columbia;  Motion  to  Dis- 
solve Interference,  8,  9 ;  Prosecution  of  Applications,  18,  24. 

NEW  OATH.     See  Oath,  2.  8. 

NEW  PARTY.     See  Interference,  4. 

NEW  REFERENCES.     See  Prosecution  of  Applications,  6. 

NEW  RESULTS.  See  Construction  of  Claims,  18.  19;  Construction  of  Specifi- 
cations and  Patents,  2. 

NOTICE  OF  OPPOSITION  TO  REGISTRATION.  See  Trade-Marks,  3,  10, 
13.  14,  82. 

NOTICE  OF  TAKING  TESTIMONY.     See  Testimony,  5. 

NOVELTY.     See  PateniabUity,  4. 

OATH. 

1.  INTEBFERENCE — MOTION     TO     DISSOLVE — ^APPLICATION     OaTH     DEFECTIVE.— 

A  motion  to  dissolve  alleging  that  the  application  oath  of  the  opposing 
party  is  defective  in  that  it  does  not  comply  with  all  the  requirements 
of  Rule  46  Held  properly  refused  transmission,  since  the  matter  of  a 
proper  oath  is  an  ex  parte  one.     Oraham  v.  Langhaar,  44. 

2.  Same — ^Application  Oath  Defective — Requirement  fob  a  New  Oath.— 

Where  a  party  to  an  interference  calls  attention  to  an  informality  in 
the  application  oath  of  the  op|)osing  party  and  contends  that  he  should 
not  be  required  to  contest  the  interference  unless  a  proper  oath  is  filed, 
Held  that  an  order  may  be  issued  calling  upon  the  delinquent  party  to 
file  an  oath  in  compliance  with  Rule  46.  within  a  limited  time  set, 
under  penalty  of  dissolution  of  the  interference.  Id. 
8.  Same — Same — Same — Dflay  in  Filing.— The  facts  shown  by  the  record 
Held  sufllcient  to  excuse  the  delay  in  filing  an  additional  oath  in  one  of 
the  applications  involved  in  an  interference  within  the  time  het  by  an 
otder  of  the  Commissioner.  Oraham  v.  Langhaar,  46. 
OBJECTIONS.  See  Attorneys,  2;  Claims,  3;  Construction  of  Claims,  1,  2: 
Examination  of  Applications,  3;  Prosecution  of  Applications,  2,  7; 
Testimony,  4 ;  Trade-Marks,  17. 
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OLD  DEVICES.    See  Construction  of  Specificationa  and  Patents,  2;  Invention; 

Particular  Patents,  7. 
OPERATIVE  DEVICES.     See  Interference,  8;  PatentaMlity,  6;  Reissue,  10. 
OPPOSITION  TO  REGISTRATION  OF  TRADE>MAJtKS.     See  Trade-Marks, 

7,  10,  13,  14,  22.  24,  86,  54,  56,  77,  82,  83. 
PAINTINGS.     See  Construction  of  iSpeciflcations  and  Patents,  4;  Copyright,  2. 
PARTICULAR  PATENTS. 

1.  Ashley— No.   829,752 — Irkstam) — Patentability.— The  Ashley   patent. 

No.  829,762,  for  an  inkstand  which  is  made  of  glass,  having  a  square 
or  angular  base  and  a  substantially  flat  top,  with  a  circular  reservoir 
therein,  the  glass  being  turned  in  to  form  a  dome-shaped  cover  to  the 
reservoir,  leaving  an  opening  in  the  center,  Held  void  for  lack  of  inven- 
tion in  view  of  the  prior  art     C)  Ashley  v.  Samuel  C,  Tatum  Co,,  528. 

2.  BoBST  AND  Gbosccnp — REISSUE  No.  12,598 — Maohine  fob  Making  Con- 

CBBTB  Blocks — Validity. — The  Borst  and  Groscop  Reissue  Patent  No. 
12,598,  (original  No.  735,938,)  for  a  machine  for  manufacturing  hollow 
concrete  blocks,  is  void  for  lack  of  Jurisdiction  in  the  Commissioner  to 
grant  the  reissue,  the  original  not  being  inoperative  or  invalid.  {*) Mc- 
Dowell V.  Ideal  Concrete  Mach.  Co.,  514. 

3.  Daughebty — No.     481,477 — Typb-Wbiting     Machine. — The     Daugherty 

patent.  No.  481,477,  for  a  type-writer,  claims  37  and  38  Held  antici- 
pated by  Patent  No.  470,990  to  the  same  patentee.  (*)  Union  Type- 
writer Co.  V.  L.  C.  Smith  d  Bros.  Typewriter  Co.  et  ah,  452. 

4.  Feuohtwangeb — No.    662,714 — Skibt. — The    Feuchtwanger   patent,    No. 

662,714,  for  a  skirt  consisting  of  three  parts,  the  lower  part  being  of 
non-elastic  material,  the  hip  portion  of  a  material  liaving  some 
elasticity,  and  the  waistband  of  still  more  elastic  material.  Held  to 
disclose  patentable  nov^ty  and  invention.  (')  Oreenwald  Bros.,  Inc., 
V.  Enochs  et  al,  472. 

5.  Gbant — No.    554  675 — Rubbeb-Tibed    Wheei^ — ^The    Grant    patent,    No. 

554,675,  for  a  rubber-tired  wheel.  Held  not  anticipated,  valid,  and  in- 
fringed. (••)  Diamond  Rubber  Co.  of  New  York  v.  Consolidated 
Rubber  Tire  Co.  and  Rubber  Tire  Wheel  Co.,  538. 

6.  Hood — No.  561,711 — Electbic  Meteb. — The  Hood  patent.  No.  561,711,  for 

an  electric  meter,  is  void  for  anticipation  in  the  prior  art  (*)  Qen- 
eral  Electric  Co.  v.  Duncan  Electric  Mfg.  Co.  et  al.,  475. 

7.  Hovey — No.  876,058 — ^Railway  Motob- Velocipede — Patentability. — The 

Hovey  patent.  No.  876,058.  for  a  railway  motor-velocipede,  discloses 
nothing  more  tlian  the  adaptation  of  an  old  motor  to  an  old  vehicle  in 
an  old  way,  requiring  no  more  than  mechanical  skill,  and  is  void  for 
lack  of  patentable  invention.  (')  She/field  Car  Co.  v.  Buda  Foundry 
d  Mfg.  Co.,  610. 

8.  King — No.  789,433 — Binding-Post  pob  Electbic  Metebs. — The  King  pat- 

ent, No.  789,433,  for  a  binding-post  or  circuit-terminal,  particularly 
adapted  for  use  in  electric  meters,  is  void  for  lack  of  patentable  inven- 
tion in  view  of  the  prior  art,  supplemented  by  the  disclaimer  filed  by 
the  patentee.  (*)  General  Electric  Co,  v.  Duncan  Electric  Mfg.  Co., 
468. 

9.  Kxjbda — No.  600,228 — ^Elbctbio-Cubbent  Tbansfobmeb. — ^The  Kurda  pat- 

ent. No.  600,228,  for  a  polyphase-current  transformer.  Held  to  disclose 
patentable  invention,  since  it  embodies  means  for  economic  improve- 
ment over  polyphase  transformers  of  the  prior  art  which  is  of  undoubted 
utility,  although  not  a  great  advance  in  the  art  (*)  General  Electric 
Co,  y.  Winona  Interurban  Ry,  Co.  et  aL,  467. 
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10.  Lanoan— No.  596,181— Grab-Hook.— The  Langan  patoit.  No.  505,181,  for 
a  grab-hook.  Held  invalid,  since  the  invention  described  is  a  specific 
form  of  hook,  whereas  the  claim  is  for  a  combination  of  a  pair  of  grab- 
hooks  and  a  draft  device  and  there  is  no  new  coaction  or  cooperation 
of  the  elements  of  the  combination.  (')  Langan  v.  Warren  Axe  d 
Tool  Co,,  490. 

11.  ScHMiD — No.  609,977— Electric  Railwat-Motor. — The  Schmid  patent 
No.  009,977,  for  an  electric  railway-motor,  while  not  of  a  fundamental 
character,  covers  au  improvement  of  utility  in  the  art  and  discloses 
patentable  invention.  (*)  AUU-Chalmers  Co,  v.  Westi$Hfhou9€  Blectrie 
d  Mfg.  Co,,  480. 

12.  Steinmetz — No.  594,144 — Regulation  or  Ekjxrniic  Currents — Patent- 
ABiLiTT. — The  Stelnmetz  patent,  No.  594,144,  for  an  improvement  in 
regulation  of  alternating-current  systems,  is  void  f^r  lack  of  patentable 
Invention  In  view  of  the  prior  art  (*j  tjteneral  Electric  Co,  v.  Winona 
Interurban  By,  Co.,  499. 

18.  Van  Wagenen— No.  699,262— Dump-Wagon.— The  Van  Wagenen  patait. 
No.  699,262,  for  a  dump-wagon,  claim  4  Held  not  anticipated,  valid,  and 
infringed.  (*)  Columbia  Wagon  Co,  v.  Bogle  Wagon  Work;  478. 
PATENTABILITY.  See  AmendmentB,  1 ;  ConBtruction  of  Claims,  8,  4,  5,  6,  8,  9, 
10,  11,  12,  18,  14,  15,  17,  18,  19,  20;  Construction  of  Bpeoiflcation  and 
Patents,  2;  Division  of  Applications,  2;  Examination  of  Applications,  I; 
Fees;  Interference,  3,  7,  20;  Invention;  Mandamus,  8;  Motion  to  Dis- 
solve Interference,  6 ;  Particular  Patents,  1,  4,  7,  8,  9,  11,  12 ;  Prosecu- 
tion of  Applications,  4,  6,  17;  Public  Use  and  Sale;  Reissue,  1,  4. 

1.  Double  Patenting. — Where  the  claims  of  a  patent  are  narrower  than  the 

real  invention,  the  error  or  mistake  cannot  be  corrected  by  inserting 
the  broader  claims  in  a  subsequent  patent  for  improvements  on  the  first, 
but  only  by  a  reissue.  (*)  Union  Typewriter  Co,  v.  L,  C.  Smith  d  Bros, 
Typewriter  Co,  et  al.,  452. 

2.  Decaffeinized  Coffee. — ^A  claim  for  a  decaffeiniEed  coffee,  the  caffein 

having  been  removed  after  the  coffee  was  roasted,  Held  anticipated  by 
a  patent  for  decaffeinized  coffee  from  which  the  caffein  had  been  re- 
moved before  roastine.  (♦)  In  re  Roselius,  268. 
8.  Aggregation — Sheet-Metal  Locker. — Claims  for  a  sheet-metal  locker 
Held  properly  rejected  as  stating  merely  aggregations  of  features  old 
in  the  prior  art.     (•)  In  re  Meiriit,  Black,  and  Morris,  266. 

4.  Combination  Old — Novelty,  if  Any,  in  One  Blement. — ^Where  an  appli- 

cant claimed  the  various  elements  of  a  street-washing  machine  in  com- 
bination and  it  appears  that  the  novelty,  if  any,  was  in  the  nozzle  used. 
Held  that  '*  if  appellant  has  made  an  improvement  upon  the  nozzle  of 
the  prior  art  he  is  entitled  to  be  protected  in  the  use  of  his  invention, 
but  he  is  certainly  not  entitled  to  a  patent  on  a  new  combination  merely 
because  he  has  improved  a  single  element  of  that  combination.  {In  re 
McNeU,  C.  D.,  1902,  568;  100  O.  G.,  2178;  20  App.  D.  C,  294.)  He  has 
improved  an  element  of  but  has  not  made  a  new  combination."  {*)  In 
re  Ratican,  267. 

5.  "Bilged  Barrel-Body.** — Claims  for  a  bilged  barrel-body  formed  of  a 

wound  sheet  of  paper-pulp  Held  unpatentable  in  view  of  the  prior  art 
(•)  In  re  Decker,  274. 

6.  Article — If  Fully  Disclosed  in  a  Machine  Patent,  Cbaraoter  op  the 

Machine  Immaterial. — Where  an  article  is  fully  described  in  a  patent 
for  a  machine  designed  to  make  such  article.  Held  ih&t  claims  for  the 
article  were  properly  rejected,  whether  the  macliine  disclosed  in  the 
patent  was  operative  or  not     (•)  Id. 
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7.  Bbll-Rinoino  System. — Claims  for  a  system  in  which  the  signal-%ells  on 

a  trolley-car  are  actuated  by  current  taken  from  the  direct-current 
mains  of  the  trolley  circuit  Held  unpatentable  in  view  of  the  prior  art. 
(•)  In  re  McElroy,  292. 

8.  Method  of  Pbeparing  Beverages — ^Anticipation. — **  That  the  entire  proc- 

ess of  the  applicant  is  not  anticipated  in  any  single  reference  is  unim- 
portant. It  is  sufficient  if  his  several  steps  be  found  in  different  pat- 
ents. {In  re  Mond's  Appeal,  C.  D.,  1900,  298;  91  O.  G.,  1437;  16  App. 
D.  C,  351;  in  re  Droop,  C.  D.,  1908,  323;  133  O.  G.,  517;  30  App. 
D.  C,  334;  in  re  Faher,  C.  D.,  1908,  481;  136  O.  G.,  229;  31  App.  D.  a, 
631.)"     (♦)  In  re  HarrU,  429. 

9.  Same^ — ^Aggregation. — Claims  for  a  method  of  preparing  beverrges  which 

include  the  three  steps  of  preparing,  storing,  and  dispensing  the  bev- 
erage Held  to  be  an  aggregation  of  unrelated  functions  performed  by. 
appellant's  apparatus.     (♦)  Id, 

PATENTS.  See  AsHffntnent;  Fraud;  Orant  of  Patents;  Jurisdiction  of  the 
Commissioner  of  Patents;  Particular  Patents;  Priority  of  Invention, 
1,  6;  Reissue, 

PENALTY.  See  Construction  of  Statutes,  3, 4, 5 ;  Copyright,  2 ;  Oath,  2 ;  Trade- 
Marks,  67. 

PETITION  TO  THE  COMMISSIONER  OF  PATENTS.  See  Complaints; 
Prosecution  of  Applications,  14;  Trade-Marks,  17. 
Prosecution  of  Applications — Question  Not  Twice  Acted  Upon. — ^A 
petition  dismissed  as  premature,  since  the  question  sought  to  be  re- 
viewed had  not  twice  been  acted  upon  by  the  Examiner.  Ex  parte 
Fritsch,  239. 

PLEADINGS.     See  Grant  of  Patents,  1. 

PRACTICE  IN  THE  PATENT  OFFICE.  See  Interference,  11,  15,  20,  21; 
Mandamus,  3;  Motion  to  Dissolve  Interference,  1;  Prosecution  of  Ap- 
Ucations;  Reduction  to  Practice,  4;  Rules  of  Practice  of  the  United 
States  Patent  Office;  Trade-Marks,  32. 

PRELIMINARY  STATEMENT.  See  Motion  to  Amend  Preliminary  State- 
ment. 

PRESUMPTION.    See  Construction  of  Claims,  9, 

PRINCIPAL  AND  ASSISTANT.     See  Employer  and  Employee,  1,  2. 

PRINCIPAL  AND  ASSOCIATE.    See  Attorneys,  2. 

PRINTING.    See  Costs, 

PRIOR  APPLICATIONS.  See  Divisional  Applications;  Interference,  18; 
Priority  of  Invention,  16,  17. 

PRIOR  FOREIGN  PATENTS.     See  Rejection  of  Claims. 

PRIOR  INTERFERENCE.     See  Interference,  10. 

PRIOR  PATENTS.  See  Construction  of  Claims,  5,  6,  12 ;  Prosecution  of  Appli- 
cations, 1,  2.  3. 

PRIOR  PROCEEDINGS.     See  Construction  of  Statutes,  5. 

PRIOR  REGISTRATION.    See  Trade-Marks,  4,  11,  20,  28. 

PRIORITY  OF  ADOPTION  AND  USE.     See  Trade-Marks,  44,  50,  51,  54,  55, 83. 

PRIORITY  OF  INVENTION.  See  Amendments,  1 ;  Concealment  of  Invention; 
Drawings,  2;  Em/ploy er  and  Employee,  1,  2;  Interference,  1,  2,  8,  13. 
17,  18,  19,  20,  22;  Motion  to  Dissolve  Interference,  3;  Reduction  to 
Practice;  Suits  Under  Section  4915,  Revised  Statutes. 
1.  Interference. — ^Priority  held  properly  awarded  to  appellee.  (*)Sv)art- 
voout  V.  Barnes,  284. 
2097*— 12 -40 
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2.  Sake. — ^Priority  Held  properly  awarded  to  H.  and  O.,  the  senior  partiet, 
since  the  invention  in  issue  was  disclosed  in  an  application  filed  by 
them  prior  to  any  date  of  conc^tion  claimed  by  the  Junior  parties. 
(*) Booth,  Booth,  and  Flynt  ▼.  Hanan  and  Oatcs,  293. 

8.  Same. — Where  T.  discovered  a  chemical  compound  embodying  the  issue 
of  the  interference  and  prior  to  P.*s  date  of  conception  it  was  estab- 
lished that  this  compound  was  a  non-conductor  of  electricity  and  acted 
as  a  reducing  agent.  Held  that  priority  of  invention  was  properly 
awarded  to  T.      {*)Potter  v.  Tone,  295. 

4.  Reduction  to  Practice —Diligence, — Evidence  considered  and  Held  to 

establish  tliat  S.  ^id  not  derive  the  invention  from  M.,  that  If  M.  was 
the  first  to  conceive  the  invention  he  was  the  last  to  reduce  it  to  prac- 
tice and  was  not  exercising  due  diligence  at  the  time  S.  entered  the 
field.      ( ♦ )  Miller  v.  Speller,  330. 

5.  Interference — Right   to    Make   the   Claims. — **We   agree   with   the 

Patent  Office  *that  Hayes  is  entitled  to  make  all  of  the  counts,  he 
having  disclosed  an  air-chamber  and  valves  with  ports  and  passages 
within  the  fair  and  natural  meaning  of  those  terms  and  only  differing 
in  degree  rather  than  substance  from  those  disclosed  by  Norllng.*" 
(♦)  Norling  v.  Hayes,  347. 

6.  Same — Diligence. — H.  conceived  the  invention  in  issue  in  the  early  part 

of  1902,  made  and  tested  a  machine  embodying  this  issue  in  England  in 
the  fall  of  the  year,  and  filed  his  application  on  December  4,  1902.  Ac- 
cording to  the  testimony  of  N.  he  conceived  the  invention  in  1901  and 
disclosed  it  to  his  employers;  but  nothing  was  done  with  it  until  H.*s 
machine  was  shown  to  them  in  December,  1902,  when  he  was  instructed 
to  prepare  working  drawings.  These  were  not  completed  until  May, 
1903,  and  N.*s  application  was  filed  September  21,  1903.  Held  that  N, 
was  lacking  in  diligence  in  reducing  the  invention  to  practice.     {*)  Id, 

7.  Right  to  Make  Claims. — Held  that  B.,  the  senior  party,  is  entitled  to 

make  the  claims  and  that  priority  was  properly  awarded  to  him  on 
the  record.     (♦)  Qrifflth  v.  Braine,  381. 

8.  Interference. — Priority  of  invention  Held  properly  awarded  to  Lowry. 

Lotcry  v.  Rupinfff  76. 

9.  Same. — Evidence  reviewed  and  Held  that  priority  was  properly  awarded 

to  L.     (♦)  Rupinff  V.  Lowry,  403. 

10.  Right  to  Make  the  Claims. — ^Application  considered  and  Held  that  C 

is  entitled  to  make  the  claims  in  issue  and  that  priority  was  prop^ly 
awarded  him.     (•)  Fr\)8t  v.  Chase,  409. 

11.  Invention  Completed  in  a  Foreign  Country. — ^A.  conceived  the  iuv«h 

tion  in  issue  in  1902  and  filed  his  application  therefor  in  1905.  K. 
completed  the  invention  in  a  foreign  country  in  1904,  disclosed  it  to 
others  in  this  country  In  1904,  and  filed  his  application  therefor  in  1906. 
Held  that  priority  was  properly  awarded  to  A.  (*)  i>e  Kando  v. 
Armstrong,  413. 

12.  Interference. — The   evidence  considered   and    priority   Held   properly 

awarded  F.     (♦)  Chambers  and  King  v.  Frost,  418. 

18.  Same. — Evidence  reviewed  and  decision  of  the  Commissioner  affirmed. 
(♦)  Townsend  v.  Copeland  and  Robinson.  Copeland  v.  Totonsend  and 
Robinson,  425. 

14.  Same. — The  evidence  considered  and  Held  to  establish  that  Mclntyre» 
who  was  the  last  to  conceive  the  invention  in  issue,  did  not  reduce  the 
same  to  practice  prior  to  Perry's  filing  date  and  that  the  latter  was 
therefore  entitled  to  an  award  of  priority.    Mclntyre  v.  Perry,  101 
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15.  Same. — Evidence  examined  and  Held  ''sufficient  to  sastain  the  right  of 
•*       appellee,  the  senior  party,  to  priority."     (♦)  Mclntyre  v.  Perry,  432. 

16.  Same. — L.,  the  senior  party,  Held  entitled  to  an  award  of  priority,  since 

neither  the  prior  application  relied  upon  by  O.  nor  the  British  applica- 
tion of  de  F.  discloses  the  invention  in  issue.  Curtis  v.  de  Ferranti  v. 
Lindtnark,  115. 

17.  Same. — Prior  application  relied  upon  by  C,  the  Junior  party.  Held  not 

to  disclose  the  invention  in  issue  and  that  priority  was  properly 
awarded  to  L.    (♦)  Curtis  v.  Lindmark,  433. 

18.  Same — Testimony. — ^Testimony  reviewed  and  Held  to  establish  that  W. 

was  the  first  to  conceive  the  invention  in  Issue  and  exercised  due  dili- 
gence in  reducing  the  same  to  practice.     Ward  v.  Midgley,  229. 

PROCEEDINGS  IN  THE  PATENT  OFFICE.  See  Certiorari,  4;  Construction 
of  Specifications  and  Patents;  Interference,  3,  4. 

PROCESS.     See  Reduction  to  Practice,  2. 

PROCESS  AND  MACHINE.     See  Reissue,  4. 

PROLIXITY  OF  CLAIMS     See  Claims,  1. 

PROSECUTION  OF  APPLICATIONS.  See  Abandonment  of  Applications; 
Amendments;  Appeal  to  the  Examiners-in-Chief ;  Applications;  Attor- 
neys; Claims;  Complaints ;  Designs;  Divisional  Applications;  Division 
of  Applications;  Drawings;  Examination  of  Applications;  Joint  and 
Sole  Applications;  Motion  to  Dissolve  Interference,  1;  Petition  to  the 
Commissioner  of  Patents;  Refection  of  Claims;  Reopening  of  Rejected 
Applications;  Suits  Under  Section  4^15,  Revised  Statutes. 

1.  Responsive  Amendment. — ^Where  in  response  to  an  action  rejecting  two 

claims  on  a  patent  to  L.  and  other  claims  as  stating  aggregations  of 
features  shown  in  certain  prior  patents,  one  of  which  was  the  patent 
to  L.,  the  applicant  within  the  year  filed  a  slight  amendment  and  a 
more  or  less  extended  argument  discussing  the  pertinency  of  the  patent 
to  L.  and  contrasting  what  was  shown  therein  with  what  was  shown 
in  the  application,  but  not  specifically  referring  to  the  two  claims 
rejected  on  the  patent  to  L.,  Held  that  the  amendm^it  was  responsive. 
Ew  parte  (Hlman,  14. 

2.  Same. — ''The  fact  that  an  argument  is  not  a  convincing  one  should 

never  be  urged  in  support  of  an  objection  that  the  action  containing 
that  argument  was  not  responsive,  except  possibly  in  some  extreme 
case  where  the  argument  on  its  face  is  directed  to  a  discussion  of 
subject-matter  which  is  entirely  beside  the  case."  Id, 
8.  Final  Rejection. — Where  in  response  to  the  action  of  the  Examiner 
rejecting  a  claim  on  a  reference  the  applicant  without  amending  the 
claim  points  out  certain  differences  between  the  reference  and  the 
structure  claimed,  the  invention  being  a  simple  one,  and  argues  that 
in  view  of  these  differences  the  claim  is  allowable,  Held  that  the 
final  rejection  of  the  claim  was  not  premature.    Ex  parte  Handel,  17. 

4.  Amendment  After  Final  Rejection. — ^An  amendment  presenting  new 

claims  filed  after  final  rejection  Held  properly  refused  admission  where 
applicant  had  had  ample  opportunity  to  present  such  claims  and  the 
only  excuse  given  for  failure  to  do  so  was  that  it  did  not  appear  to 
be  desirable  until  he  was  convinced  that  the  broader  claims  presented 
were  unpatentable  in  view  of  the  references  cited.    Ex  parte  Lange,  25. 

5.  Reopening  After  Final  Adverse  Decision. — It  is  well  settled  that  a 

party  Is  not  entitled  to  conduct  his  case  experimentally  to  a  final  ad- 
verse decision ;  also  that  after  an  appeal  to  the  Court  of  Appeals  of  the 
District  of  Columbia  the  case  will  not  be  reopened  for  the  consideration 
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of  additional  clalniB  except  under  unusual  clrcumstanoea  (Ex  parte 
Starkey,  C.  D.,  1903,  239 ;  105  O.  G.,  745,  and  ew  parte  MUans,  C  D.. 
1908,  179;  135  O.  G.,  1122.)     Ex  parte  Russell,  63. 

6.  Appeal — New   GaeuNDs   of   Rejection. — Where  in  his  answer   to  an 

appeal  the  Examiner  after  giving  his  reasons  for  his  rejection  refers 
to  an  argument  of  applicant  and  states  that  even  if  the  claim  contained 
the  limitation  referred  to  therein  it  would  not  be  patentable  in  view 
of  a  certain  patent  of  record.  Held  that  this  does  not  constitute  the 
citation  of  a  new  reference  against  the  claim.    Ew  parte  Scotty  65. 

7.  Substitute   Specification. — ^A  substitute  specification  is  objectionable 

and  in  general  should  not  be  filed  unless  required  by  the  Office  in  view 
of  the  number  or  nature  of  the  amendments  to  the  original  specifica- 
tion.    Bx  parte  OretoUer,  100. 

8.  Requirement  fob  Division. — In  requiring  division  every  effort  should 

be  made  by  the  Office  to  have  the  requirement  so  complete  as  to  avoid, 
if  possible,  raising  the  question  at  a  later  date.  In  case  the  Examiner 
having  charge  of  the  application  entertains  any  doubt  as  to  what  line 
of  division  should  be  drawn  among  claims  which,  if  retained,  would 
go  to  another  division  he  should  refer  the  application  to  the  Examiner 
of  that  division  for  information  on  that  point,  who  should  render  the 
necessary  assistance  forthwith.    Ex  parte  Brotcn,  111. 

9.  Entry   of   Claims   After   Decision    of   Examiners-in-Chief. — ^Where 

during  the  prosecution  of  an  application  certain  claims  were  canceled, 
the  fact  that  the  Examlners-in-Chief  reversed  the  action  of  the  E*rimary 
Examiner  on  narrower  claims  affords  no  ground  for  permitting  the 
entry  of  claims  substantially  the  same  in  Scope  as  the  claims  previously 
canceled.    Ex  parte  Ellis,  120. 

10.  Final  Rejection. — It  is  necessary  in  the  prosecution  of  applications  for 

patent  that  the  prosecution  should  at  sometime  come  to  an  end  and 
that  when  an  application  has  been  fully  considered  and  reached  the 
state  of  final  rejection  further  prosecution,  except  by  appeal,  be  then 
closed,  for  an  unlimited  prosecution  of  an  application  necessarily  pre- 
vents other  applicants  from  having  their  applications  examined  In 
regular  order.    Ex  parte  Schmidt,  124. 

11.  Entry  of  Amendment  Thereafter. — Under  the  provisions  of  Rule  68  an 

amendment  touching  the  merits  filed  after  final  rejection  may  be  ad- 
mitted only  upon  a  verified  showing  of  reasons  why  it  was  not  earlier 
presented ;  but  no  hard  and  fast  rule  can  be  laid  down  to  define  what 
constitutes  a  satisfactory  showing  in  such  a  case.    Id, 

12.  Same. — When  an   application   has  been  prosecuted  In  good  faith  and 

expeditiously,  the  applicant  should  not  be  denied  permission  to  amend 
after  a  final  rejection  when  It  clearly  appears  from  the  affidavit  of 
responsible  counsel  that  matters  contained  in  the  amendment  were  not 
earlier  presented  because  of  the  fact  that  the  Inventor  had  not  earlier 
pointed  out  to  counsel  features  covered  by  the  proposed  amendment    Id, 

13.  Withdrawal  from  Issue. — An  application  will  not  be  withdrawn  from 

Issue  for  further  prosecution  In  the  absence  of  a  showing  of  com- 
pelling reasons  which  prevented  the  applicant  from  discovering  the 
alleged  mistake  In  or  Insufficiency  of  his  specification  and  claims  while 
the  application  was  pending  before  the  Primary  Examiner.  Ex  parte 
RahsiJber,  126. 

14.  Petition  to  Set  Aside  Final  Rejection — Request  Should  First  be 

Made  of  Primary  Examiner. — ^A  petition  to  set  aside  a  final  rejection 
dismissed  as  premature  where  no  reqvest  had  been  made  of  the  Prlmaiy 
Examiner  to  withdraw  that  rejection.    Ex  parte  Lawton,  187. 
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15.  Allegation. — Where  an  applicant  presents  an  amendment  which  the  Bz- 

aminer  holds  contains  claims  for  a  different  inyention  from  that 
already  prosecuted,  the  amendment  shonld  be  entered  and  applicant 
required  to  cancel  these  claims.    Ex  parte  Fast,  200. 

16.  Same — ^Appeal. — From  the  action  of  the  Examiner  requiring  the  can- 

celation of  claims  on  the  ground  that  they  are  for  a  different  invention 
than  that  which  applicant  has  elected  to  prosecute  appeal  lies  to  the 
Examiners-In-Chief.  Id. 
*  17.  Final  Rejection  Pbematube. — Where  after  a  rejection,  in  view  of 
several  references,  the  applicant  requests  that  the  Examiner  explain 
and  apply  the  same  and  it  appears  that  while  the  references  are 
simple  the  manner  in  which  they  are  to  be  taken  together  as' showing 
that  the  claims  are  not  patentable  is  not  so  obvious  and  that  there 
has  been  no  undue  delay  in  the  prosecution  of  the  case,  Held  that  the 
Examiner  should  have  complied  with  applicant's  request  and  not 
finally  rejected  the  claims.  Ex  parte  Andrews,  208. 
18.  Abandonment — Delay  Not  Unavoidable. — Where  an  application  Is 
formally  abandoned  In  favor  of  a  second  application,  the  fact  that  a 
certain  construction  was  inadvertently  omitted  from  the  latter  and 
that  the  entry  of  an  amendment  disclosing  the  same  was  refused  ad- 
mission on  the  ground  that  it  involved  new  matter  does  not  render 
the  delay  in  the  prosecution  of  the  former  unavoidable.  Ex  parte 
Hagey,  248. 

19.  Final  Rejection. — Where  the  device  shown  in  an  application  is  a  very 
simple  one  and  in  response  to  a  rejection  of  the  claims  upon  reference 
the  applicant  did  not  point  out  the  manner  in  which  the  alleged  inven- 
tion is  patentable  over  the  references  cited,  but  merely  denied  the 
pertinency  thereof,  Held  that  a  final  rejection  was  properly  entered. 
Ex  parte  Levy,  225. 

20.  Amendment  After  Allowance. — ^A  petition  for  the  withdrawal  of  a  case 
from  issue  for  the  purpose  of  further  prosecution  denied  in  the  absence 
of  a  showing  why  the  proposed  claims  were  not  presented  earlier  in  the 
prosecution  of  the  case.    Ex  parte  Wcher  and  Swaller,  226. 

21.  Same — Pbesented  After  F^nal  Rejection. — ^After  a  final  rejection  an 
applicant  is  not  entitled  to  further  prosecute  the  case  before  the 
Primary  Examiner  in  the  absence  of  any  showing  under  Rule  68  why 
the  proposed  claims  were  not  earlier  presented.    Ex  parte  Hodge,  244. 

22.  Same — Not  Entered  in  Part. — It  is  the  well-settled  practice  of  the 
Office  that  an  amendment  cannot  be  entered  in  part,  since  for  the 
Examiner  to  undertake  to  enter  an  amendment  so  far  as  it  is  responsive 
and  to  refuse  to  enter' the  remainder  thereof  would  lead  to  endless 
confusion.    Id. 

23.  Abandonment. — An   amendment  directing  the  cancelation  of  finally- 

rejected  claims  and  the  presentation  of  new  claims  in  lieu  thereof,  un- 
accompanied by  a  showing  under  Rule  68,  Held  not  responsive  prosecu- 
tion, and  where  no  other  action  was  taken  within  the  year  following  the 
final  rejection  Held  that  the  application  is  abandoned.    Id. 

24.  New  Matter. — Where  an  application  was  abandoned  in  favor  of  a  later 
application,  Held  that  thereafter  matter  not  originally  shown  In  the 
second  application  cannot  be  entered  therein  by  amendment,  although 
shown  in  the  prior  application.    Ex  parte  Hagey,  248. 

PUBLIC  USE  AND  SALE. 

Application  Involved  in  Interference — Motion  to  Dissolve. — Where  after 
the  filing  of  a  motion  to  dissolve  an  interference  on  the  ground  that  the 
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issue  thereof  is  not  patentable  and  tbe  opportng  party  has  no  right  to 
make  tbe  claims  tbe  moving  party  filed  a  petition  for  tbe  institution  of 
public-use  proceedings,  Held  tbat  tbe  motion  to  dissolve  sbould  be  first 
beard  and  determined.    Snyder  v.  Woodward,  235. 

PUBLIC-USE  PROCEEDINGS.     See  Interference,  11 ;  Public  Use  and  Sale. 

PUBLICATION  OF  TRADE-MARKS.    See  Trade-Marks,  6. 

PUNISHMENT.    See  Grant  of  Patents,  3. 

RECORD  IN  INTERFERENCE  CASES.    See  Interference,  9;  Oath,  8. 

RECORDS  OF  THE  OFFICE.     See  Labels,  2. 

REDUCTION  TO  PRACTICE.  See  Applications,  1;  Interference,  1,  19;  Prl- 
ority  of  Invention,  4,  6,  14,  18;  Testimony,  3. 

1.  Interference — Priority. — Where  tbe  testimony  clearly  establisbed  that 

a  gun  embodying  tbe  issue  was  made  and  tested,  sbipped  to  tbe  Govern- 
ment proving-grounds,  tbere  tested,  adopted  by  tbe  Government  as  a 
type,  returned  to  tbe  navy-yard,  and  adopted  as  a  model  for  otber  guns 
made  by  tbe  Government,  Held  tbat  tbis  testimony  establisbes  a  reduc- 
tion to  practice  of  tbe  invention  in  issue,  altbougb  tbe  inventor  was 
tbe  only  witness  wbo  was  present  at  tbe  tests.  (♦)  Schneider  v.  Driggt, 
276. 

2.  Same — Same. — In  order  to  establish  reduction  to  practice  of  a  cbemical 

compound,  It  is  not  necessary  to  sbow  tbat  it  is  capable  of  use  In  some 
commercial  process  and  that  such  process  has  been  successfully  prac- 
ticed ;  but  it  is  sufficient  if  it  be  established  tbat  tbis  compound  has 
apparent  usefulness.     (♦)  Potter  v.  Tone,  295. 

3.  Same — Same — Simple    Device. — ^An    improvement    in    safety-razors  ol 

which  the  only  novel  feature  is  tbe  clamp  by  which  tbe  blade  is  held  in 
position  Held  such  a  simple  device  tbat  tbe  making  thereof  amounted 
to  a  demonstration  of  utility  and  constituted  reduction  to  practice. 
(♦)  Qaisman  v.  OUlette,  319, 

4.  Same — Same — Drawings. — It  is  well  settled  tbat  drawings  alone,  bow- 

ever  perfect,  are  not  equivalent  to  a  reduction  to  practice.  (Mason  v. 
Hepburn,  C.  D.,  1898,  510;  84  O.  G.,  147;  13  App.  D.  C,  86;  Automatic 
Weighing  Machine  Co.  v.  Pneumatic  Scale  Corporation,  C.  D.,  1909, 
498;  139  O.  G.,  991;  166  Fed.  Rep.,  288.)  Ames  v.  Lindstrom,  08, 
6.  Same — Same — ^Constructive — Application  Altered  After  EIxbcution.— 
Where  an  application  was  altered  after  being  signed  and  sworn  to, 
Held  that  a  patent  cannot  be  granted  thereon  and  that  It  cannot  be 
given  tbe  effect  of  a  constructive  reduction  to  practice.    Id. 

6.  Same — Same — Same — Same. — Where  tbe  testimony  showed  tbat  L.,  who 

was  tbe  second  to  conceive  the  Invention  but  tbe  first  to  file  an  applica- 
tion therefor,  did  not  actually  reduce  it  to  practice  until  after  A.  filed 
bis  application  and  tbat  L.'s  application  bad  been  altered  after  being 
signed  and  sworn  to.  Held  tbat  tbe  application  of  L.  did  not  constitute 
a  constructive  reduction  to  practice  and  tbat  priority  sbould  be  awarded 
to  A.  (Davis  V.  Garrett,  C.  D.,  1906,  724;  123  O.  G.,  1991;  28  App. 
D.  C.  9;  Snider  v.  Bunnell,  C.  D.,  1902,  460;  101  O.  G.,  2572,  and  Hop- 
kins V.  Scott,  C.  D.,  1903,  261 ;  105  O.  G.,  1263,  distinguished.)     Id, 

7.  Same — Same— Same. — Where  an  application  was  materially  altered  after 

being  signed  and  sworn  to,  Held  that  it  Is  not  a  properly-allowable 
application  and  cannot  be  given  tbe  effect  of  a  constructive  reduction 
to  practice  of  the  Invention  disclosed  therein.  (*)IAndstrom  v.  Ames, 
884. 

8.  Same — Same — Same. — When  tbe  testimony  showed  tbat  L.,  tbe  senior 

party,  who  was  tbe  second  to  conceive  tbe  invention,  did  not  actually 
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reduce  it  to  practice  until  after  A.  filed  his  application  and  that  his 
application  was  materially  altered  after  being  signed  and  sworn  to, 
Held  that  the  filing  of  L.*s  application  did  not  constitute  a  construc- 
tive reduction  to  practice  of  the  invention  and  that  priority  was 
properly  awarded  to  A.  (Snider  y.  Bunnell,  C.  D.,  1902,  400;  101  O.  G., 
2672;  Davis  v.  Qarrett,  C.  D.,  1906,  724;  123  O.  G.,  1991;  28  App.  D.  C, 
9,  distinguished.)  {*)Id. 
9.  Same— Same — Invention  Completed  in  a  Foreign  Country. — Where  K. 
completed  the  invention  in  issue  in  a  foreign  country  and  knowledge  of 
such  invention  was  brought  into  this  country  and  disclosed  to  others. 
Held  that  K.  can  derive  no  benefit  from  the  work  done  in  such  foreign 
country  and  that  the  disclosure  of  the  invention  to  others  in  this  coun- 
try is  not  equivalent  to  a  reduction  to  practice  of  the  invention,  but  is 
merely  evidence  of  conception  thereof.    (*)i)e  Kando  v.  Armstrong,  418. 

REFERENCES.  See  Abandonment  of  Applications,  2 ;  Amendments,  1 ;  Appeal 
to  the  Examincrs-in-Chief ;  Claims,  2;  Construction  of  Claims,  12; 
Espamination  of  Applications,  1,  2;  Mandamus,  3;  Patentability,  8; 
Prosecution  of  Applications,  3,  4,  6,  17,  19 ;  Rejection  of  Claims. 

REFUNDMENT  OF  FEES.    See  Fees, 

Application — Mistake. — Where  the  attorney  of  record,  who  had  received 
from  his  foreign  associate  a  petition,  oath,  specification,  and  claims, 
filed  the  same  as  a  new  application  and  it  thereafter  appeared  tliat 
these  papers  were  designed  by  said  foreign  associate  as  an  amendment 
to  the  application  already  on  file.  Held  that  no  such  mistake  liad  be^i 
made  as  would  Justify  the  return  of  the  application  fee.  Ew  parte 
Weithaler,  238. 

REGISTRABILITY.  See  Labels;  Trade-Marks,  4,  6,  6,  7,  9, 11,  20,  21,  26,  27,  28, 
31,  33,  35,  36,  39,  40,  41.  44,  46,  47,  49,  52,  53,  55,  57,  58,  63,  64,  65,  66, 
70,  n,  72,  73,  78,  79.  80,  83,  86,  87,  88,  89,  90,  91. 

REISSUE  See  Particular  Patents,  2;  Patentability,  1;  Priority  of  Invention, 
5,  6. 

1.  Patentability — Intervening  Rights. — "  It  is  well-settled  law  that  to 

warrant  the  valid  reissue  of  a  patent  there  must  not  only  have  been  a 
mistake  by  the  patentee,  with  no  want  of  reasonable  diligence  in  its 
discovery,  but  also  that  no  third  person  has  in  the  meantime  acquired 
the  right  to  manufacture  and  sell  what  the  patentee  had  failed  to 
claim.  (Coon  v.  Wilson,  C.  D.,  1885,  171;  30  O.  G.,  889;  113  U.  S.,  268; 
Farmers*  Friend  Co.  v.  Challenge  Co.,  C.  D.,  1888,  592;  45  O.  G.,  1570; 
128  U.  S.,  506;  Topliff  v.  Topliff,  C.  D.,  1892,  402;  59  O.  G.,  1257;  145 
U.  S.,  125.)"     {*) Skinner  v.  Carpenter,  345. 

2.  Same — Same. — ^Testimony  considered  and  Held  to  establish  that  between 

the  grant  of  the  patent  to  C,  the  appellee,  and  the  filing  of  his  applica- 
tion for  reissue  of  that  patent  S.,  the  appellant,  had  manufactured 
and  sold  devices  which  were  not  an  infringement  of  the  patent,  but 
which  are  dominated  by  the  claims  of  the  reissue  application,  and  the 
decision  of  the  Commissioner  of  Patents  in  favor  of  C.  reversed.  i*)Id. 
8.  Same — Jurisdiction  of  the  Court  of  Appeals. — Held  that  in  an  inter- 
ference involving  an  application  for  the  reissue  of  a  patent  the  Court 
of  Appeals  of  the  District  of  Columbia  has  no  Jurisdiction  to  pass  u|)on 
the  question  whether  such  intervening  rights  exist  as  will  constitute 
a  ground  for  refusing  the  reissue.  (Skinner  v.  Carpenter,  ante,  845; 
166  O.  a,  1281,  construed.)     (*)Norling  v.  Hayes,  347. 
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4.  Statutory  Grounds. — Where  a  patent  for  a  process  was  adjudged  invalid 
for  lack  of  patentable  invention  in  that  the  process  was  not  new,  but 
the  claim  was  merely  for  the  function  of  a  machine  to  do  what  had 
previously  be^i  done  by  hand,  the  case  was  not  <me  of  insufficiency, 
overstating,  inadvertence,  accid^t,  or  mistake,  which  would  entitle 
the  patentee,  under  the  provisions  of  section  4916,  Revised  Statutes,  to 
a  reissue,  with  a  claim  to  the  maciiine.  (')  Penn  Blectrioal  d  Mfg. 
Co,  v.  Conroy,  492. 

6.  Question  or  Intervening  Rights  Not  Ck>NSiOERED. — Held  that  in  an 
interference  involving  a  reissue  application  the  question  whether  such 
intervening  rights  exist  as  will  constitute  a  ground  for  refusing  the 
reissue  will  not  be  considered,  (citing  Norling  v.  Hayes,  anie,  347;  166 
O.  G.,  1282).     (♦)  Frost  v.  Chase,  409. 

6.  Validity.— Authority  to  grant   reissue  patents  is  derived  exclusively 

from  Revised  Statutes,  section  4916,  (U.  S.  CkHnp.  St,  1901,  p.  3393,) 
and  the  Commissioner  goes  beyond  his  Jurisdiction  if  he  grants  a 
reissue  for  an  invention  other  tlian  the  one  disclosed  and  described 
in  the  original  patent,  whidi  by  reason  of  inadvertence,  accident  or 
mistake  is  inoperative  to  secure  the  monopoly  it  shows  on  its  face  was 
intended  to  be  secured.  (')  Moneyweight  Scale  Co,  y.  Toledo  Com- 
puting Scale  Co,,  504. 

7.  Inadvertence. — ^The  inadvertence  of  the  solicitors  of  an  applicant  for  a 

patent  is  his  inadvertence,  and,  on  the  other  hand,  their  erroneous  Judg- 
ment in  submitting  to  the  rejection  of  claims  is  his  erroneous  Judgment 
and  he  is  estopped  from  presenting  any  of  such  rejected  claims  in  an 
application  for  a  reissue     (*)  /d. 

8.  Same. — Where  none  of  the  original  claims  presented  by  an  applicant  for 

a  patent  was  adequate  to  cover  the  invention  disclosed  by  the  specifi- 
cation and  drawings,  acquiescence  in  the  rejection  of  such  daims  is  not 
an  abandonment  of  the  invention  as  an  entirety,  and  the  failure  of  his 
solicitors  to  submit  adequate  claims  is  an  inadvertence  which  may 
entitle  the  applicant  to  a  reissue.     (*)  /d. 

9.  Authority  to  Grant — "  Specification  "  Defined. — In  Revised  Statutes, 

section  4916,  (U.  S.  Ck>mp.  St,  1901,  p.  3393,)  authorizing  the  issuance 
of  a  reissue  patent  wliere  the  original  Is  inoperatlye  or  invalid  "by 
renson  of  a  defective  or  insufficient  specification,"  the  word  "specifica- 
tion/* by  settled  construction,  may  include  the  claims  as  well  as  the 
technical  specifications  preceding  them.  (')  McDowell  v.  Ideal  Concrete 
Math.  Co.,  514. 
10.  Same.— The  Commissioner  of  Patents  is  without  Jurisdiction  to  grant  a 
reissue  in  lieu  of  an-  original  patent  unaltered  save  by  the  addition  of 
enlarging  claims  and  where  the  original  described  and  illustrated  by  its 
drawings  nn  operative  machine  which  was  fully  covered  and  protected 
by  Its  claim&  (*)  Id, 
REJECTION  OF  CLAIMS.  See  Ahandonment  of  Applications,  2;  Constrvction 
of  Claims,  5,  9, 10, 12, 14 ;  Construction  of  Specifications  and  Patents,  1; 
Examination  of  Applications,  1,  2;  Mandamus,  3;  Patentability,  3,  6; 
Prosecution  of  Applications,  1,  3,  4,  5,  6,  23 ;  Reissue,  7,  8 ;  Reopening  of 
Rejected  Applications. 
Prosecution — Foreign  Reference — Not  Withdrawn  Upon  Mere  Sugges- 
tion That  it  is  Applicant's  Patent. — ^Where  an  application  was  re- 
jected on  a  foreign  pat^it  H^d  that  the  Examiner  properly  refused  to 
withdraw  the  patent  as  a  reference  in  the  absence  of  an  affidavit  by 
the  applicant  fully  identifying  it  as  his  own  or  filed  on  his  behalf  with 
his  knowledge  and  consent — Ex  parte  Wlost,  57. 
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RENEWAL  OF  FORFEITED  APPLICATIONS. 

Renewal  Pebiod — Cannot  be  EIxtended  by  Commissioner. — ^A  forfeited 
application  may,  under  the  provisions  of  section  4897,  be  renewed  at 
any  time  within  two  years  from  the  date  of  the  notice  of  allowance; 
but  the  Commissioner  has  no  authority  to  extend  that  period.  Ex  parte 
Myers,  61. 

REOPENING  OF  DECIDED  CASES.  See  Abandonment  of  Applications,  8; 
Interference,  4 ;  Prosecution  of  Applications,  5 ;  Trade-Marks,  70. 
Reopening  Case  Afteb  Appeal. — A  case  will  not  be  reopened  for  amend- 
ment after  a  decision  by  the  Examlners-in-Chief  except  for  the  con- 
sideration of  matter  not  previously  adjudicated,  sufficient  cause  being 
shown.    Rule  142.    Ex  parte  Atwood,  18. 

REOPENING  OF  INTERFERENCE.     See  Interference,  8,  22. 

REOPENING  OF  REJECTED  APPLICATIONS.  See  Abandoned  Applications, 
5;  Trade-Marks,  1. 
Recommendation  of  Examinebs-in-Chief— Action  by  Pbimabt  Examiner.-^ 
Where  the  Examir:^rs-in-Chief  recommended  that  certain  claims  be 
rejected  upon  new  grounds  stated  by  them,  Held  that  the  action  of  the 
Examiner  in  rejecting  the  claims  upon  the  return  of  the  case  to  him 
for  the  reasons  stated  in  the  decision  of  the  Examiners-in-Cbief  was 
clearly  a  proper  one,  and  since  It  was  a  new  ground  of  rejection  it 
reopened  the  case  for  further  prosecution  as  to  the  subject-matter  of 
rejected  claim&    Ex  parte  Luten,  101. 

RES  ADJUDICATA.    See  Applications,  3;  Fraud,  1;  Trade-Marks,  6,  7,  22. 

RESPONSIVE  ACTION  BY  APPLICANT.  See  Abandonment  of  Applications; 
Division  of  Applications,  8 ;  Examination  of  Applications,  1,  2 :  Prosecu- 
tion of  Applications,  1,  2,  3,  4,  18,  19,  20,  22,  23. 

REVIEW  OF  EXAMINER'S  ACTION.     See  Labels, 

RIGHT  OF  APPEAL.     See  Interference,  22. 

RIGHT  TO  MAKE  CLAIMS.  See  Amendments;  Fees;  Interference,  2,  6,  8, 15; 
Motion  to  Dissolve  Interference,  1,  2,  3,  4,  5,  8;  Priority  of  Invention, 
5,  7,  10 ;  Public  Use  and  Sale. 

RULES  OF  PRACTICE  OF  THE  UNITED  STATES  PATENT  OFFICE. 

Have  Force  or  Law. — ^All  rules  of  the  Patent  Office  which  are  authorized 
by  law  have  the  force  of  law  and  control  procedure  in  that  Office. 
(♦)  Broadwell  v.  Ijong,  300. 

SCOPE  OF  CLAIM.     See  Interference,  21 ;  Prosecution  of  Applications,  9. 

SECOND  APPLICATION.  See  Prosecution  of  Applications,  18,  24 ;  Refundment 
of  Fees. 

SECOND  INTERFERENCE.     See  Amendments,  2,  3,  4. 

SIMILARITY  OF  MARKS.  See  Trade-Marks,  1,  4,  11,  12,  20,  23,  24,  25,  28. 
31,  36,  43,  49,  52,  54,  55,  57,  58,  78,  79,  83,  84,  92. 

SPECIFIC  CLAIMS.     See  Interference,  16. 

SPECIFICATIONS.  See  Abandonment  of  Applications,  1;  Applications,  8; 
Construction  of  Claims,  7,  8,  16;  Construction  of  Specifications  and 
Patents,  1;  Examination  of  Applications,  2;  Interference,  15,  17,  18; 
Invention;  Particular  Patents,  1,  6,  9,  12;  Patentability,  3,  4.  5,  7; 
Prosecution  of  Applications,  7,  13;  Reissue,  8,  9. 

STATE  OF  THE  ART.  See  Construction  of  Claims,  3,  5.  6,  10,  12,  13,  14,  15, 
17,  18,  19,  20 ;  Construction  of  Specifications  and  Patents,  1 ;  Particular 
Patents,  1,  3,  6,  7,  8,  9,  11.  12 ;  Patentability,  3,  4,  5,  7. 

STATUTORY  BAR.     See  Interference,  11 ;  Reissue,  4. 

STATUTORY  IMMUNITY.     See  Construction  of  Statutes,  5. 

STRIKING  TESTIMONY  FROM  THE  RECORD.     See  Testimony,  5. 
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SUBPCENA  DUCES  TECUM.    See  Construction  of  Statutes,  8,  4,  5. 

SUBSTITUTION  OF  MATERIAL.     See  Construction  of  Claims,  5.  «. 

SUFFICIENCY  OF  EVIDENCE.     See  Testimony,  1,  2,  8. 

SCITS  FOR  INFRINGEMENT  OF  TRADE-MARKS.  See  Trade-Marks,  22, 
37,  38,  39,  40,  41,  42. 

SUITS  IN  FORMA  PAUPERIS. 

Appeals  from  Decisions  of  the  Comkissioneb  of  Patents. — ^The  act  of 
Congress  of  Juue  25,  1910,  allowing  the  prosecution  or  defense  of  suits 
or  actions  in  the  courts  of  the  United  States  and  appeals  to  the  circuit 
court  of  appeals  and  to  the  Supreme  Court  of  the  United  States  in  forma 
pauperis  upon  certain  conditions  therein  prescrit>ed  is  not  applicable 
to  appeals  from  the  decisions  of  the  Commissioner  of  Patents  to  the 
Court  of  Appeals  of  the  District  of  Columbia,  since  such  an  appeal  is 
not  in  a  suit  or  action  and  the  Patent  Office  is  not  a  court  of  the 
United  States.  (♦)  In  re  Meta  Mattulath,  administratrix  of  Hugo 
Mattulath,  deceased,  450. 

SUITS  UNDER  SECTION  4915,  REVISED  STATUTES. 

1.  Suit  to  Obtain  Patent — Laches. — The  remedy  by  bill  In  equity  to 

obtain  a  patent  which  has  been  refused  by  the  Patent  Office  giv^i  by 
Revised  Statutes,  section  4915,  (U.  S.  Comp.  St.,  1901,  p.  3392,)  is  a 
part  of  the  application  for  the  patent  and  is  governed  by  the  rule  as  to 
laches  declared  by  Revised  Statutes,  section  4894,  (U.  S.  Comp.  St, 
1901.  p.  3384,)  which  provides  that  the  failure  of  an  applicant  to 
prosecute  his  application  within  one  year  after  any  action  therein  shall 
be  regarded  as  an  abandonment,  unless  it  be  shown  that  the  delay  was 
unavoidable,  (c)  Westinghouse  Electric  d  Ufg,  Co.  et  ol.  v.  Ohio 
Brass  Co,,  259. 

2.  Same — Same— Unavoidable  Delay. — ^An  allegation  in  a  bill  to  obtain  the 

issuance  of  a  patent  under  ttevtsed  Statutes,  section  4915,  (U.  S.  Comp. 
St,  1901,  p.  3392,)  filed  more  than  a  year  after  the  application  was 
refused  by  the  decision  of  the  Court  of  Appeals  of  the  District  of 
Columbia  in  interference  proceedings,  that  complainants  brought  suit 
within  the  year  against  the  successful  applicant,  to  whom  the  patent 
was  granted,  and  learned  for  the  first  time  after  such  suit  had  been 
pending  for  several  mouths  that  the  defendant  had  assigned  the  patent, 
whereupon  that  suit  was  dismissed  and  the  present  one  was  brought 
against  the  assignee,  does  not  show  that  the  delay  was  **  unavoidable** 
within  the  meaning  of  Revised  Statutes,  section  4894,  (U.  S.  Comp.  St, 
1901,  p.  3384,)  there  being  no  allegation  that  the  assignment  was  not 
recorded  nor  that  complainants  had  no  means  of  ascertaining  the  fact 
of  the  assignment,     (c)  Id, 

3.  INTKRFEBENCE — DECISION    ON    PBIOEITT — GbaNT    OF    PATENT    TO    OPPOSING 

Party  Not  Suspended. — Where  after  a  decision  on  priority  by  the 
Court  of  Appeals  of  the  District  of  Columbia  the  defeated  party  files 
a  bill  in  equity  under  the  provisions  of  section  4915,  Revised  Statutes^ 
Held  that  the  issuance  of  a  patent  to  the  successful  party  to  the  inter- 
ference cannot  be  suspended  pending  the  final  determination  of  the 
suit     Mclntyre  v.  Perry,  92. 

SUPERVISORY  AUTHORITY  OF  THE  COMMISSIONER  OF  PATENTS. 
See  Jurisdiction  of  the  Commissioner  of  Patents;  Motion  to  Dissolve 
Interference,  9;  Reissue,  10. 

SUPREME  COURT  OF  THE  DISTRICT  OF  COLUMBIA.  See  Certiorari,  3, 4 ; 
Mandamus,  1. 
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SUPREME  COURT  OF  THE  UNITED  STATES.  See  Canstruoiion  of  Bpecifi- 
cations  and  Patents,  1 ;  Suits  in  Forma  Pauperis ;  Trade-Marks,  22. 

SURNAME.     See  Trade-Marks,  72,  73. 

SUSPENSION  OF  HEARING.    See  Interference,  4. 

SUSPENSION  OF  INTERFERENCE.     See  Interference,  11 ;  Trade-Marks,  10. 

TECHNICAL  MARKS.     See  Trade-Marks,  6,  7,  21. 

TEN-YEARS  CLAUSE.     See  Trade-Marks,  3.  6,  7,  48. 

TERMINOLOGY.  See  Construction  of  Claims,  1,  2,  8,  9,  16 ;  Employer  and  Em- 
ployee, 3 ;  Priority  of  Invention,  5 ;  Reissue,  9 ;  Trade- Marks,  16,  16,  18, 
38,  40,  41. 

TESTS.    See  Reduction  to  Practice;  Testimony,  2,  3 ;  Trade-Marks,  92. 

TESTIMONY.  See  Construction  of  Statutes,  5;  Drawings,  2;  Interference,  8, 
11.  20,  21 ;  Motion  to  Amend  Preliminary  Statement;  Motion  to  Dissolve 
Interference,  7 ;  Priority  of  Invention,  6,  18;  Reduction  to  Practice,  1,  8; 
Reissue,  2;  Trade-Marks,  51. 

1.  INTEBFEBENCE— Pboop  OP  INVENTORSHIP. — When  D.  testified  that  he  con- 

ceive the  invention  in  issue  and  disclosed  it  to  others  and  that  a  gun 
embodying  the  issue  was  built  under  his  direction  by  the  company  with 
which  he  was  connected,  Held  that  testimony  corroborating  him  as  to 
*  the  building  of  the  gun  is  sufficient  to  establish  that  the  invention  origi- 
nated with  him  in  the  absence  of  testimony  that  he  derived  knowledge 
thereof  from  the  opposing  party.  {Herman  v.  Pullman,  C.  D.,  1903,  452 ; 
107  O.  G..  1094.)     DHgffs  v.  Schneider,  1. 

2.  Same. — ^Date  op  Test. — ^The  inventor's  uncorroborated  testimony  that  a 

competitive  test  was  held  by  the  Government  on  a  certain  date  is  suffi- 
cient to  establish  that  fact  in  the  absence  of  any  testimony  to  the 
contrary.  Id. 
8.  Same — Reduction  to  Practice. — ^Testimony  that  a  gun  embodying  the 
invention  was  built  under  D.'s  directions,  was  shipped  to  the  Govern- 
ment provlng-grounds  and  tested,  and  that  after  the  test  it  was  adopted 
by  the  Government  and  other  guns  were  made  exactly  like  it  for  the 
Government  Held  sufficient  to  establish  reduction  to  practice  by  D.    Id. 

4.  Leading  Questions. — The  record  reviewed  and  certain  questions  to  which 

objection  had  been  taken  Held  not  objectionable  as  leading.  Ward  v. 
Midgley,  229. 

5.  SuPWciENCY  OP  Notice  por  Taking. — ^A  notice  given  in  New  York  city 

on  June  22  that  testimony  would  be  taken  In  Troy,  N.  Y.,  on  June  24, 
Held  insufficient,  and  testimony  taken  in  accordance  with  this  notice 
stricken  from  the  record.     Randerson  v.  Hanna  d  Hanna,  234. 
TITLE  OP  INVENTION. 

1.  Naming  by  Applicant. — Under  the  ruling  in  ew  parte  Becker  (C.  D.,  1893, 

95;  64  O.  G.,  559)  an  applicant  should  be  allowed  within  reasonable 
limits  to  name  the  title  of  the  invention.    Eit  parte  Mackintosh,  13. 

2.  Same. — Where  the  claims  were  directed  to  the  bearings  and  mode  of  con- 

necting the  driving  device  of  a  centrifugal  machine.  Held  that  the  title 
"Centrifugal  machines"  did  not  correctly  indicate  the  nature  and 
design  of  the  invention,  as  required  by  section  4884,  Revised  Stat- 
utes.   Id. 

TITLE  TO  TRADE-MARK.    See  Trade-Marks,  45. 

TRADE-MARKS.    See  Labels,  1. 

1.  INTEBPEBENCE — "Arkoma  " — "Armona." — Held  that  an  interference  In 
fact  exists  between  the  words  "Arkoma  "  and  "Armona  "  used  as  trade- 
marks for  goods  of  the  same  descriptive  properties.  California  Fruit 
Canners  Association  v.  Foster,  Caldarera  d  Company,  11. 
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fL  SAiOD — ^MonoR  TO  DI880LYI}— Pabticulab  Descbiftioh  or  Go<H)B.— The 
fact  that  in  C's  application  for  registration  of  a  trade-mark  the  par- 
ticular description  of  the  goods  is  given  as  "  canned  fruits  and  canned 
vegetables  "  Held  to  constitute  no  ground  for  dissolving  an  interference 
between  this  application  and  an  application  for  the  registration  of  a 
trade-mark  for  *' flavoring  extracts  and  canned  tomatoes,**  especially 
as  the  labels  filed  by  0.  show  that  the  mark  was  used  on  '*  canned 
tomatoes.*'    Id. 

8.  Same — Same — Question  of  Geographical  Ghabacteb  of  Mask  Imma- 
terial Where  Registration  is  Sought  Under  "Ten-Years  Clause.— 
Where  one  of  the  apidications  involved  in  an  interference  is  presented 
under  the  "  ten-years "  clause  of  the  Trade-Mark  Act,  the  question  of 
whether  it  is  geographical  in  significance  is  immaterial  to  the  proper 
determination  of  a  motion  to  dissolve  the  interference.    Id, 

4.  Prior  Registration — Validitt  Thereof  Cannot  be  Questioned  in  an 

EX  PARTE  Proceeding. — ^Where  the  registration  of  the  word  "Autola" 
as  a  trade-mark  for  cigars  was  refused  in  view  of  the  prior  registration 
of  the  word  "Au-to-do"  for  the  same  goods.  Held  that  on  an  appeal 
from  such  refusal  applicant  cannot  question  the  validity  of  such  prior 
registration.     {*)  In  re  J.  Fred  WUcow  d  Co.,  264. 

5.  "  Instantaneous  "     for     Measuring-Tapes — ^Descriptive. — The     word 

"  Instantaneous  **  used  in  a  trade-mark  for  measuring-tapes  Held  prop- 
erly refused  registration,  since  it  is  descriptive  of  a  character  or  quality 
of  the  goods  to  which  it  is  applied.    Ex  parte  The  Lufkin  Rule  Co.,  16. 

6.  Publication — ^Application   Places)   Under   "Ten- Years   Clause" — ^Re- 

publication.— Where  after  a  mark  for  the  registration  of  which  appli- 
cation has  been  made  is  published  registration  of  such  mark  as  a  tech- 
nical trade-mark  is  refused  and  the  aiH>licant  amends  his  application 
by  averring  exclusive  use  of  the  mark  for  ten  years  next  preceding 
the  passage  of  the  Trade-Mark  Act,  Held  that  "the  CoDomissioner  of 
Patents  was  entirely  justified  in  ordering  a  second  publication." 
(*)  Cttrter  Medicine  Company  v.  Barclay  d  Barday,  268. 

7.  Opposition — Res  Adjudicata. — A  decision  in  an  oiH>osition  filed  against 

the  registration  of  a  mark  presented  as  a  technical  trade-mark  Held 
not  res  adjudicata  in  a  second  opposition  filed  by  the  same  party 
against  the  registration  of  the  same  mark  when  presented  under  the 
**  ten-years  "  proviso  of  section  5  of  the  Trade-Mark  Act     Id. 

8.  Mark  Shown  in  Two  Forms — Requirement  That  One  be  Canceled 

Proper. — ^The  trade-mark  sought  to  be  registered,  which  consists  of  the 
word  **Acme,"  was  shown  in  the  drawing  in  two  different*  forms.  Held 
that  the  requirement  that  one  of  these  forms  be  canceled  was  proper. 
Ex  parte  Atsatt  Bros.,  20. 

9.  "Choc    Home-Spun,'*    for    Candt — Descriptive. — ^The    words    "Choc 

Home-Spun"  Held  properly  refused  registration  as  a  trade-mark  for 
candy,  since  such  mark  is  descriptive  of  the  goods  to  which  it  is  ap- 
plied. Ex  parte  Croft  d  Allen  Company,  23. 
10.  Opposition  and  Interference — Interference  Not  Suspended. — Wh&re 
after  the  filing  of  a  notice  of  opposition  to  the  registration  of  a  trade- 
mark by  the  owner  of  a  registered  trade-mark  an  interference  is  de- 
clared between  the  registration  of  the  opposer  and  the  application. 
Held  that  the  interference  should  not  be  suspended  pending  the  final 
determination  of  the  opposition  except  by  consent  of  the  parties.  Wm. 
A.  Coombs  Milling  Company  v.  Barber  Milling  Coanpany,  27* 
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11.  "Maploma" — "Maplwne" — SiMiLABiTY. — The  word  "Maploma**  as  a 

trade-mark  for  syrup  Held  ifroperly  refused  registration  in  view  of 
the  prior  registration  of  the  word  ''  Mapleine "  as  a  trade-mark  for 
goods  of  the  same  descriptive  properties.  Ew  parte  Price  Flavoring 
Extract  Co.,  29. 

12.  CrOODS  OF  Same  Descriptive  Pbopebtieb. — "  Syrups,  syrup  compound  arid 

syrup  substitutes  "  Held  to  be  goods  of  the  same  descriptive  properties 
as  **A  Harmless  Vegetable  Compound  to  impart  a  Flavor  similar  to 
Maple  for  Syrups,  etc."     Id, 

13.  Opposition — Allegation  of  Damage. — In  order  to  sustain  a  notice  of 

opposition  to  the  registration  of  a  trade-mark,  it  is  not  sufficient  that 
the  opponent  state  that  he  believes  he  would  be  damaged,  but  he  must 
allege  facts  showing  an  interest  in  the  subject-matter  from  which 
damage  may  be  inferred.  (McIlhenny^B  Son  v.  New  Iheria  Extract 
of  Tahasco  Pepper  Co,,  Ltd.,  O.  D.,  1906,  325;  133  O.  G.,  996;  30  App. 
D.  C,  337 ;  Battle  Creek  Sanitarium  Co,,  Ltd,  v.  Fuller,  C.  D.,  1908, 
870;  134  O.  G.,  1299;  30  App.  D.  C,  411.)  {*) Underwood  TypewHter 
Company  v.  A,  B,  Dick  Company,  298. 

14.  Same— Same. — Where  a  notice  of  opposition  does  not  allege  that  the 

opposer  has  put  on  the  market  an  article  similar  to  that  upon  which 
the  trade-mark  of  the  applicant  has  been  used,  but  merely  alleges  that 
said  trade-mark  has  Ijecome  public  property  by  reason  of  the  expira- 
tion of  a  patent  upon  the  machine  upon  which  it  is  used.  Held  that 
such  notice  is  fatally  defective.     {*)Id, 

15.  Application — Partioulab  Description  of  Goods. — The  definition  of  the 

particular  description  of  goods  must  not  be  so  broad  as  to  obviously 
Include  many  goods  to  which  the  trade-mark  is  not  applied,  yet  it  need 
not  l>e  so  narrow  as  to  necessarily  exclude  some  goods  to  which  the 
mark  is  actually  applied.  Ex  parte  Columbia  Cotton  Oil  and  Pro- 
vision Corporation,  30. 

16.  Same — Same. — The  labels  filed  in  connection  with  an  application  for  the 

registration  of  a  trade-mark  for  a  cotton-seed-oil  compound  defined  the 
goods  as  "  Sterilized  Cotton  Seed  Oll^-Oleo  Stearlne."  Held  that  the 
particular  description  of  the  goods  In  the  application,  "An  oleaginous 
compound  for  use  as  a  pastry  shortening,"  is  sufficiently  definite.    Id. 

17.  Same — Objection — Petition. — ^An  objection  to  a  particular  description 

of  goods  merely  on  the  ground  of  Indefinlteness  Is  reviewable  on  peti- 
tion. (Pflster  d  Vogel  Leather  Company,  C.  D.,  1905,  432;  118  O.  G., 
2250,  distinguished.)     Ex  parte  Windhorst  d  Comitany,  33. 

18.  Same. — The  terms  "pressure-lamps"  and  "portable  merchandise  units 

commonly  known  as  gasol^e,  incandescent  lighting  systems"  used  in 
the  particular  description  of  the  goods  upon  which  the  mark  sought  to 
be  registered  is  used  Held  not  Indefinite.    Id. 

19.  Drawing — EJlimination   of   Arbitrary    Features. — An   applicant   will 

not  be  permitted  to  modify  the  mark  originally  shown  in  the  drawing 
by  the  elimination  of  a  fanciful,  arbitrary,  and  salient  feature  thereof 
unless  there  shall  be  filed  a  disclaimer  of  such  feature  duly  verified  by 
the  applicant     Ex  parte  Wayne  Poultry  Tonic  Co.,  37. 

20.  Similarity — "  Lady    Like  " — "  The    Lady    Lee    Shoe." — ^The    words 

"  Lady  Like "  Held  properly  refused  registration  as  a  trade-mark  for 
shoes  in  view  of  the  prior  registration  of  a  mark  consisting  of  the 
words  "  The  Lady  Lee  Shoe."    Bx  parte  B.  B,  Piekenlrock  d  Sons,  40. 
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21.  "Lady  Like"  fob  Shoes — ^Descriptive. — The  words  "Lady  Like"  as 

applied  to  shoes  Held  descriptive  of  the  character  or  quality  of  the 
goods,  and  therefore  not  registrable  as  a  technical  trade-mark.    Id. 

22.  Opposition — Priob     Suit     fob     Infbingement     Between     the     Same 

Pasties — ^Res  Adjudicata. — In* a  suit  for  Infringement  of  a  registered 
trade-mark  Involving  citizens  of  the  same  State  the  Supreme  Court 
of  the  United  States  held  that  the  registration  was  invalid  and  that 
therefore  the  Federal  courts  had  no  Jurisdiction.  Subsequently  the 
defendant  in  the  suit  filed  an  application  for  registration  of  the  mark 
used  by  it,  and  an  opposition  to  such  registration  was  filed  by  the 
plaintiff.  Held  that  as  this  opposition  is  based  upon  actual  use  of  the 
mark,  while  the  question  before  the  Court  involved  solely  the  validity 
of  the  registration,  the  decision  of  the  Court  Is  not  decisive  in  this 
case.  (*)A.  Leachen  d  Sons  Rope  Company  v.  Broderick  d  Bascom 
Rope  Company,  312. 

23.  Same — Similarity  of  Marks. — ^A  trade-mark  for  wire  rope  consisting 

of  "a  yellow  stripe  of  uniform  width  spirally  disposed  around  the 
surface"  of  the  rope  Held  so  similar  to  a  mark  consisting  of  a  red 
stripe  similarly  placed  on  a  rope,  that  the  contemporaneous  use  of  the 
two  marks  would  be  likely  to  cause  confusion  In  the  mind  of  the 
public  and  deceive  purchasers     i*)  Id. 

24.  Same — Same. — A  trade-mark  for  wire  rope,  consisting  of  a  blue  stripe 

of  uniform  width  spirally  disposed  around  the  surface  of  the  rope, 
Held  to  so  resemble  a  mark  consisting  of  a  red  stripe  similarly  placed 
on  a  rope,  that  the  contemporaneous  use  of  the  two  marks  would  be 
likely  to  cause  confusion  in  the  mind  of  the  public  and  deceive  pur- 
chasers. (*)  A.  Leschen  d  Sons  Rope  Company  v.  American  Steel  d 
Wire  Co.  of  "New  Jersey,  315. 

25.  SiMiLARrrr— "AI "  and  "AA".— The  marks  "AI "  and   "AA"   Held  so 

similar  that  their  concurrent  use  upon  goods  of  the  same  descriptive 
properties  would  be  likely  to  cause  confusion  In  the  minds  of  pur- 
chasers.    Craver's  Sons  v.  Conklin  d  Son,  50. 

26.  Rbqistbability — ** Copyright."— The  word  "Copyright"  Held  properly 

refused  registration  as  a  trade-mark,  since  its  use  in  connection  with 
the  words  "Registered  In  the  United  States  Patent  Office"  or  their 
equivalent  would  be  likely  to  convey  to  the  mind  of  the  purchasing 
public  the  Impression  that  the  merchandise  upon  which  the  mark  Is 
used  had  received  the  oflSclal  approval  of  the  United  States  Govern- 
ment.   Ex  parte  The  Blish  Milling  Company,  51. 

27.  "  Celtic  " — Nor  Geographical. — ^The  word  "  Celtic  "  used  as  a  trade- 

mark for  tea  Held  not  geographical  and  to  constitute  a  registrable 
trade-mark.    Ex  parte  Acker,  Merrall  d  Condit  Company,  54. 

28.  Similarity. — A  mark  consisting  of  an  ornamental  panel  having  in  the 

center  thereof  the  representation  of  a  lion  surrounded  by  a  smaller 
ornamented  panel  and  having  the  words  "Lion  Brand"  and  "  Illeone," 
respectively,  above  and  below  it  Held  properly  refused  registration  Id 
view  of  the  prior  registration  of  a  mark  consisting  of  the  representa- 
tion of  a  lion  rampant  upon  a  shield  surrounded  by  a  circle  and  the 
words  "Purltas  et  Cura  S.  S.  P.  &  Co."  Ex  parte  Fortuna  and 
Magro,  55. 

29.  Goods  of  the  Same  Descriptive  Properties. — Olive-oil  and  cotton-seed 

oU  for  culinary  purposes  Held  to  be  goods  of  the  same  descriptive 
properties.    Id, 
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30.  Same — •'White  Lead"  and  "Calcimine." — White  lead  and  calcimine 

neJd  not  to  be  goods  of  the  same  descriptive  properties.  {*)  The 
Muralo  Company  v.  National  Lead  Company,  324. 

31.  Same — Same. — "The  question  of  confusion  in  trade  between  sales  of 

white  lead  and  calcimine  cannot  arise  out  of  the  difficulty  in  telling 
whether  a  given  wall  has  been  painted  with  oil-paint  comprising  white 
lead,  or  with  calcimine  dissolved  in  water.  The  real  question  is  whether 
the  use  of  the  figure  of  a  Dutch  boy  on  one  package  and  that  of  a 
Dutchman  on  the  other  is  calculated  to  mislead  an  ordinary  person 
seeking  to  buy  white  lead.  Into  buying  a  package  of  calcimine.  Bearing 
in  mind  the  essential  differences  between  the  two  articles,  we  think  It 
impossible  that  such  should  be  the  case."  (*)  Id. 
82.  Interference — Motion  for  Dissolution — Holding  by  Examiner  of 
Trade-Marks  of  Lack  of  Jurisdiction — Practice. — Where  In  con- 
sidering a  motion  to  dissolve  an  Interference  the  Examiner  of  Trade- 
Marks  holds  that  the  question  raised  Is  not  one  which  can  be  decided 
on  such  a  motion,  he  should  dismiss  the  motion  and  not  set  a  limit  of 
appeal.  Wnu  A.  Coomhs  Milling  Company  v.  Barber  MilUng  Com- 
pany, 58. 

33.  Same — ^Deceptive  Use  of  Mark — Not  Ground  for  Dissolution. — ^The 

question  whether  there  has  been  such  a  deceptive  use  of  the  mark  by 
one  of  the  parties  as  to  bar  his  right  to  registration  Is  not  one  to  be 
determined  on  a  motion  for  dissolution.    Id. 

34.  Same — Same — Considered  at  Final  Hearing. — Where  an  Interference 

involves  a  registration  and  an  application  for  registration,  the  question 
of  the  deceptive  use  of  the  mark  by  the  registrant  is  one  that  can  be 
raised  at  final  hearing  in  the  interference.  (In  re  J,  Fred  Wilcox  d 
Co,,  ante,  264 ;  162  O.  G.,  639 ;  36  App.  D.  C,  107,  construed.)     Id. 

35.  Opposition — Publici  Juris — Star  for  Beer. — ^An  opposition  to  the  regis- 

tration of  a  six-pointed  star  and  the  word  **  Star "  as  a  trade-mark 
for  beer  Held  properly  sustained,  since  the  representation  of  a  star  for 
beer  has  l>een  so  generally  used  as  to  become  publici  juris.  i*)8tar 
Brewery  Company  v.  Val  Blatz  BrevAng  Company,  326. 

36.  Anticipation — "  Sozodont,"     "  Kalodont.** — Prior     use    of    the     word 

"  Sozodont "  as  a  trade-mark  for  tooth-paste  Held  to  constitute  no 
ground  for  refusing  registration  of  the  word  "  Kalodont "  as  a  trade- 
mark for  the  same  class,  of  goods,  since  there  Is  no  misleading  jesem- 
blance  between  these  words.  (*)  iST.  K,  Landespriv.  Milly-Kerzen- 
Seifen  und  Olycerin-Fabrik  Von  F.  A.  Sarg's  8ohn  rf  Co.  v.  Hall  A 
Ruckel,  329. 

37.  Suit  to  Restrain  Infringement  and  Unfair  CJompetition — Jurisdic- 
.  TioN  OF  Supreme  Court. — Where  in  a  suit  between  citizens  of  different 

States  infringement  of  a  registered  trade-mark  Is  alleged  and  also 
unfair  competition  In  trade,  Held  that  the  Supreme  Court  has  Juris- 
diction to  review  a  decision  of  the  circuit  court  of  appeals  holding  the 
mark  invalid  and  the  defendant  not  guilty  of  unfair  competition. 
(♦♦)  Standard  Paint  Company  v.  Trinidad  Asphalt  Manufacturing 
Company,  530. 
88.  Definition  of. — ^The  term  "trade-mark"  has  been  in  use  from  a  very 
early  date,  and,  generally-  speaking,  it  means  a  distinctive  mark  of 
authenticity  through  which  the  products  of  particular  manufacturers 
or  the  vendable  commodities  of  particular  merchants  may  be  distin- 
guished from  those  of  others.     (**)/<{. 
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89.  DEsoBiPTiyB  Mabk — ^Nor  Suscettiblb  of  Exclubiyb  Appboybiatiok. — ^The 
settled  rale  is  that  no  one  can  appropriate  as  a  trade-mark  a  generic 
name  or  one  descriptive  of  an  article  of  trade,  its  qualities,  ingredients, 
or  characteristics,  or  any  sign,  word,  or  i^mbol  which  from  the  natare 
of  the  fact  it  is  used  to  signify  others  may  employ  with  equal  truth. 
(••)  Id. 

40.  Same— Misspelling. — ^A  mark  which  is  descriptive  of  the  goods  upon 

which  it  is  used  does  not  lose  such  quality  and  become  arbitrary  by 
being  misspelled.  Bad  orthography  has  not  yet  become  so  rare  or  so 
easily  detected  as  to  make  a  word  the  arbitrary  sign  of  something  else 
than  its  conventional  meaning.     (**)  Id, 

41.  Same — Same — "Rubeboid"  fob  Felt  Roofing. — The  word  "Ruberoid** 

Held  to  be  a  mere  misspelling  of  *'  rubberoid  *'  and  not  to  constitute  a 
valid  trade-mark  for  a  flexible  roofing  material.     (••)  Id. 

42.  Unfaib  Competition. — Plaintiff  used  the  word  "Ruberoid'*  as  a  trade- 

mark for  flexible  rooflng.  Defendant  used  the  word  "  Rubbero  *'  as  a 
trade-mark  for  similar  goods;  but  there  was  no  imitation  of  plaintiff's 
labels  in  their  arrangement,  color,  or  general  appearance.  Held,  that 
defendant  was  not  guilty  of  unfair  competition.     (♦♦)  Id, 

43.  SiMiLABiTY.— The  marks  "Optimates,"   "Optimo,"  and  "La  Optima" 

Held  "  so  similar,  not  only  in  appearance  but  in  meaning  and  origin, 
that  they  must  be  considered  the  same  in  law."  (*)  Ju8tin  Seubert, 
Incorporated,  v.  A.  Santaella  d  Company,  341. 

44.  Right  to  Registbation — Pbiob  Use  bt  Anotheb— Lack  of  Knowledgb 

BY  Applicant  of  Such  Use  Immatebial. — ^Where  in  a  trade-mark  int«> 
ference  proof  is  offered  that  the  mark  in  issue  or  one  substantially 
identical  therewith  had  been  used  by  a  third  party  prior  to  the  date  of 
adoption  proven  by  one  of  the  parties  to  the  interference.  Held  that 
with  respect  to  that  applicant's  right  to  registration  it  is  immatmial 
that  the  mark  had  not  been  registered  by  such  third  party  or  that  the 
use  by  him  was  unknown  to  the  applicant.     {^)  Id, 

45.  Abandoned  Mabk — ESxclusive  Use  by  Anothee  at  Time  of  Abandon- 

ment Necessaby  to  Title. — ^Where  two  parties  are  using  a  mark  at  the 
time  of  its  abandonment  by  the  original  owner  thereof.  Held  that 
neither  party  acquires  title  to  such  mark.  {Mayer  Fertilizer  Co.  y. 
Virginia-Carolina  Chemical  Co.,  0.  D.,  1910,  399;  1S6  O.  G.,  539;  35 
App.  D.  C,  425,  distinguished.)     (•)  Id. 

46.  Name  of  an  Individual — "  Deacon  Bbown." — ^The  name  "  Brown  *'  is*  a 

common  surname  and  is  not  rendered  registrable  by  preflxing  thereto 
the  word  "  Deacon."     (♦)  In  re  Artesian  Manufacturing  Company,  344. 

47.  Same — Distinctive  Manneb  of  Wbiting  ob  Pbintinq. — ^Where  the  name 

"Deacon  Brown"  is  printed  in  script  type,  with  a  scroll  extending 
across  all  the  letters  except  the  "  D  "  and  having  the  letters  "  D  "  and 
"  B  "  connected  across  the  top  by  two  flourishes,  Held  not  such  a  dis- 
tinctive manner  of  printing  as  to  render  the  name  registrable  as  a  trade- 
mark, (citing  ex  parte  Polar  Knitting  Mills,  0.  D.,  1910,  62;  154  O.  G., 
251.)     (•)  Id. 

48.  Cancelation — Mark  Pbesented  Undeb  "  Ten- Years  Clause  " — Use  Not 

Exclusive. — Held  that  the  application  for  the  cancelation  of  the  mark 
registered  by  appellant  under  the  so-called  "  ten-years  clause "  of  the 
Trade-Mark  Act  was  properly  sustained,  since  the  evidence  establishes 
that  it  did  not  have  exclusive  use  of  the  mark  during  the  ten  years  next 
preceding  the  passage  of  that  act  (*)  DtUuth-Superior  Milling  Com- 
pany V.  Koper,  854. 
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49.  SiMiLABiTT — **  Gabbolikettm  '*  AND  "  CBEO-CAaBOLiN." — ^Registration  of 
the  word  "  Creo-Carbolin  **  Held  properly  refused  registration,  since  it 
is  so  similar  to  the  previously-registered  mark  "  Carl>ollneum  "  for  the 
same  class  of  goods  as  to  be  likely  to  cause  confusion  or  mistake  in  the 
mind  of  the  public.     (♦)  In  re  Barrett  Manufacturing  Company,  356. 

60.  How  AcQuiBED — Extent  or  Use. — Every  trade  must  have  a  beginning, 

and  it  would  be  unreasonable  and  unjust  to  say  that  it  must  be  general 
and  the  article  widely  known  before  the  trade-mark  in  the  name  afllxed 
to  it  and .  indicating  its  origin  can  be  acquired.  It  is  enough  If  the 
article  with  the  adopted  brand  upon  it  is  actually  a  vendible  article  in 
the  market,  with  the  intent  by  the  proprietor  to  continue  its  production 
and  sale.  (*)  Breitenlach  and  F.  H,  Strong  Company  y.  Rosenberg, 
865. 

61.  Same — Same. — ^Testimony  showing  that  goods  bearing  the  mark  "Cho- 

logen,"  which  had  been  adopted  by  a  German  manufacturer,  were  on 
sale  by  wholesale  and  retail  druggists  In  Hobok^,  Chicago,  and  Detroit 
from  the  time  the  goods  were  first  introduced  into  this  country  Held 
sufficient  to  establish  a  tradermark  use  although  the  sales  were  neither 
very  great  nor  very  general.     (*)  /d. 

62.  SiMUJjuTT— "  Chologestin  " — "  Chologen.'* — ^The  mark  "  Chologestin  •• 

so  closely  resembles  ''  Chologen  "  as  to  be  likely,  where  used  upon  goods 
of  the  same  general  description,  to  produce  confusion  in  trade.     (•)  Id. 

63.  "  Cbeam  "  FOR  Baking-Powdeb — Not  Descriptive. — The  word  "  Cream," 

as  appliecj  to  baking-powder.  Held  to  constitute  a  valid  technical  trade- 
mark. (♦)  International  Food  Company  v.  Price  Baking  Powder  Com- 
pany, 368. 

64.  Opposition  Rights  Limited  by  Use  of  Othebs. — Where  opposer  was  not 

the  originator  of  the  trade-mark  consisting  of  a  waitress  in  Quaker  or 
Puritan  costume  carrying  a  tray,  Held  that  it  has  no  right  to  exclude 
every  one  else  from  using  the  representation  of  a  woman  as  a  trade- 
mark upon  goods  similar  to  that  manufactured  by  it  (♦)  UeBtU  d 
Anglo-Swiss  Condensed  MUk  Company  v.  Walter  Baker  d  Company, 
Limited,  369. 
66.  Same — Similarity.— A  mark  consisting  of  the  words  "  Milkmaid  Brand  " 
and  the  representation  of  a  milkmaid  In  Swiss  costume  supporting  one 
pail  on  her  head  and  carrying  another  in  her  hand^Held  not  so  similar 
to  a  mark  consisting  of  the  representation  of  a  waitress  In  Quaker  or 
Puritan  costume  carrying  a  tray  supporting  cups  as  to  deceive  pur- 
chasers and  cause  confusion  in  the  trade.     (♦)  Id, 

66.  Application — Drawing — Lining  for  Color. — ^Where  the  application  states 

that  the  color  of  the  mark  is  not  claimed,  Held  that  the  Examiner  prop- 
erly objected  to  the  lining  of  the  drawing  so  as  to  indicate  color.  Ew 
parte  Austin,  Nichols  d  Co.,  74. 

67.  CoiTEE  AND  CocoA  GooDs  OF  THE  SAME  DsscRiPTrvE  PROPERTIES. — ^A  trade- 

mark for  coffee  Held  properly  refused  registration  in  view  of  a  mark 
60  similar  thereto  as  to  be  liable  to  cause  confusion  which  had  been  pre- 
viously registered  for  cocoa,  since  these  are  goods  of  the  same  descrip- 
tive properties,  (citing  Walter  Baker  d  Company  v.  Harrison,  C.  D., 
1909,  284;  138  O.  G.,  770;  32  Aw).  D.  C,  272.)     Id. 

68.  Similarity — '*  Sunshine  " — "  Sunbeam/* — The  words  "  Sunshine  **  and 

'*  Sunbeam  "  Held  to  be  so  similar  that  their  contemporaneous  use  upon 
goods  of  the  same  descriptive  properties  would  be  liable  to  cause  con- 
fusion In  the  mind  of  the  public  and  deceive  purchasers.    /dL 
2097"— 12 41 
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59.  Unfaib  OoMPETinoN — ^BuBDEN  OF  Pboof. — Tbe  burden  rests  upon  detaid- 

ant  when  sued  for  an  unfair  use  of  tbe  plaintiff's  trade  name  to  justify 
bis  use  of  it     (**) Jacobs  v.  Beecham,  549. 

60.  Same — Pbofbietaby  Medicines — Seobet  Fobmula. — Using  the  name  of  a 

manufacturer  of  pills  under  a  secret  formula  upon  pills  made  by  a 
competitor  Is  not  saved  from  being  unfair  because  it  is  accompanied 
by  a  statement  that  the  latter  makes  the  pills,  even  if  it  be  conceded 
that  he  is  using  the  other's  formula.     (**)/d. 

61.  Same — Fbaud  on  the  Pubuc — Use  of  the  Wobd  "Patent." — ^The  uae 

of  the  word  "  patent  *'  to  indicate  a  medicine  made  by  a  secret  formnla 
when  the  medicine  is  in  fact  not  patented  is  not  such  fraud  as  defeats 
the  right  of  the  manufacturer  to  relief  in  equity  against  unftiir  com- 
petition.    (••)/d. 

62.  Same — Same — Misstatements   as   to   Place  oi-   Business. — Hie  con- 

tinued use  of  circulars  and  labels  which  suggest  the  foreign  origin 
of  a  product  after  its  manufacture  had  been  begun  in  this  country 
and  the  use  of  the  name  of  the  original  proprietor  for  some  time  after 
the  business  had  been  transferred  to  his  son  are  not  such  fraud  as 
defeats  the  right  of  a  manufacturer  to  relief  in  equity  against  onfair 
competition.     (♦♦)/*. 

63.  Desgbiftive — Wobds  Wbitten  in  Fobsign  Language. — It  is  well  settled 

that  the  foreign  equivalent  of  a  descriptive  word  is  not  registrable. 
(Ex  parte  Orocera  Specialty  Mfg.  Co.,  Limited,  O.  D.,  1903,  10;  102 
O.  G.,  465 ;  Dadirrian  v.  Yacubian  et  al„  O.  D.,  1896,  713;  75  O.  O.,  1856; 
72  Fed.  Rep.,  1010 ;  Ronooroni  v.  Qross,  86  N.  Y.,  Supp.,  1112 ;  92  App, 
Div.,  22.)     Ew  parte  Julius  WUe  Sons  A  Co,,  81. 

64.  Same— "  Bleoancia.**— The  Spanish  word  "Elegancia**  Held  not  regis- 

trable as  a  trade-mark.    Id. 

65.  Same— "No  Sag**  fob  Hand-Bags.— The  words  "No  Sag"  HeUd  prop- 

erly refused  registration  as  a  trade-mark  for  hand-bags,  since  they  are 
descriptive  of  the  goods  to  which  they  are  applied.  (*)/n  re  Freund 
Bros,  and  Company,  405. 

66.  "  Chabtbeuse,"  Not  Gboobaphical. — ^The  word  "  Chartreuse  '*  as  applied 

to  a  liqueur  or  cordial  Held  not  geographical  and  to  constitute  a  valid 
trademark.  (••)P^e  Alfredo  Luis  Baglin  and  Carthusian  Monks  v. 
Cusenier  Company,  552. 

67.  Abandonment. — The  loss  of  the  right  of  property  in  trade-marks  upwi 

the  ground  of  abandonment  is  not  to  be  viewed  as  a  paialty  either  for 
non-user  or  for  the  creation  and  use  of  new  devices.  There  must  be 
found  an  intent  to  abandon,  or  the  property  is  not  lost;  and  while,  of 
course,  as  in  other  cases.  Intent  may  be  inferred  when  the  fkcts  are 
shown,  yet  the  fticts  must  be  adequate  to  support  the  finding.     i^*)Id. 

68.  Same. — ^The  Order  of  Carthusian  Monks,  which  for  many  years  had 

made  at  La  Grande  Chartreuse,  in  France,  and  sold  a  liqueur  under 
the  name  "  Chartreuse,"  was  expelled  from  France  by  the  Government^ 
and  possession  of  their  property  in  France  was  taken  by  a  liquidator 
of  the  French  court  They  established  a  factory  in  Spain  and  con- 
tinued to  manufacture  a  liqueur  in  accordance  with  the  original 
formula.  They  used  on  their  labels  the  words  "P^res  Chartreux** 
and  the  words  "  Liqueur  Fabriqu^  k  Tarragmie  par  le  P^res  Char- 
treux."  They  made  vigorous  efforts  in  this  and  other  countries  to 
prevent  the  use  of  the  old  marks  by  the  liquidator.  Held  that  theee 
facts  do  not  establish  au  abandonment  by  the  monks  of  their  rights  in 
the  trade-mark  "Chartreuse."     (••)/«. 
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• 
09.  Infringement — Injunction. — For  many  years  the  Order  of  CarthasiaD 
Monks,  established  at  La  Grande  Chartreuse,  in  France,  made  and 
sold  a  liqueur  under  the  name  *'  Chartreuse,*'  claimed  to  have  been 
made  by  a  secret  process  Such  liqueur  has  long  been  sold  and  has 
become  well  known  under  such  name  In  the  United  States,  where  the 
name  is  registered  as  a  trade-mark.  The  order  having  been  expelled 
from  France  by  the  Government,  a  liquidator,  was  appointed  who  took 
possession  of  their  property,  including  their  liqueur  factory.  Such 
liquidator,  although  having  no  knowledge  of  the  secret  formuki,  com- 
menced the  manufacture  of  a  similar  liqueur,  which  he  sold  under  the 
name  "Chartreuse,*'  using  the  same  bottles  and  labels  as  had  been 
used  by  the  monk&  In  the  meantime  the  monks  established  a  factory 
in  Spain  and  continued  to  manufacture  the  liqueur  in  accordance  with 
the  original  formula,  using,  however,  a  different  label  and  style  of 
package.  Held  that  the  action  of  the  French  Government  and  court 
did  not  affect  the  trade-mark  rights  of  the  Carthusian  monks  in  the 
United  States;  that  such  rights  wei'e  not  dependent  on  the  place  or 
country  in  which  their  business  was  conducted;  that  tlie  receiver  did 
not  succeed  to  such  rights,  but  became  their  competitor,  and  that 
they  were  entitled  to  an  injunction  restraining  the  sale  of  his  products 
in  this  country  in  competition  with  their  own  under  their  trade-mark 
and  dress  and  as  the  original  and  genuine  Chartreuse.     (**)/<!. 

70.  Registration  Refused  by  Commissioner — ^Amendment  of  Law — Cannoi 

BE  Reopened  in  View  Thereof. — Where  a  trade-mark  was  refused 
registration  by  the  Commissioner  on  the  ground  that  it  was  merely  the 
name  of  the  applicant  and  thereafter  the  Trade-Mark  Act  was  amended 
so  as  to  permit  the  registration  of  an  applicant's  name  or  a  portion 
thereof  if  otherwise  registrable.  Held  that  this  amendment  constitutes 
no  ground  for  reopening  the  case..  Ex  parte  The  Willotpcrafi  8?iop$,  96. 

71.  "Collier"  for  Dynamite — Descriptive. — ^The  word  "Collier"  as  ap- 

plied to  dynamite  Held  descriptive,  and  hence  not  registrable,  since  it 
would  indicate  to  the  trade  that  it  was  intended  for  use  in  coal-mining. 
Ew  parte  Sinnamahoning  Powder  Mfg,  Co,,  99. 

72.  Same — Ordinary  Surname — Manner  of  Writing. — ^The  ordinary  sur- 

name "  Collier  "  is  not  rendered  registrable  by  placing  it  on  a  red  pack- 
age.   Id. 

73.  Description — Color  of  Package. — The  color  of  the  package  in  which 

goods  are  placed  cannot  constitute  a  trade-mark  for  such  goods,  and 
the  Examiner  properly  refused  to  allow  applicant  to  describe  the  mark 
as  appearing  on  a  red  package.    Id, 

74.  "  Trophy  " — ^Descriptive. — The  word  "  Trophy  "  is  not  registrable  as  a 

trade-mark,  since  it  would  indicate  to  the  purchaser  that  the  goods  to 
which  it  was  applied  had  been  recognized  as  of  superior  quality  by  the 
presentation  of  a  prize  or  trophy.  Ex  parte  Meyer  BrotherB  Coffee  d 
Spice  Co,,  109. 

76.  Motion  to  Dissolve — ^Transmission. — ^The  Examiner  of  Interferences 
should  take  cognizance  of  the  merits  of  motions  to  dissolve  sufficiently 
to  enable  him  to  refuse  transmission  to  motions  which  are  wholly 
groundless.  Stollwerck  Brothers,  Inc.  v.  Lucema  Anglo-Swiss  MUk 
Chocolate  Company  v.  Hoffman,  112. 

76.  Same — Same. — ^A  motion  to  dissolve  an  interference  on  the  ground  that 
coffee  and  cocoa  are  goods  of  different  descriptive  properties  Held 
properly  refused  transmission  in  view  of  the  ruling  of  the  Court  of 
Appeals  of  the  District  of  Columbia  in  the  case  of  Walter  Baker  d  Co., 
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Ltd.,  YP  Harrison,  (C.  D.,  1909,  284;  138  O.  G.,  770;  32  App.  D.  O, 
272.)     Id. 

77.  Opposition — Issue  Not  to  be  Modified  Before  Judgment. — ^After  as 

opposition  to  the  registration  of  a  trade-marlt  has  been  filed  the  oppo- 
sition proceedings  should  not  be  terminated  without  a  formal  order 
sustaining  or  dismissing  the  opposition.  Wm,  A.  Coomhs  Milling  Cowr 
pany  v.  The  Dewey  Bros,  Company,  129. 

78.  Similarity — Duplication. — ^The  fact  that  one  mark  shows  a  duplica- 

tion or  multiplication  of  the  sole  or  predominating  feature  in  anothtf 
mark  Is  obviously  not  In  itself  conclusive  against  registration,  since 
the  arrangement  or  manner  in  which  the  units  are  displayed  may  be- 
come the  predominating  feature  in  such  a  mark.  Ex  parte  The  Dry 
Milk  Company,  132. 

79.  Same — Same. — A  trade-mark  for  desiccated  milk  or  milk-powder  con- 

sisting of  the  representation  of  twenty  milk-cans  arranged  in  the  arc 
of  a  circle  and  a  tub  or  firkin  lying  upon  its  side  at  the  middle  of  the 
row  Held  to  so  nearly  resemble  a  registered  mark  consisting  of  the 
representation  of  a  single  milk-can  as  to  be  likely  to  cause  confusion 
in  the  mind  of  the  public.    Id. 

80.  Descbiptive — Written  in  a  Distinctive  Manner. — Writing  a  descrip- 

tive word  in  a  distinctive  manner  does  not  render  it  registrable  as  a 
trade-mark.     Ew  parte  Loft,  193. 

81.  Same — "  Penny  a  Pound  Profit." — The  phrase  "  P«iny  a  Pound  Profit" 

Held  descriptive  as  applied  to  candy.    Id. 

82.  Opposition — Filing  of  Notice. — Where  a  notice  of  opposition  was  filed 

signed  by  the  attorney  and  within  two  days  thereafter  duly  verified 
by  an  authorized  officer  of  the  corporation  In  whose  behalf  It  was  filed. 
Held  that  there  was  no  Irregularity  In  filing  the  same.  Collins  and 
Company  v.  Meyer,  201. 

83.  Same — Dissimilarity  of  Marks  of  Opposer  and  Applicant — ^No  Lno- 

lihood  of  Damage. — Where  the  mark  of  the  applicant  consists  of  the 
representation  of  an  elephant  standing  upon  its  hind  l^s  wearing 
trousers  and  a  coat  and  holding  in  one  elevated  foot  a  pair  of  scissors, 
a  piece  of  cloth  being  thrown  over  the  other  elevated  leg,  and  the  mark 
of  the  opposer  consists  of  a  conventional  representation  of  an  ele- 
phant and  the  wdrds  '*  Elephant  Brand,"  Held  that  there  is  no  likeli- 
hood that  opposer  would  t>e  damaged  by  the  registration  of  applicant's 
mark,  especially  as  the  former  was  not  the  first  to  use  the  repre- 
sentation of  an  elephant  upon  goods  of  the  same  character  as  appli- 
cant's.   Id. 

84.  Similarity — "Amber"  and  "Amber  Bead." — ^The  mark  "Amber  Bead" 

Held  to  so  nearly  resemble  the  mark  "Amber  "  as  to  be  likely  to  cause 
confusion  by  their  contemporaneous  use  on  goods  of  the  same  descrip- 
tive properties.    Ex  parte  Independent  Breweries  Company,  20Q. 

85.  Goods  of  the  Same  Descriptive  Properties — Beer  and  a  Malt  Bevbt 

AGE. — Beer  and  a  beverage  "  prepared  in  part  from  malt  and  containing 
less  than  one-half  of  one  per  cent  alcohol"  Held  to  be  goods  of  the 
same  descriptive  properties  within  the  meaning  of  section  5  of  the 
Trade-Mark  Act.    Id. 

86.  Foreign  Language — "  Esperanto."— Esperanto  Held  to  be  a  language 

within  the  meaning  of  the  ruling  that  the  equivalent  In  a  fbrelgn 
language  of  a  descriptive  word  is  unregisterabla  Ex  parte  Bamtary 
Knitting  Co.,  220. 
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87.  Same—"  Sanioa."— The  word  "  Sanlga,"  which  is  the  Esperanto  word 

for  sanitary,  Held  unregisterable  as  a  trade-mark  for  underwear  and 
hosiery,  since  the  word  "  sanitary  "  is  descriptive  of  such  goods.    Id, 

88.  Descbiptite — **  Inter-Phone  "  fob  Telephone  SwrrcHiNO  Appabatus.-^ 

The  marlc  "Inter-Phone"  Held  not  registerable  as  a  trade-mark  for 
telephone  switching  apparatus,  since  it  is  descriptive  of  the  goods  to 
which  it  is  applied.    Etp  parte  Western  Electric  Company,  221. 

89.  Same — "  Scotissue  Towels." — ^A  mark  consisting  of  the  words  "  Scotls- 

sue  Towels"  Held  properly  refused  registration  as  a  trade-mark  for 
paper  toweling.    Ew  parte  Scott  Paper  Company,  22^. 

90.  Same — Distinctively  Displayed. — A  mark  which  is  descriptive  is  not 

made  registrable  by  displaying  it  in  a  distinctive  manner.  Id, 
9L  "Obange  Gbove" — Not  Geogbaphical. — ^A  mark  for  wheat-flour  con- 
sisting of  the  words  **  Orange  Grove  "  and  the  represaitation  of  a  twig 
having  oranges  thereon  Held  to  be  a  fanciful  mark  and  not  to  fall 
within  the  prohibition  of  the  statute  against  the  registration  of  marks 
which  are  merely  geographical.  (7.  A.  Gamhrill  Manufacturing  Com- 
pany V.  H.  Becker  d  Company,  236. 

92.  Similabity — ^Test  Thebbof. — In  considering  whether  two  marks  are  de- 

ceptively similar  the  true  test  is  whether  a  purchaser  looking  at  an 
article  offered  to  him  would  naturally  be  led  from  the  mark  impressed 
upon  it  to  suppose  it  to  be  a  production  of  a  rival  manufacturer  with 
whose  mark  he  was  familiar.    Ew  parte  Seahury  d  Johnson,  241. 

93.  Goods  of  the  Same  Descbiptivb  Pbopebties — "  Wood- Wool  "  and  "  Pa- 

PEB-WooL." — ^**  Wood-wool "  uped  as  a  medicinal  preparation  Held  to 
constitute  goods  of  the  same  descriptive  properties  as  "paper-wool" 
used  for  bandages,  etc.    Id. 

TRANSMISSION  OF  MOTIONS.  See  Interference,  8,  9.  10;  Motion  to  Dis- 
solve Interference,  2,  7 ;  Oath,  1 ;  Trade-Marks,  75. 

TRIBUNALS  OF  THE  PATENT  OFFICE.  See  Certiorari,  4;  Interference, 
18,  21. 

TRUSTEES.    See  Assignment,  1. 

UNFAIR  COMPETITION.     See  Trade-Marks,  37,  38,  42,  !59,  60,  61. 

UTILITY.  See  Commercial  Success;  Construction  of  Specifications  and  Pat- 
ents, 1 ;  Particular  Patents,  9,  11 ;  Priority  of  Invention,  3 ;  Reduction 
to  Practice,  2,  3. 

VALID  PATENTS.     See  Particular  Patents,  5,  13 ;  Reissue,  1. 

VALID  TRADE-MARKS.    See  Trade-Marks,  53,  66. 

VALIDITY  OF  PATENTS.  See  Divisional  Applications;  Fraud;  Grant  of 
Patents;  Jurisdiction  of  the  Commissioner  of  Patents;  Reissue,  6. 

VALIDITY  OF  TRADE-MARK  REGISTRATION.  See  Trade-Marks,  4,  22, 
37,  41. 

VOID  PATENTS.  See  Injunction;  Particular  Patents,  1.  2,  6,  7,  8,  10,  12; 
Reissue,  4. 

WITNESSES.  See  Construction  of  Statutes,  3,  4,  5;  Drawings,  2;  Reduction 
to  Practice,  1. 

WRIT  OF  CERTIORARI.     See  Certiorari, 

WRIT  OF  MANDAMUS.     See  Mandamus, 

WRITS.    See  Construction  of  Statutes,  3,  4. 

WITHDRAWAL  OF  ALLOWED  APPLICATIONS  FROM  ISSUE.  See  Prose- 
cution of  Applications,  18,  20. 
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